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I. Introduction 

The Board denied inter partes review in this case after interpreting Google’s 

Petition as limiting the claimed “common frequency band” to a broader frequency 

band (800 MHz to 900 MHz in AMPS and CDPD), and as not encompassing 

individual channels within that broader band.  The Board stated: 

Not once does Petitioner refer to a single channel as a “common 

frequency band,” but consistently, without exception, refers to the 

broad frequency band containing the multiple channels as the “common 

frequency band.” 

(Institution Decision at 22.) 

But in at least two separate places in the Petition, Google expressly stated that 

it considered an individual channel to be the “common frequency band.” 

Petition at 24:  “Because AMPS and CDPD share both the broader 

frequency band as well as channels within that band (that are 

themselves frequency bands), Gardner discloses two radio interface 

standards operating on at least one ‘common frequency band,’ as 

claimed.” 

 

Petition at 42 n.9:  Google explained that the Petition demonstrated 

unpatentability if “the ‘frequency band’ limitation could be met by 

operations on a single channel within the frequency band.” 

The Board misapprehended or overlooked that Google’s Petition addressed 

providing alternate access to individual channels, which Google tied to the “common 
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frequency band” in the ways discussed above and the additional ways enumerated 

below.  Accordingly, Google respectfully requests that the Board reconsider its 

denial of institution and grant review based on the single ground of unpatentability 

in Google’s Petition. 

II. Legal Standard 

Under 37 C.F.R. §§ 42.71(c) and (d), a party may request rehearing of a 

decision by the Board whether to institute a trial.  “The request must specifically 

identify all matters the party believes the Board misapprehended or overlooked, and 

the place where each matter was previously addressed in a motion, an opposition, or 

a reply.”  37 C.F.R. § 42.71(d). 

The Board reviews the previous decision for an abuse of discretion.  37 C.F.R. 

§ 42.71(c).  “An abuse of discretion may arise if the decision is based on an 

erroneous interpretation of law, if a factual finding is not supported by substantial 

evidence, or if an unreasonable judgment is made in weighing relevant factors.”  

Caterpillar Inc. v. Wirtgen Am., Inc., IPR2017-02185, Paper 48 at 2 (P.T.A.B. July 

11, 2019) (citing cases). 

III. Argument 

In the Institution Decision, the Board recognized that the Petition explained 

that, “[b]ecause AMPS and CDPD share both the broader frequency band as well as 

channels within that band (that are themselves frequency bands), Gardner discloses 
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