
UNITED STATES PATENT AND TRADEMARK OFFICE 

_________________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

_________________ 

MICROSOFT CORPORATION, APPLE INC., And 

MOTOROLA MOBILITY LLC, 

Petitioners, 

v. 

UNILOC 2017 LLC, 

Patent Owner. 

IPR2019-014711 

Patent 6,836,654 

_________________ 

 

 

PETITIONER MICROSOFT CORPORATION’S  

UPDATED MANDATORY NOTICES UNDER 37 C.F.R. § 42.8 

 

 

 
1 Apple Inc. and Motorola Mobility LLC, having filed a petition in IPR2020-00701, 

have been joined as petitioners in this proceeding. 
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Petitioner Microsoft Corporation submits these updated Notices to reflect that 

on October 26, 2020, the Western District of Washington entered a claim 

construction order in Uniloc 2017 LLC v. HTC America, Inc., Case No. 2:18-cv-

01732.  

I. REAL PARTY-IN INTEREST (UNCHANGED) 

Microsoft Corporation is the sole real party-in-interest. 

II. RELATED MATTERS (UPDATED) 

The ’654 patent (Ex. 1001) is asserted in the following litigations: 

• Uniloc 2017 LLC v. Microsoft Corporation, 8:19-cv-00781 (C.D. Cal.), 

filed April 29, 2019;  

• Uniloc USA, Inc. et al. v. Apple Inc., 3:19-cv-01697 (N.D. Cal.), filed 

April 2, 2019; 

A claim construction order was entered regarding U.S. Patent No. 6,836,654:  

• Uniloc 2017 LLC v. HTC America, Inc., 2:18-cv-01732 (W.D. WA), 

filed November 30, 2018 (claim construction order entered on 

October 26, 2020);  

• Uniloc 2017 LLC v. Motorola Mobility, LLC, 1:18-cv-01844 (DED), 

filed November 20, 2018; 

• Uniloc 2017 LLC et al. v. Google LLC, 2:18-cv-00493 (E.D. Tex.), filed 

November 17, 2018; 
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• Uniloc 2017 LLC v. Samsung Electronics America, Inc., et al., 2:18-cv-

00508 (E.D. Tex.), filed November 17, 2018 (terminated); 

• Uniloc 2017 LLC v. Huawei Device USA, Inc. et al., 2:18-cv-00509 

(E.D. Tex.), filed November 17, 2018 (terminated); 

• Uniloc 2017 LLC et al. v. Google LLC, 2:18-cv-00422 (E.D. Tex.), filed 

October 1, 2018 (terminated); 

• Uniloc USA, Inc. et al. v. Huawei Device USA, Inc., et al., 2:18-cv-

00357 (E.D. Tex.), filed August 14, 2018 (terminated); 

• Uniloc USA, Inc. et al. v. Motorola Mobility, LLC, 1:18-cv-01230 

(DED), filed August 10, 2018 (terminated); 

• Uniloc USA, Inc. et al. v. Samsung Electronics America, Inc., et al., 

2:18-cv-00309 (E.D. Tex.), filed July 23, 2018 (terminated); 

• Uniloc USA, Inc. et al. v. Huawei Device USA, Inc., et al., 2:18-cv-

00310 (E.D. Tex.), filed July 23, 2018 (terminated); 

• Uniloc USA, Inc. et al. v. Apple Inc., 1:18-cv-00293 (W.D. Tex.), filed 

April 9, 2018 (transferred to N.D. Cal., Case No. 3:19-cv-01697). 

The ’654 Patent is involved in the following proceedings before the Board: 

• Samsung Electronics America, Inc. et al. v. Uniloc 2017 LLC, 

IPR2019-01218 (Claims 1-9) (terminated); 
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• Samsung Electronics America, Inc. v. Uniloc 2017 LLC, IPR2019-

01219 (Claims 10-20) (terminated); 

• Microsoft Corporation v. Uniloc 2017 LLC, IPR2019-01470 (Claims 

1-9) (terminated); 

• Samsung Electronics America, Inc., et al. v. Uniloc 2017 LLC, 

IPR2020-00701 (joined with IPR2019-01471 August 12, 2020). 

The following patent application alleges priority to the ’654 patent or its 

alleged priority application: French Appl. No. 9916136, priority date December 21, 

1999.  

III. LEAD AND BACK-UP COUNSEL  

AND SERVICE INFORMATION (UNCHANGED) 

Lead Counsel Back-up Counsel 

Todd M. Siegel, Reg. No. 73,232 

todd.siegel@klarquist.com 

(First Back-Up) 

Andrew M. Mason, Reg. No. 64,034 

andrew.mason@klarquist.com  

John M. Lunsford, Reg. No. 67,185 

john.lunsford@klarquist.com  

Joseph T. Jakubek, Reg. No. 34,190  

joseph.jakubek@klarquist.com  

KLARQUIST SPARKMAN, LLP 

121 SW Salmon Street, Suite 1600 

Portland, Oregon, 97204 

503-595-5300 (phone) 

503-595-5301 (fax) 

Petitioner consents to service via email at the above email addresses. 
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Respectfully submitted, 

Dated: October 30, 2020 By:   /Todd M. Siegel/    

Todd M. Siegel (Reg. No. 73,232) 

todd.siegel@klarquist.com 

Andrew M. Mason (Reg. No. 64,034) 

andrew.mason@klarquist.com 

John M. Lunsford (Reg. No. 67,185) 

john.lunsford@klarquist.com  

Joseph T. Jakubek (Reg. No. 34,190) 

joseph.jakubek@klarquist.com   

KLARQUIST SPARKMAN, LLP 

One World Trade Center, Suite 1600 

121 S.W. Salmon Street 

Portland, Oregon 97204 

Tel: 503-595-5300 

Fax: 503-595-5301 

 

Counsel for Petitioner Microsoft Corporation 
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