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Petitioners provide this Explanation of Parallel Petitions and Notice of 

Ranking of Petitions pursuant to the July 2019 Update of the Trial Practice Guide. 

The ’519 Patent is subject to a pending lawsuit entitled SAS Institute Inc., v. World 

Programming Limited, et. al., Case No. 2-18-cv-00295 (E.D. Tex.) (the 

“Litigation”) in which Petitioner World Programming Limited is a defendant.  

The ’519 Patent has 59 claims.  Ex. 1001, 10:17-16:10.  In the Litigation, Patent 

Owner asserted at least 42 of the 59 claims in the ’519 Patent.  Given the number 

of claims being asserted, it is impossible for Petitioner to address all of the claims 

in just one petition.  Petitioner therefore has concurrently filed two Petitions 

(“Petition 1” and “Petition 2”) relating to the ’519 Patent, which in combination 

address the aforementioned 42 claims.  Thus, the present circumstance is consistent 

with the example in the July 2019 Update of the Trial Practice Guide, which states 

that “the Board recognizes that there may be circumstances in which more than one 

petition may be necessary, including, for example, when the patent owner has 

asserted a large number of claims in litigation.”    

Although Petitioner believes that its two petitions are both meritorious and 

justified in light of the number of claims being asserted by Patent Owner in the 

Litigation, Petitioner requests that the Board consider the petitions in the following 

order: 
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Rank Petition Grounds and References 

1 Petition 1 Ground 1: Davis and Harold 

2 Petition 2 Ground 1: Davis and Harold 

Ground 2: Davis. Harold, and Excel  

Ground 3: Davis, Harold, Rousseeuw, and Krause  

Below are some of the material differences between the two petitions:1

1. Petition 1:  

a. Ground 1 – Claims Challenged: 1-4, 14-18, 21, 27, 29-30, 34-

36, 39, 42-47, 49, 51-53, and 56 (Davis and Harold) 

2. Petition 2:  

a. Ground 1 – Claims Challenged: 5-6 and 37-38 (Davis and 

Harold), 

b. Ground 2 – Claims Challenged: 7-11 (Davis, Harold and 

Excel), and 

c. Ground 3 – Claims Challenged: 22-26 (Davis, Harold, 

Rousseeuw and Krause) 

As shown above, the grounds set forth in the concurrently filed petitions are not 

redundant and are materially different because the claims being challenged in each 

petition differ, with dependent claims being challenged in Petition 2 that are not 

1  Independent claims are bolded. 
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challenged in Petition 1.  Petition 2 also includes obviousness grounds as well as 

motivations to combine the references that are not in Petition 1.  A summary of the 

similarities and material differences between Petitions 1 and 2 are identified in the 

table below. 

Grounds Petition 1 Petition 2 

Independent Claims Being Challenged: 
1 and 34  

✓

Dependent Claims Being Challenged: 
2-4, 14-18, 21, 27, 29-30, 35-36, 39, 
42-47, 49, 51-53, and 56 

✓

Dependent Claims Being Challenged: 
5-11, 22-26, and 37-38 

✓

Obviousness Combination and 
Motivation to Combine of Davis and 
Harold 

✓ ✓

Obviousness Combination and 
Motivation to Combine of Davis and 
Harold and Excel 

✓

Obviousness Combination and 
Motivation to Combine of Davis and 
Harold and Rousseeuw and Krause 

✓

The Board should consider both petitions and not exercise its discretion to 

deny institution in either IPR given the number of claims being asserted by the 

Patent Owner in the Litigation.  And as shown above, the two petitions are not 

redundant, and the differences between the two petitions are material given the 
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different dependent claims being challenged, obviousness grounds, and 

motivations to combine. 

Respectfully submitted, 

BAKER BOTTS L.L.P. 

Date:  August 5, 2019 /s/Christopher V. Ryan/ 
Christopher V. Ryan (Reg. No. 54,759) 
98 San Jacinto Blvd., Suite 1500 
Austin, Texas 78701 
Phone: (512) 322-2586 
Facsimile: (512) 322-3686 

LEAD COUNSEL FOR PETITIONER 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


