
DISH-Blue Spike-602
Exhibit 1007, Page 0001

PTO/SB/57 (09-16)
Approved for use through 09/30/2018. OMB 0651-0064.

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respondto a collection of information unlessit displays a valid OMB control number.

(Also referred to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Addressto:

Mail Stop Ex Parte Reexam
Commissionerfor Patents Attorney Docket No.:
P.O. Box 1450

Alexandria, VA 22313-1450 Date; 05-16-2018

1. This is a request for ex parfe reexamination pursuant to 37 CFR 1.510 of patent number 9104842
issued 98-11-2015 . The requestis made by:

[] patent owner. third party requester.
2. [¥ |The name and address of the person requesting reexaminationis:

Fisch Sigler LLP

5301 Wisconsin Avenue, NW, Fourth Floor

Washington, DC 20015

Requester asserts [_|small entity status (37 CFR 1.27) or [_] certifies micro entity status (37 CFR 1.29). Only a
patent owner requester can certify micro entity status. Form PTO/SB/15A or B must be attached to certify micro
entity status.

4.[] a. Acheck in the amountof $ is enclosed to cover the reexamination fee, 37 CFR 1.20(c)(1);
[] b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)

to Deposit Account No. :

c. Paymentby credit card. Form PTO-2038is attached; or

d. Payment made via EFS-Web.

5. Any refund should be made by [¥] check or [_|credit to Deposit Account No.
37 CFR 1.26(c). If payment is made by credit card, refund mustbe to credit card account.

6. A copy of the patent to be reexamined having a double column format on one side of a separate paperis
enclosed. 37 CFR 1.510(b)(4).

7.[] CD-ROM or CD-Rin duplicate, Computer Program (Appendix) or large table
| Landscape Table on CD

8.[] Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. — c. are required.

a.[-] Computer Readable Form (CRF)

b. Specification SequenceListing on:

i. [.) CD-ROM (2 copies) or CD-R(2 copies); or

i. paper

c.[_] Statementsverifying identity of above copies

9g.[] A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.
10. Reexamination of claim(s) 11, 12, 13, and 14

11. A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on
Form PTO/SB/08, PTO-1449, or equivalent.

is requested.

12.[] An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

 
[Page 1 of 2]

This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTO
to process) a request for reexamination. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 18 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/SB/57 (09-16)
Approved for use through 09/30/2018. OMB 0651-0064.

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of infarmation unless it displays a valid OMB control number.

13. The attached detailed request includes at least the following items:

a. Astatementidentifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1).

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and mannerof applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2).

. [| A proposed amendmentis included (only where the patent owneris the requester). 37 CFR 1.510(e).

. [v|It is certified that the statutory estoppel provisions of 35 U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1) do not prohibit
requester from filing this ex parte reexamination request. 37 CFR 1.510(b)(6). 

. [v|a. It is certified that a copy of this request(if filed by other than the patent owner) has been servedin its entirety on
the patent owneras provided in 37 CFR 1.33(c).
The name and addressof the party served and the date of service are:

Wistaria Trading LTD

Clarendon House, 2 Church Street, Hamilton HM 11, Bermuda

Date of Service: May 16, 2018 - or

[| b. A duplicate copy is enclosed since service on patent owner was not possible. An explanation of the efforts
made to serve patent owneris attached. See MPEP 2220.

17. Correspondence Address: Direct all communication about the reexamination to:

[] The address associated with Customer Number: fo
OR

Firm or : .
Individual Name Fisch Sigler, LLP

Address

 
City
Washington
Country
United States

Telephone Email
(202) 362-3524 Joe.Edell@fischllp.com

18. The patentis currently the subject of the following concurrent proceeding(s):

[_] a. Copending reissue Application No.

[_] b. Copending reexamination Control No. 

_] c. Copending Interference No.

d. Copendinglitigation styled:

Blue Spike, LLC v. Juniper Networks,Inc., 6:17-cv-00016-KNM (ED. Tex. 2017)

WARNING: Information on this form may becomepublic. Credit card information should not be
included on this form. Provide credit card information and authorization on PTO-2038.

/Joseph F. Edell/ 05-16-2018
Authorized Signature Date

JosephF. Edell 67,625 (-] For Patent Owner Requester
Typed/Printed Name Registration No.

For Third Party Requester

 
[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (6 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

2. Arecord from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
requestinvolving an individual, to whom the record pertains, when the individual has requested assistance from
the Memberwith respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records managementpractices and programs, underauthority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (/.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

8 Arecord from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
wasfiled in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

9. A-record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency,if the USPTO becomes awareof a violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

United States Patent No.: 9,104,842
Inventors: Scott A. Moskowitz

Formerly Application No.: 11/895,388
Issue Date: August 11, 2015
Filing Date: August 24, 2007
Former Examiner: Izzuna Okeke

Former Group Art Unit: 2497

For: DATA PROTECTION METHOD AND DEVICE

MAIL STOP EX PARTE REEXAM

Central Reexamination Unit

Office of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

CERTIFICATE OF SERVICE

It is certified that, pursuant to 37 C.F.R. § 1.510(b)(5), copies of the following documents
have been servedin their entireties on the patent ownerat the correspondenceaddress of record

as provide for in 37 C.F.R. § 1.33(c):

1. Request for Ex Parte Reexamination ofU.S. Patent No. 9,104,842 Transmittal Form,
PTO/SB/57.

2. Request for Ex Parte Reexamination of U.S. Patent No. 9,104,842 Pursuant to 35 U.S.C. §
302 and 37 C.F.R. § 1.510 and accompanying exhibits:

Exhibit 1 U.S. Patent No. 9,104,842 (“the ‘842 patent”)

Exhibit2—File History of U.S. Patent No. 9,104,842 (‘the ’842 Prosecution History”)
(other than the prior art of record) (consecutive page numbers addedfor ease of
citation)

Prior Art

Exhibit3 U.S. Patent No. 5,933,497 (“Beetcher’’)

Exhibit4=JP Patent No. 05-334702 (“Bectcher”)

Exhibit5 JP Patent No. 05-334702 Translation (“Beetcher Translation”)

Exhibit6—International Application No. WO9,726,732 (“Cooperman”)

Exhibit 7 U.S. Patent No. 5,935,243 (“Hasebe’’)
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Exhibit 8=[INTENTIONALLY LEFT BLANK]

Expert Materials

Exhibit9 Declaration of Claudio T. Silva In Support of Request for Ex Parte
Reexamination ofU.S. Patent No. 9,104,842

Exhibit 10 Curriculum Vitae of Claudio T. Silva

Claim Charts

Exhibit 11 Blue Spike LLC’s Proposed Terms for Construction for U.S. Patent 9,104,842
(‘the ’842 patent”) Blue Spike, LLC. v. Juniper Networks, Inc., Case No. Case
No. 6:17-cv-00016-KNM (EDTX)

3. Information Disclosure Statement, PTO/SB/08, listing references cited in the Requestfor Ex
Parte Reexamination of U.S. Patent No. 9,104,842 pursuant to 35 U.S.C. § 302 and 37
C.F.R. § 1.510

4. Acopyof U.S. Patent No. 9,104,842.

5. A copyof this Certificate of Service.

The copies have been served on May 16, 2018 by causing the aforementioned documents

to be deposited in the United States Postal Service as first class mail postage pre-paid in an

envelope addressed to:

Wistaria Trading LTD,
Calrendon House. 2 Church Street
Hamilton HM II

Bermuda

Blue Spike, LLC
Garteiser Honea

119 W Ferguson
Tyler, TX 75702

Neifeld IP Law, PC
5400 Shawnee Road

Suite 310

Alexandria, VA 22312-2300
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May 16, 2018

Requester:
Fisch Sigler LLP
5301 Wisconsin Ave. NW

Fourth Floor

Washington, DC 200015

‘Joseph F. Edell/

Joseph F. Edell
Attorneyfor Requester
Reg. No. 67,625
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PTOYAIA/14

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Attorney Docket Number 
Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention DATA PROTECTION METHOD AND DEVICE

The application data sheetis part of the provisional or nonprovisional application for which it is being submitted. The following form contains the
bibliographic data arranged in a format specified by the United States Patent and Trademark Office as outlined in 37 CFR 1.76.
This document may be completed electronically and submitted to the Office in electronic format using the Electronic Filing System (EFS) or the document
may be printed and includedin a paperfiled application.

 
 

Secrecy Order 37 CFR 5.2:

Portionsorall of the application associated with this Application Data Sheet mayfall under a Secrecy Order pursuant to 37
CFR 5.2 (Paperfilers only. Applications that fall under Secrecy Order may notbefiled electronically.) 

Inventor Information:

Inventor 1

Legal Name

a
feeioe

Residence Information (Select One) (@) US Residency C) Non US Residency ©) Active US Military Service 
 

Sunny Isles Beach State/Province Country of Residence i 

Mailing Addressof Inventor: 

 

 

   

Address 1 16711 Collins Avenue #2505

Address 2

City SunnyIsles Beach State/Province DC

Postal Code 20015 Country i US

All Inventors Must Be Listed - Additional Inventor Information blocks may be generated
within this form by selecting the Add button. 

CorrespondenceInformation: 

Enter either Customer Numberor complete the CorrespondenceInformation section below.
For further information see 37 CFR 1.33(a). 

><] An Addressis being provided for the correspondenceInformation ofthis application.

Name 1 JosephF. Edell 

Address 1 5301 Wisconsin Avenue NW

Address 2 

City Washington State/Province

Postal Code 

Phone Number Fax Number

Email Address Add Email

 
 

WEB ADS1.0
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PTO/AIA/14 (08-15)
Approved for use through 04/30/2017. OMB 0651-0032

US. Patent and TrademarkOffice; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number. 

Attorney Docket Number
Application Data Sheet 37 CFR 1.76
 

Application Number   
Title of Invention DATA PROTECTION METHOD AND DEVICE  

Application Information: 
Title of the Invention DATA PROTECTION METHOD AND DEVICE

 Attorney Docket Number Small Entity Status Claimed |

Application Type Nonprovisional 

Subject Matter Utility

Total Numberof Drawing Sheets(if any) Suggested Figure for Publication (if any)  

Filing By Reference:
 
Only complete this section whenfiling an application by reference under 35 U.S.C. 111(c) and 37 CFR 1.57({a). Do not completethis sectionif
application papers including a specification and any drawingsare beingfiled. Any domestic benefit or foreign priority information must be
provided in the appropriate section(s) below (i.e., "Domestic Benefit/National Stage Information” and “Foreign Priority Information’).

For the purposesofa filing date under 37 CFR 1.53{b), the description and any drawingsof the present application are replaced bythis
reference to the previouslyfiled application, subject to conditions and requirements of 37 CFR 1.57(a). i

Application numberof the previously Filing date (YYYY-MM-DD) Intellectual Property Authority or Country
filed application   
 

Publication Information:

[|] Request Early Publication (Fee required at time of Request 37 CFR 1.219)

 

Request Not to Publish.| hereby request that the attached application not be published under 35 U.S.C.
122(b) and certify that the invention disclosed in the attached application has not and will not be the subject of an
applicationfiled in another country, or under a multilateral international agreement, that requires publication at eighteen
monthsafterfiling.
 
Representative Information: 

Representative information should be provided for all practitioners having a power of attorney in the application. Providing
this information in the Application Data Sheet does not constitute a powerof attorney in the application (see 37 CFR 1.32).
Either enter Customer Numberor complete the Representative Name section below.If both sections are completed the customer Number
will be used for the Representative Information during processing.

Please Select One: (@) Customer Number ©) US PatentPractitioner C) Limited Recognition (37 CFR 11.9) 

Customer Number

Registration Number

 
WEB ADS1.0
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PTO/AIA/14 (08-15)
Approved for use through 04/30/2017. OMB 0651-0032

US. Patent and TrademarkOffice; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number. 

. Attorney Docket Number
Application Data Sheet 37 CFR 1.76
 

Application Number   
Title of Invention DATA PROTECTION METHOD AND DEVICE  
 

Prefix Given Name Middle Name Family Name Suffix Remove

 

Registration Number

 Additional Representative Information blocks may be generated within this form by
selecting the Add button.

Domestic Benefit/National Stage Information:
This section allowsfor the applicant to either claim benefit under 35 U.S.C. 119(e), 120, 121, 365(c), or 386(c) or indicate National
Stage entry from a PCT application. Providing benefit claim information in the Application Data Sheet constitutes the specific
reference required by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78.
Whenreferring to the current application, please leave the “Application Number’field blank.

 Prior Application Status

Filing or 371(c) Date
Application Number Continuity Type Prior Application Number (YYYY-MM-DD}

  

   
Additional Domestic Benefit/National Stage Data may be generated within this form by
selecting the Add button.

 
Foreign Priority Information:

This section allowsfor the applicantto claim priority to a foreign application. Providing this information in the application data sheet

constitutes the claim for priority as required by 35 U.S.C. 119(b) and 37 CFR 1.55. Whenpriority is claimed to a foreign application thatis eligible
for retrieval underthe priority document exchange program (PDX) the information Will be used by the Office to automatically attempt retrieval
pursuant to 37 CFR 1.55(i){1) and (2). Under the PDX program,applicant bears the ultimate responsibility for ensuring that a copy of the foreign

application is received by the Office from the participating foreign intellectual property office, or a certified copy of the foreign priority

applicationis filed, within the time period specified in 37 CFR 1.55{g){1).

Application Number Filing Date (YYYY-MM-DD) Access Code kif applicable)

Additional Foreign Priority Data may be generated within this form by selecting the Add
button.

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition

Applications

  
 

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also
contains, or contained at any time,a claim to a claimed invention that has an effectivefiling date on or after March

[] 16, 2013.
NOTE:By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined underthefirst inventorto file provisions of the AIA. 

WEB ADS1.0
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PTO/AIA/14 (08-15)
Approved for use through 04/30/2017. OMB 0651-0032

US. Patent and TrademarkOffice; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number. 

. Attorney Docket Number
Application Data Sheet 37 CFR 1.76
 

Application Number   
Title of Invention DATA PROTECTION METHOD AND DEVICE  

Authorization or Opt-Out of Authorization to Permit Access:
 

Whenthis Application Data Sheet is properly signed andfiled with the application, applicant has provided written authority to
permit a participating foreign intellectual property (IP) office access to the instant application-as-filed (see paragraph Ain
subsection 1 below) and the European Patent Office (EPO) access to any search results from the instant application {see
paragraphB in subsection 1 below).

Should applicant choose not to provide an authorization identified in subsection 1 below, applicant must opt-outof the
authorization by checking the corresponding box A or B or both in subsection 2 below.

NOTE: This section of the Application Data Sheet is ONLY reviewed and processed with the INITIALfiling of an application.
Aftertheinitial filing of an application, an Application Data Sheet cannot be used to provide or rescind authorization for access
by a foreign IP office(s). Instead, Form PTO/SB/39 or PTO/SB/69 must be used as appropriate. 

1. Authorization to Permit Access by a Foreign Intellectual Property Office(s)

A. Priority Document Exchange (PDX) - Unless box A in subsection 2 (opt-out of authorization) is checked, the undersigned
hereby grants the USPTO authority to provide the European Patent Office (EPO), the Japan Patent Office (JPO), the Korean
Intellectual Property Office (KIPO), the State Intellectual Property Office of the People’s Republic of China (SIPO), the World
Intellectual Property Organization (WIPO), and any otherforeign intellectual property office participating with the USPTO ina
bilateral or multilateral priority document exchange agreementin whicha foreign application claiming priority to the instant
patentapplicationis filed, access to: {1) the instant patent application-as-filed andits related bibliographic data, (2) any foreign
or domestic application to which priority or benefit is claimed by the instant application andits related bibliographic data, and
(3) the date offiling of this Authorization. See 37 CFR 1.14(h)(1).

 

B. Search Results from U.S. Application to EPO - Unless box B in subsection 2 (opt-out of authorization) is checked, the
undersigned hereby grants the USPTO authority to provide the EPO accessto the bibliographic data and search results from
the instant patent application when a European patent application claiming priority to the instant patent applicationis filed. See
37 CFR 1.14(h)(2).

 

The applicantis reminded that the EPO’s Rule 141(1) EPC (European Patent Convention) requires applicants to submit a copy of
search results from the instant application without delay in a European patentapplication that claimspriority to the instant
application.

2. Opt-Out of Authorizations to Permit Access by a Foreign Intellectual Property Office(s)

A. Applicant DOES NOTauthorize the USPTO to permit a participating foreign IP office access to the instant
[|] application-as-filed. If this box is checked, the USPTO will not be providing a participating foreignIP office with any

documents and information identified in subsection 1A above.

B. Applicant DOES NOTauthorize the USPTO to transmit to the EPO anysearch results from the instant patent
UO application.If this box is checked, the USPTO will not be providing the EPO with search results from the instant application.

NOTE: Oncethe application has published oris otherwise publicly available, the USPTO mayprovide accessto the application in
accordance with 37 CFR 1.14.

 
WEB ADS1.0
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PTO/AIA/14 (08-15)
Approved for use through 04/30/2017. OMB 0651-0032

US. Patent and TrademarkOffice; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number.
 

Attorney Docket Number 
Application Data Sheet 37 CFR 1.76  Application Number 

Title of Invention DATA PROTECTION METHOD AND DEVICE  
Applicant Information:

Providing assignmentinformationin this section does not substitute for compliance with any requirementofpart 3 ofTitle 37 of CFR to have
an assignmentrecorded bythe Office.

ye)ieee
If the applicantis the inventor(or the remainingjoint inventor or inventors under 37 CFR 1.45), this section should not be completed. The
information to be providedin this section is the name and addressof the legal representative whois the applicant under 37 CFR 1.43; or the
nameand addressof the assignee, person to whom the inventoris under an obligation to assign the invention, or person who otherwise shows
sufficient proprietary interest in the matter whois the applicant under 37 CFR 1.46.If the applicantis an applicant under 37 CFR 1.46 (assignee,
person to whom the inventoris obligated to assign, or person who otherwise showssufficient proprietary interest) together with one or more
joint inventors, then the joint inventor or inventors whoare also the applicant should be identified in this section.

O Legal Representative under 35 U.S.C. 117 oO Joint Inventor

 

© Person to whomtheinventoris obligated to assign. O Person who showssufficient proprietary interest
 
If applicant is the legal representative, indicate the authorityto file the patent application, the inventoris:

  

 Nameof the Deceased or Legally Incapacitated Inventer:    
lf the Applicant is an Organization check here. |

Given Name Middle Name Family Name 

 

Mailing Address Information For Applicant:

Address 1

Address 2
 

State/Province
 

Postal Code

Email Address
 

 
 

Additional Applicant Data may be generated within this form by selecting the Add button.
 

WEB ADS1.0
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PTO/AIA/14 (08-15)
Approved for use through 04/30/2017. OMB 0651-0032

US. Patent and TrademarkOffice; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number.

Attorney Docket Number
Application Data Sheet 37 CFR 1.76
  Application Number
 

Title of Invention DATA PROTECTION METHOD AND DEVICE 
 

Assignee Information including Non-Applicant Assignee Information:

 
Providing assignmentinformationin this section does not substitute for compliance with any requirementof part 3 ofTitle 37 of
CFR to have an assignmentrecordedbythe Office.

 

ttt
Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent application
publication. An assignee-applicant identified in the "Applicant Information" section will appear on the patent application publication as an
applicant. For an assignee-applicant, complete this section onlyif identification as an assigneeis also desired on the patent application
publication.

If the Assignee or Non-Applicant Assignee is an Organization check here.
 

Prefix Given Name Middle Name Family Name

 
Mailing Address Information For Assignee including Non-ApplicantAssignee:

 
Address 1

Address 2

 
City State/Province

Postal Code

 
Phone Number Fax Number  
Email Address

Additional Assignee or Non-Applicant Assignee Data may be generated within this form by
selecting the Add button.

 
 

WEB ADS1.0
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PTO/AIA/14 (08-15)
Approved for use through 04/30/2017. OMB 0651-0032

US. Patent and TrademarkOffice; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number.

Attorney Docket Number 
Application Data Sheet 37 CFR 1.76

Application Number  
 

Title of Invention DATA PROTECTION METHOD AND DEVICE 
 

Signature:
NOTE:This Application Data Sheet must be signed in accordancewith 37 CFR 1.33(b). However,if this Application Data Sheet
is submitted with the INITIALfiling of the application and either box A or B is not checked in subsection 2 of the
“Authorization or Opt-Out of Authorization to Permit Access” section, then this form must also be signed in accordance
with 37 CFR 1.14(c).

This Application Data Sheet must be signed by a patent practitionerif one or more of the applicantsis a juristic entity (e.
g., corporation or association).If the applicant is two or morejoint inventors, this form must be signed by a patent practitioner,
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Additional Signature may be generated within this form by selecting the Add button.
 
 

WEB ADS1.0

DISH-Blue Spike-602

Exhibit 1007, Page 0013



DISH-Blue Spike-602
Exhibit 1007, Page 0014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent of: Scott A. Moskowitz

U.S. Patent No.: 9,104,842

Issue Date: August 11, 2015

AppL No.: 11/895,388

Filing Date: August 24, 2007

Title: DATA PROTECTION METHOD AND DEVICE

Control Ne.: To be assigned

Mail Stop Ex Parte Reexam
ATTN: Central Reexamination Unit

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR EX PARTE REEXAMINATION OF
U.S. PATENT NO. 9,104,842

Dear Sir or Madam,

Pursuant to 35 U.S.C. § 302 and 37 C.F.R. § 1.510, ex parte reexamination is requested

for claims 11, 12, 13, and 14 of United States Patent No. 9,104,842 (‘the °842 Patent,” Exhibit

1), issued on August 11, 2015. The ’842 Patent is currently assigned to Wistaria Trading Ltd. and

remains in force.
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I. INTRODUCTION

The °842 Patent claims methods of adding a license key to computer software. As the

patent explains, the function of the key is Lo discourage consumers from making unauthorized

copies of the software. During its original prosecution, the °842 Patent was subject to four

rejections and an appeal resulting in an affirmation-in-part ofthe Examiner’s rejections. The

Examiner only allowed claims 11-14 to issue after the Board found the Holmes and Houser

references did not teach or suggest the claimed license key. The Board found that the prior art

did not include three elements: (1) software underlying functionality relating to code resource

interrelalionships, (2) a license key enabling software functionality, and (3) decoding an encoded

code resource.' Whenrendering this conclusion, however, the Examiner and the Board were not

aware of the prior art references that indeed disclose these three elements, as well as the

remaining elements of claims 11-14. These prior art references—Beetcher, Beetcher °072,

Cooperman, and Hasebe—establish that each of independent claims 11-14 are invalid as

anticipated. In light of the substantial new questions of patentability that these references raise,

as explained in further detail below, Requester respectfully seeks ex parie reexamination.

Il. CLAIMS FOR WITCH REEXAMINATION IS REQUESTED

In accordance with 35 U.S.C. § 302 and 37 C.F.R. § 1.510, Requester seeks

reexamination of claims 11, 12, 13, and 14 of the °842 Patent in view of the prior art patents and

publications discussed herein.

1 Ex, 2, Prosecution History at 1944-47 (Patent Board Decision (filed Mar. 12, 2015)); id. at
797-801 (Notice ofAllowability (filed May 31, 2015)).
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TW.=IDENTIFICATION OF PATENTS AND PRINTED PUBLICATIONS

PRESENTED TO SHOW SUBSTANTIAL NEW QUESTIONS OF
PATENTABILITY

The following four prior art patents and printed publications establish substantial new

questions ofpatentability of claims 11, 12, 13, and 14 of the 7842 Patent:

1. U.S. Patent No. 5,933,497 (“Beetcher” (Ex. 3));

2. Japanese Patent Application Publication No. H05334072 (“Beetcher 072” (Ex.
4):

3. PCT Application Publication No. WO 97/26732 (“Cooperman”(Ex. 6)).

4. U.S. Patent No. 5,935,243 (“Hasebe” (Ex. 7)).

Beetcher, Beetcher *072, and Hasebe were not cited in the ’842 Patent itself, nor were they

identified as being considered by the Examiner during prosecution. The ’842 Patent lists

Coopermanin its References Cited section,” but Cooperman was not subject to any rejection or

prior art discussion during the original prosecution. And as detailed in Section IX., this request

presenis Cooperman in a new light and a different waythat escaped review during earlier

examination.

IV. CO-PENDING LITIGATION

Requesteris currently engaged in pendinglitigation concerning the ’842 Patent in Biue

Spike, LUC v. Juniper Networks, Ine., Case No. 6:17-cv-16-KNM (F..D. Tex.).

U.S. Patent No. 9,021,602 claims to be a continuation of the application that issued as the

*842 Pateni. Requester has fled an ex parte reexamination request for the °602 Patent in Control

No, 90/014137.

Requester is unaware of any pending prosecution concerning the ’842 Patent.

*°842 Patent al page 2.
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Vv. ESTOPPEI.

Thestatutory estoppel provisions of 35 U.S.C. § 315(e\(1) and 35 U.S.C. § 325(e)(1) do

nol prohibit Requester from filing this ex parig reexamination request.

VI. OVERVIEW OF THE ORIGINAL PROSECUTION HISTORY

The *842 Patent’s claims 11-14 recite methods for adding license information to

computer software and using that information to decode the software.* The ’842 Patent was

subject to four rejections, an appeal resulting in an affirmation-in-part ofthe Examiner’s

rejection, and an amendmentafter allowance. This extended prosecution raises multiple issues

relaling to patentabilily.

Preliminary Amendments and Restriction Requirement

The application for the ’842 Patent was filed on August 24, 2007 with 31 claims.* With

this initial filing, Patent Owner added 30 paragraphs to the specification.° Patent Ownerasserted

that these new paragraphs were disclosed in U.S. Patent No. 5,745,569 (“the 7569 Patent”).®

Patent Ownerstated that the parent application, for which the instant application claims to be a

continuation, incorporated by reference the application that issues as the 7569 Patent.’ Based on

3 Td. at claims 11-14.

4 Ex. 2, Prosecution Historyat 26-28 (Claims (filed Aug. 24, 2007)).
* Jd. al 30-28 (Specification (filed Aug. 24, 2007)).

§ Id. at 82 (Applicant Arguments/Remarks (filed Aug. 24, 2007)).

* Id. Requester is not aware of any rule or precedent that permits a Patent Owner to amend an
application to includes substantially all of an issued patent into that application’s specification
based on a prior incorporation-by-reference in entirety statement. On the contrary, a general
incorporation of a patent in its entirety is insufficient. See, e.g, Callaway GolfCo. v. Acushnet
Co., 376 F.3d 1331, 1346 (Fed. Cir. 2009) (“Vo incorporate matter by reference, a host document
must contain language ‘clearly identifying the subject matter which is incorporated and where it
is to be found’; a ‘mere reference to another application, or patent, or publication is not
an incorporation of anything therein....°” (quoting /n re De Seversky, 474 F.2d 671, 674
(C.C.P.A. 1973).
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this incorporation-by-reference, Patent Owner asserted that it was permissible to add

substantially all of the °569 Patent’s disclosure into the specification ofthe application for the

*842 Patent.

Along with the preliminary amendmentto the specification, Patent Owner cancelled

certain claims from the parent application and added new claims.* Shortly thereafter, Patent

Owner requested another preliminary claim amendment.’ Patent Owner then requested yet

another preliminary amendment to further amend claims and to include new claims.!° And nearly

two vears later, Patent Owner requested yet another preliminary amendment.|!

Based on a restriction requirement, Patent Owner elected to prosecute claims 32-45 and

52-59,"

Non-Final and Final Rejections

The Examiner’s first office action rejected all claims on several grounds.!? Specifically,

the Examinerprovisionally rejected all claims, 32-45 and 52-59 on the ground of non-statutory

obviousness-type double patenting as being unpatentable over claims 1-20 of co-pending

Application No. 08/587943. The Examiner further rejected clams 32-39 under 35 U.S.C. § 101

as not falling within one of the four statutory categories of invention. The [Examiner found that

the “process” claimed in the application was “neither positively tied to a particular machine that

accomplishes the claimed method steps nor transform underlying subject matter.”!* The

8 Ex. 2, Prosecution History al 63-82 (Preliminary Amendment (filed Aug. 24, 2007)).

? Jd. at 120-24 (Preliminary Amendment (filed Oct. 19, 2007)).

10 Td. at 175-80 (Preliminary Amendment(filed Sept. 8, 2009)).

1 Yel at 208-09 (Preliminary Amendment (filed Oct. 14, 2009)).

2 Id. at 218-20 (Response to Klection‘Restriction (filed Dee. 10, 2009)).

13 Td. at 222-31 (Non-Final Rejection (filed Apr. 5, 2010)).
14 Tel. al 225 (Non-Final Rejection (filed Apr. 5, 2010)).
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Examiner further rejected claims 32 and 52 under 35 U.S.C. § 112 as failing to comply with the

written description requirement and indefiniteness respectively. !> Finally, the Examiner held that

all claims 32-45 and 52-59 were anticipated by Moore (U.S. Patent No. 6,067,622). !®

In response to these rejections, Patent Owner amended the claims and provided

arguments.!’ Patent Owner arguedthat the provisional rejection on the ground of non-statutory

obviousness-type double patenting may be incorrect given that Application No. 08/587,943 had

issued.!* Patent Owner amendedthe claims to include generic computer components to

overcome the Examiner’s § 101 rejection.!? Patent Owner also amended claims 32 and 52 to

removerecitation of elements lacking wrillen description support and definiteness.”° Patent

Owneralso argued that disclosures in Moore pertained to code modules and a copyright module,

and not to watermarking.*! Patent Ownerthen asserted that Moore “does not disclose encoding a

license key in software, using license informationto identify a watermark in software, or

decoding software using license information.””?

Subsequently, the Examiner issued a final rejection ofall claims.*? In his final rejection,

the Examiner reiterated his rejection of all claims 32-45 and 52-64 on the ground of non-

statutory obviousness-type double patenting as being unpatentable over claims 1-20 of co-

15 Td. at 226 (Non-Final Rejection (filed Apr. 5, 2010)).

16 Td. at 226-29 (Non-Final Rejection explaining how cach claim wasanticipated by Moore(filed
Apr. 5, 2010)).

17 Tel. al 292-302 (Patent Owner Arguments/Remarks Made in Amendment(filed Sept. 3, 2010)).
18 Ie, at 292.

Ta.

20 Tel

“I ded,

2 Td.

3 Jed. at 389-489 (Final Rejection (filed Nov. 26, 2010)).

aA
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pending Application No. 08/587,943.*4 The Examineralso rejected claims 32 and 41 due to

informalities under § 112.7* The Examiner found that claim 32 was inconsistent with the

specificalion’s disclosure and that claim 41 was too broad.*° The Examiner additionally rejected

claims 62-64 under § 112 as failing to comply with the written description requirement. The

Examiner found that the specification provided no support for the element “software code

interrelationships” in claim 62,as it fails to teach or mention that term. The Examiner similarly

found that the specification provided no support for the elements “encoding, by said computer

using at least a first license key and an encoding algorithm, said software code, to form a second

license key encoded sofiware code; wherein said first license key encoded sofiware code is nol
77 Se,

identical to said second license key encoded software code,” “second license key,” and “second

license key encoded software”in claims 63 and 64.?’ Finally, the Examinerrejected claims 32-45

and 52-61 as anticipated by Houseret al (U.S. Patent No. 5,606,609).?5

In response to the final rejection, Patent Owner amended the claims and respondedto the

final rejection.*” Patent Ownerrescindedits assertion that the application was a continuation-in-

part to U.S. Patent Application No. 08/587,943, filed January 17, 1996.2° And Patent Owner

argued that the rejection on the ground of non-statutory obviousness-type double patenting was

incorrect because U.S. Patent 5,745,569 “doles] not define ‘a license watermarked into the

"4 Td. at 391-92.

*5 Td. at 392-93.

76 Td.

*7 Fd. at 393-94,

*8 Td at 394-97.

9 Td. at 414-28 (Patent Owner Arguments/Remarks Made in an Amendment(filed Feb. 28.
2011)).
30 Te. at 419.
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software.’’?! Further, in response to the rejections of claim 32, Patent Owner removed elements

not supported by the specification.*? Patent Owner also amended claim 41 to include the

additional element of “[information] defining an executable code providing a functionality of

said software.”*? Patent Owner argued that claims 62-64 had sufficient written description

support, citing to various passages in the proposed specification.*4 Patent Ownerfurther argued

that Houser does not anticipate claims 32-45 and 52-61 because it does not disclose the claimed

embedding of a watermark into software nor encoded software “designed to decide a first license

code encoded in said software.”

Upon consideration of Patent Owner’s aller-final rejection responses, the Examiner

issued a non-final rejection ofall claims.*® The Examinerrejected claims 32-45 and 52-64 as

obvious in view of Houser and Holmes (U.S. Patent No. 5,287,407).*” The Examiner maintained

his §112 rejection of claims 62-64, finding that the application fails to explicitly disclose or
37 te

define “software code interrelationships,” “encoding, by said computer using atleast afirst

license key and an encoding algorithm, said software code, to form a second license key encoded

soliware code, wherein said [irst license key encoded sofiware code is not identical to said
22 86,

second license key encoded software code,” “second license key,” and “second license key

31 Je. at 415 (emphasis in original).
32 ded.

33 Jed.

44 Fel. at 415-17.

9° dd. at 417-19.

36 Je. at 436-44 (Non-Final Rejection(filed April 1, 2011)).
7 Fel. at 437, 440-43.
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encoded software.’3® The Examiner further determined that claim 37 provides insufficient

antecedent basis for the limitation “determine said key.””*?

In response to this non-[final rejection, Patent Owner amended the claims and submitted

arguments.*° Patent Owner argued that claims 62-64 were improperly rejected under §112

because one skilled in the art would understand the elements at issue.*! Patent Owneralso argued

that the obviousness rejection of claims 32-45 and 52-64 by Holmes in view of Houser was

incorrect.*? Patent Owner argued that Holmes was not relevant because Holmesdisclosed

changing of data rather than code and does not mention licenses or activation of software.”

Patent Owner further argued that Houser did not disclose modifying the underlymg functionality

ofthe software as set forth in claim 32’s preamble, but instead teaches modifying a file

containing software by changing nonfunctional identifying data contained in the file.4+ Patent

Ownerfurther argued that there was no motivation to combine Holmes in view of Houser.*

On September 20, 2011, the Examinerissued afinal rejection.“° ‘The Examinerrestated

its obviousness rejection of claims 32-45 and 52-64 based on Holmes and Houser*’ and withdrew

ils § 112 rejection of claims 62-64.*°

38 Td. at 437-40.

9 Fd. at 440.

40 Td. at 516-31 (Patent Owner Arguments/Remarks Made in an Amendment(filed Feb. 28,
2011)).

Al Td, at 517-21.

Td at $21-23.

43 id, at 521-22.

44 Td, at 523.

45 Ted

46 Id. at 537-44 (Hinal Rejection (filed Sept. 20, 2011)).
47 Td. at 537-42.

48 Te al 538, 342-43.
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Appeal

In response to this final rejection, Patent Owner submitted a notice of appeal’? andlater

filed an appeal brief.°° In response, the Examiner filed the Examiner’s answerlo the appealbrief,

which, in part, withdrew the § 103 rejection of claim 58.°! And Patent Ownerfiledits reply on

August 13, 2012.°7

Thirty-one months after submission of the appeal reply, the Board issued tts decision

affirming-in-part the Examiner’s final rejection.*? Tn its decision, the Board affirmed the

Examiner’s obviousness rejection of claims 32, 33, 35, 37, 39, 52, 53, 55-57, 59, and 63-64 and

reversed the Examiner’s obviousness rejection of claims 36, 38, 40-44, and 60-62. The Board

found, in pertinent part, that neither [lolmes nor [louser teaches or suggests enabling software

functionality based on a license key, and thus did not sustain the rejection of claims 36 and 60.**

With respect to claim 61, the Board found that neither Holmes or Houserteaches or suggests “a

modified software code comprising an encoded first code resource and a decode resource for

decoding the encoded first code resource, wherein the decode resource is configured to decode

the encoded first code resource upon receipt ofa first license key.”*> The Board further found

that the ['xaminer failed to show how Ilouser or [lolmes teaches or suggests all the limitations of

? Td. at 564 (Notice ofAppeal (filed Mar. 12, 2012)).
*0 Id. at 569-682 (Appeal Brief(filed May 14, 2012)).

*l Id. at 687-91 (Examiner's Answer to Appeal Brief(filed Aug. 8, 2012)) (original claim 38
correspondsto issued claim 11).

*? Jed. at 692-700 (Reply Brief(filed Aug. 13, 2012)).

3 Jd. at 705-16 (Patent Board Decision (filed Mar. 12, 2015)).

*4 Jd. (original claim 60 correspondsto issued claim 12).
*9 Je. at 715 (original claim 61 corresponds to issued claim 130).
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claim 62, such as “software code interrelationships between code resources that result in a

specified underlying functionality.”*°

On June 4, 2015, the Examiner issued a notice of allowance based on the Board’s March

12, 2015 decision.*’ After the notice of allowance, Patent Owner requested claim amendments,

adding, in pertinent part, the term “product” to claim 58.*° The patent issued on August 11, 2015.

VIL THE PRIORITY DATE OF THE °842 PATENT

The *842 Patentlists on its face that it is a contmuation ofthe application that issued as

U.S. Patent No. 7,664,263 (“the °263 Patent’), which was filed on June 25, 2003.°? And the ’842

Patent lisis on ils face that the ’263 Patent is a continuation of the application thal issued as

6,598,162 (“the 7162 Patent”), which wasfiled on March 24, 1998.°"

Requester does not concede that the ’842 Patent is entitled to claim priority to the filing

date of etther the °263 Patent or the 7162 Patent but assumes, for purposes of this proceeding

only, that the earliest possible priority date for the "842 Patent is March 24, 1998.

VII. CLAIM CONSTRUCTION

During reexamination of an unexpired patent, claims are given their “broadest reasonable

interpretation” consistent with the specification.*' This standard, however, differs from the claim

construction standard used in district court litigation.®? Accordingly, the discussion below is

*6 Id. at 715-16 (original claim 62 correspondsto issued claim 14).

*? Td. at 793-801 (Notice ofAllowance (filed June 4, 2015)).
8 Td. at 874-81,

°? 849 Patent at [Related U.S. Application Data].
69 Ted.

6! MPEP 2258(G)(citing Jn re Yamamoto, 740 I'.2d 1569 (Ved. Cir. 1984)).

62 Phillips v. AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005) (words of a claim “are generally
given their ordinary and customary meaning” as understood by a person of ordinary skill in the
art (“POSITA”) at the time of the invention).

10
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directed to the broadest reasonable interpretation of the clarms and 1s without preyudice to any

claim interpretation that Requester may urge in litigation involving the ’842 Patent.

“encoding algorithm”(claims 12-14): Requester proposes that the term “encoding

algorithm” means “a process or set of instructions for encoding data.” This construction is the

broadest reasonable interpretation consistent with the specification. Indeed, the specification

refers to various processes related to encoding data for the generation of a license key. For

example, the specification states that “any authenticating function can be combined, such as

Digital Signature Standard (DSS) or Secure Hash Algorithm (SHA)”to generate an encoded

key.The patent also provides other example algorithms, including “[a] block cipher, such as a

Data Encryption Standard (DIS) algorithm, in combination with a sufficiently random seed

value, such as one created using a Message Digest 5 (MD5) algorithm” to emulate a

cryptographically secure random bit generator.“ A POSITA would have recognized these

examples as processes or sets ofinstructions for encoding data.

“code resource” (claims 12-14): This term is unclear, and the intrinsic evidence fails to

provide any boundaries [or il, thus rendering it indefinite. Bul, because an ex parte

reexamination request may not challenge a claim based onindefiniteness,°° Requester uses

Patent Owner’s construction for this term proposed in the litigation, namely, that this term is

subject to its plain and ordinary meaning.®’ The ’842 Patent refers to sub-objects and a memory

scheduler as examples of code resources.

63-849 Patent at 8:5-9, 21-23.
6 Td. at 8:12-16.

6 Silva Declaration al § 22.
6° MPEP 2258.

6’ Ex. 10, Blue Spike Proposed Constructions at 57-58.
68 "842 Patental 11:55-65, 15:36-42.
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“software code interrelationships” (claims 14): This term is unclear, and the intrinsic

evidence fails to provide any boundaries for it, thus rendering it indefinite. But, because an ex

parle reexamination request may not challenge a claim based on inde[initeness,®? Requester uses

Patent Owner’s construction for this term proposedinthe litigation, namely, that this term is

subject to its plain and ordinary meaning.” Notably, during the original prosecution, Patent

Ownerstated “interrelationship”is defined as “the way in which two or more things affect each

“71
other because they are related in some way.

IX. THE PRIOR ART PROVIDES NEW, NON-CUMULATIVE TECHNICAL
TEACHINGS.

The Patent Office did not consider Beetcher, Beetcher ’072, and Hasebe individually or

in combination during the original prosecution of the "842 Patent. And the Patent Office did not

consider Coopermanin the new light presented herein. As such, these four references provide

new, non-cumulative teachings that warrant a reexamination of the *842 Patent.

Beetcher was issued on August 3, 1999 based ona U.S. application filed January 29,

1993, which in turn was a continuation application to a U.S. application filed December 14,

1990.”? Beetcher is a patent granted on a U.S. application by another before the earliest possible

priority date for the °842 Patent and is thus prior art underat least pre- AIA 35 U.S.C. § 102(a)

and § 102(e). As explained in more detail below, Reetcher discloses an apparatus and method of

key-protected software distributed separately from an encrypted entitlement key that enables

execution of the sofiware.”? Beetcher further discloses (a) enabling software [unctionalily based

6 MPEP 2258.

70 Ex. 10, Blue Spike Proposed Constructions al 58-59.

“lL Kx. 2, Prosecution History at 518.

” Beetcher at Date of Patent [45], Filed [22], Related U.S. Application Data [63].
"3 Jel at Abstract, 4:3-46.
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ona license key, (b) decoding an encoded a code resource upon receipt of a license key, and (c)

interrelationships between code resources that result in a specified underlying functionality,

which the Board found was missing from theprior art of record during the original prosecution.”

Beetcher’s disclosures raise substantial questions as to the anticipation of claims 11-14 of the

*842 Patent.

Beetcher °072 is a Japanese Patent Application Publication published on December17,

1993.75 Reetcheris a printed publication published more than one year prior to the earliest

possible priority date for the ’842 Patent and is thus prior art under at least pre-AJA 35 U.S.C, §

102(a) and § 102(b). Beetcher ’072 claimspriorily to the U.S. application No. 07/629,295, ¢

whichis the parent application to the Beetcher reference discussed above. This Request refers to

Beetcher ’072’s Japanese disclosures as well as to the corresponding translation of those

Japanese disclosures, Ex. 5.”’ As explained in more detail below, Beetcher *072 discloses an

apparatus and method of key-protected software distributed separately from an encrypted

entitlement key that enables execution ofthe software.’® Beetcher °072 further discloses (a)

enabling software functionality based on a license key, (b) decoding an encoded a code resource

upon receipt of a license key, and (c) interrelationships between code resources that result in a

4 Ex. 2, Prosecution History at 1944-47 (Patent Board Decision (filed Mar. 12, 2015)).
* Beetcher °072 at Publication Date (43).

*6 Td. at Related Application Data (31), (32). (33).

Ex, 5 is amachinetranslation of Beetcher ‘072 available at https://www19.j-
platpat.inpil.go.jp/P Al ‘cgi-
bin‘PAIDETAIL?MaxCount=1000&PageCount=1000&SearchType=0&TempName=w--
adaa&MaxPage=1&DispPage=1—1000&]litCount=3 1 &ResultId=100333004701 &Cookield=2&
DetailPage—9&Language=ENG&Reserve 1=DetailPaging&Roserve2=j60EUde54KVb6a06log
&Reserve3—/ (last visited Apr. 18, 2018).

*8 Fg. Beetcher 072 at Abstract.
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spectfied underlying functionality, which the Board found was missing from the prior art of

record during the original prosecution.”

Beetcher ’072’s disclosures raise substantial questions as to the anticipation of claims 11-

14 of the ’842 Patent. These questions are non-cumulative of Beetcher because Beetcher ’072

was published more than one year before the earliest potential priority date ofthe °842 Patent.

Thus, it will not be possible for Patent Owner to attempt to ante-date Beetcher ’072 by arguing

the named inventor conceived and diligently reduced to practice the invention claimed in the

*842 Patent prior to the publication date of Beetcher ’072.

Hasebe was issued on August 10, 1999 based on a U.S. application filed July 1, 1993 and

claims priority to a Japanese patent application filed August 31, 1995.8" Ilasebe is a patent

granted on a U.S. application by another before the earliest possible priority date for the *842

Patent and is thus prior art under at least pre-AIA 35 U.S.C. § 102(a) and § 102(e). Hasebe

discloses a license notification system for converting license-protected software to an executable

form using license information, as explained in more detail below.*! Hasebe further discloses (a)

enabling software functionality based on a license key, (b) decoding an encoded code resource

upon receipt of a license key, and (c) interrelationships between code resources that result in a

specified underlying functionality, which the Board found was missing from the prior art of

record during the original prosecution.’ Thus, Hasebe’s disclosures raise substantial questions as

to the anticipation of claims 11-14 ofthe °842 Patent.

Ex. 2, Prosecution History at 1944-47 (Patent Bourd Decision (filed Mar. 12, 2015)).

89 Hasebe at Date of Patent [45], Filed [22], Related U.S. Application Data [30].
81 fd. at Abstract, 2:42-3:15.

82 Ex. 2, Prosecution History at 1944-47 (Patent Bourd Decision (filed Mar. 12, 2015)).
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Cooperman was published on July 24, 1997% and is prior art under at least pre- ATA 35

U.S.C, § 102(a). Cooperman lists on its face inventors Mare Cooperman and Scott Moskowitz.

As such, the Cooperman reference is a printed publication “by others,” as set forth in pre-AIA §

102(a). This is because the entities identified as the inventors of this reference differ from those

ofthe ’842 Patent by at least one person, namely Mr. Cooperman.*™

While Patent Ownerlisted Cooperman among the 665 documents provided to the

Examiner during the original prosecution,® Cooperman presents a substantial new question of

patentability because this Request presents it in a new light. As set forth in MPEP 2216, a

substantial new question of patentability exists when the pertinent publication raises:

[Q]uestions of patentability [that] are substantially different from those raised in
the previous examination of the patent... The substantial new question of
patentability may be based on art previously considered by the Office if the
reference is presented in a new light or a different waythat escaped review during
earlier examination.**

During the original prosecution of the °842 Patent, none of the rejections or prior art discussions

refer to Cooperman. The Board has routinely affirmedthat a prior art reference cited on the face

of a patent but neither relied upon to reject any claims during the prosecution nor discussed in

the statement of reason for allowance of that patent should not preclude the existence of a

83 Coopermanat1.
™ MPEP 2132, 2136.

85 "842 Patent at page 5.

86 See also 35 U.S.C. § 303(a) (“The existence of a substantial new question of patentability is
not precluded by the fact that a patent or printed publication was previously cited by or to the
Office or considered bv the Office.”); /a re Swanson, 540 F.3d 1368, 1380 (Fed. Cir. 2008)
(“The appropriate test to determine whether a ‘substantial newquestion of patentability’ exists
should not merely look at the number ofreferences or whether they were previously considered
or cited but their combination in the appropriate context of a new light as it bears on the question
of the validity of the patent” (quoting H.R. Rep. No. 107-120, at 3)).
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substantial new question of patentability.°” Here, Coopermanis presented in a new light because

the question of whether Cooperman anticipates claims 11-14 was not addressed or resolved

during the original prosecution, thus raising a substantial new question regarding palentabilily.

Accordingly, SNQ-3 in Section X.C. presents a limitation-by-limitation discussion of

Cooperman’s teachings that is new and non-cumulative to the original prosecution’s record.

Large portions of Cooperman’s disclosure are identical to portions of the ’842

specification.*® During the original prosecution, Patent Owner admitted that these portions

commonto the *842 Patent and Cooperman teach limitations recited in independent claims 11-

14.29

Morespecifically, Cooperman discloses a method that ensures licensing information is

preserved in copies of an original works, including application software, as explained in more

detail below.?” Coopermanfurther discloses (a) enabling software functionality based on a

license key, (b) decoding an encoded code resource upon receipt of a license key, and (c)

interrelationships between code resources that result in a specified underlying functionality,

which the Board found was missing from the prior art of record during the original prosecution.”!

8? See, e.g., Ex parte Civix DDI LLC, 2011 WT. 4007697, at *12 (B.P.A_LSept. 7, 2011) (*[T]he
record reveals that Examiner did engage in a fact-specific inquiry and correctly determined that
the “old art” of Tornetta raises an SNQ. Among other things, the Examinerstated that ‘a review
ofthe prosecution history of application 08/920,044 Reveals that ... “Tornetta’ even though
considered by the Examiner [was] not relied upon lo reject any claims during the prosecution of
the ‘307 patent, nor was it discussed by the examiner of record in the statement of reason for
allowance of that patent.’”); [’x parte AlliedMach. & Eng’s Corp., 2015 WL 5719730, at *6
(P.T.A.B. Sept. 25, 2015) (similar),

88 F.g., compare Cooperman at 11:9-12:2 with °842 Patent at 13:44-14:6.
8 Fg. Ex. 2, Prosecution History at 577-81 (original claim 58, 59, 61, and 62 issued as claim
11, 12, 13, and 14, respectively).

°° Coopermanat Abstract, 5:25-6:9.
1 Ex. 2, Prosecution History at 1944-47 (Patent Bourd Decision (filed Mar. 12, 2015)).

16

DISH-Blue Spike-602

Exhibit 1007, Page 0033



DISH-Blue Spike-602
Exhibit 1007, Page 0034

Request for Av Parte Reexam mation,
U.S. Patént No, 9,104,842

Moreover,.as discussed with respect'to- the prosecution history averview in Section VI,

Patent Owner initially claimed:-priority to Application. No. 08/587,943 filed January 17, 1996.

Later, Patent. Owner rescinded its priority claim to-Application No. 08/587,943," and relied on

Application No. 09/046,627 to establish the earliest possible priority ofMarch 24, 1998.°? Yet

the prosecution history indicates that the Examiner limited his search to prior‘art dated after

January 17,1996 (filing date of Application No. 08/587,943), even after Patent Owner rescinded

its-claim to that priority date.“ As annotated and shown below, the Examiner’s search histories

show limiting consideration ofprior art dated after January 17,.1996 (dashed boxes):

sSEE SS CS: CSS SS:es SEERGe ee Ghee ee SENS‘ z =
8
§

 
2 Id. at 1630 (Patent Owner Arguments/Remarks Made in an Amendment (filed Feb, 28, 2011)).
3 *849 Patent at [Related U.S. Application Data].

“Ex, 2, Prosceution History at 448-57, 547-57, 863-69 (Examiner Search Strategies and Results
(filed Apr, 1; 2011, Sept. 20, 2011, June-4, 2015).

1?
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As such, theExaminer would not have considered Coeperman @which was respectively

filed and published on January 16 and July 24,1997) to beprior art.as it was published after

January 17, 1996. Bevause:Cooperman is prior art undér at least § 102(a), Requester has

presented Cooperman in a new light not considered during the original prosecution.

As explained, the Examinerdid not consider the Beetcher, Beetcher 072, and Hasebe

references. And.this Request presents Cooperman.in a newlight and ina different-way that

escaped earlier review. As such, noconsideration has been given wlisther any of these references

anticipates claims 11-14, including limitations toward underlying functionalityrelating to.code

resource interrelationships, a license key enabling software functionality, and decoding an

encoded cade resouree that the Board found missing from. the pricr art during the-original

prosecution.
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The substantial new: questions.of patentability under: 37°C.FR. § 1.510(b\ 1) presented in

this Request are listed belowand based on the four prior art references Beetcher, Beetcher ’072.

Hasebe, and Cooperman that were not. the subject-of any final decision by the Patent Office or

court:

 
1 Claims 11, 12, 13,-and 14 are anticipated by Beetcher under pre-ADLA 35 U.S.C.

§§ 102(a),(2). 

2 Claims 11, 12, 13,.and 14 are anticipated by Beetcher*072 under pre-AIA 33'U.S.C.
§§ 102(a), (b).

3 Claims 11. 12, 13, and: 14 are anticipated by Cooperman under pre-AIA.35 U.S.C.
§ 102(a).

4 Claims 11, 12, 13,.and 14 are anticipated hy Hasebe under pre-ATA 35 U.S.C.
§§ 102(a),(2).

 
X. DETAILED EXPLANATION UNDER37 C.F.R. 1.510(6)(2)

A. SNQ-1: Claims 11,.12,13, and 14 are Anticipated. by Beetcher Under35
U.S.C. §§ 102(a), (e).

Beetcher anticipates claims 11, 12, 13, and 14 under 35 U.S.C. 8§ 102(a), (e).

1. Beetcher Anticipates Independent Claim 11.

a) Preamble: “A method for licensed software use, the method
comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Beetéher discloses claim 11s preamble. Specifically, Beetcher.describes a method of controlling

access to licensed software using an enerypted entitlement kev:*> Beetcher, for instance,

summarizes its invention.as:

Sottware is distributed according to the present invention without entitlement to
run. .A separately. distributed encrypted entitlement. key enables execution of the
Software.. The key includes the serial number ofthe machine for which the Software

°*5 Beetcher at Absiract, 4:3-13, 4:39-44, 10:48-1173; see also id. at 127-11, 1:54-57, 3754-62.
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is hcensed, together with a plurality of entitlement bits indicating which Software
modules.are entitled to run on the machine.”°

Beetcher’s Figure 10, as provided below, illustrates the use.of an entitled version ofsoftware

based.on the customer’s license:

 
ACLESS DESIGNATED |
PRODUEY. LOCK \menWw

 

 
 

 
 

 
ERTITESR VERSION”

gecyVERSION >th , a

 (tone)  ELLLLLLEALEELALLALLLLALLAELALEALLALLAEEALALLALEALLALLAELALEALLALLAELALALLALLAMA
As such, Beetcher teaches this preamble”

 

6 Beetcher at 4:3-9.

*7 Silva Declaration at35-36.
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b) Element 11.1: “loading a software product on a computer, said
computer comprising a processor, memory, an input, and an
output, so that said computer is programmed to execute said
software product”

Beetcher discloses element 11.1. Specifically, Beetcher’s system includes a customer

computer 101 including a CPU 102, memory 104, and storage devices 106-108.78 This customer

computer 101 also includes a mediareader 110 (1e., an input) and an operator console 109 (..e.,

an output).°? As shown below in annotated Figure 1, Beetcher discloses a computer having

sofiware product 112 loaded for execution (dashed perimeter)!”?:

°8 Beetcher at 5:14-21, Fig. 1.
°° Fé. at 5:25-32, 6:7-15, Fig. 1.
109 Silva Declaration at J] 38-40.
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Beetcher details thatthe customer loads the media, such as an optical disk, containing a

software product onto the computerto execute the sofbware product:

[Slottware media 112 comprise one or more optical read/only disks, and-wnit 110
is, an optical disk reader, it being understood.that electronic distribution. or other
distribution média could be used. Upon receipt of software’media 112, the customer
willtypically load the desired software modules fromunit 110.intosystem 101, and
store the software modules on storage devices 106-1081"

10! Beetcher at 6:7-15: see also id, at Abstract, 3:48-50, 9:51-55, Fig. 1, claim 6.

NSko
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c) Element 11.2: “said software product-outputting a prompt for
input of license information”

Beetcher discloses clement 11.2. Specifically, Beetcher explains. that its software. product

includes a user-imterface routine for-the customer lo inpul-a license key into the: computer before

the productcan be used.!°? For instance, Beetcher explains that the software product prompts the

user to input license information:

This operation system support at virtual machine Jevel.404 contains. two user
interface routines needed to support input ofthe entitlement key, General input
routine 441 is used to handle input during normal operations. In addition, special
install inputroutine 440 is required to input the key during initial installation
ofthe operating system. This is:required because that-part of the operating system
above machine interface level 403 4s treated for purposes of this invention as any.
other program produet; it will have-a product number and its. object code will be
infected with entitlement verificationtriggers.!°

Beetcher’s Figure 2 illustrates this license information in unencrypted form:

 
  

Ke

2 BOE AUS yg|MURERCRNIFIED?
, Ny € AnyWW ad inNceninit  

 x t

  | RRORUCT ENTETLEMENT FLAGS
ao BES}

 

“ISLAIRR
Beetcher further explains that the software's “install input routine 440 interacts with the

operator to receive the input” of the customer's license information during the software’s. initial

installation!“ And as discussed with respeet to element 11.1, the customer's computer includes

102 Fel at'7:66-8:82 see also id, at 325-28.
108 Tel at 7:66-B:8.

14 7d at 9:51-55; see also id. at Fie. 4 (reference number 440), claim 6.
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an operator console 109 shown with a monitor and keyboard that “can receive input from an

operator.”7!°°

d) Element 11.3: “said software product using license information
entered via said input in response to said prompt in a routine
designed to decodea first license code encoded in said software
product”

Beetcher discloses element 11.3. Upon inserting the software’s disk 112, Beetcher

explains that the operator console prompts the customerto enter a license key.!Beetcher details

that the cusLomer enters enliilement key 111, 1e., license information, in response to the prompt

initiated byinstall input routine 440.'"’ After entering that key, Beetcher teaches that the

customer’s computer uses a decode key to initiate unlock routine 430 to decode the license code

encodedin the software product.!°* Beetcher’s Figures 4 and 9a, which are provided below,

show the software using the key (1.e., license information) entered by the customer to decode a

first license code encoded in the software product. For instance, annotated Figure 4 illustrates

that the install input routine 440 starts unlock routine 430 once the customer inpuls key 111 into

the computer.!” And “[u]nlock routine 430 uses the unique machine key to decode[] entitlement

key 111” (dashed perimeter):!"°

105 fd. at 3:25-28, Fig. 1; Silva Declaration at 44 42-44.

106 Fg, Beetcher at 6:11-19, 7:66-8:8, Figs. 1, 9a.

107 Td. al 7:66-8:8; see also id. al 9:51-55, Figs. 1, 4, claim 6.

108 Id. at 7:39-42, 9:49-60; see also id. at 6:66-7:5, 8:60-62 Figs. 4, 9a.
109 Td. at 8:3-13, 9:52-60.

110 Feat 7:39-42; see also id. al 8:62-62; 10:27-36.
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Beetcher details that unlock routine 430 “handles the decoding process,” which 1s

illustrated in Figure 9a’s steps 902-909: “Unlock routine 430: causes getsmachine key function.

420lo retrieve the machine serial numberand generate themachine key at 902. Unlock routine

430 then uses the machine key to decode the entitlement key 111. at step. 903.7"!

Beetcher specifies thatits unencrypted entitlement key includes multiple fields, which

includes version field'202specifying entitled version levels and product. entitlement flags 205

WW! Fa at 9:57-60.
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specifying customer’s accessible product numbers.!!? Beetcher’s Figure 2 shows this license

information with fields 201 to 205:

 

 

 

ENTITLERE

. a1  3ae an CEREACRNPTED} 305 .: NOON OF

< pont “ : .Ncagon't ‘I |omnenomnnr ——eat .
: CHARGE EYTYPE | PRODUCT ENTITLEMENT FLAGS |aris) CE BIIS) (80 BS) .
< ‘ ' .

A venghe 7 ©
VERS 108 ACRINE SERIAL .(BLT) eeeBTS) :
 

Beetcher’s unlock routine 430 will complete the decoding process by building an

encoded. product key iable (step 904), populating the key tablefor the relevant software product

specified in the entitlement key (steps 905-908), and saving the Key table (step 909)! Bectcher

also specifies, that the customer’s RAM includes table 460 populated with products having

entitlement keys.!!4 Beetcher’s software product uses the key’s version and product number

fields'to decode:a license code.

When compiling andtranslating the software code, Beetcher explains that the code

includes entitlement verification ‘triggering instructions encoded into the software.!!* Reetsher’s

triggering instructions are encoded into the softwarewhen the software: code is compiledand

translated, as shown in-Figure 3 provided below:

12 Tl. at 6:22-40,

113 Jef at 9:60-10:19,Figs. 5, 9a.
1M Tg at 742-44, 8-43-52, 10:20-47,Fig. 6, Fig. 9a.
US Ye. at 641-58, 11:4-39; see also id. at 4:14-23, 85-22, 8:56-9:20.
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Beetchier explaitis. that its software code verifies the customeris entitled t6 use the

software when the codeencounters a triggering instruction. When it encounters one of these

instructions, Beetcher’s code accesses the license key information stored im the key table 460.!'°

As. such,.a POSITA would have understood that Beetcheruses its. license information ina

routine; such'as checklock function 422, designed to.decode a first. license code encoded.in.a

software product via the triggering instructions:

If any imstruction is an entitlement verification triggering instruction 301 (step
1004) check lock function 422 is mvoked. Check loek function 422 accesses the
productlock.table entry 601 corresponding to the product. number contained in the
trisgering instruction atstep 1005. If the version number in product lock table 460

8 7d at 10:48-11:39; see also id, at Abstract, 8114-22, 8:53-9:20, Fig: 10:

DISH-Blue Spike-602

Exhibit 1007, Page 0044



DISH-Blue Spike-602
Exhibit 1007, Page 0045

Request for fx Parte Reexamination,
U.S. Patent No. 9,104,842

is equal to or greater than the version number 303 contained in triggering instruction
301, the software is entitled to execute (step 1006), 1!’

Moreover, Beetcher teaches that the triggering instructions will be encoded into the code

resources controlling software functionality:

[An] additional barrier would be to define the entitlement triggering instruction to
simultaneously perform some other function.... The alternative function must be
so selected that any compiled software module will be reasonably certain of
containing a number of instructions performing the function. If these criteria are
met, the compiler can automatically generate the object code to perform the
alternative function (and simultaneously, the entitlement verification trigger) as
part of ils normal compilation procedure. This definition would provide a
significant barrier to patching ofthe object code to nullify the entitlement triggering
instructions. ''*

And Beetcher details that “the triggering instruction is also a direct instruction to perform some

other useful work .... [E]xecution of the triggering instruction causes system 101 to perform

some other operation simultaneous with the entitlement verification.”!!

Accordingly, Beetcher discloses claim 11.

2. Beetcher Anticipates Independent Claim 12.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory. the method
comprising”

Underthe broadest reasonable construction, the preamble is non-limiting. !*°

Nevertheless, Beetcher discloses claim 12’s preamble. Specifically, Beetcher describes a method

1” Td. at 10:52-62, Fig. 10; Silva Declaration at [9 46-51.
118 Beetcher at 11:14-28: see also id. at 4:25-33, 6:58-65.

119 Td. at 6:58-65 (Beetcher specifies that these functions are those “which do not require that an
operand for the action be specified in the insiruction.”);, Silva Declaration al ff] 52-53.

120 ©laim 12’s preamble recites “a computer” and claim 12’s body recites “a computer system.”
It is unclear whether those elements refer to the same or separate computing devices. For
purposes ofthis Request and using the broadest reasonable interpretation consistent with the
specification, it is assumed that the “computer” recited in the preamble is a device separate from
the “computer system.”
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for encoding software code using a computer with a processer and memory. Beetcher details that

the software distributor has “development computer system 125, which contains compiler 126

and translator 127° where “[i]he software modules are recorded on soliware recording media

112” and “entitlement key generator/encrypter 122 and a database 123 containing customer

information.”'*! Beetcher specifies these compiling and key generating functions may be

performed by a single computer.!?* Below annotated Figure 1 illustrates the distributor’s

computer system distributing memory media 112 and compiling encoded software code:

121 Beetcher at 5:38-48; see also id. at 9:1-20.
122 Fed al 5:51-58.
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Beetcher’s Figure 7 illustrates the software code being encoded to include watermarking

triggers decoded by the customer’s licensing information: !?

13 Ie at 91-20, Fig, 7.
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~ SOURCE, CODE INPUT
io COMPILER

“COMP i LER PRODUCES
_PROGRAS TEMPLATE

PROGRAM TEMPLATE |
INPUT TO TRANSLATOR|

TRANSLATOR INSERTSTRIGGERS

TRANSLATO ‘ree
EXECUTABLE SOFTWARE
BODULE
 

As such, a POSITA would have understood that Beetcher’s distributor compiles and

stores the encoded.software:code using a processor aid memory akin tothe wonsole’s CPU 102

and memory devices 106-108. As expert Dr, Silva explains-in his declaration (Ex. 9), Beetcher’s

computer would necessarily include a processor and memory in order to function. !**

As such, Boctcher teaches this preamble.

14 Silva Declaration at 99] 56-59.

31

DISH-Blue Spike-602

Exhibit 1007, Page 0048



DISH-Blue Spike-602
Exhibit 1007, Page 0049

Request for fx Parte Reexamination,
U.S. Patent No. 9,104,842

b) Element 12.1: “storing a software code in said memory”

Beetcher discloses element 12.1. Specifically, Beetcher discloses a development system

125 for compiling and translating for the software code.!*> Beetcher details that the software

code is stored as disks 112 in warehouse 120. A POSITA would have understood that developer

system 125 stores the compiled and translated code in memory and records that code onto disks

112 for distribution to customers. As expert Dr. Silva explains in his declaration (Ex. 9),

Beetcher’s computer would necessarily include store software code in memoryin order to

function. 176

c) Element 12.2: “wherein said software code comprises a first
code resource and provides a specified underlying functionality
wheninstalled on a computer system”

Beetcher discloses element 12.2. Specifically, Beetcher explains that its software code

includes multiple code resourcesthat include a first code resource.!*? Beetcher’s code resources

include software modules 300 (dashed box) including sub-objects within the code, as shown

below in annotated Figure 4 and Figure 3.!** These sub-objects control multiple functions of the

software installed on the customer’s computer system 101.!”? And Beetcher’s software prevents

unwanted “patching” of these sub-objects by mcluding entitlement verification triggering

instructions 301.129

125 Reetcher at 5:38-48, 9:1-20.

126 Silva Declaration at 62.

127 Beetcher ai 5:40-43, 6:1-15.

228 Id. at 6-41-45, 8:14-17, Fig. 4; see also id. at 7:45-48, Fig. 3.
129 Td. at 6:58-65, 11:4-39; see also id. at Abstract, 4:28-33, 6:65-7:35, claim 3.

130 Tet at 4:25-33, 11:11-39; see also id. al Abstract, 3:14-18.
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The ’842Patent refers-to sub- objects anda meniory scheduler as examples of code

resources.'5! A POSITA would have understood that Beetcher’s modulesub-objects are sub-

objects, 8?

Based on Beetcher’s description, a POSITA wouldhave understood that onesub-object

in module 300 is.afirst code resource providing a specified underlying functionality when

installed on the customer's computer system [01 and unlocked using the license information

(key).23

181 °g.49 Patent at 11:55+65, 15-36-42.

182 Silva Declarationat 9] 65-66.
133 Yd. at | 67.
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d) Element 12.3: “encoding, by said com puter using atleast a first
license key and an encoding algorithm, said software code. to
form a first license key encoded software code”

Beetcher discloses clement 12.3. Beetcher describes cneoding its software code by the

distributor system that includes development system 125 and marketing system 124, which may

be “a single computer system performing both functions.”!34 Specifically, Beetcher describes

encoding a first license key into the software code where that keyis used to authorize access to

the software product:

Software module 300 is part of a program product in compiled object code form which
executes on svstem 101.... [T]he actual executable code operates at executable code level
403, as shown by the box in broken lincs. The cxecutable cede contains cntitlement
verification triggering instructions 301 (only one shown), which are executed by horizontal
microcode check lock function 422.!*°

This encodingis illustrated in Figure 3:

134 Beetcher at 3:37-58, 6:41-65, 11:4-39.

135 Tet al 8:13-23; see also id. al 4:3-21, 6:20-55, 7:39-44, 8:58-67, 9:51-56, 10:22-38.
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The coniputer in Beetcher’s development system 125 performs the encoding, as shown in

Figure 7 at step’ 704, detailed.as: “The program template serves as:-input to translator 127 at step

704, along with its product number and version number identification. Translator 127

automatically generates a-substantial number of entitlement verification triggers, inserts them in

randomlocations in the object code ....7"**

139 Fd. at 9:10-16; see alvo id. at $:38-47, 9:1-10, 9:16-20, Fig. 7; Silva Declaration at 19 70-72.

36

DISH-Blue Spike-602

Exhibit 1007, Page 0053



DISH-Blue Spike-602
Exhibit 1007, Page 0054

Request for Av Parte Reexam mation,
U.S. Patént No, 9,104,842

Moreover, the computer in Beetcher’s development system 125-uses an. encoding

aleorithm.to encode the first-license key. Beetcher’s system uses a set.of instructions, as shown

in Figure:7, to encode triggers into the software code to form the first hcense key:'57

SOURCE CONE NpuT:
0 CONPILER

[COMPILERPRonucES:|_PROGRAN  EABDACES
PROGRAM TEMPLATE.INPUT TO TRANSLATOR

TRANSLATORPRopuces |
EXECUTABLE. SOFTHARE

| MODULE
 

‘The compiler begins the processby producing. a template (step 702),.next the template is

input into the translator (step 703), then the translator encodes the triggers /license keys into the

code (step 704), and finally the translator resolves references after key insertion to produce the

executable module.!* As such, a POSITA would have understood Beetcher’s Figure 7 illustrates

137 Begtcher at 9:10-16; see also id. at 5:38-47,9:1-10, 9:16-20, Fig. 7; Silva Declaration at 4 73.
138 Beetcher at 9:6-20, Fig. 7.
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an encoding algorithm.!*? Reetcher’s encoding process is further described with respectto

element 11.3.

Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known.”!*° As such, a POSITA would have understood that Beetcher’s

encoding technique necessarily includesa first license key and an encoding algorithm to form a

first license key encoded software code!"!.

e) Element 12.4: “wherein, when installed on a computer system,
said first license key encoded software code will provide said
specified underlying functionality only after receipt of said first
license key”

Beetcher discloses element 12.4. Specifically, Beetcher explains that its first lheense key

encoded software code provides the specified underlying functionality only after receipt of the

first license key. 14? For instance, Beetcherstates:

For support of such a traditional compilation path where the object code format is
known bycustomers, additional barriers to patching of the object code to nullify or
aller the entitlement triggering instructions may be appropriate. One such additional
barrier would be to define the entitlement triggering instruction to simultaneously
perform some other function. In this case, it is critical that the alternative function
performed by the triggering instruction can not be performed by any other simple
instruction. The alternative function must be so selected that any compiled software
module will be reasonably certain of containing a number of instructions
performing the function. If these criteria are met, the compiler can automatically
generate the object code to perform the alternative function (and simultaneously,
the entitlement verification trigger) as part of its normal compilation procedure.
This definition would provide a significant barrier to patching of the ebject code to
nullify the entitlementtriggering instructions. !“

139 Silva Declaration at 4 74.

49 Tix. 2, Prosecution Ilistory at 519,
141 Silva Declarationat J] 70-75.

12 Beetcher at 6:58-65, 11:4-39; see also id. at Abstract, 3:14-18, 4:25-33, 6:65-7:5, claim 3.
143 Tet. at 11:10-28.
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And as described with respect to element 12.3, Beetcher teaches encoding the triggering

instructions into the software code that is decoded via the: first license key.

Beelcher’s Figure 10:48 provided below, illustrates providing the sofiware’s underlying

functionality based on thefirst license key (trigger information). For instance, Beetcher explains:

System 101 executes the module byfetching (step 1001) andexeonting (step 1002)
object code instructions until done (step 1003): If any instruction is an entitlement
verification. triggerme instruction 301 (step 1004) check. lock. function 422 is
invoked. Check lock function 422 accesses the product lock table entry 601
corresponding to the product number contained in thetriggering instruction atstep
1005. Ifthe version number in product lock table 460 is equal to or oreater than the
version number 303 contained in.triggering instruction 301, the software is entitled
to execute (step 1006).!4
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4 7d at 10:49-60; see also id. at 10:48-49, 10:60-11:3; Silva Declarationat 44 78-82.
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Accordingly, Beetcher discloses claim 12.

3. Beetcher Anticipates Independent Claim 13.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Underthe broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Beetcher discloses claim 13’s preamble. Claim 13’s preamble is the same as claim 12°s

preamble. As explained above, Beetcher discloses a method for encoding software using a

computer with a processor and memory. As such, Beetcherteaches this preamble. !*°

b) Element 13.1: “storing a software code in said memory”

Element 13.1 is identical to element 12.1. As explained above, Beetcher discloses each

limitation of element 12.1. For the same reasons, Beetcher teaches element 13.1.14°

c) Element 13.2: “wherein said software code comprisesa first
code resource and provides a specified underlying functionality
wheninstalled on a computer system”

Element 13.2 is identical to element 12.2. As explained above, Beetcher discloses each

limitation of element 12.2. For the same reasons, Beetcher teaches element 13.2.1”

d) Element 13.3: “modifying, by said computer, using a first
license key and an encoding algorithm, said software code, to
form a modified software code; and wherein said modifying
comprises encoding said first code resource to form an encoded
first code resource”

Beetcher discloses element 13.3. As described with respect to element 12.3, Beetcher’s

distributor system includes a computer thal encodes software code using a first license key (e.g.,

triggering information) and an encoding algorithm(e.g., figure 7). And Beetcher’s encoding

145 Silva Declaration at 4 85.

46 Fd at | 87.

47 Td. at § 89.
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process modifies the software code by inserting triggering information into the code. “* Por

instance, Beetcher details that system inputs-compiled software code into a translator which

modifies the code by “aulomatically generat[ing] a substantial number of entitlement verification

triggers” and “insert[ing] them in randomlocations in the object code,” as shown in Figure Ts

steps 703 and 704.'*° Figure 3 illusirates this modifying by inserting triggering information 301

to form amodified software code:

B
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8 Beetcher at $:13+23, 9:1-20; see also id. at 5:38-47, 9:1-10, 9:16-20,Fig. 7; Silva Declaration
at 791.

149 Bestoher at 9:11-15.
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As described with respect to element 12.2, Reetcher’s software code includes a series of

code resources corresponding to sub-objects. And Beetcher teaches a code resource is modified

to encode the first code resource via the triggering information.° For instance, Beetcher

teaches:

For support of such a traditional compilation path where the object code formatis
known by customers, additional barriers to patching of the object code to nullify or
alter the entitlement triggering instructions may be appropriate. One such additional
barrier would be to define the entitlement triggering instruction to simultaneously
perform some other function. In this case, it is critical that the alternative function
performed by the triggering instruction can not be performed by any other simple
instruction. The alternative function must be so selected that any compiled software
module will be reasonably certain of containing a number of instructions
performing the function. If these criteria are mel, the compiler can automatically
generate the object code to performthe alternative function (and simultaneously,
the entitlement verification trigger) as part of its normal compilation procedure.
This definition would provide a significant barrier to patching of the objcet code to
nullify the entitlement triggering instructions. '*!

A POSITA would have understood that such modification results in an encodedfirst code

resource, 5?

Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known.”!>* As such, a POSITA would have understood that Bectcher’s

encoding technique necessarily includesa first license key and an encoding algorithm to form a

moditied encoded first code resource. !*4

150 Td. at 4:25-33, 11:11-39: see also id. at Abstract, 3:14-18.
151 Fe. at 11:10-28.

15? Silva Declaration at 4 92.
153 Ex, 2, Prosecution History at 519.
154 Silva Declaration at 4 93.

42

DISH-Blue Spike-602

Exhibit 1007, Page 0059



DISH-Blue Spike-602
Exhibit 1007, Page 0060

Request for fx Parte Reexamination,
U.S. Patent No. 9,104,842

e) Element 13.4: “wherein said modified software code comprises
said encoded first code resource, and a decode resource for

decoding said encoded first code resource”

Beetcher discloses clement 13.4. Beetcher explains that its modificd software code

includes a decode resource for decoding the encodedfirst code resource. Specifically, Beetcher

teaches that executing a trigger 301 invokes check lock function 422, which results in accessing

“unlock (decode key)” function 430 upon confirmation that the customer possesses the

software’s license key.!5> Beetcher’s Figure 4, as annotated below,illustrates the decode

resource (dashed perimeter) of the modified software code:!*°

'55 Beetcher at 10:22-39, 10:52-65, Figs. 9b, 10; see also id. at 7:16-38, 8:18-22, 9:49-10:7.
156 Silva Declaration at J 96.
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eddoned.
]

CRD |ASASANSASSANANESNASy 
f) Element 13.5: “wherein said decode resource is configured to

decodesaidencoded first:code resource upon receipt ofsaid
first license key”

Beetcherdiscloses element 13,5. Beetcher specifies that its decode resource decodes the

encoded first code resource upon receipt of the licensé key. Beetcher, for example, states that

unlock routine 430 “fetches the enerypted entitlement key from. ... table 450 ... and decodes the

entitlement key .... The triggering instruction 1s then retried and program execution continues. at
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step 928."!5? And Beetcher’s Figure 9billustrates accessing the decode resource to decode the

enceded first code resources based on the entitlement key, reflected in steps 921 to-928:

 DAA
 

As such,.a POSITA would have understood that Beetcher’s decode resource is configured

to decode the encoded first code resource based on first license key.1°8

Accordingly, Beetcher discloses claim 13,

IY Besicherat 10:27-38.

158 Silva Declaration at 94] 99-100.
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4. Beetcher Anticipates Independent Claim 14.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Beetcher discloses claim 14’s preamble. Claim 14’s preamble is the same as each of claim 12

and 13’s preamble. As explained above, Beetcher discloses a method for encoding software

using a computer with a processor and memory. As such, Beetcher teaches this preamble.!°°

b) Element 14.1: “storing a software code in said memory”

Element 14.1 is identical to element 12.1. As explained above, Beetcher discloses each

limitation of element 12.1. For the same reasons, Beetcher teaches element 14.1.1°°

c) Element 14.2: “wherein said software code defines software
code interrelationships between code resources that result in a
specified underlying functionality when installed ona
computer system”

Beetcher discloses element 14.2. Beetcher details that its software code is compiled into

executable code by compiler 126. This compiler works with translator 127 to compile the

sofiware sub-objects and insert triggering information. !*! And Beetcher specifies thal translator

127 “resolves references” in the software code, which corresponds to defining code

interrelationships between code resources.!*? As shown in steps 701 and 702 of Figure 7,

Beetcher teaches its software code is input into compiler 126 that produces a template of the

software code:!®

159 Td. at 7 103.

160 Td at 7 105.

161 Beetcher at 8:14-17.

162 Td. at 9:11-18; Silva Declaration at § 107.
163 Beetcher al 8:14-17, 9:1-20, Fig. 7, see also id. al 5:37-39, 6:41-45, 7:63-66
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tS

OR BRODEEES
ARLE SOE PRARE 

A POSITA would have understood that this software codetemplate also defines the code

interrelationships between the code resources. '* As the Patent Owner specified during the

original prosecution, softwarecode interrelationships are defined during the compilmg process-of

conventionalsoftware applications:

What the éxaminet has implied by allegingthat the “specification. ... fails to teach
or mention “software code interrelationships’' is that software code
interrelationships were somehow unknowmin the art, which clearly is not the case.
As admitted, in the specification at the beginning of paragraph [0051], an
“application” comprises "sub-objects" whose “order in the computer memoryis of
vital importance" inorder to pérformean. intended function. And as admittedfurther
in paragraph [0041], "When a program is: compiled, then, # consists of a
collection of these sub-objects, whose exact order or arrangement in memory
is not important, so long as any sub-object which uses another sub-object
knows where in memoryit can befound." Paragraph [0051] of course refers
to conventional applications. Accordingly, that is admittedly a discussion. of

164 Silva Declaration at J 108.
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what is already know by one skilled in the art. Accordingly, the examiner's
statement that the specification lacks written description support for "software code
interrelationships" is inconsistent with the fact that such interrelationships were
explained in paragraphs [0051] and [0052] as a fundamental basis of pre-
existing modem computer programs.!®

Moreover, during the original prosecution, Patent Owner specified that

“interrelationships between code resourceare not that which is novel.”!® Based on Patent

Owner’s concessions, it is clear that a POSITA would have understood that Beetcher’s code

necessarily defines code interrelationships between code resources!®’.

Beetcher further teaches that the code resource interrelationships specify the underlying

application functionalitics when installed on the customer’s computer 101. For instance,

Beetcher’s software code includes multiple entitlement verification triggers.‘6> And Beetcher

details that certain code resources include triggering instruction that controls the underlying

functionalities of the software code:

[An] additional barrier would be to define the entitlement triggering instruction to
simultaneously perform some other functlion.... The alternative function must be
so selected that any compiled software module will be reasonably certain of
containing a number of instructions performing the function. If these criteria are
met, the compiler can automatically gencrate the object code to perform the
alternative function (and simultaneously, the entitlement verification trigger) as
part of its normal compilation procedure. This definition would provide a
significant barrier to patching ofthe object code to nullify the entitlement triggering
instructions. !®

Beetecher further explains that “the triggering instruction is also a direct instruction to perform

some other useful work .... [E]xecution of the triggering instruction causes system 101 to

'65 Ex, 2, Prosecution History at 519.
166 Tf

167 Silva Declarationat J 109.

168 Reetcher at 4:15-33, 9:1-3, 10:22-34, Fig. 3; see also id. at 6:45-65, 8:19-22, 10:52-11:39.
169 Fe? ai 11:14-28; see also id. al 4:25-33, 6:58-65.
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*179 As such, aperform some other operation simultaneous with the entitlement verification.

POSITA would have understood that the code interrelationships between Beetcher’s code

resources resull in a specified underlying funclionalily once installed.!7!

d) Element 14.3: “encoding, by said computer usingatleast a first
license key and an encoding algorithm, said software codec, to
formafirst license key encoded software code”

Element 14.3 is identical to element 12.3. As explained above, Beetcher discloses each

limitation of element 12.3. For the same reasons, Beetcher teaches element 14.3.

Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known”and that “an interrelationship in software code is necessarily

defined by digital data, and digital data can obviously be encoded by an encoding process.”!”* As

such, a POSITA would have understood that Beetcher’s encoding technique necessarily includes

a first license key and an encoding algorithm to formafirst license key encoded software

173
code.

e) Element 14.4: “in whichat least one of said software code
interrelationships are encoded”

Beetcher discloses element 14.4. As described with respect to element 14.2, Beetcher

teaches that its software code defines code interrelationships between code resources and

triggering information 301 in the code control certain underlying software functionality. And

Beetcherdetails that triggering information 301 is encodedinto the software code.!” For

 

179 Td. at 6:58-65 (Beetcher specifies that these functions are those “which do not require that an
operand for the action be specified in the instruction.”).

171 Silva Declarationat §] 110-11.

12 Ex, 2, Prosecution History at 519.
3 Silva Declaration at J 114-15.

174 Beetcher al 4:25-33, 6:58-65, 11:4-39.
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instance, Beetcher explains that the triggering instructions will be encoded into the code

resources controlling software functionality:

[An] additional barrier would be to define the entitlement triggering instruction to
simultaneously perform some other function.... The alternative function must be
so selected that any compiled software module will be reasonably certain of
containing a number of instructions performing the function. If these criteria are
met, the compiler can automatically generate the object code to perform the
alternative function (and simultaneously, the entitlement verification trigger) as
part of its normal compilation procedure. This definition would provide a
significant barrier to patching ofthe object code to nullify the entitlement triggering
instructions. !7>

And Beetcher details that “the triggering instruction is also a direct instruction to perform some

other useful work .... [E]xceution of the triggering instruction causes system 101 to perform

some other operation simultaneous with the entitlement verification.”!”° Accordingly, a POSITA

would have understood that this encoded triggering information includes encoded code

interrelationship ofthe coder resources.!”’

Accordingly, Beetcher discloses claim 14.

B. SNQ-2: Claims 11, 12, 13, and 14 are Anticipated by Beetcher °072 Under 35
U.S.C. §§ 102(a), (b).

Beetcher °072 anticipates claims 11, 12, 13, and 14 under 35 U.S.C. §§ 102(a), (b).

1. Beetcher ’072 Anticipates Independent Claim 11.

a) Preamble: “A method for licensed software use, the method
comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Beetcher °072 discloses claim 11’s preamble. Specifically, Beetcher ’072 describes a method of

15 Td. at 11:14-28: see also id. at 4:25-33, 6:58-65,

1%6 Td. at 6:58-65 (Bectcher specifics that these functions are those “which do not require that an
operand for the action be specified in the instruction.”).

1” Silva Declaration at J 117-19.
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controlling access to licensed software using an encrypted entitlement key.!”* Beeteher "072, for

instance, summarizes its invention as:

According to the present invention, soliware 1s distributed without the qualification
grant for performing. Execution of software is attained by the enciphered
qualification grant keywhich is distributed independently. This qualification grant
key. contains a plurality of qualification. grant bits which instruct the consecutive
numbers of the machine with which software is licensed to it, and which software
module has the qualification it runs by that machine.

1:79

Beetcher *072’s Figure 10, as provided below, illustrates.the.use of an entitled version of

software.based on the -customer’s license:

$
rt

‘
‘
;
:
§

sn
{ey } 

¢

RanannnnninnininNANMAANANARNSNNANOASNADNNANSAND

w F ‘Dovannsertnensncnne®
>

18 Bestcher 072at: Abstract, J 0020, 0022, 0043; see alsa id. at FF 0001, 6004, 0016 (See Ex. 5
for English translation).

179 Beetcher *072 at | 0020 (See Ex. 5 for English translation).
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As such, Beetcher °072 teaches this preamble.!*°

b) Element 11.1: “loading a software product on a computer, said
computer comprising a processor, memory, an input, and an
output, so that said computer is programmed to execute said
software product”

Beetcher °072 discloses element 11.1. Specifically, Beetcher °072’s system includes a

customer computer 101 including a CPU 102, memory104, and storage devices 106-108.!8! ‘Lhis

customer computer 101 also includes a media reader 110 (Le., an input) and an operator console

109 (ie., an output).!*? As shown below in annotated Figure 1, Beetcher 072 discloses a

computer having software product 112 loaded for execution (dashed perimeter):

189 Silva Declarationat J] 122-25.

181 Reetcher °072 at § 0023, Fig. 1 (See Ex. 3 for Englishtranslation).
182 Beetcher °072 al $0023, 0027, Fig. 1 (See Ex. 5 for English translation).
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Beetcher 07?details that the customer loads the:media, such as an optical disk,

containing a'software product onto the computer for execution:'*

[Sloftware media 112 comprise one sheet ora plurality of read-only optical discs,
and the medium reader 110 is an optical dise reader. However, please understand
that an electronic distribution medium and other distribution. media can. also be

used. If the software media 112 arereceived, a customer will loada desired software
moduleto the system 101 from the medium reader 110, and will usually memorize
the software-module to the memory storage 106-108!

183 Silva Declaration at {J 127-29.

14 Bectcher *072 at 10027; see also id. at Abstract, ff 0014, 0040, Fig. 1, claim 6 (See Ex. 5 for
English translation).
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c) Element 11.2: “said software product-outputting a prompt for
input of license information”

Beetcher 072: discloses element 11.2. Specifically, Beetcher ’072 explains thatits

sofware product contains a user interfaceroutine for the customer to input a licerise key into the

computer before the product can be used.'* For instance, Beetcher *072. explains that the

software product prompts the User it input license information:

The support. of this operation. system contams two user interface routines
required to support the input of a qualification. grant key on the virtual-
machine level 404. The general input routine 441 is used for processing an input
in norfial operation. Thé installation input routine 440 special to inputting a
qualification grant key is required during the initial introduction of ‘an
operation. system. The thing which needs. this is because the portion of an upper
level operating system is treated as othér program products by the present invention
from the machine interface level 405. Namely, such a portion has product number
and the target code. is subject to. the influence of a qualification verification
trigger.!®°

Beetcher ’072’s.Figure 2 illustrates this license information in. unencrypted form

  
 JS

RABKNS ISAC SU yb)
 
 

GOORRIIORERhis  
 

Beetcher °072 further explains that the seftware’s “installation put routine 440 has a

dialog with an operator; and-receives an input” of the customer’s Hcense information:during the

185 Beetcher 072at 0033; see also id: at § 0010 (See Ex. 5 for Englishtranslation).
186 Beetcher °072 at | 0033 (See Ex. 5 for English translation).

54

DISH-Blue Spike-602

Exhibit 1007, Page 0071



DISH-Blue Spike-602
Exhibit 1007, Page 0072

Request for fx Parte Reexamination,
U.S. Patent No. 9,104,842

software’s initial installation.!®? And as discussed with respect to element 11.1, the customer’s

computer includes an operator console 109 shown with a monitor and keyboard that “receive the

input from an operator. ”7!%8

d) Element 11.3: “said software product using license information
entered via said input in response to said prompt in a routine
designed to decode a first license code encodedin said software
product”

Beetcher °072 discloses element 11.3. Upon inserting the software’s disk 112, Beetcher

°072 explains thal the operator console prompts the customer to enter license information.!*?

Beetcher ’072 details that the customer enters entitlement key 111, Le., license information, in

response to the prompt initiated by install input routine 440.1? After entering that key, Beetcher

*072 teaches that the customer’s computer uses a decode keyto initiate unlock routine 430 to

decode the license code encoded in the software product.!*! Beetcher ’072’s Figures 4 and 9a,

which are provided below, show the software using the key(i.¢., license information) entered by

the cuslomer lo decode a first license code encoded in the software product. For mstance,

annotated I'igure 4 illustrates that the install input routine 440 starts unlock routine 430 once the

customer inputs key 111 into the computer.!?? And “unlocking routine 430 decodes the

qualification grant key 111 using a peculiar machine key” (dashed perimeter):!?*

18” Reetcher ’072 at 4 0040; see also id. at Fig. 4 (reference number 440), claim 6 (See Ex. 5 for
English translation).

188 Beetcher ’072 at § 0023; see also id. at FJ 0025, 0033, 0039, Fig. 1 (See Ex. 5 for English
translation); Silva Declaration at $9 131-133.

189 7g, Beetcher 7072 at Jf 0033, 0040, Figs. 1, 9a.

1 Beetcher °072 at § 0033; see also id. at 40040, Figs. 1, 4, claim 6 (See Ex. 5 for English
translation).

11 Beetcher °072 at §§ 0032, 0040; see also id. at {9 0030, 0037, Figs. 4, 9a (See Ex. 5 for
English translation).

1? Beetcher °072 at $9 0033, 0040 (See Ex. 5 for English translation).
13 Beetcher °072 al § 0032; see also id. at $9 0037, 0041 (See Ex. 5 for English translation).
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Beeétcher 072 details that unlockroutine 430 “handles the decoding process,” whichis

illustrated in Figure 9a’s steps 902-909: “The Tock rclease routine 430 makes the machine-key

acquisition function 420 search machine consecutive numbers with Step 902, and makesit

generate a-machine key at it. Subsequently, the lock release routine:-430 decodes the qualification.

grant key 111 at Step 903 using a machine key"!

Beetcher °072 specifies that its unencrypted entitlement key includes multiple fields,

which includes version field 202 specifying entitled version levels and product. entitlement flags

14 Beetcher *072 at | 0040 (See Ex. 5 for English translation).
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205 specifying customer’s accessible product numbers.!”? Beetcher "072’s Figure 2 showsthis

license information with fields 20.1 to 205:

 
Beetcher °072’s. unlock routine 430 will complete: the decoding process by buildingan

encoded product key table (step 904), populating the key table for the relevant software product

(steps 905-908), and saving the key table (step 909).!°° Beetcher °072 also specifies that the

customer’s RAMincludes table 460 populated with products having entitlement keys. !°’

Beetcher ’072’s software product.uses the key’s version and product numberfields to decode a

license code.

When compiling andtranslating the software code, Beetcher ’072 explains that the code

includes entitlement verification triggering instructions encoded into the software. !°° Beetcher

’072's triggering instructions.are-encoded mto the software when. the sefiware code is compiled

and translated, as.shown in Figure:3 provided below:

1S Beetcher 7072. at 7 0028.
96 Id at | 0040 (See Ex. 3 for English translation).

1°? Beetcher “072at 4] 0032, 0036, 0041-42, Fig, 6, Fig. 9a.
18 Td. at WF 0029, 0044: see alsa id. at $7 0021, 0033-34, 0037-38 (See Ex. 5 for English
traris lation).
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Beetcher*072 explains that its software:code verifies the customer is entitled to-use the

software when the:code-cnecounters a trigeering instruction. When it encounters one of these

instructions, Beetcher °072"s code accesses the license key information stored ‘in thekey table

460,!°° As such, a POSITA would have understood that Beetcher uses its license information in.a

routine, such as check lock function 422, designed to decode a tirst license code encoded ina

software product via the triggering instructions?"

When a command is the qualification verification trigger.301 (Step 1004), the lock
checking feature 422 is called. At Step 1003, the lock checking feature 422 accesses
the product locking table entry 601 to which it corresponds to the product number
included: in. a qualification. verification. trigger. The qualification for the version.
numberin the product locking table 460 being equal to the version number 303

19 Beetcher 072 at 7 0043-44, see also id. at Abstract, J9 0034, 0037-38, Fig. 10 ee Ex. 5 for
English translation).
200 Silva Declaration at J] 135-39.
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contained in the qualification verification trigger 301, or performing software, in
being larger than it is given (Step 1006). In this case, the lock checking feature 422
does not perform treatment beyond it, but a system proceeds to execution of the
next target code commandina software module.?7

Moreover, Beetcher ’072 teaches that the triggering instructions will be encoded into the

code resources controlling software functionality:

|An| additional barrier|| is defining a qualification verification trigger, as other
functions ofa certain are performed simultaneously.... This alternate function must
be selected so that any compiled software modules may include some commands
which perform that function quite reliably. When having coincided in these criteria,
the compiler can generale automatically the target code which performs the
alternate function(it is also a qualification verification trigger simultaneously with
it) as a part of the usual compilation order. This definition should bring about the
important barricr to ‘patching’ of a target code which invalidates a qualification
verification trigger.7°?

And Beetcher ’072 details that “a qualification verification trigger is also the direct instruction...

which performs other useful work of a certain.... [I]f a trigger command is executed, the system

101 will perform other operations of a certain simultaneously with qualification verification.”?™

Accordingly, Bectchcr 072 discloses claim 11.

2. Beetcher °072 Anticipates Independent Claim 12.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, the method
comprising”

Under the broadest reasonable construction, the preamble is non-limiting.?™

Nevertheless, Beetcher 072 discloses claim 12’s preamble. Specifically, Beetcher °072 describes

201 Beetcher 072 at § 0043, Fig. 10.

202 Td. at { 0044; see also id. at $9 0021, 0029 (See Ex. 5 for English translation); Silva
Declaration at § 140.

203 Reetcher 072 at 4 0029 (Beetcher ’072 specifies that these functions are those “which does
not need to divide, does not need to be ordering the operand for the processing and does not need
to be specified”) (See Ex. 5 for English translation); Silva Declaration at 4] 140.

204 Claim 12’s preamble recites “a computer” and claim 12’s bodyrecites “a computer system.”
It is unclear whether those elements refer to the same or separate computing devices. For
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a method for encoding software code using a computer with a processor and memory. Beetcher

°072 details that the software distributor has “computer system 125 for development contain the

compiler 126 and the translator 127° where “[a] sofiware module 1s recorded on the sofiware

recording medium 112” and “generation/enciphered program 122 ofa qualification grant key,

and the data base 123 containing customerdata.”?°° Beetcher ’072 specifies these compiling and

key generating functions may be performed by a single computer.*°° Below annotated Figure 1

illustrates the distributor’s computer system distributing memory media 112 and complying

encoded software code:

purposes ofthis Request and using the broadest reasonable interpretation consistent with the
specification, it is assumed that the “computer” recited in the preamble is a device separate from
the “computer system.”

*05 Beetcher 072 at 9 0024; see also id. at {0038 (See Ex. 5 for Englishtranslation).
206 Beetcher 7072 al 9 0024 (See Ex. 5 for English translation).
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Beetcher’072’s.Figure 7 illustrates the software code:-being encoded to include

“207 vatermarking triggers decoded by the customer’s licensinginformation

207 Beetcher “072 at | 0038, Fig. 7 (See Ex. 5 for Englishtranslation).
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As such, a POSITA would have understood that Beetcher °072’s distributor compiles and

stores the encode software code using a processor and memory-akin to the console’s'CPU 102

and memory devicés 1106-108. As expert Dr. Silva explains. in his declaration (Ex. 9), Beetcher

 

°072’s computer would necessarily include a processor and memory in orderto function.7°°

As such, Beetcher 072 teaches this preamble?”

*08 Silva Declaration at § 147.
209 ef at 4 144-47.
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b) Element 12.1: “storing a software code in said memory”

Beetcher °072 discloses element 12.1. Specifically, Beetcher ’072 discloses a

development system 125 for compiling and translating for the software code.*! Bectcher *072

details that the software code is stored as disks 112 in warehouse 120. A POSITA would have

understood that developer system 125 stores the compiled and translated code in memoryand

records that code onto disks 112 for distribution to customers. As expert Dr. Silva explains in his

declaration (Ex. 9), Beetcher °072’s computer would necessarily include store software code in

memoryinorder to function.?"*

c) Element 12.2: “wherein said software code comprises a first
code resource and provides a specified underlying functionality
wheninstalled on a computer system”

Beetcher ’072 discloses element 12.2. Specifically, Beetcher ’072 explainsthat its

sofiware code includes multiple code resources that include a first code resource.*!? Beetcher

°072's code resources include software modules 300 (dashed box) including sub-objects within

the code, as shown below in annotated Figure 4 and Figure 3.7 These sub-objects control

multiple functions of the software installed on the customer’s computer system 101.*!* And

Reetcher °072’s software prevents unwanted “patching” of these sub-objects by including

entitlement verification triggering instructions 301.7!°

 

+10 Beetcher 072 at 9] 0024, 0038 (See Ex. 5 for English translation).

#11 Silva Declarationat § 150.

“12 Beetcher 072 at 9] 0024, 0026-27 (See Ex. 5 for English translation).

*13 Beetcher 072 at 9] 0029, 0034, Fig. 4; see also id. at 7 0032, Fig. 3 (See Ex. 5 for English
translation).

214 Beetcher 7072 at 9] 0029, 0044; see also id. at Abstract, §] 0021, 0030, claim 3 (See Ex. 5 for
English translation).

*15 Beetcher 072 at 99] 0021, 0044; see also id. at Abstract, { 0009 (See Ex. 5 for English
translation).
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The ?842 Patent refers to sub-abjects and a memoryscheduler as.examples. of code

resources.7!° APOSITA would have-understood that Beetcher °072’s module sub-objects are

sub-objects.?!”

Basedon Beetcher °072’s description, a POSITA would have understood that one sub-

object in module 300 is a first code resource providing a specified underlying functionality when

installed.on-the customer’s computer system 101 and unlocked using the license information

(key).718

216 *8.49 Patent at 11:55+65, 15-36-42.

2" Silva Declaration at153-54.
8 yy at 155,
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d) Element 12.3: “encoding, by said com puter using atleast a first
license key and an encoding algorithm, said software code. to
form a first license key encoded software code”

Beetcher °072 discloses cloment 12.3. Bectcher *072 describes cncoding its software code

by the distributor system, which includes development system 125 and marketing system 124,

via a “single computer systems may be physically used performs both offunctions.”?!”

Specifically, Beetcher 072 describes encodingafirst license key into the software code where

that key 1s used to authorize access to the software product:

The software modules 300 are some program preducts of the compiled target code form
which is performed on the svstem 101.... [T]he code which can actually be executed
operates on the exceutable code lovel 403 as shown by the frame of the broken lines. The
executable code contains the qualification verification trigger 301 (only one is shown in
the figure) performed by the lock checking feature 422 of a horizontal microcode.”

This encodingis illustrated in Figure 3:

219 Beetcher ’072 at 4] 0024, 0029, 0044 (See Ex. 5 for English translation).

*20 Beetcher *072 at J 0034; see also id. at J] 0020-21, 0028-29, 0032, 0037, 0040, 0041 (See Ex.
5 for English translation).
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The computer in.Beetcher °072’s development.system 125-performs the encoding. as

shown an-Fignre 7 at step 704, detailed as: “At Step 704, a program template-identifies the

product number and. version number; and it-works as an input:to the translator 127.

Automatically, the translator 127 generates most number of qualification verification triggers,

inserts this in the randomposition in a target code ....°”*#!

Moreover, the computer in Beetcher °072’s development system 125 uses an encoding

algorithm. to encode the first license key. Beetcher’072's-systenr uses aset of instructions; as

shown in Figure 7, to encode triggers into the software code to formthe first license key:*?

221 Beetcher 072at 0038; see also id, at 0024, Fig. 7 (See Ex. 5 for English translation):
Silva.Declaration at YJ.158-60.

222 Beotcher 072 at | 0038; see also id. at [ 0024, Fig. 7 (See Ex. 5for English translation);
Silva Declaration at161.
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The compiler begins theprocess by producing atemplate (step 702), next the template is

inputintothe translator (step 703), then. the translator encodes the triggers/license keys into the

code (step 704), and finally the translator resolves: references after. key insertion.to produce the

executable module.** As such, a POSIT.A would have understood Beetcher 7072's Figure 7

illustrates an encoding algorithm.“ Beetoher’s encoding process is further described with

respect to clement 11,3.

**? Beetcher “072at | 0038, Fig. 7 (See Ex. 5 for English translation).
*4 Silva Declaration at | 162.
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Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known.”**> As such, a POSITA would have understood that Beetcher

°072’s encoding technique necessarily meludes a first license key and an encoding algorithm to

form a first license key encoded software code~”®.

e) Element 12.4: “wherein, when installed on a computer system,
said first license key encoded software code will provide said
specified underlying functionality only after receipt of said first
license key”

Beetcher °072 discloses element 12.4. Specifically, Beetcher °072 explains that its first

license key encoded software code provides the specified underlying functionality only after

receipt ofthe first license key.?*’ For instance, Beetcher ’072states:

[IJnvalidating a qualification verification trigger, in order that the formatof a target
code may support the compile course of the conventional type known by the
customer | - - or rt may become suitable to add the barrier to ‘patching’ of a target
eode which is changed. One of such the additional barriers is defining a
qualification verification trigger, as other functions of a certain are performed
simultaneously. In this case, it is important that the alternate function carried out
by the qualification verification ingger cannot carry out with other simple
commands. This alternate function must be selected so that any compiled software
modules may include some commands which performthat function quite reliably.
When having coincided in these critcria, the compiler can goncrate automatically
the target code which performs the alternate function (it is also a qualification
verification trigger simultaneously with it) as a part of the usual compilation order.
This definition should bring about the important barrier to ‘patching’ of a target
code whichinvalidates a qualification verification trigger.?7*

And as described with respect lo element 12.3, Beeicher 072 teaches encoding the triggering

instructions into the software code that is decoded via the first license key.???

*25 Ex. 2, Prosecution History at 519.
#26 Silva Declarationat § 163.

227 Beetcher ’072 at 9] 0029, 0044; see also id. at Abstract, 4] 0009, 0021, 0030, claim 3 (See
Ex. 3 for English translation).

*28 Beetcher 072 at 9 0044 (See Ex. 5 for English translation).
*29 Silva Declarationat { 166.
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Beetcher’072’s.Figure 10, as provided below, illustrates-providing the software's

underlying functionality based on the first license key(trigger information).?°> For instance,

Beetcher 7072 explains:

Execution of the software module by the system 101 is made by what this is taken
out and performed for (Step 1002) (Step I001) until a modular target. code
sommand is completed (tep 1003). When a command is the qualification
verification trigger 301 (Step 1004), the lock checking feature 422 is called, At Step
1005, the lock checking feature 422 accesses the product-locking table entry 601to
which it corresponds to theproduct mimber included in a qualification verification
trigger. ‘Phe qualification for the version number in the product locking table 460
being equal to the version number 303 contained in the qualification verification
trigger 301, or performing software, in being larger than it is given (Step 1006).**!
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230 Teh. at (167-69.

3! Beetcher “072 at {0043 (See Ex. 5 for English translation).
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Accordingly, Beetcher ’072 discloses claim 12.

3. Beetcher ’072 Anticipates Independent Claim 13.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Beetcher ’072 discloses claim 13’s preamble. Claim 13’s preamble is the same as claim 12’s

preamble. As explained above, Bectcher ’072 discloses a method for encoding software using a

computer with a processor and memory. As such, Beetcher ’072 teaches this preamble.**?

b) Element 13.1: “storing a software code in said memory”

Element 13.1 is identical to element 12.1. As explamed above, Beetcher ’072 discloses

each limitation of element 12.1. For the same reasons, Beetcher 7072 teaches element 13.1.7%

c) Element 13.2: “wherein said software code comprises a first
code resource and provides a specified underlying functionality
when installed on a computer system”

Element 13.2 is identical to element 12.2. As explained above, Beetcher 072 discloses

each limitation of element 12.2. For the same reasons, Beetcher °072 teaches element 13.2.2

d) Element 13.3: “modifying, by said computer, using a first
license key and an encoding algorithm,said software code, to
form a modified software code; and wherein said modifying
comprises encoding said first code resource to form an encoded
first code resource”

Beetcher °072 discloses element 13.3. As described with respect Lo element 12.3,

Beetcher ’072’s distributor system includes a computer that encodes software code using a first

*32 Silva Declaration at { 172.

233 Td. at (174.

24 Td. at 9176.
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license key (@.2., triggering: nformation) and.an.envoding algorithm {e-2., Figure 7). And

Beetcher °072’s encoding process modifies the software code by inserting triggering information

into the code.?*> For instance, Béeetcher °072 details that ils system inputs compiled sofiware

code into a translator which modifies the code by“automatically ... genérat[ing] most number of

qualification verification triggers” and “insert[ing] this. the randomposition in a target code,”

as shown in Tigure:7’s steps 703 and 704.**4 Figure 3 illustrates this modifying byinserting

triggering information 301 -to:form. a modified software code:

Preeresennicns:

ipreaenerateee &te
s::s::i:s:
;i

ATAAAARAEAAAMASUREASURE<etiggenrrer “eeeeceveetsleds4 4 4 4 4 d:i4 
35 Beetcher *072at fj 0034, 0038; see alsa id. at { 0024,Fig. 7 (See Ex. 5 for English
translation); Silva Declaration at 7178.

23° Beetcher “072 at | 0038 (See Ex. 5 for Englishtranslation).
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As described with respect to element 12.2, Beetcher °072’s software code includes a

series of code resources corresponding to sub-objects. And Beetcher *0'72 teaches a code

resource is modified to encode the first code resource via the triggering information. 777 For

instance, Beetcher °072 teaches:

[IJnvalidating a qualification verification trigger, in order that the format of a target
code may support the compile course of the conventional type known by the
customer] - - or it may become suitable to add the barrier to ‘patching’ of a target
code which is changed. One of such the additional barriers is defining a
qualification verification trigger, as other functions of a certain are performed
simultaneously. In this case, it is important that the alternate function carried out
by the qualification verification trigger cannot carry out with other simple
commands. This alternate function must be selected so that any compiled software
modules may include some commands which perform that function quite reliably.
Whenhaving coincided in these criteria, the compiler can generate automatically
the target code which performs the alternate function (it is also a qualification
verification trigger simultancously with it) as a part of the usual compilation order.
This definition should bring about the important barrier to ‘patching’ of a target
code which invalidates a qualification verification trigger.7*°

A POSITA would have understood that such modification results in an encoded first code

resource. 29?

Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known.”**" As such, a POSITA would have understood that Beetcher

°072's encoding technique necessarily includesafirst license key and an encoding algorithm to

form a modified encoded first code resource.74!

 

*37 Beetcher 072 at 9] 0021, 0044; see also id. at Abstract, { 0009 (See Ex. 5 for English
translation).

238 Beetcher 072 at § 0044 (See x. 5 for English translation).

289 Silva Declaration at JJ 178-79.
40 Ex. 2, Prosecution History at 519.
*41 Silva Declaration at { 180.
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e) Element 13.4: “wherein said modified software code comprises
said encoded first code resource, and a decode resource for

decoding said encoded first code resource”

Beetéher ’072 discloses clement 13:4.Becteher °072 explains that itsmodificd softwarc

code includes a. decode resourcefor decoding the encoded first-code resource. Specifically,

Beetcher *072:teaches that-executing a trigger 301 invokes-check lock function.422, which

resulis in accessing “unlock (decode key)” function 430: upon confirmation that the customer

possessés the software's license key.*"* Beetcher 072s Figure 4, as annotated below, illustrates

the decode resource (dashed perimeter) of the modified software code:
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ae Beetcher072 at. 7] 0041, 0043, Figs. 9b, 10; see aéso id. at 9.0031-32, 0034, 0040 (See Ex.
5 for English translation),
*43 Silva Declaration at 4 183.
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f) Element 13.5: “wherein said decode resource is configured to
decode said encodedfirst code resource upon receipt of said
first license key”

Beeteher °072 discloses clement 13.5. Beetcher °072 specifics that its decode resource

decodes the encodedfirst code resource upon receipt of the license key. Beetcher ’072, for

example, states that “the qualification grant key enciphered from the suitable entry in the product

key table 450 in which the lock release routine 430 was coded ... is taken out ... and a

qualification grant key is decoded .... Subsequently, at Step 928, a qualification verification

trigger is retried and execution of a programis continued.”™+ And Beetcher °072’s Figure 9b

illustrates accessing the decode resource to decode the encoded first code resources based on the

entitlement key, reflected in steps 921 to 928:

44 Beetcher 7072 al 9 0041 (See Ex. 5 for English translation).
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As such, a POSITA wouldhave understood that Beetcher '072’s decode resource is

configured to decode the encoded first code resource based oni first licensé key?"

Accordingly, Beetcher 7072 disclosesclaim 13.

4. Beeteher °072. Anticipates Independent Claim 14.

a) Preamble: “A method for encoding ‘software code using a
computer having a processor and mentory, comprising”

Under the broadest reasonable: construction, the preamble is non-limiting. Nevertheless;

Reetcher 072discloses claim 14°s preamble. Claim 14’s preamble is the same as each of claim

+8 Silva Declaration at 4 186.

76

DISH-Blue Spike-602

Exhibit 1007, Page 0093



DISH-Blue Spike-602
Exhibit 1007, Page 0094

Request for fx Parte Reexamination,
U.S. Patent No. 9,104,842

12 and 13’s preamble. As explained above, Beetcher ’072 discloses a method for encoding

software using a computer with a processor and memorv. As such, Beetcher ’072 teaches this

preamble.*4°

b) Element 14.1: “storing a software code in said memory”

Element 14.1 is identical to element 12.1. As explained above, Beetcher ’072 discloses

each limitation of element 12.1. For the same reasons, Beetcher ’0'72 teaches element 14.1.7”

c) Element 14.2: “wherein said software code defines software
code interrelationships between code resources that result in a
specified underlying functionality wheninstalled on a
computer system”

Beetcher °072 discloses element 14.2. Beetcher *072 details that its software codeis

compiled into executable code by compiler 126. This compiler works with translator 127 to

compile the software sub-objects and insert triggering information.*** And Beetcher *072

specifies that translator 127 generates the verification triggers and randomly inserts the triggers

into the target code.” Translator 127 then resolves references to the positions of the triggers in

the target code, which corresponds to defining code interrelationships between code resources.?°°

As shown in steps 701 and 702 of Figure 7, Beetcher ’072 teaches its software code is input into

compiler 126 that produces a template of the software code:?*!

246 Td. at § 190.

247 Id. at | 192.

*48 Beetcher 072 at 4 0034 (See Ex. 5 for English translation).
*49 Beetcher ’072 at 4 0038 (See Ex. 5 for English translation).

250 Beetcher 072 at § 0038 (See Ex. 5 for English translation); Silva Declaration at § 194.

*51 Beetcher *°072 ¥ 0034, 0038, Fig. 7; see also id. at F] 0024, 0029, 0033 (See Ex. 5 for
English translation).

77

DISH-Blue Spike-602

Exhibit 1007, Page 0094



DISH-Blue Spike-602
Exhibit 1007, Page 0095

Request for Av Parte Reexam mation,
U.S. Patént No, 9,104,842

\naaawagcccore nnn

 
A POSITA would have understoodthat this software code template alsodefines the code

interrelationships between the code resources.**? As Patent Owner specified during the original

prosecution, software code interrelationships are defined during the compiling process of

conventional software applications:

Whatthe examinerhas implied by alleging that the "specification ... fails to teach
or tention “‘soltware code interrelationships" is that software code
interrelationships-were somehow-unknown-in the-art, which-clearly is not the ease.
As admitted, in the specification at the beginning of paragraph [0051], an
“application” comprises “sub-cbjects" whose “order in-the computer:memoryis of
vital importance” in order to perform an intended fiinction. And as admitted further
in paragraph [0051], “When a program is compiled, then, it consists of a
collection of these sub-objects, whose exact-order or arrangement in.smemory
is not important, so long as any sub-object which uses another sub-object
knows: wherein memory it can be found." Paragraph [0051] of course refers

*%2 Silva Declaration at 4] 194-95,
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to conventional applications. Accordingly, that is admittedly a discussion of
what is already know by one skilled in the art. Accordingly, the examiner's
statement that the specification lacks written description support for "software code
interrelationships" is inconsistent with the fact that such interrelationships were
explained in paragraphs [0051] and [0052] as a fundamental basis of pre-
existing modem computer programs.’~*

Moreover, during the original prosecution, Patent Owner specified that

“interrelationships between code resource are not that which is novel.”*** Based on the Patent

Owner’s concessions, it is clear that a POSITA would have understood that Beetcher °072’s code

: - - : 55
necessarily defines code interrelationships between code resources .?**

Beetcher ’072 further teaches that the code resource interrelationships specify the

underlying application functionalities when installed on the customer’s computer 101. For

instance, Beetcher ’072’s software code includes multiple entitlement verification triggers.”°

And Beetcher ’072 details that certain code resources include triggering instructions that control

the underlying functionalities of the software code:

[An] additional barrier[] is defining a qualification verification trigger, as other
functions ofa certain are performed simultaneously.... This alternate function must
be selected so that any compiled software modules may include some commands
which perform that function quite reliably. When having coincided in these criteria,
the compiler can generate automatically the target code which performs the
alternate function (it is also a qualification verification trigger simultaneously with
it) as a part of the usual compilation order. This definition should bring about the
important barrier to ‘patching’ of a target code which invalidates a qualification
verification trigger.?°’

Beetcher °072 further explains that “a qualification verificationtrigger is alse the direct

instruction ... which performs other uscfil work of a cortain.... [I]f a trigger command is

 

+53 Ex. 2, Prosecution History at 519.
54 Td. at 519.

*55 Silva Declaration at § 196.

56 Beetcher 072 at 40021, 0038, 0041, Fig. 3; see also id. at F9 0029, 0034, 0043-44 (See Ex.
5 for English translation).

*57 Beetcher 072 al § 0044; see also id. al JY 0021, 0029 (See Ex. 5 for English translation).
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executed, the system 101 will perform other operations of a certain simultaneously with

qualification verification.”?°* As such, a POSITA would have understood that the code

interrelalionships between Beetcher °072’s code resources result im a specified underlying

functionality once installed. **?

d) Element 14.3: “encoding, by said computer using at least a first
license key and an encoding algorithm, said software code, to
form a first license key encoded software code”

Element 14.3 is identical to element 12.3. As explained above, Beetcher ’072 discloses

eachlimitation of element 12.3. For the same reasons, Beetcher °0'72 teaches element 14.3.

Morcover, during the original prosecution, Patent Owner specified that “[c]ncoding using

a keyand an algorithm is known”andthat “an interrelationship in software code is necessarily

defined by digital data, and digital data can obviously be encoded by an encoding process.”*® As

such, a POSITA would have understood that Beetcher °072’s encoding technique necessarily

includes a first license key and an encoding algorithm to form a first license key encoded

software code.

e) Element 14.4: “in which at least one of said software code
interrelationships are encoded”

Beetcher ’072 discloses element 14.4. As described with respect to element 14.2,

Beetcher °072 teaches that its software code defines code interrelationships between code

resources and triggering information 301 in the code control certain underlying software

functionality. And Bectcher *072 details that triggering information 301 is encoded into the

+8 Beetcher °072 at § 0029 (Beetcher °072 specifies that these functions are those “which does
not need to divide, does not need to be ordering the operand for the processing and does not need
to be specified”) (See Ex. 5 for English translation),

*59 Silva Declaration at J 197-98.
260 Ex. 2, Prosecution History at 519.
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software code.**! For instance, Reetcher 072 explainsthat the triggering instructions will be

encoded into the code resources controlling software functionality:

[An] additional barrier[] is defining a qualification verification trigger, as other
functions ofa certain are performed simultaneously.... This alternate function must
be selected so that any compiled software modules may include some commands
which perform that function quite reliably. When having coincided in these criteria,
the compiler can generate automatically the target code which performs the
alternate function (it is also a qualification verification trigger simultaneously with
it) as a part of the usual compilation order. This definition should bring about the
important barrier to ‘patching’ of a target code which invalidates a qualification
verification trigger.?

And Beetcher ’072 details that “a qualification verification trigger is also the direct instruction ...

which performs other uscful work of a ccrtain.... [I|f a trigger command1s exccuted, the system

101 will perform other operations of a certain simultaneously with qualification verification.”*©

Accordingly, a POSITA would have understood that this encoded triggering information

includes encoded code interrelationship of the coder resources,?

Thus, Beetcher °072 discloses claim 14.

Cc. SNQ-3: Claims 11, 12, 13, and 14 are Anticipated by Cooperman Under 35
U.S.C. § 102(a).

Cooperman anticipates claims 11, 12, 13, and 14 under 35 U.S.C. § 102(a).

 

*61 Beetcher 072 at 9] 0021, 0029, 0044 (See Ex. 5 for English translation).
+62 Beetcher 072 at 0044; see also id. at J] 0021, 0029 (See Ex. 5 for English translation).

*64 Beetcher 072 at {0029 (Beetcher ’072 specifies that these functions are those “which does
not need to divide, docs not need to be ordering the operand for the processing and docs not need
to be specified”) (See Ex. 5 for English translation).

264 Silva Declaration at JJ 201-02.
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1. Cooperman Anticipates Independent Claim 11.

a) Preamble: “A method for licensed software use, the method
comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Cooperman discloses claim 11’s preamble. Specifically, Cooperman describes a method for use

of licensed software.*& Cooperman, for instance, provides a method of encoding a license key

into software code where the code operates by “ask[ing] the user for personalization information,

which include the license code.”*** And Cooperman specifics that, to extract a digital watermark

essential to operate the software, “the user must have a key. The key, in turn, is a function of the

license information for the copy of the software in question.”2°

As such, Cooperman teaches this preamble.?°*

b) Element 11.1: “loading a software product on a computer, said
computer comprising a processor, memory, an input, and an
output, so that said computer is programmed to execute said
software product”

Cooperman discloses element 11.1. Specifically, Cooperman’s system includes a

computer having a processor, memory, input, and output. Coopermaninitially recognizes that

“la] computer application seeks to provide a user with certain utilities or tools, that is, users

interact with a computer or similar device to accomplish various tasks and applications provide

the relevant interface.’°? And Cooperman discloses loading software object code into “computer

memoryfor the purpose of execution.””’’? Cooperman further discusses that software products

765 Coopermanat 5:35-6:5, 11:24-33; see also id. at 3:24-31, 11:34-37, 12:13-35, claim 2.
266 Td. at 11:24-33.

267 Id. at 12:13-16.

268 Silva Declaration at 208-10.

©? Coopermanat 3:16-20.
270 Td. al claim 3; see alse id. al 13-31-36, claim 7.
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include functions made from executable object code whose “order in the computer memory 1s of

vital importance.”*’! Accordingly, a POSITA would have understood that Cooperman’s

computer includes a processor and memory [or executing the stored soflware code because, as

expert Dr. Silva explains, inclusion of a processor and memory is standard in such computers.*”?

Cooperman explains that the computer may “process[] a digital sample stream for the

purpose ofmodifying it or playing the digital sample stream.””’”? A POSITA would have

understood that such digital sample stream processing is performed by a computer’s processor

and an output plays the digital sample stream.*”*

Cooperman further describes loading a sofiware product on the computer, so the

computer can execute the software product. lor instance, Cooperman further describes the

operation of the disclosed software product requires:

1. Installing, i.e., loading, the software on the computer;

2. Asking the user to input a license code;

3. Generating, 1.e., oulputling, a decoding key alter receiving the license code to
access the software resources.?”>

c) Element 11.2: “said software product outputting a prompt for
input of license information”

Cooperman discloses element 11.2. Specifically, Cooperman explains that its software

product requests that the user input license information, ic, a license key, into the computer

before the product can be used.?”° For instance, Cooperman explains that the software product

771 Td. at 7:1-5.

2? Silva Declaration at § 212.

*73 Coopermanat claim 4, see also id. at claims 5, 6 (processing digital sample stream and a map
list).

24 Silva Declaration at 4213.

*75 Coopermanat 11:24-34; Silva Declaration at § 214.
*76 Cooperman 11:24-33; see also id. al Abstract, 3:24-28, 5:35-6:5, 11:6-8, 12:10-16.
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prompts the user it input license information: “1) when it is run for the first time, after

installation, it asks the user for personalization information, which includes the license code.

This can include a particular compuler configuration.”?’? Cooperman specifies that such license

codes are entered bythe user “when prompted at start-up.”?’* A POSITA would have understood

this request corresponds to the software product outputting a prompt to input license

information.*”?

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 11.2. For instance, Patent Owner’s May 14, 2012 Appeal Brief

slates thai element 11.2 1s taught by: “1) whenit is run for the first time, afier mstallation, it asks

the user for personalization information, which includes the license code. This can include a

particular computer configuration.”?°° Cooperman includes this same teaching, and thus

discloses element 11.278!.

d) Element 11.3: “said sottware product using license information
entered via said input in response to said prompt in a routine
designed to decode a first license code encoded in said software
product”

Cooperman discloses element 11.3. Specifically, Cooperman explains that its system

includes a routine designed to decodea first license code encoded in the software product based

on inputted lcense information. For instance, Coopermanstates:

Given that there are one or more of these essential resources, what is needed to

realize the present invention is the presence of certain data resources ofa type which

277 Td. at 11:25-28.

278 Td, at 1:25-28.

*7? Silva Declaration at § 216.
480 Ex. 2, Prosecution History at 577 (original claim 58 issued as claim 11).
*81 Silva Declaration at § 217.
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are amenable to the "stega-cipher" process described in the "Steganographic
Method and Device" patent application.”

And Coopermandiscloses: “3) Once it has the license code, it can then generate the proper

decoding key to access the essential code resources.”7*? As explained regarding element 11.2,

Coopermandetails that the user enters license information via an input in response to the prompt.

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 11.3. For instance, Patent Owner’s May 14, 2012 Appeal Brief

slates thai element 11.3 is taught by:

Given that there are one or more of these essential resources, what is needed to

realize the present invention is the presence ofcortain data resources ofa type which
are amenable to the “stega-cipher”’ process described in the “Steganographic
Method and Device” patent U.S. Pat. No. 5,613,004 [issued from U.S. Application
No. 08/489, 172].

ke RR

3) Once it has the license code, it can then generale the proper decoding key to
access the essential code resources.”

Coopermanincludes these same teachings, and thus discloses element 11.3.7*°

Accordingly, Cooperman discloses claim 11.

*82 Coopermanat 9:22-27; see also id. at 2:34-37, 4:7-17 (incorporating by reference U.S. Patent
Application No. 08/489, 172 entitled “Sieganographic Method and Device”).

283 Cooperman at 11:31-33.

784 Ex. 2, Prosecution History at 577 (original claim 58 issued as claim 11); see also id. at 664
(Patent Owner explaining that element 11.3 is met by teachings corresponding to Coopermanat
10:7-11:33).
*85 Silva Declaration at JJ 220-23.
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2. Cooperman Anticipates Independent Claim 12.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, the method
comprising”

Under the broadest reasonable construction, the preamble is non-limiting.**°

Nevertheless, Cooperman discloses claim 12’s preamble. Specifically, Cooperman describes a

method for encoding sofiware code using a computer with a processor and memory. Cooperman

details that, during the software code assembly, the computer system will “choose one or several

essential code resources, and encode them into one or several data resources using the

stegacipher process.”*®’ As expert Dr. Silva explains, Cooperman’s computer would necessarily

include a processor and memoryin order to function. 788

As such, Coopermanteaches this preamble.”®?

b) Element 12.1: “storing a software code in said memory”

Cooperman discloses element 12.1. Specifically, Cooperman describes techniques for

randomizing the location ofsoftware code stored in memory.*”° Cooperman explains that this

randomization makes the software code moreresistant to patching and memory capture

analysis.2"! As such, a POSITA would have understood that these techniques are used for code

286 Claim 12’s preamble recites “a computer” and claim 12’s bodyrecites “a computer system.”
It is unclear whether those elements refer to the same or separate computing devices. For
purposes ofthis Requestand using the broadest reasonable interpretation consistent with the
specification, it is assumed that the “computer” recited in the preamble is a device separate from
the “computer system.”

*87 Coopermanat 10:13-16; see also id. at claim 6.

288 Silva Declaration at {| 227.
289 Ff at U9] 226-28.

90 Coopermanat 3:32-37; see also id. at 4:1-6, 6:5-9, 13:23-46, 14:4-9.
291 Te al 3:13-16, 14:37-15:18, claim 7.
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stored in memory because, as expert Dr. Silva explains, storage of code in memory 1s standard in

computers like Cooperman’s.?”?

Cooperman further explains that its software code is compiled and assembled: “When

code and data resources are compiled and assembled into a precursor of an executable program

the next step is to use a utility application for final assembly of the executable application.”?”3

Coopermanalso states that code resources are stored separately from applications, 1.¢., software,

code.2*4 A POSITA would have understood that Cooperman’s compiled and assembled

application code is stored in memory. As Dr. Silva explains, Cooperman’s computer would

necessarily include store sofiware code in memory in order to function.?”

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 12.1. For example, Patent Owner’s May 14, 2012 Appeal Brief

states that element 12.1 is taught by: “When code and data resources are compiled and assembled

into a precursor of an executable program the next step is to use a utility application for final

9296
assembly of the executable application.

Cooperman includes this same teaching, and thus discloses element 12.1.

 

292 Silva Declarationat J 230.

°3 Coopermanat 10:8-11; see also id. at 7:1-21.
294 Td. at 7:26-30.

295 Silva Declarationat J 231.

296 Tix, 2, Prosecution History at 578 (original claim 59 issued as claim 12), see also id. at 415-16
(original claim 61, which issued as claim 13, includes the same limitation “wherein said software
code comprises a first code resource and provides a specified underlying functionality when
installed on a computer system”); Silva Declaration at J 232.
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c) Element 12.2: “wherein said software code comprises a first
code resource and provides a specified underlying functionality
wheninstalled on a computer system”

Cooperman discloses clement 12.2. Specifically, Cooperman explains that its software

code includes multiple code resources that includeafirst code resource.””’ And Cooperman

discloses that its software code includes the code resources and provides an underlying

functionality when installed on the computer.?”® For instance, Coopermanstates: “The basic

premise for this schemeis that there are a certain sub-set of executable code resources, that

comprise an application and that are ‘essential’ to the proper function ofthe application.”??"

As another example, Cooperman details that software applications include code resources

providing functionalities specified in the application:

The memoryaddress ofthe first instruction in one of these sub-objects is called the
“entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objecis can be packaged into what are referred to m certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily. Within an application
there are also data objects, which consist of some data to be opcrated on by the
executable code. These data objects are not executable. That is, they do not consist
of executable instructions. The data objects can be referred to in certain systems as
"resources."30°

*°7 Coopermanat 10:11-29, 11:13-33; see also id. at Abstract, 7:26-30, 9:10-21, 13:31-36, claim
6

298 Id. at 7:19-36, 11:24-37; see alse id. at 8:30-33, 10:11-29.
299 Td. at 8:30-33.

300 Td. al 7219-36.
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The *842 Patent refers to sub-objects and a memoryscheduler as examples of code resources. *°!

In this additional and alternative wav, a POSITA would have understood that Cooperman’s sub-

objects and code resources 7°?

During the original prosecution, Patent Owner confirmed that such teachings disclosed by

Cooperman meets element 12.2. For example, Patent Owner’s May 14, 2012 Appeal Briefstates

that element 12.2 is taught by: “The basic premise for this schemeis that there are a certain sub-

set of executable code resources, that comprise an application and that are ‘essential’ to the

proper function of the application.’”°°? As another example, Patent Owner’s May14, 2012

Appeal Brief states this element is laught by:

The memoryaddress ofthe first instruction in one of these sub-objects is called the
“entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objects can be packaged into what are referred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily. Within an application
there are also data objects, which consist of some data to be operated on by the
executable code. These data objects are not executable. That is, they do not consist
of executable instructions. The data objects can be referred Lo in cerlain systems as
"resources."404

Coopermanincludes these same teachings, and thus discloses element 12.2.2"

301 849 Patent at 11:55-65, 15:36-42.

302 Silva Declaration at JJ 235-36.

303 kx. 2, Prosecution History at 578 (original claim 59 issued as claim 12).

304 Td. at 579-80 (original claim 61, which issued as claim 13, includes the samelimitation
“wherein said software code comprises a first code resource and provides a specified underlying
functionality when installed on a computer system”).
305 Silva Declaration at JJ 235-37.
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d) Element 12.3: “encoding, by said com puter using atleast a first
license key and an encoding algorithm, said software code. to
form a first license key encoded software code”

Cooperman discloses clement 12.3. Specifically, Cooperman describes encodingits

software code to formafirst license key encode software code.*°° Coopermandetails that this

encoding uses a first license key and an encoding algorithm.*” For instance, Coopermandetails

that “[t]he assembly utility can be supplied with a key generated from a license code generated

for the license in question.”3°8 And Coopermanstates: “The utility will choose one or several

essential code resources, and encode theminto one or several data resources using the

stegacipher proccss.”

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 12.3. For instance, Patent Owner’s May 14, 2012 Appeal Brief

states that “encoding, by said computer using at least a first license key and an encoding

algorithm, said software code”is taught by:

The assembly utility can be supplied with a key generated from a license code
generated for the license in question.

ce

The utility will choose one or several essential code resources, and encode them
into one or several data resources using the stegacipher process.*!°

As another example, Patent Owner’s May 14, 2012 Appeal Brief states that “to forma first

license key encoded software code”is taught by:

306 Cooperman at 10:28-35, 11:6-15; see also id. at 2:27-31, 3:24-31, 12:13-23, claim6.

307 Td. at 10:13-16, 11:9-11, claim 6.
308 Tdat 11:9-11.

309 7d. at 10:13-16:; see also id. at claim 6.

310 Ex. 2, Prosecution History at 578 (emphasis in original) (original claim 59 issued as claim
12).
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The purpose of this scheme is to make a particular licensed copy of an application
distinguishable from any other. It is not necessaryto distinguish every instance of
an application, merely every instance of a license.

* oR

3) Once it has the license code, tt can then generate the proper decoding key to
access the essential code resources.*"!

Cooperman includes this same teaching, and thus discloses element 12.3.

Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known."7!* As such, a POSITA would have understood that

Cooperman’s encoding technique necessarily includesa first license key and an encoding

313
algorithm to formafirst license key encoded software code.

e) Element 12.4: “wherein, when installed on a computer system,
said first license key encoded software code will provide said
specified underlying functionality only after receipt of said first
license key”

Cooperman discloses element 12.4. Specifically, Cooperman explains that tts first license

key encoded software code provides the specified underlying functionality only after receipt of

the firstlicense key.?!4 For instance, Coopermanstates: “Onceit has the license code, it can then

generate the proper decoding key to access the essential code resources. Note that the

application...must contain the license code issued to the licensed owner, to access ils essential

code resources.” Cooperman describes that these essential code resources correspondto the

underlying functionalities of the software program installed on the computer.*!®

311 Ex, 2, Prosecution History at 578-79 (original claim 59 issued as claim 12).
312 Td. at 519.

313 Silva Declaration at YJ 240-43.

314 Coopermanat 10:28-35, 11:6-15; see also id. at 2:27-31, 3:24-31, 12:13-23, claim6.
315 Td. at 11:31-37.

316 Td. at 5:35-6:9, 11:6-8, 11:31-37, 12:10-16; see also id. at 6:26-30, 7:1-5, 8:25-37, 9:14-21;
Silva Declaration al YJ 246-47.
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Accordingly, Cooperman discloses claim 12.

3. Cooperman Anticipates Independent Claim 13.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Underthe broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Cooperman discloses claim 13’s preamble. Claim 13’s preamble is the same as claim 12’s

preamble. As explained above, Coopermandiscloses a method for encoding software using a

computer with a processor and memory. As such, Coopermanteaches this preamble?!”

b) Element 13.1: “storing a software code in said memory”

Element 13.1 is identical to element 12.1. As explained above, Coopermandiscloses each

limitation of element 12.1. For the same reasons, Cooperman teaches element 13.1.

And during the original prosecution, Patent Owner confirmed that such a teaching

disclosed by Cooperman meets element 13.1. For instance, Patent Owner’s May 14, 2012 Appeal

Brief states that element 13.1 is taught by: “When code and data resources are compiled and

assembled into a precursor of an executable program the next step is to use a utility application

for final assembly of the executable application.”*!* As explained with respect to element 12.1,

Cooperman includes this same teaching.?””

c) Element 13.2: “wherein said software code comprisesa first
code resource and provides a specified underlying functionality
wheninstalled on a computer system”

Element 13.2 is identical to element 12.2. As explained above, Cooperman discloses each

limitation of element 12.2. For the same reasons, Cooperman teaches element 13.2.7°

317 Silva Declaration at $f] 249-50.

318 Ex. 2, Prosecution History al 579 (original claim 61 issued as claim 13).
319 Silva Declaration at § 252.

320 Fd. at TY 254-55.
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And during the original prosecution, Patent Owner confirmed that such a teaching

disclosed by Cooperman meets element 13.2. For instance, Patent Owner’s May 14, 2012 Appeal

Briefstates that element 13.2 is taught by:

The memoryaddress ofthe first instruction in one of these sub-objects is called the
“entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objects can be packaged into what are ref erred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily. Within an application
there are also data objects, which consist of some data to be operated on by the
executable code. These data objects are not executable. That is, they do not consist
of executable instructions. The data objects can be referred Lo in cerlain systems as
"resources. "77!

As explained with respect to element 12.2, Coopermanincludes this same teaching.*”?

d) Element 13.3: “modifying, by said computer, using a first
license key and an encoding algorithm, said software code. to
form a modified software code; and wherein said modifying
comprises encodingsaid first code resource to form an encoded
first code resource”

Cooperman discloses element 13.3. Specifically, Cooperman describes modifying tts

software code using a license key and an encoding algorithm. +77 And Cooperman’s modification

includes encoding the first code resource to form an encoded first code resource. For instance,

Cooperman teaches code modification using a “digital watermarking” process to encode a code

resource: “Thefirst method of the present invention described involves hiding necessary ‘parts’

or code ‘resources’ in digitized sample resources using a “digital watcrmarking’ process, such as

21 Ex. 2, Prosecution History at 579-80 (original claim 61 issued as claim 13).
322 Silva Declaration at J 254-55.

323 Coopermanat 3:10-31, 8:25-30, 10:8-31, see also id. at 2:19-37, 4:7-17, 11:6-24,claim 6.
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that described in the ‘Steganographic Method and Device’ patent application.”374 Cooperman

further discloses “watermarking with ‘keys’ derived from license codes... and using the

walermarks encoded with such keys to hide an essential subset [or the application code

resources.”3*° A POSITA would have understood that such modification results in a modified

software code.*76

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 13.3. For instance, Patent Owner’s May 14, 2012 Appeal Brief

states that element 13.3 is taught by: “The first method of the present invention described

involves hiding necessary ‘parts’ or code ‘resources’ in digitized sample resources using a

‘digital watermarking’ process, such as that described in the ‘Steganographic Method and

Device’ patent application.”*?’ Coopermanincludes this same teaching, and thus discloses

element 13.3.3

Moreover, during the original prosecution, Patent Owner specified that “|e|ncoding using

a keyand an algorithm is known.”*”? As such, a POSITA would have understoodthat

Cooperman’s encoding technique necessarily eludes a frst license key and an encoding

algorithm to form a modified encodedfirst code resource.**°

 

324 Td. at 8:25-30, see also id. at 2:34-37, 4:7-17 (incorporating by reference U.S. Patent
Application No. 08/489,172 entitled “Steganographic Method and Device’).

325 Cooperman at 5:15-22.
326 Silva Declaration at 257

327 Ex. 2, Prosecution History at 580 (original claim 61 issued as claim 13).
328 Silva Declaration at J 258

329 Bx. 2, Prosecution History at 519.
330 Silva Declaration at § 259.
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e) Element 13.4: “wherein said modified software code comprises
said encoded first code resource, and a decode resource for

decoding said encoded first code resource”

Cooperman discloses clement 13.4. Specifically, Cooperman explains that its modified

software code includes a decode resource for decoding the encoded first code resource.**! For

instance, Cooperman describes the modified application code has a decoding resource: “Note

further that the application contains a code resource which performs the function of decoding an

encoded code resource from a data resource.”3*? And Coopermanfurther discloses that “[o]nce

[the application] has the license code, it can then generate the proper decoding key to access the

essential code resources.344

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 13.4. For instance, Patent Owner’s May 14, 2012 Appeal Brief

states that element 13.4 is taught by: “Note further that the application contains a code resource

which performs the function of decoding an encoded code resource from a data resource.”33"

Coopermanincludes this same teaching, and thus discloses element 13.4.77*

f) Element 13.3: “wherein said decode resource is configured to
decode said encoded first code resource upon receipt of said
first license key”

Cooperman discloses element 13.5. Coopermanspecifies that its decode resource decodes

the encoded first code resource upon receipt of the license key:

The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and

33! Coopermanat 11:17-20, claim 6; see also id. 11:31-33, claim 5.
332 Td at 11:17-20.

333 Td. at 11:31-33; Silva Declaration at J 262.
334 Ex. 2, Prosecution History at 580 (original claim 61 issued as claim 13).
335 Silva Declarationat { 263.
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added at assembly time bythe assembly utility. The application can then operate as
follows:

1) when it is run for the first time, after installation, tt asks the user for
personalization information, which includes the license code. This can include a
particular computer configuration;

2) it stores this information in a personalization data resource,

3) Onceit has the license code, it can then generate the proper decoding key
to access the essential code resources. **°

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 13.5. For instance, Patent Owner’s May 14, 2012 Appeal Brief

states that element 13.5 is taught by:

‘The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and
added at assembly time bythe assembly utility. The application can then operate as
follows:

1) whenit is run for the first time, after installation, it asks the user for
personalization information, which includes the license code. This can include a
particular computer configuration;

2) it stores this information in a personalization data resource,

3) Onceit has the license code, it can then generate the proper decoding key
to access the essential code resources.35”

Coopermanincludes this same teaching, and thus discloses element 13.5.*78

Accordingly, Coopermandiscloses claim 13.

4. Cooperman Anticipates Independent Claim 14.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Cooperman discloses claim 14’s preamble. Claim 14’s preamble is the same as cach of claim 12

336 Coopermanat 11:20-33; see also id. at claims 5 and 6.
337 Ex. 2, Prosecution History at 580-81 (original claim 61 issued as claim 13).
338 Silva Declaration at JJ 266-68.
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and 13’s preamble. As explained above, Cooperman discloses a method for encoding software

using a computer with a processor and memory. As such, Coopermanteaches this preamble.**”

b) Element 14.1: “storing a software code in said memory”

Element 14.1 is identical to element 12.1. As explained above, Cooperman discloses each

limitation of element 12.1. For the same reasons, Cooperman teaches element 14.1.

And during the original prosecution, Patent Owner confirmed that such a teaching

disclosed by Cooperman meets element 14.1. And as another example, Patent Owner’s May 14,

2012 Appeal Brief states that element 14.1 is taught by: “When code and data resources are

compiled and assembled into a precursor of an cxecutable program the next step is to use a utility

application for final assembly of the executable application.”*" As explained with respect to

element 12.1, Coopermanincludes this same teaching.*#!

c) Element 14.2: “wherein said software code defines software
code interrelationships between code resources that result in a
specified underlying functionality when installed ona
computer system”

Cooperman discloses element 14.2. Specifically, Cooperman explains that its software

code establishes software code interrelationships between code resources.*For instance,

Cooperman details that its software code includes a special code resource, such a memory

scheduler, that knows the code interrelationships of all other code resources:

Underthe present invention, the application contains a special code resource which
knows aboutall the other code resources in memory. During execution time, this
special code resource, called a "memory scheduler,” can be called periodically, or
at random or pseudo random intervals, at which time it intentionally shuffles the

339 Silva Declaration at JJ 270-71.

440 ix, 2, Prosecution History at 581 (original claim 62 issued as claim 14); see also id. at 415-16
(Patent Owner explaining that element 14.1 is met by teachings corresponding to Cooperman at
13:31-36).
341 Silva Declaration at § 273.

342 Coopermanat 14:35-15:17.
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other code resources randomly in memory, se that someone trying to analyze
snapshots of memory at various intervals cannot be sure if they are looking at the
same code or organization from one "break" to the next. This adds significant
complexity to their job. The scheduler also randomly relocates itself when it is
finished. In order to do this, the scheduler would have to first copy itself to a new
location, and then specifically modify the program counter and stack frame, so that
it could then jump into the new copy of the scheduler, but return to the correct
calling frame. Finally, the scheduler would need to maintain a list of all memory
addresses which contain the address of the scheduler, and change them to reflect its
new location.77

Cooperman further describes tts software code as including sub-obyects that are code

resources that provide entries point to the software’s various functions:

The memory address of the first instruction in one of these sub-objecis is called
the "entry point" of the function or procedure. The rest of the instructions
comprising that sub-object immediately follow from the entry point. Some systems
may prefix information to the entry point which describes calling and roturn
conventions for the code which follows, an example is the Apple Macintosh
Operating System (MacOS). These sub-objects can be packaged into what are
referred to in certain systems as "code resources," which may be stored separately
trom the application, or shared with other applications, although not necessarily.**4

And Cooperman discloses that these code resources will be fixed once installed on the computer:

“Once the code resources of a program are loaded into memory, they typically remain in a fixed

position.”7*

During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 14.2. For example, Patent Owner’s February 28, 2011 Remarks

explain that element 14.2 is taught by:

Underthe present invention, the application contains a special code resource which
knowsaboutall the other code resources in memory.

xk RX

During execution time, this special code resource, called a "memory scheduler,”
can be called periodically, or at random or pseudo randomintervals, at which time
it intentionally shuffles the other code resources randomly in memory, so that

343 Coopermanat 14:35-15:17; Silva Declaration at 4| 275.

344 Coopermanat 7:19-30.
343 Ted at 13:31-32; Silva Declaration al J 277.
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someone trying to analyze snapshots ofmemory at various intervals cannot be sure
if they are looking at the same code or organization from one "break"to the next.
This adds significant complexityto their job. The scheduler also randomly relocates
itselfwhen it is finished. In order to do this, the scheduler would haveto first copy
ilselfto anew location, and then specifically modifythe program counter and stack
frame, so that tt could then jump into the new copyof the scheduler, but return to
the correct calling frame. Finally, the scheduler would need to maintainalist of all
memoryaddresses which contain the address of the scheduler, and change them to
reflect its new location.*"°

And as another example, Patent Owner’s May 14, 2012 Appeal Brief states that element

14.2 is taught by:

The memoryaddress ofthe first instruction in one of these sub-objects is called the
“entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the cntry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objects can be packaged into what are referred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily.

ok ho

Once the code resources of a program are loaded into memory, they typically
remain in a fixed position.*V’

Cooperman includes these same teachings, and thus discloses element 14.2.*48

Moreover, during the original prosecution, Patent Owner specified that

“interrelationships between code resource are not that which is novel.”*4? The Patent Owner

continues by conceding:

What the examiner has implied by alleging that the "spectfication ... fails to teach
or mention ‘software code interrelationships"' is that software code
interrelationships were somehow unknownin the art, which clearly is not the case.
As admitted, in the specification at the beginning of paragraph [0051], an

446 Ex. 2, Prosecution History al 416 (original claim 62 issued as claim 14) see also id. at 669-71
(Patent Owner explaining that element 14.2 is met by teachings corresponding to Coopermanat
5:18-22, 6:30-7:36),

447 Td. at 5381-82 (emphasisin original) (original claim 62 issued as claim 14).
348 Silva Declaration atJ 278-79.

349 Bx. 2, Prosecution History at 519.
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“application” comprises "sub-objects" whose "order in the computer memory
is of vital importance” in order to perform an intended function. And as
admitted further in paragraph [0051], "When a program is compiled, then, it
consists of a collection of these sub-objects, whose exact order or arrangement in
memoryis nol important, so long as any sub-object which uses another sub-object
knows where in memory it can be found.” Paragraph [0051] of course refers to
conventional applications. Accordingly, that is admittedly a discussion ofwhat
is already know by one skilled in the art. Accordingly, the examiner's statement
that the specification lacks written description support for "software code
interrelationships" is inconsistent with the fact that such interrelationships were
explained in paragraphs [0051] and [0052] as a fundamental basis of pre-
existing modem computer programs.*~°

Based on the Patent Owner’s concession, il is clear thal a POSITA would have understood that

Cooperman’s code resources necessarily define code interrelationships resulting in specific

application functionalities once installed on a computer.**!

d) Element 14.3: “encoding, by said computer using at least a first
license key and an encoding algorithm,said software code, to
formafirst license key encoded software code”

Element 14.3 is identical to element 12.3. As explained above, Cooperman discloses each

limitation of clement 12.3. For the same reasons, Cooperman teaches clement 14.3.

And during the original prosecution, Patent Owner confirmed that such a teaching

disclosed by Cooperman meets element 14.3. For example, Patent Owner's May 14, 2012

Appeal Brief states that element 14.3 is taught by:

The assembly utility can be supplied with a key generated from a license code
generated for the license in question.

Ok ok OX

The utility will choose one or several essential code resources, and encode them
into one or several data resources using the stegacipher process.

350 Tf

35! Silva Declaration at JJ 280-82.
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The purpose of this scheme is to make a particular licensed copy of an application
distinguishable from any other. It is not necessaryto distinguish every instance of
an application, merely every instance of a license.

* oR

3) Once it has the license code, tt can then generate the proper decoding key to
access the essential code resources. **?

As explained with respect to element 12.3, Coopermanincludes these same teachings.**?

Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known”and that “an interrelationship in software code is necessarily

defined by digital data, and digital data can obviously be encoded by an encoding process.”*** As

such, a POSITA would have understood that Cooperman’s encoding technique necessarily

includes a first license key and an encoding algorithm to formafirst license key encoded

355
software code.

e) Element 14.4: “in which at least one of said software code
interrelationships are encoded”

Coopermandiscloses element 14.4. Specifically, Cooperman explains that its encoding

technique results in the encoding ofa software code interrelationship. Cooperman,for instance,

states that the software code includes a data resource that specifies where in the code the code

resource is encoded:

The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and
added at assembly time by the assembly utility. 76

352 Ex. 2, Prosecution History at 582 (original claim 62 issued as claim 14); see also id. at 416
(Patent Owner explaining that element 14.3 is met by teachings corresponding to Cooperman at
10:7-20).

353 Silva Declaration at J§ 284-86.

+4 Ex. 2, Prosecution History at 519.
395 Silva Declaration at § 287.

356 Coopermanat 11:20-24
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And Cooperman further discloses that one of the code resources, such a memory scheduler, 1s

encoded to include the software code interrelationships:

Underthe present invention, the appheation contains a special code resource which
knows aboutall the other code resources in memory. During execution time, this
special code resource, called a "memory scheduler," can be called periodically, or
at random or pseudo random intervals, at which time it intentionally shuffles the
other code resources randomly in memory, so that someone trying to analyze
snapshots of memory at various intervals cannot be sure if they are looking at the
same code or organization from one "break"to the next."?>”

During the original prosecution, Patent Owner confirmed that such teachings disclosed by

Cooperman meets element 14.4. For instance, Patent Owner’s May 14, 2012 Appeal Brief states

that cloment 14.4 is taught bv:

The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and
added at assembly time by the assembly utility.

Underthe present invention, the application contains a special code resource which
knows aboutall the other code resources in memory. During execution time, this
special code resource, called a "memory scheduler,” can be called periodically, or
at random or pseudo random intervals, at which time it intentionally shuffles the
other code resources randomly in memory, so that someone trying to analyze
snapshots of memory at various intervals cannot be sure if they are looking at the
same code or organization from one “break"to the next."?*8

Cooperman includes this same teaching, and thus discloses element 14.4.7°?

Accordingly, Cooperman discloses claim 14.

D. SNQ-4: Claims 11, 12, 13, and 14 are Anticipated by Hasebe Under 35 U.S.C.
§§ 102(a), (e).

Hasebeanticipates claims 11, 12, 13, and 14 under 35 U.S.C. §§ 102(a), (e).

+97 Coopermanat 14:35-15:8.
38 Ex. 2, Prosecution History at 577 (original claim 58 wasissued as claim 11).
9 Silva Declaration at JJ 289-91.
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1. HasebeAnticipates Independent Claim 11.

a) Preainble: “A method for licensed software use,the method
comprising”

Under the broadest-reasonable: construction, the preanible is non-limiting. Nevertheless,

Hasebe discloses claim 11’s.preamble..Hasebe:describes a method of providing software to a

user ina non-executable form as well as separate license information.*°° And Hasebe teaches that

the user'wses the license information to donvert the software into an executable form.* Hasebe’s

Figure 6 illustrates this method for licensed software use:

eo

eome pata
0 & 

Hasehe explams the steps of this method as follows:

When this software is actuated, as shown in FIG. 6, the CPU, first. of all, by
checking the contents ID am the license file, decides whether or not data
corresponding to the software that is being-actuated is present in the license file
(step S101), Then, ifthe corresponding data exists (step $101:Y), the CPU performs

88 Hasebe at Abstract, 2:4723:15.

361 Teh
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acheck ofthe legitimacy of the corresponding data (step 102). In this step, the CPT]
encodes the information consisting of contents ID and user name stored in the
license file using the signature key that is set as data in license display routine 25,
and ifthe result of this encoding agrees with the signature information, decides that
the data is legitimate.

If it is legitimate (step $102:OK), the CPU displays the uscr name which is read
from the license file (step $103), and commences operation in accordance with the
main program (step $104).

Also, ifthe corresponding data is not present in the license file (step $101:N) or if
the content of the license file is found to be not legitimate (step $102:NG), Le. if
the content of the license file is found to be different from the result of the

compilation performed by license file compilation unit 23, the CPU terminates
operation without displaying the user name or executing the main program.?”

As such, Hasebe teaches this preamble.*

b) Element 11.1: “loading a software product on a computer, said
computer comprising a processor, memory, an input, and an
output, so that said computer is programmed to execute said
software product”

Hascbe discloses clement 11.1. Hascbe describes a user’s computer having a processor

and memory.*™ For instance, Hasebe’s system includes a user terminal with a computer having a

“CPU[that operates] when the software that is the subject of the present license system is

actuated.’3° And Hasebe’s computer includes memoryfor storing software:

The user terminal comprises a storage unit, a conversion unit, and license file
crealing unit. In more detail, the storage unit is employed for storing the license
file and software converted to executable form. The license information, which

is generated by the license information generating unit in the management center,
is given to the conversion unit. The conversion unit then converts the software to
executable form using the license information and installs it in the storage unit. The
license file creating unit creates the license file which contains the user

362 Td. at 7:61-8:16.

363 Silva Declaration at J 294-97.

364 Hasebe at 3:62-67, 6:21-25, 7:50-53.

365 Te. al 7:50-53, see also id. al 6:21-25, 7:7-10, 7:61-8:16, 9:6-9.
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identification. information contained. in: the license information, and stores the
license file-in the storage unit.*°°

Moreover, Hasebe’s computer includes an input (e.g., a keyboard) and output(c.g., a display)?"

As shown below,-Hasebe illustrates the user’s lerminal in-Figare 7:
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pietiialtitksith
Hasebe further discloses loading a'software product on the user’s computer wherein the

computer is programmed to execute the program. For instance, Hasebe details that its “software

im non-executable form is presented to.a user, and license information.for converting the

software into executable form is informed tothe user on condition of payment of-a charge, and

the software is converted into’executable form using this license information.’°°And Hasebe

 

466 Td. at 2:66-3:10; see alsoid. at 3:62-67 (“convert[ing] the software to executable form using
the license information stored im ‘the licensefile and expands it into memory, and commences
operation’); 8:33-59, claims 3, 14,

387 Hasebe at 7:1-10, 8:47-53; claim 5; see.also id. at Abstract, 7:54-60, 8:6-21, $:38-43, 9:33-39,
Figs. 6, 9.
468 Hasebe at 2-47-54: see also id. at claim 1.
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further describes loading the software onto the user’s memory for execution.* And as shown

above, Hasebe’s Figure 6 illustrates executing software loaded onto the user’s computer using

the license information.?”°

c) Element 11.2: “said software product outputting a prompt for
input of license information”

Hasebe discloses element 11.2. Specifically, Hasebe explains that tts software product

requests that the user input “license information” into the computer via the keyboard before the

product can be used.*”! For instance, Hasebe explainsthat the sofiware product prompts the user

to input license information: “|N]otification of the contents ID etc to the management center and

notification of the encoded license information to the user terminal were performed byanother

information transmission unit, such as the post... The user terminal is constituted such that

installation is effected using encoded license information input from the keyboard.”?”

Moreover, Hasebe describes the use of a prompt to enter user ID information which

management cenler 12 uses to yenerate the encoded-version of the license information:

Request transmission unit 18 commences operation when the keyboard (not shown)
of user terminal 11 is operated in accordance with a prescribed procedure that is
predetermined as the procedure for request of information for removal of functional
restrictions. This request procedure includes keyboard input of the user ID and
contents ID; request transmission unit 18 transmits to management center 12 the
keyboard input information and the user's characteristic information, which is
constituted by the ID of the CPU which is employed in user terminal 11.77

369 Te. at 3:28-34, 3:57-67, 8:47-52; see also id. at 3:11-15, 8:17-23, Figs. 6, 9.

378 Silva Declaration at JJ 299-301.
371 Hasebe at 7:1-10, 8:34-42.
372 Td. at 8134-42.

373 Td. al 7:1-10; see also id. al 6:60-7:10, claims 1-2.
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A POSITA would have understood Hasebe’s request for the user ID and contents ID for

removal of functional restrictions corresponds to the software outputting a prompt to input

license information.?"4

d) Element 11.3: “said software product using license information
entered via said input in response to said prompt in a routine
designed to decode a first license code encodedin said software
product”

Hasebe discloses element 11.3. Hasebe describes that the user’s computer receives

“encoded leense information” from management center 12:

When a request for information for removal of functional restrictions is received
from user terminal 11, management center 12 sends to user terminal 11 encoded
license information. As a result, after request transmission untt 18 has been
operated, user terminal 11 receives encoded license information from management
center 12.37

And Hasebe discloses that decoding unit 20 decodes a license code encoded in the software via a

decode routine that uses the encoded license information.*”° For instance, Hasebe details that its

system will “make the software that is presented to the user encoded, and to make the conversion

information for decoding the encoded software. Also, ... it is possible to employ information, as

license information, which is the result of encoding the conversion information and user

“377 As shown below in annotatedidentification information, combined in integrated manner.

Figure 1, Hasebe’s system includes the input of “encoded license information” (dashed box) into

the user’s computer 11 whichis used to decode the encoded software via decoding unit 20

(dashed oval):

374 Silva Declaration at JJ 303-04.

375 Hasebe at 7:11-16; see also id. at 4:39-58, 6:42-50, Figs. 1,7.
376 Td at 7:17-31, 9:19-35.

377 Ted. al 4:48-58, see also id. al 9:29-36.

107

DISH-Blue Spike-602

Exhibit 1007, Page 0124



DISH-Blue Spike-602
Exhibit 1007, Page 0125

 
 

 

  
 
 
 
   

 

  
 

  

 

    

 

  

 

 
 

= “SS
x &

< ie‘ .3 &

< .
8 ¢ Pate wets tele Scat SAS SNE RAaaiisciag a ey &: x SS

< ; +8 UR TEAMS. : ‘ 2x 3 3 ? x y &x q - = * RSS

8 z a JonnaSRSA RAO consannnenenannAnnnnns , &
. 4 a } : . S3 3 T&S . &
8 3 Sree ¢ x : &
S 3 SS ‘ < . =8 i Sey : ¢ x §
. 2) RS : ye
x 3 ERE dremennmnnnn sosannnifnnreennnenuneeninnnnengee : .3 3 Se g SUI os . 3 3

< i } <= : USER, CASRECTERESSES § SOFWARE i .3 2 o z

x 5 TS) | RSORRATON (C8U-2H ‘ ‘ Same i 8
s s TON eesemmenmntsantnantnoninanainniggnnnonnanKMAAONMNGNGn seheensnsnnnnnns | 3 .

8 5 ater. § Na Fae y =. 4 — we : TOS i
x s 8 ART s : tae POR 8 Pf8 y RES Soap 3 3; Wetse wh 2 &

8 s < SMOUA, SekasSecon) Set : RMR Rey 2 * } =
x £ guar SoTESS«| sspgorS 23 g 3 s ake

x ES ASAe nd Sy eeTRANS esQeiprcnnnce 7 &8 Be J Gere3 UNE Taae ROBES & tar ‘ 2 &3S : oy SAE ARSSopormenneuntass ret S (eee eyes Ssx : sg Ae SEAL SESSK See x e §\ grreee | | ROMER URS INFORNSTION _
8 SEL SRE tt SOMEATEN i x BEDETRG 8cee se anc asiane anna AACRAvineatrnn anrtntion aaane g< ROARS | Ue reae ‘ voaw ae 2 ‘Wy 8 2 x Pos
BN EY g Sanne Sg == x rs &

x g . ss Fro aaa i =
. 3 & REENSE (| .a wees erp areas ae x : Re
<> CRS mE i .
Sy User aa, j .
< Shee ange eee rer UREA RIERSSLA SAR ONSaaint ©8 =SN &

 

Request for Av Parte Reexam mation,
U.S. Patént No, 9,104,842

 

 
  
 

Moreover, Hasebe describes the decoding routine as:

(a) decoding the license information.which includes the key and user name,

(by installing the encoded.software using the decoded key,

(c) writingthe user name into the license display routine 25,

(d) displaying the user name, and

(6) executing the main portion of software program.?*

Hasebe’s Figure 8 illustrates: the license code (routine 25) enceded into the software and maiti

routine 26, And Figure 9 illustrates the decode routine that uses the licenseinformation to decade

the license code:

28 Tel at 9:19239.
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A POSITA would have understood that Ilasebe’s routine 25, with the encoded user name:27, is.a.

license code because it is encoded into the software program and.controls the accessibility of the

program.*”And as explained regarding element 11.2, Hascbe details that theuser enters license

informationvia-an input in response to the prompt.*°°

Accordingly, Hasébe discloses claim 11.

2. Hasebe AnticipatesIndependent.Claim 12.

2) Preamble: “A method for encoding software code using a
computer having a processor and memery, the method
coniprisins”

Under the broadest reasonable: construction, the preamble is non-limiting.**!

Nevertheless, Hasebe: discloses claim’ 12s preamble. Specifically, Hasebe describes a method for

#9 Silva Declaration at 9] 307-11.

380 Fe. at |] 312.
38! Claim 12’s preamble recites “a computer” and claim 12’s body recites “a computer system.”
It is unclear whether those elements refer to the same or separate. computing devices. For
purposes of this Request.and using:thebroadest reasonable interpretation consistent with the
specification, it is assumed that the “computer” recited in the preamble is a device scparate from
the “computer system.”
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encoding software code using a computer with a processor and memory. Hasebe details that

management center 32 generates the software code provided to the user via CD-ROM?”

Alternatively, Hasebe’s soflware code may be downloaded from the management center.*8? And

Hasebe explainsthat the link-up unit 15 of the management center performs “processing”

reversed by separating unit 21.384 As such, A POSITA would have understoodthat the

management center includes a processor and memoryto create these CD-ROMsandto provide

the downloading capability. As expert Dr. Silva explains, Hasebe’s computer would necessarily

include a processor and memoryin order to function. **

As such, Hasebe teaches this preamble.

b) Element 12.1: “storing a software code in said memory”

Hasebe discloses element 12.1. As described with respect to claim 12’s preamble,

Hasebe’s management center 32 either generates a CD-ROMcontaining the software code or

provides downloadable versions of the software code.38® A POSITAthus would have understood

that Hasebe’s management center stores the software code in its memory for CD-ROM

generation or user downloading becauso, as Dr. Silva cxplains, storage of code in memory is

standard in computers like Hasebe’s.**” And as shown in Hasebe’s Figure 1, as annotated below,

management center 14 includes a software database 14 (dashed box) capable ofsoftware storage:

382 Hasebe at 1:9-14, 6:9-13, 9:22-26.
383 Tet at 9:60-64.

384 Td al 7:23-26,Fig. 1.

385 Silva Declaration at 4] 314-17.
386 Hasebe at 6:9-13, 9:22-26, 9:60-64.

387 Silva Declaration at 319.
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Element 12.2: “wherein said software code com prises a. first
code resource and. provides a specifiedunderlying functionality
when installed ona computer system”

Hasebe. discloses element 12. 2. Hasebe:teaches that its software code:includes multiple

code resources such as those used in license display routine 25.*°* Hasebe explains that routine

25 determiries whether thée-user’s license informationds legitimate and, if.so, permits docess to

the main program routine 26.5°° For instance, Hasebestates: “In. the main program: there are

defined the operating procedures relating to. the proper functions of this software; in license

displayroutine 25. there is defined the content to be executed prior to execution of main program

26." Hasebe illustrates routines 25 and 26 of the software code in Figures.5 and 8:

388 Hasebe at 7:55-8:9, 9:25-35, Figs. 5,8.
389 Td. at 7:63-8:29.

390 Id. at 7:55-60.
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The *842:Patent refers to sub-objects, amenvory scheduler,-and data as examples of code

resources.*"! Hasebe's routine 25 consists of software code that controls access tothe underlying

functionality of the software’s main program, or sub-objects.?°? In this. additional andalternative

Way, a POSITA would have understood that Hasebe’s routine 25 contains a first code

resource293

Moreover, Hasebe’s software code provides underlying functionalities when. installed.on

the user’s computer system (terminal 31). Hasebe, for instance, explains that the code’s routine

25 provides access to the main program module 26 uponverification of the user’s: license

intormation2*"

39l "849. Patent at 11:55-65, 15-36-42.

3% Silva Declaration at 4*[ 323-24.

393 I. at | 324.

34 Hasebe at 7:65-8:9, 9:20-36: Silva Declaration at {| 325,

1I2
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d) Element 12.3: “encoding, by said com puter using atleast a first
license key and an encoding algorithm, said software code. to
form a first license key encoded software code”

Hascbe discloses clement 12.3. As discussed with respect to clement 12.1, Hascbe’s

management center 32 provides the user the software code via CD-ROM or download from the

seller.*? Hasebe details that the management center 32 encodes the software code:

[I]t is also possible to make the software that is presented to the user encoded, and
to make the conversion information for decoding the encoded software. Also, it is
possible to employ, in such a licensee notification system, license information
containing the user identification information in a form thal cannol be separated
without special information. For example, it is possible to employ information, as
license information, whichis the result of encoding the conversion information and
user identification information, combined in integrated manner.*”°

It is also possible to constitute the system such that, instead of the user name and
signature information, information representing the user name in encoded form is
stored in the license file, and, when the installed software is executed, the

information in the license file is decoded by the software and displayed.*””

With respect to the code illustrated in Figure 9, Hasebe explains that the customer’s computer

system “effects installation by decoding the software in the CD ROM using the software

decoding key, and generates the user name in encoded form by encoding the user name.”3”8

Moreover, Hasebe describes its encoding technique uses a license key and an encoding

algorithm. For instance, Hasebestates ils system includes: “a DES (data encryption standard)

algorithm [] employed for encoding and decoding.’*?? And Ilasebe details that the system uses a

license key to encode the software code: “generat[ing] license information including user

identification information encoded with a characteristic key of the software.’*°° Figure 3, for

395 Hasebe at 6:9-13, 9:22-26, 9:60-64.

396 Ted. at 4:48-58; see also id. at 7:32-38, 9:22-26.
397 Teal 8:47-53.,

398 Hed. at 9:22-26.

399 Td at 6:48-50.

400 Td. al 4:40-43, see also id. al 6:33-47, 7:33-38, 9:19-26.
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example, illustrates a license key in the management center’s software database 14 used to

encode:the software:

ABCOOGS|SENNORESESN 
Assuch, a POSITA would have understoad that Hasebe’s encoded sollware code utilizes. the

encoded license information to generate the claimed “first license key encoded software

cade’!

Moreover,during the original prosecution, Patent Owner specified that “[e]ncoding using

akey and an algorithm is known.*°? As such, a POSITA would have understood that Hasebe’s

encoding technique necessarily includesa firstlicensekey and an encoding algorithmto form a

first license key encoded software code.4%

e) Element 12.4: “wherein, when installed ona computer system,
said first license key encoded software code will provide said
specified underlying functionality only after receipt of said first
license key”

Hasebe discloses clement 12:4..Hasebe describes the installation ofthe software code

uponverification of the first license key by the user’s computer.*** For instance, Hasebe details

401 Silva Declaration at 4] 328-30.

*? Ex, 2, Prosecution History at 519.
403 Silva Declaration at ¥ 331.

404 Hasebe at 3:5-15, 3:30-38, 9:19-39: see also id, at'7:32-38, 8:47-53.
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the software. code will previde-access to specified underlying functionality of the cede contained

in main program routine 26 only after receipt of the first lroense key in license display routine

25:

(a) décoding thelicense information, which includes thekey arid user name,

(b) installing the encoded.software using the decoded key,

(c) writing the user name into the license display routine. 25,

(d) displaying the user nanie, and

(e) executing the main portion routine 26 of software program.

And Hasebe*s Figure 9 illustrates. the user's computer providing the underlying functionality of

the mainprogram. routine 26 after the receipt and decoding of the first license key:

ANAND

[EGAN NOOO USERNAME | 
A POSITA would have understood that Hasebe’s main program routine 26 includes

specified underlying functionalityof the first license key encoded software code accessible via

7 406
confirmation of the encoded licensekey.

Accordingly, Hasebe discloses claim 12.

405 Hasebe at 9:19-39.

406 Silva Declaration at 94]334-36.
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3. Hasebe Anticipates Independent Claim 13.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Hasebe discloses claim 13’s preamble. Claim 13’s preamble is the same as claim 12’s preamble.

As explained above, Hasebe discloses a method for encoding software using a computer with a

processor and memory. As such, Hasebe teaches this preamble.*””

b) Element 13.1: “storing a software code in said memory”

Element 13.1 is identical to element 12.1. As explained above, Hasebe discloses each

limitation of element 12.1. For the same reasons, Hasebe teaches element 13.1.7°%

c) Element 13.2: “wherein said software code comprises a first
code resource and provides a specified underlying functionality
wheninstalled on a computer system”

Element 13.2 is identical to element 12.2. As explained above, Hasebe discloses each

limitation of element 12.2. For the same reasons, Hasebe teaches element 13.2.4

d) Element 13.3: “modifying, by said computer, using a first
license key and an encoding algorithm,said software code, to
form a modified software code; and wherein said modifying
comprises encoding said first code resource to form an encoded
first code resource”

Hasebe discloses element 13.3. As described with respect to element 12.2, Hasehe’s

system includes multiple code resources (¢.g., license display routine 25) for accessing software

functionality.*!° Hasebeillustrates rouline 25 and main program routine 26 of the software code

in l'igures 5 and 8:

407 Ted. at 4] 338-39.

408 Td. at § 341.

409 Ted. at | 343.

410 Hasebe at 7:55-8:9, 9:25-35, Figs. 5, 8; Silva Declaration at 9345.
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411 jy managementAnd as desoribed with. respect to clement. 12.3, Hascbe’s computer

center 12 modifies the software code to form an encoded first code resource.*!? For example,

Hasebe’s software code is modified to include routine 25 usedfor verification ofthe user’s

license information, which permits execution of the software code.4

Hasebe discloses that its code modification uses a license key and.an encoding algorithm,

as described with:respect to element 12.3.4!4 Moreover, during the original prosecution, Patent

Owner specified that “[c]neoding using a key and an algorithm:is known.’!* As such, a POSITA

would have understood that Hasebe’s encoding technique necessarily includesa first license key

arid an-encoding algorithm to form an encodedfirst code resouree."®

4) Hasebe at 6:21-24.

“2 Td at 4:48-58, 8:47-53; see also id. at 7:32-38, 9:22-26; Silva Declaration at 4 346.
413 Fasebe at 4:48-58, 8:47-53; Silva Declaration at 4 346.

44 Hasebe at 6:48-50, 4:40-43, Fig. 3; see aiso tf at 6:33-47, 7:33-38, 9:19-26,
45 Ex, 2, Prosecution History at 519.
416 Silva Declaration at § 347.
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e) Element 13.4: “wherein said modified software code comprises
said encoded first code resource, and a decode resource for

decoding said encoded first code resource”

Hascbe discloses clement 13.4. As described with respect to clement 13.3, Hascbe’s

modified software code includes the encoded first code resource. And Hasebe details that user

terminal 11 includes decode unit 20 and separating unit 21 to produce the decoding key for the

relevant software code.*'’ Hasebe’s user terminal sends the decoding key to the software

installation unit (Fig. 1°s unit 22 or Fig. 7’s unit 29), and “[i]nstallation unit 29 effects

installation by decoding the software in the CD ROM using the software decoding key, and

generates the user name in encoded form by encoding the user name.”4!§ As shown below in

annotated Figure 7, Hasebe’s user terminal 11 includes a decode resource including the

separating and decoding units 20, 21 (dashed box) and installation unit 22 (dashed oval) to

decode the encoded code resource for software execution:

417 Hasebe at 7:17-31.

48 Tet al 7:27-39, 9:22-26.
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As such, Hasebe teaches a decoding resource for decoding the encoded first code resource. 4!9

f) Element 13.5: “wherein said decode resource is. configured to
decode said encoded first code resource upon receipt of said
first license key”

Hasebe discloses element 13.5..As described with respect to element 12.3, Hasebe details

thai the system uses a license key to encode the software: code: “generat[ing] license information

including user identification information encoded witha characteristic key of the software.’*?°

And Hasebe specifies that its decode resource. decodes the encoded first code. resource upori

receipt of the license key. For instance, Hasebe teaches that the user terminal: receives the

encoded. heense information at decoding unit 20, decodes the mflornialionto produce the

41? Silva Declaration: at 350.

420 Hasebe at 4:40-43; see also id. at 6:33-47, 7:33-38, 9:19-26, Fig. 3.
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decoding key, and decodes the encode first:code resource (routine 25) “by decoding the soflware

in the CD ROM usingthe software decoding key.’’?! Figure 7, as annotated below, shows the

decode resource (dashed boxi receiving the first license key (dashed oval} lo deeode the encoded

sofbware—including the encoded first codé resource:
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Accordingly, Hasebe discloses claim 13.

421 Yel at'7:27-39, 9:22-26; Silva Declaration at 4 353.
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4. Hasebe Anticipates Independent Claim 14.

a) Preamble: “A method for encoding software code using a
computer having a processor and memory, comprising”

Under the broadest reasonable construction, the preamble is non-limiting. Nevertheless,

Hasebe discloses claim 14’s preamble. Claim 14’s preamble is the same as each of claim 12 and

13’s preamble. As explained above, Hasebe discloses a method for encoding software using a

computer with a processor and memory. As such, Hasebe teaches this preamble.”

b) Element 14.1: “storing a software code in said memory”

Element 14.1 is identical to element 12.1. As explained above, Hasebe discloses each

limitation of element 12.1. For the same reasons, Hasebe teaches element 14.1.7

c) Element 14.2: “wherein said software code defines software
code interrelationships between code resources that result in a
specified underlying functionality when installed ona
computer system”

Hasebe discloses element 14.2. Hasebe explains that its software code interrelates code

resources relating to routines 25 and 26 uponverification ofthe license key.4*4 For instance,

Hasebe details that its sofiware code includes routine 25 which permils access to the main

programroutine 26 uponvalidation of user’s license information.*** Iasebestates: “In the main

program there are defined the operating procedures relating to the proper functions of this

software; in license display routine 25, there is defined the content to be executed prior to

execution of main program 26.”**° Haseheillustrates routines 25 and 26 of the software code in

Figures 3 and 8:

422 Silva Declaration at JJ 356-57.

423 Td at © 359.

424 Hasebe at 7:55-8:9, Figs. 5, 8, 9.
425 Td. at 7:65-8:9.

426 Te al 7:55-60.
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Moreover, the “$42 Patent refers to sub-objects and. a memory scheduler as examples of

code resources.*?’ Hasebe’s routine'25 contains a sub-object of the software code because it

controls access to the underlying functionality ofthe software’s main program. ’** And Hasebe

specifies routine 25 “directly rewrite[es]” the software code whenthe software code is

decoded”? In this additional andalternative way, aPOSITA would have understood that

Hasebe’s-routines 25 -and.26 are eode-resources.and that the software code defines software code

interrelationships between these: code resources.8° And a POSITA would have understood that

the interrelationship between Hasebe’s routines 25 and 26 result.in'a specified underlying

functionality upon code installation.1*!

427 °849 Patent at 11:55-65, 15:36-42.

428 Silva Declaration at 4] 361-62.
#29 Hasebe at 510-32, 9122-39.

439 Silva Declaration at ¥ 362.

431 Fd. at™] 362,
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Moreover, during the original prosecution, Patent Owner specified that

“interrelationships between code resource are not that which is novel.” 7? Patent Owner

continued by conceding:

What the examiner has implied by alleging that the "specification ... fails to teach
or mention ‘software code interrelationships"' is that software code
interrelationships were somehow unknown in the art, which clearly is not the case.
As admitted, in the specification at the beginning of paragraph [0051], an
"application" comprises "sub-objects" whose "order in the computer memory
is of vital importance" in order to perform an intended function. And as
admitted further i paragraph [0051], "When a program is compiled, then, tt
consists of a collection of these sub-objects, whose exact order or arrangement in
memoryis not important, so long as any sub-object which uses another sub-object
knows where in memory it can be found." Paragraph [0051] of course refers to
conventional applications. Accordingly, that is admittedly a discussion ofwhat
is already know by one skilled in the art. Accordingly, the examiner's statement
that the specification lacks written description support for "software code
interrclationships" is inconsistent with the fact that such interrelationships were
explained in paragraphs [0031] and [0032] as a fundamental basis of pre-
existing modem computer programs.‘

Based on the Patent Owner’s concession. it is clear that a POSITA would have understood that

Hasebe’s code resources necessarily define code interrelalionships resulling in specific

underlying functionality once installed on a computer."

d) Element 14.3: “encoding, by said computer using at least a first
license key and an encoding algorithm, said software code, to
form a first license key encoded software code”

Element 14.3 is identical to element 12.3. As explained above, Hasebe discloses each

limitation of element 12.3. For the same reasons, Hasebe teaches element 14.3.4

Morcover, during the original prosecution, Patent Owner specified that “[c]ncoding using

a keyand an algorithm is known”and that “an interrelationship in software code is necessarily

432 Ex. 2, Prosecution History at 519.
433 Jef

434 Silva Declaration at JJ 363-64.

435 Td. at | 367.
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defined by digital data, and digital data can obviously be encoded by an encoding process.”*4° As

such, a POSITA would have understood that Hasebe’s encoding technique necessarily includes a

first license key and an encoding algorithm to formafirst license key encoded software code.*7

e) Element 14.4: “in which at least one of said software code
interrclationships are encoded”

Hasebe discloses element 14.4. As described with respect to element 14.2, Hasebe

teaches that its software code defines code interrelationships between code resources and routine

25 control verlain underlying software functionality. Hasebe further details that ils software code

is encoded:

[I]t is also possible to make the software that is presented to the user encoded, and
to make the conversion information for decoding the encoded software. Also, it is
possible to employ, in such a licensee notification system, license information
containing the user identification information in a form that cannot be separated
without special information. For example, tt is possible to employ information, as
license information, whichis the result of encoding the conversion information and
user identification information, combined in integrated manner. ***

It is also possible to constitute the system such that, instead of the user name and
signature information, information representing the user name in encoded form 1s
stored in the license file, and, when the installed software is executed, the
information in the license file is decoded by the software and displayed.**?

And Hasebestates that the software code includes the code interrelationships between routines

25 and 26,all of which would encoded as part of the software code.¥°

Accordingly, Hascbe discloses claim 14.

436 Ex, 2, Prosecution History at 519.
437 Silva Declaration at 368.

438 Hasebe at 4:48-58; see also id. at 7:32-38, 9:22-26.
439 Td at 8:47-53.

440 Ted al 7:55-8:9, Figs. 5, 8, 9; Silva Declaration at §§ 370-71.
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XT «CONCLUSION

As shown above, the prior art references establish that independent claims 11, 12, 13, and

14 are invalid as anticipated. In light of the substantial new questions of patentabilityraised by

these references, Requester respectfully seeks ex parte reexamination of claims 11, 12, 13, and

14 of the ’842 Patent.

As identified in the attached Certificate of Service and in accordance with 37 C.F.R. §§

1.33(¢) and 1.510(b)(5), a copy of the present Request, in its entirety, is being served to the

address of the attorney of record reflected in the publicly available records of the United States

Patent & Trademark Office’s Patent Application Information Retrieval system.

Please direct all correspondence in this matter to the undersigned.

Dated: May 16, 2018 By: ‘Joseph F. Edell/
Joseph F. Edell
Reg. No. 67,625
Counsel for Requester

Fisch Sigler LLP
5301 Wisconsin Avenue NW

Fourth Floor

Washington, DC 20015
Phone: (202) 362-3524
Fax: (202) 362-3501
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent of: Scott A. Moskowitz

U.S. Patent No.: 9,104,842

Issue Date: August 11, 2015

Appl. No.: 11/895,388

Filing Tate: August 24, 2007

Title: DATA PROTECTION METHOD AND DEVICE

Control No.: To be assigned

Mail Stop Ex Parte Reexam
ATTN: Central Reexamination Unit

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

DECLARATION OF DR. CLAUDIO T. SILVA IN SUPPORT OF REQUEST FOR

EX PARTE REEXAMINATION OF U.S. PATENT NO, 9,104,842
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T, Claudio T. Silva, declare as follows:

I, Introduction

1. Ihave been retained by Juniper Networks, Inc. as an independent expert consultant.

Although I am being compensated at my usual rate for the time I spend on this matter, no part of

my compensation depends on the outcomeofthis proceeding, and I have no interest in the

outcome of this proceeding.

2. Ihave been asked to consider whether claims 11-14 of U.S. Patent No. 9,104,842 (“the

°842 Patent”) are valid in view of certain prior art discussed below. As I explain in more detail

below, in my opinion, claims 11-14 are invalid in viewof the prior art discussed in this

declaration.

II. Qualifications

3. lam a Professor of Computer Science and Engineering and Data Science at New York

University. Prior to my work in academia, I worked in industry for six years in the area of

computer graphics and visualization. I received a Bachelor of Science in Mathematics from the

Federal University of Ceara in Brazil, and a Ph.D. from State University of NewYork at Stony

Brook in Computer Science. My curriculum vitae, which includes a more detailed account of my

background, experience, and publications, is attached hereto (Ex. 9).

4. From July 1998 until July 2000, I served as an adjunct assistant professor in the

Department of Applied Mathematics and Statistics at SUNY Stony Brook. From September

2002 until April 2006 I was an associate professor in the Department of Computer Science &

Engineering at Oregon Health & Science University. From October 2003 until June 2011, I was

a faculty memberat the Scientific Computing and Imaging Institute at the University of Utah.

From January 2008 until May 2009, I served as Associate Director at the University of Utah’s

Scientific Computing and Imaging (SCI) Institute. I also served as an Associate Professor of

3
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Computer Science from October 2003 until June 2010, and a Professor of Computer Science

from July 2010 until June 2011 at the University of Utah. I am currently a Professor of Computer

Science and Engineering at NYU’s TandonSchool of Engineering, a position [have held since

July 2011 (when the school was called Polytechnic Institute of NYU). I also serve as a faculty

memberto a numberof organizations within NYU,including the Center for Urban Science and

Progress, the Center for Data Science, and Courant’s Department of Computer Science.

5. Between 1998 and 2002, I worked in industry at the IBM T. J. Watson Research Center

and AT&T Labs—Research. At both places, I worked on 3D data acquisition, modeling, and

rendering techniques. As part of my activities at IBM, I was part of the MPEG—4 3D Model

Coding (3DMC)standardization committee.

6. In 2011, Ico founded Modelo, Inc., a company that creates custom advanced 3 D

modeling solutions forits clients.

7. T have published over 250 technical articles, most at highly competitive refereed

conferences and rigorously reviewed journals. I currently serve as chair of the executive

committee for the IEEE Computer Society Technical Committee on Visualization and Graphics.

Talso hold 12 U.S. patents. My publications have recetved awards from organizations and

programs such as the IEEE Shape Modeling International, IEEE Visualization, EuroVis (a

conference co-sponsored by Eurographics and the IEEE Visualization and Graphics Technical

Committee), and Eurographics (the Furopean Association for Computer Graphics).

8. Myresearch has been funded bythe National Science Foundation, the Department of

Energy, the National Aeronautics and Space Administration, the National Institutes of Health,

the Alfred P. Sloan Foundation, the Gordon and Betty Moore Foundation, Defense Advanced

Research Projects Agency, AT&T, IBM, and MLB Advanced Media.
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9. Regarding the subject matter of the *842 Patent relating to encoding and decoding license

information into software applications, I have been an editor on several journals relating to

digital encoding, such as Computer Graphics Forum, Computer and Graphics, IEEE Transactions

on Visualization and Computer Graphics. [ have been co-chair at several symposiumson digital

encoding, such as the IEEE/SIGGRAPH Symposium on Volume Visualization and Graphics and

the IEEE Parallel & Large-Data Visualization & Graphics Symposium. I have won several

awards, such as Rest Paper Award at the 2011 ACM Eurographics Symposium on Parallel

Graphics and Visualization. I have been a member of program committees relating to digital

encoding, such as the Pacific Graphics and Europraphics. I have also helped develop techniques,

codes, and tools to enable new forms of encoding and decoding data with the MPEG-4 3D

Model Coding (3DMC)standardization committee. Furthermore, I was the founding director of

Graphics and Visualization Track at University of Utah’s School of Computing. Lastly, I have

done research on the subject of digital encoding.

10. With regard to these research projects, I have published several papers, including this

small sample (please see my CV for many more):

« “Parallel Volume Rendering of Irregular Grids,” Ph.D. thesis, State University of

New York at Stony Brook (1996);

« “A Unified Infrastructure for Parallel Out-Of-Core Isosurface and Volume

Rendering of Unstructured Grids,” Y.-J. Chiang, R. Farias, C. Silva, and B. Wei,

IEEE Parallel & Large-Data Visualization & Graphics Symposium, pages 39-66

(2001);

a

DISH-Blue Spike-602

Exhibit 1007, Page 0149



DISH-Blue Spike-602
Exhibit 1007, Page 0150

“Qut-Of-Core Sort-First Parallel Rendering for Cluster-Based Tiled Displays.” W.

Corréa, J. Klosowski, and C. Silva, Parallel Computing, Vol 29, pages 325-338

(2003);

Image-Space Acceleration for Direct Volume Rendering of Unstructured Grids

using Joint Bilateral Upsampling, 8. P. Callahan and C. Silva, Journal of

Graphics, GPU, & Game Tools, 14(1): page 115 (2009),

Hardware Accelerated Simulated Radiography, D. Laney, 8S. Callahan, N. Max, C.

Silva, S. Langer, and R. Frank. IEEE Visualization 2005, pages 343-350 (2005);

“Multi-Fragment Effects on the GPU Using the k-Buffer,” L. Bavoil, $.P.

Callahan, A. Tefohn, J.1..D. Comba, and C. Silva, ACM SIGGRAPH Symposium

on Interactive 3D Graphics and Games, pages 97-104 (2007);

“Hardware—Assisted Visibility Sorting for Unstructured Volume Rendering,” 8.

Callahan, M. Ikits, J. Comba, and C. Silva, IEEE Transactions on Visualization

and Computer Graphics, 11(3):285—295 (2005),

Walk: interactive Qut-Of-Core Rendering ofLarge Models, W. Correa, J.

Klosowski, and C. Silva, Technical Report TR-653—-02, Princeton University

(2002):

“Efficient Conservative Visibility Culling Using ‘The Prioritized—Layered

Projection Algorithm,” J. Klosowski and C. Silva, 7(4):365-379, IEEE

Transactions on Visualization and Computer Graphics (2001); and

“Efficient Compression of Non—Manifold Polygonal Meshes,” A. Gueziec, F.

Bossen, G. Taubin, and C. Silva, 14(1-3):137-166, Computational Geometry:

Theory and Applications (1999).
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11. T have also taught graduate and undergraduate courses with a strong focus on digital

encoding, courses which also cover topics related to cryptography and watermarking.

Il. Documents and Information Considered

12. Ihave reviewed the *842 Patent, including the claims of the patent in viewof the

specification, and I have reviewed the °842 Patent’s prosecution history. In addition, I have

reviewed the following documents:

e U.S. Patent No. 5,933,497 (“Beetcher’’);

« Japanese Patent Application Publication No. H05334072 (“Beetcher ’072”),

e English Translation of Beetcher *072;

e U.S. Patent No. 5,935,243 (“Hasebe”),

e PCT Application Publication No. WO 97/26732 (‘Cooperman’); and

e Plaintiff Blue Spike LLC’s Proposed Terms for Construction, Pursuant to Patent

Rule (P.R.) 4-2 in Blue Spike, LLC v. Juniper Networks, inc., Casc No. 6:17-cv-16-

KNM(E.D. Tex.)

IV. Summary of Opinions

13. In my opinion, claims 11, 12, 13, and 14 of the °842 Patent are anticipated bythe prior

art. As I explain in more detail throughout this declaration, Beetcher anticipates every element of

claims 11-14. Moreover, Beetcher °072 anticipates every element of claims 11-14. And as I

further explain in this declaration, Cooperman anticipates every element of claims 11-14.

Additionally, as | further explain in this declaration, Hasebe anticipates every elementof claims

11-14. Therefore, claims 11-14 are invalid as anticipated by the priorart.
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Vv. Understanding of the T.aw

14. Counsel has advised me of the legal concepts, summarized below, that are relevant to

reexamination proceedings. I have applied those concepts in rendering myopinions in this

declaration.

A. Claim Construction

15. Tunderstand that during a reexamination of an unexpired patent, claim terms are accorded

their broadest reasonable interpretation in light of the specification to a person of ordinary skill

in the art at the time the invention was made. Counsel has advised me that the broadest

reasonable interpretation must be consistent with the specification, and that claim language

should be read in light of the specification and teachings 1n the underlying patent.

B. Anticipation under 35 U.S.C. § 102

16. Tunderstand that anticipation of a claim requires that every element of a claim be

disclosed expressly or inherently in a single prior art reference, and arranged in the prior art

reference as arranged in the claim. A single prior art reference inherently discloses a claim

feature if that feature is necessarily present, or inherent, in the reference.

VI. Person of Ordinary Skill in the Art

17. I understand that I must analyze and apply the prior art from the perspective of a person

having ordinaryskill in the art as of March 24, 1998, which I understandis the patent’s earliest

possible priority date. When forming my opinions, T analyzed and applied the prior art from the

perspective of a skilled artisan as of March 24, 1998.

18. It is my opinion that in March 24, 1998, a person of ordinaryskill in the art in digital

encoding would have been a person with a computer science degree, or closely related field, and

2 years of experience in the field of data encoding and/or digital watermarking. I recognize that a

person of ordinary skill in the art could have less education and more industry experience, or

8
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vice versa, and still meet the definition of a person of ordinaryskill i the art. My opinionis

based on my personal knowledge and experience working with persons of ordinary skill in the

art in the 1998 timeframe.

19. In March 1998, I had a Ph.D. in computer science and had several years of practical

experience both in industry and academia (including M.S. and Ph.D.). As of the year 1998, I was

teaching and working with individuals who met the above criteria for persons of ordinaryskill in

the art. In particular, T have taught and worked with distinct groups of graduate students, and

even back in 1998 I had advised a number of MS students on various projects. One group entered

the graduate program with B.S. degrees in CS/CE/EE and several years of industry training.

Finally, I have worked with and taught advanced Ph.D. students that had at least two years of

post BS experience and knowledge gained while in the graduate program. During my time in

industry, many of my colleagues possessed at least a B.S. in the relevant fields and had several

years of work experience.

20. These students and colleagues all possessed basic knowledge regarding the design and

developmentof digital encoding and/or watermarking technologies. Further, many of these

students ultimately found employment at companies that had an expressed interest in and need

for skills relating to these technologies, further corroborating that these were ordinarily skilled

artisans.

21. Thus, I am familiar with the understanding and knowledge of persons of ordinary skill in

the art as of March 24, 1998, and was at least as qualified as the POSITAthat I have identified

above. Thus, I understand the perspective of a POSITA, which I have applied in my analysis. My

opinions would be the same, however, even if the level of ordinaryskill varied by some time or

varied somewhat with respect to subject matter.
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VIL Claim Construction

A. “encoding algorithm” (claims 12-14)

22. The term “encoding algorithm” should be given its broadest reasonable interpretation

consistent with the specification of “a process or set of instructions for encoding data.” The °842

specification includes several examples of encoding algorithmsillustrating that these functions

are processes orsets of instructions for encoding data to generate license keys. In one instance,

the specification states that “any authenticating function can be combined, such as Digital

Signature Standard (DSS) or Secure Hash Algorithm (SHAY)”to generate an encoded key.! In

another, the specification states:

A block cipher, such as a Data Eneryption Standard (DES) algorithm, in
combination with a sufficiently random seed value, such as one created using a
Message Digest 5 (MD5) algorithm, emulates a cryptopraphically secure random
bit generator.’

A POSITA would have interpreted these examples as processes or sets of instructions for

encoding data.

23. This 1s also consistent with how a POSTTA would have understood an “encoding

algorithm.” An algorithm, whether for encoding or some other function, is a process or set of

instructions for performing a task. An encoding algorithm is thus a process or set of instruction

for encoding data.

24. Therefore, the term “encoding algorithm” should be interpreted as “a process or set of

imstruction for encoding data.”

1 +849 Patent at 8:5-9, 21-23.

+ *849 Patent at 8:12-16.

10
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B. “code resource” (claims 12-14)

25. Based on my review of the ’842 patent and its prosecution history, the meaning of term

“code resource” is unclear to a POSITA. Yet, I understand that a requester for an ex parte

reexamination may not challenge a claim based on indefiniteness of a claim term.

26, The °842 Patent states that sub-objects and a memoryscheduler, as well as simply data,

are examples of code resources.’ But the ’842 Patent provides no objective boundaries on what

resources in software code would qualify as “code resources,” which would have left a POSITA

uncertain as to the meaning of the term and the scope of the claims.

27, I understand that, in the litigation involving the ’842 Patent, Patent Owner proposes that

this term should haveits “plain and ordinary meaning.” For the purposes of analyzing the term

and the prior art, I use Patent Owner’s proposed interpretation for this term.

OF “software code interrelationships” (claims 14)

28. Based on my review of the ’842 patent and its prosecution history, the meaning of term

“software code interrelationships” is also unclear to a POSITA. As previously explained, I

understand that a requester for an ex parte reexamination may not challenge a claim based on

indefiniteness of a claim term.

29. As an expert with more than 27 years of relevant experience, I have never encountered

this term outside of the *842 Patent. I therefore looked lo the ’842 Patent for guidance on the

meaning of the term.

30. The term “software code intetrelationship” does not appear in the specification nor 1s

there any meaningful discussion regarding interrelationships between code resources. I also

looked to the ’842 Patent’s prosecution history for guidance as to the meaning of this term.

3°42 Patent at 11:55-65, 15:36-42.

11
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During the prosecution, Patent Owner stated an “interrelationship”is “the way in which two or

more things affect each other because they are related in some way.’' But this statement provides

little puidance to a POSITAasto the objective boundaries as what constitutes “software code

interrelationships.” This would have left a POSITA uncertain as to the meaning of the term and

the scope of the claims.

31. I understand that, in the litigation involving the °842 Patent, Patent Owner proposes that

this term should haveits “plain and ordinary meaning.” For the purposes of analyzing the term

and the prior art, | use Patent Owner’s proposed interpretation for this term.

VIII. Claims 11, 12, 13, and 14 are Anticipated in View of the Prior Art.

A. Claims 11, 12, 13, and 14 are Anticipated by Beetcher.

1. Beetcher Anticipates Independent Claim 11.

a) Claim 11’s Preamble

32. The preamble of claim 11 reads: “A method for licensed software use, the method

comprising.”

33. IT understand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Still, Beetcher discloses

claim 11’s preamble.

34. Specifically, Beetcher teaches a method of controlling access to licensed software using

an encrypted entitlement key.* Reetcher summarizes its invention as:

Software is distributed according to the present invention without entitlement to
run. A separately distributed encrypted entitlement kev enables execution of the
Soliware. The key includes the serial number of the machine for which the Sofiware

4 +842 Prosecution History at 518.

* Beetcher at Abstract, 4:3-13, 4:39-44, 10:48-11:3; see also Beetcher at 1:7-11, 1:54-57, 3:54-62.

12
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is-heensed, together witha plurality of entitlementbits indicating which Software.
modules ate entitled to run on the machine ®

35. Beetcher’ 5 Figure 10, as proy ided below, depicts thé use of an entitled version of

software based on the customer’ slicense:
SESEII

   YaPOOOOOERONNNS

booosantntcecenseS  POEMLLEROLUEOPUTLENTEEDELEOPELIOTUEDEMELEVDIUEDPUTDOIOEVEULLEDPLLIOTUEDEUEEEIDELEDPTEIOIUEVEOLLEVPLLEDTUEUENEEDIDEUEDPEDOIUEVEVELEVDILEDPUEDEIEEDIDELEDPEDIOIUEDENEEEIDELEDPEEREIEEDEEEEHS a
36. AsIdetail below, Beetcher teaches the remaining steps that comprise the method

® Beetcher at 43-9.

13
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A) Flement I}

37. Thefirst element of claim 11 reads: “loading a software product on a computer, said

computer comprising a processor, memory, an input, and an output, so that said computeris

programmed to execute said software product.” I refer to this as Element 11.1 throughoutthis

declaration.

38. Beetcher discloses element 11.1. Specifically, Beetcher’s system includes a customer

computer 101 including a CPU 102, memory 104, and storage devices 106-108.’ This customer

computer 101 also includes a media reader 110 (1.e¢., an input) and an operator console 109 (Le.,

an output).® Asillustrated in annotated Figure 1, Beetcher discloses a computer having software

product 112 loaded for execution (dashed perimeter):

* Beetcherat 5:14-21, Fig. 1.

§ Beetcher at 5:25-32, 6:7-15, Fig. 1.
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ao. Beetcherexplains thatthe customer loads'the media, such as an optical disk, containing a.

software product onta the computer to execute the software product:

[Sloftware media 112 comprise-one or-moreoptical read/only disks, and -unit 110
ig an optical. diskreader: it being understood that electronic distribution or other
distribution media could be used, Upon receipt ofsoftware media 112, the customer
will typically load the desired software modulesfrom unit110 into system 101, and.
store the softwarernodules on storage devices 106-108?

40. Thus, each limitation of element11.1 1s disclosed by Beetcher:

 

? Beetcher alec? -15; see also Beetcher atAbstract, 348-50,951-55, Fig: 1, claim 6.
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c) Flement I}. 2

41. The second element of claim 11 reads: “said software product outputting a prompt for

input of license information.” [ refer to this as Element 11.2 throughout this declaration for

convenience.

42. Beetcher discloses element 11.2. Beetcher explains that its software product includes a

user interface routine for the customer to input a license key into the computer before the product

can be used.'° As an example, Beetcher explainsthat the software product prompts the user to

input license information:

This operation system support at virtual machine level 404 contains two user
interface routines needed to support input of the entitlement key. General imput
routine 441 is used to handle input during normal operations. In addition, special
install input routine 440 is required to input the key duringinitial installation
of the operating system. This is required because that part of the operating system
above machine interface level 405 is treated for purposes of this invention as any
other program product; it will have a product numberandits object code will be
infected with entitlement verification triggers. !!

Beetcherillustrates an unencrypted version of this license information in Figure 2, provided

below:

10 Beetcher at 7:66-8:8; see also Beetcher at 3:25-28.

'! Beetcher at 7:66-8:8.
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43. Beetcher goes onto explain that the ‘software’s “install input routine 440 interacts with

the operator to receive the input” ofthe customer’s license information during the software's

initial installation.!?. And as I explain with respect to element 11.1, the customer’s computer

includes anoperator console 109 shown with a monitor and keyboard that “canreceive input

froman operator.”!?

44: Thus, each limitation of element 11.2is disclosed by Beetcher.

i) Element-1/.3

45. The third element of claim 11 reads: “said software product using license infomation

entered via said input inresponse to saidpromptin a routine designed to decodea first license

code encoded in said software product.”I refer to this as Element11.3 throughout this

declaration for conventence,

‘2 Beetcher at 9:51-55; see aiso Beetcher-atFig. 4(reference number 440), claim 6.

'3 Beetcher at 3:25-28, Fig. 1.
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46. Reetcher discloses element 11.3. Beetcher explains that, after inserting the software’s

disk 112, the operator console prompts the customerto enter a license key.’ Beetcher teaches

that the customer enters entitlement key 111, i.2., license information, in response to the prompt

initiated byinstall input routine 440.!° After entering that key, Beetcher discloses that the

customer’s computer uses a decode key to initiate unlock routine 430 to decode the license code

encoded in the software product.!® Beetcher’s Figures 4 and 9a, provided below, showthe

software using the key (1.2., license information) entered by the customer to decodea first license

code encoded in the software product. For instance, annotated Figure 4 showsthat the install

input routine 440 starts unlock routine 430 once the customerinputs key 111 into the computer.!’

And “[u]nlock routine 430 uses the unique machine key to decode[] entitlement key 111”

(dashed perimeter):"*

4 Beetcherat 6:11-19, 7:66-8:8, Figs. 1, 9a.

'> Beetcher at 7:66-8:8; see also Beetcher at 9:51-55, Figs. 1, 4, claim 6.

'® Beetcher at 7:39-42, 9:49-60; see also Beetcherat 6:66-7:5, 8:60-62 Figs. 4, 9a.

'” Beetcher at 8:3-13, 9:52-60.

18 Beetcher at 7:39-42; see also Beetcherat 8:62-62; 10:27-36.
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4}. Beetcher details that unlodk routine 430 “handles the decoding process,” ilhistrated itt

Figure 9a’s steps 902-909: “Unlock routine 430 causes getmachine key function 420to rétrieve.

the machine serial number and generate the machine key at 902. Unlock routine 430 then uses

the machine keyto decode the entitlement key 111 at step 003.7!"

48 ‘Theurrencrypted entitlement key includes, among other things, version field 202

specifying the user’s entitled versionlevel as well as productentitlement flags field 205

13 Reatch er ab 9:57-60,
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specifying whieh product numberto which theuser is entitled.” Beetcherillustrates an

unencrypted version of this license information in Figure2, providedbelow:
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49. Beeicher’s unlock routine 430: «all complete the decoding process by building an

encodedproduct key table (step 904), populating the key table for therelevant software product

specified in the entitlement key (steps 905-908), and saving the key table (step 909)."! And

Beetcher’s RAM includes table 460 reflecting which products the userhas entitlement keys.” As

I detail below, the license information decodes a license code inthe software product using the

key’s-version and product numberfields.

50. When generatingits software code, Beetcher explains that the code ineludes a series of

entitlement verification triggering instructions.2? These triggering instructions are encoded into

the software code when being compiled and translated, as shown in Figure 3 below:

*0 Beetcher at 6:22-40,

2 Beetcher at 9:60-10:19,Figs. 5,9a.
22 Beetcherat 7:42-44,8:43-52, 10:20-47, Fig.6, Fig. 9a.
23 Beetcher at 6:41-48, 11:4-39: see alsa Beetcherat 414-23, 813-22, 8:56-9:20.
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FESSSSNSNNAAAOLERR

ARNE::
‘
.‘:: 

51. ‘Whenever Beetcher’s software code encounters one of the triggering instructions, the

code verifies that the customeris entitled to use the software. It does so by accessing the license

key-information storedin the key table 4604For instanee, Beetcher detailsthat the customer’ s

cornputer willaccess routines, suchas check lock function 422, to interpretthelicense.code

information contained in one of the triggering mstructions:

If any instruction is an entitlement verificationtriggering instruction301. (step
1604) cheek: lock-function 422 19 invoked. Check lock tunchon 422 accesses the.

‘product lock table-entry601 corresponding tothe product number contained im the
triggering instructional step 1005. If the version number in product locktable 460

44 Beetcher at 1048-11-39, see also Beetcher at Abstract,8: 14-22, $53-9:20, Fig. 10
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is equal to or greater than the version number 303 contained in triggering instruction
301, the software is entitled to execute (step 1006).”°

Thus, a POSITA would have understood that Beetcher teaches using license information in a

routine designed to decode a first license code encoded in a software product.

52. Moreover, Beetcher explains that the triggering instructions are encoded into the code

resources to control software functionality:

[An] additional barrier would be to define the entitlement triggering instruction to
simultaneously perform some other function.... The alternative function must be
so selected that any compiled software module will be reasonably certain of
containing a number of instructions performing the function. If these criteria are
met, the compiler can automatically generate the object code to perform the
alternative function (and simultaneously, the entitlement verification trigger) as
part of its normal compilation procedure. This definition would provide a
significant barrier to patching of the object code to nullify the entitlement triggering
instructions.”°

Beetcher further teaches that “the triggering instruction is also a direct instruction to perform

some other useful work .... [E]xecution of the triggering instruction causes system 101 to

perform some other operation simultancous with the entitlement verification.””’

53. Therefore, cach limitation of element 11.3 is disclosed by Beetcher. And as I explain

above, Beetcher discloses all the other elements of claim 11. Thus, in my opinion, claim 11 1s

anticipated by Beetcher.

2. Beetcher Anticipates Independent Claim 12.

a) Claim 12’s Preamble

54, The preamble of claim 12 reads: “A method for encoding software code using a computer

having a processor and memory, the method comprising.”

*5 Beetcher at 10:52-62, Tig. 10.

*6 Beetcher at 11:14-28; see also Beetcher at 4:25-33, 6:58-65.

“7 Beetcherat 6:58-65 (Beetcher specifies that these functions are those “which do not require that
an operand for the action be specified in the instruction.”).
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35. T understand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Beetcher

discloses claim 12’s preamble.

56. Claim 12 recites both a “computer” and a “computer system.”It is unclear whether those

elements refer to the same computing device or separate computing devices. When analyzing

claim 12 using the broadest reasonable interpretation, | interpret the “computer”recited in the

preamble to be a device separate from the term “computer system.”

57. Beetcher discloses a method for encoding software code using a computer with a

processor and memory. Beetcher explains that the software distributor has “development

computer system 125, which contains compiler 126 and translator 127” where “[t]he software

modules are recorded on software recording media 112” and “entitlement key

generator/enerypter 122 and a database 123 containing customerinformation.”** Beetcher

specifies these compiling and key generating functions may be performed by a single

computer.”? Annotated Figure 1, below, illustrates the distributor’s computer system distributing

memory media 112 and compiling encoded software code:

*8 Beetcher at 5:38-48; sze also Beetcher at 9:1-20.

* Beetcherat 5:51-58.
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58.  Beetcher’s Figure 7 shows the softwarecode being encodedte include watermarking

triggers decoded by the customer’ s licensing information?”

 

°° Beetcher at9:1-20, Fig. 7.
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COMPILER PRODUCES
PROGRAM TEMPLATE

AppenroeeoeS

PROGRAN 'eMBi :INPUT TOT 
58. “Thus, aPOSITA wouldhaye understood that Beetcher’s distributor compiles and stores

the encodesoftware code using a processor andmeniory akin to the console’s CPU 102 and

meriory devices 1106-108. Indeed, for.as:long as coriputers have been around, ithas b eet

standard practice to store the computer code that executes prograrns—such as the software code

used for Beetcher’s invention—in memory. Infact, a POSITA would have hadno option but to

storeBeetcher’s software code in memory, as this isrequired incomputerprogramming.

Similarly, it hascbeen standard: practice to execute suchprograms ising processor inthe

computer.

60. As I detail below, Beetcher teaches theremaining steps that comprise the method.
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A) Flement 12.1

ol. Thefirst element of claim 12 reads: “storing a software code in said memory.” I refer to

this as Element 12.1 throughout this declaration.

62. Beetcher discloses element 12.1. Specifically, Beetcher describes a development system

125 for compiling and translating for the software code.*! Beetcherstates that the software code

is stored as disks 112 in warehouse 120. A POSITA would have understood that developer

system 125 stores the compiled and translated code in memory and records that code onto disks

112 for distribution to customers. And as I discuss regarding claim 12’s preamble, it has been

standard practice to store computer code—such as Beetcher’s software code—in memory. In

fact, a POSITA would have had no option but to store this software code in memory, as this is

required in computer programming.

63. Thus, each limitation of element 12.1 is disclosed by Beetcher.

c) Element 12.2

64. The second element of claim 12 reads: “wherein said software code comprisesa first

code resource and provides a specified underlying functionality when installed on a computer

system.” I refer to this as Element 12.2 throughout this declaration.

65. Beetcher discloses element 12.2. Specifically, Beetcher teaches that its software code has

multiple code resources that include a first code resource.*” Beetcher’s code resources include

software modules 300 (dashed box) including sub-objects within the code, as shown below in

annotated Figure 4 and Figure 3.*° These sub-objects control multiple functions of the software

 

3! Beetcher at 5:38-48, 9:1-20.

>? Beetcher at 5:40-43, 6:1-15.

33 Beetcher at 6:41-45, 8:14-17, Fig. 4; see also Beetcher at 7:45-48, Fig. 3.
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installed. on the customer's computersystem 101%* And Beetcher’s softwareprevents unwanted

“patching” ofthese sub-objects byincluding entitlement verification triggeringinstructions

30135
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4 Beetchet at 6:58-65,.114-39 see alsa Beetcherat Abstract, 428-33, &65-7:5, claim 3.

3° Beetcher at4:25-33, 11:11-39, see alsa Beetcher at Abstract, 314-18:
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66. The’842-Patent refers to sub-cbjects anda memory scheduler as exarnples ofcode

resources©A POSITA would have understood that Beetcher’ s:module sub-objects are sub-

objects.

67. Relying on Beetcher’s description, a POSITA would have understood that one sub-obyect

in module 300isa first code resource providing a specified underlying functionality when

installed on the customer’ s computer system101 and unlocked usingthe lenseinformation

(key),

fe Thus, each limitation of elethent. 12. Dis disclosed by Beetcher

36249Patent at11-55-65, 1536-42.
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d) Flement | 2.3

69. Thethird element of claim 12 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to form a first license key encoded

software code.” I refer to this as Element 12.3 throughout this declaration.

70. Beetcher discloses element 12.3. Beetcher details encoding its software code by the

distributor system which includes development system 125 and marketing system 124, which

may be “a single computer system performing both functions.”*’ As demonstrated, Beetcher

describes encodinga first license key into the software code where that key is used to authorize

access to the software product:

Software module 300 is part of a program product in compiled object code form
which executes on system 101.... [T]he actual executable code operates at
executable code level 403, as shown by the box in broken lines. The executable
code contains entitlement verification triggering instructions 301 (only one shown),
which are executed by horizontal microcode check lock function 422.*8

71. The encoding referenced is illustrated in Figure 3:

7 Beetcher at 5:37-58, 6:41-65, 11:4-39.

38 Beetcher at 8:13-23; see also Beetcher at 4:3-21, 6:20-55, 7:39-44, 8:58-67, 9:51-56, 10:22-38.
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“2. ‘The cornputer in Beetcher’s development systern 125 performs theencoding, as depicted

inFigure’? at step 704, and described as: “The program template serves as input to translator 127

at step 704; along withits product number and version mamber identification, Translator 127

autornatically generates a sub stantial number of entitlement verification triggers, inserts them: in.

randomlocations in the object code..."

3? Beetcher at 9:10-16;see alsoBeetcher at 5:38-47, 91-10, 9-16-20, Fig. 7.
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43:|Purthertore, the corriputer inBeetchers. development system] 25.uses anencoding

algorithrn to encode thefirst license key. Beetcher’s system usesa set of instruction, as

illustrated in Figure 7, to encode triggers into the-software code to form thefirst license key"

‘eensol ceca :: SUUREE COOE lear
i 1 QBPLER

(pRocRam TEMPLATE. |
INPUT TOTRANSLATOR 

74. The compiler starts the process by producing a template (step 702), next the templateis

input into the translator (step 7039, then the translater encodesthe triggers/license keys into the

code (step 704), andfinally the translator resolves referencesafter key insertion to produce the:

executable module”The generation of “a substantial numberof entitlementtriggers” and

"0 Beetcher at 9:10-16, see also Beetcher at 5:38-47,9:1-10, 9:16-20, Fig: 7.

4) Beetcher at $:6-20, Fig. 7.
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“insert[ing] them in random locations in the object code” that would require “an encrypted

entitlement key” would require an encoding algorithm."? Thus, a POSITA would have

understood Beetcher’s Figure 7 illustrates an encoding algorithm. Beecher’s encoding processis

additionally described with respect to element 11.3.

75. Moreover, during the original prosecution, Patent Owner stated that “[e|ncoding using a

key and an algorithm is known.’ Thus, a POSITA would have understood that Beetcher’s

encoding technique necessarily includes a first license key and an encoding algorithm to form a

first license key encoded software code.

76. Thus, each limitation of element 12.3 is disclosed by Beetcher.

é) Element 12.4

77. The fourth element of claim 12 reads: “wherein, when installed on a computer system,

said first license key encoded software code will provide said specified underlying functionality

only after receipt of said first license key.” I refer to this as Element 12.4 throughoutthis

declaration.

78. Beetcher teaches clement 12.4. Specifically, Bectchor discloses that its first license key

encoded software code provides the specified underlying functionality only after receipt of the

first license key.*4 For example, Beetcherstates:

For support of such a traditional compilation path where the object code formatis
known by customers, additional barriers to patching of the object code to nullify or
alter the entitlement triggering instructions may be appropriate. One such additional
barner would be to define the entitlement triggering instruction to simultaneously
perform some other function. In this case, it is critical that the alternative function
performed by the triggering instruction can not be performed by any other simple

*? Reetcher at 9:12-48.

43 °842 Prosecution History at 519.

“4 Beetcher at 6:58-65, 11:4-39; see also Beetcher at Abstract, 3:14-18, 4:25-33, 6:65-7:5, claim
3.
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instruction. The alternative function must be so selected that any compiled software
module will be reasonably certain of containing a number of instructions
performing the function. If these criteria are met, the compiler can automatically
generate the object code to perform the alternative function (and simultaneously,
the entitlement verification trigger) as part of its normal compilation procedure.
This definition would provide a significant barrier to patching of the object code to
nullify the entitlementtriggering instructions.**

79. And as described with respect to element 12.3, Beetcher teaches encoding the triggering

instructions into the software code that is decoded via thefirst license key.

80. Beetcher’s Figure 10, as reproduced below,illustrates providing the software’s

underlying functionality based on thefirst license key (triggering information). For instance,

Beetcher explains:

81. System 101 executes the module by fetching (step 1001) and executing (step 1002) object

code instructions until done (step 1003). If any instruction is an entitlement verification

triggering instruction 301 (step 1004) check lock function 422 is invoked. Check lock function

422 accesses the product lock table entry 601 corresponding to the product number contained in

the triggering instruction at step 1003. If the version numberin product lock table 460 is equal to

or greator than the version number 303 contained in triggering instruction 301, the software is

entitled to execute (step 1006),*°

*S Beetcher at 11:10-28.

46 Beetcher at 10:49-60; see also Beetcher at 10:48-49, 10:60-11:3.
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Be, Consequently, each lirnitation of element 12448 disclosedby Beetcher. And asI explain

above, Beetcherdiscloses all the other elements of claim 12. Thus, inmy opinion, claim 12 is

anticipated by Beetcher:

a Beetcher Anticipates Independent. Claman 13.

a Claim 13's Preamble

83. ‘Theprearnble of claim 13 reads: “ A‘method for encoding soltware code using-a computer

having a processor and memory, comprising”

4snierdont that a claim’s preamble generally does not limit the scope of the clairn under
the broadest reasonable interpretation applied during reexamination. Nevertheless, Beetcher

diseloses clarn.13’s preamble.
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85. Claim 13’s preamble appears to be the same as claim 12’s preamble. And as T explain

above, Beetcher discloses a method for encoding software using a computer with a processor and

memory. Thus, Beetcher teaches this preamble.

b) Element 13.1

86. Thefirst clement of claim 13 reads: “storing a software code in said memory.”I refer to

this as Element 13.1 throughout this declaration.

87. Element 13.1 is identical to element 12.1, which I discuss above. For the same reasons as

Texplain above, Beetcher discloses each limitation of element 13.1.

é) Elemeni 13.2

88. The second element of claim 13 reads: “wherein said software code comprisesa first

code resource and provides a specified underlying functionality when installed on a computer

system.” [ refer to this as Element 13.2 throughout this declaration.

89. Element 13.2 is identical to element 12.2, which I discuss above. For the same reasons as

Texplain above, Beetcher discloses each limitation of element 13.2.

d) Element 13.3

90. The third element of claim 13 reads: “modifying, by said computer, using a first license

key and an encoding algorithm, said software code, to form a modified software code; and

wherein said modifving comprises cneoding said first code resource to form an encodedfirst

code resource.” [ refer to this as Element 13.3 throughout this declaration.

91. Beetcher discloses element 13.3. As identified with respect to element 12.3, Beetcher’s

distributor system includes a computer that encodes software code usinga first license key (e.g.,

triggering information) and an encoding algorithm (e.g., Figure 7). And Beetcher’s encoding
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process modifies the software code by inserting triggering information into the software code.”

For example, Beetcher teaches that compiled software codeis inputto a translator which

modifies the code-by“ automatically generat[ing] a substantial number ofentitlementverification

triggers” and * inserting] therf in randori locations im.the object code,” asshown in Figures

steps 703 and 704° Figure 3 illustrates this modifying by inserting triggeringinformation 301, to

form a modified software code:
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“T-Beetcher at 8:13-23, 9:1-20; see also Beetcherat 5:38-47, 9°1-10, 9: 16-20, Fig 7,
48 Beatcher ab 9:11-145.

DISH-Blue Spike-602

Exhibit 1007, Page 0180



DISH-Blue Spike-602
Exhibit 1007, Page 0181

92. As explained with respect to elements 12.2, Beetcher’s software code includes a series of

code resources corresponding to sub-objects. And Beetcher teaches a given first code resource is

modified to encode the first code resource via the triggering information.** Forinstance,

Beetcher teaches:

For support of such a traditional compilation path where the object code format is known
by customers, additional barriers to patching of the object code to nullify or alter the
entitlement triggering instructions may be appropriate. One such additional barrier would
be to define the entitlement triggering instruction to simultaneously perform some other
function. Tn this case, it 1s critical that the alternative function performed bythe triggering
instruction can not be performed by any other simple instruction. The alternative function
must be so selected that any compiled software module will be reasonably certain of
containing a numberof instructions performing the function. If these criteria are met, the
compiler can automatically generate the object code to performthe alternative function
(and simultaneously, the entitlement verification trigger) as part of its normal compilation
procedure. This definition would provide a significant barrier to patching ofthe object code
to nullify the entitlement triggering instructions.*°

A POSITA would have understood that such modification results m an encodedfirst code

resource.

93. Further, during the original prosecution, Patent Owner specified that “[e]ncoding using a

key and an algorithm is known.”>! Therefore, a POSITA would have understood that Beetcher’s

encoding technique necessarily includes a first license key and an encoding algorithm to form a

modified encodedfirst code resource.

94. Thus, each limitation of element 13.3 is disclosed by Reetcher.

 

4 Beetcher at 4:25-33, 11:11-39: see also Beetcher at Abstract, 3:14-18.

*° Beetcher at 11:10-28.

5! 849 Prosecution History at 519.
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2) Flement 13.4

95. The fourth element of claim 13 reads: “wherein said modified software code comprises

said encoded first code resource, and a decode resource for decoding said encodedfirst code

resource.”I refer to this as Element 13.4 throughout this declaration.

96. Beetcher discloses element 13.4. Beetcher explains that its modified software code

includes a decode resource for decoding the encodedfirst code resource. Beetcher discloses that

executing a trigger 301 invokes check lock function 422, which results in accessing “unlock

(decode key)” function 430 upon confirmation that the customer possesses the sofitware’s license

key.*? Beetcher’s Figure 4, as annotated below,illustrates the decode resource (dashed

perimeter) of the modified software code:

*? Beetcher at 10:22-39, 10:52-65, Figs. 9b, 10; see also Beetcher at 7:16-38, 8:18-22, 9:49-10:7,
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97. Thus, each limitation of element13.4 is disclosed by Beetcher:

i Flemert 13.5

98. The last element of claim 13-reads: “wherein said decoderesource is configured to

decode said encoded first code resource uponreceipt ofsaid first license key.” Trefer to this. as

Element 13.5 throughout this declaration.

oo. Beetcher'discloseselement 13.5. Beetcher states that its decode resource decodesthe:

encoded firstcode resource upon receiptiofthe license key, Beetcher, forinstaricey states that

unlock routine 430“fetches the encryptedentitlernent key fromm... table 450°. and decodes the

entitlement key .... The triggering instructionis thenretried and program execution continues at
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step 928."And Beetchier’ Figure 9b illustrates accessing the decode resourceta decode the

encoded first code resources basedonthe entitlement key, reflected in steps 921 to 928:
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Thus, aPOSITA would haveunderstoodthat Beetcher’s decoderesourceis configured to decode.

the encoded First code resource based on first Heense key.

100. Therefore, each lirnitation of element13.5 is disclosed by Beetcher. Andas explain

above,Beetcher discloses all the other elements ofclaim 13. In myopinion, claim 13 1s

anticipated byBeetcher:

73 Beatcher ab 10:27-38.
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4. Beetcher Anticipates Independent Claim 14.

a) Claim 14’s Preamble

101. The preamble of claim 14 reads: “A method for encoding software code using a computer

having a processor and memory, comprising.”

102. lunderstand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Beetcher

discloses claim 14’s preamble.

103. Claim 14’s preamble appears to be the same as each of claim 12 and 13’s preamble. As I

explain above, Beetcher discloses a method for encoding software using a computer with a

processor and memory. Thus, Beetcher teaches this preamble.

b) Element 14.1

104. The first element of claim 14 reads: “storing a software code in said memory.” I refer to

this as Element 14.1 throughout this declaration.

105. Element 14.1 is identical to element 12.1, which I discuss above. For the same reasons as

lexplain above, Beetcher discloses each limitation of element 14.1.

c) Element 14.2

106. The second element of claim 14 reads: “wherein said software code defines software

code interrelationships between code resources that result in a specified underlying functionality

when installed on a computer system.” T refer to this as Element 14.2 throughout this declaration.

107. Beetcher discloses element 14.2. Beetcher describes that its software code is compiled

imto execulable code by compiler 126. This compiler works with translator 127 to compile the

software sub-objects and insert triggering information.** And Beetcher specifies that translator

“4 Beetcher at 8:14-17.
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127 “resolvesreferences” in the softwere code, which corresponds to‘dehming code

interrelationships between code resources.” As shown in steps 701 and 702 ofFigure 7,

Beetcher discloses its software code isinputinto compiler 126 that produces a template of the

software code

ROSE
ScinnnnthiasanoonipisSiac ean2
 

108 A POSTTA would have understood that this software code template-also defines the code

interrelationships betweeri the code resources. As the Patent Owner stated during the original

prosecution, software code interrelationships are defined during the cormpiling process of

conventional software applications:

=? Beetcher 911-18.

*8 Beetcher 8 14-17, 91-20, Fig, 7; see alse Beetcher at 537-39,641-45, 763-66

a2
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What the examiner has implied by alleging that the "specification ... fails to teach
or mention 'software code interrelationships"' is that software code
interrelationships were somehow unknownin the art, which clearly is not the case.
As admitted, in the specification at the beginning of paragraph [0051]. an
“application" comprises "sub-objects"” whose “order in the computer memoryis of
vital importance"in order to perform an intended function. And as admitted further
in paragraph [0051], "When a program is compiled, then, it consists of a
collection of these sub-objects, whose exact order or arrangement in memory
is not important, so long as any sub-object which uses another sub-object
knows where in memory it can be found." Paragraph [0031] of course refers
to conventional applications. Accordingly, that is admittedly a discussion of
what is already know by one skilled in the art. Accordingly, the examiner's
statement that the specification lacks written description support for "software code
interrelationships” is inconsistent with the fact that such interrelationships were
explained in paragraphs [0051] and [0052] as a fundamental basis of pre-
existing modem computer programs.”’

109, Additionally, during the original prosecution, Patent Owner specified that

“interrelationships between code resource are not that which is novel.” *® Based on the Patent

Owner’s admissions,it is clear that a POSITA would have understood that Beetcher’s code

necessarily defines code interrelationships between code resources.

110. Beetcher further discloses that the code resource interrelalionships specify the underlying

application functionalities when installed on the customer’s computer 101. For example,

Beetcher’s software code includes multiple entitlement verification triggers.°? And Beeteher

details that certain code resources include triggering instruction that controls the underlying

functionalities of the software code:

[An] additional barrier would be to define the entitlement triggering instruction to
simultaneously perform some other function.... The alternative function must be
so selected thal any compiled sofiware module will be reasonably certain of
containing a number of instructions performing the function. If these criteria are
met, the compiler can automatically generate the object code to perform the
alternative function (and simultancously, the entitlement verification trigger) as
 

57 *842 Prosecution History at 519,

*8 849 Prosecution History at 519.

*? Beetcherat 4:15-33, 9:1-3, 10:22-34, Fig. 3, see also Beetcher at 6:45-65, 8:19-22, 10:52-11:39.
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part of its normal compilation procedure. This definition would provide a
significant barrier to patching of the object code to nullify the entitlement triggering
instructions.

111. Beetcher further teaches that “the triggering instruction is also a direct instruction to

perform some other useful work .... [E]xecution of the triggering instruction causes svstem 101

to perform some other operation simultaneous with the entitlement verification.”°! Thus, a

POSITA would have understood that the code interrelationships between Beetcher’s code

resources result in a specified underlying functionality once installed.

112. Thus, each limitation of element 14.2 is disclosed by Beetcher.

da) Element 14.3

113. The third element of claim 14 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to form a first license key encoded

software code.” I refers to this as Element 14.3 throughout this declaration.

114. Element 14.3 is identical to element 12.3, which I address above. For the same reasonsI

explain above, Beetcher discloses each limitation of element 14.3.

115. Also, during the original prosecution, Patent Ownerstated that “[e]ncoding using a key

and an algorithm is Known”and that “an mterrelationship in software code is necessarily defined

by digital data, and digital data can obviously be encoded by an encoding process.”Therefore,

a POSITA would have understood that Beetcher’s encoding technique necessarily includes a first

license key and an encoding algorithm to formafirst license key encoded software code.

©? Beetcher at 11:14-28; see also Beetcher at 4:25-33, 6:58-65.

6! Beetcher at 6:58-65 (Beetcherspecifies that these functions are those “which do not require that
an operand for the action be specified in the instruction.”).

6 849 Prosecution History at 519.
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2) Flement 14.4

116. The fourth element of claim 14 reads: “in whichat least one of said software code

interrelationships are encoded.” I refer to this as Element 14.4 throughout this declaration.

117. Beetcher discloses element 14.4. As described with respect to element 14.2, Beetcher

teaches that its software code defines code interrelationships between code resources and

triggering information 301 in the code control certain underlying software functionality. And

Beetcher explains that triggering information 301 is encoded into the software code.® For

instance, Beetcher details that the triggering instructions will be encoded inte the code resources

controlling software functionality:

[An] additional barrier would be to define the entitlement triggering instruction to
simultaneously perform some other function.... The alternative function must be
so selected that any compiled software module will be reasonably certain of
containing a numberof instructions performing the function. If these criteria are
met, the compiler can automatically generate the object code to perform the
alternative function (and simultaneously, the entitlement verification trigger) as
part of its normal compilation procedure. This definition would provide a
significant barrier lo patching of the object code to nullify the entitlement triggering
instructions.“

118. And Beetcher teaches that “the triggering instruction is also a direct instruction to

perform some other useful work .... [E]xecution of the triggering instruction causes system 101

to perform some other operation simultaneous with the entitlementverification.”Therefore, a

POSITA would have understood that this encoded triggering mformation includes encoded code

interrelationship of the code resources.

“3 Beetcher at 4:25-33, 6:58-65, 11:4-39.

4 Beetcher at 11:14-28; see also Beetcher at 4:25-33, 6:58-65.

6 Beetcherat 6:58-65 (Beetcherspecifies that these functions are those “which do not require that
an operand for the action be specified in the instruction.”).
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119. Therefore, each limitation of element 14.4 1s disclosed by Reetcher. And as I explain

above, Beetcher discloses all the other elements of claim 14. Thus, in my opinion, claim 14 is

anticipated by Beetcher.

B. Claims 11, 12, 13, and 14 are Anticipated by Beetcher °072.

120. Itis my understanding that Beetcher ’072 claims priority to U.S. Application No.

07/629,295, as reflected on the cover of Beetcher °072.It is also my understanding that Beetcher,

which I discuss in Section VIILB, also claims priority to U.S. Application No. 07/629,295.

Throughout my discussion of Beetcher ’072, I refer to the figures from Beetcher 072 and the

English translation of Beetcher °072’s specification and claims.

1. Beetcher ’072 Anticipates Independent Claim 11.

a) Claim 11’ s Preamble

121. The preamble of claim 11 reads: “A method for licensed software use, the method

comprising.”

122. Junderstand that a claim’s preamble generally does not limit the scope ofthe claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Beetcher ’072

discloses claim 11°s preamble.

123. Beetcher ’072 discloses a method of controlling access to licensed software using an

enerypted entitlement key.Beetcher ’072 summarizes its invention as:

According to the present invention, software is distributed without the qualification
grant for performing. Execution of software is attained by the enciphered
qualification grant key which is distributed independently. This qualification grant
key contains a plurality of qualification grant bits which instruct the consecutrve
numbers of the machine with which software is licensed to it, and which software
module has the qualification it runs by that machine.©’

© Beetcher ’072 at Abstract, {| 0020, 0022, 0043; see also Beetcher °072 at JJ 0001, 0004, 0016.

67 Beetcher °072 at J 0020.
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124. Beebtcher 72's Figure 10, reproduced below, depicts theuse of an entitled version of

softurare based onthe customer's license:
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125. -AsIdetailbelow, Peetcher ‘O72teaches the remaming steps that comprisethe method.

5) Hlemert tis}

126. The first-element of claim11 reads: “loading a softwareproduct.on a computer, said

computer comprising aprocessor, memory, an input, and anoutput, sothat said computerts

programmed toexecute said software product.” I refer tothig as Element 11.1 throughoutthis

declaration.
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12%. “Beebtcher OQ? 2-discloses elernent 111)Beetcher ’O72’s:systern inelides. a. customer

computer 101 including a CPU102, memory 104, and storage devices106-108." This customer

computer 101 -also includes.a media reader 110(ie; an-input)}and an operator console 109 Ue,

an. output)®* As shown below in annotated Figure 1, Beetcher 072discloses'a computer having

software product 112 loaded for'execution (dashed perimeter):
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8 Beetcher “O72 at ] 0023, Fig..1,

©? Beetcher 072 at ff] 0023, 0027, Fig 1.
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128.  Beetcher ’072 teaches that the customer loads the media, such as an optical disk,

containing a software product onto the computer to execute the software product:

[SJoftware media 112 comprise one sheet or a plurality of read-only optical dises,
and the medium reader 110 is an optical disc reader. However, please understand
that an electronic distribution medium and cther distribution media can also be

used. Ifthe software media 112 are received, a customer will load a desired

software module to the system 101 from the medium reader 110, and will usually
memorize the software module to the memory storage 106-108.”

129, Thus, each limitation of element 11.1 is disclosed by Beetcher 7072.

é) Element 11.2

130. The second element of claim 11 reads: “said software product outputting a prompt for

input of license information.” [ refer to this as Element 11.2 throughout this declaration for

convenience.

131. Beetcher ’072 discloses element 11.2. Beetcher ’072 teaches that its software product

contains a user interface routine for the customerto input a license key into the computer before

the product can be used.”! For instanec, Beetcher ‘072 explains that the software product prompts

the user to input license information:

The support of this operation system contains two user interface routines
required to support the input of a qualification grant key on the virtual-
machine level 404, The general input routine 441 is used for processing an input
in normal operation. The installation input routine 440 special to inputting a
qualification grant key is required during the initial introduction of an
operation system. The thing which needs this is because the portion of an upper
level operating systemis treated as other programproducts by the present invention
from the machine interface level 405. Namely, such a portion has product number
and the target code is subject to the influence of a qualification verification
trigger.’”

 

°° Beetcher 072 at 4] 0027; see also Beetcher °072 at Abstract, 44 0014, 0040, Fig. 1, claim 6.

“I Beetcher °072 at { 0033; see also Beetcher ’072 at ] 0010.

” Beetcher °072 at J 0033.
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Beetcher °072 illustrates an unencrypted version of this license formation in Figure:2, provided

below:

   
  

agi 202 208 nea aeCGEM) 798XK we Me . s,

: 1 l ,i

_ . aTIL | aHISOC ROK Yb)
|
|I

260

 

C4kM

 
SY ee

iN Deg Ue RELBS
(8Eu B) CPeEy kD

aNaS
xaN
ENaN=f
ENaN=f
ENaNaN
ENaN=f
ENaN=f
ENaNaN
ENaN=f
ENaN=f
ENaNaN
ENaN=f
ENaN=f
ENaN=f
aSaN=f
aSaNaN
A
 

132. Beetcher 072 further teaches that the software’s “installation input routine 440 has a

dialog wilhan operator, and receives an impul” of the custommer’s heense information durnig the

software’s initial installation.” And as I discuss with respect to element 11.1, the customer’s

computerincludes an operator consule. 109 shown with a monitor and keyboard that “receive the

input from an operator.”

133. “Thus, each limitation ef element 11.2.1s disclosed by Beetcher ’072.

a) Element 113

134. Thethird element of claim 11 reads: “said software product using license information

entered via said inputin response to said prompt-in a-routine designed to decode a first license

code encoded in said software product.” L refertothis as Element 11.3: throughoutthis

déclaration for converiende.

3 Beetcher "072at §] 0040: see a/so Beetcher °072 at Fig. 4 (referencenumber 440), claim 6.

™ Beetcher *°072 at ] 0023: see also Beetcher *072 at {ff 6025, 0033, 0039, Fig. 1.
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135.  Beetcher ’072 discloses element 11.3. Reetcher °072 explains that, after mserting the

software’s disk 112, the operator console prompts the customer to enter license information.

Beetcher °072 explains that the customer enters entitlement key 111, i.e., license information, in

response to the promptinitiated byinstall input routine 440."° After entering that key, Beetcher

*0'72 teaches that the customer’s computer uses a decode keyto initiate unlock routine 430 to

decode the license code encoded in the software product.”® Beetcher 7072's Figures 4 and 9a,

which are provided below, show the software using the key(1.e., license information) entered by

the customer to decode a first license code encoded in the software product. For example,

amiotated Figure 4 depicts that the install input routine 440 starts unlock routine 430 once the

customer inputs key 111 into the computer.’’ And “unlocking routine 430 decodesthe

qualification grant key 111 using a peculiar machine key” (dashed perimeter): *

 Beeteher 7072 at §] 0033; see also Beetcher 072 at § 0040, Figs. 1, 4, claim 6.

*© Beetcher 072 at 9 0032, 0040; see also Beetcher °072 at Jf 0030, 0037, Figs. 4, 9a.

? Beetcher 072 at Ff 0033, 0040.

*8 Beetcher 072 at | 0032; see also Beetcher °072 at FJ 0037; 0041.
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136, Beetcher’072 teaches that unlock routine430 “handles the decoding process,” which is

illustrated in Figure 9a’s steps 902-909“The lock release routine 430 makes the machine-key

acquisition function 420 search machine consecutivenumbers with Step 902, andmakes it

generate a machine keyat it. Subsequently, the lock release routine430 decodes the qualification’

grant key 111 at Step 903 using a machine key.””? The unencrypted entitlement key includes,

among otherthings, version field 202 specifyingthe user’s entitledversion level as well as

product entitlementflags field 205 specifying which product numberto which the user is

 

7? Beetcher 7072 at JO040.
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entitled.®° Beetcher '072 illustrates an unencrypted version ofthis. license informationin.Figure

2, provided below:
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137. Beetcher 072’s unlock routine 430 will complete the decoding process by building an

encoded product key lable (step 904), populatingthe keytable for the relevant soltware product

(steps 905-908), and saving the key table (step 909). And Beetcher. °072’s RAM includes table

460 reflecting which products the user has entitlement keys.** As I detail below, the license

information.dccodcs.a. license code in the software product using the key’s version ficld:and

preduct number fields.

138. When generating its software code, Beetcher 072 teaches thatthe code-includes a series

of entitlement verification triggering instructions.” These triggeringinstructions are encoded

into the software when being compiled and translated, as shows in Figure 3 provided below:

8 Reetcher 072at {] 0028.

8! Reetcher "072al § 0040,Figs, 5, 94

8? Beetcher 072 at $f 0032, 0036, 0041, 0042, Fig. 6, Fig. 9a.

83 ‘Beetcher °072 at ff 0029, 0044: see also Beetcher °072 at $f 0021, 0033-34, 0037-38.
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AMAA“ASAAARAAASAAARS 
139 (Whenever Beetcher’072's software code encounters one of the verification triggers, the

code verifies that the customer is-entitled to use-the software, Thdoes soby-accessing the license

key information storedin the keytable 460™ For instance, Beetcher °072 details that the

customer’ s computer will access routines, such as check lock fisnction 422, to interpret the

license code information contained in one ofthe triggers:

When a command is the qualification verification trigger 301 (Step1004), the lock:
checkingfeature 42? is called. At Step 1005, the lock checkingfeature 422 accesses
the productlocking table entry601 to-which it corresponds to the produet number
included ina qualification verification tngger, The qualification for the version
number.in the product lockingtable 460 being equal to the version nurnber 303
contained inthe qualification verification trigger 301, of performingsoftware, in
being larger thantLis grven (Step 1006). In this case,the lock checking feature 422

4 Beetcher 7072 at (] 0043-44, see alsa Beetcher 072 at Abstract, YW] 0034, G037-38, Fig.10
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does not perform treatment beyond it, but a system proceeds to execution of the
next target code commandin a software module.®

Thus, a POSITA would have understood that Beetcher °072 teaches using license information in

aroutine designed to decodea first license code encoded in a software product.

140, Additionally, Beetcher °072 teaches that the triggering instructions will be encoded into

the code resources to control software functionality:

[An] additional barrier|] is defining a qualification verification trigger, as other
functions of a certain are performed simultaneously.... This alternate function must
be selected so that any compiled software modules may include some commands
which performthat function quite reliably. When having coincided in these criteria,
the compiler can generate automatically the target code which performs the
alternate function (it is also a qualification verification trigger simultaneously with
it) as a part of the usual compilation order. This definition should bring about the
important barrier to ‘patching’ of a target code which invalidates a qualification
verification trigger.*°

Beetcher °072 further discloses that “a qualification verification trigger is also the direct

instruction ... which performs other useful work of a certain.... [I]f a trigger commandis

executed, the system 101 will perform other operations of a certain simultancously with

qualification verification.’*’

141. Therefore, cach limitation of element 11.3 1s disclosed by Beetcher °072. And as I

explain above, Beetcher °072 discloses all the other elements of claim 11. Thus, in myopinion,

claim 11 is anticipated by Beetcher °072.

®5 Beetcher 7072 at §] 0043,Fig. 10.

86 Beeteher 072 at J 0044; see also Beetcher °072 at Fj 0021, 0029.

8? Reetcher °072 at $ 0029 (specifiying that these functions are those “which does not need to
divide, does not need to be ordering the operand for the processing and does not need to be
specified”).
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2. Beetcher ’072 Anticipates Independent Claim 12.

a) Claim 12’s Preamble

142. The preamble of claim 12 reads: “A method for encoding software code using a computer

having a processor and memory, the method comprising.”

143. understand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Beetcher 7072

discloses claim 12’s preamble.

144, Claim 12 recites both a “computer” and a “computer system.” It is unclear whether those

elements refer to the same computing device or separate computing devices. When analyzing

claim 12 using the broadest reasonable interpretation, I interpret the “computer” recited in the

preamble to be a device separate from the term “computer system.”

145, Beetcher ’072 teaches a method for encoding software code using a computer with a

processor and memory. Beetcher ’072 explains that the software distributor has “computer

system 125 for development contain the compiler 126 and the translator 127” where “[al

software module is recorded on the software recording medium 112”and “generation/enciphered

program 122 of a qualification grant key, and the data base 123 containing customer data.’’**

Beetcher °072 details these compiling and key generating functions may be performed bya

single computer.®? Below annotated Figure 1 illustrates the distributor’s computer system

distributing memory media 112 and compiling encoded software code:

88 Beetcher 072 at J 0024, see also Beetcher ’072 at | 0038.

® Beetcher °072 at J 0024.
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147, ‘Thus, aPOSITA would haye understood that Beetcher ’072’s distributor cornp ies: arid

stores the encode software code using a processor and memory akinto the console’s CPU 102

and miemory deviees.1106-108. Indeed, for as long as cormputers have been around, st has been

standard practice to store thecomputer code that executes prograrns—such asthesoftware code

used for Beetcher "072" s invention:-—in memory. In fact, a POSITA would have hadne option

but to store Beetcher O72’ s software code in memory, as this'is required in computer

programming. Similarly, it has been standard practice to executesuch programsusing a

processorin the computer.

14 As] detail below, Bestcher *072teaches the remaining steps that cornprise the qethod.
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A) Flement 12.1

149. The first element of claim 12 reads: “storing a software code in said memory.”I refer to

this as Element 12.1 throughout this declaration.

150, Beetcher °072 discloses element 12.1. Beetcher ‘072 teaches a development system 125

for compiling and translating for the software code.”! Beetcher 072 discloses that the software

code is stored as disks 112 in warehouse 120. A POSITA would have understood that developer

system 125 stores the compiled and translated code in memory and records that code onto disks

112 for distribution to customers. And as I discuss regarding claim 12’s preamble, it has been

standard practice to store computer code—such as Beetcher ’072’s software code—in memory.

In fact, a POSITA would have had no option but to store this software code in memory, asthis is

required in computer programming.

151. Thus, each limitation of element 12.1 is disclosed by Beetcher °072.

c) Element 12.2

152. Thesecond element of 12.2 reads: “wherein said software code comprises a first code

resource and provides a specified underlving functionality when installed on a computer

system.” I refer to this as element 12.2 throughout this declaration.

153. Beetcher ’072 discloses element 12.2. Beetcher ‘072 states that its software code has

multiple code resources that include a first code resource.”” Beetcher ’072’s code resources

include software modules 300 (dashed box) including sub-objects within the code, as shown

below in annotated Figure 4 and Figure 3.7? These sub-objects control multiple functions of the

 

*! Beetcher 7072 at Jf 0024, 0038.

» Beetcher °072 at Jf 0024, 0026-27.

3 Beetcher 072 at JF 0029, 0034, Fig. 4; see also Beetcher °072 at 0032, Fig. 3.
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software installed onthe custorner’s cortiputer system. 101." And Beetcher’072's software

prevents unwanted “patching”of these sub-objectsby including entitlement verification

triggering instructions 301°
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4 Beetchet O72 at 9 0029, 0044: see also BeetcherO72 at Abstract, 90021, 0030,claim 3..

5 Beetcher O72 at TW] 0021, 0044: see alseBeetcher 072 at Abstract, ] GO09.
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454 “The "842 Patent refers to sub-obj ects anda memory scheduleras exarnples ofcode

resources.A. POSITA would have understood that Beetcher 072’ s module.sub-objects are sub-.

objects:

155. Relyingon Beetcher ‘O72's description,a POSITA would have understoodthat one sub-

object in module. 300)1s a first code resource providinga specifiedunderlying functionality

when installed on the customer's computer system 101 and unlocked usingthe license

information dey’.

156. Thus, each lirnitation of element 12.2 is disclosed by Beetcher*072.

96249Patent at11-55-65, 1536-42.
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d) Flement | 2.3

157. The third element of claim 12 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to form a first license key encoded

software code.” I refer to this as Element 12.3 throughout this declaration.

158. Beetcher ’072 discloses element 12.3. Beetcher ’072 details encoding its software code

by the distributor system which includes development system 125 and marketing system 124,

“single computer systems may be physically used performs both of functions.”’’ Beetcher ’072

describes encodinga first license key into the software code where that key is used to authorize

access to the software product:

The software modules 300 are some program preducts of the compiled target code form
which is performed on the system 101.... [T]he code which can actually be executed
operates on the executable code level 403 as shown by the frame of the broken lines. The
executable code contains the qualification verification trigger 301 (only one is shown in
the figure) performed by the lock checking feature 422 of a horizontal microcode. ”®

159. This encoding is shown in Figure 3:

7 Beetcher °072 at Jf 0024, 0029, 0044.

°8 Beetcher °072 at {] 0034; see also Beetcher *072 at Jf 0020-21, 0028-29, 0032, 0037, 0040-41.
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160, The cornputer in Beetcher’072’s developrnent system 125performsthe encoding, as

shown in Figure 7 at step 704, described as: “At Step704, aprogramternplate identifies the

product nurfiber and version nuriber,and itworks as.an input to the translator 127,

Automatically, the translator 127 generates most number ofqualification verification triggers,

inserts this inthe random position in a target code ....7°°

161. Moreover, the computer in Beetcher’072's developrnent system 125 uses an encoding

algorithm to encodethe first license key. Beetcher '072's system uses a set of instruction, as

shown in Figure?, to encode triggers intothesoftware code toformthe firstlicensekey!

 

*? Beetcher 072 at ] 0038: see also Beetcher’ 072 at] 0024, Fig. 7.

10 Beetcher 072 at ] 0038; see alsa Beetcher "O72 at ] 0024, Fig, 7.
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162. The cornpiler begins theprocess by producing atemplate(step 702),nextthetemplate is

input into the translator (step 703), then the translator encodes the triggera/license keys into the

code-(step 704); and finally thetranslator resolves references after key insertion to producethe

executablemodule. The generation of a “number of qualification verification triggers” and

“insert{ ing] this in the randomposition ina target code” that would require “a qualification grarit

key” would requirean encoding algorithm.i Therefore, a POSITA would have understood

Beetcher’ 72's Figure /alhestrates an encodings aleorithim, Beecher’ O72's encoding process-is

further described with respect to element 11:3.

101 Beetcher 072 at 0038.
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163. Moreover, during the original prosecution, Patent Owner stated that “[e]ncoding using a

key and an algorithm is known.”!” Thus, a POSITA would have understood that Beetcher ’072’s

encoding technique necessarily includes a first license key and an encoding algorithmto form a

first license key encoded software code.

164, Thus, each limitation of element 12.3 1s disclosed by Beetcher 7072.

é) Element 12.4

165, The fourth element of claim 12 reads: “wherein, when installed on a computer system,

said first license key encoded software code will provide said specified underlying functionality

only afier receipt of said first license key.” I refer to this as Element 12.4 throughout this

declaration.

166. Beetcher ’072 discloses element 12.4. Beetcher ’072 teaches that its first license key

encoded software code provides the specified underlying functionality only after receipt of the

first license key.!For instance, Beetcher ’072 explains:

[JJnvalidating a qualification verification trigger, in order that the format of a target
code may support the compile course of the conventional type known by the
customer | - - or it may becomesuitable to add the barricr to ‘patching’ of a target
code which is changed. One of such the additional barriers is defining a
qualification verification trigger, as other functions of a certain are performed
simultaneously. In this case, it is important that the alternate function carried out
by the qualification verification trigger cannot carry out with other simple
commands. This alternate function must be selected so that any compiled software
modules may include some commands which perform that function quite reliably.
When having coincided in these criteria, the compiler can generate automatically
the target code which performs the alternate function (it is also a qualification
verification trigger simultaneously with il) as a part of the usual compilation order.

 

102 °842 Prosecution History at 519.

103 Beetcher ’072 at §] 0029, 0044; see also Beetcher 072 at Abstract, ] 0009, 0021, 0030, claim
3.
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This definition should bring about the important barrier to ‘patching’ of a target
code whichinvalidates a qualification verification trigger.!™'

167. And as described with respect to element 12.3, Beetcher 072 discloses encoding the

triggering instructions into the software code that is decoded via the first license key.

168.  Beetcher °072’s Figure 10, as provided below,illustrates providing the software’s

underlying functionality based on the first license key (triggering information). For instance,

Beetcher °072 explains:

Execution of the software module by the system 101 is made by what this is taken
out and performed for (Step 1002) (Step 1001) until a modular target code
command is completed (step 1003). When a command is the qualification
verification trigger 301 (Step 1004), the lock checking feature 422 is called. At Step
1005, the lock checking feature 422 accesses the product locking table entry 601 to
which it corresponds to the product number included in a qualification verification
trigger. The qualification for the version number in the product locking table 460
being equal to the version number 303 contained in the qualification verification
trigger 301, or performing software, in being larger than it is given (Step 1006).!°°

104 Beetcher ’072 at 0044.

103 Beetcher ’072 at 4 0043.
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169. Thus, each limitationof element12.4 is disclosed by Beetcher ’072, And as I explain

above, Beetcher ‘072. discloses all the ether elements ofclan 12. Therefore, inl my opinion,

clair 12 1s anticipated by Beetcher 072.

3. Beetcher Anticipates Independent Claim 13.

a (laine 13s Preamble

170 ‘Thepreamble ofclaim 13 reads: “Amethod for encoding software codeusing a computer

having a processor and memory; comprising.”

171. Tunderstandthat a claim’s preamble generally does notlimit the scope ofthe claim under

the broadestreascnable interpretation applied duringreexamination. Nevertheless, Beetcher ’072

discloses claim 13'sprearnble
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172. Claim 13’s preamble appears to he the same as claim 12’s preamble. And as T explain

above, Beetcher 072 teaches a method for encoding software using a computer with a processor

and memory. Thus, Beetcher 7072 teaches this preamble.

b) Element 13.1

173. The first element of claim 13 reads: “storing a software code in said memory.” I refer to

this as Element 13.1 throughout this declaration.

174. Element 13.1 is identical to element 12.1, which I discuss above. For the same reasons as

Texplain above, Beetcher ’072 discloses each limitation of element 13.1.

é) Element 13.2

175. The second element of claim 13 reads: “wherein said software code comprisesa first

code resource and provides a specified underlying functionality when installed on a computer

system.” [ refer to this as Element 13.2 throughout this declaration.

176. Element 13.2 is identical to element 12.2, which I discuss above. For the same reasons as

Texplain above, Beetcher ’072 discloses each limitation of element 13.2.

d) Element 13.3

177. The third element of claim 13 reads: “modifying, by said computer, using a first license

key and an encoding algorithm, said software code, to form a modified software code; and

wherein said modifving comprises cneoding said first code resource to form an encodedfirst

code resource.” [ refer to this as Element 13.3 throughout this declaration.

178. Beetcher ’072 discloses element 13.3. As described with respect to element 12.3,

Beetcher °072’s distributor system includes a computer that encodes software code usingafirst

license key (e.¢., triggering information) and an encoding algorithm (e.g., Figure 7). And

Beetcher ’072’s encoding process modifies the software code by inserting triggering information
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into the software code |™ For instance, Beetcher 072 teaches thatcompiled ‘softwarecode is

input to-atranslater which modifies the code by“autornatically generat[ing]most narnber of

qualification verification triggers” and“insert{ing] this in the random position ina target code,”

as shownin Figure 7's steps 703and 704)" Figure 3-ilhistrates thismodifying by inserting

triggering information 301 to form armodified software code

 
179. As described with respect to elements 12.2, Beetcher ’072’s software. code includes a

series of cade resources. corresponding to.sub-objects:.And Beetcher ’ 072 details a givenfirst

 

108 Beetcher 072 at Pf] 0034, 0038;see also Beetcher "072 at ] 0024, Fig: 7.

10 Beetcher 072 at J]0038
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code resource is modified to encode the first code resource via the triggering information.!°° For

instance, Beetcher ’072 teaches:

[I|nvalidating a qualification verification trigger, in order that the format of a target
code may support the compile course of the conventional type known by the
customer] - - or it may becomesuitable to add the barrier to ‘patching’ of a target
code which is changed. One of such the additional barners is defining a
qualification verification trigger, as other functions of a certain are performed
simultaneously. In this case, it is important that the alternate function carried out
by the qualification verification trigger cannot carry out with other simple
commands. This alternate function must be selected so that any compiled software
modules may include some commands which perform that function quite reliably.
When having coincided in these criteria, the compiler can generate automatically
the target code which performs the alternate function (it is also a qualification
verification trigger simultaneously with it) as a part of the usual compilation order.
This definition should bring about the important barrier to ‘patching’ of a target
code whichinvalidates a qualification verification trigger.!?

A POSITA would have understood that such modification results in an encodedfirst code

resource.

180. Moreover, during the original prosecution, Patent Owner stated that “[e|ncoding using a

key and an algorithm is known.”!!° Therefore, a POSITA would have understood that Beetcher

°072°s encoding technique necessarily includes a first license key and an encoding algorithmto

form a modified encoded first code resource.

181. Thus, each limitation of element 13.3 is disclosed by Beetcher °072.

2) Flement 13.4

182. The fourth element of claim 13 reads: “wherein said modified software code comprises

said oncoded first code resource, and a decode resource for decoding said encodedfirst code

resource.”I refer to this as Element 13.4 throughout this declaration.

 

108 Beetcher 072 at 4] 0021, 0044; see also Beetcher 072 at Abstract, 7 0009.

10° Beetcher ’072 at | 0044.

119 *849 Prosecution History at 519.
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183. “Beebtcher O?2-discloses elernent: 13:4 Beetcher “072 teaches that its modilied saltware.

code includes a decode resource for decodingthe encoded first code resource, Beelcher O72

explains that executing a trigger 301 invokes check lock function 422) which results in accessing

“unlock (decode key?" function 430 upon confirmation that the custorrier possesses the

 software's license key!!! Beetcher 072s Figure 4, as arinotatad below, depicts'the decode

resource (dashed permieter) of the modified software cade:

< & ae
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eae:
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184. Thus,each limitation of element 13.4 is disclosed by Beetcher ’ 072.

1 Beetcher? 072 at (9 0041, 0043, Figs, 9b, 10; see alsa Beetcher 7072 at $¥] 0031-32, 0034, 0040.
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D Flement 13.5

185. The last element of claim 13 reads: “wherein said decode resource is configured to

decode said encoded first code resource upon receipt of said first license key.” I refer to this as

Element 13.5 throughout this declaration.

186. Beetcher ’072 discloses element 13.5. Beetcher ’072 details that its decode resource

decodes the encoded first code resource upon receipt of the license key. Beetcher °072, for

example, teaches that “the qualification grant key enciphered from the suitable entry in the

product key table 450 in whichthe lock release routine 430 was coded ... is taken out ... anda

qualification grant key is decoded .... Subsequently, at Step 928, a qualification verification

triggeris retried and execution of a program is continued.”!’” And Beetcher 7072's Figure 9b

illustrates accessing the decode resource to decode the encodedfirst code resources based on the

entitlement key, reflected in steps 921 to 928:

112 Beetcher ’072 at 4 0041.
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Thus,.a POSITA would hayeunderstoodthat Beetcher’072’s decode resource ts. configuredto

decode the encoded first cade resource based onfirst license key.

18? Therefore, eachlimitation ofelement 13.515 disclosed by Beetcher 072, And as1

explain above, Beetcher O72 discloses all the other elements of claim 13. Thus, in my opinion,

clairn 13 is anticipatedby Beetcher °072.

4, Beetcher 072 Anticipates Independent Claim 14.

aa] Chaim 4s Preaable

188. The preamble of clair 14 reads: “A method forencoding softwarecode usirig a computer

having a processor and memory, comprising.”

13
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189. T understand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Beetcher ’072

discloses claim 14’s preamble.

190. Claim 14’s preamble appears to be the same as each of claim 12 and 13’s preamble. As I

explain above, Beetcher ’072 teaches a method for encoding software using a computer with a

processor and memory. Thus, Beetcher °072 discloses this preamble.

A) Flement 14}

191. The first element of claim 14 reads: “storing a software code in said memory.” I refer to

this as Element 14.1 throughout this declaration.

192. Element 14.1 is identical to element 12.1, which I discuss above. For the same reasons as

Texplain above, Beetcher ’072 teaches each limitation of element 14.1.

c) Element 14.2

193. The second element of claim 14 reads: “wherein said software code defines software

code interrelationships between code resources that result in a specified underlying functionality

wheninstalled on a computer system.” I refer to this as Element 14.2 throughout this declaration.

194. Reetcher ’072 discloses element 14.2. Reetcher 072 teaches that tts software code is

compiled into executable code by compiler 126. This compiler works with translator 127 to

compile the software sub-objects and insert triggering information.' And Beetcher ’072 details

that translator 127 generates the verification triggers and randomlyinserts the triggers into the

target code.'' Translator 127 then resolves references to the positions of the triggers in the target

113 Beetcher ’072 at ] 0034.

‘4 Beetcher 072 at 70038.
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code whichcorresponds to defining code interrelationships between code resources.’? As

shown in steps 701 and 702 of Figure 7, Beetcher '072 specifies its software code is input into

compiler 126that produces a template ofthe software code!"
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195. «A POSITA would hayeunderstoodthatthis sofbware code template also defines thecode

interrelationshups between the code resources. As the Patent Ownerstated during the ¢riginal

prosecution, software code interrelationships are defiried duringthe comp1ling process. of

conventional software applications:

Whatthe exarniner has. implied by alleging that the "specification... fails to teach
or mention ‘software code interrelationships'! is that software code
interrelationships weresomehowunknown inthe art, whichclearly is not the case. 

NS Beetcher 072 at J] 0038.

M6 Beetcher 072 If] 0034, 0038, Fig, 7; see alsa Beetcher "072 at ff] 0024, 0029, 0033.
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As admitted, in the specification at the beginning of paragraph [9051], an
"application" comprises "sub-objects" whose "order in the computer memoryis of
vital importance"in order to perform an intended function. And as admitted further
in paragraph [0031], "When a program is compiled, then, it consists of a
collection of these sub-objects, whose exact order or arrangement in memory

is not important, so long as any sub-object which uses another sub-object
knows where in memory it can be found." Paragraph [0051] of course refers
to conventional applications. Accordingly, that is admittedly a discussion of
what is already know by one skilled in the art. Accordingly, the examiner's
statement that the specification lacks written description support for "software code
interrelationships" is inconsistent with the fact that such interrelationships were
explained in paragraphs [0051] and [0052] as a fundamental basis of pre-
existing modem computer programs. !"’

196. Moreover, during the original prosecution, Patent Ownerstated that “interrelationships

between code resource are not that which is novel.”!!* Based on the Patent Owner’s concessions,

it is clear that a POSITA would have understood that Beetcher °072’s code necessarily defines

code interrelationships between code resources.

197. Beetcher °072 further discloses that the code resource interrelationships specify the

underlying application functionalities when installed on the customer’s computer 101. For

instance, Beetcher °072’s software code includes multiple entitlement verificationtriggers.!°

And Beotcher ’072 teaches that certain code resources include triggering instruction that controls

the underlying functionalities of the software code:

[An] additional barrier[] is defining a qualification verification trigger, as other
functions of a certain are performed simultaneously.... This alternate function must
be selected so that any compiled software modules may include some commands
which perform that function quite reliably. When having coincided in these criteria,
the compiler can generate automatically the target code which performs the
allernate function (it is also a qualification verification trigger simullaneously with
it) as a part of the usual compilation order. This definition should bring about the

117 °842 Prosecution History at 519.

118 °842 Prosecution History at 519.

11? Beetcher °072 at {| 0021, 0038, 0041, Fig. 3; see also Beetcher °072 at ¢] 0029, 0034, 0043-
44,
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important barrier to ‘patching’ of a target code which invalidates a qualification
verification trigger.!”°

198.  Beetcher °072 further discloses that “a qualification verification trigger is also the direct

instruction ... which performs other useful work of a certain.... [I]f a trigger commandis

executed, the system 101 will perform other operations of a certain simultaneously with

qualification verification.’"7! Thus, a POSITA would have understood that the code

interrelationships between Beetcher °072’s code resources result in a specified underlying

functionality once installed.

199. Thus, each limitation of element 14.2 is disclosed by Beetcher °072.

d) Element 14.3

200. The third element of claim 14 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to form a first license key encoded

software code.” I refer to this as Element 14.3 throughout this declaration.

201. Element 14.3 is identical to clement 12.3, which I address above. For the same reasons I

explain above, Beetcher 072 discloses each limitation of element 14.3.

202. Moreover, during the original prosecution, Patent Ownerstated that “[e]ncoding using a

key and an algorithm is known”and that “an interrelationship in software code is necessarily

o122
defined by digital data, and digital data can obviously be encoded by an encoding process.

Therefore, a POSITA would have understood that Beetcher ‘072’s encoding technique

29 Boetcher ’072 at | 0044: see aise Beetcher ’072 at 49] 0021, 0029.

21 Beetcher 072 at § 0029 (specifying that these functions are those “which does not need to
divide, does not need to be ordering the operand for the processing and does not need to be
specified”).

122 +849 Prosecution History at 519.
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necessarily includes a first license key and an encoding algorithm to form a first license key

encoded software code.

g) Element 14.4

203. The fourth element of claim 14 reads: “in which at least one of said software code

interrelationships are encoded.” I refer to this as Element 14.4 throughout this declaration.

204. Beetcher ’072 discloses element 14.4. As described with respect to element 14.2,

Beetcher °072 explains that its software code defines code interrelationships between code

resources and triggering information 301 in the code control certain underlying software

functionality. And Beetcher “072 teaches that triggering information 301 is encoded into the

software code.'** For instance, Beetcher ’072 details that the triggering instructions will be

encoded into the code resources controlling software functionality:

[An] additional barrier[] is defining a qualification verification trigger, as other
functions of a certain are performed simultaneously.... This alternate function must
be selected so that any compiled software modules may include some commands
which perform that function quite reliably. When having coincidedin these criteria,
the compiler can generate automatically the target code which performs the
alternate function(it is also a qualification verification trigger simultaneously with
it) as a part of the usual compilation order. This definition should bring about the
important barrier to ‘patching’ of a target code which invalidates a qualification
verification trigger.!”*

205, And Beetcher ’072 teaches that “a qualification verification trigger is also the direct

instruction ... which performs other useful work of a certain.... []]fa trigger commandis

executed, the system 101 will perform other operations of a certain simultaneously with

123 Beetcher 072 at ff 0021, 0029, 0044.

124 Beetcher 072 at | 0044; see also Beetcher °072 at $4 0021, 0029.
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qualification verification.’"”° Therefore, a POSITA would have understood that this encoded

triggering information includes encoded codeinterrelationship of the code resources.

206. Therefore, each limitation of element 14.4 is disclosed by Beetcher °072. And as I

explain above, Beetcher °072 discloses all the other elements of claim 14. Thus, in myopinion,

claim 14 is anticipated by Beetcher ’072.

Cc. Claims 11, 12, 13, and 14 are Anticipated by Cooperman.

1. Cooperman Anticipates Independent Claim 11.

a) Claim 11’ s Preamble

207. The preamble of claim 11 reads: “A methodfor licensed software use, the method

comprising.”

208. Iunderstand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Cooperman

discloses claim 11’s preamble.

209. Cooperman describes a method foruseoflicensed software.!*° Cooperman, for instance,

teaches a method of enceding a license key into software code where the code operates by

“ask[ing] the user for personalization information, which include the license code.”!*7 And

Cooperman explains that, to extract a digital watermark essential to operate the software, “the

123 Beetcher 072 at ] 0029 (specifying that these functions are those “which does not need to
divide, docs not need to be ordering the operand for the processing and docs not need to be
specified”).

26 Cooperman at 5:35-6:5, 11:24-33; see also Cooperman at 3:24-31, 11:34-37, 12:13-35, claim
2.

27 Coopermanat 11:24-33.
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user must have a key. The key, in turn,is a function of the license information for the copyof the

; +so22128
software in question.

210. As Idetail below, Coopermanteaches the remaining steps that comprise the method.

b) Element 111

211. The first element of claim 11 reads: “loading a soltware product on a computer, said

computer comprising a processor, memory, an input, and an output, so that said computeris

programmed to execute said software product.” I refer to this as Element 11.1 throughoutthis

declaration.

212. Cooperman discloses element 11.1. Cooperman’s system includes a computer having a

processor, memory, input, and output. Cooperman initially recognizes that “[a] computer

application seeks to provide a user with certain utilities or tools, that 1s, users interact with a

computer or similar device to accomplish various tasks and applications provide the relevant

interface.”!?? And Cooperman teaches loading software object code into “computer memoryfor

the purpose of execution.”?° Coopermanfurther details that software products include functions

made from executable object code whose “order in the computcr memory is of vital

importance.”!3! Therefore, a POSITA would have understood that Cooperman’s computer

includes a processor and memory for executing the stored sotiware code. Indeed, for as long as

computers have been around, it has been standard practice to store the computer code that

executes programs—such as the software product used for Cooperman’s invention—in memory.

In fact, a POSITA would have had no option but to store Cooperman’s software code in memory,

"8 Coopermanat 12:13-16.

2° Coopermanat 3:16-20.

13° Cooperman at claim 5; see also Cooperman at 13:31-36, claim 7.

131 Coopermanat 7:1-5.
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as this is required in computer programming. Similarly, it has been standard practice to execute

such programs using a processor in the computer.

213. Cooperman details that the computer may “process|] a digital sample stream for the

purpose of modifyingit or playing the digital sample stream.”'°? A POSITA would have

understood that such digital sample stream processing is performed by a computer’s processor

and an output plays the digital sample stream.

214. Cooperman further teaches loading a software product on the computer, so the computer

ean execute the software product. Cooperman describes the operation of the disclosed software

product requires:

Installing, 1.¢., loading, the software on the computer;

Asking the user to input a license code;

Generating, 1.¢., outputting, a decoding key after recerving the license code to
access the software resources. 13?

Thus, each limitation of element 11.1 is disclosed by Cooperman.

é) Element 11.2

215. The second element of claim 11 reads: “said software product outputting a prompt for

input of license information.” [ refer to this as Element 11.2 throughout this declaration for

convenience.

216. Cooperman discloscs clement 11.2. Coopermanteaches that its software product requests

that the user input license information, i.c., a license key, into the computer before the product

can be used.!** For instance, Cooperman explainsthat the software product prompts the user to

132 Cooperman at claim 4; see also Cooperman at claims 5, 6 (processing digital sample stream
and a maplist).

133 Coopermanat 11:24-34.

134 Cooperman 11:24-33; see also Cooperman at Abstract, 3:24-28, 5:35-6:5, 11:6-8, 12:10-16.
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input license mformation: “1) whenit is run for the first time, after installation, tt asks the user

for personalization information, which includes the license code. This can include a particular

computer configuration.”?> Coopermandetails that such license code are entered by the user

‘““when prompted at start-up.”°° A POSITA would have understood this request correspondsto

the software product outputting a prompt to input license information.

217. During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 11.2. For instance, Patent Owner’s 05/14/2012 Appeal Brief states

that element 11.2 is taught bv: “1) whenit is run for thefirst time, after installation, it asks the

user for personalization information, which includes the license code. This can include a

particular computer configuration.”!?’ Cooperman includes this sameteaching.

218. Thus, each limitation of element 11.2 is disclosed by Cooperman.

d) Element 11.3

219. The third element of claim 11 reads: “said software product using license information

entered via said input in response to said promptin a routine designed to decodea first license

code encoded in said software product.” I refer to this as Element 11.3 throughoutthis

declaration for convenience.

220. Cooperman discloses element 11.3. Coopermanteaches that its system includes a routine

designed to decode a first license code encoded in the software product based on inputted license

information. For instance, Cooperman explains:

Given that there are one or more of these essential resources, what is needed to

realize the present invention is the presence of certain data resources of a type which

 

135 Cooperman at 11:25-28.

136 Coopermanat 1:25-28.

137 849 Prosecution History at 577 (original claim 58 issued as claim 11).
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are amenable to the "stega-cipher" process described in the "Steganographic
Method and Device”patent application.!**

221. And Cooperman discloses: “3) Once it has the license code, it can then generate the

proper decoding kev to access the essential code resources.”'*” As I explain regarding element

11.2, Coopermanteaches that the user enters license information via an input in response to the

prompt.

222. During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 11.3. For instance, Patent Owner’s 05/14/2012 Appeal Brief states

that element 11.3 is taught bv:

Given that there are one or more of these essential resources, what is needed to

realize the present invention is the presence of certain data resources of a type which
are amenable to the “stega-cipher” process described in the “Steganographic
Method and Device” patent U.S. Pat. No. 5,613,004 [issued from U.S. Application
No. 08/489,172].

KOR ROE

3) Once it has the license code, tt can then generate the proper decoding key to
access the essential code resources.!*”

Cooperman includes these same teachings.

223. Therefore, each limitation of element 11.3 is disclosed by Cooperman. And as I explain

above, Cooperman discloses all the other elements of claim 11. Thus, in myopinion, claim 11 is

anticipated by Cooperman.

138 Coopermanat 9:22-27; see also Coopermanat 2:34-37, 4:7-17 (incorporating by reference U.S.
Patent Application No. 08/489,172 entitled “Steganographic Mcthod and Device’).

3° Coopermanat 11:31-33.

140-842 Prosecution History at 577 (original claim 58 issued as claim 11); see also Coopermanat
664 (Patent Owner explaining that element 11.3 is met by teachings corresponding to Cooperman
at 10:7-11:33).
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2. Cooperman Anticipates Independent Claim 12.

a) Claim 12’s Preamble

224. The preamble of claim 12 reads: “A method for encoding software code using a computer

having a processor and memory, the method comprising.”

225. Lunderstand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Cooperman

discloses claim 12’s preamble.

226. Claim 12 recites both a “computer” and a “computer system.” It is unclear whether those

elements refer to the same computing device or separate computing devices. When analyzing

claim 12 using the broadest reasonable interpretation, I interpret the “computer” recited in the

preamble to be a device separate from the term “computer system.”

227. Cooperman teaches a method for encoding software code using a computer with a

processor and memory. Cooperman describes that, during the software code assembly, the

computer system will “choose one or several essential code resources, and encode them into one

or several data resources using the stegacipher process.”!“! Indeed, for as long as computers have

been around, tt has been standard practice to store the computer code that executes programs—

such as the software code used for Cooperman’s invention—in memory. In fact, a POSITA

would have had no option but to store Cooperman’s sofiware code in memory, as this is required

in computer programming. Similarly, it has been standard practice to execute such programs

using a processor in the computer.

228. As I explain below, Cooperman teaches the remaining steps that comprise the method.

41 Coopermanat 10:13-16:; see also Coopermanat claim 6.
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A) Flement 12.1

229. The first element of claim 12 reads: “storing a software code in said memory.” I refer to

this as Element 12.1 throughout this declaration.

230. Coopermandiscloses element 12.1. Coopermanteaches techniques for randomizing the

location ofsoftware code stored in memory.'*? Cooperman explainsthat this randomization

makes the software code moreresistant to patching and memorycapture analysis.!*? Thus, a

POSITA would have understood that these techniques are used for code stored in memory.

231. Coopermanfurther describes that its software code is compiled and assembled: “When

code and data resources are compiled and assembled into a precursor of an executable program

the next step is to use a utility application for final assembly of the executable application.”!*

Cooperman also states that code resources are stored separately from application,1.¢., software,

code.!* A POSITA would have understood that Cooperman’s compiled and assembled

application code is stored in memory. And as I discuss regarding claim 12’s preamble, it has

been standard practice to store computer code—such as Cooperman’s software code—in

memory. In fact, a POSITA would have had no option but to store this software code in memory,

as this is required in computer programming.

232. During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 12.1. For example, Patent Owner’s 05/14/2012 Appeal Brief states

that element 12.1 is taught by: “When code and data resources are compiled and assembled into

42 Cooperman at 3:32-37; see alse Cooperman at 4:1-6, 6:5-9, 13:23-46, 14:4-9.

3 Cooperman at 3:13-16, 14:37-15:18, claim 7.

141 Coopermanat 10:8-11; see also Cooperman at 7:1-21.

43 Coopermanat 7:26-30.
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a precursor of an executable program the next step is to use a utility application for final

assembly of the executable application.””"® Cooperman includes this sameteaching.

233. Thus, each limitation of element 12.1 is disclosed by Cooperman.

é) Element 12.2

234. The second element of claim 12 reads: “wherein said software code comprises a first

code resource and provides a specified underlying functionality when installed on a computer

system.” I refer to this as Element 12.2 throughout this declaration.

235. Coopermandiscloses element 12.2. Cooperman explains that its software code provides

certain functionality to the user upon determining that a proper license key has been entered.

Coopermanspecifies its code has multiple code resources that include a first code resource.!*’

And Cooperman teaches that its software code includes the code resources and provides an

underlying functionality when installed on the computer.!** For example, Cooperman states:

“The basic premise for this scheme is that there are a certain sub-set of executable code

resources, that comprise an application and that are ‘essential’ to the proper function of the

application.”""””

236. As another example, Coopermandiscloses that software applications include code

resources providing functionalities specified in the application:

The memoryaddress of the first instruction in one ofthese sub-objects is called the
"entry point" of the function or procedure. The rest of the instructions comprising

146-842 Prosecution History al 578 (original claim 59 issued as claim 12); see also Coopermanal
415-16 (original claim 61, which issued as claim 13, includes the same limitation “wherein said
software code comprises a first code resource and provides a specified underlying functionality
when installed on a computer system”).

147 Cooperman at 10:11-29, 11:13-33; see also Cooperman at Abstract, 7:26-30, 9:10-21, 13:31-
36, claim 6.

148 Coopermanat 7:19-36, 11:24-37; see also Cooperman at 8:30-33, 10:11-29.

4° Coopermanat 8:30-33.
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that sub-object immediately follow from the entry pomt. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objects can be packaged into what are referred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily. Within an application
there are also data objects, which consist of some data to be operated on by the
executable code. These data objects are not executable. That is, they do not consist
of executable instructions. The data objects can be referred to in certain systems as
"resources. "°°

The *842 Patent refers to sub-objects and a memoryscheduler as examples of code resources.!*!

In this additional way, a POSITA would have understood that Cooperman’s code includesa first

code resource.

237. During the original prosecution, Patent Owner confirmed that such teachings disclosed by

Cooperman meets element 12.2. For example, Patent Owner’s 05/14/2012 Appeal Brief states

that element 12.2 is taught by: “The basic premise for this scheme is that there are a certain sub-

set of executable code resources, that comprise an application and that are ‘essential’ to the

proper function ofthe application.”!*? As another example, Patent Owner's 05/14/2012 Appeal

Brief states this element is taught by:

The memoryaddress of the first instruction in one ofthese sub-objects is called the
"entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacO8). These sub-objects can be packaged into what are referred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily. Within an application
there are also dala objects, which consist of some data to be operated on by the
executable code. These data objects are not executable. That is, they do not consist

 

'5° Coopermanat 7:19-36.

151 +849 Patent at 11:55-65, 15:36-42.

152 +849 Prosecution History at 578 (original claim 59 issued as claim 12).
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of executable instructions. The data objects can be referred to in certain systems as
"resources."!°9

Cooperman includes these same teachings.

238. Thus, each limitation of element 12.2 is disclosed by Cooperman.

d) Element 12.3

239, The third element of claim 12 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to forma first license key encoded

software code.” I refer to this as Element 12.3 throughout this declaration.

240. Coopermandiscloses element 12.3. Cooperman teaches encoding its software code to

formafirst license key encode software code.!*+ Coopermandescribesthat this encoding uses a

first license key and an encoding algorithm.!*° For instance, Cooperman details that “[t]he

assembly utility can be supplied with a kev generated from a license code generated for the

license in question.”!°° And Coopermanstates: “Theutility will choose one or several essential

code resourees, and encode them into one or several data resources using the stegacipher

process.71°7

241. During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 12.3. For instance, Patent Owner’s 05/14/2012 Appeal Brief states

153 842 Prosecution History at 579-80 (original claim 61, whichissued as claim 13, includes the
same limitation “wherein said software code comprises a first code resource and provides a
specificd underlying functionality when installed on a computer system”).

4 Coopermanat 10:28-35, 11:6-15; see also Cooperman at 2:27-31, 3:24-31, 12:13-23, claim 6.

'5> Cooperman at 10:13-16, 11:9-11, claim 6.

15® Coopermanat 11:9-11.

157 Coopermanat 10:13-16; see also Coopermanat claim 6.
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that “encoding, by said computer using at least a first license key and an encoding algorithm,

said software code”is taught by:

The assembly utility can be supplied with a key penerated from a license code
generated for the license in question.

KOR RO

The utility will choose one or several essential code resources, and encode them
into one or several data resources using the stegacipher process. !°8

242. As another example, Patent Owner’s 03/14/2012 Appeal Brief states that “to forma first

license key encoded software code”is taught by:

The purpose of this scheme is to make a particular licensed copy of an application
distinguishable from any other. It is not necessaryto distinguish every instance of
an application, merely every instance ofa license.

3) Once it has the license code, it can then generate the proper decoding key to
access the essential code resources.!°?

Cooperman includes this same teaching.

243. Moreover, during the original prosecution, Patent Owner specified that “[e]ncoding using

a keyand an algorithm is known.’!® Thus, a POSITA would have understood that Cooperman’s

encoding technique necessarily includes a first license key and an encoding algorithmto form a

first license key encoded software code.

244, Thus, each limitation of element 12.3 is disclosed by Cooperman.

e) Elemeni 12.4

245. The fourth element of claim 12 reads: “wherem, when installed on a computer system,

said first license key encoded software code will provide said specified underlying functionality

 

198 °842 Prosecution History at 578 (emphasis in original) (original claim 59 issued as claim 12).

15° +849 Prosecution History at 578-79 (original claim 59 issued as claim 12).

169 *849 Prosecution History at 519.
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only after receipt of said first license key.” T refer to this as Element 12.4 throughout this

declaration.

246. Cooperman discloses element 12.4. Coopermandiscloses that its first license key

encoded software code provides the specified underlying functionality only after receipt of the

first license key.'°! For instance, Cooperman explains: “Once it has the license code, it can then

generate the proper decoding key to access the essential code resources. Note that the

application...must contain the license code issued to the licensed owner, to access tts essential

2
code resources.) Cooperman describes that these essential code resources correspond to the

underlying functionalities of the software programinstalled on the computer.'@

247. Therefore, each limitation of element 12.4 is disclosed by Cooperman. And as I explain

above, Cooperman discloses all the other elements of claim 12. Thus, in my opinion, claim 12 is

anticipated by Cooperman.

3. Cooperman Anticipates Independent Claim 13.

a) Claim 13’s Preamble

248. The preamble of claim 13 reads: “A methed for encoding software code using a computer

having a processor and memory, comprising.”

249. Lunderstand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Cooperman

discloses claim 13’s preamble.

161 Coopermanat 10:28-35, 11:6-15; see also Cooperman at 2:27-31, 3:24-31, 12:13-23, claim 6.

‘62 Cooperman at 11:31-37.

13 Cooperman at 5:35-6:9, 11:6-8, 11:31-37, 12:10-16;, see also Cooperman at 6:26-30, 7:1-5,
8:25-37, 9:14-21.
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250. Claim 13’s preamble is the same as clatm 12’s preamble. As I explain above, Cooperman

teaches a method for encoding software using a computer with a processor and memory. Thus,

Cooperman discloses this preamble.

b) Element 13.1

251. The first element of claim 13 reads: “storing a software code in said memory.”I refer to

this as Element 13.1 throughout this declaration.

252. Element 13.1 is identical to element 12.1, which I discuss above. For the same reasons as

Texplain above, Cooperman teaches each limitation of element 13.1.

é) Element 13.2

253. The second element of claim 13 reads: “wherein said software code comprises a first

code resource and provides a specified underlying functionality when installed on a computer

system.” [ refer to this as Element 13.2 throughout this declaration.

254. Element 13.2 is identical to element 12.2, which I discuss above. For the same reasons as

I explain above, Cooperman discloses each limitation of element 13.2.

255. And during the original prosecution, Patent Owner confirmed that such a teaching

disclosed by Cooperman meets element 13.2. For instance, PatentOwner’s 05/14/2012 Appeal

Brief states that element 13.2 is taught by:

The memoryaddress of the first instruction in one of these sub-objects is called the
"entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS8). These sub-objects can be packaged into whatare ref erred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily. Within an application
there are also data objects, which consist of some data to be operated on by the
executable code. These data objects are not executable. That is, they do not consist

91

DISH-Blue Spike-602

Exhibit 1007, Page 0235



DISH-Blue Spike-602
Exhibit 1007, Page 0236

of executable instructions. The data objects can be referred to in certain systems as
"resources."!©

As I explain with respect to element 12.2, Cooperman includes this same teaching.

d) Element 13.3

256. The third element of claim 13 reads: “modifying, by said computer, usingafirst license

kev and an encoding algorithm, said software code, to form a modified software code, and

wherein said modifving comprises enceding said first code resource to form an encodedfirst

code resource.” [ refer to this as Element 13.3 throughout this declaration.

257. Cooperman discloses element 13.3. Cooperman teaches modifying its software code

using a license key and an encoding algorithm.!* And Cooperman’s moditication includes

encodingthe first code resource to form an encodedfirst code resource. For instance, Cooperman

describes code modification using a “digital watermarking” process to encode a code resource:

“Thefirst method of the present invention described involves hiding necessary ‘parts’ or code

‘resources’ in digitized sample resources using a ‘digital watermarking’ process, such as that

described in the ‘Steganographic Method and Device’ patent application.”!©° Cooperman further

discloses “watermarking with ‘keys’ derived from license codes... and using the watermarks

encoded with such keys to hide an essential subset for the application code resources.”!°’ A

POSITA would have understood that such modification results in a modified software code.

164 *842 Prosecution History at 579-80 (original claim 61 wasissued as claim 13).

165 Cooperman at 3:10-31, 8:25-30, 10:8-31; see alse Cooperman at 2:19-37, 4:7-17, 11:6-24,
claim 6.

‘66 Coopermanat 8:25-30; see also Coopermanat 2:34-37,4:7-17 (incorporating by reference U.S.
Patent Application No. 08/489.172 entitled “Steganographic Method and Device’’).

167 Cooperman at 5:15-22.
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258. Turing the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 13.3. For instance, Patent Owner’s 05/14/2012 Appeal Brief states

that element 13.3 is taught by: “The first method of the present invention described involves

hiding necessary ‘parts’ or code ‘resources’ in digitized sample resources using a ‘digital

watermarking’ process, such as that described in the “Steganographic Method and Device’ patent

application.’Cooperman includes this same teaching.

259. Moreover, during the original prosecution, Patent Owner stated that “[e]ncoding using a

key and an algorithm is known.”!® Thus, a POSITA would have understood that Cooperman’s

encoding technique necessarily includes a first license key and an encoding algorithmto form a

modified encodedfirst code resource.

260. Thus, each limitation of element 13.3 is disclosed by Cooperman.

é) Element 13.4

261. The fourth element of claim 13 reads: “wherein said modified software code comprises

said encoded first code resource, and a decode resource for decoding said encodedfirst code

resource.” I refer to this as Element 13.4 throughout this declaration.

262. Cooperman discloses element 13.4. Coopermandetails that its modified software code

includes a decode resource for decoding the encodedfirst code resource.!”° For instance,

Cooperman explains the modified application code has a decoding resource: “Note further that

the application contains a code resource which performs the function of decoding an encoded

code resource from a data resource.”!"! And Coopermanfurther teaches that “[o]nce [the

168 °842 Prosecution History at 580 (original claim 61 issued as claim 13).

169 °842 Prosecution History at 519.

170 Cooperman at 11:17-20, claim 6; see aiso Cooperman 11:31-33, claim 3.

“71 Cooperman at 11:17-20.
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application] has the license code, it can then generate the proper decoding key to access the

essential code resources."

263. During the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 13.4. For instance, Patent Owner’s 05/14/2012 Appeal Brief states

that element 13.4 is taught by: “Note further that the application contains a code resource which

performsthe function of decoding an encoded code resource from a data resource.””!77

Cooperman includes this same teaching.

264. Thus, each limitation of element 13.4 is disclosed by Cooperman.

p Element 13.5

265. The last element of claim 13 reads: “wherein said decode resource is configured to

decode said encoded first code resource upon receipt ofsaid first license key.” I refer to this as

Element 13.5 throughout this declaration.

266. Cooperman discloses element 13.5. Cooperman teaches that its decode resource decodes

the encodedfirst code resource uponreceipt of the license key:

The application must also contain a data resource which specifics in which data
resource a particular code resource is encoded. This data resource is created and
added at assembly time bythe assemblyutility. The application can then operate as
follows:

1) when it is run for the first time, after installation, it asks the user for personalization
information, which includes the license code. This can include a particular computer
configuration;

2) it stores this information in a personalization data resource;

3) Onceit has the license code, it can then generate the proper decoding key to access the
essential code resources.'”4

 

‘72 Coopermanat 11:31-33.

173 +849 Prosecution History at 580 (original claim 61 issued as claim 13).

4 Coopermanat 11:20-33; see also Cooperman at claims 5 and 6.
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267. Turing the original prosecution, Patent Owner confirmed that such a teaching disclosed

by Cooperman meets element 13.5, For instance, Patent Owner’s 05/14/2012 Appeal Brief states

that element 13.5 is taught by:

The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and
added at assembly time by the assemblyutility. The application can then operate as
follows:

1) when it is run for the first time, after installation, tt asks the user for
personalization information, which includes the license code. This can include a
particular computer configuration;

2) it stores this information in a personalization data resource;

3) Once it has the license code, tt can then generate the proper decoding key to
access the essential code resources.'”*

Cooperman includes this same teaching.

268. Therefore, each limitation of element 13.5 is disclosed by Cooperman. And as I explain

above, Cooperman teachesall the other elements of claim 13. Thus, in my opinion, claim 13 is

anticipated by Cooperman.

4, Cooperman Anticipates Independent Claim 14.

a) Claim 14’s Preamble

269. The preamble of claim 14 reads: “A method for encoding software code using a computer

having a processor and memory, comprising.”

270. T understand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Cooperman

discloses claim 14°s preamble.

173 *849 Prosecution History at 580-81 (original claim 61 issued as claim 13).
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271. Claim 14’s preamble appears to he the same as each of claim 12 and 13’s preamble. As I

explain above, Cooperman teaches a method for encoding software using a computer with a

processor and memory. Thus, Coopermandiscloses this preamble.

b) Element 14.1

272. The first element of claim 14 reads: “storing a software code in said memory.”I refer to

this as Element 14.1 throughout this declaration.

273. Element 14.1 is identical to element 12.1, which I discuss above. For the same reasons as

Texplain above, Coopermandiscloses each limitation of element 14.1.

é) Elemeni 14.2

274. The second element of claim 14 reads: “wherein said software code defines software

code interrelationships between code resources that result in a specified underlying functionality

when installed on a computer system.” I refer to this as Element 14.2 throughout this declaration.

275. Cooperman discloses element 14.2. Coopermanteachesthat its software provides certain

functionality to the user upon determining that a proper license key has been entered. In doing

so, Cooperman’s code includesinterrelationships between code resources.!’° For instance,

Cooperman explains that its software code includes a special code resource, such a memory

scheduler, that knows the code interrelationships of all other code resources:

Underthe present invention, the appheation contains a special code resource which
knows about all the other code resources in memory. During execution time, this
special code resource, called a "memory scheduler,” can be called periodically, or
at random or pscudo random intervals, at which time it intentionally shuffles the
other code resources randomly in memory, so that someone trying to analyze
snapshots of memory at various intervals cannot be sure if thev are looking at the
same code or organization from one "break" to the next. This adds significant
complexity to their job. The scheduler also randomly relocates itself when it is
finished. In order to do this, the scheduler would have to first copy itself to a new
location, and then specifically modify the program counter and stack frame, so that

17° Coopermanat 14:35-15:17.
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it could then jump into the new copy of the scheduler, but return to the correct
calling frame. Finally, the scheduler would need to maintain a list of all memory
addresses which contain the address of the scheduler, and change them to reflect its
new location.'””

276. Coopermanfurther details its software code as including sub-objects that are code

resources that provide entries point to the software’s various functions:

The memoryaddress of the first instruction in one ofthese sub-objects is called the
"entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objects can be packaged into what are referred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily.!”*

277. And Cooperman teaches that these code resources will be fixed once installed on the

computer: “Once the code resources of a program are loaded into memory, they typically remain

in a fixed position.”!”"

278. During the original prosecution, Patent Owner confirmedthat such a teaching disclosed

by Cooperman meets element 14.2. For example, Patent Owner’s 02/28/11 Remarks state that

element 14.2 is taught by:

Under the present invention, the application contains a special code resource which
knows aboutall the other code resources in memory.

During oxccution time, this special code resource, called a "memory scheduler,"
ean be called periodically, or at random or pseudo random intervals, at which time
it intentionally shuffles the other code resources randomly in memory, so that
someone trying to analyze snapshots ofmemory at various intervals cannot be sure
if they are looking at the same code or organization from one "break" to the next.
This adds significant complexityto theirjob. The scheduler also randomly relocates
itself when it is finished. In order to do this, the scheduler would haveto first copy
 

77 Cooperman at 14:35-15:17.

78 Coopermanat 7:19-30.

7° Cooperman at 13:31-32.
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itselfto a new location, and then specifically modify the program counter and stack
frame, so that it could then jump into the new copyof the scheduler, but return to
the correct calling frame. Finally, the scheduler would need to maintainalist of all
memoryaddresses which contain the address of the scheduler, and change them to
reflect its new location.!°°

279, And as another example, Patent Owner’s 05/14/2012 Appeal Brief explain that element

14.2 is taught by:

The memoryaddress of the first instruction in one ofthese sub-objects is called the
“entry point" of the function or procedure. The rest of the instructions comprising
that sub-object immediately follow from the entry point. Some systems mayprefix
information to the entry point which describes calling and return conventions for
the code which follows, an example is the Apple Macintosh Operating System
(MacOS). These sub-objects can be packaged into what are referred to in certain
systems as "code resources," which may be stored separately from the application,
or shared with other applications, although not necessarily.

ook ok ok

Once the code resources of a program are loaded into memory, they typically
remain in a fixed position.'*!

Cooperman includes these same teachings.

280. Moreover, during the original prosecution, Patent Ownerstated that “interrelationships

between code resource are not that which is novel.”!®? The Patent Owner continues by

conceding:

Whatthe examiner has implied by alleging that the "specification ... fails to teach
or mention ‘software code interrelationships" is that software code
interrelationships were somehow unknownin the art, which clearly is not the case.
As admitted, in the specification at the beginning of paragraph [0051], an
"application" comprises "sub-objects" whose "order in the computer
memory is ofvital importance" in order to perform an intended function. And
as admitted further in paragraph [0051], "When a program is compiled, then, it

189 *842 Prosecution Historyat 416 (original claim 62 issued as claim 14) see also *842 Prosecution
History at 669-71 (Patent Owner cxplaining that clement 14.2 is met by teachings corresponding
to Coopermanat 5:18-22, 6:30-7:36).

18! 842 Prosecution History at 581-82 (emphasis in original) (original claim 62 issued as claim
14).

182 +849 Prosecution History at 519.

98

DISH-Blue Spike-602

Exhibit 1007, Page 0242



DISH-Blue Spike-602
Exhibit 1007, Page 0243

consists of a collection of these sub-objects, whose exact order or arrangement in
memoryis not important, so long as any sub-object which uses another sub-object
knows where in memoryit can be found." Paragraph [0051] of course refers to
conventional applications. Accordingly, that is admittedly a discussion of
what is already know by one skilled in the art. Accordingly, the examiner's
statement that the specification lacks written description support for "software
code interrelationships" is inconsistent with the fact that such interrelationships
were explained in paragraphs [0051] and [0052] as a fundamental basis of
pre-existing modem computer programs.!*?

281. Based on the Patent Owner’s concession, it is clear that a POSITA would have

understood that Cooperman’s code resources necessarily define code interrelationships resulting

in specific application functionalities once installed on a computer.

282. Therefore, each limitation of element 14.2 is taught by Cooperman.

d) Element 14.3

283. The third element of claim 14 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to forma first license key encoded

software code.” I refers to this as Element 14.3 throughout this declaration.

284. Element 14.3 is identical to element 12.3, which I address above. For the same reasonsI

detail above, Cooperman discloses each limitation of element 14.3.

285. And during the original prosecution, Patent Owner confirmed that such a teaching

disclosed by Cooperman meets element 14.3. For example, Patent Owner’s 05/14/2012 Appeal

Brief states that element 14.3 is taught by:

The assembly utility can be supplied with a key generated from a license code
generated for the license in question.

* RR

The utility will choose one or several essential code resources, and encode them
into one or several data resources using the stegacipher process.

oe KE

183 849 Prosecution History at 519.
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The purpose of this scheme is to make a particular licensed copy of an application
distinguishable from any other. It is not necessaryto distinguish every instance of
an application, merely every instance of a license.

oe KE

3) Once it has the license code, it can then generate the proper decoding key to
access the essential code resources.'™*

286. As l explain with respect to element 12.3, Cooperman includes these same teachings.

287. Moreover, during the original prosecution, Patent Ownerstated that “[e]ncoding using a

key and an algorithm is known”and that “an interrelationship in software code is necessarily

defined by digital data, and digital data can obviously be encoded by an encoding process.””!™

Therefore, a POSITA would have understood that Cooperman’s encoding technique necessarily

includes a first license key and an encoding algorithm to formafirst license key encoded

software code.

g) Element 14.4

288. The fourth element of claim 14 reads: “in which at least one of said software code

interrelationships are encoded.” I refer to this as Element 14.4 throughout this declaration.

289, Cooperman discloses element 14.4. Coopermanteaches that its encoding technique

results in the encoding of a software code interrelationship. Cooperman, for instance, explains

that the software code includes a data resource that specifies where in the code the code resource

is cncoded:

181 >842 Prosecution History at 582 (original claim 62 issued as claim 14); see also °842
Prosecution History at 416 (Patent Owner explaining that element 14.3 is met by teachings
corresponding to Cooperman at 10:7-20).

185 849 Prosecution History at 519.
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The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and
addedat assembly time by the assembly utility. !*°

290. And Cooperman further discloses that one of the code resources, such a memory

scheduler, is encoded to include the software code interrelationships:

Under the present invention, the application contains a special code resource which
knows about all the other code resources in memory. During execution time, this
special code resource, called a "memory scheduler,” can be called periodically, or
at random or pseudo random intervals, at which time it intentionally shuffles the
other code resources randomly in memory, so that someone trying to analyze
snapshots of memory at various intervals cannot be sure if they are looking at the
same code or organization from one "break"to the next.!®’

291. During the original prosecution, Patent Owner confirmed that such teachings disclosed by

Cooperman meets element 14.4. For instance, Patent Owner’s 05/14/2012 Appeal Brief states

that element 14.4 is taught bv:

The application must also contain a data resource which specifies in which data
resource a particular code resource is encoded. This data resource is created and
added at assembly time by the assemb]v utility.

KOR OX

Under the present invention, the application contains a special code resource which
knows about all the other code resources in memory. During execution time, this
special code resource, called a "memory scheduler," can be called periodically, or
at random or pseudo random intervals, at which time it intentionally shuffles the
other code resources randomly in memory, so thal someone irying to analyze
snapshots of memory at various intervals cannot be sure if they are looking at the
same code or organization from one "break"to the next.'**

Cooperman includes this same teaching.

 

‘86 Cooperman at 11:20-24

187 Coopermanat 14:35-15:8.

188 849 Prosecution History at 577 (original claim 58 was issued as claim 11).
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292. Therefore, each limitation of element 14.4 1s disclosed by Cooperman. And as IT explain

above, Cooperman teachesall the other elements of claim 14. Thus, in my opinion, claim 14 is

anticipated by Cooperman.

D. Claims 11, 12, 13, and 14 are Anticipated by Hasebe.

1. Hasebe Anticipates Independent Claim 11.

a) Claim 11’ s Preamble

293, The preamble of claim 11 reads: “A method for licensed software use, the method

comprising.”

294. Lunderstand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Hasebe

discloses claim 11’s preamble.

295. Hasebe discloses a method of providing software to a user in a non-executable form as

well as separate license information.'®’ And Hasebe teachesthat the user uses the license

information to convert the software into an executable form.!?° Hasebe’s Figure6 illustrates this

method for licensed software use:

189 Hasebe at Abstract, 2:47-3:15.

199 Hasebe at Abstract, 2:47-3:15.
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296. Hasebeteaches the steps ofthis method as follows:

When this software is actuated, as shown in FIG. 6, the CPU, first ofall, by
checking the contents ID in the license file, decides whether or not data
corresporiding to the software that is beingactuated is present im the license file
(step 8101}. Then, ifthe corresponding data exists (step B10L: Y) the CPU performs
a check ofthe legitimacy of the corresp onding data (step 102) Inthis step, theCPU

codes the information consisting of contents ID and user name storedin the:
jicense.file using the signaturekeythat is-set.as data in license disp lay routine25,
arid ifthe result of this encoding agreas withthe signature information, decides that
thedatais legitimate:

If itis legitimate (step 8102:0K), the CPU displays the user namewhich, is read
fromthe license file(step 8103), and commences operation in accordance withthe
mainprogram (step S104).
Also, ifthe corresponding data isnot present in the license file (Step S1OLNyor if
the-content of the license file is found tobe not legitimate (step 8102,NG), .e if
the content. of the licensefile ig found to be different from. the result of the
compilation performed by license file compilationunit 23, the CPU. terminates
operation withoutdisplaying the user name orexecuting the main program.'*!

A? Hasebe at 761-216,
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297. As T detail below, Hasebe teaches the remaining steps that comprise the method.

b) Element 11.1

298. The first element of claim 11 reads: “loading a software product on a computer, said

computer comprising a processor, memory, an input, and an output, so that said computeris

programmed to execute said software product.” I refer to this as Element 11.1 throughout this

declaration.

299, Hasebe discloses element 11.1. Hasebe teaches a user’s computer having a processor and
4 . « . . . .

memory.!” For instance, Hasebe’s system includes a user terminal with a computer having a

“CPU [that operates] when the software that is the subject of the present license system 1s

actuated.”!3 And Hasebe’s computer includes memory for storing software:

The user terminal comprises a storage unit, a conversion unit, and license file
creating unit. In more detail, the storage unit is employed for storing the license
file and software converted to executable form. The license information, which

is generated by the license information generating unit in the management center,
is given to the conversion unit. The conversion unit then converts the software to
executable form using the license information and installs it in the storage unil. The
license file creating unit creates the license file which contains the user
identification information contained in the license information, and stores the

licensefile in the storage unit.'"4

300. Moreover, Hasehe’s computer includes an mput (e.g., a keyboard) and output (e.¢., a

195
display).'*” As depicted below, Hasebe illustrates the user’s terminal in Figure 7:

192 Hasebe at 3:62-67, 6:21-25, 7:50-53.

193 Hasebe at 7:50-53: see also Hasebe at 6:21-25, 7:7-10, 7:61-8:16, 9:6-9.

4 Hasebe at 2:66-3:10: see also Hascbe at 3:62-67 (“convert[ing] the software to executable form
using the license information stored in the license file and expandsit into memory, and commences
operation”), 8:53-59, claims 3, 14.

195 Hasebe at 7:1-10, 8:47-53, claim 5; see also Hasebe at Abstract, 7:54-60, 8:6-21, 8:38-43, 9:33-
39, Figs. 6, 9.

104

DISH-Blue Spike-602

Exhibit 1007, Page 0248



DISH-Blue Spike-602
Exhibit 1007, Page 0249

 
 “SSE

n   
 

ROSSAAANASASS NSS HS
SS REE ae:
ae RR,SG. SEARS.

‘

seemeenesonste-dth  
 
  
  

oe

  PhensiagniatetieYs  

 ~ :wed SONA, sa iseein
SEIN

  
 

 

 
SO

ERRNO CESoy
& 0CIORDERREDEDEEPASAEAELREDOVILIEADEMPRDEDEREESIRS 

OASARS SEARSANNES aaa ee mannan onan acioed 

301. Hasebe further details loading asoftware product onthe user’s computer wherein the

computer isprogrammed toexecutethe program, For instance, Hasebediscloses that its

“sotbware m non-executable form is presented te a-user, and license information for converting

the software into executable forrn ig informed to the user on condition of payment of a charge,

and the softwareis converted into executable form using this license information” ”* And

Hasebe further teaches loading the software onto the user’s mernory for execution,!?? aprocess

thatwould undoubtedly require a processor and memory. As shown above, Hasebe’sFigure 6

shows executingsoftwareloaded ontotheuser's computer using thelicense imformation,

 

IS Tasebe at 247-54, see also Hasebe at claim 1

1? Hasebe at 3:28-34, 3:57-67,847-52;see also Hasebe at 3:11-15, 817-23, Figs. 6, 9.
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c) Flement I}. 2

302. The second element of claim 11 reads: “said software product outputting a prompt for

input of license information.” [ refer to this as Element 11.2 throughout this declaration for

convenience.

303. Hasebe discloses element 11.2. Hasebe explains that its software product requests that the

user input “license information”into the computer via the keyboard before the product can be

used.'”® For instance, Hasebe teachesthat the software product prompts the user to input license

information: “[N]otification of the contents ID etc to the management center and notification of

the encoded license information to the user terminal were performed by another information

transmission unit, such as the post... The user terminal is constituted such that installation is

effected using encoded license information input from the keyboard.”!*”

304. Moreover, Hasebe explains the use of a prompt to enter user ID information which

management center 12 uses to generate the encoded-version of the license information:

Request transmission unit 18 commences operation when the keyboard (not shown)
of user terminal 11 is operated in accordance with a prescribed procedure that is
predetermined as the procedure for request of information for removal of functional
restrictions. This request procedure includes keyboard input of the user [ID and
contents ID; request transmission unit 18 transmits to management center 12 the
keyboard input information and the user's characteristic information, which is
constituted by the ID of the CPUwhich is employed in user terminal 11.7°°

A POSITA would have understood Hasebe’s request for the user ID and contents ID [or removal

of functional restrictions corresponds to the software outputting a prompt to input license

information.

 

98 Hasebe at 7:1-10, 8:34-42.

1°? Hasebe at 8:34-42.

*00 Hasebe at 7:1-10; see also Hasebeat 6:60-7:10, claims 1-2.
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305. Thus, each limitation of element 11.2 is disclosed by Hasebe.

d) Element 11.3

306. The third element of claim 11 reads: “said software product using license information

entered via said input in response to said promptin a routine designed to decodea first license

code encoded in said software product.” I refer to this as Element 11.3 throughout this

declaration for convenience.

307. Hasebe discloses element 11.3. Hasebe teaches that the user’s computer recetves

“encoded license information” from management center 12:

When a request for information for removal of functional restrictions is received
from user terminal 11, management center 12 sends to user terminal 11 encoded
license information. As a result, after request transmission unit 18 has been
operated, user terminal 11 receives encoded license information from management
center 12°"!

308. And Hasebe describes that decoding unit 20 decodes a license code encoded in the

A? .
*02 For instance, Hasebesoftware via a decode routine that uses the encoded license information.

details that tts system will “make the software that is presented to the user encoded, and to make

the conversion information for decoding the encoded software. Also, ... it is possible to employ

information, as license information, which is the result of encoding the conversion information

and useridentification information, combined in integrated manner.’ As illustrated below in

annolaled Figure 1, Hasebe’s system includes the input of “encoded license information” (dashed

box) into the user’s computer 11 which is used to decode the encoded software via decoding unit

20 (dashed oval):

 

*0l Hasebe at 7:11-16; see also Hasebe at 4:39-58, 6:42-50, Figs. 1, 7.

*02 Hasebe at 7:17-31, 9:19-35.

*03 Hasebe at 4:48-58; see also Hasebe at 9:29-36.
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309 Moreover, Hasebe teaches.the decoding routine as:

fa) decodingthelicense information, which includes the keyand user name,

thy installing the encoded software using the decoded key,

(c) writing the username into thelicense display routine 25,

td} displaying the user name, and

(é) executing the main portion of software program“4

310 Hasebe's Figure 3 illustrates the license code(routine25) encoded into the software and:

rain routine 26, andFioure 9 diagrams the decerleroutinethat uses the licenseinformationto

decodethelicense code:

20 Hasebe at 9-19-39.
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311. APOSITA would have understood thatHasebe’ s routine 25, with the encoded username

27,18. license code because it 1s encoded into the software program and controls the

accessibility ofthe program And as L explain regarding element. 11.2, Hasebe teaches thatthe

user enters license information via.an inputin responseto theprompt

312 Therefore, each limitation of elernent 11.3 is disclosed by Hasebe. AndasI explain

above, Hasebe disclosesall theother elernents ofclaim 11.'Thus, in my opinion, claim 11 is

anticipated by Hasebe.

2. Hasebe Anticipates Independent Claim 12.

a Claim 12's Preamble

313. ‘Thepreamble of claim 12 reads: “.A method for encoding software code usinga computer

having a processor and memory, the method comprising.”

314 T understand that a claim’s preamble generally does notlimit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Hasebe

discloses clawn.12's preamble.
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315. Claim 12 recites both a “computer” and a “computer system.” It is unclear whether those

elements refer to the same computing device or separate computing devices. When analyzing

claim 12 using the broadest reasonable interpretation, [ interpret the “computer”recited in the

preamble to be a device separate from the term “computer system.”

316. Hasebe discloses a method for encoding software code using a computer with a processor

and memory. Hasebe details that management center 32 generates the software code provided to

the user via CD-ROM.“Alternatively, Hasebe’s software code may be downloaded from the

management center.?°° And Hasebe describes that the link-up unit 15 of the managementcenter

performs “processing” reversed by separating unit 21.7°° Thus, A POSITA would have

understood that the management center includes a processor and memoryto create these CD-

ROMsand to provide the downloading capability. Indeed, for as long as computers have been

around, it has been standard practice to store the computer code that executes programs—such as

the software code used for Hasehe’s invention—in memory. In fact, a POSTTA would have had

flo option but to store Hasebe’s software code in memory,as this is required in computer

programming. Similarly, it has been standard practice to execule such programs using a

processor in the computer.

317. As Idetail below, Hasebe teaches the remaining steps that comprise the method.

b) Element 12.1

318. The first element of claim 12 reads: “storing a software code in said memory.”I refer to

this as Element 12.1 throughout this declaration.

 

205 Hasebe at 1:9-14, 6:9-13, 9:22-26.

*06 Tasebe at 9:60-64.

207 Hasebeat 7:23-26, Fig.1.
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319 Hasebe discloses element 12.1..As explainedwith respect to claim 12'sprearnble,

Hasebe’s management center 32 either generates a-CD-ROM containingthe software code or

provides downloadable versions ofthe software.code7° A POSITA thus wouldhave understood

that Hasebe’ s management center stores the software code in its memory forCD-ROM

generation or user downloading. And as I discuss regardingclaim 12’s preamble, tt has been

standard practice to store computer code-—such as. Haseb e'ssoftware code—in memory. Infact,

a POSIT.A would have had no option but to store this software code in memory, as this is

required in computer programming,

320. .As depicted in Hasebe’s Figure 1, as annotated below, rnanagement center 14includes a.

software database 14 (dashed box)capable of software storage:
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321. Therefore, each limitation of elerment 12.1 is disclosed by Hasebe.

#8 Hasebe at 69-13, 922-26, 960-64.
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e} Alemanleg

322. Thesecond element of claun [2 reads: “wherein said soltware code comprises a first

coderesource and provides a specified underlying functionality when installed on a computer

syste” I referto this-as Element 12.2 thraughout this declaration..

323 Hasebe discloses element122. Hasebe teachesthatits software code provides certain

functionality to the user upon determining that a properlicense key has been entered.Hasebe

specifies that its software code.mcludes a license display routine 25" And Hasebe explains that

routine 25 determines whether the user's license information 1s legitimate and, if'se, permits

access to the main programroutine26,7" In doing so, routine 25 refers to one of morecode

resources. For instance, Hasebe details: “In the main program there are definedthe operating

procedures relating to the proper fictions ofthis software; in license display routine 24,there.1s

defined the content to be executed prior to executionof main program 26,77!) Hasebe illustrates

routines 25 and 26 of the software code in Figures 5 and 8:

 
: =¥ =SA akaananannnnnASKERAANA

FIG. 8 

AG Hasebe at 7 55-8:9, 925-35, Figs. 5,8.

210 Ha sebe at 765-29.

21! Hasebe at 755-60.
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324. The *842 Patent refers to sub-ohjects, a memory scheduler, and data as examples of code

resources.”!? Hasebe’s routine 25 consists of software code that controls access to the underlying

functionality of the software’s main program, or sub-objects. In this additional way, a POSITA

would have understood that Hasebe’s routine 25 contains a first code resource.

325. Moreover, Hasebe’s software code provides underlying functionalities when installed on

the user’s computer system (terminal 31). Hasebe, for example, discloses that the code’s routine

25 provides access to the main program module 26 upon verification of the user’s license

information."

326. Thus, each limitation of element 12.2 is disclosed by Hasebe.

d) Element 12.3

327. The third element of claim 12 reads: “encoding, by said computer usingat least a first

license key and an encoding algorithm, said software code, to form a first license key encoded

software code.” I refer to this as Element 12.3 throughout this declaration.

328. Hasebe discloses element 12.3. As I discuss with respect to element 12.1, Hasebe’s

management center 32 provides the user the software code via CD-ROM or download from the

seller.?!* Hasebe teaches that the management center 32 encodes the software code:

[]]t is also possible to make the software that is presented to the user encoded, and to make
the conversion information for decoding the encoded software. Also, it is possible to
employ, in such a licensee notification system, license information containing the user
identification information in a form that cannot be separated without special information.
For example, it is possible to employ information, as license information, which is the
result of encoding the conversion information and user identification information,
combined in integrated manner.”!°

712-842 Patent at 11:55-65, 15:36-42.

“13 Hasebe at 7:65-8:9, 9:20-36.

“I1 Hasebe at 6:9-13, 9:22-26, 9:60-64.

*13 Hasebe at 4:48-58: see also Hasebe at 7:32-38, 9:22-26.
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It is also possible to constitute the system such that, instead of the user name and
signature information, information representing the user name in encoded form is
stored in the license file, and, when the installed software is executed, the
informationin the licensefile is decoded by the software and displayed.7!®

329. With respect to the code illustrated in Figure 9, Hasebe discloses that the customer’s

computer system “effects installation by decoding the software in the CD ROM using the

software decoding key, and generates the user name in encoded form by encoding the user

name.”*!7

330. Further, Hasebe teaches its encoding technique uses a license key and an encoding

algorithm. For instance, Hasebe describes its system includes: “‘a DES (data encryption

standard) algorithm [] employed for encoding and decoding.”?!* And Hasebedetails that the

system uses a license key to encode the software code: “generat[ing] license information

including user identification information encoded with a characteristic key of the software.””!?

Figure 3, for example, illustrates a license key in the management center’s software database 14

used to encode the sofiware:

*16 Hasebe at 8:47-53.

+l? Hasebe at 9:22-26,

*18 Tasebe at 6:48-50.

“19 Hasebe at 4:40-43: see also Hasebe at 6:33-47, 7:33-38, 9:19-26.
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Thus, a POSITA would have understood that Hasebe’sencoded software code, utilizing the

encoded heense information, creates the claimed “first license key encoded software code”

331. Moreover, duringthe original prosecution, Patent Ownerstated that “Lelneoding using a

key-and-an algorithm is known”? Therefore, a POSTT A. wouldhave understood that Hasebe’s

encoding technique necessarily includes a first license keyand an encodingalgorithm to form a

frst license keyencoded software cade.

332, Thus, each limitation of element 12.3is disclosed by Hasebe,

2) Hlement 12.4

333. ‘The fourth element of claim 12 reads: “wherein, wheri installed on a cormputer system,

saidfirst-license key encoded software codewill provide said specified underlying functionality

only after receipt of said firstlicense key” I refer to this as Element 12.4 throughoutthis

declaration.

334 Hasebe discloses elernent 12.4. Hasebe teaches the installation of the software cade. upon

verificationof the first license keyby the user's computer! Por instance, Hasebe describes the

22949 Prosecution History at 519,

#2! Hasebe at 3:5-15, 3:30-38, 9:19-39, see also Hasebe at 732-38, G47-53.
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sothware code will provide access taspecifiedunderlying finectionalityof the codecontained m

main program routine 26 only after receipt of the firstlicense key in license display routine 25:

(a) decoding the license information, which includes the key and username,

ib) installing the encoded soltware using the decoded key,

(c) writing the username into the license display routine 25,

(d) displaying theuser name, and

(2) executing the main portion routine 26 ofsoftwareprogram?”

335, And Hasebe’s Figure9illustrates the user’s computer providing the underlying

functionality ofthemain prograrn routine 26 afterthe receipt and decoding of the firstlicense.

key

s
JeonceennnageenceseanATENEENE
i 

A POSITA would have understood that Hasebe’s main prograrn routine 26 includes specified

underlying functionality ofthefirst licensekey encoded software codeaccessible via

confirmation of the encoded licensekey,

22 Hasebe at 919-39.
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336. Therefore, each limitation of element 12.4 is disclosed by Hasebe. And as T explain

above, Hasebe teaches all the other elements of claim 12. Thus, in my opinion, claim 12 is

anticipated by Hasebe.

3. Hasebe Anticipates Independent Claim 13.

a) Claim 13’s Preamble

337. The preamble of claim 13 reads: “A method for encoding software code using a computer

having a processor and memory, comprising.”

338. lunderstand that a clatm’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Hasebe

discloses claim 13’s preamble.

339. Claim 13’s preamble appears to be the same as claim 12’s preamble. And as I explain

above, Hasebe teaches a method for encoding software using a computer with a processor and

memory. Thus, Hasebe discloses this preamble.

b) Element 13.1

340. The first element of claim 13 reads: “storing a software code in said memory.” | refer to

this as Element 13.1 throughout this declaration.

341. Element 13.1 is identical to element 12.1, which I discuss above. For the same reasons as

I explain above, Hascbe discloses cach limitation of clement 13.1.

ec) Element 13.2

342. The second element of claim 13 reads: “wherein said software code comprisesa first

code resource and provides a specified underlying functionality when installed on a computer

system.”I refer to this as Element 13.2 throughout this declaration.

343. Element 13.2 is identical to element 12.2, which I discuss above. For the same reasons as

Texplain above, Hasebe discloses each limitation of element 13.2.
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cu Hlemert 13.3

344. Thethird elernent of claim 13 reads: “rodifying, by said computer, using a first license

key and anencoding algorithm,said softwarecode, to formamodified softwarecade; and

wherein said modifying comprises encoding said firstcode resource to form an encodedfirst

code resource” Irefer tothis as Element 13.3throughout this declaration.

345. Hasebe discloses element 13.3. As described with respectto element 12.2, Hasebe’s

systeminclides multiple code resources (e.g, license displayroutine 25) used to access software

functionality“*° Hasebe illustrates routine 25 and mainprogram routine 26 of the software code

dn Figures Sand 8:

 
346. And as taught with respect to element 12.3, Hasebe’s computer™* in management center

12 modifies the software code to form an encoded first code resource“ Forinstance, Hasebe’s

“8 Hasebe at 755-8.9, 925-35, Figs: 5,8.
204 Tasebe at 6-21-24.

23 Hasebe at4-48-58, 847-53)see also Hasebeat 732-38, 929-26,
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software code is modified to mclude routine 25 used to verify the user’s license information and

permit execution of the software code,”

347.  Hasebe specifies its code modification uses a license key and an encoding algorithm, as

described with respect to element 12.3.7*’ Moreover, during the original prosecution, Patent

Ownerstated that “[e]neoding using a key and an algorithmis known.”””* Thus, a POSITA

would have understood that Hasebe’s encoding technique necessarily includesa first license key

and an encoding algorithm to form an encoded first code resource.

348. Thus, each limitation of element 13.3 is disclosed by Hasebe.

g) Element 13.4

349. The fourth element of claim 13 reads: “wherein said modified software code comprises

said encoded first code resource, and a decode resource for decoding said encodedfirst code

resource.” I refer to this as Element 13.4 throughout this declaration.

350. Hasebe discloses element 13.4. As described with respect to element 13.3, Hasebe’s

modified software code includes the encodedfirst code resource. And Hasebe teaches that user

terminal 11 includes decode unit 20 and separating unit 21 to produce the decoding key for the

relevant software code.”’? Hasebe’s user terminal sends the decoding key to the software

installation unit (Fig. 1°s unit 22 or Fig. 7’s unit 29), and “[i]nstallation unit 29 effects

installation by decoding the software in the CD ROM using the software decoding kev, and

generates the user name in encoded form by encoding the user name.”?*? As depicted below in

26 Hasebeat 4:48-58, 8:47-53.

727 Hasebe at 6:48-50, 4:40-43, Fig. 3; see also Hasebe at 6:33-47, 7:33-38, 9:19-26.

228 °842 Prosecution History at 519.

*2° THasebe at 7:17-31.

730 Hasebe at 7:27-39, 9:22-26.
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annotated Figure 7, Hasebe's user terminal 17 includes a decade resource including the.

separating and decoding units 20, 21 (dashed box) andinstallation unit 22 (dashed oval) to

decode the encoded: code resource for.sofbware execution:
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Therefore, Hasebe teaches a decodingresource for decoding the encoded first code resource:

351. “Thus, each limutation of element 13.4 is disclosed by Hasebe.

pe Alement 13.5

352. The last element of claim 13 reads: “wherein said decode resource is configured to

decode said encoded first code resource uponreceipt of said first license key.” Treffer to'this.as

Element 13.5 throughout-this declaration:

353 Hasebe discloses element 13.5. As described with respect to element 12.3, Hasebe

describes that the system uses.a licensekey to encode the software code: “generat[ing] license
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inforriation, imeluding useridentification.infortnalion encoded with a-characteristic key of the

software”! And Hasebe specifies thatits decode resource decodes the encodedfirst code

resource upon receipt of the license key. For instance, Hasebe details that the user terminal

receives the encoded hicense information at decoding unit 20, decodes the inforriation to produce

thedecodingkey, arid decodes the encode first code resource (routine 23) “by. decoding the

sottware.in the CD ROM using the sothirare decoding key” a2 Figure 7, a8 annotatedbelow,

shows the decode resource (dashed box) receiv ing the first license key (dashed oval)to decode

the encoded software—including the encoded first code resource:
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42) Hasebe at4-40-43, see also Hasebe at 633-47, 7133-38, 9:19-26, Fig. 3.

22 Hasebe at 7-27-39, 9-22-36.
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354. Therefore, each limitation of element 13.5 is disclosed by Hasebe. And as T explain

above, Hasebe teaches all the other elements of claim 13. Thus, in my opinion, claim 13 is

anticipated by Hasebe.

4. Hasebe Anticipates Independent Claim 14.

a) Claim 14’s Preamble

355. The preamble of claim 14 reads: “A method for encoding software code using a computer

having a processor and memory, comprising.”

356. I understand that a claim’s preamble generally does not limit the scope of the claim under

the broadest reasonable interpretation applied during reexamination. Nevertheless, Hasebe

discloses claim 14’s preamble.

357. Claim 14’s preamble appears to be the same as each of claim 12 and 13’s preamble. As I

explain above, Hasebe teaches a method for encoding software using a computer with a

processor and memory. Thus, Hasebediscloses this preamble.

b) Element 141

358. The first element of claim 14 reads: “storing a software code in said memory.” | refer to

this as Element 14.1 throughout this declaration.

359, Element 14.1 is identical to element 12.1, which I discuss above. For the same reasons as

I explain above, Hascbe discloses cach limitation of clement 14.1.

ec) Element 14.2

360. The second element of claim 14 reads: “wherein said software code defines software

code interrelationships between code resources that result in a specified underlying functionality

when installed on a computer system.” I refer to this as Element 14.2 throughout this declaration.

361. Hasebe discloses element 14.2. Hasebe teaches that its software code provides certain

functionality to the user upon determining that a proper license key has been entered. In doing
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so, Hasebe’s code! meludes interrelationships bebween code resaurces, such as interrelating

license display routine 25 and main prograrn routine 2679 For instance, Hasebe explains that its

software code includes routine 25 which permits access to the main program routine 26 upon

validation of user's license infottnation ** Hasebe disclosés: “In.the main prograrn there are

defined the operatingprocedures relatingto the proper functions of thissoftware, in licerise

displayroutine 25, there1is definedthe content to be exeouted prior ter execution ofmain program

26°"Hasebeillustrates routines 25 and 26 ofthe software code in Figures 5 and &
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362. The’ 642 Patent reters.to sub-objects and a merriory scheduleras examples ofcode

resources.“ Hasebe’ sroutine 25 contains a sub-object of the software code because it controls

access tothe underlying functionality of the software'smain program, And Hasebe teaches

routine 25“ directly rewrite[es]” the software code when the software code is decoded#7 In this

20 Hasebeat 755-89,Figs. 5, 8, 9
74 Hasebeat7 65-89.
2S Tascheat 7 55-60,

28s49 Patent at 11:55-65, 1536-42.

27? Hasebe ab 5:10-32, 9:22-39.
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additional way, a POSITA would have understood that Hasebe’s routines 25 and 26 contain code

resources and that the software code defines software code interrelationships between the code

resources. And a POSITA would have understood that the interrelationship between Hasebe’s

routines 25 and 26 result in a specified underlying functionality upon code installation.

363. Moreover, during the original prosecution, Patent Ownerstated that “interrelationships

between code resource are not that which is novel.”?** The Patent Owner continues by

conceding:

What the examiner has implied by alleging that the "specification ... fails to teach
or mention ‘software code interrelationships"' is that software code
interrelationships were somehow unknownin the art, which clearly is not the case.
As admitted, in the specification at the beginning of paragraph [0051], an
"application" comprises "sub-objects" whose "order in the computer memory
is of vital importance” in order to perform an intended function. And as
admitted further in paragraph [0051], "When a program is compiled, then, it
consists of a collection of these sub-objects, whose exact order or arrangement in
memoryis not important, so long as any sub-object which uses another sub-object
knows where in memory it can be found.” Paragraph [0051] of course refers to
conventional applications. Accordingly, that is admittedly a discussion ofwhat
is already know by one skilled in the art. Accordingly, the examiner's statement
that the specification lacks written description support for "software code
interrelationships” is inconsistent with the fact that such interrelationships were
explained in paragraphs [0051] and [0052] as a fundamental basis of pre-
existing modem computer programs.”*”

364. Based on the Patent Owner’s concession, it is clear that a POSITA would have

understood that Hasebe’s code resources necessarily define code interrelationships resulting in

specific underlying functionality once installed on a computer.

365. Thus, each limitation of element 14.2 is disclosed by Hasebe.

“38 *8492 Prosecution History at 519.

739-849 Prosecution History at 519.
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d) Flement 4.3

366. The third element of claim 13 reads: “encoding, by said computer using at least a first

license key and an encoding algorithm, said software code, to form a first license key encoded

software code.” I refers to this as Element 14.3 throughout this declaration.

367. Element 14.3 is identical to element 12.3, which I address above. For the same reasonsI

explain above, Hasebe discloses each limitation of element 14.3.

368. Moreover, during the original prosecution, Patent Ownerstated that “[e]ncoding using a

key and an algorithm is Known”and that “an interrelationship in software code is necessarily

defined by digital data, and digital data can obviously be encoded by an encoding process.””*“°

Thus, a POSITA would have understood that Hasebe’s encoding technique necessarily includes a

first license key and an encoding algorithm to form a first license key encoded software code.

2) Element 14.4

369. The fourth element of claim 14 reads: “in which at least one of said software code

imterrelationships are encoded.” I refer to this as Element 14.4 throughout this declaration.

370. Hasebe discloses element 14.4. As described with respect to element 14.2, Hasebe

teaches that its software code defines code interrelationships between code resources and routine

25 control certain underlying software functionality. Hasebe further explains that its software

code is encoded:

[I]t is also possible to make the software that is presented to the user encoded, and
to make the conversion information for decoding the encoded software. Also, it is
possible to employ, in such a licensee notification system, license information
containing the user identification information in a form that cannot be separated
without special information. For example, it is possible to employ information, as

740-849 Prosecution History at 519.
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license information, which isthe result of encoding the conversion information and
user identification information, combined in integrated manner.*"!

It is also possible to constitute the system suchthat, insteadof the user name and
signature information, infotmation representing the user name in encoded formis
stored in the license file, and, when the installed software is. executed, ‘the
information in the license fileis decoded by the software and displayed,?”

371. And Hasehe teaches that the software code includes:the code interrelationships between

routines 25 and 26, all of which would encoded as part of the software code?”

372. ‘Therefore, each limitation of element 14.4 is disclosed by Hasebe. And as J explain

above, Hasebe teachesall the other elements. of claim. 14. Thus, in my opinion, claim 14 is

anticipated by: Hasebe:

I déclare that.all statémerits made herein of my own knowledge are trie, and that all statements

made on information and belief are believed to be true; and that these statements were made with

the knowiedge that willful false statements and the like somade aré punishable by fine or

imprisoriment, or both, under Section [001 of Title 18 of the United States Code.

By: hacks Mv
Claudio T. Silva

Dated: May 15, 2018

 

“4! Hasebe at 4:48-58: see also Hasebe at 7732-38, 9:22-26.

42 Wasebe at 8:47-53.

43 Hasébe at 7:55-8:9, Figs. 5, 8,9.
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Claudio T.Silva

Professor of Computer Science and Engineering and Data Science

Tandon School of Engineering phone: (646) 997-4093
New York University
Six MetroTech Center

Brooklyn, NY 11201

csilva@nyu.edu http://engineering.nyu.edu/people/claudio-silva

Professional Preparation

e Post-doc, Applied Mathematics and Statistics 1996-7
State University of New York at Stony Brook
Concentration Area: Computational Geometry
Mentor: Distinguished Professor Joseph S.B. Mitchell

e Ph.D., Computer Science December 1996

State University of New York at Stony Brook
Dissertation Title: “Parallel Volume Rendering of Irregular Grids”
Advisor: Distinguished Professor Arie E. Kaufman

e M.S., Computer Science May 1993
State University of New York at Stony Brook

« B.S., Mathematics July 1990
Universidade Federal do Ceara (Brazil)

Professional Experience

« Computer Science & Engineering, School of Engineering, New York University

— Professor July 2011-)

— Research Professor (October 2010—June 2011)

— Engineer-in-Residence, Incubator (December 2012—)

Center for Data Science, New York University

— Interim Director, (September 2016—August 2017)

- Associated Faculty, (September 2013-)

Center for Urban Science and Progress, New York University

— Head of Disciplines (September 2012—August 2015)

e Department of Computer Science, Courant Institute of Mathematical Sciences, NYU

- Affiliated Faculty (December 201 1-)

Major League Baseball (MLB) Advanced Media
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— Consultant (February 2012—December 2017)

Fisch Sigler LLP

— Expert Witness June 2017—August 2017)

Kirkland & Ellis LLP

— Expert Witness (February 2016—August 2016)

— Expert Witness (September 2017—December 2017)

Modelo,Inc.

— Co-founder (2011)

School of Computing, University of Utah

- Adjunct Professor July 2011-)

— Professor July 2010-June 2011)

— Associate Professor (October 2003—June 2010)

Guest Professor, Linképing University, Sweden, (January 2010-—December 2012)

Scientific Computing and Imaging (SCD)Institute, University of Utah

— Associate Director January 2008—May 2009)

— Faculty Member (October 2003-June 2011)

Visiting Researcher, ETH Zurich, (November 2010)

VisTrails, Inc. (2007) [University of Utah startup company: www.vistrails.com]

— Co-founder

— Chief Scientist

Participating Guest Researcher (April 2003—), Lawrence Livermore National Laboratory.

Faculty Scholar January 2003—March 2003), Lawrence Livermore National Laboratory.

Associate Professor (September 2002—April 2006; on leave starting October 2003), Department of

Computer Science & Engineering, OGI School of Science & Engineering, Oregon Health & Science
University.

Information Visualization Research Department, AT&T Labs-Research.

— Principal Member of Technical Stalf (April 2002—September 2002)

— Senior Memberof Technical Staff July 1999—April 2002)

Adjunct Assistant Professor, Department of Applied Mathematics and Statistics, State University of
New York at Stony Brook, July 1998—July 2000.

Research Staff Member, Visual and Geometric Computing, IBM T. J. Watson Research Center, De-
cember 1997—July 1999.
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Research Associate, Computational Geometry Lab (Joseph S.B. Mitchell, Director). Department of
Applied Mathematics and Statistics, State University of New York at Stony Brook, September 1996—
December 1997,

Researcher, Visualization Group, Sandia National Laboratories, May 1995—December 1997.

Teaching and Research Assistant, Visualization Lab (Arie Kaufman, Director). Department of Com-
puter Science, State University of NewYork at Stony Brook, 1991-1995.

Summer Intern, Brookhaven National Laboratories, 1992.

SummerIntern, Philips Laboratories, 1991.

Honors, Distinctions, and Achievements

2018 Technology & Engineering Emmy Award from the National Academyof Television Arts &
Sciences (NATAS) for MLB Advanced Media’s Statcast player tracking system

Best demo honorable mention award — SIBGRAPI 2017

Best demo honorable mention award — SIGMOD 2017

(student award) 2017 Henning Biermann Award from the Courant Institute
advisee: Dr. Bowen Yu (2017)

Best paper honorable mention award — IEEE Data Science and Advanced Analytics, 2016

Elected Chair of IEEE Technical Committee on Visualization and Computer Graphics (2015-2017)

(student award) Pearl Brownstein Doctoral Research Award (for PhD thesis),
advisee: Dr. Nivan Ferreira (2015)

(student award) Courant’s Matthew Smosna Prize for excellence in computer science (for MSthesis),
advisee: Yunzhe Jia (2015)

Alpha Award for Best Analytics Innovation/Technology for MLB Advanced Media’s Statcast player
tracking system, 2015 MIT Sloan Sports Analytics Conference

2014 IEEE VGTCVisualization Technical Achievement Award “in recognition of seminal advancesin
geometric computing for visualization and for contributions to the development of the VisTrails data
exploration system.”

Outstanding Partnership, Federal Laboratory Consortium for Technology Transfer for Ultrascale Vi-
sualization Climate Data Analysis Tools (UV-CDAT), 2014

(student award) VPG Best Dissertation Finalist,

advisee: Dr. Tiago Etiene (2013)

IBM Faculty Award, 2013.

Best paper honourable mention award — EuroVis 2013

2013 IEEE Fellow “for contributions to geometric computing and visualization.”

Best paper award — SIBGRAPIT2012
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Best panel award — IEEE VisWeek 2011

Best paper award — 2nd prize, EuroVis 2011

Best paper award, ACM Eurographics Symposium on Parallel Graphics and Visualization 2011.

Finalist, Executable Paper Grand Challenge, 2011.

2011 IEEE Computer Society, Certificate of Appreciation “for outstanding service and performance
as Co-Chairman of VisWeek 2010.”

Best paper award, EUROGRAPHICS2010 Educator Program.

Best poster award, 24th Brazilian Symposium On Databases (SBBD 2009)

2009 Utah Innovation Awards, VisTrails Provenance Plugin for Autodesk Maya.

IEEE Senior Member(since 2008).

Best paper award, IEEE Shape Modcling International 2008.

Best paper award, IEEE Visualization 2007.

Best paperfinalist,IEEE Shape Modeling International 2007.

Dean’s Teaching Commendation, Spring 2007.

IBM Faculty Award, 2007.

TBM Faculty Award, 2006.

IBM Faculty Award, 2005.

Best paperfinalist,IEEE Visualization 2001.

Best paperfinalist, IEEE Visualization 1999,

IBM First Plateau Invention Award, 1999.

IBM Research Division “accomplishment list” for MPEG-4 3D Model Coding, 1998.

National Science Foundation Post-Doctoral CISE Associateship Award, 1996-1997.

Best paperfinalist. ACM/IEEE Volume Visualization 1996.

Doctoral Fellowship — Brazilian Research Council (CNPq — Brazil), 1991-1995.

1st place, Entrance exam, Mathematics, Federal University of Ceara, Brazil.
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Media Coverage(partial)

e New York Times (online): Mapping the Shadows of New York City: Every Building, Every Block;
https://goo.gl/dToiem

@ New York Times (print and online): To Create a Quieter City, Theyre Recording the Sounds of New
York; https: //goo.gl/oimnsK

e Economist (print and online): Listen to the music of the traffic in the city; httes://goo.gl/jlfve2

e Economist (print and online): Every step they take; attos://goo.gl/pEZNG4

e Vice Sports, Future of the game: The era of wearables (video); htto: //goo.gl/D&XGRC

e Vice Sports, Future of the game: Baseball’s latest statistical revolution (video); http: //goo.gl/N4f£3sh

e NetworkWorld, How the cloud gives Major League Baseball a newworld of stats; http: //goo.gl/lud£ko

e Interviewal archspeech(in Russian); http: //goo.gl/sBouLo

e Claudio Silva: The future of the interdisciplinary approach, capable of solving complcx problems of
cities (in Russian); http://goo.gl/vngUol

Do not spoil the unsuccessful city buildings (in Russian); http: //goo.gl/zolzs8

e (ABC News, USA Today, Sun Times, ...), Data Deluge: MLB Rolls out Statcast Analytics on Tuesday;
http://geo.cl/mO0HXEm

e PR Newswire, McGraw-Hill Education Takes Important Step in Open Technology, Enabling Educators
to Build Personalized Learning Experiences; http: //goo.gl/wak1lJuU

e MLB News.Statcast wins prestigious Alpha Award for innovation; http: //goo.g1/u07458
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[110] Approximate Volume Rendering for Curvilinear and Unstructured Grids by Hardware-Assisted Poly-
hedron Projection, N. Max, P. Williams, and C. Silva, 11:53-61, International Journal of Imaging
Systems and Technology, 2000.

[111] Fast Polyhedral Cell Sortingfor Interactive Rendering of Unstructured Grids, J. Comba, J. Klosowski,
N. Max,J. Mitchell, C. Silva, and P. Williams, Computer Graphics Forum (Proceedings of Eurograph-
ics 1999), 18:367-376, 1999.

{112] The Ball-Pivoting Algorithm for Surface Reconstruction, F. Bernardini, J. Mittleman, H. Rushmceicr,
C. Silva, and G. Taubin, 5(4):349-359, IEEE Transactions on Visualization and Computer Graphics,
1999,

[113] Afficient Compression of Non-Manifold Polygonal Meshes, A. Gueziec, F. Bossen, G. Taubin, and
C. Silva, 14(1-3):137-166, Computational Geometry: Theory and Applications, 1999.

[114] The Prioritized-Layered Projection Algorithm for Visible Set Estimation, J. Klosowski and C. Silva,
6(2):108-123, IEEE Transactions on Visualization and Computer Graphics, 2000.

[115] The Lazy Sweep Ray Casting Algorithm for Rendering Irregular Grids, C. Silva and J. Mitchell,
3(2):142-157, IEEE Transactions on Visualization and Computer Graphics, 1997.

[116] PVR: High Performance Volume Rendering, C. Silva, A. Kaufman, and C. Pavlakos, pp. 18-28, IEEE
Computational Science and Engineering (Special Issue on Visual Supercomputing), Winter 1996,

Conference Publications (93)

[117] Data visualization tool for monitoring transit operation and performance, A. Kurkcu, F. Miranda,
K. Ozbay, and C. Silva, 2017 5th IEEE International Conference on Models and Technologies for
Intelligent Transportation Systems (MT-ITS), pp. 598-603, 2017.

[118] Querying and Exploring PolygamousRelationships in Urban Spatio-Temporal Data Sets, Y.-Y. Chan,

F. Chirigati, H. Doraiswamy, C. Silva and J. Freire, ACM SIGMOD 2017, pp. 1643-1646, 2017.

[119] Using Change-Sets to Achieve a Bounded Undo and Make Tutorials in 3D Version Control Systems,
R.Vieira, J. B. Cavalcante Neto, C. Vidal, G. Vialaneix and C. Silva, 29th SIBGRAPI Conference on

Graphics, Patterns and Images, SIBGRAPI 2016, pp. 144-151, 2016.

[120] Anonymizing NYC Taxi Data: Does It Matter?, M. Douriez, H. Doraiswamy,C. Silva and J. Freire, In
Proceedings of IEFE International Conference on Data Science and Advanced Analytics (DSAA)pp.
140-148, 2016.

[121] A GPU-Based Index to Support Interactive Spatio-Temporal Queries over Historical Data, H. Do-

raiswamy, H. Vo, C. Silva, and J. Freire. In Proceedings of TEEEF International Conference on Data

Engineering (ICDE), pp. 1086-1097, 2016.

13

DISH-Blue Spike-602

Exhibit 1007, Page 0284



DISH-Blue Spike-602
Exhibit 1007, Page 0285

[122] A Scalable Approach for Data-Driven Taxi Ride-Sharing Simulation, M. Ota, H. Vo, C. Silva, and J.
Freire. In Proceedings of IEEE BigData 2015, pp. 888-897, 2015.

[123] Visualizing the Evolution ofModule Workflows, M. Hlawatsch, M. Burch,F. Beck,J. Freire, C. Silva,
and D. Weiskopf. In Proceedings of the TEEE International Conference on Information Visualisation,

pp. 40-49, 2015.

[124] Using Maximum Topology Matching to Explore Differences in Species Distribution Models, J. Poco,
H. Doraiswamy, M. Talbert, J. Morisette, and C. Silva, Proceedings of SciVis 2015, pp. 9-16, 2015.

[125] Wavelet-based visualization oftime-varying data on graphs, P. Valdivia, F. Dias, F. Petronetto, C. Silva,

and L. Nonato, Proceedings of VAST 2015, pp. 1-8, 2015.

[126] Urbane: A 3D Framework to Support Data Driven Decision Making in Urban Development, Nivan

Ferreira, Marcos Lage, Harish Doraiswamy, Huy Vo, Luc Wilson, Heidi Werner, Muchan Park, and
C. Silva, Proceedings of VAST 2015, pp. 97-104, 2015.

[127] An Urban Data Profiler, D. Ribeiro, H. Vo, J. Freire, and C. Silva, WWW 2015 Companion Volume,
2015:1389-1394, 2015.

[128] Visualization and Analysis ofParallel Dataflow Execution with Smart Traces, Daniel K. Osmari, Huy
T. Vo, Claudio T. Silva, Joao L. D. Comba, and Lauro Lins, Proceedings of SIBGRAPI 2014, pp.
165-172, 2014.

[129] Baseball4D:A Toolfor Baseball Game Reconstruction & Visualization, Carlos Dictrich, David Koop,
Huy Vo, Claudio Silva, Proceedings of VAST 2014, pp. 23-32, 2014.

[130] Discovering and Visualizing Patterns in EEG Data, E. W. Anderson, C. Chong, G. Preston, C. Silva,
Proceedings of IEEE 6th Symposiumof Pacific Visualization 2013, pp. 37-64, 2013.

[131] Visual Summaries for Graph Collections, D. Koop, J. Freire, and C. Silva, Proceedings of IEEE 6th
Symposium ofPacific Visualization 2013, pp. 105-112, 2013.

[132] HyperFlow: A Heterogeneous Dataflow Architecture, H. Vo, D. Osmari, J. Comba, P. Lindstrom, and

C. Silva, Proceedings of Eurographics Symposiumon Parallel Graphics and Visualization (EGPGV),
pp. 1-10, 2012.

[133] Connectivity Oblivious Merging of Triangulations, L.F. Silva, L.F. Scheidegger, T. Etiene, C. Silva,
L.G. Nonato, and J. Comba, Conference on Graphics, Patterns and Images (SIBGRAPI 2012), pp.
118-125, 2012. Best paper award.

[134] A wildlandfire modeling and visualization environment, J. Mandel, J. D. Beezley, A. K. Kochanski, V.
Y. Kondratenko, L. Zhang, E. Anderson, J. Daniels IT, C. Silva, and Christopher R. Johnson, Proceed-

ings of the Ninth Symposium on Fire and Forest Meteorology, 2011.

[135] VisCareTrails: Visualizing Trails in the Electronic Health Record with Timed Word Trees, a Pancreas

Cancer Use Case, L. Lins, M. Heilbrun, J. Freire and C. Silva, Workshop on Visual Analytics in
Healthcare (VAHC 2011), 2011.

[136] Parallel Large-data Visualization with Display Walls, L. Scheidegger, H. Vo, J. Kruger, C. Silva and J.
Comba. Proceedings IS&T/SPIE Electronic Imaging 2012, Visualization and Data Analysis (VDA),
2012.
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[137] Parallel Visualization on Large Clusters using MapReduce, H. Vo, J. Bronson, B. Summa, J. Comba,

J. Freire, B. Howe, V. Pascucci, and C. Silva, IEEE Symposium on Large-Scale Data Analysis and
Visualization, 2011.

[138] CrowdLabs: Social Analysis and Visualization for the Sciences, P. Mates, F. Santos, J. Freire, and

C. Silva, Statistical and Scientific Database Management (SSDBM), 2011.

[139] Massive Image Editing on the Cloud, B. Summa, H. Vo, V. Pascucci and C. Silva, Proceedings of the

TASTEDInternational Conference on Computational Photography (CPhoto), 2011.

[140] A Provenance-Based Infrastructurefor Creating Executable Papers, D. Koop, E. Santos, P. Mates, H.
T. Vo, P. Bonnet, B. Bauer, B. Surer, M. Troyer, D. N. Williams, J. E. Tohline, J. Freire, and C. Silva.
Procedia Computer Science, 2011. ICCS 2011. Grand Challenge Finalist.

[141] Optimal Multi-Image Processing Streaming Framework on Parallel Heterogeneous Systems, L. Ha,

C. Silva, J. Krueger, J. Comba, and S. Joshi, 11th Eurographics Workshop on Parallel Graphics and
Visualization (EGPGV 2011), 2011. Best paper award.

[142] Template-based Remeshing for Image Decomposition, M. Lizier, M. Siqueira, J. Daniels I, C. Silva,
and L. G. Nonato. SIBGRAPI 2010 — Brazilian Symposium on Computer Graphics and Image Pro-
cessing, 2010. (Selected as one of the best papers, invited for journal submission.)

[143] Image Registration Driven by Combined Probabilistic and Geometric Descriptors, Linh Ha, Marcel

Prastawa, Guido Gerig, John H. Gilmore, Claudio T. Silva, Sarang Joshi, Proceedings of MICCAI
2010.

[144] Collaborative Monitoring and Analysisfor Simulation Scientists, R. Tchoua, S. Klasky, N. Podhorszki,
B. Grimm, A. Khan, E. Santos, C. Silva, P. Mouallem, and M. Vouk. Proceedings of The 2010

International Symposium on Collaborative Technologies and Systems (CTS 2010).

[145] The Provenance of Workflow Upgrades, D. Koop, C. Scheidegger, J. Freire, and C. Silva, 3rd Interna-
tional Provenance and Annotation Workshop (IPAW)2010.

[146] Bridging Workflow and Data Provenance using Strong Links, D. Koop, E. Santos, B. Bauer, M. Troyer,
J. Freire, and C. Silva, Statistical and Scientific Database Management (SSDBM), 2010.

[147] Fast Parallel Unbiased Diffeomorphic Atlas Construction on Multi-Graphics Processing Units, L. K.

Ha, J. Krueger, P. T. Fletcher, S. Joshi and C. Silva, 9th Eurographics Workshop on Parallel Graphics
and Visualization (EGPGV 2009), 2009.

[148] Enabling Advanced Visualization Tools in a Simulation Monitoring System, E. Santos, J. Tierny, A.
Khan, B. Grimm, L. Lins, J. Freire, V. Pascucci, C. Silva, S. Klasky, R. Barreto, N. Podhorszki, LEEE
International Conference on e-Science 2009, pp. 358-365, 2009.

[149] Using Workow Medleys to Streamline Exploratory Tasks, E. Santos, D. Koop, H. Vo, E. Anderson, J.
Freire, and C. Silva, pp. 292-301, Statistical and Scientific Database Management (SSDBM), 2009.

[150] Using Mediation to Achieve Provenance Interoperability, T. Ellkvist, D. Koop, J. Freire, C. Silva, and
L, Str6émbiack, IEEE International Conference on Scientific Workflows 2009.

[151] End-to-End eScience: Integrating Workflow, Query, Visualization, and Provenance at an Ocean Ob-

servatory. B. Howe, P. Lawson, R. Bellinger, E. Anderson, E. Santos, J. Freire, C. Scheidegger, A.
Baptista, and C. Silva, [EEF International Conference on e-Science 2008.
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[152] Effects of Texture and Color on the Perception ofMedical Images, 1. Cheng, A. Badalov, C. Silva, and
A. Basu. 30th IEEE Engineering in Medicine and Biology Society, 2008.

[153] A First Study on Clustering Collections of Workflow Graphs, E. Santos, L. Lins, J. P. Ahrens, J. Freire,
and C. Silva. Second International Provenance and Annotation Workshop (PAW) 2008.

[154] Towards Provenance-Enabling ParaView, S. P. Callahan, J. Freire, C. E. Scheidegger, C. Silva, and
Huy T. Vo. Second International Provenance and Annotation Workshop (IPAW) 2008.

[155] Using Provenance to Support Real-Time Collaborative Design of Workflows, T. Ellkvist, D. Koop,
E. W. Anderson, J. Freire, and C. Silva. Second International Provenance and Annotation Workshop
(IPAW) 2008.

[156] Examining Statistics of Workflow Evolution Provenance: A First Study, L. Lins, D. Koop, E. W. An-
derson, S. P. Callahan, E. Santos, C. E. Scheidegger, J. Freire, and C. T. Silva. Statistical and Scientific
Database Management (SSDBM), 2008.

[157] Optimal Bandwidth Selection for MLS Surfaces, H. Wang, C. E. Scheidegger, and C. Silva, IEEE
International Conference on Shape Modeling and Applications (SMI), 2008. Best paper award.

[158] Querying and Re-Using Workflows with VisTrails, C. E. Scheidegger, H. T. Vo. D. Koop,J. Freire, and
C. Silva, ACM STGMOD2008.

[159] Quality Improvement and Boolean-Like Cutting Operations in Hexahedral Meshes, J.F. Shepherd, Y.
Zhang, C. Tuttle, and C. Silva, Proceedings ofthe 10th Conference of the International Society of Grid
Generation, 2007.

[160] Hardware-Assisted Point-Based Volume Rendering of Tetrahedral Meshes, E. Anderson, S. Callahan,
C. Scheidegger, J. Schreiner, and C. Silva. SIBGRAPI 2007 — Brazilian Symposium on Computer
Graphics and Image Processing, 2007.

[161] iRun-: Interactive Rendering of Large Unstructured Grids, H. Vo, S. Callahan, N. Smith, C. Silva, W.
Martin, D. Owen, D. Weinstein. 7th Eurographics Workshop on Parallel Graphics and Visualization
(EGPGYV 2007), pages 93-100, 2007.

[162] Robust Smooth Feature Extraction from Point Clouds, J. Daniels, L. Ha, T. Ochotta, and C. Silva.
Shape Modeling International 2007, pages 123-133, 2007. Best paperfinalist.

[163] Towards Development ofa Circuit Based Treatment for Impaired Memory: A Multidisciplinary Ap-

proach, E, Anderson, G, Preston, and C. Silva. IEEE Engineering in Medicine and Biology Conference
(EMBS) 2007, 2007.

[164] Multi-Fragment Effects on the GPUusing the k-Buffer, L. Bavoil, S8.P. Callahan, A. Lefohn, J.L.D.
Comba, and C. Silva. ACM SIGGRAPH Symposium on Interactive 3D Graphics and Games, pages
97-104, 2007.

[165] Volume Rendering of Time-Varying Scalar Fields on Unstructured Meshes, F. Bernardon, S. Callahan,
J. Comba, and C. Silva. 6th Eurographics Workshop onParallel Graphics and Visualization (EGPGV
2006).

[166] Managing the Evolution ofDataflows with VisTrails, S. P. Callahan, J. Freire, E. Santos, C. E. Schei-
degger, C. Silva, and H. T. Vo, IEEE Workshop on Workflow and Data Flow for Scientific Applications
(SciFlow) 2006.
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[167] Visualizing Uncertainty with Uncertainty Multiples, R. B. Gilbert, F. Tonon,J. Freire, C. Silva, and D.

R. Maidment, American Society of Civil Engineers (ASCE) 2006 GeoCongress.

[168] VisTrails: Visualization meets Data Management, S. P. Callahan, J. Freire, E. Santos, C. E. Scheideg-
ger, C. Silva, and H. T. Vo, ACM SIGMOD 2006, pp. 745-747, 2006.

[169] Interactive Rendering of Large Unstructured Grids Using Dynamic Level-Of-Detail, S, Callahan, J.

Comba,P. Shirley, and C. Silva. IEEE Visualization 2005, pp. 199-206, 2005.

[170] Hardware Accelerated Simulated Radiography, D. Laney, S. Callahan, N. Max, C. Silva, S. Langer,
and R. Frank. TEEE Visualization 2005, pp. 343-350, 2005.

[171] Triangulating Point Set Surfaces with Bounded Error, C. Scheidegger, S. Fleishman, and C. Silva.
Eurographics Symposium on Geometry Processing 2005, pp. 63-72, 2005.

[172] Simplification of Unstructured Tetrahedral Meshes by Point-Sampling, D. Uesu, L. Bavoil, S. Fleish-

man, J. Shepherd, and C. Silva, pp. 157-165, Volume Graphics 2005, pp. 157-165, 2005.

[173] Implicit Occluders, S. Pesco, P. Lindstrom, V. Pascucci, and C. Silva, IEEE Symposium on Volume
Visualization and Graphics 2004, pp. 47-54, 2004. (Selected as one of the best papers, invited for

journal submission.)

[174] VisTrails: Enabling Interactive Multiple-View Visualizations, L. Bavoil, S. Callahan, P. Crossno,J.

Freire, C. Scheidegger, C. Silva, and H. Vo. IEEE Visualization 2005, pp. 135-142, 2005.

[175] On the Convexification of Unstructured Grids From A Scientific Visualization Perspective, J. Comba,J.
Mitchell, and C. Silva, Proceedings of Dagstuhl 2003. Scientific Visualization: Extracting Information
and Knowledge from Scientific Datasets Editors: G.-P. Bonneau, T. Ertl, G. M. Nielson, Springer-
Verlag, 2005.

[176] Visibility-Based Prefetching for Interactive Out-Of-Core Rendering, W. Corréa, J. Klosowski, and
C, Silva, TEEE Parallel & Large-Data Visualization & Graphics Symposium 2003, pp. 1-8, 2003.

[177] Visualizing Spatial and Temporal Variability in Coastal Observatories, W. Herrera-Jimenez, W. Corréa,

C. Silva, and A. Baptista, IEEE Visualization 2003, pp. 269-274, 2003.

[178] Volume Rendering for Curvilinear and Unstructured Grids, N. Max, P. Williams, and C. Silva, Com-
puter Graphics International, 2003.

{179] Out-Of-Core Sort-First Parallel Renderingfor Cluster-Based Tiled Displays, W. Corréa, J. Klosowski,
and C. Silva, 4th Eurographics Workshop onParallel Graphics and Visualization, 2002.

[180] A Generic Programming Approach to Multiresolution Spatial Decompositions, V. Mello, L. Velho,P.

Roma, and C.Silva, International Workshop on Visualization and Mathematics 2002, Berlin-Dahlem,
Germany, 2002.

[181] Towards Point-Based Acquisition and Rendering of Large Real-World Environments, W. Corréa, S.
Fleishman, and C. Silva, SIBGRAPI 2002 — Brazilian Symposium on Computer Graphics and Image
Processing, 2002.

[182] Jntegrating Occlusion Culling with View-DependentRendering,J. El-Sana, N. Sokolovsky, and C.Silva,

TEEE Visualization 2001, pp. 371-378, 2001.
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[183] A Unified Infrastructure for Parallel Out-Of-Core Isosurface and Volume Rendering of Unstructured
Grids, Y.-J. Chiang, R. Farias, C. Silva, and B. Wei, pp. 59-66, IEEE Parallel & Large-Data Visual-
ization & Graphics Symposium 2001.

[184] Parallelizing the ZSWEEP algorithm for Distributed-Shared Memory Architectures, R. Farias, and
C. Silva, International Workshop On Volume Graphics 2001.

[185] A Hardware-Assisted Visibility-Ordering Algorithm With Applications to Volume Rendering, S. Krish-

nan, C. Silva, and B. Wei, pp. 233-242, Data Visualization 2001 Joint Eurographics-IEEE TVCG
Symposium on Visualization, 2001.

[186] A Memory Insensitive Techniquefor Large Model Simplification, P. Lindstromand C.Silva, pp. 121—
126, IEEE Visualization 2001.

[187] Point Set Surfaces, M. Alexa, J. Behr, D. Cohen-Or, S. Fleishman, D. Levin, and C. Silva, IEEE
Visualization 2001, pp. 21-28, 2001. Best paperfinalist.

[188] Cell Projection ofMeshes With Non-Planar Faces, N. Max, P. Williams, and C. Silva, Proceedings of
Dagstuhl] 2000.

[189] Time-Critical Rendering oflrregular Grids, R. Farias, J. Mitchell, C. Silva, and B. Wylie, pp. 243—

250, SIBGRAPI 2000 - Brazilian Symposium on Computer Graphics and Image Processing, 2000.

[190] ZSWEEP:AnEfficient and Exact Projection Algorithmfor Unstructured Volume Rendering, R. Farias,
J. Mitchell, and C. Silva, pp. 91-99, ACM VolumeVisualization and Graphics Symposium, 2000. (72
citations)

[191] Rendering on a Budget: A Framework for Time-Critical Rendering, J. Klosowski and C. Silva, pp.
115-122, IEEE Visualization, 1999. Best paperfinalist.

[192] Efficient Compression of Non-Manifold Polygonal Meshes, A. Gueziec, F. Bossen, G. Taubin and
C. Silva, pp. 73-80, IEEE Visualization, 1999,

[193] Optimal Processor Allocation for Sort-Last Compositing under BSP-tree Ordering, C. R. Ramakrish-

nan and C. Silva. SPIE Electronic Imaging, Visual Data Exploration and Analysis IV, 1999.

[194] Greedy Cuts: An Advancing Front Terrain Triangulation Algorithm, C. Silva and J. Mitchell, pp.
137-144, ACM Symposiumon Geographic Information Systems 1998.

[195] An Exact Interactive Time Visibility Ordering Algorithm for Polyhedral Cell Complexes, C. Silva, J.
Mitchell, and P. Williams, pp. 87-94, ACM/IEEE Volume Visualization Symposium, 1998.

[196] Simple, Fast, and Robust Ray Casting ofIrregular Grids, P. Bunyk, A. Kaufman,and C. Silva, In “Sci-
entific Visualization”, pp. 30-36, Proceedings of Dagstuhl °97, H. Hagen, G. Nielson, F. Post, eds.,
IEEE Computer Society Press, 2000. Also in “Advances in VolumeVisualization”, ACM SIGGRAPH
98 Course #24, July 1998.

[197] External Memory Techniques for [sosurface Extraction in Scientific Visualization, Y.-J. Chiang and
C. Silva, In “AMS/DIMACSProceedings of the DIMACS Workshop on External Memory Algorithms
and Visualization”, J. Abello and J. Vitter, eds., DIMACSbookseries, American Mathematical Soci-

ety, 1998. (Journal version of the presentation given at the workshop.)

[198] Interactive Out-Of-Core Isosurface Extraction, Y.-J. Chiang, C. Silva, and W. Schroeder, pp. 167-174,
TEFF Visualization, 1998.
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[199] 1/0 Optimal Isosurface Extraction, Y.-J. Chiang and C. Silva, pp. 293-300, IEEE Visualization, 1997.

[200] Wavelet and Entropy Analysis Combinationto Evaluate Diffusion and Correlation Behaviors, R. Chiou,
M.Ferreira, C. Silva and A. Kaufman, SIBGRAPI ’97 — Brazilian Symposium on Computer Graphics
and Image Processing.

[201] Fast Rendering of Irregular Grids, C. Silva, J. Mitchell and A. Kaufman, pp. 15-22, ACM/IEEE
Volume Visualization Symposium, 1996. Selected as one of the best papers, invited for special issue.

[202] Three Dimensional Visualization ofProteins in Cellular Interactions, C. Monks, P. Crossno, G. David-
son, C. Pavlakos, A. Kupfer, C. Silva and B. Wylie, pp. 363-366, IEEE Visualization, 1996.

[203] Using Wavelets to Extract Information from Volumetric Data, R. Chiou, M.Ferreira, A. Kaufman,
and C. Silva, pp. 576-582, International Conference on Information Systems Analysis and Synthesis,
1996,

[204] Tetra-Cubes: An algorithmto generate 3D isosurfaces based upontetrahedra, B. Piquet, C. Silva, and
A. Kaufman, pp. 205-210, SIBGRAPI ’96 — Brazilian Symposium on Computer Graphics and Image
Processing, Minas Gerais, Brazil, 1996.

[205] Automatic Generation ofTriangular Irregular Networks using Greedy Cuts, C. Silva, J. S. B. Mitchell
and A. Kaufman, pp. 201-208, IEEE Visualization, 1995.

[206] VolVis: A Diversified Volume Visualization System, R. Avila, T. He, L. Hong, A. Kaufman, H.Pfister,

C. Silva, L. Sobicrajski, S. Wang, pp. 31-38, IEEE Visualization, 1994.

[207] Parallel Performance Measures for Volume Ray Casting, C. Silva and A. Kaufman, pp. 196-203,
TEEE Visualization, 1994.

[208] Flow Surface Probes for Vector Field Visualization, C. Silva, L. Hong and A. Kaufman, In “Scientific
Visualization: Overviews, Methodologies and Techniques’, Dagstuhl °94, G. Nielson, H. Mueller, and
H. Hagen, eds., IEEE Computer Society Press, 1997,

[209] Minhoca Plus — A Local Area Networkfor Teaching, J. Coelho, C. Silva, M. Vieira, and A. Oliveira,

VII Brazilian Conference on Computer Networks, UFRGS, March 1989. (In Portuguese.)

Patents (12 granted)

[210] US patent 8,762,186, Analogy based workflowidentification, issued to the University of Utah on June
24, 2014.

[211] US patent 8,190,633, Enabling provenance management for pre-existing applications, issued to the
University of Utah on May 29, 2012.

{212] US patent 8,229,967, Space efficient visualization ofpedigree data, issued to the University of Utah
on July 24, 2012.

[213] US patent 8,060,391, Automated development of data processing results, issued to the University of
Utah on November 15, 2011.

  
[214] US patent 6,968,299, Method and apparatusfor reconstructing a surface using a ball-pivoting algo-

rithm, issued to IBM on November22, 2005.
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[215] US patent 6,933,946, Methodfor out-ofcore rendering oflarge 3D models, issued to AT&T on August
23, 2005.

[216] US patent 6,831,636, System and Processfor Level ofDetail Selection Based on Approximate Visibility
Estimation, issued to IBM on December 14, 2004.

[217] US patent 6,801,215, Hardware-Assisted Visihility-Ordering Algorithm, issued to AT&T on October
5, 2004.

[218] US patent 6,452,596, Methods and Apparatus for the Efficient Compression ofNon-manifold Polygo-
nal Meshes, issued to IBM on September 17th, 2002.

[219] US patent 6,445,389, Compression of Polygonal Models with Low Latency Decompression, issued to

IBM on September 3rd, 2002.

[220] US patent 6,414,680, System, Program ProductAnd Method OfRendering A Three Dimensional Image
Ona Display, issued to IBM on July 2nd, 2002.

[221] US patent 6,356,262, System And Method For Fast Polyhedral Cell Sorting, issued to IBM on March
12th, 2002.

Book Chapters (9)

[222] Programming with Big Data, H. Vo, and C. Silva, Big Data and Social Science: A Practical Guide to
Methods and Tools, pp. 125-144, 2016.

[223] Reproducibility using VisTrails, J. Freire, D. Koop, F. Chirigati, and C. Silva. In Stoddenet al., Imple-
menting Reproducible Research, 2014.

[224] Estimating Species Distributions-Across Space, Through Time, and with Features of the Environment,

Kelling, S., Fink, D., Hochachka, W., Rosenberg, K., Cook, R., Damoulas,T., Silva, C. and Michener,
W., The DATA Bonanza: Improving Knowledge Discovery in Science, Engineering, and Busincss,
chapter 22, John Wiley & Sons, Inc., 2013.

[225] VisTrails. D. Koop, E. Santos, C. E. Scheidegger, H. T. Vo, C. T. Silva, and J. Freire. In Architecture
of Open-Source Applications, pp. 377-394, 2011.

[226] Multi-scale Unbiased Diffeomorphic Atlas Construction on Multi-GPUs, L. Ha, J. Kriiger, S. Joshi
and C. Silva, GPU GEMS volume 1, 2010.

[227] Visualization for Data-Intensive Science, C. Hansen, C. R. Johnson, V. Pascucci, and C. Silva. In The
Fourth Paradigm: Data Intensive Scientific Discovery, K. Tolle, S. Tansley and T. Hey (Eds), 2010.

[228] Scientific Process Automation and Workflow Management, B. Ludaescher, I. Altintas, S. Bowers, J.

Cummings, T. Critchlow, E. Deelman, D. D. Roure, J. Freire, C. Goble, M. Jones, 8. Klasky, T-

McPhillips, N. Podhorszki, C. Silva, I. Taylor, and M. Vouk. In A. Shoshani and D. Rotem, edi-
tors, Scientific Data Management: Challenges, Existing Technology, and Deployment, Computational

Science Series, chapter 13. Chapman & Hall/CRC, 2009.

[229] Modeling Cardiogenesis: The Challenges and Promises of 3D Reconstruction, J, Pentecost, C. Silva,
M.Pescitelli, and K. Thornburg, pp. 115-143, Vol. 56, Current Topics in Developmental Biology,
2003.

[230] Fast and Simple Occlusion Culling, W. Corréa, J. Klosowski, and C. Silva, pp. 353-358, Game
Programming Gems 3, 2002.
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Edited Proceedings (6)

[231] Proceedings ofAdvances in Visual Computing, Sth International Symposium, ISVC 2009, Part I, G.

Bebis, R. D. Boyle, B. Parvin, D. Koracin, Y. Kuno, J. Wang, R. Pajarola, P. Lindstrom, A. Hinkenjann,
M. L. Encarnagao, C. Silva, D, S. Las Vegas, NV, USA, 2009.

[232] Proceedings ofAdvances in Visual Computing, 5th International Symposium, ISVC 2009, Part I, G.
Bebis, R. D. Boyle, B. Parvin, D. Koracin, Y. Kuno, J. Wang, R. Pajarola, P. Lindstrom, A. Hinkenjann,
M. L. Encarnagao, C. Silva, D. S. Las Vegas, NV, USA, 2009.

[233] Proceedings of LEEE Visualization 2006, E. Groeller, A. Pang, C. Silva, J. Stasko, and J. van Wijk,
TEEE, ISSN 1077-2626, 2006.

[234] Proceedings ofIEEE Visualization 2005, C. Silva, E. Groeller, and H. Rushmeier, IEEE, 0-7803-9462-
3, 2005.

[235] Proceedings of IEEE/ACM SIGGRAPH Symposium on Volume Visualization and Graphics 2004, D.
Silver, T. Ertl, C. Silva, LEEE, 0-7803-8781-3, 2004.

[236] Proceedings of the IEEE Symposium on Parallel and Large-Data Visualization and Graphics 2003, A.

Koning, R. Machiraju, and C. Silva, IEEE, 0-7803-8122-X, 2003.

Journal Editorials (2)

[237] Guest Editorial: Special Section on Visualization 2005, C. Silva, E. Groeller, and H. Rushmeier. TEEE

Transactions on Visualization and Computer Graphics, 12(4):419-420, 2006.

[238] Guest Editorial: Special Issue on Computational Provenance, C. Silva and J. Tohline, Computing in

Science and Engineering, 10(3):9-10, 2008.

Invited Conference Publications (7)

[239] Occam’s razor and petascale visual data analysis, E. W. Bethel, C. Johnson, S. Ahern, J. Bell, P.-T.

Bremer, H. Childs, E. Cormier-Michel, M. Day, E. Deines, T. Fogal, C. Garth, C. G. R. Geddes, H.
Hagen, B. Hamann, C. Hansen, J. Jacobsen, K. Joy, J. Krger, J. Meredith, P. Messmer, G. Ostrouchov,

V. Pascucci, K. Potter, Prabhat, D. Pugmire, O. Rbel, A. Sanderson, C. Silva, D. Ushizima, G. Weber,
B. Whitlock , K. Wu, Journal of Physics: Conference Series, SciDAC 2009 Conference, 2009.

[240] Software Infrastructure for Exploratory Visualization and Data Analysis: Past, Present and Future,
C. Silva and J. Freire, Journal of Physics: Conference Series, SciDAC 2008 Conference, July 2008.

[241] Comparing Techniques for Tetrahedral Mesh Generation, M. Lizier, J. F. Shepherd, L. G. Nonato,
J. Comba, and C. Silva. Inaugural International Conference of the Engineering Mechanics Institute,
2008.

[242] SciDACvisualization and analytics centerfor enabling technology, E. W. Bethel, C. Johnson, K.Joy,
S. Ahern, V. Pascucci, H. Childs, J. Cohen, M. Duchaineau, B. Hamann, C. Hansen, D. Laney, P.
Lindstrom,J. Meredith, G. Ostrouchov,S. Parker, C. Silva, A. Sanderson, and X. Tricoche, Journal of

Physics: Conference Series, SciDAC 2007 Conference, June 2007.

[243] Automation of Network-Based Scientific Workflows, M. Vouk, I. Altintas, R. Barreto, J. Blondin, Z.
Cheng, T. Critchlow, A. Khan, S. Klasky, J. Ligon, B. Ludaescher, P. A. Mouallem, S. Parker, N.
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Podhorszki, A. Shoshani, C. Silva, International Federation for Information Processing (IFIP), Volume
239, Grid-Based Problem Solving Environments, 2007.

[244] Managing Rapidly-Evolving Scientific Workflows, J. Freire, C. Silva, S. P. Callahan, E. Santos, C. E.

Scheidegger and H. T. Vo, Proceedings of the International Provenance and Annotation Workshop

(IPAW), pp. 10-18, 2006. Invited paper corresponding to Keynote Talk.

[245] VACET: Proposed SciDAC2 Visualization and Analytics Center for Enabling Technologies, E. Wes
Bethel, C. Johnson, C. Hansen, S. Parker, A. Sanderson, C. Silva, X. Trichoche, V. Pascucci, H.

Childs, J. Cohen, M. Duchaineau, D. Laney, P. Lindstrom, S$. Ahern, J. Meredith, G. Ostouchov, K.
Joy, B. Hamann, Journal of Physics: Conference Series, SciDAC 2006 Conference, Denver CO, 2006.

Invited Posters (1)

[246] Meet the Proposed SciDAC2 Visualization and Analytics Center for Enabling Technologies, E. Wes
Bethel, C. Johnson, C. Hansen, S. Parker, A. Sanderson, C. Silva, X. Trichoche, V. Pascucci, H.

Childs, J. Cohen, M. Duchaineau, D. Laney, P. Lindstrom, S$. Ahern, J. Meredith, G. Ostouchov, K.

Joy, B. Hamann. Poster, 2006 SciDAC program meeting, Denver, CO.

Refereed Posters, SIGGRAPHSketches, and Presentations (14)

[247] Desenvolvimento de Estruturas de Controle Explcito para o SGW{C VisTrails, F. Seabra Chirigati, R.

Dahis, S. Manuel Serra da Cruz, J. Freire, C. Silva, and M. Mattoso, 24th Brazilian Symposium On
Databases (SBBD 2009). Best poster award.

[248] Simplifying the Design of Workflowsfor Large-Scale Data Exploration and Visualization, J. Freire and
C. Silva. In Proceedings of the Microsoft eScience Workshop, 2008.

[249] Using Mediation to Achieve Provenance Interoperability, T. Ellkvist, D. Koop, J. Freire, C. Silva, and
L. Str6émbick, IEEE International Conference on e-Science 2008.

[250] Enhanced neuronal efficiency and 10-12Hz spectral dynamics: Results from a concurrent EEG-TMS
study, G. A. Preston, E. W. Anderson, E. Wassermann, T. Goldberg, and C. Silva. 1st North American

Symposium on TMS and Neuroimaging in Cognition and Behaviour, 2008.

[251] Towards Enabling Social Analysis ofScientific Data, J. Freire and C. Silva, CHI Social Data Analysis
Workshop, 2008.

[252] VisTrails: Using Provenance to Streamline Data Exploration, E. W. Anderson, S. P. Callahan, D. A.

Koop, E. Santos, C. E. Scheidegger, H. T. Vo, J. Freire, and C. Silva. Post Proceedings of the Interna-
tional Workshop on Data Integration in the Life Sciences (DILS) 2007. Invited for oral presentation.

[253] Affects of 10 Hz r1MSon Alpha Spectral Dynamics and Working Memory Performance, G, A. Preston,

E. W. Anderson, E. Wassermann, T. Goldberg, and C. Silva. Proceedings of Neuroscience Poster
Session 2007.

[254] Real-Time Soft Shadows with Cone Culling, L. Bavoil and C. Silva. ACM SIGGRAPH 2006 Sketches
Program.

[255] Progressive Volume Rendering of Unstructured Grids on Modern GPUs, S. Callahan, L. Bavoil, V.

Pascucci, and C. Silva. ACM SIGGRAPH 2006 Sketches Program.
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[256] Efficient Acquisition ofWeb Data Through Restricted QueryInterfaces, S. Byers, J. Freire, and C. Silva,
WWW10, poster, 2001.

[257] Curvature-Based Estimation of Surface Sampling, C. Silva and G. Taubin, SIAM Conference on Ge-
ometric Design, 1999.

[258] External Memory Techniques for Isosurface Extraction in Scientific Visualization, Y.-J. Chiang and
C. Silva, Third CGC Workshop on Computational Geometry, 1998.

[259] Lazy Sweep Ray Casting: A Fast Scanline Algorithm for Rendering Irregular Grids, C. Silva and J.
Mitchell, Second CGC Workshop on Computational Geometry, 1997.

[260] Automatic Generation ofTriangular Irregular Networks using Greedy Cuts, C. Silva, J. S. B. Mitchell
and A. Kaufman, Fifth MSI-Stony Brook Workshop on Computational Geometry, 1995.

Other Publications (2)

[261] Through a New Looking Glass: Mathematically Precise Visualization, K. E. Jordan, R. M. Kirby,
C. Silva, and T. J. Peters, SIAM News, Vol. 43, Number 5, June 2010.

[262] DOE's SciDAC Visualization and Analytics Centerfor Enabling Technologies - Strategyfor Petascale
Visual Data Analysis Success, E. Bethel, C. Johnson, C. Aragon, Prabhat, O. Rbel, G. Weber, V.
Pascucci, H. Childs, P-T. Bremer, B. Whitlock, S. Ahern, J. Meredith, G. Ostrouchov, K. Joy, B.
Hamann, C. Garth, M. Cole, C. Hansen, S. Parker, A. Sanderson, C. Silva, X. Tricoche, CTWatch

Quarterly, Volume 3, Number 4, November2007.

Selected Technical Reports (7)

[263] DEFOG; A System for Data-Backed Visual Composition, L. Lins, D. Koop, J. Freire, and C. Silva.
SCI Technical Report, No. UUSCI-2011-003, University of Utah, 2011.

[264] A Unified Projection Operator for Moving Least Squares Surfaces, T. Ochotta, C. Scheidegger, J.
Schreiner, R. Kirby, and C. Silva. SCI Institute Technical Report, No. UUSCI-2007-006, 2007.

[265] Visualization in Radiation Oncology: Towards Replacing the Laboratory Notebook, E. W. Anderson,

S. P. Callahan, G. T.Y. Chen, J. Freire, E. Santos, C. E. Scheidegger, C. Silva, and H. T. Vo, SCI
Institute Technical Report UUSCI-2006-17, 2006.

[266] Simplification of Unstructured Tetrahedral Meshes by Point-Sampling, D. Uesu, L. Bavoil, S. Fleish-

man, and C. Silva, SCT Institute Technical Report UUSCI-2004-005, 2004.

[267| Out-Of-Core Algorithms for Scientific Visualization and Computer Graphics, C. Silva, Y.-J. Chiang,

W.Corréa, J. El-Sana, and P. Lindstrom, LLNL Technical Report UCRL-JC-150434-REV-1, 2003.

[268] iWalk: Interactive Out-Of-Core Rendering of Large Models, W. Corréa, J. Klosowski, and C. Silva,
Technical Report TR-653-02, Princeton University, 2002.

[269] Final Report for the Tera Computer TTI CRADA, G. Davidson, C. Pavlakos, and C. Silva, Sandia
Report SAND97-0134, Sandia National Laboratories, 1997.

[270] Parallel Volume Rendering of Irregular Grids, C. Silva, Ph.D. thesis, Department of ComputerSci-

ence, Stale University of New York at Stony Brook, 1996.
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Research Funding

[1] NVIDIA AI Lab, K. Cho (PI), C. Silva, R. Fergus, Y. LeCun and J. Li, US$ 100K, 2017.

[2] DARPA,Streamlining Model Design, Comparison and Curation, Juliana (PI), H. Doraiswamy(co-PD,
Claudio Silva (co-PI), K. Cho (co-PI), and E. Bertine (co-PI), US$ 3.8M, 2017-21.

[3] National Science Foundation, MRI: Development of Experiential Supercomputing: Developing a
Transdisciplinary Research and Innovation Holodeck, CNS-1626098, W. Burleson (PD, K. Perlin (Co-

PI), M. Shelley (Co-PI), Jan Plass (Co-PD, A. Roginska (Co-PD, L. DuBois (co-D, C. Silva (co-I) US$
2.9M, 2016-2021.

[4] National Science Foundation, /-New: An Infrastructure of Display Devices to Study Visual Analytics
Beyond the Desktop Recommended, CNS-1730396, E. Bertini, C. Silva (Co-PI), US$ 273K, 2017-
2020.

[5] MLB Advanced Media, Sports Analytics Research, C. Silva (PI), US$ 335K, 2016-2017.

[6] Moore and Sloan Foundations, Moore-Sloan Data Science Initiative, Joint effort by New York Uni-
versity, the University of California, Berkeley and the University of Washington. US$ 37.8 million.
2013-2018.

[7] National Science Foundation, CPS: Frontier: SONYC: A Cyber-Physical SystemforMonitoring, Anal-
ysis and Mitigation of Urban Noise Pollution, CPS-1544753, J. Bello (PI, R. DuBois (Co-PD, C. Silva
(Co-PI), O. Nov (Co-PI), A. Arora (Co-PI), US$ 4.6M, 2016-2021.

[8] National Aeronautics and Space Administration (NASA), OpenSpace: An Engine for Dynamic Visu-
alization of Earth and Space Science for Informal Education and Beyond, C. Silva (NYU PI, US$
1.2M, 2015-2020. (total grant: US$ 6.2M)

[9] NVIDIA AI Lab, K. Cho (PD, C. Silva, R. Fergus, Y. LeCun and J. Li, US$ 100K, 2016.

[10] National Science Foundation, Ai#f; FULL: Collaborative Research: Provably Efficient GPUAlgo-
rithms, CCF-1533564, J. Iacono (PI) and C. Silva (co-PI), US$ 500K, 2015-19.

[11] National Science Foundation, MR/: Acquisition of an infrastructure for prototyping next-generation
algorithms for large-scale visualization, data processing and analysis, CNS-1229185, C. Silva (PD
and H. Vo, J. Freire, J. Iacono, and T. Suel, US$ 800K (2012-2017).

No fii State of New York, Develop Data Storage and Access Platform for MTA Bustime Data, C. Silva (PI)
with K. Ozbay, US$ 86K, 2015-16.

[13] National Aeronautics and Space Administration (NASA) (through a USGS sub-contract), Using the
USGS Resource for Advanced modeling, US$ 444K, 2012-2016.

[14] McGraw-Hill Education, Education Data Algorithms and Visualizations, US$ 250K, C. Silva (PD,
with J. Plass, L. Dubois, E. Bertini, and B. Ubell, 2015.

co 5] MLB Advanced Media, Sports Analytics Research, C. Silva (PI), US$ 192K, 2015-2016.

a 6] AT&T Virtual University ResearchInitiative WURD, C. Silva (PI), USS 25K, 2015.

 
[17] Lawrence Livermore National Labs, Ultrascale Visualization Climate Data Analysis Tools (UV- CDAT),

C.Silva (PI, US$ 100K, 2015.
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[18] Department of Energy, Accelerated Climate Modeling For Energy, C. Silva (PI), US$ 225K, 2014-
2017.

[19] Kitware (Department of Energy subcontract), ClimatePipes: User-Friendly Data Access, Data Ma-
nipulation, Data Analysis and Visualization of Community Climate Models, C. Silva (PT), USS 500K,
2012-2014.

[20] Sloan Foundation. Computational Reproducibility: Understanding the Requirements and Building the

Necessary Infrastructure, J. Freire (PI), Co-PlIs: C. Silva and D. Shasha. US$74K. 2012-2014.

[21] Kitware (National Institutes of Health subcontract), /7K v4, C. Silva (PL) and H. Vo (co-PD, US$ 120K
(2011-2012),

[22] Department of Energy, Ultra-scale Visualization Climate Data Analysis Tools (UV-CDAT), C. Silva
(PI) US$ 1.2M (2010-1014),

[23] National Science Foundation, 7: Medium: Provenance Analytics: Exploring Computational Tasks

and their History, J. Freire (PI) and C. Silva (co-PD. US$ 957K (2009-2012).

[24] National Science Foundation, 17-NEW: The Utah Acquisition and Rapid Prototyping Laboratory, A.
Bargteil (PI, E. Cohen (co-PI), R. M. Kirby (co-PD, and C.Silva (co-PD. US$ 391K (2009-2012).

[25] Department of Energy. SBIR Phase I and Phase H: Provenance-Enabling DOE Visualization Appli-
cations. D. Koop (PD; Co-PIs: J. Freire and C. Silva. US$ 850,000 (2008-2011).

[26] National Science Foundation, Where the Ocean Meets the Cloud: Ad Hoc Longitudinal Analysis and
Collaboration Over Massive Mesh Data, C. Silva (PI) and J. Freire (co-PI). US$ 190K. (2009-2011)

(This is a collaborative proposal with B. Howe, University of Washington.)

[27] National Science Foundation, CDI-Type I1: Collaborative Research: The Open Wildland Fire Mod-

eling E-community: a virtual organization accelerating research, education, and fire management

technology, ATM-0835821, C. Johnson (PI) and C. Silva (co-PI). US$ 641,790 (Utah portion out of a
total project budget of US$ 1.65M). (2008-2012). Collaborative proposal with NCAR and University
of Colorado at Denver.

[28] National Science Foundation, CRI: IAD A Service-Oriented Architecture for The Computation, Visu-
alization, and Managementof Scientific Data, CNS-0751152, C. Silva (PI, J. Freire, S. Joshi, R. M.

Kirby (co-PIs). US$ 500,000 (2008-2011).

[29] National Science Foundation, Science and Technology Center for Coastal Margin Observation and
Prediction, OCE-0424602, A. Baptista (PI, OHSU), J. Freire and C. Silva (Utah co-PIs), Total: (ap-
prox) USS 20,000,000; Utah portion: US$ 478,563 (2006-11).

[30] Department of Energy, Scientific Data Management Enabling Technology Center, DOE SciDACII. A.
Shoshani (PI, LBNL), C. Silva (Utah PD, Total: (approx) US$ 16,500,000; Utah portion: US$ 910,000
(2006-11).

[31] Department of Energy, VACET: Visualization and Analytics Center for Enabling Technologies, DOE
SciDAC IL. C. Johnson, C. Hansen,C. Silva, S. Parker, A. Sanderson, X. Tricoche (Utah Team), Total:

(approx) US$ 11,000,000; Utah portion: US$ 2,790,726 (2006-11).

[32] Department of Energy, Towards a multi-threaded data-driven streaming execution model for VTK,
C. Silva (PT), C. Hansen, and V. Pascucci. US$ 126K (2009).
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[33] ExxonMobil, Jmaging, Visualization, and Modeling Research Center, R. Whitaker (PI), C. Hansen

(co-PI), V. Pascucci (co-PI), and C. Silva (co-PI). US$ 2.2M (2008-2013).

[34] Department of Energy, Supporting Pipelines of Retrieval, Analysis and Visualization of Web Data,J.
Freire (PT) and C. Silva (co-PT) US$ 103K (2009-10).

[35] Department of Energy, Provenance Analytics Tools to Improve the Measurement of Usability and
Insight in Visualization Applications, C. Silva (PI) and J. Freire (co-PI). US$ 100K (2009-10).

[36] National Institutes of Health,VNCRR ARRA Administrative Supplement- Translational, D. A. McClain

(PI), L. Cannon-Albright, P. Renshaw, C. Silva, J. Freire, D. A. Yurgelun-Todd. US$ 998,137 (2009-
2011).

[37] National Science Foundation, SBIR Phase I and IB: A Collaborative Architecture to Support Large-

Scale Exploratory Workflows, ITP-0712592, S. P. Callahan (PI); Co-PIs: J. Freire and C. Silva. US$
150,000 (2007).

[38] State of Utah, Centers of Excellence. Center for Software Process Automation and Exploratory Data
Mining. G. Jones, J. Freire and C. Silva. US$ 200,000 (2008-2009).

[39] Department of Energy, Integrating VisIt and VisTrails Software, C. Silva. US$ 53,209 (2009).

[40] National Science Foundation, MSPA-MCS: Collaborative Research: New Methodsfor Robust, Feature-
Preserving Surface Reconstruction, CCF-0528201 and CCF-0528209, C. Silva (lead PI, Utah), J.
Mitchell (PI, Stony Brook). Total: US$ 480,686 (2005-8); Utah portion: US$ 275,599 (2005-8).

[41] National Science Foundation, SEI: Managing Complex Visualizations, IIS-0513692, J. Freire (PI)
and C. Silva (co-PI). US$ 530,252 (2005-8). REU supplement: US$ 12,000 (2006).

[42] National Science Foundation, U.S. Brazil Collaborative Research: 3D Modeling and Visualization,
OISE-0405402, C. Silva (PI), E. Praun (co-PD and R. Whitaker (co-PI). US$ 85,000 (2004-6). REU

supplements: US$ 15,000 (2005).

[43] State of Utah, Centers of Excellence. Center for Management of Exploratory Workflows-Business
Team, J. Freire (PI) and C. Silva (co-PI), US$ 50,000 (2007-8).

[44] Department of Energy, Topic in Visualization Research, C. Silva (PI), C. Hansen and J. Freire (co-PIs).
US$ 200,000 (2007-8).

[45] National Institutes of Health, High Resolution Mapping OfPlacental Gene Expression, C. Silva (co-I),
J. Pentecost (PI, OHSU). Approximately US$ 210,000 (2005-7).

[46] National Science Foundation, Interactive Out-Of-Core Visualization of Large Polygonal Datasets,
CCF-0401498, Cléudio Silva (PD. US$ 178,488 (2003-6). REU supplements: US$ 12,000 (2004);
US$ 12,000 (2005).

[47] Department of Energy, Using Morse Theory in the Parameterization ofArbitrary 2-Manifolds, C. Silva
(PI. US$ 35,306 (2006).

[48] Department of Energy, Advanced Volume Rendering Techniques, C. Silva (PI). US$ 90,000 (2006).

[49] Department of Energy, Utah Advanced Visualization Center, C. Hansen (PI) and C.Silva (co-PI). US$
680,000 (2003-6).
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[50] National Science Foundation, A Cluster Infrastructure to Support Retrieval, Management and Visual-
ization of Massive Amounts ofData, EIA-0323604, J. Freire (PI) and C. Silva (co-PD. US$ 110,000
(2003-5). Institutional matching funds: US$ 55,000.

[51] Department of Defense (Army STTR), A Scalable System for Enormous Dataset Volume Visualiza-

tion on Commedity Hardware (Phase I, W9LILINF-05-C-0107, D. Weinstein (PI, Visual Influence),
C. Silva (PI, Utah), and J. Freire (co-PI). Phase I: US$ 94,704 (2005-6).

[52] Departmentof Energy, Studying The Topology ofPoint-Set Surfaces, C. Silva (PI). US$ 37,492 (2005).

[53] University of Utah Seed Grant, Digital Geometry Processing Techniquesfor Spatial Genomics, C. Silva
(PI). USS 27,000 (2004-5).

[54] Department of Fnergy, Advanced Scientific Visualization Techniques, C. Silva (PI). US$ 56,000 (2004—
5).

[55] Department of Energy, Rendering ofIsosurfaces Using Implicit Occluders, C. Silva (PI). US$ 22,919
(2003).

[56] Department of Energy, Visualization of Adaptive Mesh Refinement in SAMRAT, C. Silva (PI). US$
22,170 (2003).

 
[57] Department of Energy, Developing Techniques for High-Resolution Interactive Volume Rendering

of Large Unstructured Volumetric Grids on Clusters of Commodity PCs, C. Silva (PI). US$ 92,984
(2003-4).

[58] Department of Energy, High-Performance Visualization, J. Mitchell (PI) and C. Silva (co-PI). US$
303,196 (1996-2001).

[59] National Science Foundation, Efficient Geometric Algorithms in Support of Virtual Reality Systems,
Post-Doctoral CISE Associateship Award, CCR-9626370. J. Mitchell (PI) and C. Silva. US$ 46,000
(1996-98).

[60] Department of Energy, Supportfor Research Assistant — Claudio T. Silva, A. Kaufman (PI). (approx)
US$ 50,000. (1995-96).

Advising

Current Post-doctoral Assistants (2 Post-doc)

Alexander Bock (Data Science Fellow, New York University, 2017-)
Yitzchak Lockerman (Post-doc, NewYork University, 2016—)

Current Graduate Students (3 Ph.D.)

Jorge Henrique (Ph.D., New York University, since August 2015)
Fabio Miranda (Ph.D., New York University, since August 2012)
Bowen Yu (Ph.D., New York University, since August 2013)
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Former Graduate Students and Post-doctoral Assistants (12 Post-doc, 17 Ph.D., 9 M.S.)

Marcel Campen(Post-doc, New York University, 2015-2017)

Lhaylla Crissaff (Post-doc, New York University, 2015-16)
Harish Doraiswamy (Post-doc, New York University, 2012-2015; Co-advised with Juliana Freire)
Aritra Dasgupta (Post-doc, New York University, 2012-2015)

‘Yunzhe (Alvin) Jia (M.S., New York University, 2015)
Nivan Ferreira (Ph.D., New York University, 2015)

Jorge Poco (Ph.D., New York University, 2015)

Guillaume Vialaneix (Post-doc, New York University, 2013-2014)
Lis Custodio Roque (Ph.D., PUC-Rio, 2014; Co-advised with Sinesio Pesco)
Joel Daniels (Post-doc, NYU-Poly, 2009-2011)
Lauro Lins (Post-doc, University of Utah and NYU-Poly 2007-2012; Co-advised with Juliana Freire))
WendelSilva (M.S., NYU-Poly, 2013)

Daniel K. Osmari (M.S., NYU-Poly, 2013)

Jonathas Costa (M.S., NYU-Poly, 2013)
Tiago Etiene (Ph.D., University of Utah, 2013)
Matt Berger (Ph.D., University of Utah, 2012)

Erik Anderson (Ph.D., University of Utah, 2011)
David Koop (Ph.D., University of Utah, 2011; Co-advised with Juliana Freire)
Huy T. Vo (Ph.D., University of Utah, 2011)

Linh K. Ha (Ph.D., University of Utah, 2011; Co-advised with Sarang Joshi and Jens Krueger)
Claurissa Tuttle (M.S., University of Utah, 2011)
Emanuele Santos (Ph.D., University of Utah, 2010; Co-advised with Juliana Freire)
Hao Wang (M.S.—project option, University of Utah, 2010).

Carlos Scheidegger (Ph.D., University of Utah, 2009)
Joel D. Daniels II (Ph.D., University of Utah, 2009; Co-advised with Elaine Cohen)
Tilo Ochotta (Post-doc, 2008-2009)

John Schreiner (Ph.D., University of Utah, 2008)
Steven P. Callahan (Ph.D., University of Utah, 2008)

Heballa Benan Alzahawi (M.S.—project option, University of Utah, 2008)

‘Yuan Zhou (Post-doc, University of Utah, 2007-2008)
Louis Bavoil (M.S—thesis option, University of Utah, 2006)

Steven P. Callahan (M.S —thesis option, University of Utah, 2005)

Shachar Fleishman (Post-doc, University of Utah, 2004-2005)
Sinesio Pesco (Post-doc, University of Utah, 2003-2004)
Dirce Uesu (Post-doc, University of Utah, 2003-2004)

Wagner Corréa (Ph.D., Princeton University, 2003; Co-advised with Szymon Rusinkiewicz)
Ricardo Farias (Ph.D., SUNY-Stony Brook, 2001; Co-advised with Joseph Mitchell)
Tsung-Chin Ho (Ph.D., SUNY-Stony Brook, 2001; Co-advised with Joseph Mitchell)

Graduate Thesis Defense Committees (17)

Liang Zhou (Ph.D., University of Utah, 2014)
Otavio Braga (Ph.D., New York University, 2013)
Lei Wang (Ph.D., Stony Brook University, 2013)

Denis Kovacs (Ph.D., NewYork University, 2013)
Hoa Nguyen (Ph.D., University of Utah, 2011)
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Mathias Schott (Ph.D., University of Utah, 2011)
Abe Stephens (Ph.D., University of Utah, 2011)

Andrew Kensner(Ph.D., University of Utah, 2009)
Jelka Stevanovic (Ph.D., University of Utah, 2009)
Luciano Barbosa (Ph.D., University of Utah, 2009)
Thiago Ize (Ph.D., University of Utah, 2009)

Aaron Knoll (Ph.D., University of Utah, 2008)
Guo-Shi Li (Ph.D., University of Utah, 2008)
Miriah D. Meyer(Ph.D., University of Utah, 2008)

Xianming Chen (Ph.D., University of Utah, 2007)
Jason F. Shepherd (Ph.D., University of Utah, 2007)
Joel D. Daniels II (M.S., University of Utah, 2005)

Other Advising and Mentoring

Mentor, J. Comba (Associate Professor, Federal University of Rio Grande do Sul, Brazil), September 2010—
August 2011.
Mentor, L. G. Nonato (Associate Professor, University of Sao Paulo, Brazil), August 2008—July 2010,
P. Hendricks, since July 2009. NSF REUstudent.
P. Mates, since February 2009. NSF REU student.

C. Brooks, since September 2008. NSF REU student.
Undergraduate advisor, W. Tyler, since September-December 2005, NSF REU student.

Undergraduate advisor, E. Anderson, August 2004-January 2005. NSF REU student.
Undergraduate advisor, H. Vo, May 2004-May 2005. Continuing into Ph.D. program.
Undergraduate advisor, N. Smith, September 2005-March 2007. NSF REUstudent.

Undergraduate advisor, J. Callahan, Summer 2007-Summer 2008. NSF REUstudent.
Undergraduate advisor, H. Wang, December 2006-August 2008. Continuing into Ph.D. program.

Research mentor, M. Lizier, November 2007-July 2008.
Research Mentor, T. Ochotta, September 2006—February 2007.
Research mentor, F. Bernardon, June-September 2006.
Research mentor, Y. Lima, February-May, 2006.
Ph.D.advisor, W. Herrera-Jimenez, 01/2003-10/2003. Dropped for personal reasons.
Research mentor(with J. Freire), L. Rocha, April-November2003,
Research mentor, AT&T SummerInternship Program, W. Corréa (Princeton University), Summer 2002.
Research mentor, AT&T-Labs Fellowship Program, L. Lloyd, Summer 2002.

Research mentor, AT&T SummerInternship Program, S. Fleishman, Summer2001.

Research mentor, AT&T URP (Under Represented Minority Program), B. Anthony, Summer 2000.

Selected Tutorials (20)

Provenance-Enabled Data Exploration and Visualization
IEEE Visualization 2009.

Provenance and Scientific Workflows: Supporting Data Exploration and Visualization
TEEEInternational Conference on e-Science 2008.

Visualization and Data Analysis with VisTrails
SciDAC (Scientific Discovery through Advanced Computing) 2008.

GPU-Based Volume Rendering of Unstructured Grids
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SIBGRAPI2005.

Multi-resolution Modeling, Visualization and Compression of Volumetric Data
Furographics 2004.
IEEE Visualization 2003.

Out-Of-Core Algorithmsfor Scientific Visualization and Computer Graphics
IEEE Visualization 2003.
IEEE Visualization 2002.

High-Performance Visualization ofLarge and Complex Scientific Datasets
ACM/TEEE SC 2002.

Rendering and Visualization in Affordable Parallel Environments
IEEE Visualization 2001.

Eurographics 2001.
ACM SIGGRAPH 2000.
IEEE Visualization 2000.
ACM SIGGRAPH 1999.

Eurographics 1999.
Eurographics 1998.

Visibility, problems, techniques and applications
ACM SIGGRAPH2001.
ACM SIGGRAPH2000.

Eurographics 1999,
Advances in Volume Visualization

ACM SIGGRAPH 1998.

Selected Invited Talks

Visualization and Analysis of Urban Data
Universityof Mlinois at Chicago, January 21st, 2016 Distinguished Lecture Series
AT&T Data Science, December 7th, 2015

International Symposium on Visual Computing (SVC) 2015, December15th, 2015 Keynote
Euro Vis 2015, May 26th, 2015 Keynote

Visualization and The City: Projects in Urban Data Visualization and Sports Analytics
Data Visualization New York Meetup, November 17th, 2015

Building Tools for Urban Data Sctence
Chesapeake Large-Scale Analytics Conference, October 14th, 2015

Attempts at Building UrbanGIS Infrastructure
TheFirst International Workshop on Smart Cities and Urban Analytics (UrbanGIS) 2015, November 3rd, 2015

Big Data Platforms for Urban Data
Center of Excellence in Wireless and Information Technology (CEWITT) 2015 Conference, October 19th, 2015
National Geospatial Intelligence agency/Argonne National I.abs Megacities Workshop, September 10th, 2015

Exploring Big Urban Data
NYU Shanghai Big Data Symposium, November21, 2014 Keynote
Shandong University, November 19th, 2014
ELLNT Workshop 2014, Linkping University. Sweden, October 23rd, 2014 Keynote
American Express, April 7th, 2015

Urban Data Visualization

Dagstuhl, June 3rd, 2014
NII-Japan, March 10th, 2014

Big Data Research at the Centerfor Urban Science and Progress
IBM Research, February 1 1th, 2014

Measuring Visualization Correctness and Effectiveness
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SIBGRAPI 2011 Brazilian Symposium on Computer Graphics and Image Processing, October 28th, 2011 Keynote

Geometry and Topologyfor Quadrilateral Mesh Processing and Verifiable Visualization
Symposium on Computational Geometry, June 16th, 2010 Plenary Talk
Federal University of Ceara, June 7th, 2010
University of Chicago, April 8, 2010

High-Quality Isosurfaces and Surface Re(Meshing)
Washington University, December 4th, 2009
Brown University, April 7th, 2009
Linképing University (Norrképing Campus), January 20th, 2009

Introduction to Computational Provenance
Workshop on Monte Carlo data evaluation, archiving and provenance, Inst. Theor. Physics, ETH, Nov. 2nd, 2008.

Introduction to VisTrails

Workshop on Monte Carlo data evaluation, archiving and provenance, Inst. Theor. Physics, ETH, Nov. 2nd, 2008.

VisTrails: Provenance and Data Exploration
Harvard University, April 9th, 2009
NIH National Biomedical Computation Resource (NBCR) SummerInstitute 2008, August 4th, 2008.

Software Infrastructure for Exploratory Visualization and Data Analysis: Past, Present and Future
SciDAC (Scientific Discovery through Advanced Computing) 2008 (Featured Speaker), July 17th, 2008.

Visualization at the University of Utah
Link6ping University, January 16th, 2009
Workshop on Interactive Data Visualization (co-located with SIBGRAPI 2007), October 7th, 2007.

Supporting Data Exploration through Visualization
Open Grid Forum 19, February 1st, 2007.
TBM T. J. Watson Research Center, October 27th, 2006.

International Fall School and Workshops, Universidad Nacional Autonoma de Mexico, October 18th, 2006.

Scalable Techniques for Scientific Visualization,
TEEE EMBSChaptertalk, University of Alberta, August Ist, 2007.
CIG Computational Geodynamics and Scientific Computing Workshop, UT-Austin, October 17th, 2006.
Microsoft eScience 2006, October 14th, 2006.

Surface Re(Meshing) and Applications
Federal University of Rico Grande do Sul, August 3rd, 2006.
Ayia Napa Summer Seminar 2006, June 29th, 2006.
IMPA-Brazil, June 14th, 2006.

VisTrails: Visualization meets Data Management
University of North Carolina at Chapel Hill, February 2nd, 2007.
TU-Kaiscrlautern, June 23rd, 2006.

Managing Complex Visualizations
Harmon Pro Group Tech Conference, February 22nd, 2006.

Dynamic Level-Of-Detail Rendering of Unstructured Meshes
Dagstuhl Scientific Visualization, June 9th, 2005.

Point-Set Surfaces: An Update and Recent Work,
Lawrence Livermore National Laboratory, May 20th, 2005.

GPU-Based Scientific Visualization
University of ‘Texas at Dallas, March 28th, 2005.
IBMT. J. Watson Research Center, November 22nd, 2004.

Brigham Young University, September 23rd, 2004.

GPU-Based Unstructured Volume Rendering
Technische Universitit Mitinchen, June 9th, 2004.

University of Sttugart, June 8th, 2004.

Using Points for Rendering and Modeling Surfaces
UC-Davis, March 5th, 2003.
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UC-Berkeley, March 20th, 2003.
Dagstuhl Scientific Visualization, June Sth, 2003.

DIMACSSurface Reconstruction Workshop , April 30th, 2003.

Massive Polygonal Rendering
Arctic Region Supercomputer Center, Alaska, August 6th, 2003.

Direct Volume Rendering Techniquesfor Unstructured Grids
UC-Santa Barbara, March 13th, 2002.

Univ. of Pittsburgh, April 4th, 2002.
University of Miami, March 21st, 2002.
Rutgers Universily, March 8th, 2002.
UMass-Amherst, February 8th, 2002.

OGI-OHSU, January 31st, 2002.

External MemoryAlgorithmsfor Scientific Visualization
Michigan State University, December 3rd, 2001.

Surface Reconstruction Algorithms
Princeton University, November 12th, 2001.

The ZSWEEPAlgorithmfor Rendering Irregular Grids
LLNL,Livermore, October 12th, 2001.

Point-Set Surfaces
LLNL, Livermore, October 10th, 2001.

Rendering Irregular Grids
IMPA-Brazil, February 13th, 2001.

Towards Acquiring and Rendering Real-World Environments
AT&T Cambridge, Sept. 3rd, 2001.

Challenges in Scientific Visualization
New York University, New York City, December 17th, 1999.

Sorting Polyhedra and Applications
Bell Labs, Murray Hill, New Jersey, October 28th, 1999.
CNUCE — CNR,Pisa, Italy, September 3rd, 1999.
Rutgers University, New Jersey, April 22nd, 1999.

Service

Internal Service

New York University

e Tenure and Promotion Committee, School of Engineering

— Chair (2015-)

— Member (201 1-)

e Advisory Committee, NYU Libraries

e Moore-Sloan Data ScienceInitiative

- Executive committee

- Sofftware Tools Workgroup (SWG)leader

e Interim Curriculum Advisory Committee, CUSP (2011)

ue No
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¢ Curriculum Advisory Committee, Center for Data Science (2011)

School of Computing, University of Utah

e Director (founding), Graphics and Visualization Track, 2004-2009.

e Curriculum Committee

- Member, 2004-2010.

- Co-chair, 2007-2008.

Memberof Graduate Admissions Committee, 2005-2009.

Memberof Faculty Recruiting Committee (Theory sub-comittee), 2006.

Coach, Utah Programming Team, 2004—2006

— We won2ndplace in the 2006 ACM Rocky Mountain Regional Contest, and best in Utah.

— We won2nd place in the 2005 ACM Rocky Mountain Regional Contest, and best in Utah.

— (With E. Praun.) We won 3rd place in the 2004 ACM Rocky Mountain Regional Contest, and
best in Utah.

Scientific Computing and Imaging (SCI) Institute, University of Utah

e Associate Director, January 2008—May 2009.

e Memberof Graduate Recruiting Committee, 2005-2010.

e Memberof IT Committee, 2005.

External Service

Journal Editorialships

e Editorial Board, ACMTransactions on Spatial Algorithms and Systems (TSAS) (2013-).

e Associate Editor, IEEE Transactions on Big Data (2015-).

e Associate Editor, Computer Graphics Forum (2013-).

e Associate Editor, The Visual Computer (2011-).

e Co-Editor, Visualization Corner, Computing in Science and Engineering magazine (2007-2015).

e Associate Editor, Graphical Models (GMOD)(2010-2014).

e Editorial Board, Computer and Graphics (2008-2014).

e Guest Editor: Computing in Science and Engineering theme issue on Computational Provenance,
2008.

e Associate Editor, IEEE Transactions on Visualization and Computer Graphics (2002-2006).
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e Guest Editor: IEEE Transactions on Visualization and Computer Graphics issue on IEEE Visualization
2006.

e Guest Editor: IEEE Transactions on Visualization and Computer Graphics issue on IEEE Visualization
2005.

Conference Chairing and Organization

e Best paper award selection committee, IEEE SciVIS 2014.

e Steering Committee, IEEE SciVIS (2013-).

e Best paper award selection committee, LDAV 2013.

e Program Co-chair, LDAV 2013.

e Program Co-chair, SIBGRAPI 2013.

e Program Co-chair, IEEE Symposium on Large-Scale Data Analysis and Visualization (LDAV) 2011.

e General Co-chair, IEEE VisWeek 2010.

e Conference chair, IEEE Visualization 2010.

® Co-organizer, CSCW 2010 workshop on “The Changing Dynamics of Scientific Collaborations”

® Visualization area co-chair, 5th International Symposium on Visual Computing, 2009.

e Co-organizer, CHI 2009 workshop on “The Changing Face of Digital Science: Workshop on New
Practices in Scientific Collaborations.”

e Papers Co-chair, IEEE Visualization 2006.

e@ Papers Co-chair, TEEF Visualization 2005.

e Best paper award selection committee, IEEE Visualization 2006.

e Best paper award selection committee (chair), IEEE Visualization 2005.

e Best paper award selection committee, IEEE Visualization 2004.

e Papers Co-chair, IEEE/SIGGRAPH Symposium on Volume Visualization and Graphics 2004.

e® Co-chair, IEEE Parallel & Large-Data Visualization & Graphics Symposium 2003.

 Co-organizer, DIMACS Implementation Challenge on Surface Reconstruction, 2003.

e Co-organizer, DIMACS Workshop on Visualization and Data Mining, 2002.
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Reviewing and Other Committee Participation

Reappointment committee for the Editor-in-Chief of IEEE Transactions on Visualization and Com-

puter Graphics (2015).

Reappointment committee for the Editor-in-Chief of IEEE/AIP Computing in Science and Engineering
(2010).

Search committee for the Editor-in-Chief of IEEE Computer Graphics and Applications (2009).

NIH Panelist for Software Maintenance Panel (twice).

NSFPanelist, 2002-04, 2006, 2007, 2008.

Member, geometry subcommittee, NIfTI Data Format Working Group of the National Institutes of
Health, 2005-.

Member, MPEG-4 3D Model Coding (DMC)standardization committee, 1998-9.

Symposium Committee, ACM/TEFE Volume Visualization 2000.

Reviewer for: National Science Foundation, MacArthur Fellows Program, Dutch National Science
Foundation (NWO), ACM SIGGRAPH(papers and courses), IEEE Visualization, ACM SIGMOD,
ACM/IEEE VolumeVisualization, IEEE Transactions on Visualization and Computer Graphics, [REE
Computer Graphics and Applications, Eurographics, Visual Computer, IEEE Transactions on Net-
working, Graphics Interface, Symposium onInteractive 3D, and several other conferences, journals,
and funding agencies.

¢ Book reviewer for Morgan-Kaufmann Publishers, AK Peters.

@ Member of ACM, IEEE, Eurographics.

Program Committees (125+)

EG 2017

Pacific Graphics 2016
SPM 2016

SGP 2016
Eurovis 2016

EG 2016 Papers

I3D 2016 Papers
LDAV 2015

VAST 2015

Pacific Graphics 2015
Eurovis 2015

I3D 2015 Papers
SMI 2014

SciVIS 2014 Papers

VAST 2014 Papers

EuroVis Short Papers (EuroVis 2014 conference)
JEEE International Congress on Big Data
SIBGRAPI 2014 (27th Conference on Graphics, Patterns and Images).
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PG 2014

GMP 2014

EuroVis 2014 Papers
BD 2014

The 2nd International Workshop on Urban Computing (UrbComp 2013)
IEEE Visualization 2013

JEEE Big Data 2013
Third Joint 3DIM/3DPVT Conference (3D Imaging, Modeling, Processing, Visualization & Transmission)
SIAM Conference on Geometric and Physical Modeling (GD/SPM13)
Shape Modeling International 2013 (SMI‘13)
EuroVis Workshop on Reproducibility, Verification, and Validation in Visualization (EuroRVVV)
EuroVis 2013 Short Papers

Symposium on Geometry Processing 2013

International Conference on 3D Web Technology (Web3D 2013)
Pacific Graphics 2013

SymposiumonInteractive 3D Graphics and Games 2013 (3D 2013)
Large Data Analysis and Visualization Symposium (LDAV) 2012
IEEE Visualization 2012

International Conference on 3D Web Technology (Web3D 2012)
2012 Symposium on Solid and Physical Modeling
EuroVis 2012 Short Papers

Geometric Modeling and Processing (GMP 2012)
Short papers program — Eurographics 2012
ACM SIGGRAPH Symposium on Interactive 3D Graphics and Games (13D) 2012
Papers program — Eurographics 2012

JEEEInternational Conference on Shape Modeling and Applications (SMI) 2012
ICDE 2012 “Research — Scientific data and data visualization” track.
2011 ACM International Web3D Conference

2011 SIAM/ACMJoint Conference on Geometric and Physical Modeling
Symposium on Geometry Processing 2011
3DIMPVT 2011
EuroVis 2011

Eurographics Symposium on Parallel Graphics and Visualization 2011 (EGPGV 2011)
10th Eurographics Parallel Graphics and Visualisation (EGPGV) Symposium

XX1 Brazilian Symp on Computer Graphics and Image Processing (SIBGRAPI) 2010
2010 SIAM/ACM Joint Conference on Geometric and Physical Modeling
EuroVis 2010

International Meeting High Performance Computing for Computational Science (VECPAR’10)
Symposium on Geometry Processing 2010
JEFF International Conference on Shape Modeling and Applications (SMI) 2010
Symposium on 3D Data Processing, Visualization, and Transmission (3DPVT) 2010
First International Workshop on Semantic Web and Provenance Management 2009 (SWPM)
XX Brazilian Symp on Computer Graphics and Image Processing (SIBGRAPID) 2009
1st International Workshop on Provenancein Practice 2009 (PPW09)
Symposium on Geometry Processing 2009
VizMining 2009 Workshopat the 2009 SIAM International Conference on Data Mining
EuroVis 2009

Eurographics 2009 Symposium on Parallel Graphics and Visualization (EGPGV’09)
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2009 SIAM/ACMJoint Conference on Geometric and Physical Modeling
IEEFEInternational Conference on Shape Modeling and Applications (SMI) 2009
ACM Multimedia 2008 Technical Demonstrations

Knowledge-Assisted Visualization (KAV) 2008
International Symposium on Volume Graphics 2008 (VGO08)
XIX Brazilian Symp on Computer Graphics and Image Processing (SIBGRAPI) 2008
Symposium on 3D Data Processing, Visualization, and Transmission (3DPVT) 2008
2nd International Provenance and Annotation Workshop (PAW 2008)
ACM SIGGRAPH 2008 Papers Program

ACM Solid and Physical Modeling Symposium (SPM) 2008
JEEEInternational Conference on Shape Modeling and Applications (SMI) 2008
EuroVis 2008

International Conference on Computer Animation and Social Agents (CASA) 2008

Symposium on Geometry Processing 2008
Knowledge-Assisted Visualization (KAV) 2007

Pacilic Graphics 2007
TEEE Visualization 2007

6th International Workshop on Volume Graphics (VG 2007)

3rd International Symposium on Visual Computing (SVC 07)
ACM SIGGRAPH 2007 Sketches & Posters Program
XVIII Brazilian Symp on Computer Graphics and Image Processing (STIBGRAPI) 2007

7th Eurographics Workshop on Parallel Graphics and Visualization (EGPGV), 2007
Symposium on Geometry Processing 2007
Eurographics 2007
2nd International Symposium on Visual Computing (ISVC 06)
Sth International Workshop on Volume Graphics (VG 2006)
3rd Ibero-American Symposium on Computer Graphics (SIACG 2006)
Symposium on 3D Data Processing, Visualization, and Transmission (3DPVT) 2006
Computer Graphics International 2006
Symposium on Point-Based Graphics 2006
Shape Modelling International 2006
Symposium on Geometry Processing 2006

XVIII Brazilian Symp on Computer Graphics and Image Processing (SIBGRAPI) 2006
6th Eurographics Workshop on Parallel Graphics and Visualization (EGPGV), 2006

Pacitic Graphics 2005
XVII Brazilian Symp on Computer Graphics and Image Processing (SIBGRAPID2005
Symposium on Point-Based Graphics 2005

Symposium on Geometry Processing 2005
International Workshop on Volume Graphics 2005
Shape Modelling International 2005
7th Brazilian Symposium on Virtual Reality 2004
XVII Brazilian Symp on Computer Graphics and Image Processing (SIBGRAPD2004
Symposium on 3D Data Processing, Visualization, and Transmission (3DPVT) 2004
Pacific Graphics 2004
Second Symposium on Geometry Processing 2004
Fifth Eurographics SymposiumonParallel Graphics and Visualization 2004
Symposium on Point-Based Graphics 2004
Solid Modelling International 2004
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Sixth Brazilian Virtual Reality Symposium (SVR) 2003
IEEE Visualization 2003

Symposium on Geometry Processing, 2003
TEEE Visualization 2002

ACM/TFFE. Volume Visualization 2002

Fifth Brazilian Virtual Reality Symposium (SVR) 2002

International Workshop on 3D Digitization (3DD) 2002
Eurographics Workshop onParallel Graphics and Visualization 2002
1st Ibero-American Symposium on Computer Graphics 2002
TEEEVisualization 2001

TEEEParallel & Large-Data Visualization & Graphics Symposium 2001
International Workshop On Volume Graphics 2001
TEEE Visualization 2000
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Bux 1450
Alexandria, Virginia 22313-1450WWW.USPLO.gOV

 
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

90/014,138 05/16/2018 9104842 7638

NEI AW ee

NEIFELD IP LAW, PC [examen
5400 Shawnee Road BONSHOCK, DENNIS G
Suite 310

ALEXANDRIA, VA 22312-2300 PAPER NUMBER
3992

MAIL DATE DELIVERY MODE

05/22/2018 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

Thetime period forreply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patents and Trademark Office

P.O.Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

 
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

FISCH SIGLER, LLP MAY 2 2 2018
5301 WISCONSIN AVENUE, NW

FOURTH FLOOR

WASHINGTON,DC 20015

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROLNO.: 90014138
PATENTNO.: 9104842

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Wherethis copy is supplied after the reply by requester, 37 CFR 1.535, or the timeforfiling a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(q)).
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Control No. Patent For Which Reexamination
oo . is Requested

Ex Parte Reexamination Interview 90/014.138 9 104.B42
Summary - Pilot Program for Waiver of

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address.--

All participants (USPTO official and patent owner):

(1) Patricia Martin (3)

(2) Richard Neifeld, 35299 (4)

Date of Telephonic Interview: 5/22/18.

The USPTOofficial requested waiver of the patent owner's statement pursuantto the pilot program for waiver of
patent owner's statement in ex parte reexamination proceedings.* .

] The patent owner agreed to waiveits right to file a patent owner’s statement under 35 U.S.C. 304 in the event
reexamination is ordered for the above-identified patent.

(X] The patent owner did not agree to waive its right to file a patent owner's statement under 35 U.S.C. 304 at this
time.

The patent owneris not requiredto file a written statementof this telephone communication under 37 CFR 1.560(b) or
otherwise, However, any disagreementasto this interview summary must be brought to the immediate attention of
the USPTO,and nolater than one month from the mailing date of this interview summary. Extensions of time are
governed by 37 CFR 1.550(c).

*For more information regarding this pilot program, see Pilot Program for Waiver of Patent Owner's Statementin Ex
Parte Reexamination Proceedings, 75 Fed. Reg. 47269 (August 5, 2010), available on the USPTO Website at
http:/Awww.uspto.gov/patents/law/notices/2010 jsp.

C] USPTO personnel were unable to reach the patent owner.

The patent owner may contact the USPTO personnelat the telephone numberprovided belowif the patent owner
decides to waive the right to file a patent owner's statement under 35 U.S.C. 304.

{Patricia Martin/

Paralegal Specialist,
Central Reexamination Unit 571-272-5004

Signature and telephone numberof the USPTOofficial who contacted or attempted to contact the patent owner.

 
cc: Requester(if third party requester)

U.S. Patent and Trademark Office , PaperNo.
PTOL-2292 (08-10) Ex Parte Reexamination interview Summary — Pilot Program for Waiver ofPatent Owner's Statement
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Litigation Search Report CRU 3999

 
 

SARK 
 

  
 

TG: Dennis Bonshock

Location: CRU

Art Uni: 3992

Date: May 24, 2078

 From: Patricia Martin

Paralegal Specialist
Location: CRU 3999

Phone: (571) 272-7705

U.S. Patent Number: 9,104,842

1) I performed a search on the patent in Lexis Court Link for any open dockets or closed cases.

 
  

2) I performed a Key Cite Search in Westlaw, whichretrieves all history on the patent including any
litigation.

3) I performed a search in Lexis in the Federal Courts and Administrative Materials databases for any cases
found.

4) I performed a search in Lexis in the IP Journal and Periodicals database for any articles on the patent.

5) I performed a search in Lexis in the news databases for any articles about the patent or any articles about
litigation on this patent.

Litigation was found involving:
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Citing References (17)

 
 

 
 

 
 

Treatment Title Date Headnote(s)

Examined by . Juniper Networks, Inc.'s Answer, Affirmative “July 20, 2017
: Defenses, and Counterclaims to Plaintiff Blue

Spike, LLC's Amended Complaint : :
BLUE SPIKE, LLC,Plaintiff, v. JUNIPER
: NETWORKS, INC., Defendant.
:2017 WL 3587937, *1+ , E.D.Tex. (Trial Pleading)

 

 

 

 
 ‘Examined by :2. First Amended complaint for Patent - May 12,2017 |

Infringement SSS" :
: BLUE SPIKE, LLC, Plaintiff, v. JUNIPER
: NETWORKS, INC., Defendant.
:2017 WL 3587934, “1+ , E.D.Tex. (Trial Pleading)

 

 
 
 

 

‘Cited by 3. Defendants’ Responsive Claim Construction |
: Brief:

» BLUE SPIKE, LLC, Plaintiff, v. BLU PRODUCTS,
: ING., et al., Defendants. Blue Spike, LLC,Plaintiff,
iv. Toshiba America Information Systems, Inc. &
: Tosh...
2017 WL 2773187, “1+, E.D.Tex. (Trial Motion,
: Memorandum and Affidavit)

“Apr. 21, 2017  

 
 :Cited by '4, Defendants’ Responsive Claim Construction | Apr. 10,2017 | Motion

Brief 2
» BLUE SPIKE, LLC,Plaintiff, v. BLU PRODUCTS,
-INC., et al., Defendants. Blue Spike, LLC, Plaintiff,
:v. Toshiba America Information Systems, Inc. &
: Tosh...
/2017 WL 1830410, “1+, E.D.Tex. (Trial Motion,
: Memorandum and Affidavit)

  

 
  
 
 
  

 p
“watermarking and efficient srevisioning of
: bandwidth
: LitAlert P2018-19-21  

 

   

 
 

;6. Methods, systems and devices for packet
_ watermarking and efficient provisioning of
i bandwidth
: LitAlert P2018-18-10

Apr. 27,2018 Lit Alert

 
 

 
 

 

 

7. Methods, systems and devices for packet
_watermarking and efficieni provisioning of
i bandwidth
: LitAlert P2018-17-25

Apr. 20, 2018: Lit Alert

 
|8. Methods, systems and devices for packet
‘watermarking and efficient provisioning of
‘bandwidth
: LitAlert P201 7-02-13

 
 
 19. STEGA CIPHER PROTECTION FOR COPY _Jan. 17,1996 {DWPI

: PROTECTION OF COMPUTER PROGRAMS : :
JINVOLVES ENCODING SOME ESSENTIAL CODE |
/RESOURCES AS WATERMARKS IN DATA :

RESOURCES AND USING RANDOM DYNAMIC
‘MEMORY SHUFFLING ©
: DWPI 1997-385615
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  Treatment Headnote(s)   10. DIGITAL INFORMATION E.G. STILL Jan. 17, 1996
IMAGE, COPY PROTECTION METHOD FOR : :
JUSE IN E.G. PLUG-IN DIGITAL PLAYER,
INVOLVES GENERATING ENCODED
DIGITAL INFORMATION, AND INCLUDING
'DIGITAL SAMPLE AND ENCODED FORMAT

INFORMATION © 2
: DWPI 2008-B91679  
 

 

 
Aug. 17, 2015 Assignments 11. RF 0363420655 °  
   
 

 
 

12. Blue Spike, LLC v.Altice USA,Inc. ‘Docket
‘Summaries

13. Blue Spike, LLC v. Charter Docket
; Communications, inc. : Summaries  
 

 
 

 

14. Blue Spike, LLC v. Comcast Corporation ET :Apr.27,2018:Docket
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Counter Claimant LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Fisch Sigler LLP - DC
5301 Wisconsin Avenue Nw Fourth Floor

Washington , DC 20015
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202/362-3500

Email: Alan. Fisch@fischllp.Com
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Blue Spike, Lic
Counter Defendant ATTORNEY TO BE NOTICED

Date

01/06/2017

01/09/2017

01/09/2017

01/09/2017

01/12/2017

02/17/2017

03/09/2017

03/10/2017

03/10/2017

03/13/2017

#

Em ail: Jeffrey. Saltman@fischllp.Com

Melissa Richards Smith
ATTORNEYTO BE NOTICED

Gillam & Smith, LLP
303 South Washington Avenue
Marshall , TX 75670
USA
903-934-8450
Fax: 903-934-9257

Em ail: Melissa@gillamsmithlaw.Com

Randall T Garteiser

Garteiser Honea PLLC

119 W. Ferguson St.
Tyler , TX 75702
USA
903-705-7420
Fax: 888-908-4400

Email: Rgarteiser@ghiplaw.Com

Proceeding Text Source

COMPLAINTagainst Juniper Networks, Inc. ( Filing fee $ 400 receipt
number 0540-6100195.), filed by Blue Spike, LLC. (Attachments: # 1
Exhibit A, # 2 Exhibit B, # 3 Exhibit C, # 4 Exhibit D, # 5 Exhibit E, # 6
Exhibit F, # 7 Exhibit G, # 8 Exhibit H, # 9 Exhibit |, # 10 Exhibit J, # 11
Exhibit K, # 12 Exhibit L, # 13 Exhibit M, # 14 Exhibit N, # 15 Civil Cover
Sheet)(Garteiser, Randall) (Entered: 01/06/2017)

Judge Robert W. Schroeder, III| and Magistrate Judge K. Nicole Mitchell
added. (mll, ) (Entered: 01/09/2017)

CASE REFERREDto Magistrate Judge K Nicole Mitchell. (mil, ) (Entered:
01/09/2017)

In accordance with the provisions of 28 USC Section 636(c), you are
hereby notified that a U.S. Magistrate Judge of this district court is
available to conduct any or all proceedings in this case including a jury or
non-jury trial and to order the entry of a final judgment. The form Consent
to Proceed Before Magistrate Judge is available on our website. All signed
consent forms, excluding pro se parties, should be filed electronically
using the event Notice Regarding Consent to Proceed Before Magistrate
Judge. (mil, ) (Entered: 01/09/2017)

Notice of Filing of Patent/Trademark Form (AO 120). AO 120 mailed to the
Director of the U.S. Patent and Trademark Office. (Garteiser, Randall)
(Entered: 01/12/2017)

SUMMONSIssued as to Juniper Networks, Inc. Summons emailed to
Plaintiff for service. (rlf) Modified on 2/17/2017 (rlf). (Entered:
02/17/2017)

SUMMONSReturned Executed by Blue Spike, LLC. Juniper Networks, Inc.
served on 2/17/2017, answer due 3/10/2017. (mjc, ) (Entered:
03/09/2017)

NOTICE of Attorney Appearance by Alan Michael Fisch on behalf of Juniper
Networks, Inc. (Fisch, Alan) (Entered: 03/10/2017)

Defendant's Unopposed First Application for Extension of Time to Answer
Complaint re Juniper Networks, Inc..( Fisch, Alan) (Entered: 03/10/2017)
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04/13/2017

04/27/2017

05/04/2017

05/11/2017

05/12/2017

05/22/2017

05/26/2017

05/26/2017

06/05/2017

06/09/2017

06/10/2017

Defendant's Unopposed First Application for Extension of Time to Answer
Complaint is granted pursuant to Local Rule CV-12 for Juniper Networks,
Inc. to 4/13/2017. 30 Days Granted for Deadline Extension.( mje, )
(Entered: 03/13/2017)

Opposed MOTIONfor Extension of Time to File Answer by Juniper
Networks, Inc.. (Attachments: # 1 Affidavit Declaration of S. Coonan, # 2
Text of Proposed Order)( Fisch, Alan) (Entered: 04/13/2017)

RESPONSE in Opposition re 8 Opposed MOTION for Extension of Time to
File Answer filed by Blue Spike, LLC . (Attachments: # 1 Text of Proposed
Order, # 2 Declaration of Kirk Anderson, # 3 Exhibit 1 - Nokia asserting
32 patents, # 4 Exhibit 2 - Ericsson asserting 41 patents, # 5 Exhibit 3 -
Docket in 3:16cv558, # 6 Exhibit 4 - Docket in 6:15cv618, # 7 Exhibit 5 -

Juniper's Answer in 6:15cv618, # 8 Exhibit 6 - Juniper's Answer in
3:16cv558)(Garteiser, Randall) (Entered: 04/27/2017)

REPLY to Response to Motion re 8 Opposed MOTIONfor Extension of Time
to File Answer filed by Juniper Networks, Inc.. (Attachments: # 1 Exhibit
1)(Fisch, Alan) (Entered: 05/04/2017)

SUR-REPLY to Reply to Response to Motion re 8 Opposed MOTIONfor
Extension of Time to File Answer filed by Blue Spike, LLC . (Attachments:
# 1 Text of Proposed Order, # 2 Exhibit 1 - Uniloc v. Google) (Garteiser,
Randall) (Entered: 05/11/2017)

AMENDED COMPLAINTfor patent infringement against Juniper Networks,
nc., filed by Blue Spike, LLC. (Attachments: # 1 Ex. 1 - evidence related

to infringement., # 2 Ex. 2 - evidence related to claim construction, # 3
Ex. 3 - evidence related to infringement., # 4 Ex. 4 - evidence related to
infringement., # 5 Ex. 5 - evidence related to infringement., # 6 Ex. 6 -
evidence related to infringement., # 7 Ex. 7 - evidence related to
infringement., # 8 Ex. 8 - evidence related to infringement., # 9 Ex. 9 -
evidence related to infringement., # 10 Ex. 10 - evidence related to
infringement., # 11 Ex. 11 - evidence related to infringement., # 12 Ex.
12 - evidence related to infringement.)(Garteiser, Randall) (Entered:
05/12/2017)

NOTICE of Attorney Appearance by Melissa Richards Smith on behalf of
Juniper Networks, Inc. (Smith, Melissa) (Entered: 05/22/2017)

CORPORATE DISCLOSURE STATEMENTfiled by Juniper Networks, Inc.
Fisch, Alan) (Entered: 05/26/2017)

***WITHDRAWN PER 20 NOTICE*** MOTION to Dismiss for Improper
Venue by Juniper Networks, Inc.. (Attachments: # 1 Text of Proposed
Order)(Fisch, Alan) Modified on 7/11/2017 (mil, ). (Entered: 05/26/2017)

ORDER Setting Hearing on Motion 15 MOTIONto Dismiss for Improper
Venue : Motion Hearing set for 7/11/2017 09:00 AM in Ctrm 353 (Tyler)
before Magistrate Judge K. Nicole Mitchell. Signed by Magistrate Judge K.
Nicole Mitchell on 06/05/17. (mill, ) (Entered: 06/05/2017)

RESPONSE in Opposition re 15 MOTION to Dismiss for Improper Venue
filed by Blue Spike, LLC . (Attachments: # 1 Text of Proposed Order)
(Garteiser, Randall) (Entered: 06/09/2017)

Additional Attachments to Main Document: 17 Response in Opposition to
Motion.. (Attachments: # 1 Exhibit 1 - Screen Shot of Juniper Networks’
Plano Texas Office, # 2 Exhibit 2 - Juniper Networks' Employees in this
District, # 3 Exhibit 3 - Juniper Networks' website listing of training in
Frisco, Texas, # 4 Exhibit 4 - Juniper Networks classes offered in this
district, # 5 Exhibit 5 - Juniper Networks classes offered in this district, #
6 Exhibit 6 - Juniper Networks classes offered in this district, # 7 Exhibit 7
- Juniper Networks' Memorandum of Law in Support of Transfer to E.D.
Texas, # 8 Exhibit 8 - Order transferring Juniper Networks to E.D. Texas
at Juniper Networks' request, # 9 Exhibit 9 - Article in American Lawyer, #
10 Exhibit 10 - Juniper Networks’ exhibit in support of its motion to
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06/19/2017

06/23/2017

07/06/2017

07/07/2017

07/10/2017

07/11/2017

07/20/2017

07/26/2017

07/27/2017

08/10/2017

08/11/2017

08/17/2017

08/17/2017

08/17/2017

08/24/2017

20

21

22

23

24

25

26

27

28

29

30

31

32

transfer to E.D. Texas, # 11 Exhibit 11 - Order requiring supplemental
briefing post-TC Heartland, # 12 Exhibit 12 - Order requiring supplemental
briefing post-TC Heartland) (Garteiser, Randall) (Entered: 06/10/2017)

*** WITHDRAWN PER 20 *** Opposed MOTION for Extension of Time to
File Response/ Reply as to 15 MOTIONto Dismiss for Improper Venue by
Juniper Networks, Inc.. (Attachments: # 1 Text of Proposed Order)(Fisch,
Alan) Modified on 8/18/2017 (gsg). (Entered: 06/19/2017)

NOTICE by Juniper Networks, Inc. re 15 MOTION to Dismiss for Improper
Venue (Fisch, Alan) (Entered: 06/23/2017)

NOTICE of Attorney Appearance - Pro Hac Vice by Jeffrey Saltman on
behalf of Juniper Networks, Inc.. Filing fee $ 100, receipt number 0540-
6366481. (Saltman, Jeffrey) (Entered: 07/06/2017)

NOTICE OF CANCELLATION OF HEARING. The Motion Hearing set for
7/11/17 at 9:00 a.m. is CANCELLED. Defendant Juniper filed notice of
withdrawal of 15 Motion to Dismiss for Improper Venue. (leh, ) (Entered:
07/07/2017)

ORDER denying 8 Motion for Extension of Time to Answer. Defendant
Juniper shall file its response by 7-20-2017 at 5:00 p.m or re-urge the
Motion in light of the Amended Complaint. Signed by Magistrate Judge K.
Nicole Mitchell on 07/10/17. (mil, )} (Entered: 07/10/2017)

NOTICE by Blue Spike, LLC of Motion requesting MDL transfer pursuant to
§ 1407 (Attachments: # 1 Motion requesting MDL transfer, # 2 Brief in
support of Motion requesting MDL transfer)(Garteiser, Randall) (Entered:
07/11/2017)

ANSWERto 12 Amended Complaint,, , COUNTERCLAIM against Blue Spike,
LLC by Juniper Networks, Inc..(Fisch, Alan) (Entered: 07/20/2017)

CORPORATE DISCLOSURE STATEMENTfiled by Juniper Networks, Inc.
(Fisch, Alan) (Entered: 07/26/2017)

SCHEDULING ORDER. Scheduling Conference set for 9/6/2017 AT 10:30
AM in Tyler Courthouse before Magistrate Judge K. Nicole Mitchell. Signed
by Magistrate Judge K. Nicole Mitchell on 7/27/2017. (gsg) (Entered:
07/27/2017)

RESPONSEto 24 Answer to Amended Complaint, Counterclaim by Blue
Spike, LLC. (Garteiser, Randall) (Entered: 08/10/2017)

CORPORATE DISCLOSURE STATEMENTfiled by Blue Spike, LLC (Garteiser,
Randall) (Entered: 08/11/2017)

NOTICE of Attorney Appearance - Pro Hac Vice by Kathleen Ryland on
behalf of Juniper Networks, Inc.. Filing fee $ 100, receipt number 0540-
6428741. (Ryland, Kathleen) (Entered: 08/17/2017)

CORPORATE DISCLOSURE STATEMENTfiled by Juniper Networks, Inc.
(Fisch, Alan) (Entered: 08/17/2017)

NOTICE of Attorney Appearance - Pro Hac Vice by Roy William Sigler on
behalf of Juniper Networks, Inc.. Filing fee $ 100, receipt number 0540-
6429140. (Sigler, Roy) (Entered: 08/17/2017)

MOTION to Change Venue to the Northern District of California by Juniper
Networks, Inc.. (Attachments: # 1 Affidavit Decl. of S. Coonan, # 2
Exhibit 1 - Patent Cover Sheet, # 3 Exhibit 2 - Wistaria Registration, # 4
Exhibit 3 - Cooperman Profile, # 5 Exhibit 4 - Patent Application, # 6
Exhibit 5 - Marvell Website, # 7 Exhibit 6 - Broadcom Website, # 8 Exhibit
7 - Neifield Contact Page, # 9 Exhibit 8 - Revocation of Powerof Attorney,
# 10 Exhibit 9 - Travel time to ND Cal, # 11 Exhibit 10 - Travel time to
Tyler, # 12 Exhibit 11 - Travel time to Dallas, # 13 Exhibit 12 - Median
Time to Trial, # 14 Exhibit 13 - Caseload Profile, # 15 Text of Proposed
Order)(Fisch, Alan) (Entered: 08/24/2017)
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08/25/2017

09/06/2017

09/07/2017

09/07/2017

09/07/2017

09/07/2017

09/07/2017

09/08/2017

09/11/2017

09/11/2017

09/11/2017

09/11/2017

33

At

36

37

38

39

40

42

43

44

45

46

Joint MOTION Entry of Docket Control Order, E-Discovery Order, and
Protective Order by Juniper Networks, Inc.. (Attachments: # 1 Exhibit 1 -
Proposed Docket Control Order, # 2 Exhibit 2 - Proposed E-Discovery
Order, # 3 Exhibit 3 - Proposed Protective Order, # 4 Text of Proposed
Order)(Fisch, Alan) (Additional attachment(s) added on 8/28/2017: # 5
Exhibit 1 - DCO Corrected, # 6 Exhibit 2 - E-Discovery Corrected, # 7
Exhibit 3 - Protective Order Corrected) (mjc, ). (Entered: 08/25/2017)

Minute Entry for proceedings held before Magistrate Judge K. Nicole
Mitchell: Scheduling Gonference held on 9/6/2017. (Court Reporter L
Hardwick.) (Attachments: # 1 Attorney Sign In Sheet) (leh, ) (Entered:
09/07/2017)
DOCKET CONTROL ORDER: Pretrial Conference set for 5/2/2019 09:00 AM

in Ctrm 353 (Tyler) before Magistrate Judge K. Nicole Mitchell. Jury
Selection and Trial set for 5/13/2019 09:00 AM in Ctrm 353 (Tyler) before
Magistrate Judge K. Nicole Mitchell. Markman Hearing set for 5/31/2018
09:00 AM in Ctrm 353 (Tyler) before Magistrate Judge K. Nicole Mitchell.
Dispositive Motionn Hearing set for 1/23/2019 09:00 AM in Ctrm 353
(Tyler) before Magistrate Judge K. Nicole Mitchell. Signed by Magistrate
Judge K. Nicole Mitchell on 9/7/17. (mjc, ) (Entered: 09/07/2017)

E-DISCOVERY ORDERentered. Signed by Magistrate Judge K. Nicole
Mitchell on 9/7/17. (mjc, ) (Entered: 09/07/2017)

PROTECTIVE ORDER entered, granting 33 Joint MOTION Entry of Docket
Control Order, E-Discovery Order, and Protective Order filed by Juniper
Networks, Inc. Signed by Magistrate Judge K. Nicole Mitchell on 9/7/17.
(mjc, ) (Entered: 09/07/2017)

CONSENTto Proceed Before US Magistrate Judge by Blue Spike, LLC,
Juniper Networks, Inc. Case reassigned to Magistrate Judge K. Nicole
Mitchell. (Attachments: # 1 Blue Spike Consent)(mjc, ) (Entered:
09/07/2017)

ORDER assigning case to Judge Mitchell by consent of the parties forall
further proceedings and entry of judgment. Signed by Judge Robert W.
Schroeder, II] on 9/7/17. (mjc, ) (Entered: 09/07/2017)

Joint MOTION for Entry of Discovery Order by Juniper Networks, Inc..
(Attachments: # 1 Text of Proposed Order)(Smith, Melissa) (Entered:
09/08/2017)

DISCOVERY ORDER. Signed by Magistrate Judge K. Nicole Mitchell on
09/11/17. (mil, ) (Entered: 09/11/2017)

Unopposed MOTION for Extension of Time to File Response/ Reply as to 32
MOTION to Change Venue to the Northern District of California by Blue
Spike, LLC. (Attachments: # 1 Text of Proposed Order)(Garteiser, Randall)
(Entered: 09/11/2017)

RESPONSE in Opposition re 32 MOTION to Change Venue to the Northern
District of California filed by Blue Spike, LLC . (Attachments: # 1
Declaration of Randall Garteiser, # 2 Declaration of Scott Moskowitz, # 3

Text of Proposed Order, # 4 Exhibit 1 - Email between parties, # 5 Exhibit
2 - Email between parties, # 6 Exhibit 3 - Email between parties, # 7
Exhibit 4 - Joint Stipulation of Dismissal, # 8 Exhibit 5 - Juniper Networks'
Motion to Transfer to E.D. Texas, # 9 Exhibit 6 - List of potential Juniper
Networks’ witnesses in Texas, # 10 Exhibit 7 - Article re Juniper Networks
asking to be transferred to Texas)(Garteiser, Randall) (Entered:
09/11/2017)

SEALED ADDITIONAL ATTACHMENTS to Main Document: 45 Responsein
Opposition to Motion,,. (Attachments: # 1 Exhibit A - Email between
Moskowitz and Juniper Networks, # 2 Exhibit B - Email between Moskowitz
and Juniper Networks, # 3 Exhibit C - Email between Moskowitz and
Juniper Networks, # 4 Exhibit D - Email between Moskowitz and Juniper
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09/12/2017

09/18/2017

09/19/2017

09/20/2017

09/22/2017

09/25/2017

09/26/2017

09/27/2017

09/27/2017

10/05/2017

10/05/2017

10/05/2017

10/11/2017

11/07/2017

11/08/2017

11/09/2017

47

48

49

50

51

52

53

54

55

56

57

58

59

60

61

62

Networks, # 5 Exhibit E- Declaration of Dr. Unger re Moskowitz's health)
(Garteiser, Randall) (Entered: 09/11/2017)

ORDER granting 44 Motion for Extension of Time. Signed by Magistrate
Judge K. Nicole Mitchell on 9/12/2017. (rif) (Entered: 09/12/2017)

Joint MOTION to Amend/Correct 36 Scheduling Order,, by Juniper
Networks, Inc.. (Attachments: # 1 Text of Proposed Order)(Saltman,
Jeffrey) (Entered: 09/18/2017)

AMENDED DOCKET CONTROL ORDER granting 48 Motion to
Amend/Correct Docket Control Order. Signed by Magistrate Judge K.
Nicole Mitchell on 9/19/17. (mje, ) (Entered: 09/19/2017)

REPLY to Response to Motion re 32 MOTION to Change Venue to the
Northern District of California filed by Juniper Networks, Inc..
(Attachments: # 1 Exhibit Exhibit 1, # 2 Exhibit Exhibit 2, # 3 Exhibit
Exhibit 3)(Fisch, Alan) (Entered: 09/20/2017)

Joint MOTION to Amend/Correct 49 Order on Motion to Amend/Correct by
Juniper Networks, Inc.. (Attachments: # 1 Text of Proposed Order)
(Saltman, Jeffrey) (Entered: 09/22/2017)

AMENDED DOCKET CONTROL ORDER granting 51 Motion to
Amend/Correct Docket Control Order. Signed by Magistrate Judge K.
Nicole Mitchell on 9/25/17. (mjc, ) (Entered: 09/25/2017)

NOTICE of Designation of Mediator, Honorable David Folsom, filed by
Juniper Networks, Inc.. (Saltman, Jeffrey) (Entered: 09/26/2017)

ORDER REFERRING CASE to Mediator. Hon. David Folsom (Ret.) is
appointed as mediator. The Court designates counsel for Plaintiff to be
responsible for timely contacting Judge Folsom and coordinating a time for
mediation. Signed by Magistrate Judge K. Nicole Mitchell on 9/27/17.
(mjc, ) (Entered: 09/27/2017)

SUR- REPLY to Reply to Response to Motion re 32 MOTION to Change
Venue to the Northern District of California filed by Blue Spike, LLC.
(Garteiser, Randall) (Entered: 09/27/2017)

MOTION for Hearing re 32 MOTION to Change Venue to the Northern
District of California by Blue Spike, LLC. (Attachments: # 1 Text of
Proposed Order)(Garteiser, Randall) (Entered: 10/05/2017)

NOTICE by Juniper Networks, Inc. REGARDING MDL CONSOLIDATION
(Attachments: # 1 Exhibit Exhibit 1)(Smith, Melissa) (Entered:
10/05/2017)

MDL 2794 ORDERthat the motion for centralization of the actions listed

onSchedule A is denied. (MDL Litigation Panel). (mll, ) (Entered:
10/05/2017)

ORDER Setting Hearing on Motion 32 MOTION to Change Venue to the
Northern District of California : Motion Hearing set for 11/8/2017 09:00
AM in Ctrm 353 (Tyler) before Magistrate Judge K. Nicole Mitchell. Signed
by Magistrate Judge K. Nicole Mitchell on 10/11/17. (mill, ) (Entered:
10/11/2017)

NOTICE of Attorney Appearance - Pro Hac Vice by Desmond Jui on behalf
of Juniper Networks, Inc.. Filing fee $ 100, receipt number 0540-6542796.
(Jui, Desmond) (Entered: 11/07/2017)

Minute Entry for proceedings held before Magistrate Judge K. Nicole
Mitchell: Motion Hearing held on 11/8/2017 re 32 MOTION to Change
Venue to the Northern District of California filed by Juniper Networks, Inc.
(Court Reporter Amanda Leigh.) (Attachments: # 1 Attorney Sign In
Sheet) (leh, ) (Entered: 11/08/2017)
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11/13/2017

11/21/2017

11/21/2017

12/01/2017

12/04/2017

12/05/2017

12/05/2017

01/26/2018

01/26/2018

01/26/2018

01/29/2018

02/09/2018

02/12/2018

02/15/2018

02/15/2018

63

64

65

66

67

68

69

70

71

72

73

74

75

76

Unopposed MOTION to Amend/Correct the Docket Control Order by
Juniper Networks, Inc.. (Attachments: # 1 Text of Proposed Order)
(Saltman, Jeffrey) (Entered: 11/09/2017)

AMENDED DOCKET CONTROL ORDER granting 62 Motion to
Amend/Correct the Docket Control Order. Signed by Magistrate Judge K.
Nicole Mitchell on 11/13/17. (mje, ) (Entered: 11/13/2017)

NOTICE by Blue Spike, LLC Updating the Court on the Dismissal of Toshiba
(Attachments: # 1 Exhibit A - Dismissal of Toshiba) (Garteiser, Randall)
(Entered: 11/21/2017)

Additional Attachments to Main Document: 64 Notice (Other).. (Garteiser,
Randall) (Entered: 11/21/2017)

NOTICE by Juniper Networks, Inc. Notice of Compliance with Patent Rules
3-3 and 3-4 (Saltman, Jeffrey) (Entered: 12/01/2017)
*** DOCUMENT FILED IN ERROR. PLEASE DISREGARD.*** MOTIONfor

Discovery BLUE SPIKES MOTION FOR JUDICIAL NOTICE IN OPPOSITION
TO JUNIPER NETWORKS MOTION TO CHANGE VENUE TO THE NORTHERN

DISTRICT OF CALIFORNIA (DKT 32) by Blue Spike, LLC. (Attachments: #
1 Exhibit A - Order from Court in N.D. Cal. Granting stipulated dismissal of
Toshiba. No other pending Blue Spike cases in N.D. Cal., # 2 Text of
ORDER GRANTING BLUE SPIKES MOTION FOR JUDICIAL NOTICE IN
OPPOSITION TO JUNIPER NETWORKS MOTION TO CHANGE VENUE TO THE

NORTHERN DISTRICT OF CALIFORNIA (DKT 32))(Garteiser, Randall)
Modified on 12/5/2017 (mjc, ). (Entered: 12/04/2017)

*** FILED IN ERROR. Document # 67 Motion for Discovery. PLEASE
|GNORE. DOCUMENT TO BE REFILED AS NOTICE (OTHER).*** (mje, )
(Entered: 12/05/2017)

NOTICE by Blue Spike, LLC re 45 Response in Opposition to Motion,, 65
Additional Attachments to Main Document BLUE SPIKES MOTION FOR
JUDICIAL NOTICE IN OPPOSITION TO JUNIPER NETWORKS MOTION TO

CHANGE VENUE TO THE NORTHERN DISTRICT OF CALIFORNIA (DKT 32)
(Attachments: # 1 Exhibit A- Order from Court in N.D. Cal. Granting
stipulated dismissal of Toshiba. No other pending Blue Spike cases in N.D.
Cal.)(Garteiser, Randall) (Entered: 12/05/2017)

NOTICE by Blue Spike, LLC PLAINTIFFS NOTICE OF COMPLIANCE WITH
PATENT RULE(P. R. ) 4-1 AND UPDATE ON GROWING DISCOVERY
DISPUTES. (Garteiser, Randall) (Entered: 01/26/2018)

*** FILED IN ERROR BY ATTORNEY. PLEASE DISREGARD.*** NOTICE by
Blue Spike, LLC . NOTICE OF JUNI PER NETWORKS NON-COMPLIANCE
WITH PATENT RULE(P. R. ) 4-1 And COURTS ORDER (DKT63).
(Garteiser, Randall) Modified on 1/26/2018 (rlf). (Entered: 01/26/2018)

NOTICE by Juniper Networks, Inc. of Compliance with Patent Rule 4-1
(Saltman, Jeffrey) (Entered: 01/26/2018)

RESPONSEto 70 Notice (Other), 69 Notice (Other) filed by Juniper
Networks, Inc.. (Saltman, Jeffrey) (Entered: 01/29/2018)

Unopposed MOTION to Amend/Correct 63 Order on Motion to
Amend/Correct the Docket Control Order by Juniper Networks, Inc..
(Attachments: # 1 Text of Proposed Order Proposed Order)(Saltman,
Jeffrey) (Entered: 02/09/2018)

AMENDED DOCKET CONTROL ORDERentered, granting 73 Motion to
Amend/Correct the Docket Control Order. Signed by Magistrate Judge K.
Nicole Mitchell on 2/12/18. (mjc, ) (Entered: 02/12/2018)

NOTICE by Juniper Networks, Inc. of Compliance with Service of Privilege
Log (Saltman, Jeffrey) (Entered: 02/15/2018)

NOTIGE by Blue Spike, LLC of Compliance with Service of Privilege Log
(Garteiser, Randall) (Entered: 02/15/2018)
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02/26/2018

03/01/2018

03/02/2018

03/08/2018

03/19/2018

03/19/2018

03/21/2018

04/03/2018

04/10/2018

04/11/2018

04/19/2018

05/08/2018

05/09/2018

05/09/2018

77

78

79

80

81

82

83

84

85

86

87

88

89

90

NOTICE by Juniper Networks, Inc. of Compliance with Patent Rule 4-2
(Saltman, Jeffrey) (Entered: 02/26/2018)

Unopposed MOTION to Withdraw as Attorney Desmond Jui by Juniper
Networks, Inc.. (Attachments: # 1 Text of Proposed Order) (Sigler, Roy)
(Entered: 03/01/2018)

ORDER granting 78 Motion to Withdraw as Attorney. Attorney Desmond
Jui terminated as counsel for Defendant. Signed by Magistrate Judge K.
Nicole Mitchell on 3/2/2018. (mjc, ) (Entered: 03/02/2018)

ORDER granting 32 Motion to Change Venue to the Northern District of
California. Signed by Magistrate Judge K. Nicole Mitchell on 3/8/2018.
(mjc, ) (Entered: 03/08/2018)

MOTION for Reconsideration re 80 Order on Motion to Change Venue by
Blue Spike, LLC. (Attachments: # 1 Text of Proposed Order Granting Blue
Spike's Motion for Reconsideration and Denying Juniper Networks Motion
to Transfer pursuant to § 1404(a))(Garteiser, Randall) (Entered:
03/19/2018)

Joint MOTION to Stay by Juniper Networks, Inc.. (Attachments: # 1 Text
of Proposed Order)(Smith, Melissa) (Entered: 03/19/2018)

ORDER granting 82 Motion to Stay until the case is transferred or until a
Court order granting Blue Spike's motion for reconsideration. Signed by
Magistrate Judge K. Nicole Mitchell on 3/21/2018. (mjc, ) (Entered:
03/21/2018)

RESPONSE in Opposition re 81 MOTION for Reconsideration re 80 Order on
Motion to Change Venue filed by Juniper Networks, Inc.. (Attachments: #
1 Exhibit 1, # 2 Exhibit 2, # 3 Exhibit 3, # 4 Exhibit 4, # 5 Exhibit 5, # 6

Exhibit 6, # 7 Exhibit 7, # 8 Text of Proposed Order)(Fisch, Alan)
(Entered: 04/03/2018)

REPLY to Response to Motion re 81 MOTION for Reconsideration re 80
Order on Motion to Change Venue filed by Blue Spike, LLC . (Garteiser,
Randall) (Entered: 04/10/2018)

REPLY to Response to Motion re 81 MOTION for Reconsideration re 80
Order on Motion to Change Venue [Correct Document to Replace Dkt 85
that was Filed In Error ] filed by Blue Spike, LLC . (Garteiser, Randall)
(Entered: 04/11/2018)

SUR-REPLYto Reply to Response to Motion re 81 MOTIONfor
Reconsideration re 80 Order on Motion to Change Venue filed by Juniper
Networks, Inc.. (Attachments: # 1 Exhibit 1)(Fisch, Alan) (Entered:
04/19/2018)

ORDER. On May8, 2018, the parties contacted the Court regarding a
discovery dispute. It is hereby ORDEREDthat a telephonic conference
regarding this discovery dispute is set for Wednesday, May 9, 2018 at
2:00 p.m. before Judge K. Nicole Mitchell in Tyler, Texas. The parties shall
file a brief, no longer than five pages, detailing the discovery dispute by
12:00 p.m., Wednesday, May 9, 2018. Juniper Networks, Inc. is further
ORDEREDto arrange the teleconference and inform the Court of the
arrangements. Signed by Magistrate Judge K. Nicole Mitchell on 5/8/2018.
(kls, ) (Entered: 05/08/2018)

BRIEFfiled Requesting Enforcement of the Parties' Agreement to Continue
Discovery by Juniper Networks, Inc.. (Attachments: # 1 Exhibit 1, # 2
Exhibit 2, # 3 Exhibit 3, # 4 Exhibit 4, # 5 Exhibit 5, # 6 Exhibit 6, # 7
Exhibit 7, # 8 Exhibit 8, # 9 Exhibit 9, # 10 Exhibit 10, # 11 Exhibit 11, #
12 Text of Proposed Order)(Sigler, Roy) (Entered: 05/09/2018)

BRIEFfiled Opposing Juniper Networks’ Notice of Non-party Depositions
against 83 This Court's Stay of Case Proceedings by Blue Spike, LLC.
(Garteiser, Randall) (Entered: 05/09/2018)
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05/09/2018 91

05/11/2018 92

05/14/2018 93

05/16/2018 94

Minute Entry for proceedings held before Magistrate Judge K. Nicole
Mitchell: Telephone Conference held on 5/9/2018. (Court Reporter L
Hardwick.) (leh, ) (Entered: 05/09/2018)
Joint MOTION to Amend/Correct 43 Order on Motion for Miscellaneous

Relief Discovery Order by Juniper Networks, Inc.. (Attachments: # 1 Text
of Proposed Order Amended Discovery Order)(Saltman, Jeffrey) (Entered:
05/11/2018)

AMENDED DISCOVERY ORDERgranting 92 Motion to Amend/Correct the
Discovery Order. Signed by Magistrate Judge K. Nicole Mitchell on
5/14/2018. (mjc, ) (Entered: 05/14/2018)

ORDER denying 81 Motion for Reconsideration re 81 MOTION for
Reconsideration re 80 Order on Motion to Change Venue filed by Blue
Spike, LLC. The Court GRANTS the Motion to Transfer Venue to the
Northern District of California 32 . Signed by Magistrate Judge K. Nicole
Mitchell on 5/16/2018. (mjc, }) (Entered: 05/16/2018)
 

Copyright © 2018 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA 1S FOR INFORMATIONAL PURPOSES ONLY** *

https://courtlink. lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx?Key=37 1900485 |0||2|-10|0|0 5/24/2018

DISH-Blue Spike-602

Exhibit 1007, Page 0326



DISH-Blue Spike-602
Exhibit 1007, Page 0327

LexisNexis CourtLink - Show Docket Page 1 of 3

 

US District Court Civil Docket

 
6:18cv174

Biue Spike, Lic v. Suddenlink Communications et al

This case was retrieved from the court on Thursday, May 24, 2018
 

ied: 04/19/2018

a Vs: District Judge Robert W.
Schroeder, I 11

 
 

 
 

r 8: P8cvoo 1st
: 6:1 8eveot ss
B:isevG0223

sn: Federal Question 

Liliganis Attorneys

Blue Spike, Llc Randall T Garteiser
Plaintiff ATTORNEY TO BE NOTICED

Garteiser Honea PLLC

119 W. Ferguson St.
Tyler , TX 75702
USA
903-705-7420
Fax: 888-908-4400

Email: Rgarteiser@ghiplaw.Com

Suddenlink Communications Mark Nolan Reiter

Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Gibson Dunn & Crutcher

2100 Mckinney Ave Suite 1100
Dallas , TX 75201
USA
214-698-3100
Fax: 214 571 2907

Email: Mreiter@gibsondunn.Com 
Cequel Communications, Llc Mark Nolan Reiter
Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Gibson Dunn & Crutcher

2100 Mckinney Ave Suite 1100
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Altice USA, Inc.
Defendant

Bate

04/20/2018

04/20/2018

04/20/2018

04/23/2018

04/23/2018

04/23/2018

04/23/2018

04/24/2018

04/25/2018

04/25/2018

5

6

7

Dallas , TX 75201
USA
214-698-3100
Fax: 214 571 2907

Email: Mreiter@gibsondunn.Com

Mark Nolan Reiter

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Gibson Dunn & Crutcher

2100 Mckinney Ave Suite 1100
Dallas , TX 75201
USA
214-698-3100
Fax: 214 571 2907

Email: Mreiter@gibsondunn.Com

 
Proceeding Text Source

COMPLAINTagainst All Defendants ( Filing fee $ 400 receipt number
0540-6747391.), filed by Blue Spike, LLC. (Attachments: # 1 Civil Cover
Sheet)(Garteiser, Randall) (Entered: 04/20/2018)

Notice of Filing of Patent/Trademark Form (AO 120). AO 120 mailed to the
Director of the U.S. Patent and Trademark Office. (Garteiser, Randall)
(Entered: 04/20/2018)

DEMAND for Trial by Jury by Blue Spike, LLC. (mjc, ) (Entered:
04/20/2018)

District Judge Robert W. Schroeder, ||| and Magistrate Judge K. Nicole
Mitchell added. (mll, ) (Entered: 04/23/2018)

CASE REFERREDto Magistrate Judge K Nicole Mitchell. (mil, ) (Entered:
04/23/2018)

In accordance with the provisions of 28 USC Section 636(c), you are
hereby notified that a U.S. Magistrate Judge of this district court is
available to conduct any or all proceedings in this case including a jury or
non-jury trial and to order the entry of a final judgment. The form Consent
to Proceed Before Magistrate Judge is available on our website. All signed
consent forms, excluding pro se parties, should be filed electronically
using the event Notice Regarding Consent to Proceed Before Magistrate
Judge. (mill, ) (Entered: 04/23/2018)

Additional Attachments to Main Document: 1 Complaint... (Attachments: #
1 Exhibit 02 - US Patent 7287275, # 2 Exhibit 03 - US Patent 7475246, #
3 Exhibit 04 - US Patent 8224705, # 4 Exhibit 05 - US Patent 8473746, #
5 Exhibit 06 - US Patent 8538011, # 6 Exhibit 07 - US Patent 8739295, #
7 Exhibit 08 - US Patent 9021602, # 8 Exhibit 09 - US Patent 9104842, #
9 Exhibit 10 - US Patent 9934408, # 10 Exhibit 11 - US Patent RE44222,
# 11 Exhibit 12 - US Patent RE44307, # 12 Exhibit 13 - US Patent
7159116, # 13 Exhibit A - Suddenlink deals)(Garteiser, Randall) (Entered:
04/23/2018)

SUMMONSIssued asto Altice USA, Inc., Cequel Communications, LLC,
Suddenlink Communications. (Attachments: # 1 Summons(es) - Cequel
Communications)(mjc, ) (Entered: 04/24/2018)

SUMMONSReturned Executed by Blue Spike, LLC. Cequel
Communications, LLC served on 4/25/2018, answer due 5/16/2018;
Suddenlink Communications served on 4/25/2018, answer due 5/16/2018.

(Garteiser, Randall) (Entered: 04/25/2018)
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SUMMONSReturned Executed by Blue Spike, LLC. Altice USA, Inc. served
on 4/25/2018, answer due 5/16/2018. (Garteiser, Randall) (Entered:
04/25/2018)

05/03/2018 8 Defendant's Unopposed First Application for Extension of Time to Answer
Complaint re Altice USA, Ine., Cequel Communications, LLC, Suddenlink
Communications.( Reiter, Mark) (Entered: 05/03/2018)

05/04/2018 Defendant's Unopposed First Application for Extension of Time to Answer
Complaint is granted pursuant to Local Rule CV-12 for Cequel
Communications, LLC to 6/15/2018; Suddenlink Communications to

6/15/2018. 30 Days Granted for Deadline Extension.( mjc, ) (Entered:
05/04/2018)

05/04/2018 Defendant's Unopposed First Application for Extension of Time to Answer
Complaint is granted pursuant to Local Rule CV-12 for Altice USA,Inc. to
6/15/2018. 30 Days Granted for Deadline Extension.( mjc, ) (Entered:
05/04/2018)
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US District Court Civil Docket

6:18cv181

Blue Spike, Lic v. Comcast Corporation B/ B/ A Xfinity et al

This case was retrieved from the court on Thursday, May 24, 2018
 

fel: 04/ 27/ 2018

9: District Judge Robert W.
Schroeder, I 11

Yo: Magistrate Judge K. Nicole
Mitchell

 

s: OPEN

i: Patent (830) 235:271

: Patent Infringement na: Plaintiff

t: $0
1: Patent

=}: None

Bs GT GcvO T3884
: 6:1 7eveoa is
B:iseveotr4d
Bi SevGd tas
Gi BevGG223

ion: Federal Question

 
Litigants Attorneys

Blue Spike, Lic
Plaintiff

Randall T Garteiser
ATTORNEY TO BE NOTICED
Garteiser Honea PLLC

119 W. Ferguson St.
Tyler , TX 75702
USA
903-705-7420
Fax: 888-908-4400

Email: Rgarteiser@ghiplaw.Com

Comcast Corporation D/B/A xfinity
Defendant

Comcast Cable Communications, Llc D/B/A Xfinity
Defendant

Comcast Business Communications, Llc
Defendant

Comcast Enterprise Services, Lic
Defendant
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Comcast Cable Communications Management, Llc
Defendant

Comcast of Houston, Lie D/B/A Xfinity
Defendant

Comcast Holdings Corporation
Defendant

Comcast Shared Services, Llc
Defendant

Bate

04/27/2018

04/27/2018

04/30/2018

04/30/2018

04/30/2018

#

1

Proceeding Text Source

COMPLAINTfor Patent Infringement against All Defendants ( Filing fee $
400 receipt number 0540-6757568.), filed by Blue Spike, LLC.
(Attachments: # 1 Civil Cover Sheet, # 2 Exhibit 01 - Comcast Business
Managed Solutions, # 3 Exhibit 02 - US Patent 7287275, # 4 Exhibit 03 -
US Patent 7475246, # 5 Exhibit 04 - US Patent 8224705, # 6 Exhibit 05 -
US Patent 8473746, # 7 Exhibit 06 - US Patent 8538011, # 8 Exhibit 07 -
US Patent 8739295, # 9 Exhibit 08 - US Patent 9021602, # 10 Exhibit 09
- US Patent 9104842, # 11 Exhibit 10 - US Patent 9934408, # 12 Exhibit
11 - US Patent RE44222, # 13 Exhibit 12 - US Patent RE44307, # 14
Exhibit 13 - US Patent 7159116, # 15 Exhibit A - XFINITY services and
offers, # 16 Exhibit B - Comcast stores in Liberty, Mont Belvieu and
Dayton, TX in Liberty County and Waskom in Harrison County which are
all in the EDTX venue, # 17 Exhibit C - Comcast Services in Liberty, TX, #
18 Exhibit D - Comcast in Waskom, TX, # 19 Exhibit E- Comcast Services

in Dayton, TX, # 20 Exhibit F - Texas Cable Association on franchise fees)
(Garteiser, Randall) (Entered: 04/27/2018)

DEMAND for Trial by Jury by Blue Spike, LLC. (mll, ) (Entered:
04/30/2018)

District Judge Robert W. Schroeder, I|| and Magistrate Judge K. Nicole
Mitchell added. (mll, ) (Entered: 04/30/2018)

CASE REFERREDto Magistrate Judge K Nicole Mitchell. (mll, ) (Entered:
04/30/2018)

In accordance with the provisions of 28 USC Section 636(c), you are
hereby notified that a U.S. Magistrate Judge of this district court is
available to conduct any or all proceedings in this case including a jury or
non-jury trial and to order the entry of a final judgment. The form Consent
to Proceed Before Magistrate Judge is available on our website. All signed
consent forms, excluding pro se parties, should be filed electronically
using the event Notice Regarding Consent to Proceed Before Magistrate
Judge. (mil, ) (Entered: 04/30/2018)
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US District Court Civil Docket

 
6:18cv195

Blue Spike, Lic v. Charter Communications, ine.

This case was retrieved from the court on Thursday, May 24, 2018
 

ied: 05/04/2018

a Vs: District Judge Robert W.
Schroeder, I 11

 
 

: OPEN

=: 35:271

‘: Plaintiff

3f: $0
+: Patent

 
r Bi bFewOoaTS
: 6:1 Boveotr4
B:isevGo rst
8:1 8evGo223

durisaiction: Federal Question

 
Litiganis Attorneys

Blue Spike, Lic Randall T Garteiser
Plaintiff ATTORNEY TO BE NOTICED

Garteiser Honea PLLC

119 W. Ferguson St.
Tyler , TX 75702
USA
903-705-7420
Fax: 888-908-4400

Email: Rgarteiser@ghiplaw.Com

Charter Communications, Inc.
Defendant

Date # Proceasding Text Source

05/04/2018 1. COMPLAINT against Charter Communications, Inc. ( Filing fee $ 400
receipt number 0540-6765886.), filed by Blue Spike, LLC. (Attachments:
# 1 Civil Cover Sheet, # 2 Exhibit 01 - Managed Network Services, # 3
Exhibit 02 - US Patent 7287275, # 4 Exhibit 03 - US Patent 7475246, # 5
Exhibit 04 - US Patent 8224705, # 6 Exhibit 05 - US Patent 8473746, # 7
Exhibit 06 - US Patent 8538011, # 8 Exhibit 07 - US Patent 8739295, # 9
Exhibit 08 - US Patent 9021602, # 10 Exhibit 09 - US Patent 9104842, #
11 Exhibit 10 - US Patent 9934408, # 12 Exhibit 11 - US Patent RE44222,
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05/04/2018

05/09/2018

05/09/2018

05/09/2018

05/09/2018

# 13 Exhibit 12 - US Patent RE44307, # 14 Exhibit 13 - US Patent
7159116, # 15 Exhibit A - Charter Spectrum Packages Bundle, # 16
Exhibit B - Charter store locations in Plano, # 17 Exhibit C - Spectrum
serving Marshall TX, # 18 Exhibit D - Spectrum serving Plano TX in Collin
County, # 19 Exhibit E- Texas Cable Assoc on Franchise Fees 101)
(Garteiser, Randall) (Entered: 05/04/2018)

Notice of Filing of Patent/Trademark Form (AO 120). AO 120 mailed to the
Director of the U.S. Patent and Trademark Office. (Garteiser, Randall)
(Entered: 05/04/2018)

DEMAND for Trial by Jury by Blue Spike, LLC. (mll, ) (Entered:
05/09/2018)

District Judge Robert W. Schroeder, I|| and Magistrate Judge K. Nicole
Mitchell added. (mll, ) (Entered: 05/09/2018)

CASE REFERREDto Magistrate Judge K Nicole Mitchell. (mil, ) (Entered:
05/09/2018)

In accordance with the provisions of 28 USC Section 636(c), you are
hereby notified that a U.S. Magistrate Judge of this district court is
available to conduct any orall proceedings in this case including a jury or
non-jury trial and to order the entry of a final judgment. The form Consent
to Proceed Before Magistrate Judge is available on our website. All signed
consent forms, excluding pro se parties, should be filed electronically
using the event Notice Regarding Consent to Proceed Before Magistrate
Judge. (mil, ) (Entered: 05/09/2018)
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US District Court Civil Docket

 
6:18cv223

Blue Spike, Lic v. Altice USA, Inc.

This case was retrieved from the court on Thursday, May 24, 2018
 

ied: 05/18/2018

; District Judge Robert W.
Schroeder, I 11

 
* Yo: Magistrate Judge K. Nicole

Mitchell Sass Code:

: Patent (830)

: Patent Infringement
3: None

© B:16cwOisa4
: 6:1 7eveoa is
B:iseveotr4d

TBcvdoTsi
[Peeve O 19S

ion: Federal Question

  
si: $0

gtien: Patent

 
aOo

 

Litigants Attorneys

Blue Spike, Lic Randall T Garteiser
Plaintiff ATTORNEY TO BE NOTICED

Garteiser Honea PLLC

119 W. Ferguson St.
Tyler , TX 75702
USA
903-705-7420
Fax: 888-908-4400

Email: Rgarteiser@ghiplaw.Com

Altice USA, Inc.
Defendant

Date # Proceeding Text Source

05/19/2018 1. COMPLAINTagainst Altice USA, Inc. ( Filing fee $ 400 receipt number
0540-6784542.), filed by Blue Spike, LLC. (Attachments: # 1 Civil Cover
Sheet, # 2 Exhibit 01 - Altice Lightpatch Managed WiFi | Enterprise WiFi,
# 3 Exhibit 02 - US Patent 7287275, # 4 Exhibit 03 - US Patent 7475246,
# 5 Exhibit 04 - US Patent 8224705, # 6 Exhibit 05 - US Patent 8473746,
# 7 Exhibit 06 - US Patent 8538011, # 8 Exhibit 07 - US Patent 8739295,
# 9 Exhibit 08 - US Patent 9021602, # 10 Exhibit 09 - US Patent
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05/19/2018

05/19/2018

05/19/2018

05/21/2018

05/21/2018
 

9104842, # 11 Exhibit 10 - US Patent 9934408, # 12 Exhibit 11 - US
Patent RE44222, # 13 Exhibit 12 - US Patent RE44307, # 14 Exhibit 13 -

US Patent 7159116, # 15 Exhibit A - Optimum Customer Service)
(Garteiser, Randall) (Entered: 05/19/2018)

Notice of Filing of Patent/Trademark Form (AO 120). AO 120 mailed to the
Director of the U.S. Patent and Trademark Office. (Garteiser, Randall)
(Entered: 05/19/2018)

District Judge Robert W. Schroeder, ||| and Magistrate Judge K. Nicole
Mitchell added. (rif) (Entered: 05/21/2018)

CASE REFERREDto Magistrate Judge K. Nicole Mitchell. (rif) (Entered:
05/21/2018)

In accordance with the provisions of 28 USC Section 636(c), you are
hereby notified that a U.S. Magistrate Judge of this district court is
available to conduct any or all proceedings in this case including a jury or
non-jury trial and to order the entry of a final judgment. The form Consent
to Proceed Before Magistrate Judge is available on our website. All signed
consent forms, excluding pro se parties, should be filed electronically
using the event Notice Regarding Consent to Proceed Before Magistrate
Judge. (rif) (Entered: 05/21/2018)

DEMAND for Trial by Jury by Blue Spike, LLC. (rif) (Entered: 05/21/2018) 
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9104842 or 9,104,842

All authorities
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Application/Control Number: 90/014,138 Page 2

Art Unit: 3992

DECISION ON REQUEST FOR REEXAMINATION

A substantial new question of patentability affecting claims 11-14, of United

States Patent Number: 9,104,842 issued to Moskowitz, hereinafter the ‘842 patent, is

raised by the request for ex parle reexamination.

The present application is being examined underthe pre-AlAfirst to invent

provisions.

References

A total of 4 reference have been asserted in the Requestas providing teachings

relevant to the claims of the '842 Patent. The proposed referencesare as follows:

(1) U.S. Patent No. 5,933,497 issued to Beetcher (hereinafter Beetcher/

Ex.3)

(2) Japanese Patent Application Publication No. HO5334072 issued to

Beetcher (hereinafter Beetcher ‘072 / Ex.4)

(3) POT Apoiication Publication No. WO 97/26732 issued to Cooperman

(hereinafter Cooperman / Ex. 8)

(4) U.S. Patent No. 5,935,243 issued to Hasebe (hereinafter Hasebe / Ex. 7)
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Application/Control Number: 90/014,138 Page 3

Art Unit: 3992

Prosecution History

U.S. Patent Application Serial No. 11/895,388, which resulted in issued Patent

9,104,842 (hereinafter the ‘842 patent), was filed on August 24, 2007.

During prosecution of the '842 Patent, claims 1-64 were rejected under 35 U.S.C.

§ 103(a) as being unpatentable over Holmeset al. (US Patent Number: 5,287,407) in

further view of Houseret al. (US Patent Number: 5,606,609).

Claims 32-45 and 52-64 were remaining in the case and rejected over Holmes

and Houser(supra), when the claims went to appeal.

The Examiners Answer, dated 8/8/2012, subsequently withdrew the rejections of

claims 34, 45, 54, and 58, with claims 34, 45, and 54 left as objected to as being

dependent upon a rejected base claim, and claim 58 (now patent claim 11) noted as

‘recites allowable subject matter’, with no further elaboration.

In the Decision on Appeal, dated 3/12/2015, the board considered the rejections

under35 U.S.C. § 103(a) (supra) and rendered the judgmentthat:

 
The Board in the Decision specifically noted, with respect to the reversed claims,

that:
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Art Unit: 3992

Claims 36 and 60 (patent claim 12)

Claims 36 and 60 include limitations that require the underlying software

functionality be enabled upon the presence or detection of a key, or other

software code.See, e.g., Claim 60 (“software code will provide said specified

underlying functionality only after receipt of said first license key”). Appellant argues

neither Holmes nor Houser teaches or suggests enabling software functionality

based on a license key. App. Br. 80, 98. We agree. Holmesstates the data block

containing the identification information “does not play any part in the function of the

software of the masterfile itself.” Holmes,col. 3, ll. 41-42. Accordingly, we cannot

sustain the rejection of claims 36 and 60.

Claim 61 (patent claim 13)

Appellant contends the Examiner's rejection of claim 61 does not address various

limitations of the claim, such as “encoding said first code resource to form an

encodedfirst code resource,” or an “encodedfirst code resource, and a

decode resource for decoding said encodedfirst code resource’in the

software. App. Br. 99-100. The Examinerrelies on reasoning found in the rejections

of claims 32 and 43. Final Act. 7. The Examiner's findings do not support the

combination of Houser and Holmesteaches or suggests a modified software code

comprising an encodedfirst code resource and a decode resourcefor decoding the

encodedfirst code resource, wherein the decode resource is configured to decode
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Art Unit: 3992

the encodedfirst code resource uponreceipt ofa first license key. Accordingly, we

do not sustain the rejection of claim 61.

Claim 62 (patent claim 14)

Appellant argues “neither Holmes nor Houserdisclose or suggest encoding code

interrelationships between code resources of the software.” App. Br. 103-04. The

Examiner basesthe rejection of claim 62 on the reasonssetforth in rejecting claims

32 and 61. Final Act. 8. We disagree the same reasons apply. For example, claims

32 and 61 do notrecite limitations regarding “software codeinterrelationships

between coderesourcesthat result in a specified underlying functionality.”

Because the Examiner has not shown howthe references teach or suggestall the

limitations of claim 62, we do not sustain its rejection.

On 6/4/2015, the Examinerissued a Notice of Allowance based on the Board’s

March 12, 2015 decision. After the notice of allowance. Patent Owner requested claim

amendments, adding, in pertinent part, the term “product” to claim 58. The patent issued

on August 11, 2015.

Substantial New Question of Patentability

The Requester suggests that the following references and/or combinationsof

references provide elements which are allegedly equivalent to claims 11-14 of the ‘842

patent.
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Art Unit: 3992

Claim 11 is presented below with italicized sections showingthelimitations that

are believed to be the allowable limitations, and which are used by the Examinerto

show how specific teachings of the proposed references raise a substantial new

question of patentability.

Claim 11:

11. A methodfor licensed software use, the method comprising:

loading a software product on a computer, said computer comprising a
processor, memory, an input, and an output, so that said computeris
programmedto execute said software product;

Said software product outputting a promptfor input of license
information; and

Said software product using license information entered via said input in
responseto said promptin a routine designed to decodea first license
code encodedin said software product.

Claim 12 is presented below with italicized sections showingthelimitations that

are believed to be the allowable limitations, and which are used by the Examinerto

show how specific teachings of the proposed references raise a substantial new

question of patentability.

Claim 12:

12. A method for encoding software code using a computer having a
processor and memory, comprising: storing a software code in said memory;
wherein said software code comprises a first code resource and provides a
specified underlying functionality when installed on a computer system;
and encoding, by said computerusing at leastafirst license key and an
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encoding algorithm, said software code,to formafirst license key encoded
software code; and wherein, wheninstalled on a computer system, said first
license key encoded software code will provide said specified underlying
functionality only after receipt of said first license key.

Claim 13 is presented below with italicized sections showingthe limitations that

are believed to be the allowable limitations, and which are used by the Examinerto

show how specific teachings of the proposed referencesraise a substantial new

question of patentability.

Claim 13:

13. A method for encoding software code using a computer having a
processor and memory, comprising:
storing a software codein said memory;
wherein said software code comprises a first code resource and provides a

specified underlying functionality when installed on a computer system; and
modifying, by said computer, usingafirst license key and an encoding

algorithm, said software code, to form a modified software code; and
wherein said modifying comprises encoding said first code resource to form

an encodedfirst code resource;
wherein said modified software code comprises said encodedfirst code

resource, and a decode resource for decoding said encodedfirst code
resource;

wherein said decode resource is configured to decode said encodedfirst
code resource upon receipt ofsaid first license key.

Claim 14 is presented below with italicized sections showingthe limitations that

are believed to be the allowable limitations, and which are used by the Examinerto

show how specific teachings of the proposed referencesraise a substantial new

question of patentability.
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Claim 14:

14. A method for encoding software code using a computer having a processor
and memory, comprising:

storing a software codein said memory;
wherein said software code defines software code interrelationships

between coderesourcesthat result in a specified underlying
functionality when installed on a computer system; and

encoding, by said computerusing atleastafirst license key and an encoding
algorithm, said software code, to formafirst license key encoded software
code in which at least one of said software code interrelationships
are encoded.

Beetcher

The Requestor alleges that Beetcherraises a substantial new question of

patentability with respect to claims 11-14 of the ‘842 patent. For purposes or

Reexamination the reading of Beetcheron the claims is provided on pages 19-50 of the

Request.

Beetcheris new art that provides new, non-cumulative technological teachings

that were not previously considered and discussed on the record during prosecution or

reexamination of the ‘842 patent.

Beetcher teaches,with respect to claim 11, using license information entered

via said input in response to said prompt in a routine designed to decodea first

license code encodedin said software product, entering license information in

response to a userinterface supporting input of the entitlement key (see column 7, line

66 through column8,line 8) resulting in an unlocking routine decoding the license code
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Art Unit: 3992

in the software product (see column 7, line 39-42 and column9, lines 49-60 and figure

9).

Beetcher teaches, with respect to claim 12, to provide said specified

underlying functionality only after receipt of said first license key in teaching

software distributed without entitlement to run, where an encrypted entitlement keyis

separately transmitted enabling execution of the software. The entitlement key further

includes the serial numberof the computerthe softwareis licensed to as well as a

plurality of entitlement bits indicating which software modules are enabled to run on the

particular enabled computer (see column6,lines 10-65, column 11, lines 4-39).

It is further noted that "during original prosecution, Patent Owner specified that

"[e]ncoding using a key and an algorithm is known" " (see Ex. 2, Prosecution History at

519).

Beetcherfurther teaches,in relation to claim 13, encoding said first code

resource to form an encodedfirst code resourcein the teaching of placing the

entitlement verification triggers in the in the object code (see column4,lines 25-33); and

decode resource is configured to decode said encodedfirst code resource upon

receipt of said first license key in the teaching ofutilizing the encrypted entitlement

key to unlock program resourcesvia their respective entitlement triggers (see column

10, lines 20-39).
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Art Unit: 3992

It is further noted that "during original prosecution, Patent Owner specified that

"[e]ncoding using a key and an algorithm is known" " (see Ex. 2, Prosecution History at

519).

Beetcherfurther teaches,in relation to claim 14's software code

interrelationships between code resourcesthat result in a specified underlying

functionality, inputting a template formed from source codeinto the translator 127

generating entitlementverification triggers and inserting them into code and ‘resolving

references’ after triggers are inserted, thereby showing code interrelationships that

result in implementation of underlying functionality (see column 9, lines 1-20).

It is further noted that "during original prosecution, Patent Owner specified that

“interrelationships between code resource are not that which is novel" " (see Ex. 2,

Prosecution History at 519).

It is agreed that Beetcher as proposed in the request, raises a SNQ with respect

to claims 11-14 of the ‘842 patent. There is a substantial likelihood that a reasonable

Examiner would considerthis teaching important in deciding whether or not these

claims are patentable.

Accordingly, the Beetcher reference raises a substantial new question to claims

11-14, which question has not been decidedin a previous examination of the ‘842

patent nor wasthereafinal holding of invalidity by the Federal Courts regarding the

‘842 patent.
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