IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ETHANOL BOOSTING SYSTEMS, LLC,
and MASSACHUSETTS INSTITUTE OF
TECHNOLOGY Civil Action No. 19-cv-196-CFC
Plaintiffs, JURY TRIAL DEMANDED
V.
FORD MOTOR COMPANY
Defendant.

ANSWER TO DEFENDANT’S COUNTERCLAIMS

Ethanol Boosting Systems, LLC (“EBS”) and the Massachusetts Institute of Technology
(“MIT”) (collectively, “Plaintiffs”) submit the following Answer to the Counterclaims asserted
by Ford Motor Company (“Ford” or “Defendant”):

THE PARTIES

1. Plaintiffs admit that Ford is a corporation organized under the laws of the State of
Delaware and that Ford has alleged that its principal place of business is at One American Road,
Dearborn, Michigan. Plaintiffs deny the remaining allegations in this paragraph.

2. Plaintiffs admit that EBS is a limited liability company organized under the laws
of the State of Delaware with its principal place of business in Cambridge, Massachusetts.
Plaintiffs deny the remaining allegations in this paragraph.

3. Admitted.

JURISDICTION AND VENUE

4, Plaintiffs admit that the Court has subject matter jurisdiction over Defendant’s
Counterclaims to the extent they arise under 28 U.S.C. §§ 1331 and 1338. Plaintiffs deny the

remaining allegations in this paragraph.
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5. Plaintiffs admit that this Court has personal jurisdiction over them to the extent
that the asserted Counterclaims relate to the allegations in Plaintiffs’ Complaint. Plaintiffs deny
the remaining allegations in this paragraph.

6. Admitted.

BACKGROUND OF THE ASSERTED PATENTS

7. Plaintiffs admit that EBS was incorporated in March 2005 and that it is the
exclusive licensee of United States Patent No. 8,069,839; United States Patent No. 9,255,519;
United States Patent No. 9,810,166; and United States Patent No. 10,138,826, which, for
purposes of responding to Ford’s allegations, Plaintiffs understand to be the “Asserted Patents.”
Plaintiffs deny the remaining allegations in this paragraph.

8. Plaintiffs admit that each of the Asserted Patents claims priority to and is a
continuation of at least U.S. Patent Application No. 10/991,774, which was filed on November
18, 2004, and ultimately issued as U.S. Patent No. 7,314,033. Plaintiffs deny the remaining
allegations in this paragraph.

9. Plaintiffs admit that Leslie Bromberg, Daniel Cohn, and John Heywood—whom,
for the purposes of responding to Ford’s allegations, Plaintiffs understand to be the
“inventors”—through their patent attorneys, filed U.S. Patent Application No. 11/758,157 on
June 5, 2007, and that it was a continuation in part of U.S. Patent Application No. 10/991,774,
which ultimately issued as U.S. Patent No. 7,314,033. Plaintiffs deny the remaining allegations
in this paragraph.

10. Plaintiffs admit that on May 13, 2010, the Patent Examiner issued a Non-Final

Rejection of Claims 31-67 of U.S. Patent Application No. 11/758,157 under 35 U.S.C. § 102(b)
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as being anticipated by Gray, Jr. (US 6,651,432 B1). Plaintiffs deny the remaining allegations in
this paragraph.

11. Plaintiffs admit that on June 18, 2018, the Applicant filed an Amendment and
Remarks, the contents of which speak for themselves, and that U.S. Patent No. 6,651,432—

which, for purposes of responding to Ford’s allegations, Plaintiffs understand to be

recites the use of direct and port injection. Plaintiffs deny the remaining allegations in this
paragraph.

12. Plaintiffs admit that neither the inventors nor their attorneys disclosed U.S. Patent
No. 6,651,432 during the prosecution of the applications that ultimately issued as the Asserted
Patents. Plaintiffs otherwise lack knowledge or information sufficient to form a belief about the
truth of this allegation and therefore deny it.

13. Plaintiffs admit that U.S. Patent Application No. 11/546,220 was filed on July 11,
2012 and was a continuation in part of U.S. Patent Application No. 10/991,774, which ultimately
issued as U.S. Patent No. 7,314,033. Plaintiffs deny the remaining allegations in this paragraph.

14. Plaintiffs admit that on October 9, 2013, the Patent Examiner issued a Final
Rejection of Claims 6, 8-30 of U.S. Patent Application No. 11/546,220 under 35 U.S.C. § 112(b)
or 35 U.S.C. § 112 (Pre-AlA), § 2, which speaks for itself. Plaintiffs deny the remaining
allegations in this paragraph.

15. Denied.

16. Plaintiffs admit that on May 20, 2014, the United States Patent and Trademark
Office issued a notice of abandonment for U.S. Patent Application No. 11/546,220. Plaintiffs
deny the remaining allegations in this paragraph.

17. Admitted.
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18. Plaintiffs admit that U.S. Patent Application No. 15/463,100 was a continuation
of U.S. Patent Application No. 10/991,774, which ultimately issued as U.S. Patent No.
7,314,033, and other applications. Plaintiffs deny the remaining allegations in this paragraph.

19. Plaintiffs admit that on November 13, 2017, the Patent Examiner issued a Non-
Final Rejection of Claims 32-67 of U.S. Patent Application 15/463,100 under 35 U.S.C. § 112(b)
or 35 U.S.C. § 112 (Pre-AIA), 9 1, which speaks for itself. Plaintiffs deny the remaining
allegations in this paragraph.

20. Plaintiffs admit that on May 18, 2018, the United States Patent and Trademark
Office issued a notice of abandonment for U.S. Patent Application No. 15/463,100. Plaintiffs
deny the remaining allegations in this paragraph.

21. Plaintiffs admit that during prosecution of the Asserted Patents the inventors and
their patent attorneys—whom, for purposes of responding to Ford’s allegations, Plaintiffs
understand to be “the Applicant”—disclosed Office Actions to the United States Patent and
Trademark Office. Plaintiffs deny the remaining allegations in this paragraph.

22. Denied.

23. Denied.

RELATIONSHIP BETWEEN FORD AND MIT AND EBS

24, Plaintiffs admit that the statement “Ford Motor Company has been an innovator
since it introduced the Model A in 1903” appears on the website for the Ford-MIT Alliance.

25. Plaintiffs admit that MIT and Ford established a Ford-MIT Alliance and that Ford
has sponsored research conducted at MIT. Plaintiffs lack knowledge or information sufficient to
form a belief about the truth of the remaining allegations in this paragraph, and therefore deny

them.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

26. Plaintiffs admit that the Ford-MIT Alliance began in 1998, that MIT has stated
that it is MIT’s longest running industry alliance, and that Ford has contributed funds for
research purposes. Plaintiffs deny the remaining allegations in this paragraph.

27. Plaintiffs admit that MIT has stated that the Ford-MIT Alliance has funded more
than 150 projects. Plaintiffs deny the remaining allegations in this paragraph.

28. Plaintiffs admit that EBS was incorporated in March 2005 and that it is the
exclusive licensee of the Asserted Patents. Plaintiffs deny the remaining allegations in this
paragraph.

29. Admitted.

30. Plaintiffs admit that MIT owns each of the Asserted Patents, that members of
Ford and MIT occasionally met to discuss issues related to the Ford-MIT Alliance, that a
meeting among representatives from Ford and MIT occurred on March 30, 2015, and that this
meeting occurred after Professor John Heywood’s October 30, 2014 email to Ford. Plaintiffs
deny the remaining allegations in this paragraph.

31. Plaintiffs admit that on March 30, 2015, a meeting occurred that included Maria
Zuber, then and now the Vice President of Research at MIT, Ken Washington, and Ed Krause.
Plaintiffs deny the remaining allegations in this paragraph.

32. Denied.

33. Plaintiffs admit that Professor Heywood corresponded with Ford after March 30,
2015. Plaintiffs deny the remaining allegations in this paragraph.

34. Admitted.

35. Admitted.

36. Denied.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




