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I. INTRODUCTION 

Bell Northern Research, LLC’s (“BNR”) arguments in its Response (Paper 

19) should be rejected and the claims found unpatentable for at least the reasons set 

forth in the record, including the additional reasons and evidence discussed below.   

II. CLAIM CONSTRUCTION 

Petitioner proposed two possible interpretations of the term “position to a 

communications tower,” recited in claim 1. 

First interpretation “transmit signal strength of a communications path 

between the communications tower and the portable cell 

phone.”  (Petition, 10-12; Ex. 1003, ¶¶33-34.)1 

Second interpretation Plain and ordinary meaning, where a “position” is 

simply a location or distance relative to another object.  

(Petition, 12-13; Ex. 1003, ¶35.)   

The Petition demonstrates the unpatentability of claim 1 under both the first 

interpretation (Grounds 1-4) and the second interpretation (Ground 5).  (Petition, 5-

6, 11-13; Ex. 1003, ¶¶34-35.)   

                                                 

1 All citations, unless otherwise noted, are to this IPR2019-01365 record initiated by 

ZTE (USA), Inc. (termination pending), to which Petitioner was joined.  (Paper 25, 

5-7.)  Petitioner Samsung’s petition and supporting evidence are substantially 

identical to those submitted in this proceeding.  See IPR2020-00697, Paper 1 at 1. 
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The Board agreed that this term encompasses the first interpretation and “may 

also encompass [the second interpretation] . . . which appears to fall within the words 

of the claim.”  (Paper 13 (“Decision”), 17-18.)  The Board added, “[w]e will further 

consider the scope of this phrase during institution of this proceeding.”  (Id., 18.)  

BNR agrees with Petitioner’s first interpretation (Response, 2) but disagrees with 

both Petitioner and the Board with respect to the second interpretation (id., 3-5, 8).  

As explained below, BNR’s position is misplaced and should be rejected.  (Ex. 1030, 

¶¶8-10.)2   

BNR’s arguments do not overcome the intrinsic and extrinsic evidence 

supporting Petitioner’s position that the subject claim term encompasses the second 

interpretation.  (Petition, 12-13; Ex. 1003, ¶135; Ex. 1001, 2:18-21, 3:4-6, 6:33-37; 

Ex. 1019, 46-51; Ex. 1014, 4; Ex. 1017, 3; Ex. 1030, ¶¶11-12.)  Indeed, the evidence 

supplied by BNR and relied upon by Dr. Horenstein confirms that the (i) transmit 

signal strength and (ii) location or distance aspects of “position to a communications 

tower” (Response, 3-5; Ex. 2022, ¶¶38, 43-45) fall within the scope of this term.   

                                                 

2 While Petitioner does not agree with BNR’s slightly different definition of a 

POSITA (Response, 1), Dr. Wells’ opinions are equally applicable under both 

definitions.  (Ex. 1031, ¶¶6-7.)   
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For example, to support BNR’s argument that “position” be limited to signal 

strength, Dr. Horenstein selects certain examples from the Lee textbook (Ex. 2003).  

(Response, 4-5; Ex. 2022, ¶¶43-44.)  But Dr. Horenstein ignores the disclosures in 

Lee that show that “position to a communications tower” is related to geographical 

distance and position.  For instance, Lee teaches how mobile cell sites are designed 

and cell areas are configured.  In planning such cell sites, “cell boundaries are 

defined” around communication towers.  (Ex. 2003, 9.)  These boundaries are 

defined in terms of a cell radius and a distance between two adjacent frequency-

reuse cells.  (Id., 9-10.)  As such, Lee does not support the notion that the claimed 

“position” is limited to transmit signal strength to the exclusion of any relationship 

to location or distance as advocated by BNR.  Rather, Lee informs a POSITA that 

the term also relates to location or distance to a communication tower.3  (Ex. 1030, 

                                                 

3 BNR’s attempt to limit any interpretation of the term to “account[] for obstructions 

between the phone and the tower” (Response, 8) should also be rejected as it 

impermissibly attempts to further narrow the first interpretation by adding unclaimed 

subject matter.  (Ex. 2023, 89:16-90:2.)  Continental Circuits LLC v. Intel Corp., 

915 F.3d 788, 797-98 (Fed. Cir. 2019) (finding that importing a limitation from the 

specification into the claim is improper). 

PUBLIC VERSION

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


