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I. INTRODUCTION
Pursuant to this Court’s Case Management Order of October 15, 2018, Plaintiff
Bell Northern Research, LLC’s (“BNR”) hereby submits its Opening Claim

Construction Brief in the following cases, consolidated for pretrial purposes: Bell
Northern Research, LLC v. Coolpad Technologies, Inc., et al., No. 3:18-cv-1783; Bell
Northern Research, LLC v. Huawei Device USA, Inc., et al., No. 3:18-cv-1784; Bell
Northern Research, LLC v. Kyocera Corporation, et al., No. 3:18-cv-1785; and Bell
Northern Research, LLC v. ZTE Corporation, et al., No. 3:18-cv-1786.1

The consolidated cases involve eight patents: U.S. Patent No. 7,319,889 (“the
’889 Patent™); U.S. Patent No. 8,204,554 (“the *554 Patent”); U.S. Patent No.
7,990,842 (“the *842 Patent”); U.S. Patent No. 8,416,862 (“the 862 Patent™); U.S.
Patent No. 7,957,450 (“the ’450 Patent”); U.S. Patent No. 6,941,156 (“the *156
Patent”); U.S. Patent No. 8,792,432 (“the *432 Patent”); and U.S. Patent No. 7,039,435
(“the *435 Patent”) (collectively, the “Asserted Patents”).

BNR'’s proposed constructions adhere to the well-known principles of claim
construction and are based on the plain and ordinary meaning of the terms at issue,
taking into account the specification’s teachings. Defendants’ proposed constructions,
on the other hand, generally seek to import extraneous limitations or ignore key
disclosures in an attempt to manufacture non—infringement and invalidity positions.
Because BNR’s constructions are consistent with the canons of patent law and
properly balance granting the full scope of applicants’ invention while ensuring that
the public has proper notice of the scope of the invention, BNR respectfully requests

that the Court adopt its proposed constructions for the disputed terms described below.

1 BNR’s expert’s opinions cited herein are offered against the Huawei, Coolpad, and
Kyocera Defendant Groups.

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 1

ZTE, Exhibit 1020-0011



Ca

© o0 ~N o o B~ O w N

N N RN N N NN NN P R R R R R R Rl
©® N o g » W N P O © o N oo o A W N B O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3831 Page 12 of 83

. LEGAL STANDARD

Claim construction is the process by which “the meaning and scope of the patent

claims asserted to be infringed” is determined. Markman v. Westview Instruments, Inc.,
52 F.3d 967, 976 (Fed. Cir. 1995) (en banc), aff'd, 517 U.S. 370 (1996). This is a task
for the Court. Id. at 979.

A. The scope of a patent is defined by the plain import of its claims.

It is fundamental patent law that a patent’s claims define the patent’s scope.
Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc). Thus, “the
claim construction inquiry . . . begins and ends . . . with the actual words of the claim.”
Scanner Techs. Corp. v. ICOS Vision Sys. Corp. N.V., 365 F.3d 1299, 1303 (Fed. Cir.
2004) (quoting Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d 1243, 1248
(Fed. Cir. 1998)); Blast Motion, Inc. v. Zepp Labs, Inc., No. 15-CV-700 JLS (NLS),
2017 U.S. Dist. LEXIS 16549, at *3 (S.D. Cal. Feb. 6, 2017). Given the express
statutory purpose of the patent claim—*to particularly point[] out and distinctly
claim[]” the invention—it is “unjust to the public, as well as an evasion of law, to
construe it in a manner different from the plain import of its terms.” Phillips, 415 F.3d
at 1312 (quoting White v. Dunbar, 119 U.S. 47, 52 (1886)); 35 U.S.C. § 112(2).
Specifically, limiting the claims by the exemplary embodiments described in the patent
document is “one of the cardinal sins of patent law.” Phillips, 415 F.3d at 1320. This is
true even if the patentee described only one embodiment in the patent. Id. at 1323.

B. A claim term is given its full ordinary and customary meaning unless the
patentee: (i) clearly otherwise defined the term, or (ii) unequivocally
disclaimed the full scope of the term.

“The words of a claim are generally given their ordinary and customary meaning
as understood by a person of ordinary skill in the art when read in the context of the
specification and prosecution history.” Thorner v. Sony Computer Entm’t Am. LLC,
669 F.3d 1362, 1365 (Fed. Cir. 2012) (citing Phillips, 415 F.3d at 1313); accord CCS
Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002) (“Generally

speaking, we indulge a heavy presumption that a claim term carries its ordinary and
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customary meaning.” (internal quotation marks omitted)). “There are only two
exceptions to this rule: 1) when a patentee sets out a definition and acts as his own
lexicographer, or 2) when the patentee disavows the full scope of the claim term either
in the specification or during prosecution.” Thorner, 669 F.3d at 1365 (citing Vitronics
Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1580 (Fed. Cir. 1996)); accord K-2 Corp. v.
Salomon S.A., 191 F.3d 1356, 1362-63 (Fed. Cir. 1999) (“The ordinary and
accustomed meaning of a disputed claim term is presumed to be the correct one subject
to . . . a different meaning clearly and deliberately set forth in the intrinsic material.”
(citations omitted)). Ultimately, “[t]he patentee is free to choose a broad term and
expect to obtain the full scope of its plain and ordinary meaning unless the patentee
explicitly redefines the term or disavows its full scope.” Thorner, 669 F.3d at 1367.
I1l. CLAIM CONSTRUCTION REGARDING THE GORIS PATENTS

A. Background of the Inventions
The ’889 and 554 Patents, the “Goris Patents,” belong to the same patent

family; the 554 Patent is a continuation of the *889 Patent. Each patent is entitled
“System and Method for Conserving Battery Power in a Mobile Station” and claims
priority to an earlier application filed on June 17, 2003.

The Goris Patents relate to inventions that help reduce cell phone consumption
of battery power. The specification notes that “the stand-by time, as well as the talk-
time, of a mobile station depend on the lifetime of a (rechargeable) battery inserted
within the mobile station and hence, on the load and/or on the capacity of the battery.”
(Ex. A, ’889 Patent at 1:27-30; Ex. C; 554 Patent at 1:28-31.) The specification
further notes the problems in the prior art stemming from increasing the capacity of the
battery: “batteries having increased capacities are often larger, heavier or more
expensive, none of which are desirable attributes for a portable, affordable mobile
station.” (EX. A, *889 Patent at 1:31-35; Ex. C, ’554 Patent at 1:32-36.)

Thus, the Goris Patents describe “a way to prolong the lifetime of a mobile

station without having to use a battery with an increased capacity,” and they do so by
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focusing on the power supply to the display of the phone. (Ex. A, 889 Patent at 1:35—
37; Ex. C, ’554 Patent at 1:36-38.) The claims are drawn to systems and methods that
include (among other things) use of a proximity sensor and processor “adapted to
cause power consumption of the display to be reduced when the display is within a
predetermined range of an external object,” such as a user’s ear. (Ex. A, 889 Patent at
1:44-46; Ex. C, 554 Patent at 1:45-47; see also, e.g., Claim 1.) The specification
explains that “by reducing the power consumption of the display of an activated
telephone set in [the] case [that] the display is not needed, i.e., in particular during a
telephone call, current is saved instead of needlessly consumed from the (recharge-
able) battery. Accordingly, the spared available battery power may be significant,
especially for color displays, resulting in an overall increasement of the stand-by
and/or talk time of the telephone set.” (EX. A,’889 Patent at 1:47-54; Ex. C, ’554
Patent at 1:48-55.)

B. “a signal indicative of proximity of an external object” and “a signal
indicative of the existence of a first condition, the first condition being
that an external object is proximate”

Defendants’ Proposed
Construction

Plain and ordinary meaning. To the | “a signal that an external object is or
extent the Court determines that a is not within a predetermined range”
specific construction is warranted,
BNR proposes:

Plaintiff’s Proposed Construction

“a signal that an external object is
within a predetermined range”

These terms appear in the following claims in the Goris Patents, and there is a

difference in language between the *889 Patent term and the ’554 Patent terms:

’889 Patent Claim 1 ’554 Patent Claim 1 ’554 Patent Claim 14
A mobile station, A mobile station, A mobile station,
comprising: comprising: comprising:

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 4
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’889 Patent Claim 1

’554 Patent Claim 1

’554 Patent Claim 14

a display;

a proximity sensor adapted
to generate a signal
indicative of proximity of

a display;

a proximity sensor adapted
to generate a signal
indicative of the

an external object; and

a microprocessor adapted
to:

(a) determine whether a
telephone call is active;

(b) receive the signal from
the proximity sensor, and

(c) reduce power to the
display if (i) the
microprocessor
determines that a
telephone call is active and
(ii) the signal indicates the
proximity of the external
object; wherein:

the telephone call is a
wireless telephone call;

the microprocessor
reduces power to the
display while the signal
indicates the proximity of
the external object only if
the microprocessor
determines that the
wireless telephone call is
active; and

the proximity sensor

begins detecting whether

existence of a first
condition, the first
condition being that an

a display;

a proximity sensor adapted
to generate a signal
indicative of the
existence of a first
condition, the first
condition being that an

external object is
proximate; and

a microprocessor adapted
to:

(a) determine, without
using the proximity
sensor, the existence of a
second condition
independent and different
from the first condition,
the second condition being
that a user of the mobile
station has performed an
action to initiate an
outgoing call or to answer
an incoming call;

(b) in response to a
determination in step (a)
that the second condition
exists, activate the
proximity sensor;

(c) receive the signal from
the activated proximity
sensor; and

(d) reduce power to the
display if the signal from
the activated proximity

external object is
proximate; and

a microprocessor adapted
to:

(a) determine,
independently of the
determination whether the
external object is
proximate, the existence of
a second condition
different from the first
condition, the second
condition being that a user
of the mobile station has
performed an action to
initiate an outgoing call or
to answer an incoming
call;

(b) in response to a
determination in step (a)
that the second condition
exists, activate the
proximity sensor;

(c) receive the signal from
the activated proximity
sensor; and

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF
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’889 Patent Claim 1 ’554 Patent Claim 1 ’554 Patent Claim 14
an external object is sensor indicates that the (d) reduce power to the
proximate substantially first condition exists. display if the signal from
concurrently with the the activated proximity
mobile station initiating an sensor indicates that the
outgoing wireless first condition exists.
telephone call or receiving

an incoming wireless call.

The only dispute regarding the definition of this claim term centers on
Defendants’ insertion of the three words “or is not,” effectively requiring that the
proximity sensor be adapted to generate a signal when an external object is not within
a predetermined range. But Defendants cannot point to any support in the intrinsic
record that requires the proximity sensor of these three claims to be adapted to
generate a signal to show that something is not there. Nor do the Defendants cite any
extrinsic evidence, including any expert testimony, that a person of ordinary skill in the
art would interpret the claim term to require a signal indicating the absence of an
object within a predetermined range. On the contrary, the specification invariably
refers to a determination that an external object is within a predetermined range. For
instance, in the specification:

e “The proximity sensor is coupled to the chassis and causes the power
consumption to be reduced when the display is within a predetermined
range of an external object.” (EX. A, *889 Patent at Abstract; Ex. C, ’554
Patent at Abstract.)

e “...aproximity sensor coupled to the chassis and adapted to cause a
power consumption of the display to be reduced when the display is
within a predetermined range of an external object.” (EX. A, *889 Patent
at 1:43-46; Ex. C, 554 Patent at 1:44-47.)

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 6
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o “If the proximity sensor 140 detects an external object (such as the user's
ear) within the monitored range...” (EX. A, *889 Patent at 3:20-22; Ex. C,
’554 Patent at 3:21-23.)
e “...detecting an attachment of the set, in particular of the display of said
set near to an object, in particular to the ear...” (’889 Patent at 2:20-22;
Ex. C, ’554 Patent at 2:21-23.)
e “If the proximity sensor 140 detects an external object (such as the user's
ear) within the monitored range...” (Ex. A, *889 Patent at 3:20-22; EX.
C, ’554 Patent at 3:21-23.)
e “...the proximity sensor 140 detects proximity to an external object...”
(Ex. A, ’889 Patent at 3:36-37; Ex. C, *554 Patent at 3:37-38.)
e “...the proximity sensor 140 again detects an object. .. ” (Ex. A, *889
Patent at 3:57-58; Ex. C, ’554 Patent at 3:57-58.)
Similarly, the file histories for the Goris Patents evidence no requirement of a signal
that an object is not there. (Ex. B; Ex. D.)

Even in a scenario where the external object is moved away from the display or
proximity sensor, which the patent specifically contemplates, there is no requirement
that the proximity sensor must generate a “negative signal” (i.e., a signal that
something is not within a predetermined range). For example, the specification states,
“the means may be further adapted to switch-on the display in response to a detection
that the set, preferably the display of the set, is moved away from any object, in
particular from the ear.” (EX. A, *889 Patent at 2:6-9; Ex. C, 554 Patent at 2:7-10; see
also Ex. A, 889 Patent at 3:48-58; Ex. C, ’°554 Patent at 3:48-58.) Nothing in the
patent forecloses an embodiment where the absence of a signal that an external object
is proximate would allow the display to switch back on. In fact, the specification
describes an embodiment that is wholly consistent with the absence of a signal

indicating proximity to an external object:

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 7
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Moreover, if the proximity sensor 140 is directly activated by an incoming call
or automatically activated, the display can be kept in a Switched-off condition as
long as the mobile station 110 is, for example, within a pocket (not referenced)
or the like and is only switched on when the user retrieves the mobile station
110 from the pocket to enable the user to look on the display 150 for an
information about the calling party. If the user then wants to accept the call and
thence places the mobile station 110 proximate an external object, such as his
ear, the proximity sensor 140 again detects an object, causing the display again
to be switched off.
(Ex. A, °889 Patent at 3:48-68 (emphasis added); Ex. C, *554 Patent at 3:48-58.)
These disclosures, coupled with the fact that there is nothing in the claim language
itself to indicate that a negative signal is required, supports BNR’s proposal. See
Phillips, 415 F.3d at 1315 (“[T]he specification is always highly relevant to the claim
construction analysis. Usually, it is dispositive; it is the single best guide to the
meaning of a disputed term.”) (citation omitted).
Moreover, focusing on the disputed language in Claim 1 and 14 of the ’554
Patent yields further support to BNR’s interpretation that the generated signal need
only indicate that an external object is within a predetermined range: “a signal

indicative of the existence of a first condition, the first condition being that an external

object is proximate” (emphasis added). Here, the claim language makes it clear that the

subject of the signal is “that an external object is proximate.” Defendants’ attempt to
insert an “or is not” into this very clear language describing the signal is unsupported.

In the parties’ claim construction exchanges, the sole piece of evidence that
Defendants have relied upon to support the “is or is not” portion of their proposed
definition is Claim 2 of the ’554 Patent:

The mobile station of Claim 1, further comprising increasing power to the
display if the signal from the activated proximity sensor indicates that the first
condition no longer exists.

Defendants argue that because this dependent claim requires that the increasing

of power to the display is conditional on “the signal from the activated proximity

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 8
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sensor indicates that the first condition no longer exists,” the independent Claim 1, a
different independent claim in the same patent that Claim 2 does not depend from, and
an independent claim from a different but related patent must also be read to require a
signal that “indicates that the first condition no longer exists.” But that argument is
erroneous because it is black letter law that the requirements of a dependent claim
cannot be imported into a construction for an independent claim. Nazomi Communs.,
Inc. v. ARM Holdings, PLC, 403 F.3d 1364, 1370 (Fed. Cir. 2005) (“[L]imitations
stated in dependent claims are not to be read into the independent claim from which
they depend.”). Indeed, under Federal Circuit case law, “the presence of a dependent
claim that adds a particular limitation gives rise to a presumption that the limitation in
guestion is not present in the independent claim.” Phillips, 415 F.3d at 1314-1315
(emphasis added) (“Differences among claims can also be a useful guide in
understanding the meaning of particular claim terms.”).

BNR has never argued that sending a signal that “indicates that the first
condition no longer exists” is inconsistent with or precluded by the requirements of
Claim 1. But Claim 1 does not require it. And Defendants’ attempt to import that
requirement from a dependent claim, without any intrinsic or extrinsic support, lacks
any support in the face of this strong presumption. See, e.g., Liebel-Flarsheim Co. v.
Medrad, Inc., 358 F.3d 898, 910 (Fed. Cir. 2004) (reversing district court’s claim
construction finding where “[t]he juxtaposition of independent claims lacking any
reference to a pressure jacket with dependent claims that add a pressure jacket
limitation provides strong support for [the] argument that the independent claims were
not intended to require the presence of a pressure jacket.”).

Finally, Defendants’ proposed construction, in addition to lacking any intrinsic
or extrinsic support, is also inconsistent with Defendants’ agreement with BNR on
another term that appears further in the *889 Patent claim identified above (as well as
in other claims). The parties have agreed that the term “the signal indicates the

proximity of the external object” as it appears twice in the underlined portions of

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 9
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Claim 1 of the *889 Patent below? means, “the signal is that an external object is within
a predetermined range”—remarkably similar to BNR’s proposal for the disputed term.

A mobile station, comprising:
a display;

a proximity sensor adapted to generate a signal indicative of
proximity of an external object; and

a microprocessor adapted to:
(a) determine whether a telephone call is active;
(b) receive the signal from the proximity sensor, and

(c) reduce power to the display if (i) the microprocessor
determines that a telephone call is active and (ii) the
signal indicates the proximity of the external object;
wherein:

the telephone call is a wireless telephone call;

the microprocessor reduces power to the display while the
signal indicates the proximity of the external object
only if the microprocessor determines that the wireless
telephone call is active; and

the proximity sensor begins detecting whether an external
object is proximate substantially concurrently with the
mobile station initiating an outgoing wireless telephone
call or receiving an incoming wireless call.
But the only difference between this agreed-upon term and the disputed term is
that one (the agreed-upon) begins with “the signal indicates the” and the other (the

disputed) begins with “a signal indicative of.” The remainder of the term, “proximity

of an external object,” is identical. Defendants’ insertion of “or is not” into the

2 This agreed-upon term also appears in Claim 2 of the *889 Patent.

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 10
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disputed term while leaving it out of the agreed-upon term cannot be explained by the
difference in language, because the subject of the signal—“proximity of an external
object”—is exactly the same. Defendants’ proposed construction, which adds an “is
not” to the proximity in one case and omits it in the other, seeks to apply different
meanings to the same term, which is against basic principles of claim construction.
See, e.g., Digital Biometrics v. Identix, Inc., 149 F.3d 1335, 1345 (Fed. Cir. 1998)
(“[T]he same word appearing in the same claim should be interpreted consistently.”);
Cloud Farm Assocs. LP v. Volkswagen Grp. of Am., Inc., 674 Fed. Appx. 1000, 1006
(Fed. Cir. 2017) (“The same term should be construed consistently throughout the
same patent and any related patents sharing a common specification.”) (citing
CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1159 (Fed. Cir. 1997) (“[W]e are
obliged to construe the [asserted term] consistently throughout the claims.”)); Nazomi
Communs., 403 F.3d at 1370 (“The court must consider not only that different
embodiments are possible, but also that the meaning of ‘instruction’ in the claims must
be the same in all of them.”).

IV. CLAIM CONSTRUCTION REGARDING U.S. PATENT NO. 7,990,842

A. Background of the Invention

The ’842 Patent is entitled “Backward-Compatible Long Training Sequences for
Wireless Communication Networks” and claims priority to a date no later than July
2004. The *842 Patent was conceived against the backdrop of the 802.11 standard for
WiFi promulgated by the Institute of Electrical and Electronics Engineers (“IEEE”).
The specification explains that “different wireless devices in a wireless communication
system may be compliant with different standards or different variations of the same
standard,” such as the versions of 802.11 that had already issued or were being
developed at the time (i.e., 802.11a, 802.11b, 802.11g, and the then under development
802.11n). (Ex. E, ’842 Patent at 1:50—60.) The newer versions of the 802.11 standard

enabled more data to be transferred at a faster speed.
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Because the 802.11 is an evolving standard, “[w]hen devices that are compliant
with multiple versions of the 802.11 standard are in the same [wireless network], the
devices that are compliant with older versions are considered to be legacy devices. To
ensure backward compatibility with legacy devices, specific mechanisms must be
employed to insure that the legacy devices know when a device that is compliant with
a newer version of the standard is using a wireless channel to avoid a collision.” (EX.
E, ’842 Patent at 1:63—-2:2.) This way, the patent specification explains, “legacy”
devices can still communicate in systems using new protocols. (Ex. E, 842 Patent at
2:3-7.) The 802.11 standard uses an encoding scheme that “spread[s] a single data
stream over a band of sub-carriers, each of which is transmitted in parallel.” (EX. E,
’842 Patent at 2:12—14.) The standard includes “training sequences” that synchronize
data transfer between a wireless sender and a receiver. (Ex. E, ’842 Patent at 2:31-33.)
At the time, the existing version of the 802.11 standard utilized a training sequence
with 52 active subcarriers. (Ex. E, 842 Patent at 2:15-17, 24-28.)

The 842 Patent teaches longer “training sequence[s] of minimum peak-to-
average ratio that uses more sub-carriers without interfering with adjacent channels.”
(Ex. E, ’842 Patent at 2:37-39.) The patentees described specific embodiments of
longer training sequences utilizing 56 and 63 subcarriers that also had minimum peak-
to-average power ratios, which decreased power back-off. Power Amplifiers used in
radio transmitters have nonlinear characteristics that cause significant distortion at the
output when input signals are large enough to cause the power amplifier to enter a
nonlinear saturation region. Therefore, amplifiers are operated with a certain safety
margin, called “power back off,” which can be generally defined as the ratio of
maximum or peak saturation output power to average output power, the “PAPR.”
Increasing the back off while reducing the nonlinear distortion, can also result in
overall lower amplifier efficiency and higher overall power consumption and battery

drain. Therefore, a trade-off that minimizes power back-off subject to design
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Is used in 56 active subcarriers”:
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FIGURE 4

LONG TRAINING SEQUENCE FOR 56 ACTIVE

(Ex. E, ’842 Patent at 5:14-19; Fig. 4.)

C. “Inverse Fourier transformer”

B. Person of Ordinary Skill in the Art
A person of ordinary skill in the art (“POSITA”) for the *842 Patent would have

or similar field, and two to three years of experience in digital communications

systems, such as wireless communications systems and networks, or equivalent.

Plaintiff’s Proposed Construction

Defendants’ Proposed
Construction

Plain and ordinary meaning. To the
extent the Court determines that a
specific construction is warranted,
BNR proposes:

“a circuit and/or software that
performs a defined mathematical
function that transforms a series of

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF
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values from the frequency domain
“circuit and/or software that at least | into the time domain”

performs an inverse Fourier
transform.”

This term appears in Claim 1 of the ’842 Patent:
A wireless communications device, comprising:

a signal generator that generates an extended long training
sequence; and

an Inverse Fourier Transformer operatively coupled to the
signal generator,

wherein the Inverse Fourier Transformer processes the
extended long training sequence from the signal generator
and provides an optimal extended long training sequence
with a minimal peak-to-average ratio, and

wherein at least the optimal extended long training sequence
Is carried by a greater number of subcarriers than a
standard wireless networking configuration for an
Orthogonal Frequency Division Multiplexing scheme.

The ‘842 Patent teaches that a network device includes an inverse Fourier
transform for processing the extended long training sequence from a signal generating

circuit:

e “The network device also includes an Inverse Fourier Transform for
processing the expanded long training sequence from the signal
generating circuit and producing an optimal expanded long training
sequence with a minimal peak-to-average ratio.”

e “The network device also includes an Inverse Fourier Transform for
processing the expanded long training sequence from the signal

generating circuit and producing an optimal expanded long training

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 14
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sequence with a minimal peak-to-average ratio. The expanded long
training sequence and the optimal expanded long training sequence are
stored on more than 52 sub-carriers.”
(Ex. E, ’842 Patent at Abstract, 2:51-58; see also id. 2:63-3, 3:6-15 (similar).)
In the specification’s “Detailed Description of the Invention” section, referring
to Figure 2, the patentees teach:

The inventive long training sequence is inputted into
an Inverse Fourier Transform 206. The invention uses
the same +1 or -1 BPSK encoding for each new sub-
carrier. Inverse Fourier Transform 206 may be an
inverse Fast Fourier Transform (IFFT) or Inverse
Discrete Fourier Transform (IFDT). Inverse Fourier
Transform 206 processes the long training sequence
from signal generating circuit 205 and thereafter
produces an optimal expanded long training sequence with
a minimal peak-to-average power ratio. The optimal
expanded long training sequence may be used in either 56
active sub-carriers or 63 active subscribers.
(Ex. E, ‘842 Patent at 4:50—61 (emphasis added).)

Fourier transform is a well-known and understood mathematical principle
encountered by math and engineering students in a college-level math course. (Ex. L,
Madisetti Op. Decl. 1 186.) A Fourier transform operates in one-dimension or in
multiple-dimensions to map functions between one domain and another domain. These
domains can include, but are not limited to, space, time, frequency, or another variable.
(Ex. L, Madisetti Op. Decl. § 187.)

The specification provides no specific constraints or limitations on the term
“inverse Fourier transformer.” Likewise, the claim language does not functionally
restrict the “inverse Fourier transformer” and mandate a specific type of transformation

or identify specific variable or domains for transformation:

A wireless communications device, comprising: a signal
generator that generates an extended long training

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 15
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sequence; and an Inverse Fourier Transformer
operatively coupled to the signal generator, wherein
the Inverse Fourier Transformer processes the
extended long training sequence from the signal
generator and provides an optimal extended long
training sequence with a minimal peak-to-average
ratio, and wherein at least the optimal extended long
training sequence is carried by a greater number of
subcarriers than a standard wireless networking
configuration for an Orthogonal Frequency Division
Multiplexing scheme.

A person of ordinary skill in the art at the time of the invention would
understand that an inverse Fourier transform is just what the name implies—the
reverse of a Fourier transform operation. Below is a generic mathematical
representation of two definitions of a Fourier transform, where one of them is the

inverse or reverse of the other (i.e., f() is inverse of F(), and vice versa):

F) = 7 flxe 2™ ax
f(x) = ry F(s)e?™™ ds.

(See Ex. U at Appx560 (“[T]he customary formulas exhibiting the reversibility of the
Fourier transformation are . . . . In this form, two successive transformations are made
to yield the original function.”). Of importance, the equations do not require space,
time, frequency, or any other specific variable. Similarly, even contemporaneous
dictionary definitions define “Fourier Transform” broadly as “a mapping function, as a
signal, that is defined in one domain, as space or time, into another domain, as
wavelength or frequency, where the function is represented in terms of sines and
cosines.” (Ex. Q at Appx230 (definition of “Fourier Transform.”) See Symantec Corp.
v. Computer Assocs. Int’l, Inc., 522 F.3d 1279, 1291 (Fed. Cir. 2008) (quoting Phillips,

415 F.3d at 1318) (“Dictionaries are ‘among the many tools that can assist the court in

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 16

ZTE, Exhibit 1020-0026



C4q

© o0 ~N oo o b~ O w N

N N RN NN N N NN R R R R R R R Rl R
0o ~N o o1~ W N P O © 00 N O O~ W N P O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3846 Page 27 of 83

determining the meaning of particular terminology to those of skill in the art of the
invention.””); L.B. Plastics, Inc. v. Amerimax Home Prods., 499 F.3d 1303, 1308 (Fed.
Cir. 2007).

Therefore, because the intrinsic record does not place any restrictions on
“inverse Fourier transformer,” a POSITA would simply understand the term to mean
“circuit and/or software that at least performs an inverse Fourier transform,” a well-
known mathematical operation. (Ex. L, Madisetti Op. Decl. § 190.) See Riverwood
Int’l Corp. v. RA. Jones & Co., 324 F.3d 1346, 1357 (Fed. Cir. 2003) (“In construing
claims, the analytical focus must begin and remain centered on the language of the
claims themselves...”)

Defendants’ proposed construction of a “mathematical function that transforms
a series of values from the frequency domain into the time domain” is wrong for
several reasons. First, as mentioned above, the Fourier transform and inverse Fourier
transform operations are agnostic—there is no requirement to transform values from a
frequency domain into a time domain or vice versa. A Fourier transform could be used
to transform values from a frequency domain into a time domain, likewise and a
Fourier transform could also transform values into a time domain into a frequency
domain. (Ex. N, Madisetti Sur-Rebuttal Decl. § 9.) Even Defendants’ expert admits
that “the Fourier transform could map one domain to another in a broad mathematical
sense.” (Ex. R, Wells Rebuttal Decl. | 8.) Defendants’ requirement that the
transformation occurs from the frequency domain into a time domain, adds both a
direction limitation and variable limitations (time and frequency) not required by the
specification or the claim. See Dayco Prods. v. Total Containment, Inc., 258 F.3d
1317, 1327 (Fed. Cir. 2001) (“In each of the three claim constructions discussed above,
the district court erroneously read a limitation into the claim language. Our cases make
clear, however, that adding limitations to claims not required by the claim terms
themselves, or unambiguously required by the specification or prosecution history, is
impermissible.”); Aventis Pharma S.A. v. Hospira, Inc., 675 F.3d 1324, 1330 (Fed. Cir.
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2012) (“We previously have refused to impose such limitations when not required by
the language of the claims or the specification, and decline to do so here.”) (internal
citations omitted). Adopting Defendants’ proposed construction would amount to an
impermissible redrafting of the claims. See Ecolab, Inc. v. FMC Corp., 569 F.3d 1335,
1344 (Fed. Cir. 2009) (“It is likewise well-settled that courts generally may not re-draft
claims; we must construe the claims as written.”); Becton Dickinson & Co. v. C.R.
Bard, Inc., 922 F.2d 792, 799 n.6 (Fed. Cir. 1990) (“Nothing in any precedent permits
judicial redrafting of claims.”). Therefore, Defendant’s proposed construction is overly
restrictive in light of the claim language, and the generally understood meaning of
inverse Fourier transform. (Ex. L, Madisetti Op. Decl. §192.)

Second, Defendants’ expert Dr. Wells’ acknowledges that a “Fourier transform
could map one domain to another in a broad mathematical sense,” but argues that the
construction of the term should be narrowed because the patent is within the field of
wireless communications. (Ex. R, Wells Rebuttal Decl. {1 8-9.) However, the term
under construction is “inverse Fourier transformer,” not “inverse Fourier transformer
in wireless communications.”

Third, Dr. Wells is wrong to suggest that from a technical point of view, in
wireless communications, the inverse Fourier transform can only map between the
time domain and frequency domain as a matter of fact. (Ex. N, Madisetti Sur-Rebuttal
Decl. 17.)

For instance, a peer-reviewed and published academic paper entitled “Discrete
Fourier Transform based Multimedia Colour Image Authentication for Wireless
Communication (DFTMCIAWC),” (emphasis added) shows the exemplary use of an
inverse Fourier transform to “transform [an] embedded image from frequency domain
to spatial domain” (emphasis added). Equation 1 of this reference further shows
exemplary forward mapping between frequency and spatial domains in the wireless
communications area between two 2-dimensional domains, (x, y) and (u, v)

respectively:

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 18

ZTE, Exhibit 1020-0028



Caq

© 00 ~N oo o b~ O w N

N NN NN N N NN PR R R R R R R Rl R
©o ~N o B~ W N P O © 00 N O U~ W N P O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3848 Page 29 of 83

(Ex. N, Madisetti Sur-Rebuttal Decl. | 8; Ex. V at Appx563.)

Similarly, another peer-reviewed and published academic paper entitled “Spatial
Channel and System Characterization” discussing multi-antenna (wireless)
communications systems, shows that an example of an “inverse Fourier transform
converts a signal from wave vector domain to space domain” (emphasis added).
Equations 2 and 3 of this reference show exemplary mapping between the wave vector
and spatial domains in a Fourier transform and corresponding inverse Fourier

transform in the context of wireless communications.

G(E) = /guﬂrm*-.ﬁr;b‘;.

[ G(R)e 5T B,

(2m)*

(Ex. N, Madisetti Sur-Rebuttal Decl. 1 9, Ex. W at Appx569.) These are “two
examples of references that support[ing] []that the plain and ordinary, mathematical
meaning of an inverse Fourier transform still applies in wireless communications and a
definition that must use time to frequency mapping or vice versa is just an example of
its use, and not a correct definition or construction even when restricted to wireless
communications.” (Ex. N, Madisetti Sur-Rebuttal Decl. §9.)

Thus, even in the context of wireless communications, inverse Fourier
transforms are not limited to conversions between time and frequency domains. Nor
are they limited it to a single variable in these or other domains (time, frequency,

space, symbol, wave-vectors, ...) (Ex. N, Madisetti Sur-Rebuttal Decl. { 10.)
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Dr. Wells also justifies his opinion incorporating Defendants’ direction and
variable limitations by pointing the specification’s disclosure of a fast Fourier
transform, which he says is “a specific algorithmic implementation of a Fourier
transform (FFT).” (Ex. R, Wells Rebuttal Decl. § 11.) This presents several problems
because even Dr. Wells concedes the FFT is a “specific algorithmic implementation”
and the specification confirms that a FFT is merely one embodiment. (See Ex. E, *842
Patent at 4:53-55 (“Inverse Fourier Transform 206 may be an inverse Fast Fourier
Transform (IFFT) or Inverse Discrete Fourier Transform (IDFT).”)). See Phillips, 415
F.3d at 1323 (“[A]lthough the specification often describes very specific embodiments
of the invention, we have repeatedly warned against confining the claims to those
embodiments.”).

In addition, Claim 9, which depends from Claim 1, adds the limitation “wherein
the Inverse Fourier Transformer comprises at least one of the following: an Inverse
Fast Fourier Transformer and an Inverse Discrete Fourier Transformer.” Thus, there is
a presumption that Dr. Wells’s “specific algorithmic implementation” cannot be read
into Claim 1. “Under the doctrine of claim differentiation, when one claim does not
recite a particular limitation that is recited in another claim, ‘that limitation cannot be
read into the former claim.”” Baxter Healthcare Corp. v. Fresenius Med. Care
Holdings, Inc., No. C 07-1359, 2009 U.S. Dist. LEXIS 14842, at *13 (N.D. Cal. Feb.
10, 2009) (quoting Amgen, Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1326
(Fed. Cir. 2003)); TurboCare Div. of Demag Delaval Turbomachinery Corp. v. Gen.
Elec. Co., 264 F.3d 1111, 1123 (Fed. Cir. 2001) (Claim terms should not be read to
contain a limitation “where another claim restricts the invention in exactly the [same]
manner.”).

The Court should adopt BNR’s proposed definition of this term because its
construction adheres to well-established principles of claim construction and is
consistent with how a POSITA would understand the term, while Defendants’

construction violates black-letter patent law.
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V. CLAIM CONSTRUCTION REGARDING U.S. PATENT NO. 8,416,862

A. Background of the Invention
The ’862 Patent is entitled “Efficient Feedback of Channel Information in a

Closed Loop Beamforming Wireless Communication System” and claims priority to a
date no later than April 2005. The *862 Patent is related to wireless communications
using beamforming. Beamforming is a process that allows for adapting an RF
transmission (for example, WiFi) so that the intended recipient receives a stronger
signal. When a transmitter is sending out an RF signal, the signal can become degraded
by mixing with other signals, by passing through objects, or simply due to the distance
that it must cover. Beamforming alters the properties of that RF signal to send it more
directly to the recipient in a line and minimizing surrounding signal interference to
increase the strength. To properly implement beamforming, the transmitter must know
the properties of the channel, which is signal and noise, over which the wireless
communication is conveyed. This is called feedback information. Without any
modification, the feedback information required to be sent back to the wireless
transmitting device may be so large that the channel may change before the entire
feedback information is received by the transmitter.

The ’862 Patent’s claims describe improvements on transmitting feedback of
transmitter beamforming information. In particular, they describe a way for the
receiving device to manipulate, through mathematical techniques, the data that
represents an estimate of the channel information required and further minimize and
manipulate the data that must be sent back to the transmitter through mathematical
techniques. One of the important technical advantages and improvements offered by
the invention is a decrease in the amount of data required to send the feedback
information to the transmitting wireless transmitter, which allows beamforming to

occur more efficiently. (Ex. F, 862 Patent at 16:1-6.)

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 21

ZTE, Exhibit 1020-0031




C3

© 00 ~N o o B~ O w N

NN RN RN N NN NN P PR PR R R R Rl
o N o g &~ W N P O © 0 N oo o »~A W N - O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3851 Page 32 of 83

B. Person of Ordinary Skill in the Art
A Person of Ordinary Skill in the Art (“POSITA”) for the *862 Patent would

have a bachelor’s degree in electrical engineering, computer engineering, computer
science or similar field, and two to three years of experience in digital communications
systems, such as wireless communications systems and networks, or equivalent.
Moreover, someone with more technical education but less experience could have also
met this standard. (Ex. L, Madisetti Op. Decl. { 88.)

B. “decompose the estimated transmitter beamforming unitary matrix (V) to
produce the transmitter beamforming information”

Plaintiff’s Proposed Construction L efeg%%g%?;gtli'gﬁosed
Plain and ordinary meaning. In the “factor the estimated transmitter
alternative, to the'extent the Court = | beamforming unitary matrix (V) to
determines that a specific construction is | produce a reduced set of angles”
warranted, BNR proposes:

“factor the estimated transmitter
beamforming unitary matrix (V) to
produce a reduced number of quantized
coefficients”

The term “decompose the estimated transmitter beamforming unitary matrix (V)
to produce the transmitter beamforming information” appears in Claim 9 of the *862

Patent:
9. A wireless communication device comprising:
a plurality of Radio Frequency (RF) components operable to
receive an RF signal and to convert the RF signal to a
baseband signal; and
a baseband processing module operable to:

receive a preamble sequence carried by the baseband signal;

estimate a channel response based upon the preamble
sequence;
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determine an estimated transmitter beamforming unitary
matrix (V) based upon the channel response and a receiver
beamforming unitary matrix (U);

decompose the estimated transmitter beamforming unitary
matrix (V) to produce the transmitter beamforming
information; and

form a baseband signal employed by the plurality of RF
components to wirelessly send the transmitter
beamforming information to the transmitting wireless
device.

(Ex. F, ’862 Patent Claim 9.)

A person of ordinary skill in the art at the time of the invention would have
understood this term to mean: “factor the estimated transmitter beamforming unitary
matrix (V) to produce a reduced number of quantized coefficients.” There is no dispute
regarding the first portion of the construction; specifically that “decompose the
estimated transmitter beamforming unitary matrix (V) to produce” means “factor the
estimated transmitter beamforming unitary matrix (V) to produce.” Thus, the dispute
centers on whether factoring the estimated transmitter beamforming unitary matrix (V)
results in “a reduced number of quantized coefficients” as BNR contends, or “a
reduced set of angles,” as Defendants contend.

BNR'’s construction is consistent with both the claim language and specification,
and is further supported by extrinsic evidence. Defendants’ construction finds no
anchor in the intrinsic record and selectively incorporates extrinsic references to
support it. The specification identifies a clear example of what this transmitter
beamforming information is:

As the reader will appreciate, the coefficients of the
Givens Rotation and the phase matrix coefficients serve as
the transmitter beamforming information that is sent
from the receiving wireless communication device to the
transmitting wireless communication device.
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(Ex. F, °862 Patent at 15:34-38 (emphasis added).®

The use of the term “coefficients” in BNR’s proposal aligns with this portion of
the specification. First, for the phase matrix, the specification specifically refers to the
entries in that matrix as coefficients. See id. And regarding the Givens Rotation, Dr.
Min acknowledged during deposition that the values of the result of the Givens

Rotation are coefficients:

Q. r'll'tge result of a Givens Rotation is two matrices,
right’ _

A. Yes, product of the two matrices. ]

Q. And you already said that the values of the matrices
are called coefficients, right, commonly?

A. Yeah, sure. That’s some number.

(Ex. P, Min Dep. at 101:6-12.) Thus, BNR’s use of the term coefficients in its
construction to describe the result of the factoring is well supported by the intrinsic
record. See Scripps Research Inst. V. Illumina, Inc. No. 16-cv-661 JLS (BGS), 2018
U.S. Dist. LEXIS 60928, at *5-6 (S.D. Cal. Apr. 10, 2018) (“Usually, the specification
Is dispositive; it is the single best guide to the meaning of a disputed term.” (quoting
Vitronics, 90 F.3d at 1582).

Further, a person of ordinary skill in the art would also understand that the
reduced set of coefficients are quantized coefficients. In understanding why a person of
skill in the art would understand that the coefficients are quantized, it is important to
note the surrounding claim language that indicates what happens with the transmitter
beamforming information: that the bandwidth processing module forms “a baseband
signal employed by the plurality of RF components to wirelessly send the transmitter

beamforming information to the transmitting wireless device.” (Ex. F, 862 Patent

3 While this example refers to decomposition using Givens Rotation, it is not limiting
as to the type of matrix decompositions within the scope of the claim. Dependent claim
5, for example, claims decomposing using a QR decomposition technique and
dependent claim 6 comprises where the QR decomposition technique of claim 5
comprises a Givens Rotation operation. (See Ex. F, ’862 Patent at Claims 5-6.) In both
cases, the decomposition is matrix factorization and results in product matrices, and
the use of the term coefficients is therefore consistent.

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 24

ZTE, Exhibit 1020-0034




C4q

© 00 ~N o o B~ W N P

N NN NN NN NN P P PR R R R R R e
® ~N o o M ®W N P O © O ~N o o b W N KL O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3854 Page 35 of 83

Claim 9 (emphasis added).) Quantization is, in effect, trading exactness or precision
for finiteness and, as a result, size. As Dr. Madisetti stated, “as used in the patent and
as understood by a person of skill in the art, quantization is reducing a larger set of
possible values to a smaller set.” (Ex. L, Madisetti Op. Decl. { 94.)

This quantization occurs most often in digital signal processing as
approximation by fixing the length of the bits for the value that otherwise would far
exceed that length. Dr. Min offered a similar explanation for quantization: “In any
formable digital communications, you would have to fix the — what we call the
precision of the number. Sometimes you use 8 bits, 16 bits, 32 bits, sometimes even 64
bits, that’s just to indicate a floating number of any kind.” (Ex. P, Min Dep. at 97:10—
14; see also Ex. O, Min Op. Decl. § 180 (“Quantization refers to the transformation of
data into integer values™).) Quantization is required because the alternative is
unworkable in digital communications, because “if you want to transmit a true
valuable angle, then you need infinite bits, it is a real number.” (EX. P, Min Dep. at
94:7-18 (emphasis added).)

The specification, too, confirms that quantization is expected for the transmitter
beamforming information. For example, in each instance where the patent discusses
angles that relate to the V matrix and to feedback information, the patent goes on to
discuss the number of bits and bytes required for the expression of those angles during
feedback. (See, e.g., Ex. F, ’862 Patent at 10:40-65; 11:1-20; 11:21-55; 12:64-13:14;
14:48-15:17; 15:34-58.) There is no disclosure within the patent that contemplates the
transmission of real values of angles, and therefore the transmitter beamforming
information that is produced by factoring the estimated transmitter beamforming
matrix (V) is a reduced number of quantized coefficients. See Scripps Research, 2018
U.S. Dist. LEXIS 60928, at *5-6 (the specification “is the single best guide to the
meaning of a disputed term”) (citation omitted).

In contrast, Defendants’ construction cherry-picks one portion of the

specification, ignores others and disregards context provided by the entirety of the
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specification and the claim language. Dr. Min cites to Col. 13:65-14:3 to support his
and Defendants’ construction. That excerpt states “[w]ith a decomposed matrix form
for the estimated transmitter beamforming matrix (V), the set of angles fed back to the
transmitting wireless device are reduced.” (See Ex. O, Min Op. Decl. {1 176-77.) This
is true; the goal of sending the transmitter beamforming information to the transmitting
wireless device is to provide these angles (y and @) to the transmitting wireless device
to regenerate V. But Defendants ignore the remaining portion of the specification and
claims that describe how the angles are reduced and in what format the angles are fed
back—as transmitter beamforming information. This how is described above and
represents why the values are coefficients and not angles. The specification also
supports why a person of ordinary skill in the art would understand that the

coefficients are quantized for transmission. Dr. Min acknowledged this at deposition:

Q. Now under your construction [for the decompose
term], in what format are the angles transmitted to the
transmitting wireless device? )

A. So what, what the patent specification says is you do
unitary matrix V and you then decompose it using the
Givens Rotation. _Actuallx, you do it multiple times as
necessary depending on the size of the B and then after
that, the actually data sent back to the transmitter is,
uh, quantized information.

(Ex. P, Min Dep. at 88:12-22 (emphasis added).) Dr. Min attempts to support his
opinions by stating, “Now, having said that, that is not really what the claim says. The
claim language does not say anything about transmitting, what is being transmitted.”
(See Ex. P, Min Dep. at 88:23-89:2.) But the claim language does address
transmitting. The claim requires that the transmitter beamforming information is
wirelessly sent back to the transmitter. (See Ex. F, ’862 Patent at Claim 9). And a
person of ordinary skill in the art would understand that, in order to send the
information back in a wireless system, quantization must occur. (See Ex. L, Madisetti
Op. Decl. § 95.) See Julius Zorn, Inc. v. Medi Mfg., No. 3:15-CV-02734-GPC-RBB,
2017 U.S. Dist. LEXIS 35826, at *4 (S.D. Cal. Mar. 13, 2017) (“Importantly, the

person of ordinary skill in the art is deemed to read the claim term not only in the
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context of the particular claim in which the disputed term appears, but in the context of
the entire patent, including the specification.” (quoting Phillips, 415 F.3d at 1313)).
VI. CLAIM CONSTRUCTION REGARDING U.S. PATENT NO. 7,957,450

A. Background of the Invention
The 450 Patent is entitled “Method and System for Frame Formats for MIMO

Channel Measurement Exchange” and claims priority to a date no later than December
2004. Like the 862 Patent, the *450 Patent is related to wireless communications using
beamforming. Many wireless devices contain multiple antennas that utilize signal
processing techniques to directionally focus the transmission and reception of signals
in a specific direction. The process of optimizing signals in a specific direction is
known as “beamforming”:

Smart antenna systems combine multiple antenna
elements with a signal processing capability to optimize
the pattern of transmitted signal radiation and/or reception
In response to the communications medium environment.
The process of optimizing the pattern of radiation is
sometimes referred to as “beamforming,” which may
utilize linear array mathematical operations to
increase the average signal to noise ratio (SNR) by
focusing energy in desired directions.
(See Ex. G, ’450 Patent at 1:35-42 (emphasis added).)

The specification goes on to describe that, “[i]n conventional smart antenna
systems, only the transmitter or the receiver may be equipped with more than one
antenna, and may typically be located in the base transceiver station (BTS) where the
cost and space associated with smart antenna systems have been perceived as more
easily affordable than on mobile terminals such as cellular telephones.” (EX. G, 450
Patent at 1:42-48.) But “[w]ith advances in digital signal processing (DSP) integrated
circuits (ICs) in recent years, multiple antenna multiple output (MIMO) systems have
emerged in which mobile terminals incorporate smart antenna systems comprising

multiple transmit antenna and multiple receive antenna.” (Ex. G, *450 Patent at 1:53—

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 27

ZTE, Exhibit 1020-0037



C4q

© o0 ~N oo o B~ O w N

N N N NN N N NN PR R R R R R R Rl R
©o ~N o 0B~ W N P O © 00 N O U~ W N P O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3857 Page 38 of 83

57.) When used in a wireless device, such as a home router, beamforming in a MIMO
system increases WiFi signal strength by focusing signals to another wireless device,
such as a cellular phone or tablet.

The patent notes that beamforming is challenging because focusing the
transmission of wireless signals must be adjusted as the relative positions of the
transmitting and receiving wireless device positions change relative to one another.
(See, e.g., Ex. G, ’450 Patent at 2:33-56.) For example, when a user walks around their
home with a phone or tablet using WiFi the directionality of the WiFi signal from the
home router is adjusted to compensate for the movement of the phone or tablet relative
to the router. Thus, information about the RF channel used to transmit information
must be adapted or else “information loss between the transmitting mobile terminal
and the receiving mobile terminal may result.” (See EX. G, ’450 Patent at 4:22-24.)

The 450 Patent teaches “feedback mechanisms by which a receiving mobile
terminal may feedback information to a transmitting mobile terminal to assist the
transmitting mobile terminal in adapting signals which are sent to the receiving mobile
terminal.” (EX. G, ’450 Patent at 1:30-34.) Specifically, the 450 Patent claims a
method of transmitting data via multiple radio frequency channels with more than one
transmitting antenna, receiving feedback information, and modifying a transmission
mode based on the feedback information. The method reduces the network resources
required for beamforming operations freeing up bandwidth for other network traffic,
such as data.

Singular Value Decomposition (“SVD”) is a mathematical matrix
decomposition technique for reducing a matrix to its constituent parts to make certain
subsequent matrix calculations easier. By using (SVD), wireless devices decrease the
quantity of information transmitted to other parts of the system, such as a base station,

which conserves bandwidth making the beamforming process more efficient.
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B. Person of Ordinary Skill in the Art
A Person of Ordinary Skill in the Art (“POSITA”) for the *450 patent would

have a bachelor’s degree in electrical engineering, computer engineering, computer
science or similar field, and two to three years of experience in digital communications
systems, such as wireless communications systems and networks, or equivalent.
Moreover, someone with more technical education but less experience could have also
met this standard. (Ex. L, Madisetti Op. Decl.  129.)

C. “channel estimate matrices” / “matrix based on the plurality of channel
estimates”

Defendants’ Proposed

Plaintiff’s Proposed Construction Construction

Plain and ordinary meaning. In the “matrix Hes fOr tones of different
alternative, to the extent the Court frequencies, where Heg contains
determines that a specific estimates of the true values of H(t)”

construction is warranted, BNR
proposes: “one or more matrices that
is based on an SVD decomposition
of the estimates of the values of
H(t)”

The term in question is highlighted below in Claim 1 of the 450 Patent:
A method for communication, the method comprising:
computing a plurality of channel estimate matrices based on
signals received by a mobile terminal from a base station,
via one or more downlink RF channels, wherein said
plurality of channel estimate matrices comprise

coefficients derived from performing a singular value
matrix decomposition (SVD) on said received signals; and

transmitting said coefficients as feedback information to said
base station, via one or more uplink RF channels.

In order to properly consider the meaning of this term, some background

information regarding the communication channel is necessary. The specification
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explains that an RF channel between a transmitting mobile terminal and a receiving
mobile terminal may be represented by a transfer system function, H. The specification
further describes different variables relevant to signal transmission in the system:

The relationship between a time varying transmitted
signal, X(t), a time varying received signal, y(t), and the
systems function may be represented as shown in equation

[1]:
y(®=Hxx(t)+n(t),

where n(t) represents noise...introduced as the signal
travels through the communications medium and the
receiver itself.

(Ex. G, ’450 Patent at 3:53-4:9.)

The specification further notes that “[iJn MIMO systems, the elements in
equation 1 may be represented as vectors and matrices.” (See Ex. G, *450 Patent at
3:65-66.) Because signal strength is subject to fading effects that might vary with time,
the transfer system function H may itself become time-varying and may thus also
become a function of time, H(t). Therefore, individual coefficients (or multipliers),
hij(t), in the transfer function H(t) may become time varying in nature. (See Ex. G, *450
Patent at 4:6-9.) These variables become important in MIMO systems operating
according to the IEEE’s 802.11 standard because in such systems “the receiving
mobile terminal may compute H(t) each time a frame of information is received from a
transmitting mobile terminal based upon the contents of a preamble field in each
frame.” (See Ex. G, ’450 Patent at 4:10-14.) The “preamble field” is a signal to used to
synchronize and facilitate data transmission.

In this context, the specification describes the meaning of the disputed term
“channel estimate matrix.” It notes that “[t]he computations which are performed at the
receiving mobile terminal may constitute an estimate of the ‘true’ values of H(t) and

may be known as ‘channel estimates’...T0 the extent that H(t), which may be
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referred to as the “channel estimate matrix”, changes with time and to the extent that
the transmitting mobile terminal fails to adapt to those changes, information loss
between the transmitting mobile terminal and the receiving mobile terminal may
result.” (See Ex. G, ’450 Patent at 4:14-24 (emphasis added).) Thus, the patentees
twice link the term “channel estimate matrix” to the time-varying transfer system
function “H(t).” See Phillips, 415 F.3d at 1315 (“[T]he specification ‘is always highly
relevant to the claim construction analysis. Usually, it is dispositive; it is the single
best guide to the meaning of a disputed term.”””) (quoting Vitronics, 90 F.3d at 1582).

Turning to the claim language, the method requires computing one or more
channel estimate matrices from signals received by a wireless communication device
from a base station. The claim language requires that a plurality of channel estimate
matrices comprise “coefficients derived from performing singular value decomposition
(SVD)” on the RF signals received by the wireless communication device from the
base station. (See Ex. G, *450 Patent at 19:13-19.) The coefficients of H(t) resulting
from SVD are then transmitted back to the base station. By doing so, the wireless
communication device can feedback channel information in a compressed format that
the base station can use to adjust or attenuate signal strength as necessary to improve
performance; for example, by reducing noise. See Phillips, 415 F.3d at 1314 (“the
claims themselves provide substantial guidance as to the meaning of particular claim
terms.”).

After reviewing the specification and claim language, Dr. Madisetti explains:

[T]he method requires computing one or more channel
estimate matrices, H(t) from signals received by a wireless
communication device from a base station. The claim
language goes on to explain that a plurality of channel
estimate matrices are comprised of coefficients derived
from performing SVD on the RF signals received by the
wireless communication device from the base station.
These SVD coefficients of H(T) are then transmitted back
to the base station. By doing so, the wireless
communication device can feedback channel information
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in a compressed format that the base station can use to

adjust or attenuate signal strength as necessary to improve

performance, for example by reducing noise.
(Ex. L, Madisetti Op. Decl. 1 139.) Dr. Madisetti goes on to opine that a “POSITA
would understand the term ‘channel estimate matrices/matrices based on the plurality
of channel estimates’ to mean ‘one or more matrices that is based on an SVD
decomposition of the estimates of the values of H(t).”” (Ex. L, Madisetti Op. Decl. |
140.) See Phillips, 415 F.3d at 1318 (“[E]xtrinsic evidence in the form of expert
testimony can be useful to a court for a variety of purposes, such as to provide
background on the technology at issue, to explain how an invention works, to ensure
that the court's understanding of the technical aspects of the patent is consistent with
that of a person of skill in the art, or to establish that a particular term in the patent or
the prior art has a particular meaning in the pertinent field.”).

BNR’s proposed construction aligns with the claim language, the teachings of
the specification, and the understanding of a POSITA and should be adopted. Even
Defendants’ expert, Dr. Min, acknowledges that “the *450 Patent consistently refers to
“channel estimate matrix” as a matrix H....Similarly, the claim term ‘matrix based on
the/said plurality of channel estimates’ must also refer to a matrix H.” (Ex. O, Min Op.
Decl. 1 148.)

On the other hand, Defendant’s construction violates a fundamental tenet of
patent law: importing limitations from an embodiment into the claims. See Retractable
Techs., Inc. v. Becton, 653 F.3d 1296, 1313 (Fed. Cir. 2011) (“It is improper to import
limitations from the specification into the claims, and this court has expressly and
repeatedly warned against confining claims to specific embodiments of the invention
set forth in the specification.”).

The specification describes several different channel estimate embodiments:

In one embodiment of the invention, a receiving mobile
terminal may periodically transmit feedback information,
comprising a channel estimate matrix, Hy, to a
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transmitting mobile terminal. In another embodiment of
the invention, a receiving mobile terminal may perform a
singular value decomposition (SVD) on the channel
estimate matrix, and subsequently transmit SVD-derived
feedback information to the transmitting mobile terminal.

(Ex. G, ’450 Patent at 7:64-8:5 (emphasis added).)

Yet another embodiment of the invention may expand
upon the method utilizing sounding frames to incorporate
calibration. In this aspect of the invention, a receiving
mobile terminal, after transmitting a sounding frame, may
subsequently receive a channel estimate matrix, Hdown,
from the transmitting mobile terminal. The receiving
mobile terminal may then transmit feedback information
which is based upon the difference Hy,-Hgown, t0 the
transmitting mobile terminal.

(Ex. G, ’450 Patent at 8:10-18 (emphasis added).)

In one embodiment of the invention, a full channel
estimate matrix which is computed by a receiving mobile
terminal, Hest, may be represented by its SVD: Hes=USVH,
where equation[2] He: may be a complex matrix of
dimensions N X N, where N may be equal to the
number of receive antenna at the receiving mobile
terminal, and N may be equal to the number of transmit
antenna at the transmitting mobile terminal, U may be an
orthonormal complex matrix of dimensions Nix N, S may
be a diagonal real matrix of dimensions Nix X N, and V
may be an orthonormal complex matrix of dimensions N
X Nix with VH being the Hermitian transform of the matrix
V.

(Ex. G, ’450 Patent at 8:52-65 (emphasis added).)

Defendants’ construction is derived from the last embodiment describing Hes;,
but the specification explicitly states that this is merely “one embodiment of the
invention” and there is nothing in the claim language that justifies limiting the claims
to the Hest embodiment. See Kara Tech. Inc. v. Stamps.com Inc., 582 F.3d 1341, 1348
(Fed. Cir. 2009) ([ T]he patentee is generally “entitled to the full scope of his claims,
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and we will not limit him to his preferred embodiment or import a limitation from the
specification into the claims.” (citing Phillips, 415 F.3d at 1323)); Liebel-Flarsheim,
358 F.3d at 906 (“This court has expressly rejected the contention that if a patent
describes only a single embodiment, the claims of the patent must be construed as
being limited to that embodiment.”). Defendants’ expert, Dr. Min, acknowledges that
the use of Hes is disclosed as “an embodiment of the invention utilizing singular value
decomposition...” (Ex. O, Min Op. Decl. { 146.)

Additionally, dependent Claim 2 of the *450 Patent adds the limitation
“computing each of said plurality of channel estimate matrices for a corresponding one
of a plurality of tones, wherein each of said plurality of tones corresponds to one or
more distinct frequencies.” (Ex. G, 450 Patent at 19:23-27 (emphasis added).) Thus,
the “for tones of different frequencies” limitation in Defendants’ proposed construction
Is improper for violating the doctrine of claim differentiation. See Curtiss-Wright Flow
Control Corp. v. Velan, Inc., 438 F.3d 1374, 1380 (Fed. Cir. 2006) (“In the most
specific sense, “claim differentiation” refers to the presumption that an independent
claim should not be construed as requiring a limitation added by a dependent claim.”).

The Court should adopt BNR’s proposed definition because it is consistent with
the plain and ordinary meaning, the claim language, descriptions in the specification,
and the opinions of persons of ordinary skill in the art. Defendants’ construction
inappropriately imports limitations from a specific embodiment described in the
specification and another embodiment claimed in a dependent claim, contrary to basic
principles of claim construction.

D. “coefficients derived from performing a singular value matrix
decomposition (SVD)”

Defendants’ Proposed

Plaintiff’s Proposed Construction Construction

Plain and ordinary meaning. In the “values in the matrices U, S, or V",
alternative, to the extent the Court where Hes=USVH”
determines that a specific
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construction is warranted, BNR
proposes: “values derived from a
singular value decomposition”

The term in question is highlighted below in Claim 1 of the 450 Patent:

1. A method for communication, the method comprising:

computing a plurality of channel estimate matrices based on
signals received by a mobile terminal from a base station,
via one or more downlink RF channels, wherein said
plurality of channel estimate matrices comprise
coefficients derived from performing a singular value
matrix decomposition (SVD) on said received signals;
and transmitting said coefficients as feedback information
to said base station, via one or more uplink RF channels

Singular Value Decomposition (“SVD”) is a well-known matrix decomposition

method for reducing a matrix to its constituent parts to make certain subsequent matrix

calculations easier. (Ex. L, Madisetti Op. Decl. § 138.) The specification describes that

“SVD is a method which may reduce the quantity of channel feedback information
which is transmitted between a receiving mobile terminal and a transmitting mobile
terminal.” (EX. G, *450 Patent at 8:45-47.)

In the context of the Hes: embodiment, the patentees provide an example of an

SVD operation:

In one embodiment of the invention, a full channel
estimate matrix which is computed by a receiving mobile
terminal. Hest may be represented by its SVD:

Hes=USV", where

Hest may be a complex matrix of dimensions Ny X N,
where Ny, may be equal to the number of receive antenna
at the receiving mobile terminal, and N may be equal to
the number of transmit antenna at the transmitting mobile
terminal, U may be an orthonormal complex matrix of
dimensions Ni-Ni, S may be a diagonal real matrix of
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dimensions Nx X N, and V may be an orthonormal

complex matrix of dimensions N X N Ny, with V" being

the Hermitian transform of the matrix V.
(EX. G, *450 Patent at 8:52-65.) The computed matrices U, S, and V", contain
coefficients. (See, for example, Ex. G, *450 Patent at 9:37-42.) According to the claim
language, these coefficients are transmitted back to the base station. (Ex. G, *450
Patent Claim 1 (“transmitting said coefficients as feedback information to said base
station”).) But this is just one embodiment of the invention, as explicitly stated in the
excerpt above.

BNR’s proposed construction accurately reflects the plain claim language and
should be adopted. See Renishaw, 158 F.3d at 1250 (“The construction that stays true
to the claim language and most naturally aligns with the patent’s description of the
invention will be, in the end, the correct construction.”). Furthermore, BNR’s
construction conforms to Dr. Madisetti’s understanding of this term based on the
perspective of a POSITA:

[T]he structure of the claim dictates that SVD must be
performed on the wireless signals received by a wireless
device from a base station. The SVD will result in a
decomposition of the estimates of the values of H(t). The
coefficients derived from the SVD operation will then be
transmitted back to the base station.

Therefore, it is my opinion that a POSITA would
understand the term “coefficients derived from performing
a singular value matrix decomposition (SVD)” to mean
“values derived from a singular value decomposition.”

(Ex. L, Madisetti Op. Decl. 11 150-151.)

Defendants’ construction is flawed because it requires that the coefficients be
from the Hest matrix—only one embodiment of the invention. This error flows directly
from Defendants’ proposed construction of “channel estimate matrices,” which also

impermissibly limits the “channel matrices” term to Hest. However, as discussed above,
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Hest is @ preferred embodiment that Defendants have improperly imported into the
claims, and their proposed construction for this disputed term should be rejected for
the same reasons enumerated above.

VII. CLAIM CONSTRUCTION REGARDING U.S. PATENT NO. 6,941,156

A. Background of the Invention
The ’156 Patent is entitled “Automatic Handoff for Wireless Piconet Multimode

Cell Phone” and claims priority to a date no later than June 2001. The 156 Patent is
generally related to the use of multimode cellular phones and the ability to smoothly
switch between two different modes of communication operable on the cellular phone,
such as a cellular connection and another RF connection (like WiFi). The claimed
inventions in the *156 Patent are directed to improved methods of switching between
the modes of operation. One of the important technical advantages and improvements
offered by the invention is a multimode cell phone capable of automatic switching,
including establishing a second communications link while the first communications
link is still active. The prior art required the call to disconnect before switching modes
or for a second to be initiated by an intermediary instead of the claimed multimode cell
phone.

B. “simultaneous communication paths from said multimode cell phone”

Plaintiff’s Proposed Construction Defendants’ Proposed Construction

Plain and ordinary meaning. In the “at least two established distinct and

alternative, to the extent the Court = | different communication links from

determines that a specific construction is | said multimode cell phone to a far-

warranted, BNR proposes: end communication device, at the
same time”

“two or more active links at the same
time from said multimode cellphone”

The term “simultaneous communication paths from said multimode cell phone”
appears in Claim 1 of the *156 Patent (bolded in text):

1. A multimode cell phone, comprising:

a cell phone functionality; and
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an RF communication functionality separate from said cell
phone functionality;

a module to establish simultaneous communication paths
from said multimode cell phone using both said cell
phone functionality and said RF communication
functionality; and

an automatic switch over module, in communication with
both said cell phone functionality and said RF
communication functionality, operable to switch a
communication path established on one of said cell phone
functionality and said RF communication functionality,
with another communication path later established on the
other of said cell phone functionality and said RF
communication functionality.

(Ex. H, 156 Patent at 8:15-31.)

BNR'’s proposed definition, in addition to reflecting the plain and ordinary
meaning, is consistent with and supported by the intrinsic record. The meaning is
confirmed by the opinions of Dr. Madisetti, viewing the claim language through the
eyes of a person of ordinary skill in the art. In contrast, Defendants’ construction is
flawed because it violates fundamental tenets of claim construction regarding
importing limitations that either exist in other elements of the claim or are unsupported
by the intrinsic record.

First, the claim language focuses on the capabilities of the claimed multimode
cell phone, not the telecommunications network or the far-end device—neither of
which is referenced in the claim. Claim 1 describes a multimode cell phone with two
communication functionalities: cellular and an RF separate from cellular. It then
describes a module to establish the simultaneous communication paths using both of
those communication functionalities, cellular and RF, that are resident on the claimed
multimode cell phone. Finally, it claims an automatic switchover module within the

multimode cell phone that switches between “a communication path established on
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one of said cell phone functionality and said RF communication functionality” and
“another communication path later established on the other of said cell phone
functionality and said RF communication functionality.” (See Ex. H, *156 Patent
Claim 1 (emphasis added).) That is, the claimed modules act on the functionalities that
are a part of the claimed multimode cell phone. The focus of the claim language is on
the multimode cell phone, and does not address the telecommunication network or the
far-end device.

The specification also confirms BNR’s construction. Figure 1 is particularly
instructive in that the links are identified with respect to the multimode cell phone, and

not with respect to the far end device:

FIc. 1
Y CORDLESS T0 CELL PHONE HAND OVER
CELL _—
1
i 19
PICONET Y CELLULAR 170
1005~ CORDLESS NETWORK
PHONE “*r M
| WALKIE- 1 |
100~ e 7
| IS J I !
I," 21D
o ] t 150-
. u |
AUTOMATIC PT HANDED
101~ SWITCH OVER | oer
WODULE USER | TELEPHGHE
ACTIVATION FICONET |14 o \
FRONT END
CORDLESS
TELEPHONE
1
w— | ms [
UNIT

* INITIAL TELEPHONE CALL

(Ex. H, ’156 Patent at Fig. 1 (highlights added).) Figure 1 shows the two
communication paths for (a) a cell phone functionality (as shown by 100a, the antenna

diagram, following through to the path identified as “1°"" to the cellular network 120)
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and (b) a second RF communication functionality other than cell phone functionality
(as shown by 100b, the related antenna diagram, following through to the path
identified as “2"% to the piconet front end 114 and cordless telephone base unit 112).
(See Ex. L, Madisetti Op. Decl. § 51; Ex. M, Madisetti Rebuttal Decl. § 14.) But both
of these paths are depicted in the claimed multimode cell phone. Figure 1 thus
discloses two links from the multimode cell phone that flow to the PSTN 130. From
the PSTN 130 to the far end device 150, there is only one link. For Defendants’
construction to be correct, there would have to be two.

Further, additional portions of the specification support BNR’s construction.
Under Defendants’ construction, there must be two concurrent paths, each of a
different mode, that extend all the way to the far end device—that is, the far end device
would be required to have the same mode capabilities as the multimode cell phone. But
the specification unambiguously rejects that argument; the far end device “can be any
telephonic device, multi-mode or single mode.” (Ex. H, *156 Patent at 4:12-17
(emphasis added).) Defendants’ construction thus contradicts the specification. See
Phillips, 415 F.3d at 1313 (“[C]laims must be construed so as to be consistent with the
specification.”).

BNR’s position is also consistent with statements made during the prosecution
of the application that led to the *156 Patent. To overcome a prior art rejection over
U.S. Patent 5,842,122 to Schellinger et al. (“Schellinger”), the patentee amended the
claims to include the limitation “a module to establish simultaneous communication
paths from a multimode cell phone using both a cell phone functionality and RF
communication functionality.” (See EX. | at Appx299, Jan. 6, 2005 Response to Office
Action at p. 7; see also id. at Appx294-98 (pp. 2-6).) In explaining how this claim

amendment traversed the Examiner’s rejection, the patentee stated as follows:
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) However, according to Schellinger, automatic forwarding systems
2 of a central office are implemented to allow handoff of a call. See, e.g., col. 6,
3 lines 12-15; and col. 6, line 24 (remote call forwarding performed). As explained
by Schellinger at col. 7, lines 50-62, a call in process is handed off by producing
*|  aTHREE WAY CALL through the cellular telephone system (i.e., NOT through
S the cell phone itself). To finally implement the handoff, the cell phone switches to
6 a landline leg of a three way call (set up by a central office and/or cellular
; telephone system), and the initial call is dropped.
The present invention requires a module to establish simultaneous
8 communication paths from a multimode cell phone using both a cell phone
9 functionality and RF communication functionality, or to establish from a
10 multimode cell phone a second type RF communication link while a first type
RF communication link remains active at the multimode cell phone. Schellinger
11 fails to disclose simultaneous communication paths from a multimode cell phone
12 as claimed by the claims of the present application.
13
14 . . N
(See Ex. I at Appx300, Jan. 6, 2005 Response to Office Action at p. 8 (highlights
15 i . . L
added).) According to the patentee, Schellinger disclosed a communication path
16
“produced . . . through the cellular telephone system” or “set up by a central office
17 . . o
and/or cellular telephone system.” See id. By adding the limitation for a module on the
18 . . "
multimode cell phone that establishes the communication paths, the patentee was
19 . T . i
stating that the patentable distinction is that the claimed multimode cell phone
20 . - .
establishes the communication path, and not some external network or function. See
21 - : . . .
Phillips, 415 F.3d at 1317 (“[T]he prosecution history can often inform the meaning of
22 . . . i .
the claim language by demonstrating how the inventor understood the invention . . .
23
24|l )
Further, Defendants’ expert, Dr. Paul Min, acknowledged during deposition that
25 . . o i
the Schellinger reference discloses a communication system where the multimode cell
26 . . .
phone does not initiate the three-way call (i.e., the second communication path). Dr.
27 . e . . .
Min was asked to refer to an excerpt cited in his declaration from Schellinger, which
28
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stated “In Fig. 6-2 the cordless base station 115 . . . answers the landline leg of the
three way call . . . to open communication between the other party and the cordless
base station 115.” (See Ex. P, Min Dep. at 57:18-23 (referencing Ex. O, Min Op. Decl.
{1 88).) Dr. Min testified:

Q. So if the cordless base station answers the landline,

then it did not initiate that communication path, correct?

A. That’s what it says here. | mean, in this particular

paragraph.

Q. It says that it did not initiate the communication path?

A. That’s right. It answers the landline leg of the three-

way call.
(See Ex. P, Min Dep. at 57:24-58:16.) Therefore, Schellinger discloses a second
communication path initiated by the telephone system and not the multimode cell
phone. This distinction was sufficient to overcome the Examiner’s rejection, and the
Examiner issued a Notice of Allowance. A person of skill in the art, reading the
prosecution history would likewise understand that the distinction between Schellinger
and the *156 Patent is that the claimed multimode cell phone, instead of an off-device
system, establishes the second communication path. (See Ex. M, Madisetti Rebuttal
Decl. 1 13.)

Defendants’ construction is flawed for additional reasons. First, Defendants’ use
of the phrase “established distinct and different communication links” is confusing. In
fact, during deposition, Dr. Min struggled to even define the phrase. (See Ex. P, Min
Dep. at 35:6-42:4.) Dr. Min states that “[distinct and different] both indicate that these
two communications links are not the same, but perhaps distinct has a more
characterized nature of communication link versus different could be, maybe the path
itself the link, the path itself is different” where “characterized” could mean that ““ you

could use a different technology for example. So the claim, say it’s a multimode cell

phone. So it may describe the mode being different. And different, just using different
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by itself could say, | mean, you could use a different path, physical path, but maybe
use the same mode.” (See Ex. P, Min Dep. at 37:18-38:17.)

To the extent Defendants’ proposed construction “different and distinct” means
a different physical path and a distinct mode, these limitations are captured by the
surrounding claim language, rendering Defendants’ construction improper. Claim 1, in
the same limitation as the term for construction, and just after it, states “using both said
cell phone functionality and said RF communication functionality.” (EX. H, *156
Patent at Claim 1.) Claim 1 also expressly states that the RF communication
functionality is “separate from said cell phone functionality.” See id. Thus, the claim
already requires that each communication path utilize a different mode. For the same
reason, the communication paths are necessarily different: one will start at the
multimode cell phone and transit to the cell phone network and the other will start at
the multimode cell phone and transit to the base station for the other RF
communication. As a result, Defendants’ use of the terms “distinct and different” are at
best, redundant, and at worst, likely to cause even more confusion for the jury and
uncertainty during the litigation. See Digital-Vending Servs., Int’l, LLC v. Univ. of
Phoenix, Inc., 672 F.3d 1270, 1275 (Fed. Cir. 2012) (It is important to construe “claim
terms in light of the surrounding claim language, such that words in a claim are not
rendered superfluous.”).

Defendants’ construction adds an additional unsupported limitation that the
“established distinct and different communication links from said multimode cell
phone” extend all the way to “a far-end communication device.” As explained above,
not only is this limitation nonexistent in the claim or specification, the intrinsic record
repudiates such a requirement. (Ex. H, *156 Patent at 4:12—17 (far-end device “can be
any telephonic device, multi-mode or single mode”) (emphasis added).) Defendants’
construction also would require “distinct and different” paths—that is, paths using
different modes and along different physical paths—all the way to the far-end device.

A single mode telephonic device simply cannot maintain two established
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communication paths using two modes; it is a technical impossibility. (See Ex. L,
Madisetti Op. Decl. {1 51-52.) This reading is further supported by reference to Fig. 1,
as shown above, that clearly identifies only one link (the solid line from PSTN 130 to
far-end device 150).

To the extent the Court deems construction of the term “simultaneous
communication paths from said multimode cell phone” is necessary, the Court should
adopt BNR’s proposal because it is well supported by the intrinsic evidence.

Defendants’ construction, on the other hand, injects confusion and violates
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fundamental claim construction jurisprudence because it contradicts the specification.

C. “a module to establish simultaneous communication paths from said

multimode cell phone using both said cell phone functionality and said RF

communication functionality”

Plaintiff’s Proposed Construction

Huawei & Coolpad’s
Proposed Construction*

Not a 112 § 6 claim element —

In the alternative, to the extent the
Court determines that this claim is
overned by 112 1 6, BNR proposes
e following Function and
Structure, and disagrees that the term
is indefinite for lack of
corresponding structure:

Function:

establish simultaneous _
communication paths from said
multimode cell phone using both
said cell phone functionality and said
RF communication functionality

Structure:

Corresponding structure for the
alleged function exists in at least the
following portions of the patent
specification, or their equivalents:

Thisisa 112 § 6 claim
element.

Function: “establish

simultaneous communication

paths from said multimode
cell phone using both said cell
hone functionality and said
F communication
functionality”

Structure: Fig. 1 (element
01); Fig. 2 steps 202-208;
Fl(lg. 4 steps 402-408; 4.50-67;
7:1-16.

N
(o0}

* BNR understands from the parties claim construction exchanges and submissions to
the Court that Kyocera and ZTE do not join in this proposal.
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Flgs. 1, 3, Col. 3:48-4:49; 4:54—
5:62; 6:3-55; 6:60-8:5

The term “a module to establish simultaneous communication paths from said

multimode cell phone using both said cell phone functionality and said RF

communication functionality” appears in Claim 1 of the 156 Patent:

1. A multimode cell phone, comprising:
a cell phone functionality; and

an RF communication functionality separate from said cell
phone functionality;

a module to establish simultaneous communication paths

from said multimode cell phone using both said cell

hone functionality and said RF "communication
unctionality; and

an automatic switch over module, in communication with
both said cell phone functionality and said RF
communication functionality, operable to switch a
communication path established on one of said cell phone
functionality and said RF communication functionality,
with another communication path later established on the
other of said cell phone functionality and said RF
communication functionality.

(Ex. H, ’156 Patent Claim 1.)

The term “a module to establish simultaneous communication paths from said
multimode cellphone using both said cell phone functionality and said RF
communication functionality” is not a means-plus-function term because the limitation
connotes sufficiently definite structure to a person of ordinary skill in the art. However,
to the extent the Court determines that § 112, { 6° applies, Huawei and Coolpad’s
proposed structure is too narrow in view of the broader language in the specification.

1. The “module to establish simultaneous communications’ term is not
governed by § 112, 6.

® The *156 Patent was filed on June 26, 2001 and therefore pre-AlA.
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There is no presumption that a means-plus-function reading is warranted for this
term, and the intrinsic and extrinsic evidence demonstrates that the claim itself recites
sufficiently definite structure. Where a limitation does not use the word “means,”
“there is a rebuttable presumption that § 112, 9 6 does not apply.” See TEK Global,
S.R.L. v. Sealant Sys. Int’l, 920 F.3d 777, 786 (Fed. Cir. Mar. 29, 2019). Only “if the
challenger demonstrates that the claim term fails to recite sufficiently definite
structure,” can the rebuttable presumption be overcome. See id. (quoting Williamson v.
Citrix Online, LLC, 792 F.3d 1339, 1349 (Fed. Cir. 2015)). Specifically with respect to
a term including the word “module,” courts in this district have made clear that
“Williamson does not . . . stand for the broad proposition that the term ‘module’
automatically places it among terms such as ‘means’ and ‘step for,” thus triggering a
presumption that [§ 112, 9 6] applies.” Blast Motion, 2017 U.S. Dist. LEXIS 16549 at
*45-46. Instead, even if the claim term uses the term module, there is still the
rebuttable presumption that 8 112, 1 6 does not apply. See id. at *45-46. Defendants
have failed to overcome this presumption; the term recites more than sufficiently
definite structure.

“Paragraph 6 does not apply when ‘the words of the claim are understood by
persons of ordinary skill in the art to have a sufficiently definite meaning as the name
for structure. . . . To determine whether the claim limitation at issue connotes
sufficiently definite structure to a person of ordinary skill in the art, we look first to
intrinsic evidence, and then, if necessary, to the extrinsic evidence.” TEK Global, 920
F.3d at 786; Media Rights Techs., Inc. v. Capital One Fin. Corp., 800 F.3d 1366, 1372
(Fed. Cir. 2015) ("In undertaking this analysis, we ask if the claim language, read in
light of the specification, recites sufficiently definite structure to avoid § 112, 1 6.")
(quoting Robert Bosch, LLC v. Snap-On Inc., 769 F.3d 1094, 1099 (Fed. Cir. 2014));
see also Blast Motion, 2017 U.S. Dist. LEXIS 16549, at *9, 47 ((stating same and
conducting an analysis that looked to whether the claims, in light of the specification,
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recites sufficiently definite structure). Here, the claim language and the specification
confirm that the limitation connotes sufficient structure.

First, the claim language itself connotes sufficiently definite structure to a
person of ordinary skill in the art. Claim 1 claims “A multimode cell phone
comprising . . . a module to establish simultaneous communication paths from said
multimode cell phone using both said cell phone functionality and said RF
communication functionality.” (Ex. H, 156 Patent Claim 1.) That is, this module to
establish simultaneous communication paths is a part of the multimode cell phone.
And a person of skill in the art understood what a multimode cell phone was at the
time of the invention and the inner circuitry and specialized software for the
multimode cellphone. (See Ex. O, Min Op. Decl.  100) (“A POSITA would
understand that multimode cell phone 100 described by the 156 Patent must include
radio communication equipment (e.g. antenna, amplifier, transmitter, receiver, etc.)
operating in conjunction with a general purpose computer (e.g. microprocessor) that is
specially programmed to perform wireless communications, typical in compliance with
telecommunication industry standards (e.g. 3GPP/ETSI, etc)”); (EX. P, Min Dep. at
46:2—4 (“So at the time 2000, let’s say earlier date of the two possible priority date,
2000. People knew what the cell phone was.”).) Thus, a person of skill in the art at the
time of the invention would understand that the module to establish simultaneous
communication paths refers to the hardware and specialized software that manages the
transmission and receiving for each of the modes in accordance with the relevant
standards, often the integrated system on a chip or the baseband processors. (See EX. L,
Madisetti Op. Decl. 11 59-60.)

Second, the specification supports this reading of the claim. As shown above in
Fig. 1, the separate communication functionalities are located within the multimode
cell phone. (Ex. H, ’156 Patent at Fig. 1.) And the specification particularly references
cell phone functionality 100a and RF communication functionality 100b, which a

person of skill in the art would readily understand to mean the requisite hardware and
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software, including transceivers, operating in accordance with the relevant
telecommunications standards. (See Ex. H, 156 Patent at 3:52-55; Ex. L, Madisetti
Op. Decl. 11 58-59.) See TEK Global, 920 F.3d at 786.

2. If the Court determines that the presumption has been rebutted, and § 112, |
6 applies, Defendants’ disclosed structure is improperly narrow.

Assuming that § 112, { 6 applies to this limitation (which it should not), then
construing the term requires two steps: determining the claimed function and
identifying the corresponding structure in the written description of the patent that
performs the function. See Blast Motion, 2017 U.S. Dist. LEXIS 16549, at *10. “When
multiple embodiments in the specification correspond to the claimed function, proper
application of § 112 P 6 generally reads the claim element to embrace each of those
embodiments.” Micro Chem, Inc. v. Great Plains Chem. Co., 194 F.3d 1250, 1258-59
(Fed. Cir. 1999); Serrano v. Telular Corp., 111 F.3d 1578, 1583 (Fed. Cir. 1997).
Finally, in construing a term subject to § 112, § 6, the claim “shall be construed to
cover the corresponding structure, material, or acts described in the specification and
equivalents thereof.” See Bal Seal Eng’g Co. v. Qiang Huang, No. 10cv819-CAB,
2011 U.S. Dist. LEXIS 84516, at *4 (S.D. Cal. Aug. 1, 2011).

As an initial matter, there is no dispute with regard to the alleged function (if 8
112, 1 6 applies). The function is to “establish simultaneous communication paths from
said multimode cell phone using both said cell phone functionality and said RF
communication functionality.”

BNR contends that the structures that correspond with this function are
disclosed in Figure 1, including 100a and 100b, as well as Col. 3:52-55, 3:64-4:1,
4:12-23,5:27-32, 6:3-8, and 6: 33-40. As Dr. Madisetti opined, these portions of the
specification show that there is circuitry, including hardware and software for the
multimode cell phone 100 in Figure 1, including the transceivers and related hardware
and software components of 100a and 100b of multimode cell phone 100, which

describes the inputs and outputs, and where information travels next. (See Ex. L,
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Madisetti Op. Decl. 11 58, 59, 63) For example, in Col. 3:60-4:27, the specification
teaches that the module to establish simultaneous communication paths is first
controlled through suitable communications with each communication path
functionality 100a—100c. Where a communication path may be dropped, another mode
Is activated and establishes a communication link while the first remains active. (See
Ex. H, ’156 Patent at 3:60—4:27.) Further, the specification identifies steps where the
user may be prompted about impending loss of the signal and or prompted to permit
establishment of the alternate communication path. (See Ex. H, *156 Patent at 4:41—
44.) Thus, it is clear that the multimode cell phone 100, and the cell phone
functionality 100a and RF communication functionality 100b, which are readily
understood to a person of skill in the art as RF transceivers operating in accordance
with their respective telecommunications standards and using hardware and software,
where the steps of setting up a first communication path, awaiting indication of the
need for a second, simultaneous communication path, and then, third establishing a the
second communication path are implemented within the multimode cell phone 100 and
the elements 100a and 100b.

Huawei and Coolpad’s proposed structure incorrectly narrows the relevant
structure to just two embodiments, those disclosed in Fig. 1 (element 101) and in Fig.
2, steps 202-208; Fig. 4 steps 402-408 as well as the corresponding specification
description at Col. 4:50-67 and 7:1-16. These figures represent particular
embodiments, do not include the structure that captures all potential embodiments, as
discussed above. In doing so, Defendants capture only an “exemplary process” (Col.
4:50; Col. 7:1). See Micro Chem, 194 F.3d at 1258-59; Serrano, 111 F.3d at 1583
(declining to require “overly limiting structure” that is “contrary to the statement of
multiple structures disclosed in the specification” and noting that “[d]isclosed structure
includes that which is described in a patent specification, including any alternative

structures identified.”).
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switch a communication path established on one of said cell phone
functionality and said RF communication functionality, with another
communication path later established on the other of said cell phone
functionality and said RF communication functionality”

Plaintiff’s Proposed Construction

Huawei & Coolpad’s Proposed
Construction

Not a 112 1 6 claim element

In the alternative, to the extent the
Court determines that this claim is
overned by 112 6, BNR proposes
the following Function and
Structure, and disagrees that the
term is indefinite for lack of
corresponding structure:

Function: ) )

in communication with both said
cell phone functionality and said RF
communication functionality,
operable to switch a communication
path established on one of said cell
phone functionality and said RF.
communication functionality, with
another communication path later
established on the other of said cell
phone functionality and said RF
communication functionality

Structure:

Corre%f)ondln_g structure for the
alleged function exists in at least the
following portions of the patent
specification, or their equivalents:

Figs. 1, 3, Col. 3:48-4:49: 4:54—
5:62; 6:3-55; 6:60-8:5

Thisisa 112 § 6 claim element.

Function: “automatic switch over
of a communication path
established on one of said cell
phone functionality and said RF
communication functionality,
with another communication
path later established on the
other of said cell phone
functionality and said RF
communication functionality”

Structure: Fig. 1 (element 101);
Fig. 2 steps 210-212; Fig. 4 steps
410-412;5:1-7; 7:17-26, Claim 1
(“‘an automatic switch over
module, in communication with
both said cell phone
functionality and said RF
communication functionality™).

The term “an automatic switch over module, in communication with both said

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF
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the other of said cell phone functionality and said RF communication functionality”

appears in Claim 1 of the *156 Patent:

A multimode cell phone, comprising:
a cell phone functionality; and

an RF communication functionality separate from said cell
phone functionality;

a module to establish simultaneous communication paths
from said multimode cell Ehone using both said cell phone

fur&ctionality and said RF communication functionality;
an

an automatic switch over module, in communication with
both said cell phone functionality and said RF
communication functionality, operable to switch a
communication path established on one of said cell
phone functionality and said RF communication
functionality, with another communication path later
established on the other of said cell phone functionality
and said RF communication functionality.

(See Ex. H, ’156 Patent at Claim 1.)

The term “an automatic switch over module, in communication with both said
cell phone functionality and said RF communication functionality, operable to switch a
communication path established on one of said cell phone functionality and said RF
communication functionality, with another communication path later established on
the other of said cell phone functionality and said RF communication functionality” is
not a means-plus-function term because the limitation connotes sufficiently definite
structure to a person of ordinary skill in the art. However, to the extent the Court
determines that § 112, { 6° applies, Huawei and Coolpad’s proposed structure is too
narrow in view of the broader language in the specification.

1.  The “automatic switch over module” term is not governed by § 112, 9 6.

® The *156 Patent was filed on June 26, 2001 and therefore pre-AlA.
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There is no presumption that a means-plus-function reading is warranted for this
term, and the intrinsic and extrinsic evidence demonstrate that the claim itself recites
sufficiently definite structure. Where a limitation does not use the word “means,”
“there is a rebuttable presumption that § 112, 9 6 does not apply.” See TEK Global,
920 F.3d at 786. Only “if the challenger demonstrates that the claim term fails to recite
sufficiently definite structure,” can the rebuttable presumption be overcome. See id.
(quoting Williamson, 792 F.3d at 1349). While the term module be a well-known
nonce word, this Court has made clear that “Williamson does not . . . stand for the
broad proposition that the term ‘module’ automatically places it among terms such as
‘means’ and ‘step for,” thus triggering a presumption that [§ 112, q 6] applies.” See
Blast Motion, 2017 U.S. Dist. LEXIS 16549, at *45-46. Instead, even if the claim term
uses the term module, there is still the rebuttable presumption that § 112, 1 6 does not
apply. See id. at *45-46. Defendants have failed to meet their burden; the term recites
more than sufficiently definite structure.

“Paragraph 6 does not apply when ‘the words of the claim are understood by
persons of ordinary skill in the art to have a sufficiently definite meaning as the name
for structure. . . . To determine whether the claim limitation at issue connotes
sufficiently definite structure to a person of ordinary skill in the art, we look first to
intrinsic evidence, and then, if necessary, to the extrinsic evidence.” TEK Global, 920
F.3d at 786; Media Rights, 800 F.3d at 1372 (“In undertaking this analysis, we ask if
the claim language, read in light of the specification, recites sufficiently definite
structure to avoid § 112, §6.”) (quoting Robert Bosch, 769 F.3d at 1099); see also
Blast Motion, 2017 U.S. Dist. LEXIS 16549, at *9, 47 (stating same and conducting an
analysis that looked to whether the claims, in light of the specification, recites
sufficiently definite structure). Further, sufficient structure “may be provided by
describing the claim limitation’s operation, such as its input, output, or connections.”
See Apple Inc. v. Motorola, Inc., 757 F.3d 1286, 1299 (Fed. Cir. 2014). Here, the claim

language and the specification confirm that the limitation connotes sufficient structure.
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As with the prior term, the claim language itself connotes sufficiently definite
structure to a person of ordinary skill in the art. Claim 1 claims “A multimode cell
phone comprising . . . an automatic switch over module, in communication with both
said cell phone functionality and said RF communication functionality, operable to
switch a communication path established on one of said cell phone functionality and
said RF communication functionality, with another communication path later
established on the other of said cell phone functionality and said RF communication
functionality.” The automatic switch over module is a part of the multimode cell
phone, itself.

Further, this limitation is described by its operation and includes its inputs and
outputs in the claim language. The automatic switch over module is in communication
with both said cell phone functionality and said RF communication functionality.
Further, it is operable to switch, or route, a communication path from the cell phone
functionality to the RF communication functionality or in reverse. A person of
ordinary skill in the art at the time of the invention would share that understanding.
(See Ex. M, Madisetti Rebuttal Decl. 1 41.)

These connections to the cell phone functionality and the RF communication
functionality within the multimode cell phone connote sufficient structure in the claim
itself such that the presumption against 8§ 112, 6 is not overcome. Indeed, even

Huawei and Coolpad identify a portion of the claim limitation to be structure:
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Huawei & Coolpad’s
Proposed Construction
Structure: Fig. 1
(element 101); Fig. 2
steps 210-212: Fig. 4
steps 410-412:; 5:1-7:
7:17-26. claim 1 (“an
automatic switch over
module. in
communication with
both said cell phone
functionality and said RF
communication
functionality™).

(See Doc. No. 63-2 at 53, Appendix B to Joint Hearing Statement) (identifying “an
automatic switch over module, in communication with both said cell phone
functionality and said RF communication functionality™).

Looking to the specification also confirms that the limitation connotes suffici

specification, would understand the term to refer to sufficiently definite structure.
Figure 1 identifies inputs of user activation and outputs of user prompt, as well as
connection to each of the modes 100a—100c. (See Ex. H, ’156 Patent at Fig. 1.) The
specification further includes an example of such inputs and outputs:

In accordance with the principles of the present invention,
an automated procedure may be initiated by the user of the
multimode cell phone 100 at the press of a designated
button. The user may be prompted about impending loss
of signal or otherwise loss of the established telephone
call, and may be prompted to permit establishment of and
ultimately transfer to an alternative type communication
path (e.g., a cellular phone call). In response, the user
preferably activates a suitable button, e.g., a dedicated
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button called, e.g., “Switch to Cell Network™, or simply
“Switch Communication Path”.

(See Ex. H, *156 Patent at 4:37—47.) Thus a person of ordinary skill in the art would
understand that this automatic switchover module limitation connotes sufficient
structure and 8 112, { 6 does not apply. See TEK Global, 920 F.3d at 786.

2. If the Court determines that the presumption has been rebutted, and § 112,
9 6 applies, Defendants’ disclosed structure is improperly narrow.

Assuming that § 112, § 6 applies to this limitation (which it should not), then

construing the term requires two steps: determining the claimed function and
identifying the corresponding structure in the written description of the patent that
performs the function. See Blast Motion, 2017 U.S. Dist. LEXIS 16549, at *10.
“When multiple embodiments in the specification correspond to the claimed function,
proper application of § 112 P 6 generally reads the claim element to embrace each of
those embodiments.” Micro Chem, 194 F.3d at 1258-59; Serrano, 111 F.3d at 1583.
Finally, in construing a term subject to § 112, § 6, the claim “shall be construed to
cover the corresponding structure, material, or acts described in the specification and
equivalents thereof.” See Bal Seal, 2011 U.S. Dist. LEXIS 84516, at *4.

The first dispute centers on the identification of the alleged function. Huawei
and Coolpad’s alleged function derives from their acknowledgement that “an
automatic switch over module, in communication with both said cell phone
functionality and said RF communication functionality”” was adequate structure, but
attempts to alter the function to just what the automatic switch over module was
“operable to” do. (See Doc. No. 63-2 at 53, Appendix B to Joint Hearing Statement)

BNR’s proposed function, “in communication with both said cell phone
functionality and said RF communication functionality, operable to switch a
communication path established on one of said cell phone functionality and said RF
communication functionality, with another communication path later established on

the other of said cell phone functionality and said RF communication functionality,”
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which fully encompasses the scope of the claimed module. In contrast, Huawei and
Coolpad’s alleged function does not explicitly recite the claim language and is instead
artificially created; this is improper. “[A] court may not construe a means-plus-
function limitation by adopting a function different from that explicitly recited in the
claim.” JVW Enters. v. Interact Accessories, Inc., 424 F.3d 1324, 1331 (Fed. Cir.
2005) (quoting Micro Chem., 194 F.3d at 1258. (internal quotations omitted)).

This function finds corresponding structure disclosed in Figure 1. “Fig. 1 shows
a multimode cell phone handing over a telephone call from a cordless mode to a
cellular mode, in accordance with the principles of the present invention.” This also
includes element 101 of Fig. 1, identified as the automatic switch over module, which
Is a part of the multimode cell phone 100. The specification further provides:

A method of automatically switching between a first type
RF communication link and a second type RF
communication link different from the first type RF
communication link, comprising participating in the first
type RF communication link. An availability of the second
type RF communication link is sensed, and if available,
the second type RF communication link is established
while the first type RF communication link remains active.
The parties participating in the first type RF
communication link are switched to active utilization of
the second type RF communication link.

(See Ex. H, ’156 Patent at 1:62—2:4.) This disclosure highlights the algorithm that
allows a system to practice the function. First, there is participation in a first type of
RF communication link. Next, the second type of RF communication link is sensed
and, if available, established while the first type of RF communication link remains
active. Then, the switch occurs.

Further elucidation of the structure for this algorithm exists at Col. 4:7-49:

For explanation purposes, FIG. 1 depicts an established
telephone call between the multimode cell phone 100 and
a far end telephone 150 (which in the example is a landline

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF 56

ZTE, Exhibit 1020-0066




C4q

© 00 ~N oo o B~ W N P

N NN N N NN NN P P PR R R R R R e
® ~N o 0o B~ ®W N P O © O N o o M W N L O

5e 3:18-cv-01786-CAB-BLM Document 88 Filed 05/24/19 PagelD.3886 Page 67 of 83

telephone accessed through a cellular network). Of course,
the far end telephone can be any telephonic device,
multimode or single mode.

Once the multimode cell phone 100 extends beyond its
acceptable range, the telephone call would ordinarily be
dropped, perhaps involuntarily. However, in accordance
with the principles of the present invention, the telephone
call between the multimode cell phone 100 and the far end
telephone 150 is automatically re-established using the
cellular network 120. By automatically changing the mode
of the multimode cell phone 100 (preferably subsequent to
a prompt to the user for permission to transfer), the
conversation or other communication between the parties
iIs transferred to the newly established cell phone call.

(See Ex. H, "156 Patent at 4:12-27.)
The patent then continues to describe examples of switching, including the use

of a button or prompt for switching or an automated switch:

In accordance with the principles of the present invention,
an automated procedure may be initiated by the user of the
multimode cell phone 100 at the press of a designated
button. The user may be prompted about impending loss
of signal or otherwise loss of the established telephone
call, and may be prompted to permit establishment of and
ultimately transfer to an alternative type communication
path (e.g., a cellular phone call). In response, the user
preferably activates a suitable button, e.g., a dedicated
button called, e.g., “Switch to Cell Network™, or simply
“Switch Communication Path”. Of course, the transfer
may be entirely automated without requiring input from
the user, within the scope of the invention.

(Ex. H, 156 Patent at 4:7-49.) Additional structure for the handover is disclosed in
Col. 5:7-62 and 6:3-51, particularly for the step of switching over from one
communication link to the other:

The converse of the example of FIGS. 1 and 2 is also
possible. For instance, the multimode cell phone 150 may
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move from a cell phone call to a cordless telephone call,
e.g., once the multimode cell phone 100 becomes within
range of its matching base unit 110. In this case, the
multimode cell phone 100 automatically establishes a
wireless connection with the cordless telephone base
station 110 using, e.g., a wireless piconet protocol
conforming to the BLUETOOTH™ standard. Using the
wireless cordless telephone communication path
established between the multimode cell phone 150 and its
base unit 110, a suitable telephone number relating to the
far end party may be determined and passed to the cordless
telephone functionality of the multimode cell phone 100.

(See Ex. H, *156 Patent at 5:7-20.)

The *156 Patent’s discussion of embodiments confirms that the Defendants’
formulation of the structure is too narrow. Restricting merely two examples would
result in exclusion of structures handling the automatic switchover functions that are
described in the following excerpts from the specification:

e “Preferably, the initial caller in the first telephone call controls the re-
establishment of an alternative mode communication path. For instance, in the
disclosed embodiment, the far end party's telephone number is obtained by the
multimode cell phone 150 that initiated the first telephone call (i.e., who called
whom).” (See Ex. H, ’156 Patent at 5:21-26.)

e “Telephone numbers for the far end party may be recalled from a last number
dialed functionality of the multimode cell phone 150. However, call related
information such as CallerID information may be used to allow a far end party
to themselves initiate a communication path mode transfer.” (See Ex. H, *156
Patent at 5:27-32.)

e “In the given example, the cordless telephone base station 110 then goes off
hook and dials the telephone number of the far end party, whether or not the far
end party initiated the transferred telephone call. In this example, from the far-

end user's perspective, the far end user hears that there is a call coming in (e.g.,
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using a Call Waiting service) and may or may not review CallerID information
such as the telephone number and/or name of the calling party, before they
accept the new call. Using Call Waiting type service, the far end party would
accept the new communication mode by simply activating a FLASH button and
abandoning the first telephone call...To this end, the cordless telephone base
unit 110 may notify the handset that the new communication path has been
established and accepted, allowing the base unit 110 to finally switch the audio
path from the cell phone link to the BLUETOOTH™ cordless telephone link
and then disconnect the cell phone call.” (See Ex. H, *156 Patent at 5:42—62.)
“The automatic handoff capability may be implemented using a lookup table
including entries relating to alternate telephone numbers, e.g., associated cell
phone numbers, land line numbers, etc. However, care should be taken to avoid
the vulnerability to erroneous communication path switching.” (See Ex. H, 156
Patent at 6:3-8.)

“A safer, alternative approach implements a predetermined signaling tone (e g. a
DTMF tone sent from the near end (switching) phone and a detector on the far
end phone 150 recognizing it and preparing to flash when the new call comes in.
Of course, there could be a combination of both. Let’s look at this example.”
(See Ex. H, "156 Patent at 6:9-14.)

“To accomplish [switching], the multimode cell phone 100 may send, e.g., a
quick DTMF “7” followed by a DTMF “9” (i.e., representing the characters
“SW”) notifying the near end user and the far end phone 150 (and user) that a
switch is about to happen. The far end phone 150 would remain ready for a
switch over for a given length of time, e.g., for 20 seconds. The multimode cell
phone 100 makes the alternate phone call as described above. After the far end
phone receives the new call, it checks the call related information (e.g., CallerID
data) against entries in a suitable lookup table, and if it finds a match, then

automatically flashes the telephone line on the original telephone call. The near
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end phone, as in the first example, is then notified that the second call has gone

through, allowing the conversation to continue on a switched over

communication path.” (See Ex. H, ’156 Patent at 6:25-39.)

e “In the unlikely event that the switchover does not succeed, the switchover is
preferably delayed (e.g., for 10 seconds or more) to allow the users to switch

back to the initial telephone call or communication path.” (See Ex. H, *156

Patent at 6:40-44.)

e “Similar to the above examples, the multimode cell phone 100 may switch from
cordless mode to cell phone mode when the user wishes to leave the proximity

of the cordless telephone base unit 110. For instance, manual activation of a

suitable button, or automatic detection of the quality of the RF link (e.g., the

BLUETOOTH™ piconet link) below a preset level may initiate this feature.”

(See Ex. H, "156 Patent at 45-51.)

Thus, the proper structure is Fig. 1, including element 101, Col. 1:62-2:4, 4:7—
49, 5:7-62, and 6:3-51 and equivalents thereof. See § 112, | 6.

Huawei and Coolpad’s proposed structure, on the other hand, is limited only to
“exemplary processes” for alleged function. Specifically, Huawei and Coolpad
incorrectly narrow the relevant structure to just two embodiments, those disclosed in
Fig. 1 (element 101) and in Fig. 2, steps 202-208; Fig. 4 steps 402-408 as well as the
corresponding specification description at Col. 4:50-67 and 7:1-16. In doing so,
Huawei and Coolpad capture only two “exemplary process[es],” see Col. 4:50; Col.
7:1 and not the full scope of the disclosed structure for all embodiments. See Micro
Chem, 194 F.3d at 1258-59; Serrano, 111 F.3d at 1583 (declining to require “overly
limiting structure” that is “‘contrary to the statement of multiple structures disclosed in
the specification” and noting that “[d]isclosed structure includes that which is

described in a patent specification, including any alternative structures identified.”).
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VIl CLAIM CONSTRUCTION REGARDING U.S. PATENT NO. 7,039,435

A. Background of the Invention

The ’435 Patent is entitled “Proximity Regulation System for Use with a
Portable Cell Phone and a Method of Operation Thereof,” and it issued from an
application filed on September 28, 2001.

The ’435 Patent generally relates to systems or methods that regulate a mobile
device’s transmission power to reduce potentially harmful radiation when the device is
proximate to a user. The specification describes the potential issue that the patent
addresses:

Typically, the quality of service of a cell phone is
proportional to the transmit power level of the cell
phone....[H]ealth concerns have arisen due to the power
used to transmit the radio frequency of cell phones when
operated close to the body of a cell phone user. For
example, when held close to the ear, many users have
health concerns about the high levels of radio frequency
energy causing damage to brain cells.

(See Ex. J, *435 Patent at 1:33-41.)

The background section of the *435 Patent describes shortcomings of the prior
art:

... [P]Jermanently reducing the power of the transmitter in
cellphones...also reduces the quality of service of the cell
phone. Another option for consumers is the use of cell
phones with a base that typically allows a higher transmit
power level of up to three watts....These type of cell
phones, however, do not allow the flexibility demanded by
consumers that is found in the use of a portable cell phone.

(See Ex. J, *435 Patent at 1:52-62.)
“Thus, [t]o address the above-discussed deficiencies of the prior art, the present
invention provides a proximity regulation system for use with a portable cell phone.”

(Ex. J, ’435 Patent at 2:3-5.) This proximity regulation system, in turn, “includes a
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location sensing subsystem and a power governing subsystem, which cooperate to
determine both the proximity transmit power level and when it may be employed.”

(Ex. J, ’435 Patent at 3:47-51.) The location sensing subsystem determines the
location of the cell phone relative to the user, and based on this information, the power
governing subsystem, which is coupled to the location sensing subsystem, determines a
“proximity transmit power level” of the phone. (EX. J, *435 Patent at 3:47-51.)

The 435 Patent further discloses a “power circuit” that produces the cell
phone’s transmission power. (EX. J, *435 Patent at 3:31-34.) The ’435 Patent refers to
its Figure 1 and elaborates on the power circuit’s function, disclosing that “[t]hrough
communications with the communications tower 110 employing the antenna 125, the
power circuit,” provides a “network adjusted transmit power level....” (Id. at 3:34-37.)

The bolded element numbers refer to Figure 1 of the *435 Patent, duplicated below:

FIG. 1

w (-/425

0000] N\

0000
0000

10 120~

POWER | |
CIRCUIT 10

PRS |—140

The 435 Patent teaches that the cell phone’s transmit power level is ultimately
determined, for example, by considering, adjusting, or reducing the network adjusted
transmit power level in view of the proximity transmit power level. (See, e.g., EX. J,
’435 Patent at 5:24-36; 7:9-40.)
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A. “position to a communications tower”

Plaintiff’s Proposed Construction

Huawei’s and ZTE’s Proposed
Construction’

“transmit signal strength of a
communications path between a
communications tower and the portable
cell phone”

Plain and ordinary meaning. In the
alternative, to the extent the Court
determines that a specific construction
is warranted, Huawei and ZTE
propose:

“position of the portable cell phone
relative to a communications tower.”

The term in question is bolded below in Claim 1 of the *435 Patent:

1. A portable cell phone, comprising:

a power circuit that provides a network adjusted transmit
power level as a function of a position to a

communications tower; and

a proximity regulation system, including:

a location sensing subsystem that determines a location
of said portable cell phone proximate a user; and

a power governing subsystem, coupled to said location
sensing subsystem, that determines a proximity transmit
power level of said portable cell phone based on said
location and determines a transmit power level for said
portable cell phone based on said network adjusted
transmit power level and said proximity transmit power

level.

BNR’s proposed construction of the disputed term is dictated by the

specification of the ’435 Patent, and is supported by additional intrinsic evidence,

" Plaintiffs have asserted the *435 Patent against Hauwei and ZTE, but not Coolpad or

Kyocera.
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including references identified and incorporated into the specification and the
prosecution history of the 435 Patent. BNR’s proposed construction also more
completely resolves potentially disputed claim scope by providing meaning to the
entirety of the disputed phrase, including the term “position.” Defendant’s proposed
construction, on the other hand, leaves unresolved the meaning and scope of
“position,” and further introduces the additional term “relative to” that is absent from
the *435 Patent claims and specification and causes confusion as to its meaning,
thereby providing less, rather than more clarity regarding the scope of this claim.

As set forth by the claim language immediately above, the “network adjusted
transmit power level” is defined within the claim as a function of the disputed phrase
“position to a communications tower.” The specification contains three instances
describing what the network adjusted transmit power level is a function of.2 Each of
these instances establish that the patentee acted as its own lexicographer and
specifically described the patent’s usage of this term. See Cont’l Circuits LLC v. Intel
Corp., 915 F.3d 788, 796 (Fed. Cir. 2019) (“Our case law has recognized that the
specification may reveal a special definition given to a claim term by the patentee that
differs from the meaning it would otherwise possess. When the patentee acts as its own
lexicographer, that definition governs. To act as its own lexicographer, a patentee must
clearly set forth a definition of the disputed claim term other than its plain and ordinary
meaning.”) (internal quotation marks and citations omitted).

The first instance defines the term explicitly:

8 The *435 Patent at col. 2:18-20 states “In yet another aspect, the present invention
provides a portable cell phone that includes a power circuit as a function of a position
to a communications tower and a proximity regulation system.” Although this sentence
contains the disputed phrase, this section of the specification does not elaborate on the
meaning of the terms is dispute—neither does it mention the term: “network adjusted
transmit power,” which immediately precedes the disputed phrase in Claim 1, and
which is therefore central to the dispute. Accordingly, the above-identified sentence
does not appear relevant to the present claim dispute.
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The network adjusted transmit power level is based on a

transmit signal strength of a communications path between

the communications tower 110 and the portable cell phone

120.
(See Ex. J, ’435 Patent at 3:39-42.) The fact that this sentence contains no conditional
language, or descriptions limiting it to a particular embodiment would inform a POSA
that the above statement applies generally throughout the patent, including the claims.
See, e.g., C.R. Bard, Inc. v. United States Surgical Corp., 388 F.3d 858, 864 (Fed. Cir.
2004) (unconditional statements in specification not tied to a particular embodiment
that characterized implants and plugs as pleated applied globally and required a pleated
surface for claimed plugs). In contrast, the preceding sentences, in discussing
particular embodiments of the invention, use conditional language such as “may,” or
“for instance,” and/or address specific possible values for power levels. 435 Patent at
3:31-38. In other places, the specification of the 435 Patent makes uses of terms such
as “alternatively,” “in an alternative embodiment,” “in one embodiment,” and “in
another embodiment,” when a particular feature or characteristic describes a particular
embodiment or instance. (See, e.g., Ex. J, ’435 Patent at 3:55-4:4.)

This unambiguous statement defines the disputed term in Claim 1. Both phrases

reference the same term: “network adjusted transmit power level.” The specification’s

statement that this term is “based on a transmit signal strength of a communications

path between the communications tower 110 and the portable cell phone 120.” would

inform a person of ordinary skill in the art that Claim 1’s “network adjusted transmit

power level as a function of a position to a communications tower,” means “network

adjusted transmit power level as a function of a transmit signal strength of a

communications path between the communications tower and the portable cell phone.”

The second instance in the specification confirms that “network adjusted
transmit power level” is determined by the communications path between the portable

cell phone and the communications tower:
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After adjusting the transmit power level, the portable cell

phone then transmits at a reduced level in a step 350. In

one embodiment, the adjusted transmit power level may

not exceed the network adjusted transmit power level

as determined by the communications path between

the portable cell phone and the communications tower.

In other embodiments, the adjusted transmit power level

may be reduced to the proximity transmit power level.
(See Ex. J, ’435 Patent at 7:21-26 (emphasis added).) Although this excerpt refers to a
particular embodiment, the language identifying the characteristics of the embodiment
refers to the relative power of the ultimately adjusted transmit power level of the cell
phone, not the statement that the network adjusted transmit power level is determined
by the communications path between the portable cell phone and communications
tower. A POSA would understand that this second instance’s reference to “network

adjusted transmit power level as determined by the communications path between the

portable cell phone and the communications tower” is consistent with and analogous to

the first instance’s description of the same term being “based on a transmit signal
strength of a communications path between the communications tower and the portable

cell phone.”
The third instance in the specification also confirms that “network adjusted

transmit power level” is a function of the communications path between the portable
cell phone and the communications tower:

In one embodiment, the network adjusted transmit power
level may equal the maximum transmit power level of a
portable cell phone. In other embodiments, the network
adjusted transmit power level may be a reduction from
the maximum transmit power level due to the
communications path between the communications
tower and the portable cell phone.

(See Ex. J, ’435 Patent at 7:34-40 (emphasis added).) Again, the language in the

excerpt above referring to embodiments pertains to the particular value of a network
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adjusted transmit power level relative to a cell phone’s maximum transmit power level,
and not the statement that the “network adjusted transmit power level” is “due to the
communications path between the communications tower and the portable cell phone.”
For the same reasons as mentioned above with regard to the second instance, a POSA
would understand that this third instance’s reference to “network adjusted transmit

power level,” being “due to the communications path between the portable cell phone

and the communications tower” is consistent with and analogous to the first instance’s

description of the same term.

In view of the consistent and unambiguous disclosures in the specifications as to
what a network adjusted transmit power level is “based on,” “determined by,” and
“due to,” the Court should adopt BNR’s construction. See Phillips, 415 F.3d at 1315
(“the specification is always highly relevant to the claim construction analysis.
Usually, it is dispositive; it is the single best guide to the meaning of a disputed term.”)
(citation omitted); Cont’l Circuits, 915 F.3d at 796 (““When the patentee acts as its own
lexicographer, that definition governs.”). These three consistent and unambiguous
characterizations, which also closely track the language surrounding the disputed claim
term, additionally indicate that patentee intended these definitions to apply globally.
See, e.g., C.R. Bard, 388 F.3d at 864, 866 (two unconditional statements in
specification not tied to a particular embodiment applied globally, and use of language
in specification containing the additional feature that is similar to language in the
claims that did not explicitly contain the feature, supported construing the claim to
include the defined feature.).

BNR’s claim construction is also consistent with and supported by the
knowledge a POSA possessed at the time of the filing of the 435 Patent regarding cell
phone networks relying on transmitted signal strength information to maintain cell
phone connections and call quality, as cited in the patent. A POSA would know that
the transmission signal strength necessary for a signal to travel between a tower and

cell phone is determined by the communications path along which these signals must
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travel (taking into account, for example, whether there are natural or man-made
obstructions in the communications path). (See, e.g., Ex. S at Appx537-538 (William
Yee, Mobile Communications Engineering — Theory and Applications 21-22, McGraw
Hill (2d ed. 1997).) (“Terrestrial losses are greatly affected by the general topography
of the terrain....In general the texture and roughness of the terrain tend to dissipate
propagated energy, reducing the received signal strength at the mobile unit and also at
the base station....However, even under the most optimal siting conditions, there are
often hills, trees, and various man-made structure and vehicles that can adversely
affect the propagation of mobile-radio signals.”).®

The prosecution history further supports BNR’s proposed construction. In an
Office Action mailed on August 13, 2004, the Patent Office Examiner rejected pending
Claim 19 (which corresponds to Claim 1 of the 435 Patent), based on an obviousness
combination involving U.S. 6,456,856 (“Werling”) and U.S. 6,498,924 (“Vogel”). In
connection with the “network adjusted transmit power level as a function of a position
to a communications tower” limitation in then Claim 19, the examiner stated:

It should be noticed that Werling fails to clearly teach the feature of
providing a network adjusted transmit power level as a function of a position td a

communications tower. However, Vogel teaches such limitations in column 1,

lines 26-37 for the purpose of reducing the overall interference level.

(See Ex. K at Appx322 (August 13, 2004 Office Action at 7 from the ’435 Patent’s
prosecution history).) The portion of the VVogel reference relied upon by the examiner
related to measuring distance between a mobile station and a base station, and using
this information to control transmission power of the mobile station as a function of

distance between it and the base station to reduce interference levels:

9 This book by William Yee is identified and incorporated by reference into the
specification. See "435 Patent, Col. 9-13. Accordingly, this reference constitutes
intrinsic evidence.
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o

The present invention relates more particularly to appa- |,
ratus for measuring the distance, or the propagation time,
between a mobile station and a base station in such a system.

Such knowledge of distance or of propagation time can be
used for various purposes, such as the following, given by
way ol example: 15

in a mobile radiocommunications system of the Time

Division Multiple Access (TDMA) type, such as in
particular the Global System for Mobile communica-
tions (GSM), such knowledge can be used for the
purpose of determining the timing advance 1o be 2p
applied to information from the mobile station so as to
enable said information to be received at the base
station in that one of the time channels which has been
allocated to said mobile station, regardless of the
propagation time between said mobile station and said 25
base station; and

in a mobile radiocommunications system of the cellular

type (also such as the above-mentioned GSM), such
knowledge can be used for the purpose of controlling
the transmission power of the mobile station as a 30
function of the distance between it and the base station

so as to reduce the overall interference level in the
system, or else so as to locate the mobile station, e.g. by
combining the result of such a measurement of the
distance between the mobile station and a base station 35
with the results of measurements of the distances
between said mobile station and other base stations.

(See Ex. T at Appx549 (U.S. 6,498,924 (“Vogel”) at Col 1:10-37; Ex. K at Appx322
(August 13, 2004 Office Action at 7-8 from the ’435 Patent’s prosecution history).)
The applicant objected to the Vogel rejection, and in a response dated November
18, 2004 argued that the VVogel reference did not disclose “a power circuit that
provides a network adjusted transmit power level as a function of a position to a

communications”:
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III.  Rejection of Claims 19-21, 24-25 and 27 under 35 U.S.C. §103

The Examiner has rejected Claims 19-21, 24-25 and 27 under 35 U.S.C. §103(a) as being
unpatentable over Werling in view of U.S. Patent No. 6, 498,924 to Vogel, et al.195,562. The
Applicants respectfully disagree.

As recognized by the Examiner, Werling does not teach or suggest a portable cell phone
including a power circuit that provides a network adjusted transmit power level as a function of a
position to a communications tower as recited in independent Claim 19. Thus, the Examiner cites
Vogel to cure this deficiency of Werling. (See Examiner’s Action, page 7.)

Vogel provides mobile radio communications systems and an apparatus for measuring the
distance or the propagation time between a mobile station and a base station in such a system. (See
column 2, lines 15-32.) Vogel provides no teaching or suggestion, however, of a power circuit that
provides a network adjusted transmit power level as a function of a position to a communications
tower. Instead, Vogel is directed to improving the accuracy of determining the distance and
propagation. (See column 2, lines 1-14.) Vogel does teach in the background that the distance and
propagation measurements may be used for various purposes. Vogel provides no teaching or

suggestion, however, that the purpose may be for providing a power level for transmitting.

(See Ex. K at Appx336 (November 18, 2004 Response to August 13, 2004 Office
Action at 9 from the *435 Patent’s prosecution history).) The patent examiner agreed
with the applicant, withdrew the rejection regarding Claim 19, and allowed Claims 19—
27, which issued as Claims 1-9. (See Ex. K at Appx346, 355-358 (August 8, 2005
Office Action at 7 from the *435 Patent’s prosecution history, et al).)

The prosecution history, therefore, is consistent with BNR’s proposed claim
construction, which emphasizes that the network adjusted transmit power level is a
function of “a transmit signal strength of a communications path between the
communications tower and the portable cell phone,” influenced by multiple factors,
including natural and man-made obstacles in the communication path—rather than
simply a function of distance between a cell phone and a communication tower. See
Cont’l Circuits, 915 F.3d at 796 (Although “it often lacks the clarity of the

29 ¢¢

specification and thus is less useful for claim construction purposes,” “a court should
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also consider the patent’s prosecution history....Like the specification the prosecution
history provides evidence how the [USPTO] and the inventor understood the patent.”)
(citations omitted).

Finally, BNR’s construction completely addresses the meaning of all terms in
the disputed phrase, including the meaning and scope of “position.”
Defendants’ proposed construction, on the other hand, does little, if anything, to clarify
the meaning of the disputed phrase. Defendant’s construction does not define
“position” other than to associate it to the cell phone, but this says nothing as to
whether “position” is meant to address only distance, communication paths, or whether
natural and man-made obstacles between the cell phone and tower are taken into
account. Additionally, rather than elaborate on the meaning of the disputed terms,
Defendants propose additional terms, such as “relative to” that are not used or defined
in the specification in connection with these disputed claim terms. Accordingly, for all
of the above reasons, the Court should adopt BNR’s proposed construction in view of
the clear intrinsic evidence and the understanding of a person of ordinary skill in the
art supporting it.
IX. CONCLUSION

For the foregoing reasons, BNR respectfully requests the Court reject

Defendants’ constructions and adopt BNR’s constructions for the disputed claim terms.
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| hereby certify that a true and correct copy of the above and foregoing

have consented to electronic service via the Court’s CM/ECF system. Pursuant to
Local Rule 5.4(c), any other counsel of record will be served by electronic mail,
facsimile, or overnight delivery.

/s/ Sadaf R Abdullah

PLAINTIFF’S OPENING CLAIM CONSTRUCTION BRIEF

ZTE, Exhibit 1020-0083

document has been served on May 24, 2019 to all counsel of record who are deemed to
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I, Sadaf R. Abdullah, declare as follows:
1. My name is Sadaf R. Abdullah. I am a partner with the law firm of
Skiermont Derby LLP, and | represent Bell Northern Research, LLC (“BNR?”), the

plaintiff in this lawsuit. It is by virtue of that position and my own involvement in

these events that | have personal knowledge of the matters set forth below.

2. True and correct copies of the following documents are attached as

exhibits and stamped with the letters and numbering indicated below.
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E U.S. Patent No. 7,990,842 to Trachewsky, et al., 222-232
issued August 2, 2011

F U.S. Patent No. 8,416,862 to Aldana, et al., issued 233-253
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H U.S. Patent No. 6,941,156 to Mooney, issued 276-289
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J U.S. Patent No. 7,039,435 to McDowell, et al., issued | 302-311
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L Amended Declaration of Dr. Vijay Madisetti In 359-425
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M Rebuttal Declaration of Dr. Vijay Madisetti In 426-467
Support of Plaintiff’s Claim Constructions dated May
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O Excerpts from the May 1, 2019 Declaration of Paul 475-492
Min, Ph.D. Regarding Claim Construction (“Min Op.

Decl.”)
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when the display is within a predetermined range of an
external abject. The microprocessor is coupled to the prox-
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an incoming wireless telephone call.

13 Claims, 4 Drawing Shects

Copy provided by USPTO I%J%(Tﬂlﬁfg—lne\lge%gega%(eoog é-] 32018

BNR-SDCA00000401
ZTE, Exhibit 1020-0090



Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3910 Page 4 of 12

USs 7,319,889 B2

Page 2
1.5, PATENT DOCUMENTS 2006/0019724 ALY 12006 Bahlel al ............. 455574
200370284848 % 1272006 Li cooverereeecrenieen e 3457169
20040225604 AL 11/2004 Peres el al. .ovovevovn.en. 7134320
2004/0252115 A1* 12/2004 Boiteat ..,....c.ooee.nnn. 345211 * cited by examiner

EXHIBIT A, APPX004

Copy provided by USPTO from the PIRS Image Database on 08-13-201%

| BNR-SDCA00000402

ZTE, Exhibit 1020-0091



-— O ——
Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3911 Page 5 of 12

U.S. Patent Jan. 15, 2008 Sheet 1 of 4 US 7,319,889 B2

FIGURE 1

EXHIBIT A, APPX005

Copy provided by USPTO from the PIRS Imape Database on 08-13-2018

BNR-SDCA00000403
ZTE, Exhibit 1020-0092



—_—
Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3912 Page 6 of 12

U.S. Patent Jan. 15, 2008 Sheet 2 of 4 US 7,319,889 B2

FIGURE 2

160
140

Sensor <—

______ Keypadi
*
220
P au
' e
240 wp | —L—
h 4
- P
/Display
150

EXHIBIT A, APPX006

Copy provided by USPTO from the PIRS Tmage Database on 08-13-2018
BNR-SDCA00000404

ZTE, Exhibit 1020-0093



I Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3913 Page 7 of 12

U.S. Patent Jan. 15, 2008 Sheet 3 of 4 US 7,319,889 B2

Is telephone call
active?
302

Agctivate proximity
sensor
303

Is external object
proximate?
304

l yes

Reduce
display power
305

FIGURE 3

EXHIBIT A, APPX007

Copy provided by USPTO from the PIRS Image Database on (8-13-2018

BNR-SDCA00000405
ZTE, Exhibit 1020-0094



|
Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3914 Page 8 of 12

U.S. Patent Jan. 15, 2008 Sheet 4 of 4 US 7,319,889 B2

Start
401

s
Law]
L}

Incoming call?
402

no

Activate proximity
sensor
403

Is external object
proximate?
404

l yes

Automatically answer
incoming call
405

FIGURE 4

EXHIBIT A, APPX008

Copy provided by USPTO from the PTRS Tmage Database on 08-13-2018
e BNR-SDCA00000406
ZTE, Exhibit 1020-0095



~—

Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3915 Page 9 of 12

Us 7,319,885 B2

1

SYSTEM AND METHOD FOR CONSERVING
BATTERY POWER IN A MOBILE STATION

CROSS-REFERI!NCIE TG RELATED
AFPLICATIONS

This application is a continuation of T1.5. application Ser.
No. 10/463,630, filed on Jun. 17, 2003, now T.8. Pal. No,
7,113,811 the teachings of which are incorporaled herein by
reference.

TECENICAL F11iL.1) OF THE INVENTION

‘The present invention is directed, in general, 10 mobile
stations and, more specifically, 1o a mobilz station of mobile
radio system having a reduced power consumplion under
certain operaling conditions,

BACKGROUND OF "I'11Z INVENTION

Mobile stations have found many uses in loday’s world.
When paired with a single base station located at a user’s
own premises, they are called “cordless telephones.” When
they interact with various, geographically distributed cellu-
lar base stations, they are called “cellular telephones” or
sinply “cell phones.”

Usnally the stand-by time, as well as the ialk-time, of a
mobile stalion depend on the lifetime of a (rechargeable)
battery inseried within the mobile station and hence, on the
load and/or on the capacity ol the batiery.

Increasing of the capacily of the battery would ncrease
the lifetime of the mobile station, bul batteries having
mereased capacities are often larger, heavier or more expen-
sive, none of which are desirable atributes for a portable,
affordable mobile station. Accordingly, what is needed in the
art is a way to prolong the lifetime of a mobile station
without having to use a battery with an increased capacity.

SUMMARY OF THE INVENTION

To address the above-discussed deficiencies of the prior
art, the present invention provides a mobile station, includ-
ing: (1) a chassis having a display and (2) a proximity sensor
coupled 10 ihe chassis and adapted 1o cause a power con-
sumpticn of the display to be reduced when the display is
within a predetermined range of an external objcel.

Thus, by reducing the power consumption of the display
of an activated telephone sel in case the display is not
necded, 1.2, in particoiar during a telephone call, current is

saved instead of needlessly consumed from the (recharge- -

able) battery. Accordingly. the spared available battery
power may be significani, cspecially for color displays,
resulting in an overall increascment of the stand-by and/or
talk time of the telephone set.

According to preferred embodiments the means are s:

adapied to switch-off the display in response lo a detection
that the set, preferably the display of the set, is attached near
to an object, In particular to the ear.

As a consequence, if a call for example is incoming for
cxarple, possibly the user wants to see by means of the
display the number and/or the stored name of the calling
party. However, if the user wanls 1o accept the call and hence
is allaching the telephone set to the car, the invention enables
that the display is switched off. In a similar way, in case the
user is trving 1o call a third party he may want 1o have a look
at the display for verifying the entered number, bul when the
call is established he is likewise aitaching the set and

2

Y
[

=

=Y
)

2

accordingly the display to his car for performing the call. On
the other hand, as long as the telephone sel is inside a pocicet,
for example, if is nol necessary to keep the display in an
on-condition or o indicale the number and/or the name of a
calling party.

Moreover, the means may be further adapted to switch-on
the display in response to a detection that the scl. preferably
the display of the set, is moved away from any object, in
parlicular from the ear.

As an alternative or in addition, the triggering event for
current sgving purposes may also be selectable by the uscer,
for example via a menu list. According 1o farther preferred
refinements. the proximity sensor is proposed to be a heat
flow or temperature sensor, an optical or infrared sensor, or
a load sensor. However, as 1 [urlther advamage, basically any
kind of preximity sensor which is eapable of observing a
close range or small distance may be used.

Correspondingly, the invemion proposes a method for
saving available batiery power of a mobile siation, in
particular of a mobile stalion comprising the sicps of detect-
ing an allachment of the sef, in particular of the display of
sald scl nesr 1 an object, in particular to the ear, and
switching off the display in response to such 2 detection in
case the display is in an on-condition.

The foregoing has outlined, rather broadly, preferred and
alternative features of the present invention so that those
skilled in the art may better undersiand the detailed descrip-
tion of the invention that follows. Additicnal features of the
inventicn will be described hereinaficr that form the subject
of the claims of the invention. Those skilled in the art should
appreciate that they can readily use the disclosed conception
and specific embodiment as a basis for designing or modi-
Tying other structures for carrying cut the same purposes of
the present invention. Those skilled in the art should also
realize that such equivalent constructions do not depart from
the spirit and scope of the invention in its hroadest form.

BRIEF DESCRIPTION OF THE DRAWINGS

For a mere complete understanding of the present inven-
tion, relerence is now made to the ollowing descriptions
taken in conjunction with the sccompanying drawings, in
which:

IiI¢s. 1 schematically depiets & preferred embodiment of a
mobile station having the inventive detection fonctionality;
and

FIG. 2 schematically depicts a block disgram showing
essential components of the invention;

FIG. 3 15 a flow disgram of excmplary steps for reducing
power to 2 display; and

FIG. 4 is a flow diagram ol cxemplary steps for auto-
matically answering an incoming call.

DETAILED DI:SCRIPTION

FIG. 1 illustrales a mobile station 110 of a mobile radio
telecommunication system having a loudspeaker 120 and a
microphone 130. A proximity sensor 140 is localed near a
display 150 toward a side of the loudspeaker 120. A keypad
160 allows a user (not shown) lo csiablish an ourgoing call,
accept an incoming call end/or temminate an zciive call.
However, it should be apparent to ope skilfed m the periinent
art, that these functionalities can be also performed by other
control means, for example by specch control, The proxim-
ity sensor 140 is integrated within the mobile station 110 to
enable a functionality as described in more detail with
regard to FIG. 2.

EXHIBIT A, APPX009
Capy provided by USPTC from the PIRS Image Database on 08-13-2018

BNR-SDCA00000407
ZTE, Exhibit 1020-0096



Case 3:18-cv-01786-CAB-BLM Document 88-2 Filed 05/24/19 PagelD.3916 Page 10 of 12

us 7,315,889 B2

3

As can be seen from FIGL 2, an incoming call may be
managed by a central processmg unit 220, for example for
further specific processing. For example, the number or the
name of the calling parly stored within o storage (not
referenced) implementad within the mobile station 110 can
be depicted at the display 150.

1f the user of the mobile station 110 wants to accept the
incoming call 210, he may press a kev on the kevpad 160 or
issue a voice command. Alternatively, an incoming call may
directly activate the proximity sensor 140 withoul the neces-
sity of pressing a key on the keypad 160 to accept the call.

In response to the acceptance of the incoming call 210 or
automatically, the proximity sensor 140 is activated to
monitor a proximity 230 to an external object (not shown),
for cxample a range of aboul [ive cenlimelers. This is
preferably done by a standard low-cost proximity sensor, for
example a thermal sensor, However, other proximity sen-
sors, such as conventional mechanical proximity (load)
sensors, optical sensors or range detecting sensors, fall
within the broad scope of the present invention If the
proximity sensor 140 detects an external object (such as the
uset”s ear) within the monitored range, the power consump-
tion of the display 150 is reduced, most preferably by
switching the display 150 completely off. as indicated by an
arrow 240, to spare battery power during the telephone call.

When the telephone call 210 is finished, the user of the
mobile siation 110 typically moves the mobile station 110
away from his ear. This cavses the proximity sensor 140 10
move out of range of the external object (in this case the
user’s car). Accordingly, in response thereto, the display 150
is switched back on, enabling the user to look at information
on the display 150,

Correspondingly, for an outgoing cali, the proximity
sensor 1440 is activated by pressing a key on the keypad 160
to establish the outgoing call to a third party. As long as the
outgoing call remains in effect and the proximiry sensor 140
detects proximity to an externsl object, e.g., the ear of the
user, the display 150 remains in a stale of reduced power
consumption, or off, as the cuse may be,

The fonction of switching the display off or on or other-
wise reducing the amount of power the display consumes
may comprise hardware and/or software components. For
cxample, electronically readable instructions executable in
ihe central processing unit 220 may be stored on a memory
chip located in the mobile station 110 and adapted lo
cooperate with the proximity sensor 140 1o perform the
function.

Moreover, if the proximity scnsor 140 is directly activated
by an incoming call or antomatically activaied, the display
can be kept in a switched-o1f condition as fong as the mobile
station 110 is, for example, within a pocket (not referenced)
or the like and is only swilched on when the user retrieves
the mobile station 110 from the pocket to enable the user to
look on the display 150 for an information aboul the calling
party. If the user then wants to accept the call and thence
places the mobile station 110 proximate an external object,
such as his ear, the proximity sensor 140 again detects an
ohject, causing the display again to be switched off.

FIG. 3 illustrates exemplary steps for reducing power to
a display, as described above, and FIG. 4 illustrates exem-
plary steps for aniomatically answering an incoming call, as
described above.

Although the present invention has been described in
detail, those skilled in the art should understand that they can
make various changes, substimtions and alterations herein
without departing [rom the spirit and scope of the invention
in its broadest form.
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What is claimed is:
1. A mobile station, comprising:
a display;
a proximity sensor adapted to gererate a signal indicative
ol proximily of an external object; and
a microprocesser adapted to:
{(a) detcrmine whether a telephone call is active;
(b} receive the signal from the proximity sensor; and
(¢} reduce power to the display it (i) the mmicroprocessor
determines that a telephone call is active and (i1) the
signal indicates the proximity of the external object;
wherein:
the telephone call is a wireless lelephone call;

the microprocessor reduces power 1o the display while
the signal indicates the proximily of {he external
ohjcet only if the microprocessor determines that the
wireless telephone call is active; and

the proximity sensar begins detecting whether an exter-
nal object is proximate substantialty concurrently
with the mobile station initiating zn outgoing wire-
less telephone call or receiving an incoming wireless
telephone call.

2. 'The mobile station of ¢laim 1, wherein the micropro-
cessor reduces power 1o the digplay only il (i) the micro-
processor determines that a telephone call is aciive and (ii)
the signal indicates the proximity ol (he cxicroal object,

3. The mobile station of claim 1, wherein, if (i) the
microprocessor determyines that an incoming telephone call
arrives at the mobile station and (ii) the signal indicates ihe
proximity of the external object, then the incoming tele-
phone call is aulomatically answered.

4. The mobile stalion as recited in claim 1, wherein the
microprocessor reiduces power to the display by turning off
the display.

5. The mobile station as recited in claim 1, whercin the
proximity sensor is a mechanical proximity sensor, an
optical sensor, or a range-detecting sensor.

6. The mobile station as recited in claim 1, wherein the
proximity sensor is located proximate to the display.

7. The invention of claim 1, whercin, i {i) the micropro-
cessor determines that the incoming wircless telephone cali
arrives at the mobile station and (i1} the signal indicates the
proximity of the external object, then the incoming wireless
telephone call is automatically answered without any further
action by the user.

8. A methed of conserving hattery power in a mobile
station, comprising:

deteciing whether an external object is proximate;

determining whether a telephone call is active; and

reducing power consumption of a display of the mobile
station it (1) a telephone call is determined to be active
and (11) the proximity of the external object is detected;
wherein:
the telephone call is a wircless iclephone call;
the power consumption of the display is reduced while the
proximity of the extemal objeel is detected only if the
wireless telephone call is determined to be active; and

detecting whether an external object is proximate begins
substantially concurrently with the mobile station ini-
Tiating an cutgoing wireless telephone call or receiving
an incoming wireless telephone call.

Copy provided by USTTO from the Pﬁgﬁé%agbasc on 08-13-2018

BNR-SDCA00000408
ZTE, Exhibit 1020-0097
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9. The method of claim 8, wherein the power consumplion 12. The method as recited in elaim 8, wherein the detect-
of the display is reduced only if (i) a telephone call is ing of the proximity of the external object is performed by
determined to be active and (ii) the proximity of the external a mechanical proximity sensor, an optical sensor, or a

object is detected. range-detecting, sensor.

10. The method of claim &, further comprising: 5 13, The method of claim 8, further comprising:

il (i) an incoming telephone call is determined 1o arrive at if (i) the incoming wireless telephone call is defermined 10
the mchile station and (ii) the proximity of the external arrive at the mobile station and (ii) the proximity of the
chject is detected, then aulomatically answering the externzl ohject is detected, then automatically answer-
incoming telephone call. ing the incoming wireless telephone call without any

11, The method as recited in claim 8. wherein reducing 10 forther action by the user.

power consumption of the display comprises lurning off the
display. LI R N

Copy provided by TISPTO from the PI%E&%&%%C on 0%-13-2018
BNR-SDCA00000409
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Application No, Applicant(s)
- _ 11/516,316 GORIS ET AL,
Kamran Afshar, 5?1 -272-77596 2617

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -~
Periad for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

- Exlensions of lime may be available under the provisions of 37 CFR 1.136{a). In no evenl, however, may a reply be timely Rled
after SIX (B) MONTHS from the mailing dale of this communication.

« il NO pericd for reply is specilied above, the maximum statutory period will apply and will expre 5tX (8) MONTHS from the mailing date of this communicalion.
- Failure to reply within the sel or exlended period for reply will, by sialute, cause the application 1o become ABANDONED (35 U.S.C., § 133},

Any reply received by the Offica |aler than ihree monihs after the mailing date of 1his communication, aven if limely fled, may reduce any

earned patent term adjusimenl. See 37 CFR 1.704¢b).

Status

1) Responsive to communication(s) filed on 20 November 2006,
2a)(] This action is FINAL. 2b)[X) This action is non-final.
3 since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11,453 0.G. 213.

Disposition of Claims
4B Claim(s} 1-33 isfare pending in the application.

43) Of the above claim(s) is/are withdrawn from consideration,

50 claim(s) isfare allowed.

6)BJ Claim(s} 1-33 is/are rejected.

70 Claim(s) _____ isfare objected 0.

8)[] Claim(s) ____ are subject to restriction and/or eleclion requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)3J The drawing(s} filed on 09/06/2006 is/are: a)[] accepted or b)X objected to by the Examiner.
Applicant may not request that any cbjection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s} including the correction is regquired if the drawing(s) is objected to, See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.5.C. § 119

12)_] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f}.
aJAl b0 Somie * )] None of:
1.0 Certified copies of the prority documents have been received.
2.] Centified copies-of the priorily documents have been received in Application No.
3.0 Copies of the certified copies of the pricrity documents have been received in this National Stage
application from the International Bureau'(PCT Rule 17.2(a}).
* See the attached detaited Office action for a list of the cerified copies not received.

Attachment(s)

1) E Notice of References Cited (PTO-B92) 4) D Interview Summary (PT0-413)

2) [ Notice of Draftspersan's Patent Drawing Review (PT0-948) Paper No(s)/Maii Cate.

3) [ Information Disclosure Statement{s) (PTC/SB/08) 5} [ Notice of informat Patent Appfication
Paper No{s)/Mail Date 09/06/26086. 6} D Other:

U &, Patent and Trademark Otfice

PTOL-326 (Rev. 08-08) EXHIBARe i K@nrmpry Part of Paper No./Mail Date 20070112
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Appilication/Control Number; 11/516,316 Page 2
Art Unit; 2617
DETAILED ACTION
Claim Rejections - 35 USC § 112
1. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a wﬁtten descriptian of the invention, and of the manner and process of

making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the

art to which it pertains, or with which it is most nearly connected, to make and use the same and shall
set forth the best mode contemplated by the inventor of carrying out his invention.

Claims 21, 23, 28, 30 are rejected under 35 U.8.C_ 112, first paragraph, as failing to comply with
the written description requirement. The claim{s} contains subject matter which was not described in the
specificalion in such a way as to reasonably convey to one skilled in the relevant ar that the inventor(s),
at the time the application was filed, had possession of the claimed invention. Regarding claims 21 and
28, the original specification fails to support the newly add limitation “ a microprocessor adapted to:

determine whether a telephone call is active *, © determining whether a telephone call is active”, “ the

incoming telephone call is automatically answered”, as recited in the claims,

2. Claims 21, 23, 28, 30 are rejected under 35 U.S.C. 112, first paragraph, as failing to compty with
the enablement requirement. The claim(s) contains subject matter which was not described in the
specification in such a way as to enable one skilled in the arl to which it pertains, or with which it is most
nearly connected, to make and/or use the invention. Regarding claims 21 and 28, the original
specification fails to support the newly add Iimitaﬁon “ a microprocessor adapted to: determine whether a
telephone call is active *, de-tefmining whether a telephone call is active”, * the incoming telephone call is

automatically answered®, as recited in the claims.

CIaﬂns 22-27 and 29-33 are Irejected as they are directly and or indirectly depended on rejected
claim,
Drawings
3. The drawings are objected 1o under 37 CFR 1.83(a). The drawings must show every feature of
the invention specified in the claims. Therefore, the “a microprocessor adapted to: determine whether a

telephone call is active * determining whether a telephone cail is active ",° the incoming telephone call is

EXHIBIT B, APPX016

BNR-SDCA00000479
ZTE, Exhibit 1020-0103
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automatically answered”, must be shown or the feature(s) canceled from the claim(s). No new matter
should be entered.

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office
action to avoid abandonment of the application. Any amended replacement drawing sheet should include
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is being
amended. The figure or figure number of an amended drawing should not be iabeled as “amended.” If 2
drawing figure is to be canceled, the appropnate figure must be removed from the replacement sheet,
and where necessary, the remaining figures must be renumbered and appropriate changes made to the
brief description of the several views of the drawings for consistency. Additional replacement sheets may
be necessary 1o show the renumbering of the remaining figures. Each drawing sheet submitted afler the
filing date of an application must be labeled in the top margin as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will
be notified and informed of any required corrective action in the next Office action, The objection to the
drawings will not be held in abeyance.

Double Patenting
4, The nonsiatutory double patenting rejection is based on a judicially created doctrine grounded in
public policy (a policy reflected in the statute) so &s to prevent the unjustified or improper timewise
extension of the “right to exclude” granted by a patent and to prevent possible harassment by multiple
assignees. A nonstatutory obviousness-type double patenting rejection is appropriate where the
conflicting claims are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim is either anticipated by, or would
have been obvious over, the reference claim(s). See, e.g., /n re Berg, 140 F.3d 1428, 46 USPQ2d 1226
(Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1893); in re Longi, 758 F.2d
887, 225 USPQ 645 (Fed. Cir. 1985): In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982), Inre
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644
{CCPA 1989).

A timely filed lerminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be used to
overcome an actual ar provisional rejection based on a nonstatutory double patenting ground provided
the conflicting application or patent either is shown to be commonly owned with this application, or claims
an invention made as a resuit of activities undertaken within the scope of a joint research agreement,

Effective January 1, 1994, a registered attorney or agent of recard may sign a terminal disclaimer.
A terminal disclaimer signed by the assignee must fully compiy with 37 CFR 3.73(b).

5. Ciaims 1-33 are rejected on the ground of nonstatutory obviousness-type double patenting as
being unpatentable over claims 1-20 of U.S. Patent No. 7,113,811 B2. Although the conflicting claims are

not identical, they are not patentably distinct from each other because they both basically claim the same

EXHIBIT B, APPX017
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subject matter which includes: 1) A mobile station, 2) a chassis having a display, 3) a power reducer
configured to control power consumption of said display, 4) a proximity sensor coupled to said chassis
and configured 10 cause said power consumption to be reduced when said display is within a
predetermined range of an external object, 5) and a microprocessor coupled to said proximity sensor
coupled to said display, 6) said microprocessor configured to automatically activate said proximiiy sensor
based on said mobile station receiving an incoming wireless telephone call, 7) proximily senser causes

said display 1o be turned off, etc.

“A tater patent claim is not patentably distinct from an earlier p-aient claim if the later ctaim is
obvious over, or anticipated by, the earlier ¢claim. Inre Lohgi, 759 F.2d at 896, 225 USPQ at 651
(affirming a holding of obviousness-type double patenting because the claims at issue were obvious over
claims in four prior art patents); In re Berg, 140 F.3d at 1437, 46 USPQZd at 1233 (Fed. Cir. 1998)
(affirming a holding of obviousness-type double patenting where a patent application claim to a genus is
anticipated by a patent claim to a species within that genus). * ELI LILLY AND COMPANY v BARR
LABORATORIES, INC., United States Court of Appeals for the Federal Circuit, ON PETITION FOR
REHEARING EN BANC (DECIDED: May 30, 2001).

Claim Rejections - 35 USC § 102
8. The following is a quotation of the appropriate paragraphs of 35 U.8.C. 102 that form the basis for
the rejections under this section made in this Office action:

A person shall be entitled to a patent uniess -

{e) the invention was Idescribed in a patent granted on an application for patent by another filed in the

United States before the invention thereof by the applicant for patent, or on an international application

by another who has fulfilled the requirements of paragraphs (1}, (2}, and {4} of section 371(:;) of this
title before the invention thereof by the applicant for patent.

The changes made t0 35 U.5.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA)
and the intellectual Property and High Technology Technical Amendments Act of 2002 do not apply when

the reference is a LU.S. patent resulting directly or indirectly from an international application filed before

EXHIBIT B, APPX018
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November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.8.C. 102(e)
prior to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(g}). |

7. Claims -6, 8-13, 15-18, 20-22, 24-26, 28-29, and 31-32 are rejected under 35 U.5.C. 102{e} as
being anticipated by Perez (U.S. Pub. No.: 2004/0225904 A1).

With respect to claims 1, 8, 15, Perez discloses a methad / a mobile station (See i.e. radio
communication apparatus, Title, Abstracl}._compﬁsing: a cﬁassis having a display {i.e. enclosure,
housing, main body, display 12 of Fig. 1., etc.); power reducer configured to control power consurmnplion of
ihe display (See e.g. processor 16 of ng. 1 is programmed to at least reduce power provided to the
display the sensor detects the 1alk condition, Co Page 1, paragraph [0013]) and a proximity sensar (See

- e.g. short range detector or sensors 24, 26, 28 or 30 of Fig. 1) coupled-inheremly to the chassis and
activated based on the mobile station inherently wirelessly receiving a incoming telephone call (See e.g.
Page 2, Paragraph [0014]) and / or a telephone call associated with mobile station (See talk condition
involved a phone cail starting, Page 2, Paragraph [0016]), the talk condition should generally be
understood as the condition when a user is on an active call (that is when inherently the mobile station
receiving incoming phone call.and speaking into the microphone or listening to the earpiece. A talk
condition can be sensed in quite a number of ways, Page 2, Paragraph [0015], the talk condition is
detected or sensed, at least one or more among the dispiay, the backlight (for the display), or the
backlight (See e.g. Page 3, for the by pressing or depressing keypad) can be turned off or at leas!
operate at a reduced power level {i.e. power consumption of the dispiay) Sensing a takk condition as an
incoming phone call stars, 6.g. Fl'age 2, Paragraph [0016], and the power management would turn off or
reduce power ta the display, e.g. page 2, Paragraph [0016]), the proximity sensor adapted to cause a
power consumption of (i.e. conserving power) display (See e.g. 10, 12, 24, 26, 28, 30 of Fig. 1) to be
reduced and / or tumed off (See e.g. 56 qf Fig. 2) when dispiay is within a predetermined range (.e.
predetermined angle-range, position, volume, spectrum energy or density) of an external object (See e.g.
user's head , user's ear, user's face, user's hand, user's pocket, or bag, etc. Page 2, Paragraph [0015])

and / or during a telephone call (See e.g. Page 1, Paragraph [0009], Page 3, Paragraph [0020]).

EXHIBIT B, APPX019
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Regarding claims 2, 9, 24, 31, Perez discloses the proximity sensor causes display to be turned
off /the display{See €.9. 56 of Fig. 2).

Regarding claims 3, 10, Perez discloses the proximity seﬁsor causes power consumption o be
reduced when display is within predetermined range during the telephcone cali (See e.g. talk condition, 56
of Fig. 2, Page 3, Paragraph [0020]).

Regarding claims 4, 11, 16, 25, 32 Perez discloses a mechanical proximity sensor, an optical

"sensor, and a range detecting sensor (See e.g. 24, 26, 28, 30 of Fig. 1).

Regarding claims 5, 17, 26, Perez disClo;ses the proximiiy sensor is located proximale the display
(See. e.g. 12, 24, of Fig. 1).

Regarding claim &, Perez discloses the proximity sensor is activated automatically (See eg. the
automatic adjustment can lower the power consumption, Page 2, Paragraph [0019]) when telephone call
i5 (inherently) a wireless incoming call {that is whgn the mobile station starts an aclive call receiving an
incoming call which is ocne of many ways of the talk condition, See Page 2, Paragraph [0016]) and is
activated manually when telephone call is a wireless outgeing call {that is when by depressing a Rey
manually activating and out going dispatch call is outgoing, See e.g. Page 3, Lines 14-23 of Paragraph
[0020]).

Regarding claim 18, Perez discloses the proximity sensor is located on a speaker side of chassis
(See e.g. 10, 24, 26, 28, 30 of Fig. 1).

Regarding claim 12, Perez discloses the proximity sensor is activated based on user interaction
with a keypad (i.e. key-activity, talk condition, pressing / depressing the key ar button, etc.) of the mobile
station when the telephone call is outgoing call (See Perez e.g. Page 2, Paragraphs [0017]-[0018]).

Regarding, claim 13, Perez discloses causing the power consumption to be reduced independent
of whether the mobile station is being used during the ielephone call (See Perez e.9. Sensor or Sensors
100, and automatic adjusting power consumption and / or the sensor is activated automatically, Page, 2,

Paragraph {0019}).

EXHIBIT B, APPX020
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Regarding, ctaim 20, Perez discloses the proximity sensor is activated manually (i.e. key-activity,
talk condition, pressing / depressing the key or button, Page 2, 1 [0017]) when the mobile station initiates
an outgoing wireless telephone (ISee-Perez e.g. Page 2, Paragraphs [0017]-[0018i).

With respect to claims 21, 28, Perez discloses a method of conserving battery power in a mobile
station / a mobile station See i.e. radio communicétion apparatus, Title, Abstract), comprising: a display
(i.e. enclosure, housing, main body, display 12 of Fig. 1, etc.); a proximity sensor adapted to g;anerate a
signal indicative of proximity of an external object (See e.g. short range detector or sensors 24, 26, 28 or
30 of Fig. 1, determine the proximity of a user's head to an earpiece, Page 1, 11[0009]); and a
microprocessor adapted to (See e.g. 16 of Fig. 1, Page 1, [0013, 102 of Fig. 3, Page , 2 1[0018]): (a}
determine whether a telephone call is active {Se e.g. sensor can be used for detecting a user condition of
the portable corﬁmunication device such as a talk condition when the user is assumed to be talking on the
_portable communication device and the processor can be programmed to at least reduce power provided
to the light source when the sensor detects the talk condition, Page 1, 1 [0007]); {b) receive the signal
from the praximity sensor (See e.g. signal, Page 1,[0012]); and {c) reduce power to the display if (See
e.g. reduce power, display, Page 1 1 [0013]} (i) the microprocessor determines that a telephone call is
active (See e.g. active call, Page 2, T [0014]) and (ii) the signal indicates the proximity of the external
object (See e.g. a talk condition can be sensed by measuring at least one among a spectrum density or a
spectrum energy _of a bounced signal to determine the proximity of a user's head to an earpiece of the
portable communication device using a microphone or a proximity sensor 24, Page 2, 1 [0015]).

Regarding claims 22, 29, Perez discloses (See e.g. the microprocessor the processor can be
programmed to at ieasl reduce power provided to the light source when the sensor detects the 1alk
condition, Page 1, 9 [0007]) reduces power to the display (See e.g. reduce power, display, Page 1
[0013]) only if () the microprocessar determines that a telephone call is aclive (See e.g. active call, Fage
2. 1[0014]) and (i) the signal indicates the proximity of the extemnal object (See e.g. a talk conqition can
be sensed by measuring at least one among a spectrumn density or a spectrum energy of a bounced
signal to determine the proximily of a user's head 1o an eaipiece of the portabie communication device

using a microphone or a proximity sensor 24, Page 2, 1 [0015]).

EXHIBIT B, APPX021
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Claim Rejections - 35 USC § 103

a The following is a quotation of 35 U.S.C.. 103(a) which forms the basis for all obviousness

rejections set forth in this Office action:

(a} A patent may not be obtained though the invention is not identically disclosed or deseribed as set

farth in section 102 of this title, if the differences between the subject matter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the invention was made.

9. Claims 7, 14 and 19 are rejected under 35 U.8.C. 103(a) as being unpatentable over Perez (U.S. '
Pub. No.: 2004/02253904 A1) in view of Sawada (U.5. Pub. No.: 2002!08I4998 Al).

With respect 1o claims 7, 14, 19, Perez discloses everything as discussed above in the rejected
claims 1, 8, 15. In an analogous field of endeavor, Perez further discloses the proximity sensor is
measuring the distance and / or the range of proximity of the user ear {i.e. user's head to earpiece, See
Co. 2, 11[0015]) the mobile station. However, Perez does not explicitly disclose the predetermined range
is about five centimeters. Sawada discloses the predetermined range is about five centimeters (See
Sawada e.g. 21a, 37 of Fig. 1, Page 3, § [0037)). Therefore, it would have been obvious to one ordinary
skill in the art at the time of the invention to provide above teaching of Sawada to Perez {o set the range
about five centimeters to the external object (i.e. the user ear, a pocket, and or a bag} so that the
proxim_ity sensor measuring the range (i.e. distance, threshold, etc.} is aware of the area surrounding the
mobile station (See Sawada e.g. Page 1, Y [0009)), and the predetermine range (i.e. threshold) is set in
as a few centimeters {See Sawada e.g. Page 3, 1] [0037]).

10. Claims 23, 27, 30, 33 are rejected under 35 U.5.C. 103(a) as being unpatentable over Perez
(U.S. Pub. No.: 2004/0225304 A1) in view of Her (U.S. Patent 5,712,911).

With respect to claims 23, 30, Perez discloses everything as discussed above in the fejecled
claims 21, 28. However, Perez dose not explicitly disclose wherein, if (i} the microprocessor
determines that an incoming telephone call arrives at the mobile station and (i) the signal indicates the
proximily of the external object, then the incoming telephone call is automatically answered. In an
analogous field of endeévor, Her discloses a vigoursely well known systemn and or method for proximity

sensor for sensing the presence or absence of a subscriber within a predetermined proximity zone, and

EXHIBIT B, APPX022
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microprocessor (See e.g. 18, 20 of Fig. 1) for automaticafly activating the speakerphone in response to an
incoming cail (See e.g. Co. 2, Lines 41-50). Therefore, it would have been obvious to one ordinary skill in
the art at the time of the invention to provide above teaching of Her to Perez to provide a portable
telephone including speakerphone that bypasses the use of a manually operated push speakerphone
button when responding to an incoming call via speakerphone (See Her, Co. 2, Linles 51-54),

Regarding claims 27, 33, it is obvious that the proximity sensor begins detecting (See e.g. the
automatic adjustment can lower the power consumption, Page 2, Paragraph [0019]) whether an exiernal
object is proximate subsiantially concurrently with the mokbile station initiating an outgoing telephone call
(ihat is when by depressing a key manually activating and out going dispatch call is outgoing, See e.g.
Page 3, Lines 14-23 of Paragraph [0020]).

Conclusion
1. The prior ail made of record and not relied upon is considéred perinent to applicant's disciosure,

a) Boireau (U.S. Pub. No.: 2004/0252115 A1).

Any inquiry concerning this communication or earlier communication from the examiner should be
directed to Kamran Afshar whose telephene number is (571) 272-7796. The examiner can be reached on
Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, ihe examiner's supervisor,
Eng, George can be reached @ {571) 272-3984. The fax number for the organization where this
application or proceeding is assigned is 571-273-83060 for all communications.

Information regarding the status of an application may be obtained from the Patent Application
fnformation Retrieval (PAIR) system. Status information for published applications may be obtained from
either Private PAIR or Public PAIR. Status information for unpublished applications is avaitable through
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC)

at 866-21 7? (Wee}.

.-
Kamran l’shar
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SPECIFICATION

Please amend the paragraph appearing on page 3, Hne 2, as follows:

il

FI1G. 2 sehemancally depicts a block diagram showang cssential compenents of the mvention,

FIG 3 is a flow diasrm of exemplan steps for reducing power Fo a dispiay: and

FIG. 4 s a Sow diacras of exenyplane sleps for automatically anssenne an inconung call.

12 Please insert the following new paragraph just prior to the paragraph beginging on page 4, line 13:

FIG. 3 ilkustrates exemplaty steps (or reducing power to a display. as described above, and FIG. 4

Hlustrates exemplary steps for automatically answering an incoming call, as described above.
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13

=

B
>

CEAIMS
1-20.  {(Cancelied)
25 (Previously Prosented) A mobile station, comprising:

2 display.
a proxahuty sensar adapted o generate a signal mdicative of proxinmity of an extemal ohject. and
a microprocessor adapted to:

(u} deternuine whether a telephone call s active:

(b)Y receive the sipnal from the proximity sensar; and

{c} reduce power to the displav if (1) the microprocesser determings that a clephone calt

is active and {it} the signal indicates the proxionty of the external objact.

22 (Previously Presented) The mobile station of claim 21, wherein the sicroprocessor
reduces power (o the display only i {1) the micraprocessor deterimtines that a telephone call is active and

(ii) the sipnal indicates the proximity of the extemnal object.

23 {Previgusly Presented) The mohile station of claim 21, whergin, if (1) the microprocessor
determines that an incoming telephone call arvives at the mobile station and {11) the signal indicates the

prassmly of the external objeet, then the ncosming telephone call s automatically ansswered.

24 (Previously Prosented) The mobile station as recited i1 claim 21, wherein the

microprocessor reduces power 1o the dispiay by uming off the display.

25 ¢Previously Presented) The mobile station as reciled i claim 21, wherein the proxsmity

sensor s a mechanical proximaty sensor, an optical seasor, or a range-detecling sensor.

2. {Previously Presented) The mobile station as recited in clam 21, wheren the prosany

senses iy lecated proximate to the display

27 {Previously Presented) The mebile station as recilad in claim 21, wherein the proximity
sensor bagins detecting whether an extemal ebject 1s proximate substantiallv concurrently with the mobide
stufios initiating as outgoing telephone calk
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28 {Previously Presented) A method of conserving batters power in a mobile station,
COFPTISing:

detocting whether an external object is proximate;

5 determuning whether a telephone call is active; and
reducing power consumption of a display of the mobsle slation if (i} a telephone call is

determined to be active and (it} the proximity of the extersal object is detected.

29, {Previgusly Presented) The methed of cluim 28, wherein the power consumption of the
16 display s reduced ondy if (i) a telephone call is determined to be active and (is) the progmity of the

external obpeet is detectud.

30 {Previously Presented) The methad of claim 28, farther comprising:
if (i} an inconting fclephone call is determined o arvive at the mobile station and (i) the

1% proxanity of the external object s detected, then astomatically answermy the incoming selephone cali.

31 ¢ Previously Presented) The miethod as recited in claint 28, wherein reducing power

consumption of the display comprises trning ofl the display.

20 32, {Previously Presented) The recthod as recited m clatrs 28, wherein the detecting of the
proxmity of he external object is performed by a mechamical proximuty sensor, an optical sensor. or 8

rango-delociing SERsor,

33 {Previously Presented) The method as recited in clamm 23, whereis detecting whether an
25 extemal object 18 proxioate begins substantialiyv concurrendly with the mobde statlon mating an.

aulyorny telephose call,

34, (New) The mvention of claim 21, wherein:

the telephone call is a wireless telephone call;

%]
[

the asicroprocessor reduces power to the display whsle the signal indicates the proximity of the
extermal objoct only 1f e microprocessor determines that the wircless telephone call 1s active; and
the preximity seasor begins detecting whether an extersal abject s proxamate sebstantially

concurrently with the mobile station initiating an outgoing wirciess telephone eall or receiving an
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meoming wireless telephone call.

33, (New) The mrvention of claim 34, wherem, if (1) the microprocessor determines that the

meoming wircless telephone call arrrves at the mebile station and (i) the sipnal indicates the proxamgy of

5 the external object, thes the incoming wireless welephone cafl 1s automaticatly answered without any

further aclion by the user,

33, (New) The invention of ¢laim 28, wherein:
the telephone calt is a wireless telephone call:
14 the power consumption of the display 18 reduced whnke the prosamsty of the external objeel ks
detected only i the wireless tefephone call is determined to be aetive, and
detecting whether an extemal object is proximate bogins substantially concurrently with the
mobile station bnitiating an outgoing wireless telephone call or receiving an incoming wircless felephone
cail.
15
37, {New) The method of claim 36, further comprising:
if (i} the incoming yircless felephone call is determined to armive at the mobde station and (31) the
praximity of the esternal objiect 1s delected, then mstomaticatly answering the incoming wireless
telephone call without any fsther acthion by the user.
Z0
38 {(New) The mobile slavon ag recited o clabm 21, wherein the proximity sensor bagins
detecling whether an estersal objoct 15 proxumate substantialiv concurrently with the mobiic station

reciiving an mcoming telephone call,

a5 39 ¢New) The method as recited in claim 28, wherein detecting whether an oxiemal object
16 proximate begios substaniially concarrenty with the mobile slation receiving an incoming telephone

call.
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REMARKS/ARGUMENTS

Claims 1-33 were proviousty pending m the application, Claims 1-20 are cancelled hereim, and
claims 34-39 are added herein, Assuming entry of this amendmest, claims 21-39 are pow pending. The
Apphicast hereby requests examination of the apphication in view of the foregoing amendments and these

vesrarks.

Written Description and Enablement Rejections Linder 8112, First Paragraph

tn paragraph { of the action, the Examiner rejected claims 21, 23, 28, and 30 under 35 US.C. §
112, first paragraph, as failing to comphy wilh (he wrilton description reguirement. In paragraph 2 of the
action, the Examiner rejected clasms 21 23, 28, and 30 under 35 US.C & T2, first paragraph. as fuling
to comply with the cnablement regrarement, ks particular, the Examener asserts that the specification fails
te support the limitations: “a microprocessor adapted to determine whether a telephone ealt is active™
(claim 21), “determining whether a telephone call 1s active” (claiin 28), and “the incoming telephone cail
i3 ausomatically answered” (clamms 23 and 30y, The Applicant respecifally submits that the speaification
and cluims 21, 23, 28, and 30 do indeed comply with the wrtten descnpion and enablement
FOGLUTCITICHTS,

Support Toy “a sucroprocesser adapted w0 dotermine whelher a telephone call s actinve™ and
“detennining whether a telephene call 1 active” can be found at p. 3, lines 12-15, 19-21, and 31-32, and
p. 4, lincg 1-3, of the specification. Mowe specificaliy, p. 3. af Hnes 12-13, discloses that “an incoting,
call mayv be managed by a central processing unit 220 for example for fusther speeific processing ™
Central processing unit 22038 shown in FIG 2 and labeled 7P, which 3s an abbreviation for

“micropracessor.” Addittonally, p. 3. al lnes 19210 discloses that “[1n response to the accoptance of the

meoming call 210 or automatically, the proaimity senser 144 is activated to manitor a proxsmity 230
an extermnal olject.” asd p. 3, at Hines 31-32, discloses that “for an ouigomg call, the proximity sensor $4¢)

e activated by pressing a key on the kevpad 169 to establish the owtgoing call o a third party.”

Addittonally. p. 4, at fines -2, discloses that the “function of switching tho display off or on or otherwise
seducing the amaount of power the display consumes may comprise hardhvare andfor software
components © Addionaliv, p. 4, at lines 2-5, pravides an example wherein “electronically readable
instrictions executable i the central processing unit 226 may be sloved on a memory chip located in the
mobile station 110 and adapted 10 cooperale with the proximity seasor 140 1o perform the Rinetion.”
Moreover, ongmal clasm | {(whach is cancelied heremn) recites ~a microprocessor coupled to said

proximity sensor and coupled to snid display, stud microprocessor configured to automatically activate
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sadd proximity sensor based on said mobite staton recabving an inconing wireless tetephone call,”
original chiam & (which is alse cancelled herein) recites “emplovimg a microprocessor of swid mobite
stafion (0 avtomatically achivate a proximily sensor when said mobile stalion receives an Incoming
wircless elophone call:” and original claim 13 (which is also cancelied heremn) recites that “said
microprocessor configured to automaticallv activate sad proximity sensor based on said mobile station
receiving smd incoming wireless telephone cali ™ Thus, the specificalion reasonably convevs to onc
skilicd in the relevant art “a sucraprocessor adapted to determine whether @ telephone call is active” and
“determining whether & wlephone call is active”

Support for “the incoming telephone call is automatically answered” can be found at p. 3, hines
17-18, and p. 4 lines 13, of the spocification. More specificallv, p. 3, at lines 17-18, discloses that “an
incoming call may dircetv activate the proxemity sensor 140 without the necessity of pressing a kv on
the keypad 160 to accept the call.” Thus, the specificanon recasonably conveys to one skifled m the

relevant art that “the incoming telephone call s mpomancally answored.”

Prawing Qbiections

e paragraph 3 of the action, the Examiner objected to the drawings as failing to show every
elaimed feature, namely, “a microprocessor adapted 10 determing whether a telephone call is active,”
“determining whether s wlephone calt is active,” and “the tncoming telephone call s automancally
ansywered.” CPU 22038 clearly shown in FHGL 2 and labeled “1P.7 which 3s an abbreviation for
“microprocessor.” Furthermore. a Transauttal of Drawings including new FIGe. 3 and 4 13 being filed
with this Amendment Sapport for FIG. Y is found, e g, atp. 3, fines 12-13. 392, and 31-32, and p. 4,
lnes F-3 of the specification. Supporl for FIG. 4 s found. c.g, at p. 3, lnes 17-18, asd p. 4, lines 1-3 of
the specification, FIG. 3 clearly shoves a stop of determiming whether a telephone call is active (step 302).
and FIG. 4 cleasly shows a step wherein the inconung call s aufomatically answered (step 405y Thus,

#s believed that ihe drawsng objections bave boen overcome.

Rouble-"atenting Rejactions

In paragraph 4 of the action. the Examiner rgjected clams 1433 on the ground of nonstahitory
obviouspess-vpe double patenting as snpatentable over cladms -2 of U S, Patent No, 7. 113811 In
response. the Applicant subnuts that, if necessary, a termunal disclaimer will be filed after indicason of

allowable sabject mattcr i the present application.
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Art Rejections

ko paragraph 7 of the action, the Exauiner rajected claims 146, 8-13, 15418, 20.22 246, 28-24,
and 3532 under 35 US.C, §102(¢) as anticipated by TS, Palend Application Pub. No. 2004/0225904 A
(“Perea"y,

Enparagraph Y of the action. the Fxaminer rejected claims 7, 14, and 19 ender 35 U 5.0 §105{w)
as obvious over Perer m view of ULS. Patent Application Pub. No. 2002/084998 A1 ("Sawvada™.

e paragraph 10 of the action, the Examiner rojected clmms 2302730, and 33 under 33 US.C
$103(a) as vhvious over Perez in viow of ULS. Patent No, 3.712.01 ] ("Har™).

For the following reasons, the Applicant submuts that claims 21-39 are allowable over the cited

references.

Clmims 2133

Claim 21 vecites. inter aficn

a microprocessor adapted o

{2} determyme whether a telephone call is active:

{(h) receive the signal from the proximity sensor; and

{c} recuce power o the display if (1) the vucroprocessor determines thata
tefephone call is active and G0 the sienal mdicales the proximity of the external obiect.

The Examiner argues in paragraph 7 of the action thig Perez discioses a “power reducer configured to
cositrol power consumption of tie display (Sce e.g. processer 16 of Fig. | g programmed 1o at Jeast
reduce power provided to the dsplay the sensor defects the talk condition, Co Page 1, paragraph fCO13]Y”
{sic). Perez provides a number of exaraples of how a “tatk condition” can be detected:

= Atalk condition. for example. can be sensed by detecting 1l a predetemuned volume of acoustic
sound is bemng received at the mucrophone 20 or at anclher seasor such as a proximity sensor 26
mdreative of 3 user talking on the portable commmurucation device (paragraph [0035]):

¢ Altemnapvel atalk condition can be sensed by measunng al least one among a spectrom density
ora spectrum enerzy of a bounced stgnal to determing the proxsmsty of a user's head to an
carprece of the porlable conunenication deviee using a microphong or a proximity sensor 24
{paragraph {0013])

o A talk condition can also be sensed by dotecting an angle at which the portable communication
deviee 14 s positiongd or by detecting a vibration of the portable communication device 10
{paragraph {6013k

e Another way for sensing a tatk condition can be achicved by sensing if the portable
comnixcation device 14 is i a gser's hand {paragraph {0015} and

Serfal Neo, d F516.3716 -8- Gorts TU-10 (9921313}

EXHIBIT B, APPX030

BNR-SDCA00000499
ZTE, Exhibit 1020-0117



Case 3:18-cv-01786-CAB-BLM Document 88-3 Filed 05/24/19 PagelD.3937 Page 19 of 43

o In vet another allerpative, sensing a talle condition can invelve stmply measiring a predetosmined
penod after a phone call starts {paragraph [0018]).
s paragraph [OO18E Porez states that “Iplower for the hight sources can be reduced or tumed off either
inngdiately upon detection of a talk condition or within a predetermined tme as mav be programmed
mto the portable comucation device 107 Thus, in Perez, althoueh several different wavs of detectng

a “lalk condition™ are disciosed, the delection of only g single talk condition” is used to reduce display

power. Claim 21 recites thal power s reduced to the display 1f two separate and distinel conditions ase

indicated Since Perez fails to disclose display-power redsction based on these two separate and distinet
conditions, Perez cannot anaoipate olaim 21, For similar ceasons, the Applicant subimits that clum 28 (s
4
Al

also allowable over Percz. Since clatms 22-27 and 29-33 depend vanoustv from claims 21 and 2%, it 1s

further subimitted that those claims are also allowable over Perez.

Claims 23 and 30

Claim 23 reettes, infer alia, that “if (1) the microprocessor determinss that an incoming telephone
call arrives at the mobile station and (i) the signal prdicates the proximity of the external object. then the
incoming telephone call is antomaticatly answered 7 In rejecting clasm 23 as obvious over Perez and Her
in paragraph 10 of the action, the Examiner admits that Peres does not disclose these foatures and alleges
that Her “discloses a vigoursely well ksown svstem and or method for proximity sensor for sensing the
presence or absence of a subscrber within a predetennited proximity zone. and microprocessor (See e,
18, 20 of Fig. 1) for antomatically activating the speakerphone in sesponse to an incoming call (See e g
Co. 2, Lines 41-30Y7 ¢sic). The BExaminer concludes thae i [herefore, it would have been obvious to one
ordhgary skiil in the art at the tme of the invention o provide above teaching of Her to Peree to provide a
portable telephene including speakerphone that bypasses the use of a smansaly operated push
speakerphone buttan when responding to an mcomsing call via speskerphone (See Her, Co. 2, Lines 31-

34)7 (sich

Perez is concerned with conserving battery e o 2 wireless, imobile, band-heid relepbone
conmnucations deviee, while Her desls with a wired, hands-free elephone communications device
emploving a speakerphone coupled to a hne-tnterface vt (LIU) electneally interfaced with a telephone
Hue (Her, at col. 3. boes 47-30). One skilled i1 the ait of power conservation in a mobile device. e

when the hand-held mobile device 15 browght to the ear of a user. would not tum for geidance fo Her,

which 15 specifically concemed with eliminatag the need for the user of a hardwired. stationary, hands-

tree speakerphone to bave o approach the speakerphose wnd press & button 1o answer an incosung call
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{Her_at col. 2. lines 35.38). Thas, confrury 1o the Bxaminer’s assertion that Her is in “an analogous field
of endeavor” to Peres, Her is not at all in an asadogous field, and these references are sot properiy
corphinable to roject claim 23 as obvious. Therelore, claim 23 13 allowable over Perez and Her, For

similar reasons, the Applicant submits that claim 30015 also allowable over Perer and Her

Claim 27 reeites, inper afia, that “the proxistty sensor beeins detecting whether an externad
object is proximate substantiathy concurrently with the mebile station instiating an ontuoiag telephone
call.”™ In rejecting claim 27 as obvicus over Perez and Her in paragraph 10 of the action, the Examiner
atloges that ™ is obvious that the proximity sensor begins delechng (See e.g. the mstomatic adjustment
can lower the power consumption, Page 2. Paragraph (00191 whether an extemal objoct is proximate
substantially concurrently with #he mobike station stiating as cutpoing telephone call (that is when by
depressing a key manually activating an out going dispatch call is outgoing. Sce e.e. Page 3, Lines 14-23
of Paragraph {00208 ¢sic). Contrary to the Exmminer’s assertions, this foature is not ot all obvious. The
cited portions of Perez fo which the Examimer refers as supporting this sjection ae sot forth below:

Page 2, Pamagraph |0019]:

[O619] Tn one partieular embodiment as shown in FIG. 3. the sensor or sensors
HO can comprise the camuece 22, the mucropbone 24, a coder/decnder 104 and a digital
signal processor (13SP) 102, The sensor {00 can stilize an acoustic feedback algonthm
that measures at least a spectram dengity or 4 spectmnm encrgy of & bousiced signai o
deternnne the proximity of a user's head to the carpiece 22 of the porlable communication
device. The sensor 100 can also be used (o control the osthound audie guality or provide
a constant audio level (from the perspective of the user) by aulematically adjusting the
audia level based on the proximity to the car of the user, This antomatic adjustment can
additionally lower the pover consumption by the audio coder/decader 104,

Page 3, Lines 14-23 of Pamgraph (G029}
Next. at decision bDlock 38, #1s determined #a kev on the kevpad s depressed by the
user, if a predetermined deviee mgle or other miotion is detected or if a break in audio is
detecled. The conditions 1n decision 38 can typically be conditions indicative thal a lalk
condition is at least temporasily finished. H a kevpad is depressed, it should be
determined what kind of key was depressed. If the key is a power off key at decision
block 39, then the ighting seurces remain in thoir corrent state {off) as the radio powers
dewn @ step 62,
I paragraph {00194, Perer mentions “outhbound adio gualits,” 1o the quality of the andio signal being
provided to the user through the carpicee of the phone. However, as can cleasly be scen from the above-

the initiation of outgeing calls. Neither of these ented portions discloses or cven sugaests the features
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recited o clabm 27, samely. that “the proximite senser begins datecting whether as external object is
proximate substantially concurrently with the mobile stagion iniliating an outgoing telephone eall™ Nor
dois Her supply these missing teachings. Therefore. claim 27 is allowable over Perer and Hor. For

similar reasons, the Applicant submits that claim 33 15 also allowable over Perer and Her

New Claims 34-37

On 4/13/07_the Examiner participated in a telephonie interviow with the Applicant's attomey
Kevin Drucker. The Applicant thanks the Examiner for the cowlesy of that interview. Daring the
terview, e Exammer sxlicaled that the Apphicant coidd probably ovarcome the cited refesences. if the
Applicant combined the features of claims 28, 29, and 33 into & sew clatm and made three other changes:
{i) adding the phrase, “or receving as incoming telephone calf” {as supporned by specification, eg, atp.
3, fimes 19-20) at the end of claim 33 prior w combining these clms; (0} adding the hmation “mobile™
or “wirgless” to the phrase “telaphone call™ in the combined claim; and (i) changing “a welephone call”
to “the telephone call™ w clam 29 before combuming these clams, The Examiner then indicated that the
Applicant could further detine over the cited references by adding claim 30 @ the combination of claims
28, 24, and 33 The Exasuser said that elaims 27, 22, and 27 could be combined similarly to overcome
the ciled references, and then clagm 23 could further be added to this cominnation. Accordingly, the

Applicant has added new clams 34-37, which find support i the fallowing original claims:

New Ciaim | Supporl Found in Original Claim(s)
34 22 and 27
35 23
36 29 and 33
37 30

Based on the Exaniner’s Interview, (1 is believed that clawms 34-37 are alloveable over the oited

reforenees,

New Clams 38-39

New elaim 38 recites that “the proximity scnsor begins detectng whether an external object is

proxamale substantiaily concurrentds with the mabile slation recetving an incoming elephone cafl »
Support s Tound o the specification, eg..atp. 30 lmes 19-20. Adding this foature o new clatms 34 and
30 was proposed by the Examiner, as discussed above, and the Applicant believes thal now chum 38 15
allowable over the cited references. because none of the cited reforences discloses beginnmg detcchion of

an external object when an inconusg call s recoived. For example, as discossed above with referencs to

claims 21-33, in Perez, although several ditferent wavs of deteeting a “alk condition™ are disclosed. the
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detection of only a single “talk condition™ is used o reduce display power New claim 38 recites that the

detection of an extemnal ebject begins when an incovung call is roceived. Thus, there are two sepagate
onditions that are fulfilled before power s rediced to the display. 1e., () 1f an incoming felephone cal
power reduction based on these two separate and distinet condittons, Perez cannot antieipate ciaim 21
Nor do any of the other aited references supply these missing teachings. Therefore, new claim 38 is
atlowable over the cited references. For simifar seasons, the Applicant submits that claim 39 is also

aflowahle over the cited references,
by view of the above amendments and remarks, (he Applicant belsoves that the now-pending
clarms are i condition for allowance. Thesefore. the Apphcant belicves that the entire application 1s now

m condstion for atlowance, and carly and favorable action 1s respectfully solwited.

Respectfully submitied,

Date: 04/30/2007 MKevin M. Prucker!
Customer Na. 46900 Kevin M. Drucker
Mendelsohn & Associates, P.C. Registzation No, 47 337
1300 Joho F. Kennedy Blvd., Suitg 4403 Attorey for Applicant
Philadelphua, Pennsvivania 19102 (213} A57-6659 {phone)

(215) S57-8477 (fax)
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Application No. Applicant(s)-
11/516,316 GORIS ET AL.
Office Action Summa
ry Examiner / ({y‘ Art Unit
Kamran Afshar, 571-272-7796 2617

- The MAILING DATE of this communication appears on the cover sheet with the correspondence addrass --
Pericd for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY {30} DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a}. In no event, however, may a reply be timely filed

atter SIX (6} MONTHS from the mailing date of this communication.
- It NOQ period for reply is specified above, the maximum statutory penod will apply and will expire S1X (§) MONTHS from the mailing date of this communication.
- Failure to reply within the set or exignded period for reply will, by statule, cause the applealion ta becoms ABANDONED {35 U.S.C. §133).

Any reply received by the Office later than three months afier the mailing date of this communication, even if imely fled, may reduce any

earned paten! term adjustment. See 37 CFR 1.704(b).

Status

1) Responsive to communication(s) filed on 30 April 2007.
2a)ld This action is FINAL. 2b)[] This action is non-final.
3)J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayls, 1935 C.D. 11, 453 0.G, 213.

Disposition of Claims

4) Claim(s) 21-39 isfare pending in the application.
4a) Of the above claim(s) is/are withdrawn from consideration.
5)] Claim(s)_____is/are allowed.
B Claim(s) 21-39 is/are rejected.
7)(J Claim({s) ___is/are objected to.
8)[J Claim(s) ____ are subject o restriction and/or election requirement,

Application Papers

%) The épeciﬁcation is objected to by the Examiner.
10)f The drawing(s) filed on 30 Aprif 2007 isfare: a)(X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85{a).
Replacement drawing sheet(s} including the correction is required if the drawing(s} is objected to. See 37 CFR 1.121(d).
11)J The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTQ-152.

Priority under 35 USsS.C.§119

12)[] Acknowledgment is made of a claim for fereign priority under 35 U.S.C. § 119(a)-(d) or (P.
a)J Al by Some * c}[] None of:
1.0 Certified copies of the priority documents have been received.
- 2.0 Certified copies of the priority documents have been received in Application No. __
3. Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the cerified copies not received.

Attachment(s)
13 [X] Notice of References Gited (PTO-892) ) [ Interview Summary (PTO-413)
2) ] Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _
kY D Information Disclosure Statement(s) {PTO/SB/08) 5) D Natice of Informal Pratent Application
Paper No(s)Mail Date - 6) |:| Other:
U.S. Patenl and Trademark Oﬁ"ru
PTOL-326 {Rev, (18-06) EXHIBl btz AddROEQBBary , Pan of Paper No./Mail Date 20070625
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DETAILED ACTION
' Response to Arguments
1 Applicant's arguments filed on 04/30/2007 have been fully considered but they are not
persuasive,

In response to applicant’s argument that the references fail to show certain features of applicant’s
invent‘ion, it is noted that the features upon which applicant relies (i.e. power reduction based on two
sepafate and distinc_t condition i.e, if {i) the microprocessor determines that a telephone call is active and
{ii} the signal indicates the proximity of the external abject, See e.g. Page 9, 1 [0018]). Exahiner very
kindly directs the Applicant to Page 2 Paragraph [0014], as Perez discloses the talk condition should
generally be understood as the condition when a user is on an active call (See e.g. Page 2, ] [0014], that
is when th_e mobile station (MS) i'nheren-tly receiving incoming phone call, or MS inherently placing an out
going call by keying ! dialing the number on the keypad and speaking into the microphone or listening to
the earpiece, Page 2, § [0015]). The determination is being done by the processor (See Page 1,
[0013]). And the signal i'ndicat.es the proximity of the external objéct {See e.g. signal, Page 1,11[0012), a
bounced signal to determine the proximity of a user's head to an earpiece of the poriable communication
device using a microphone or a proximity sensor 24 as further detailed with respeci to FIG. 3, Page 2, )

. [0015]}. Further more, A talk ¢condition can be sensea in Cjuite a number of ways, Page 2, Paragraph
{0015], the talk condition is detected or sensed, at least one or more among the display, the backlight (for
the display),. or the backlight (for the keypad) can be turned off or at least operate at a reduced power
level (i.e. pov;fer consumption of the display). Sensing a talk condition as an incoeming phone call starts,
e.g. Page 2, Paragraph [0016], and the power managefnentwould turn off or reduce power to the display,
e.g. page 2, Paragraph [0018]. Therefore, it is believed that Perez does disclose each and every element
of independent claims 21 and 28. As such Perez is an anticipating reference 1o Claims 21, 28 and Claims

| dependent therean,

In response to applicant's argument that there is no suggestion to combine the references, the

- examiner recognizes tﬁat obviousness can only be established by combining or medifying the teachings

of the prior art to produce the claimed invention where there is some teaching, suggestion, or motivation

EXHIBIT B, APPX037
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to do so found either in the references themselves or in the knowledge generally available to one of
ardinary skill in tﬁe art. See Inre Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and in re Jones,
958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, in a'n analogous field of endeavor, Her
discloses a vigorously well known concept of a system and or method that a proximity sensor for sensing
the presence or absence of a subscriber within a predetermined proximity zone, and microprocessor (See
e.g. 18, 20 of Fig. 1) for automatically activating the speakerbhone in response to an incoming call {See
e.g. Co. 2, Lines 41-50). Therefore, it would have been obvious to one ordinary skitl in the art at the time
of the invention to provide above teaching of Her to Perez to provide a portable tefephone iﬁc‘uuding
speakerphone that bypasses the use of a manually operated push speakerbhone button when
responding to an incoming call via speakerphone {See Her, Co. 2, Lines 51-54). Therefore it is
analogous, and the previdus rejection is maintained.

Regarding obviousness Double-Patenting rejection, Applicant argues that, if necéssary, a
terminal disclaimer will be filed. In Response, the Double patenting rejection will be withdrawn upon a

proper Terminal Disclaimer is filed. Therefore, the previous Double-patenting rejection is maintained.

Claim Objections
2. The numbering of claims is not in aécordance with 37 CFR 1.126 which requires the original
numbering of the claims to be preserved throughout the prosecution. When claims are canceled, the
remaining claims must not be renumbered. When new claims are presented, they must be numbered
consecutively beginning with the number next following the highest numbered claims previouslyl
presented {whether entered or not).

Misnumbered claim 35 depending from claim 28 has been renumbered to cfaim 36.

Double Patenting
3 The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in
public policy (a policy reflected in the statute)} so as to prevent the unjustified or improper timewise
extension of the "right to exclude” granted by a patent and to prevent possible harassment by multiple
assignees. A nonstatutory obviousness-type doubte patenting rejection is appropriate where the
conflicting claims are not identical, but at Jeast one examined application claim is not patentably distinct

from the reference claim(s) because the examined application claim is either anticipated by, or would
have been obvious over, the reference claim(s). See, e.g., /n re Berg, 140 F.3d 1428, 46 USPQ2d 1226

EXHIBIT B, APPX038
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{Fed. Cir. 1998); In re Goocdman, 11 F.3d 10486, 28 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d
887, 225 USPQ 645 (Fed. Cir. 1985}); /n re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). and ir re Thorington, 418 F.2d 528, 163 USP( 644
{(CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321{d) may be used to
overcome an actual or provisional rejection based on a nonstatutory double patenting ground provided
the conflicting application or patent either is shown to be commaonly owned with this application, or ¢claims
an invention made as a result of activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer.
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b).

4. Claims 21-39 are rejected on the ground of nonstatutory obviousness-type double patenting as
being unpatentable over claims 1-20 of U.S. Patent No. 7,113,811 B2. Although the conflicting claims are
not identical, they are not patentabiy distinct from each other because they both basically claim the same
subject matter which includes: 1) A mobite station, 2) a display, 3) reduce power to the display, 4) the

microprocessor determines that a telephone call, 4) external object.

"A later patent claim is not patentably distinct from an earliér_ patent claim if the later claim is
obvibus over, or anticipated by, the earlier claim. In re Longi, 759 IF.2d at 896, 225 USPQ at 651
(affirming a holding of obvipusness-type double patenting because the claims at issue were obvious over
claims in four prior art patents); In re Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998)
(affirming a holdinlg of obviousness-type double patenting where a patent application claim to a genus is
Ianticipated by a patent claim to a species within that genus). " ELI LILLY AND COMPANY v BARR
LABORATQORIES, INC., United States Court of Appeals for the Federal Circuit, ON PETITION FOR
REHEARING EN BANC (DECIDED: May 30, 2001).'
Claim Rejections - 35 USC § 102 .
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for
the rejections under this section made in this Office action:
A person shall pe entitied to a patent unless —
(e) the invention was described in a patent granted on an application for patent by ancther filed in the
United States before the invention thereof by the applicant for patent, or on an international application

by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this
title before the invention thereof by the applicant for patent.

EXHIBIT B, APPX039
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1899 {AIPA)
and the Intellectual Property and High Technology Technical Amendments Act of 2002 do not apply when
the reference is a U.S. patent resulting directly or indirectly from an international application fited before
November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.S.C. 102({e)
prior to the amendment by the AIPA {pre-AIPA 35 U.§.C. 102(e)}.

B Claims 20-22, 24-26, 28-29, 31-32 and 38-39 are rejected under 35 U.S.C. 102(e} as being
anticipated by Perez (U.S. Pub. No.: 2004/0225904 A1).
‘ Regarding, claim 20, Perez discloses the proximity sensor is activated manually {i.e. key-activity,
talk condition, pressing / deprassing the key or button, Page 2, ] [0017]) when the mobile station initiates
" an outgoing wireless telephone (See Perez e.g. Page 2, Paragraphs {0017]-[0018]).

With respect to cléims 21, 28, Perez discloses a method of conserving battery power in a mobile
station / a mobile station See i.e. radio communication apparatus, Title, Abstract), comprising:; a display
{i.e. enclosure, housing, main body, display 12 of Fig. 1, etc.}; a proximity sensor adapted to generate a
signal indicative of proximity of an external object (See e.g. short range detector or sensors 24, 26, 28 or
30 of Fig. 1, determine the proximity of a user's head to an earpiece, Page 1, 1] {0009]); and a
microprocessor adapted to (See e.g. 16 of Fig. 1, Page 1, [0013, 102 of Fig. 3, Page , 2 {1 [0019]); (&)
determine whether a telephone call is active (Se e.g. sensor can be used for detecting a user condition of
the poriable communication device such as a talk condition when the user is assumed to be talking on the
portable communication device and the processor can be programmed fo at least reduce power provided
to the light source when the sensor detects the talk condition, Page 1, ] [0007]); (b) receive the signal
from the proximity sensar (See e.g. signal, Page 1,1 [0012]); and {c) reduce bower to the display if {See
e.g. reduce power, diSpiay, Page 1 9] [0013]) (i} the microprocessor determines that a telephone call is
active (See e.g. active call, Page 2, 1 [0014]) and (ii} the signal indicates the proximity of the external
object (5ee e.g. a talk condition can be sensed by measuring at least one among a spectrum density or &
spectrum energy of a bounced signal to determine the proximity of a user's head to an earpiece of the

portable cammunication device using a microphone or a proximity sensor 24, Page 2, §] [0015]).

EXHIBIT B, APPX040
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Regarding claims 22, 29, Perez discloses (See e.g. the microprocessor the processor can be
programmed to at least reduce power pr-ovided to the light source when the sensor detects the talk
condition, Page 1, 1 [0007]) reduces power to the display (See e.g. reduce power, display, Page 1
[0013]) only if (i) the microprocessor determines that a telephene call is active (See e.g. active call, Page
2, [0014]) and (ii) the signal indicates fhe proximity of the external object (See e.g. a talk condition can
be sensed by measuring at least one among a spectrum density or a spectrum energy of a bounced
signal to determine the proximity of a user's head to an earpiece of the portable communication device
using a microphone or a proximity sensor 24, Page 2, 1 [0015]).

Regarding claims 24, 31, Perez discloses the proximity sensor causes display to be turned off |
the display (See e.g. 56 of Fig. 2).

. Regarding claims 25, 32 Perez discloses a mechanical proximity sensor, an optical sensor, and a
range-detecting sensor (See e.g. 24, 26, 28, 30 of Fig. 1).

Regarding claim 26, Perez discloses the proximity sensor is located proximate the display {See
e.g. 12, 24, of Fig. 1).

Regarding claims 38-39, Perez discloses defecting whether an external object is proximate
substantially concurrently (See e.g. shart range detector or sensors 24, 26, 28 or 30 of Fig. 1, determine
the proximity of a user's head to an earpiece, Page 1, Y [0009]) with the mobile station receiving an
incoming telephone call (See e.g. when the mobilé station (MS) inherently receiving incoming phone call,
or MS inherently placing an out going call by keying / dialing the number an the keypad and speaking into
the microphone or listening to the earpiece, Page 2, TI.[001_5]). | -

Claim Rejections - 35 USC § 103
7. The following is a quotation of 35 U.S.C, 103(a) which forms the. basis for all obviousness
rejections set forth in this Office action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

EXHIBIT B, APPX041
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B. Claims 23, 27, 30, 33 are rejected under 35 U1.S.C. 103(a) as being unpatentable over Perez

(U.S. Pub. No.: 2004/0225904 A1) in view of Her {U.5. Patent 5,712,911).

With respect to claims 23, 30, Perez discloses everything as discussed above in the rejec}ed
claims 21, 28. However, Perez dose not explicitly disclose wherein, if (i) the microprocessor
determines that an incoming telephone call arrives at the mobile station and {ii) the signai indicates the
proximity of the external object, then the incoming telephone call is automatically answered. In an
analogous field of endeavor, Her discloses a vigorously well known system and or method for proximity
sensor for sensing the presence or absence of a subscriber within a predetermined proximity zone, and
microprocessor (See e.g. 18, 20 of Fig. 1) for automatically activating the speakerphene in response to an
incoming call (See e.g. Co. 2, Lines 41-50). Therefore, it would have been cbvious to one ordinary skill in
the art at the time of the invention to provide above teaching of Her to Perez to provide a portable
telephone including speakerphone that bypasses-the use of a manually operated push speakerphone
button when resbonding to an incoming call via speakerphone {See Her, Co. 2, Lines 51-54).

Regarding claims 27, 33, it is obvious that the proximity sensor begins detelcting {See e.g. the
automatic adjustment can lower the power consumption, Page 2, P_aragraph [0019]) whether an external
object is proximate substantially concurrently with the mobile station initiating an outgoing telephone call
(that is when by depressing a key manually activating and out going dispatch cail is outgoing, See e.g.

Page 3, Lines 14-23 of Paragraph [0020]).
Allowabile Subject Matter

8. Claims 34-37 are objected to as being dependent upon a rejected base claim. but would be
aliowable if a proper terminal disclaimer filed and rewritten in independent form including all of the

limitations of the base claim and any intervening claims.

EXHIBIT B, APPX042
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Conclusion
10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth
in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from
the mailing date of this action. in the event a first reply is filed within TWO MONTHS of the mailing date
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH
shortened statutory period, then the shortened statutory period will expire on the date the advisory acti-on
is rmailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later than SIX
MONTHS from the mailing date of this final action.

Any inquiry concerning this communication or earlier communication from the examiner should be
directed to Kamran Afshar whose telephone number is (571) 272-7796. The examiner ¢an be reached on
Monday-Friday. |

If atternpts to reach the examiner by the telephone are unsuccessful, the examiner's supervisar,
Eng, George can be reached @ (571) 272-3884. The fax number for the organization where this
appiication or proceeding is assigned is 571-273-8300 for all communications,

Information regarding the status of an application may be obtained from the Patent Application
Information Retrieval (PAIR) system. Status information for published applications may be obtainéd from
either Private PAIR or Public PAIR. Status information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system, see hitp://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC)

at 866-217,9197 (toll-free).

e %@
GEORGE ENG
SUPERVISORY PATENT EXAMINER
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CUSTOMER NO. 46900 PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Re: Attorney Docket No. Goris 10-10

In re application of: Norman Goris et al.

Serial No.: 11/516.310 Group Ast Unit: 2017
Filed: 9/6/006 Examiner: Kamran Afshar

Matter No.: 992.1313

For: System and Method for Conserving Battery Power in a Mobile Station

AMENDMENT UNDER 37 CFR 1.116

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Dear Sir:

This Amendment is filed in response to the finai office action of 7/19/07.

EXHIBIT B, APPX044
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CLAIMS

1-20. (Cancelled)

21. {Currently Amended) A mobile station. comprising;
a display;
a proximity sensor adapted to generate a signal indicative of proximity of an external obiject; and
a microprocessor adapted to:

{a) determine whether a telephone call is active;

(b} receive the signal from the proximity sensor; and

(c) reduce power to the display if (i} the microprocessor determines that a telephone call
1s active and {(ii) the signal indicates the proximity of the external object;
wherein:

the telephone call is a wireless telephone call;

the mucroprocessor reduces power to the display while the signal indicates the proximity

of the external object only if the microprocessor determines that the wireless telephone call is

active: and

the proximity sensor begins detecting whether an external object is proximate

substantially concurrently with the mobile station initiating an outgoing wireless telephone call or

receiving an incoming wireless telephone call.

22. {Previously Presented) The mobile station of claim 21. wherein the microprocessor
reduces power to the display only it (i} the microprocessor deterniines that a telephone call is active and

(1) the signal indicates the proximity of the external object.

23. {Previously Presented) The mobile station of claim 21. wherein, it (i} the microprocessor
determines that an incoming telephone call arrives at the mobile station and {ii} the signal indicates the

proximity of the external object. then the incoming telephone call is automatically answered.

24, {Previously Presented) The mobile station as recited in claim 21. wherein the

microprocessor reduces power to the dispiay by turning oft the display.

25. {Previously Presented) The mobile station as recited in claim 21, wherein the proximity

Serial No. 11/516.316 -2- Goris 10-10 (992.1313)
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sensor is 2 mechanical proximity sensor. an optical sensof, or a range-detecting sensor.

26. {Previously Presented) The mobile station as recited in claim 21, wherein the proximity

sensor is located proximate to the display.

27. (Cancelied)

28. (Currently Amended) A method of conserving battery power in a mobile station,
comprising:

detecting whether an external object is proximate:

determining whether a telephone call is active; and

reducing power consumption of a display of the mobile station if (i} a telephone call is
determined to be active and (ii) the proximity of the external object is detected;
wherein:

the telephone call is a wireless telephone call;

the power consumption of the display is reduced while the proximity of the external object is

detected only if the wireless telephone call is determined to be active; and

detecting whether an external obiect is proximate begins substantially concurrently with the

mobile station initiating an outgoing wireless telephone call or receiving an incoming wireless telephone

call.

29. (Previously Presented) The method of claim 28, wherein the power consumption of the
display is reduced only if {i) a telephone call is determined to be active and {ii} the proximity of the

external object is detected.

30. (Previously Presented) The method of claim 28. further comprising:
if {i) an incoming telephone call is defermined to arrive af the mobile station and (ii} the

proximity of the external object is detected, then automatically answering the incoming telephone call.

31 {Previously Presented) The method as recited in claim 28, wherein reducing power

consumption of the display comprises turning off the display.

32. {Previously Presented) The method as recited in claim 28, wherein the detecting of the

Serial No. 11/516.316 -3- Goris 10-10 (992.1313)
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proximiity of the external object is pertormed by a mechanical proximity sensor, an optical sensor, or a

range-detecting sensor.

3334, (Cancelied)

3
35. {Currently Amended) The invention of claim 21 34, wherein, if {i) the microprocessor
determines that the incoming wireless telephone call arrives at the mobile station and (ii) the signal
indicates the proximity of the external object. then the incoming wireless telephone call is automatically
answered without any further action by the user.
10

36. (Cancelled)

37 (Currently Amended) The method of claim 28 36, further comprising:
if (i) the incoming wireless telephone call is determined to arrive at the mobile station and (ii) the
15 proximity of the external object is detected, then automaiically answering the incoming wireless

tefephone call without any further action by the user.
38-39. (Cancelied)

20

Serial No. 11/516.316 -4- Goris 10-10 (992.1313)
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REMARKS/ARGUMENTS

Claims 21-39 were previously pending in the application. Claims 21, 28, 35, and 37 are amended
herein. and claims 27, 33. 34, 36, 38, and 39 are cancelled herein. Assuming eniry of this amendment.
claims 21-2¢, 28-32, 35, and 37 are now pending. The Applicant hereby requests examination of the

application in view of the foregoing amendments and these remarks.

Double-Patenting Rejections

In paragraph 4 of the action, the Examiner rejected claims 21-39 on the ground of nonstatutory
obviousness-type double patenting as unpatentable over claims 1-20 of U.S. Patent No. 7.113.811. In
response, the Applicant submits herewith a terminal disclaimer, which is believed to overcome the

double-patenting rejections.

Art Rejections

In paragraph 6 of the action, the Examiner rejected claims 20-22, 24-26, 28-29, 31-32, and 38-39
under 35 U.S5.C. §102(e) as anticipated by U.S. Patent Application Pub. No. 2004/0225%904 Al (“Perez”).

In paragraph 8 of the action. the Exanuiner rejected claims 23, 27, 30, and 33 under 35 U.S.C.
$103(a) as obvious over Perez in view of U.5. Patent No. 5,712,911 ("Her™).

In paragraph 9, the Examiner objected to claims 34-37 as being dependent upon a rejected base
claim, but indicated that these claims would be allowable if rewritten in independent form and if a proper

termiinal disclaimer is filed.

For the following reasons. the Applicant submits that all of the now-pending claims are allowable

over the cited references.

Claim 21 has been amended to include the recitations of previously-pending, now-cancelled
claim 34 (and claim 35 has been amended to depend now from claim 21). As such. claim 21 is equivalent
to previously-pending claim 34 rewritten in independent form. Since previously-pending claim 34 was
indicated as allowable, the Applicant submits that claim 21 is allowable. Since claims 22-26 and 33

depend variously from claim 21, it is further submitted that those claims are also allowable.

Serial No. 11/516.316 -5- Goris 10-10 (992.1313)
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Claim 28 has been amended to include the recitations of previously-pending, now-cancelled
claim 36 {and claim 37 has been amended to depend now from claim 28). As such, claim 28 is equivalent
to previousily-pending claim 36 rewritten in independent form. Since previously-pending claim 36 was
indicated as allowable, the Applicant submits that claim 28 is allowable. Since claims 29-32 and 37

depend variously from claim 21, it is further submitted that those claims are also allowable.
In view of the above amendnients and remarks. the Applicant believes that the now-pending
claims are in condition for allowance. Therefore. the Applicant believes that the entire application is now

in condition for allowance. and early and favorable action is respectfully solicited.

Respectfully submitted,

Date: September 19, 2007 /Kevin M. Drucker/
Customer No. 46900 Kevin M. Drucker
Mendelsohn & Associates. P.C. Registration No. 47,537
1500 John F. Kennedy Blvd., Suite 405 Attorney for Applicant
Philadelphia, Pennsylvania 19102 (215) 557-6059 (phone)

(215) 557-8477 (fax)

Serial No. 11/516.316 -0- Goris 10-10 (992.1313)

EXHIBIT B, APPX049
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UnITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.Q. Box 143

Alcxandrin, Yirginia 22313-5458

WWW.USPI0BOv

NOTICE OF ALLOWANCE AND FEE(S) DUE

46500 7590 10/11/2007 | : EXAMINER |
MENDELSOHN & ASSOCIATES, P.C. AFSHAR, KAMRAN
1500 JOHN F. KENNEDY BLVD., SUITE 405 | ART UNIT I PAPER NUMBER |
PHILADELPHIA, PA 19102 o

' DATE MAILED: 10/11/2007

APPLICATION NO. I EILING DATE l FIRST NAMED INVENTOR IATTCI RNEY DOCKETNO. |  CONFIRMATION NO, I
11/516,316 0906/ 2006 Norman Goris GORIS 10-10 9563
TITLE OF INVENTION; SYSTEM AND METHOD FOR CONSERYING BATTERY POWER [N A MOBILE STATION
| APPLN. TYPE l SMALL ENTITY | 1SSUE FEE DUE I PUBLICATION FEE DUE ] PREV. PAID ISSUE FEE | TOTAL FEE(S)DUE I DATE DUE I
nonprovisional NO $1440 $300 f0 51740 Q11172008

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
ZROSECUTION ON THE MERITS IS THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE 1SSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE, -

HOW TO REPLY TO THIS NOTICE:
I. Revicw the SMALL ENTITY status shown above,

-

If the SMALL ENTITY is shown as YES, verify your current
‘SMALL ENTITY status:

A. I the status i1s the same, pay the TOTAL FEE(S) DUE shown
above.

13. IT the status above is to be removed, check box 5b on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required)
and twice the amount of the ISSUE FEE shown above, or

If the SMALL ENTITY is shown as NO:
A. Pay TOTAL FEE(S) DUE shown above, or

B. If applicant claimed SMALL ENTITY status before, or is now
claiming SMALL ENTITY status, check box Sa on Part B - Fee(s)
Transmittal and pay the PUBLICATION FEE (if required) and /2

the ISSUE FEE shown above.

I1. PART B - FEE(S) TRANSMITTAL, or i!s equivalent, must be completed and rctumed to the United States Patent and Trademark Office
(USPTQ) with your 1SSUE FEE and PUBLICATION FEE (if required). If you are charging the lee(s) to your deposit agcount, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitied. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

111. All communications regarding this application must give the application number. Plcase direct all communications prior to issuance fo
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

EXHIBIT B,/A8PRb50

FTOL-85 (Rev. 08/07) Approved for use through G8/3 1/2010.

BNR-SDCA00000591
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* Complete and send this form, fogether with applicable fee(s), to: Mail Mail Stop ISSUE FEE
. Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS; This form should be used for teansmitting the JSSUE FEE and PUBLICATION FEE (if required). Blocks | through 5 showld be completed where
sppropnate. All further correspondence including the Patenl, advance orders and notificanion of maintenance fecs will be maifed to the cumrent correspondence address as
indicated unless corrected below or dirccted otherwise in Block |, by (a) specifying a new comespondence address; and/or (b} indicating a scparalc "FEE ADDRESS" for
mainlenance fee nolifications.
CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 For ony change of addicss) Noic; A cerificaic of ‘manllr)F can only be used for domestic mallings of the
Fee(s) Transminal, This certificate cannot be used for any other accompanying
Eapcr;. Each additional paper, such as an assignment or Tormal drawing, must
ave ils own cenlificate of mailing or transmission.

6900 7390 on7z007 Certificate of Mailing or Transmission
O A O CIATES, P e L by Serify i i sl Tenemit e belng, posied it Uied
PHILADELPHIA, PA 19102 0 e L B S e o Jacsimmile
(Depositor's aame}
(Signaturc)
ae}
APPLICATION NG, I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NQ, I CONFIRMATION NQ.
11/516,316 09/06/2006 Norman Goris GORIS 10-10 9565
TITLE OF INVENTION: SYSTEM AND METHOD FOR CONSERVING BATTERY POWER IN A MOBILE STATION
I APPLN. TYPE l 'SMALL ENTITY l ISSUE FEE DUE I PUBLICATION FEE DUE l PREV. PAID ISSUE FEE I TOTAL FEE(S) DUE DATE DUE
nonprovisional NO 1440 3300 30 $1740 01/11/2008
I EXAMINER I ART UNIT ] CLASS-BUBCLASS ]
AFSHAR, KAMRAN 2617 455.574000

]'F(F:lh?nfé%gf comcspondenee address or indication of "Fee Address” (37 2. For printing on the patent front page, list

¢ {1} the names of up to 3 registcred patent attomeys |
(J Change of correspondence address {or Changc of Correspondence or agents OR, allematively,

Address orm PTO/SB/122) sitached. (2} the name of 4 single firm {having as 8 membera 2

(O "Fee Address” indication (or "Fee Address” Indication form registered atomey of agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of 3 Customer 2 registercd palent atlomeys or agents. 10 no name is 4
Number is required. listed, no ramc will be printed,

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or typc)

PLEASE NOTE: Unless an assignec is identified below, no assignee dala will appear on the patent. T an assignee is ideatified below, the document has been filed for
rceordation s sei forth in 37 CFR 3.11. Completion of this form is NOT a subslitute for [iling an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: {CITY and STATE OR COUNTRY)

Please check the appropriale assignee caicgory or categorics (will nat be printed on the patent) | O Individual O Corporation or other privale proup entity 0 Government

4a. The following fee(s) are submitted: db. Payment of Fee(s): {(Please first reapply any previously paid issue fee shown sbove)
O 1ssuc Foo O A check is enclosed.
O Publication Fee (Mo small enlity discount permitted) a Payment by credid card. Form FT0-2038 is attached.
Q) advance Order - # of Copics O The Dircctor is hereby authorized to charge the required m?)' any deficicncy, or credil any
¢enclose an exlra copy of this form}.

overpayment, to Deposit Account Number

5. Change in Entity States (from stalus indicated abovce)
O Applicant claims SMALL ENTITY status. Sce 37 CFR 1.27. O, Applicant is no longer claiming SMALL ENTITY status. Sce 37 CFR 1.27(g){2).

NOTE: The Issuc Fee and Publication Fec (if required) will not be acecpied from anyone other than the applicant; & registered attorney or agent; or the assignee or other party in
inicrest as shown by the rccords of the United States Paten and Trademark Office.

Awthorized Signalurc Date

Typed or printed name Repistration Mo,

This collection of information is required by 37 CFR 1,311, The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 1o pmr.:cssg

an application. Confidentiality is governed by 35 U,S.C. 122 and 37 CFR 1.14. This collection is estimated to take 15 minutes to complele, including gathering, preparing, an

submitting the completed applicalion form ta the USPTO. Time will varz de _ndin¥ upon the individual case. Any commenis on the amount of time you rcguire Lo complele

this form and/or suggestions for reducing this burden, should be senl to the Chiel Information Officer, U.S. Paient and Trademark Office, U.S. Depaniment of Commeree, PO,

gclxx 1430_, A‘lﬁxup 'rlg,z\.}-’;lr iin‘iggn 13-1350. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioncr for Pakcnts, P.O. Box 1450,
cxandria, Virginia . .

Under the Paperwork Reduction Act of 1995, no persons are required to zespond o 2 collection of information uniess it displays a valid OMB control number.

EXHIBIT B, APPX051
PTOQL-85 (Rev. 08/07) Approved for usc through 083172010, OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
: BNR-SDCA00000592
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Offlce
Address: COMMISSIONER FOR PATENTS

PO, Box 1450

Alexandria, Vitginia 223131450

WWW.USPLe. oY

I APPLICATION NO. ] FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO ] CONFIRMATION NO. I
11/516,316 09/06/2006 Norman Goris GORIS 10-10 9565
46900 7590 1071172007 | EXAMINER I
MENDELSOHN & ASSOCIATES, P.C. AFSHAR, KAMRAN
1500 JOHN F. KENNEDY BLVD., SUITE 403 | ART UNIT PAFER NUMBER |
PHILADELPHIA, PA 19102 —

DATE MAILED: 10/11/2007

Determination of Patent Term Adjustment under 35 US.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA)} was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Applicatio‘n Information Retrievai
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(8B88)-786-0101 or
{371)-272-4200.

EXHIBIT B,7A$BRD52

PTOL-85 (Rev. 08/07) Approved fos use through 08/31/2020.
BNR-SDCA00000593

ZTE, Exhibit 1020-0139
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Application No. Applicant(s)
. o 11/516,316 Z GOR!S ET AL.
Notice of Allowability Examiner % N Art Unit
Kamran Afshar, 571-272-7786 2617

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being atlowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (FTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. [X] This communication is responsive to 09/19/2007.

2. B4 The allowed claim(s) isfare 21-26, 28-32, 35 and 37.

3. [ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119¢a)-(d) or ().
aJ Al b)[JsSome* c)INone ofthe:
1. 1 Cerlified copies of the priority documents have been received.
2. [0 Centified copies of the priority documents have been received in Application No.
3. [ Copies of the cenlified copies of the priority documents have been received in this national stage appltcatlon from the
International Bureau {PCT Rule 17.2(a)}.
* Cerlified copies not received; __

Applicant has THREE MONTHS FROM THE *"MAILING DATE" of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application,
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. [] A SUBSTITUTE OATH OR DECLARATICN must be submitted. Note the attached EXAMINER'S AMENOMENT or NCTICE OF
INFORMAL PATENT APPLICATION {PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. [] CORRECTED DRAWINGS ( as “replacement sheets"} must be submitted.
(a) [ including changes required by the Notice of Draftsperson’s Patent Drawing Review { PTO-948) attached
1) [ hereto or 2) [J to Paper No./Mail Date

(b} [ including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date __
Identifying Indicia such as the application number {see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
gach sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121{d).

6. [] DEPCQSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s) -
1. & Notice of References Cited (PTO-892} 5. 3 Notice of Informal Patent Application
2. O Notice of Draftperson's Patent Drawing Review (PTO-848) 6. [] Interview Summary (PTO-413),
i Paper No./Mail Date
3. O Information Disclosure Statements (PTO/SB/08), 7. J Examiner's Amendment/Comment
Paper No./Mail Date :
4. [[] Examiner's Comment Regarding Requirement for Deposit 8. [] Examiner's Statement of Reasons for Aliowance
of Biological Material :
9. [J Qtner

A

GEORGE ENG
SUPERVISORY PATENT EXAMINEH

it 5. Palent and Trademerk Ctice

PTOL-37 {Rev. 08-05) EXHIBIT B %\cﬂrl.s)%fc%]gwabiliry Part of Paper Na./Mail Date 20070926

BNR-SDCA00000594
ZTE, Exhibit 1020-0140



[

= Case 3:18-cv-01786-CAB-BLM Document 88-3 Filed 05/24/19 PagelD.3960 Page 42 of 43

Application/Control Number: 11/516,316 . Page 2
Art Unit: 2617

DETAILED ACTION

Allowable Subject Matter
1. In view of the Terminal Disclaimer and the Amended claim{s}, Claims 21-26, 28-32, 35 and 37
are allowed.

The following is an examiner's statement of reasons for allowance: 21-26, 28-32, 35 and 37.

Claims 21-26, 28-32, 35 and 37 are allowed for the reasons as set forth in the previous action

mailed 07/19/2007.

Any comments considered necessary by applicant must be submitted no later than the payment
of the issue fee and, to avoid processing delays, should preferably accompany the issue fee. Such

submissions should be clearly labeled “Comments on Statement of Reasons for Allowance.”

Conclusion
2. The prior art made of record and not relied upon is considered pertinent to applii:ant's disclosure.
a) Ban! {U.S. Pub. No.: 2003/0197597 A1},
b} Lunsford (U.S. 6,665,803 B2).
¢) Lin {U.S. Pub. No.: 2006/0284848 A1).

d) Bah! {U.S. Pub. No.: 2006/0019724 A1).

Any inquiry concerﬁing this communication or earlier communication from the examiner should be-
directed to Kamran Afshar whose telephone number is (571) 272-7796. The examiner ¢an be reached on
Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, the examiner's supervisor,
Eng, George can be reached @ (571) 272-3984. The fax number for the organization where this |

application or proceeding is assigned is 571-273-8300 for all communications.

EXHIBIT B, APPX054

BNR-SDCA00000595
ZTE, Exhibit 1020-0141
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Application/Control Number: 11/516,316 Page 3
Art Unit: 2617 | |

Information regarding the status of an application may be obtained from the Patent Application
Information Retrieval (PAIR) systemn. Status information for published applications may be obtained from
either Private PAIR or Public PAIR. Status information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system, see hitp://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electrenic Business Center (EBC)

at 866-217-9197 (toli-free).

pri-4 ' o

GEORGE ENG
SUPERVISORY PATENT EXAMINER

. EXHIBIT B, APPX055

BNR-SDCA00000596
ZTE, Exhibit 1020-0142
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EXHIBIT C

EXHIBIT C, APPX056
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

August 14,2018

THIS IS TO CERTIFY THAT ANNEXED HERETO IS A TRUE COPY FROM
THE RECORDS OF THIS OFFICE OF:

U.S. PATENT: 8,204,554
ISSUE DATE: June 19, 2012

By Authority of the

Under Secretary of Commerce for Intellectual Property BR
and Director of the United States Patent and Trademark Office 3]

/4,4,2_

JOHN A BURSON
Certifying Officer
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US008204554B2

US 8,204,554 B2
*Jun. 19, 2012

azy United States Patent
Goris et al.

(107 Patent Na,;
45) Date of Patent:

(54) SYSTEM AND METHOD VOR CONSERVING {56) References Cited
BATTERY POWER IN A MOBILE STATION
U.S. PATENT DOCUMENTS
(75} Inventors: Norman Goris, Dortmund (DE); 5,224,151 A 6/1593 cene 379758
Wolfgang Scheit, Rothenbach (DE) 5,586,182 A * 12/1996 e 4554566
5684294 A 11/1997
) 5712911 A * 171998 3T9588.01
{73} Assignes: Agere Systems Inc., Allentown, PA (US) 5881377 A 3/1999 . 455343
' 5,884,156 A 3/1999  Cromdon ... . 455/350
" . B q . 6,246,862 131 62001 Grni t al o 455/90
(*) Notice: Subject_ 1o any dlsclmmer,_ the term of tins 5265833 B1 72001 Kﬁxa:til, ) 3151593
patent is exlended or adjusted under 35 5,273,887 Bl  8#200] Sonetal . 455/566
TU.S.C. 154(b) by 448 days. 6,330,457 Bl 1272001 Yoon L 4557550
‘This patent is subject to a terminal dis- Wlorminued)
glaiter FOREIGN PATENT DOCUMENTS
(2]) Appl. No.: 11/945.505 DE 19537 224 Al ) 471997
{Continued}
(22) Filed:  Now. 27,2007 OTHER PUBIICATIONS
Office Action received in JP 2004-179016 (Mailing date: Apr. 1,
(65) Prior Publication Data 2009).
S 2008/0070639 Al Mar. 20, 2008 (Continned)
) Primary Examiner — Kamran Afshar
Rclated US. Application Data Assistant Examiner  Kathy Wang-Hurst
(53) Continuation of application No. 11/516,316, filed on (74) Attorney. Agent. or Firm — Mendelsohn, 1drucker &
Sep. 6, 2006, now Pat. No. 7,319,880, which is a Associates, P.C.: Kevin M. Drucker; Steve Mendelsohn
conlinuation of application No. 10/463.630, filed on (57) ABSTRACT
Iun. 17, 2003, now Pat. No. . 3 . .
un 035 pow Faty He. 7,115,511 In one embodiment, a mobile station mcluding a chassis
having a display, a power reducer, a proximity sensor, and a
{51) 1nt.Ci. microprocessor. The power reducer controls power consump-
H@4M 190 (2006.01) tien of the display. The proximity sensor is coupled to the
(32) WUKS.CL ... 455/574; 455/566; 455/41.2; 455/572; chassis and causes the power conswnplion to be reduced
455/556.1 when the display is within a predetermined range of an exter-
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435/41.2, 566, 572-574, 575.1, 343,1-343.5,
455/418; 345211, 156, 166, 169; 713/230;
340/7.32, 539.23, 539.26, 539.3

See application file for complete search history,

Redu_ne
dlsplay paoiver
308

sensor and to the display and awtomatically activales the
proximity sensor based on the mobile siation receiving an
incoming wireless telephone call.

14 Claims, 4 Drawing Sheets
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Copy provided by IE%H}I@IIIEE% En%%ggzénhase on 08-13-2018

BNR-SDCA00001300
ZTE, Exhibit 1020-0145



Case 3:18-cv-01786-CAB-BLM Document 88-4 Filed 05/24/19 PagelD.3965 Page 4 of 11

US 8,204,554 B2
Page 2
U.B. PAIENT DOCTIMENTS hig 2000341376 A 12/2000
! 2

6,631,192 BI 1012603 lukihan fis foojasazis A 2ol
6,665,803 B2 12/2003 Osbometal. P I003032357 A 12003
6684294 Bl /2004 [luffnan ... -
6,726,099 B2 472004 Beckeretal OTFHI:R PUBLICATIONS

D4u3.451
6,836,212
6,853,850
7,076,675
7,113,811

5 72004 Wada ...
132 122004 Sawinski .
B2 2/2005 Shim et al. ...

B2* 72006 Martines Perez et al. ...
B2% 92000 Goriselal. ...

Respense to Rule 312 Commmnication recerved in 175, Appl. No.
10/463,630, filed Jun. 17, 2003 dated, Jul. 27, 2006,
Notice of Allowance and Fee(s) Due received in U.S. Appl. No.
10/463,630, filed Jun_ 17, 2003 dated Apr. 21, 2006,

;,?1131233 ]:[g * ﬂ%gg; giik; ;!':ill . Office Action reccived in U.S. Appl. No. 104463,630, filed Jun. 17,
2002/0084998 Al 72002 Sawada 2003 dated Nav. 17, 2005,
0020177475 AL 11/2062 Park . Final Office Action recetved in U.S. Appl. No. 10/463,630, filed Jun.

20030036412
2003/0162570
2003/0197597
2004/0097261
2004/0193458

Al 2/2003 Cheng ..
Al* 82003 Swukistal
Al I10/2003 Bahl et al.

Al %2004 Thi ...
Al 10/2004 Kawamura

17, 2003 dated Jul, 11, 2005,

Otfice Aclion reccived in U.S. Appl. No. L0/463.630, filed Jun. 17,
2003 dated Feb. 23, 2005,

Wotlce of Allowance and Fee(s) Due received in T0.8. Appl. No.
11/516.316, filed Sep. 6, 2006 dated Oct. 11, 2007.

2004/0225904 A1 1152004 Perewetal . .
20040252115 Al 1272004 Boireau ...
20060019724 Al 1/2006 Bahlcral. .
2006/0284848 A1 1272006 Lin e,

FOREIGN PATENT DOCUMENTS

r 2000106598 A 4:2000
I’ 2000307715 A 11,2000

. 7134320 Final Office Action received in 17.5. Appl. No. [ 1/516,316. filed Sep.
3454211 6, 2006 dated Jul. 19, 2007.
. 455574 Office Action recieved in U.S. Appl. No. 11/516,316, filed Sep. 6,
345/169 2006 dated Jan, 29, 2007,
German Olffice Action; Mailed Mar. 6, 2012 for corresponding DIE
Application Ne. 10 2004 028 259,

* cited by examiner

Copy provided by IE%H@EC%KE‘ %Qg%basc an 08-13-2018
BNR-SDCA00001301

ZTE, Exhibit 1020-0146



Case 3:18-cv-01786-CAB-BLM Document 88-4 Filed 05/24/19 PagelD.3966 Page 5 of 11

U.S. Patent Jun. 19, 2012 Sheet 1 of 4 US 8,204,554 B2

FIGURE 1
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FIGURE 2
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SYSTEM AND METHOD FOR CONSERVING
BATTERY POWER IN A MOBILE STATION

CROSS-REFERENCE TO REL AT
APPLICATIONS

This application is a continuation of U.S. application Ser.
No.11/516,316, filed on Sep. 6, 2007, which is a continuation
ol 1.5 applicaticn Ser. No. 10/463,630. filed on Jun. 17,
2003, the teachings ol both of which are incorporated herein
by reference.

TECHNICAL FIELD OF 1117 INVENTION

The present invention is directed, in generl, o meobile
stations and, more specifically, to a mobile station of rochile
radio system having a reduced power consumption under
certain operating conditions.

BACKGROUND OF THE INVENTION

Mobile stations have found many uses in today’s world.
When paired with a single base station located at 4 user’s own
premises, they are called “cordless telephones” When they
interact with varicus, geographically distributed cellular base
staticns, they are cafled “cellular telephones™ or simply “cell
phoncs.™

Usually the stand-by time, as well as the talk-time, of a
mobile station depend on the lifetime of a (rechargeable)
hattery inserted within the mobile station and hence, on the
load and/or on the capacity of the batlery.

Iucreasing of' the capacity of the batlery would increase the
lifetime of the mobile station, but batteries having increased
capacities are often larger, heavier or more expensive, none of
which are desirable attributes for a portable, alfordable
mobile station. Accordingly, what is needed in the art is a way
to prolong the lifetime of a mebile station without having ta
use & batlery with an increased capacity.

SUMMARY OF IT1E INVENTION

‘1o address the above-discussed deficiencics of the prior art,
the present invention provides a mobile slatiop, including;: (1)
4 chassis having a display and (2) a proximity sensor coupled
to the chassis and adapied lo cause a power consumption of
the display to be reduced when the display is within a prede-
termined range of an external ohject.

Thus, by reducing the power consumplicn of the display of
an activated telephone set in case the display is noi needed,

i.e, in particular during 2 telephone call, curreni is saved s

instead of needlessly consumed from the (rechargeable) bat-
tery, Accordingly, the spared available battery power may be
significant, especially for color displays, resulting in an over-
all increasement of the stand-by and/or talk time of the tele-
phone set.

According to preferred embodiments the means are
adapted to switch-off the display in response to a detection
ihat the set, preferably the display of the set, is attached near
to an object, in particular (o the ear.

As a consequence, il a call for example is incoming for
example, possibly the user wants 1o see by means of the
display the oumber and/or the stored name of the calling
party. However, il the user wants to accept the call and hence
is attaching the telephone sel o the ear, the invention cnables
that the display is swilched off, In 2 similar way, in casc the
user is frying to call a third party he may want to have a look
al ihe display for verifying the entered number, but when the
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call is established he is likewise attaching the sct and accord-
mgly the display 10 his ear [or performing the call, On the
ather hand, as long as the telephone set is insidea pocket, for
example, il is not necessary to keep the display in an on-
condition or to indicale the number and/or the name of a
calling party.

Moreover, the means may be further adapted 1o switch-on
the display in respense to a detection (hat the set, preterably
the display of the ser, is moved away from any object, in
particular from the ear.

As an alternative or in addition, the triggering cvent for
current saving purposes may also be selectable by the user, for
example via a memn list. According to further preferred
relinements, the proximity sensor is proposed to be a heat
flow or temperalure sensor, an optical or infrared sensor, or a
load sensor. lowever, as a further advanlage, basically any
kind of proximity sensor which is capable of observing a
close range or small distance may be used.

Correspendmgly, the invention proposes a method for sav-
ing available battery power of a mobile station, in particular
of a mobile station comprising the sleps of detecting an
attachment of the sci, in particular of the display of said set
near to an object, in particular 1o the ear, and swilching off the
display in response to such a detection in case the display is in
an on-condition.

The foregeing has outlined, rather broadly, preferred and
alternative features of the preseat mvention so that those
skilled in the art may better undersiand the detailed descrip-
tion of the invention thai follows, Additional features ol (he
invention will be described hereinafter that form the subject
of the claims of the invention. Those skilled in the art should
appreciate that they can readily use the disclosed conception
and specific embodiment as a basis {or designing or modify-
ing other strmetures for carrying out the same purposcs of the
presant invention. Those skilled in the art should also realize
that such equivalent constructions do not depart from the
spirit and scope of the invention in ils broadest form.

BRIEF DISCRIPTION OF THE DRAWINGS

For a more complete understanding of the present inven-
tion, reference is now made (o the following deseriptions
taken in conjunction with the accompunying drawings, in
which:

FIG. 1 schematically depicts a preferred embodiment of a
mobile station having the inventive detection fimetionality;

I'IG. 2 schematically depicts a block diagram showing
essenlial components of the invention,

IiG. 3 is a flow diagram of exemplary steps for reducing
power to a display; and

F1G. 4 is a flow diagram of exemplary steps for automati-
cally answering an incoming cafl.

DETAILLID DESCRIPTION

HICE L illustrates a mobile station 110 of a mobile radio
lelecommunieation system having a loudspeaker 120 and a
microphone 130, A proximity senscr 140 is located near a
display 150 toward a side o the loudspeaker 120. A keypad
160 allows a user {not shown) to establish an outgeing call,
aceept an incoming call and/or terminate an active call. How-
ever, il should be apparent to one skilled in ihe pertinent art,
that these functionalities can be also performed by other
control means, for example by speech conrrol. The proximity

5 sensor 140 is integrated wilhin the mobile station 110 to

cnable a functionality as described in more detail with regard
to FICE 2.

Copy provided by UE:)ﬂTIILBﬁEe%PIBQ&MhaSC on 08-13-2018
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As can be seen [rom FIG. 2, an incoming call may be
managed by a central processing unit 220, [or example for
further specific processing. For example, the number or the
name of the calling party stored within a storage (not refer-

cnced) implemented within the mobile station 110 can be -

depicted at the display 150,

II the user of the mobile station 110 wants o accept the
incoming call 210, he may press a key on the keypad 160 or
issue a voice command. Altematively, an incoming call may
directly activate the proximity sensor 140 without the neces-
sity of pressing a key on the keypad 160 to accept the call.

In responsce 1o the acceptance of the incoming call 210 or
automaltically, the proxinly sensor 140 is activated to moni-
tor a proximity 230 to an external object (not shown), for
example a range ot about five centimeters. This is preferably
done by a standard low-cost proximity sensor, [or example a
thermel sensor. However, olher proximity sensors, such as
conventional mechanmical proxamity (load) sensors, optical

sensors or range detecling scnsors, [all within the broad scope >

of the present invention. If the proximity sensor 149 detects
an cxlernal object (such as the wser’s ear) within the moni-
tored range, the power consumplion of the display 150 is
reduced, most preferably by switching the display 150 com-
pletely off, as indicated by an arrow 240, to sparc batlery
power during the lelephene call.

When the telephonc call 210 is finished, the user of the
mobile station 116 typically moves the mobile station 116
away from his ear. This causes the proximity sensor 140 to
move out of range of the external object (in this case thenser’s
ear). Accordingly, in response thereto, the display 150 is
switched back on, enabling the user 1o look at information on
the display 150.

Caorrespondingly, for an outgoing call, the proximity sen-
sor 140 is activated by pressing a key on the keypad 160 1o
establish the cutgoing call 10 a third party. As Jong as (he
outgoing call remains in effect and the proximity sensor 140
detects proximily o an external objeet, e.g., the ear of the
user, the display 150 remains in a state of reduced power
consumption, or off, as the case may be.

The funetion of switching the display off or on or otherwise
reducing the amount of power the display consumes may
comprise hardware andfor sofiware components. For
example, electronically readuble mstructions executable in
ihe central processing unit 220 may be stored cn a memory
chip located in the mobile station 110 and adapted 10 coop-
erate with the proximity sensor 140 o perform the lunction.

Moreover, it the proximity sensor 140 is directty activated
by an incoming call or antomatically activated, the display
can be kepl in a switched-off condition as long as the mobile
station 110 is, for example, within a pocket (not referenced)
or the like and is only switched on when the usor retricves the
mobile station 119 from the pocket to enable the user (o look
on the display 150 for an information about the calling party.
Ifthe user then wants to accept the call and thence places the
mobile station 110 proximate an external object, such as his
ear, the proximity sensor 140 again detects an ohject, causing
the display again to he switched off.

FIG. 3 illustrates exemplary steps for reducing power to a
display. as described above, and FIG. 4 illustrates exemplary
steps for automatically answering an incoming call, as
described above.

Although the present invention has been described in
detail, those skilled in the art should understand that they can
make various changes, substitutions and alterations herein
without departing from the spirit and scope of the invenlion in
its broadest form.

—
o

x
=1

30

40

45

55

50

153

4
‘What is claimed is:
1. A mobile station. comprising:
a display;

a proximity sensor adapled o generale a signal indicative
of the existence of a first condition, the first condition
being that an external object is proximare; and

a microprocessor adapted 1o:

{a) determine, without using the proxjmity sensor, the
existence of a second condition independent and dif-
ferent from the first condition, the second condition
being that a uscr of the mobile station has performed
an aclion 1o initialc an oulgoing call or to answer an
incoming call;

(b) in response 1o a determination in step (a) that the
second condition exists, activate the proximity sen-
50T}

{c) receive the signal from the activaled proximily sen-
sor; and

{d) reduce power to the display if the signal from the
aclivated proximity sensor indicates that the first con-
dition exists.

2. The mobile station of claim 1, further comprising
increasing power to the display it the signal from the activated
proximity sensor indicates that the first conditicn no longer
exists.

3. The mobile station of claim 1, whercin, if (1) the micro-
processor determines that an incoming telephone call arrives
althe mobile station and (i) the signal indicates the proximiry
of the external object, then the incoming telephonc call is
autematically answered.

4. The mobile station as recited in claim 1, wherein the
microprocessor reduces power 1o the display by turning off
the display.

5. The mebile station as recited in claim 1, wherein the
proximity sensor is a mechanical proximity sensor, an optical
senisor, or a range-detecting sensor,

6. The mobile station as recited in cluim 1, wherein the
proximity sensor is located proximale to the display.

7. 'The mobile station as recited in claim 1, wherein the
proximily sensor begins detecting whether an external object
is proximate substantially concurrenily with the mobile sla-
tion initiating an outgoing telephone call.

8. A method of conserving hatterv power in a mobile sia-
tion, the mobile station adapted to detect the existence of a
proximity condition, the proximity condition being that an
external object is proximate, the method comprising:

the mobile station detecting the existence of an initiated-
call condition or an answered-call condition indepen-
dent and different [rom the proximity condition, the
initiated-call condition being that a user of the mobile
station has performed an action to initiate a call, and the
answered-call condition being that a user of the mobile
station has performed an action to answer a call;

the mobile stalion activating (he proximity sensor in
response 1o a determination that an answered-call con-
dition or inftiated-call condition exists; and

the mohile station reducing power consumptjon of a dis-
play of the mobile station if the activated proximity
sensor indicates that the proximity condition exists.

9. The method of claim 8, further compiising the mobile
station increasing power consumption of the display il the
signal from the activated proximity sensor indicates that the
proximity cordition no longer exists,

10. The mecthod of claim 8, further comprising:

if (i) an incoming telephone call js determined to arrive al
the mobile station and (ii} the proximily of the cxiemal

Copy provided by LE;XH&BJECG&E R)&Q@abasc an 08-13-2018
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object is detected, then the mobile station awtomatically
answering the incoming telephone call.

11. The method as recited in claim 8, wherein reducing
power consumptien of the display comprises mming off the
display.

12. The methed as recited in claim B, wherein the detecting
of the proximity of the external object is performed by a
mechanical proximity sensor, an optical sensor, or a range-
detecting sensor.

13. The meihod as recited in ¢laim 8, wherein detecting
whether an external object is proximale begins substantially
concurrently with the mobile station iniliating an outgoing
telephone call.

14. A maobile station, comprising:

adisplay;

a proximity sensor adapted to gencrate a signal indicative

of the existence of a first condition, the first condition
heing that an external object is proximate; and

w

s

r Case 3:18-cv-01786-CAB-BLM Document 88-4 Filed 05/24/19 PagelD.3972 Page 11 of 11

US 8,204,554 B2

6

a microprocessor adapted lo:

(a) determine, independently of the determination
whether the externaf object is proximate, the exist-
ence of a second condition different from the first
condition, the second condition being that a user of
the mokile station hias performed an aciion to initiate
an outgoing call or lo answer an incoming call;

(b} in response o a determination in step (a) that the
second condition exists, activate the proximity sen-
sor;

() receive the signal from the activaied proximiry sen-
sor; and

(d) reduce power Lo the display if the signal from ihe
activaled proximity sensor indicates that the first con-
dition cxists.

Copy provided by L@ﬁb‘hLBrlEc%EﬁéQﬁﬁbam on O8-13-2018

BNR-SDCA00001308
ZTE, Exhibit 1020-0153



Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.3973 Page 1 of 155

EXHIBIT D

EXHIBIT D, APPX067
ZTE, Exhibit 1020-0154



Case 3:18-cv-01786-CAB-BLM Doc me_ 8:5 1 05/24/19 PagelD.3974 Page 2 of 155
- g

7689668

- - e
N 580 A AT

TG ALL TOWHOMMTHESE, PRESENTS; SHATX, COMIL:;

UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office

August 13, 2018

THIS ISTO CERTIFY THAT ANNEXED IS A TRUE COPY FROM THE
RECORDS OF THIS OFFICE OF THE FILE WRAPPER AND CONTENTS
OF:

APPLICATION NUMBER: 11/945,505
FILING DATE: November 27, 2007
PATENT NUMBER: 8204554

ISSUE DATE: June 19, 2012

{
AR R N S R A AR A A YR A SIS A AR NI N A NN VR SR S IR AN AL AN IR AN AR A B sy, ]
= = = S

Certified by

Poto b

Under Seeretary of Commeree
for Intellectual Property

and Director of the United States
Patent and Trademark Office

% i ™ W ,.“'.. - oo —
s == }\ el = e \M.-
R T -n it I!IrlllllliII]I A0 LT L



PagelD.3975 Page 3 of 155

UNTTER STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addrere: COMMDPISOXNIR FOR PATENTS

PO B 1450

Alexandra, Virpinia 2231 3- 1450
W ISRl f

APPLICA LN NO. FILING DATTE FIRST NAMEDR INVENTOR | ALTORNEY DOCKEL N0, CONFIRMATION NO. |

11/515.505 1172772007 Norman Gorig Goris 11-11 7512
HHU0T TR UW2AA Y | FXAMINTR |
MENDELSONN, DRUCKER., & ASSOCIATES, P.C. N
1500 JOHN I-. KENNEDY BLVD., SUITE 405 AFSTIAR. KAMRAN
PHILADELPIIA, PA 19102

| ARTUNIT | PAPIEH NUMDBER |

617
| MAIL DATE | DELIVERY MODE |
/232010 PAFLK

Please find below and/or attached an Olffice communication concerning this application or proceeding.

The time period for reply. if any, is set in the attached communication.

EXHIBIT D, APPX069

PTOL-90A (Rev. (H/07)

BNR-SDCA00001368
ZTE, Exhibit 1020-0156



Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.3976 Page 4 of 155

Application No. Applicant{s}
11/945,505 GORIS ET AL.
Office Action Summary Examiner ArtUnit
KAMRAN AFSHAR 2617

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Exiensions of tinte may be available under the provisions of 37 CFR 1.136{a). In no event, however, may a reply be timely filed

after 51X (6} MOMNTHS from the mailing date of this communication.
- IF NO period for reply is specified above, the maximum statutory pericd will apply and will expire SIX (8) MONTHS from the mailing date of this communication.
- Faiiure to reply within the set or extended perfod for reply will. by statute, cause the application to becorne ABANDONED (35 U.S.C. § 133}

Any reply recaived by the Office later than three months afer the mailing date of this communication, even if timely filed, may reduce any

eamed patent kerm adiustment. See 37 CFR 1.704{b).

Status

1) Responsive to communication(s) filed on 27 November 2007.
2a)[] This action is FINAL. 26} This action is non-final.
3] Since this application is in condition for allowance except for formal matters, prosecution as to the merils is
closed in accordance with the praclice under Ex parfe Quayle, 1935 C.D. 11, 463 0.G. 213.

Disposition of Claims

4 Claim(s} 1-13 isfare pending in the application.

4a) Of the above claim(s) isfare withdrawn from consideration.
5] Claim{s) is/are allowed.
&)X Claim(s) 1-13 is/are rejected.
7)1 Claim{s} _____is/are objected to.
8)] Claim{s) _____are subject to restriction andfor election requirement.

Application Papers

9)] The specification is objected to by the Examiner.
10)X] The drawing(s) filed on 11/27/2007 isfare: a)X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a}.
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objecied to. See 37 CFR 1.121{d).
11)] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.5.C. § 119

12)] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d} or (f).
al Al b)Y ]Some * c)] None of:
1.[] Certified copies of the priority documents have been received.
2] Certified copies of the priority documents have been received in Application No. __
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau {PCT Rule 17.2(a)).
* See the attached defailed Office action for a list of the certified copies not received.
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3) [X] Information Disclosure Statemeni(s) (PTO/SB/0B) 5) ] Notice of Informal Patent Application
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DETAILED ACTION
Double Patenting

1. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public poiicy {a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
obviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application ciaim is either anticipated
by, or would have been obvious over, the reference claim{s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993}, In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321{d)
may be used to overcome an actual or provisional rejection based on a nonstatutory
double patenting ground provided the conflicting application or patent either is shown io
be commonly owned with this application, or claims an invention made as a resuit of

activities undertaken within the scope of a joint research agreement.

EXHIBIT D, APPX071
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Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

2. Ciaims 1-13 are rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable over claims 1-20 of U.S. Patent No. 7,113,811 B2.
Although the conflicting claims are not identical, they are not patentably distinct from
each other because they both basically claim the same subject matter which includes:
1) A mobile station, 2) a display, 3) a power reducer configured to control power
consumption of said display, 4) a proximity sensor adapted generate a signal indicative
of proximity of an external object , 5) a microprocessor adapted to: (a) determmine
whether a telephone call is active; {b) receive the signal from the proximity sensor; and
(c) reduce power to the display if (i) the microprocessor determines that a telephone call
is active and (ii) the signal indicates the proximity of the external object.

3. Claims 1-13 are rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable over claims 1-13 of U.S. Patent No. 7,319,889 B2.
Although the conflicting claims are not identical, they are not patentably distinct from
each other because they both basically claim the same subject matter which inciudes:
1} A mobile station, 2) a display, 3) a power reducer configured to control power
consumptiion of said display, 4) a proximity sensor adapted generate a signal indicative
of proximity of an external object , 5) a microprocessor adapted to: (a) determine

whether a telephone call is active; (b) receive the signal from the proximity sensor; and

EXHIBIT D, APPX072
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(c) reduce power to the display if (i} the microprocessor determines that a telephone call

is active and (ii) the signal indicates the proximity of the external object.

“A later patent claim is not patentably distinct from an earlier patent claim if the
iater claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting
because the claims at issue were obvious over claims in four prior art patents}; In re
Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of
obviousness-type double patenting where a patent application claim to a genus is
anticipated by a patent claim to a species within that genus). © ELI LILLY AND
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30,
2001).

Claim Rejections - 35 USC § 102
4. The following is a quotation of the appropriate paragraphs of 35 U.5.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitied to a patent unless —

(e} the invention was described in a patent granted on an application for patent by another filed in the
United States befare the invention thereof by the applicant for patent, or on an international application
by another who has fulfilied the requirements of paragraphs (1), (2), and {4) of section 371{c) of this
title before the invention thereof by the applicant for patent.

The changes made to 35 U.S.C. 102(e} by the American Inventors Protection Act
of 1999 (AIPA) and the Intellectual Property and High Technology Technical
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting
directly or indirectly from an international application filed before November 29, 2000.
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior
to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)).

5. Claims 1-2, 4-9 and 11-13 are rejected under 35 U.8.C. 102(e) as being

anticipated by Perez (U.S. Pub. No.: 2004/0225904 A1),

EXHIBIT D, APPX073
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Regarding, claim 20, Perez discloses the proximity sensor is activated manually {i.e. key-aclivity,
talk condition, pressing / depressing the key or button, Page 2, 1 [0017]) when the mobile station initiates
an outgoing wireless telephone (See Perez e.g. Page 2, Paragraphs [0017]-[0018]).

With respect to claims 1, 8, Perez discloses a method of conserving balttery power in a mobile
station / a mobile station See i.e. radio communication apparatus, Title, Abstract), comprising: a display
(i.e. enclosure, housing, main body, display 12 of Fig. 1, etc.); a proximity sensor adapted to generate a
signal indicative of proximity of an external object {See e.g. short range detector or sensors 24, 26, 28 or
30 of Fig. 1, determine the proximity of a user's head to an earpiece, Page 1, T [0009]); and a
microprocessor adapted to (See e.g. 16 of Fig. 1, Page 1, §[0013, 102 of Fig. 3, Page , 2 [ [0019]): (a)
determine whether a telephone call is active (Se e.g. sensor can be used for detecting a user condition of
the portable communication device such as a taik condition when the user is assumed to be talking on the
portable communication device and the processor can be programmed to at least reduce power provided
to the light source when the sensor detects the talk condition, Page 1, { [0007]); (b) receive the signal
from the proximity sensor {See e.qg. signal, Page 1] [0012]); and {c} reduce power to the display if (See
e.g. reduce power, display, Page 1 ] [0013]) (i) the microprocessor determines thai a telephone call is
active (See e.g. active call, Page 2, [[0014]} and (ii) the signal indicates the proximity of the external
object (See e.g. a talk condition can be sensed by measuring at least one among a spectrum densily or a
spectrum energy of a bounced signal to determine the proximity of a user's head to an earpiece of the
portable communication device using a microphone or a proximity sensor 24, Page 2, 9 {0015]).

Regarding claims 2, 9, Perez discloses {See e.g. the microprocessor the processor can be
programmed to at least reduce power provided to the light source when the sensor detects the talk
condition, Page 1, [ [0007]) reduces power to the display (See e.q. reduce power, display, Page 19
[0013]) only if {i) the microprocessor determines that a telephone call is active (See €.qg. active call, Page
2,9 (0014]) and (ii) the signal indicates the proximity of the external object (See e.qg. a talk condition can
be sensed by measuring at least one among a spectrum density or a spectrum energy of a bounced
signal to determine the proximity of a user's head to an earpiece of the portable communication device

using a microphone or a proximity sensor 24, Page 2, 7 [0015]).

EXHIBIT D, APPX074
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Regarding claims 4, 11, Perez discloses the proximily sensor causes display to be turned off /
the display {See e.g. 56 of Fig. 2).

Regarding claims 5, 12, Perez discloses a mechanical proximity sensor, an optical sensor, and a
range-detecting sensor (See e.q. 24, 26, 28, 30 of Fig. 1).

Regarding claim 6, Perez discloses the proximity sensor is located proximate the display (See
e.g. 12, 24, of Fig. 1).

Regarding claims 7, 13, Perez discloses detecting whether an external object is proximate
substantially concurrently {See e.g. short range deteclor or sensors 24, 26, 28 or 30 of Fig. 1, determine
the proximily of a user's head to an earpiece, Page 1, ] [0009]) with the mobile slation receiving an
incoming telephone call {See e.g. when the mobile station {MS) inherently receiving incoming phone call,
or MS inherently placing an out going call by keying / dialing the number on the keypad and speaking into

the microphone or listening to the earpiece, Page 2, 7 [0015]}.

Claim Rejections - 35 USC § 103
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

{a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject malter pertains.
Patentability shail not be negatived by the manner in which the invention was made.

7. Claims 3, 10 are rejected under 35 U.S.C. 103(a} as being unpatentable over
Perez (U.S. Pub. No.: 2004/0225904 A1) in view of Her (U.S. Patent 5,712,911).

With respect to claims 3, 10, Perez discloses everything as discussed above in the rejected
claims 1, 8. However, Perez dose not explicitly disclose wherein, if {i} the microprocessor determines
that an incoming telephone call arrives at the mobile station and (ii} the signal indicates the proximity
of the external object, then the incoming telephone call is automatically answered. In an analogous
field of endeavor, Her discloses a vigorously well known system and or method for proximity sensor

for sensing the presence or absence of a subscriber within a predetermined proximity zone, and

EXHIBIT D, APPX075
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microprocessor (See e.g. 18, 20 of Fig. 1)} for automatically activating the speakerphone in response
to an incoming call (See e.g. Co. 2, Lines 41-50). Therefore, it would have been obvious to one
ordinary skill in the art at the time of the invention to provide above teaching of Her to Perez to
provide a portable telephone including speakerphone that bypasses the use of a manually operated
push speakerphone button when responding fo an incoming call via speakerphone {See Her, Co. 2,

Lines 51-54).

Conclusion
8. The prior art made of record and not relied upon is considered pertinent to

applicant's disclosure.

a} Suzuki (U.S. Pub. No.: 2003/0162570 A1).

b} Perez {U.8. 7,076,675 B2).

¢} Miyashita (U.S. 5,586,182 A).

Any inquiry concerning this communication or earlier communication from the examiner should be
directed to Kamran Afshar whose telephone number is {571) 272-779€. The examiner can be reached on
Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, the examiner's supervisor,
Eng, George can be reached @ (571) 272-3984. The fax number for the organization where this
application or proceeding is assigned is 571-273-8300 for all communications.

Information regarding the status of an application may be obtained from the Patent Application
Information Retrieval (PAIR) system. Status information for published applications may be obtained from
either Private PAIR or Public PAIR. Slatus information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system, see http:/pair-direct. uspto.gov. Should
you have questions on access o the Private PAIR system, contact the Electronic Business Center (EBC)
at 866-217-9197 (toll-free).

{KAMRAN AFSHAR/

Primary Examiner, Art Unit 2617

EXHIBIT D, APPX076
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CUSTOMER NO. 46900 PATENT
IN THLE UNTTED STATES PATENT AND TRADEMARK OUFICLE
Re: Attorney Docket No. Goris 11-11

In rc application of: Norman Goris et al.

Serial No.: 11/4945,505 Group At Unit: 2017
liled: 11/27/407 Lxaminer: Kamiran Afshar
Matter No.: 992.1428 Phone No.: 571-272-7796

Tor: System and Method for Conserving Battery Power in a Mobilc Station

AMENDMENT UNDER 37 CFR 1,111

Comnussioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Dear Sir:

This Amendment is filed in response to the non-final office action of 4/23/10.

EXHIBIT D, APPXO077
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CLAIMS

1. {Currently Amended) A mohile station, comprising;

a display;

a proximily sensor adapled 1o gencrate a signal indicative ol proximity ol an external ohject; and
a microprocessor adapted to:

(a) determine without using Lhe proximily sensor, whether a telephone call is aclive;

(b} reccive the signal from the proximity sensor; and
{c) reduce power o Lthe display il (i} the microprocessor determines that a welephone call

is active and (ii) the signal indicates the proximity of the cxternal ohject.

2. (Original) The mobile station of claim 1. wherein the nucroprocessor reduces power 10
the display only il {i) the microprocessor determines that a lelephone call is active and (ii) the segnal

indicatcs the proximity of the cxternal object.

3. {Original) The mobile station of claim 1. wherein. if (i} the microprocessor defermines
that an incoming telephone call arrives at the mohile station and (i) the signal indicates the proximity of

the cxternal object, then the incoming telephone call is automatically answered.

4. {Original) The mobile station as recited in claim 1, whercin the microprocessor reduces

power 10 the display hy turning ofT the display.

5. {Original) The mobile station as recifed in claim 1. wherein the proximily sensor is a

mechanical proximity sensor, an optical sensor. or a range-detecting sensor.

6. (Original) 'I'he mobile station as recited in claim 1. wherein the proximity sensor is

located proximaie o the display.

7. (Original) The mobile stalion as recited in claim 1, wherein the proximity sensor begins
detecting whether an external object is proximate substantially concurrently with the mobile station

initiating an outgoing teicphone call.

B. (Currently Amended) A method of conserving hattery power in a mohile station.

Serial No. 11945.505 -2- Goris FL-1T (992.1438)
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comprising:
detecting whether an external object is proximate;

deternuning, independently of the deternunation whether the external object is proximale,

whether a telephone call is active; and
reducing power consunmphion of a dispiay of the mobile station if (i) a lelephone call is

determined 10 he active and (i) the proximily of the external object is detected.

9. {Original) The method of claim 8, wherein the power consumption of the display is
reduced only if (i) a telephone call is determined o be active and (ii} the proximity of the external object

is detected.

10. (Original) The method ol claim 8. [urther comprising;
if (1} an inconung tclephone call is determined to arrive at the mobile station and {ii) the

proximitly of the external ohject is detected. then automatically answering the incoming telephone call.

1. (Original) The method as recited in claim 8, wherein reducing power consumption of the

display compriscs turning off the display.

12. (Original) The method as recited in claim 8, whercin the detecting of the proxinuty of
the external object is performed by a mechanical proximity sensor, an oplical sensor, or a range-detecting

SCNSOr.

13, (Original) The method as recited in claim 8, whercin detecting whether an cxternal
ohject is proximate begins suhstantially concurrently with the mobile station initialing an oulgoing

telephone call.

14, (New) A mobile station, comprising;
a display;
a proximily sensor adapled 1o generale a signal indicative of proximity ol an external ohject; and
a microprocessor adapted to:
(a) determine, independently of the determination whethier (he external object is
proximate, whether a telephone call is active;
(b) receive the signal Irom the proximily sensor; and

Serial No. 11945.505 -3- Goris FL-11 (992.1438)
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(¢} reduce powcer Lo Lhe display if (i} the microprocessor determines that a telephone call

is aclive and (ii) the signal indicates the proximity of the external object.

Serial No. 11945.505 -4- Goris FL-1T (992.1438)
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REMARKS/ARGUMENTS

Claims 1-13 were previously pending in the application. Claims 1 and 8 arc amended, and new
claim 14 is added herein. Assuming cntry of this amendment, claims 1-14 arc now pending. The
Appilicant hereby requests examination of the application in view of the foregoing amendments and these
remarks.

Dguble-Pateniing Rejections

In paragraph 2 of the office action, the Lxaminer rejected claims 1-13 on the ground of
nonstatutory obviousness-type double patenting as unpatentable over claims 1-20 of ULS. Patent No.
7.113.811. In paragraph 3 of the office action. the Lxanuner rejected elaims 1-13 on the ground of
nonstatutory obviousness-type double patenting as unpatentable over claims 1-13 of ULS. Patent No.
7.319.88Y. In responsc, the Applicant submits that. if necessary. a terminal disclaimer will be filed after
indication of allowable subject matter in the present application.

Art Rejections

In paragraph 4 of the ofTice action. the Examincer rejecled claims 1, 2, 4-9, and 11-13 under 33
U.5.C. §102(¢) as antlicipated hy 11.5. Patent Application Pub. No. 2004/0225904 (*TPerez”). In
paragraph 6, the Examiner rejected claims 3 and 16 under 35 U.S.C. §103(a) as ohvious over Perez in
view ol U.S. Patent No. 5. 712911 {"Tler™).

For the [ollowing reasons, the Applicant suhmits that 2l of the now-pending claims are
allowable over the cited references.

Claim 1. as amended herein, reciles:

1. A mohile stalion, comprising;
a display;
a proximily sensor adapled Lo generale a signal indicative of proximity of an external ohject; and
a microprocessor adapted to;
(a} determine. without using the proximity sensor. whether a relephone call is active;
{b) reccive the signal from the proximity sensor; and
(¢} reduce power to the display if (i} the microprocessor determines that a telephone call
is active and (ii) the signal indicatcs the proximity of the cxternal object.

Similarly. amended claim 8 and new clain 14 recite that the determination whether a telephone call is
active is made “independently of the determination whether the external object is proximate.”
Supporl for the amendments (o claims 1 and 8 and or new claim 14 is [ound in the specification. e.g.. al
p. 3. line 17, through p. 4, line 12.

The Examiner argued on page 5 of the action that Perez discloses a proximily sensor Lthat “can be
used lor detecting a user condition ol the portable communicalion device such as a talk condilion when
the user is assumed to he talking on the portahle communication device and the processor can be
programmed o at least reduce power provided (0 the light source when the sensor detects the talk
condition.” Perev provides a numher of examples of how a “talk condition™ can be detected:

Serial No. 11945.505 -5- Goris FL-11 (992.1438)

EXHIBIT D, APPX081

BNR-SDCA00001389
ZTE, Exhibit 1020-0168



Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.3988 Page 16 of 155

¢ A alk condilion, for example, can he sensed by detecting if a predetermined volume ol acoustic
sound is heing received al the microphone 20) or al another sensor such as a proximity sensor 26
indicalive of a user talking on the portable communicalion device (paragraph [(0015]);

»  Alternatively. a talk condition can be sensed by measuring at least one among a spectrum density
or a spectrum cnergy of a bounced signal to determine the proximity of a user’s head to an
carpicee of the portable communication device using a microphone or a proxinity sensor 24
{paragraph [} 351);

¢ Atalk condilion can also he sensed hy detecting an angle at which the portable communication
device 10 is positioned or by detecting a vihration of the portahle communication device 10
(paragraph [O015]);

®  Another way for sensing a talk condition can be achieved by sensing if the portable
communication device 10} is in a user’s hand {paragraph [({)15]); and

¢ Tn vet another alternative, sensing a talk condilion can involve simply measuring a predetermined
period after a phone call starts (paragraph [O(}16]).

In paragraph [O018], Perer states thal “[pJower [or the light sources can he reduced or lurned olT
either immediately upon detection of a talk condition or within a predetermined time as may he
programmed into the portable communication device 1037 Thus, in Perez, although several different
ways of detecting a “talk condition™ are disclosed. the detection of only a single condition, namely, a
“talk cendition,” is used o reduce display power.

Amended claim 1 reciles that the determination whether a telephone call is aclive is made
"without using the proximity sensor.,” and amcnded claim 8 and new claim 14 recite that the
determination whether a lelephone call is active is made “independently of the determination whether
the external object is proximate.” Thus. claims L. 8. and 14 all require that two separate
deferminations be made; (i} whether a telephone call is active, and (ii) whether the proximity ol an
external object is indicaled.

Since Perer [ails 1o disclose display-power reduction hased on these lwo separate and distinet
conditions. but rather. uses only a single condition o reduce display power, Perez cannot possihly

anticipate any ol claims 1. 8, and 14. Since the remaining claims depend variously [rom claims 1 and 8,
it is further suhmitted that those claims are also allowable over Perez.

Conclusion
In view ol the ahove amendments and remarks, the Applicant believes that the now-pending
claims are in condition [or allowance. Therefore, the Applicant believes (hat the entire applicalion is
now in condition [or allowance. and early and [avorable action is respectiully solicited.
Fees
During the pendency of this application, the Commissioner [or Patents is hereby authorized o

charge payment of any filing fees lor presentalion of extra claims under 37 CFR 1,16 and any patent

Sevial No. 11945.505 -f1- Goris FL-11 (992.1438)
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application processing [ees under 37 CIFR 1,17 or credit any overpayment 1o Mendelsohn, Drucker, &
Associates, P.C. Deposit Account No. 50-(1782.

‘The Commussioner for Patents is hereby authorized to treat any concurrent or future reply,
requiring a petition [or extension of tinte under 37 CUR § 1.136 for its timely submission, as
incorporating a petition for extension of timc for the appropriate length of time it not submitted with the
reply.

Respectlully submitted,

Datc: July 20, 2010 {Kcvin M. Drucker/
Customer No. 46900 Kevin M. Drucker
Mendelsohn, Drucker, & Associates, P.CL Registration No. 47,537
1500 John 1. Kennedy Blvd., Suite 45 Attorney for Applicant
Philadelphia, Pennsylvania 191032 (215} 557-665Y9 (phonc)

(215) 557-8477 (fax)

Serial No. 11945.505 -7- Goris FL-1T (992.1438)
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Application No. Applicant{s}
11/945,505 GORIS ET AL.
Office Action Summary Examiner ArtUnit
KAMRAN AFSHAR 2617

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Exiensions of tinte may be available under the provisions of 37 CFR 1.136{a). In no event, however, may a reply be timely filed

after 51X (6} MOMNTHS from the mailing date of this communication.
- IF NO perioed for reply is specified above, the maximum statutory pericd will apply and will expire SIX (8) MONTHS from the mailing date of this communication.
- Faiivre to reply within the set or extended perfod for reply will. by statute, cause the application to becorne ABANDONED (35 U.S.C. § 133}

Any reply recaived by the Office later than three months afer the mailing date of this communication, even if timely filed, may reduce any

eamed patent kerm adiustment. See 37 CFR 1.704{b).

Status

1) Responsive to communication(s) filed on 20 July 2010.
2a)lX] This action is FINAL. 2b)[] This action is non-final.
3] Since this application is in condition for allowance except for formal matters, prosecution as to the merils is
closed in accordance with the praclice under Ex parfe Quayle, 1935 C.D. 11, 463 0.G. 213.

Disposition of Claims

4B Claim(s} 1-14 isfare pending in the application.

4a) Of the above claim(s) isfare withdrawn from consideration.
51 Claim{s) is/are allowed.
&)X Claim(s) 1-14 is/are rejected.
7T)] Claim{s} _____is/are objected to.
8)] Claim{s) _____are subject to restriction and/or election requirement.

Application Papers

9)] The specification is objected to by the Examiner.
10)[] The drawing(s) filed on isfare: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a}.
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objecied to. See 37 CFR 1.121{d).
11)] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.5.C. § 119

12)J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d} or (f).
al Al b)]Some * c)] None of:
1.[] Certified copies of the priority documents have been received.
2] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau {PCT Rule 17 .2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s}
1) |:| Notice of References Cited {PT0O-852) 4) |:| Interview Summary (PT0O-413)
2) ] Notice of Draftsperson’s Patent Drawing Review (PTO-348) Paper No(s)Mail Dale. _
3) ] information Disclosure Statemeni(s) (PTO/SB/0B) 5) ] Notice of Informal Patent Application
Paper No(s)/Mail Date _____ e)[Jower
U.3. Patent and Tradamark Ofca R )
PTOL-326 (Rev. 08-06}) EXHI BI.P-I‘B:,Q Acw)%bug%ary Parl of Paper No./Mail Date 20100826
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DETAILED ACTION
Response to Arguments
1. Applicant's arguments filed on 07/20/2010 have been fully considered but they
are not persuasive.

Double-Patenting Rejections

In response to Applicant argument { i.e. the Applicant submits that, if necessary,
a terminal disclaimer will be filed after indication of allowable subject matter in the

present application. The Double-Patenting Rejections is maintained {ill a suitable

terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) is filed to overcome
an actual or provisional rejection based on a nonstatutory obviousness-type double
patenting rejection.

Effective January 1, 1994, a registered attorney or agent of record may sign a

terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

Art Rejections

In response to applicant's argument with respect to amended claims 1, 8, and
new claim 14 that the reference Perez (U.S. Pub. No.: 2004/0225904 A1) fails to show
certain features of applicant’s invention (i.e. the determination wheiher a telephone call
is active is made "without using the proximity sensor,” and or the determination whether
a telephone call is active is made "independently of the determination whether the
external object is proximate."). Examiner very kindly directs the Applicant to reference
Perez: where teaches the determination whether a telephone call is active is made
"without using the proximity sensor,” and or the determination whether a telephone call

is active is made "independently of the determination whether the external object is

EXHIBIT D, APPX086
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proximate” (See Perez e.qg. A talk condition (or active call or ongaing call or during a

call) can be sensed in guite a number of ways (Emphases added), 1 [0015], the talk

condition, for example, can be sensed by detecting if a predetermined volume of
acoustic sound is being received at the microphone 20 (which is not a proximity sensor

or detector {(Emphases added}). In yet another alternative, sensing a talk condition

can involve simply measuring a predetermined period after a phone call starts {or
active call or ongoing call or during a call). The predetermined time period can be user

selectable and can be programmed using the processor 16 {Emphases added),

[0016]). In other word, in any of the above alternative talk condition determinations are
without and or independent of the proximity detection via sensor 26 of Fig. 1 and or the

determination is performed by the processor 16 (Emphases added).

Applicant(s) are reminded that the Examiner is entitled to give the broadest
reasonable interpretation to the language of the claim. The Examiner is not
limited to Applicant's definition, which is not specifically set fourth in the claims,
In re Tanaka et aL, 193 USPQ 139, (CCPA) 1977. Therefore, the previous rejection

is maintained.

Double Patenting

2. The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy {a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
obviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim is either anticipated
by, or would have been obvious over, the reference claim{s). See, e.g., In re Berg, 140
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993}, In re Long/i, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1985); In re Van Ornum, 686 F .2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to overcome an actual or provisional rejection based on a nonstatutory
double patenting ground provided the conflicting application or patent either is shown 0
be commonly owned with this application, or claims an invention made as a result of
activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

3. Claims 1-14 are rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentable over claims 1-20 of U.S. Patent No. 7,113,811 B2.
Although the conflicting claims are not identical, they are not patentably distinct from
each other because they both basically claim the same subject matter which includes:
1} A mobile station, 2) a display, 3) a power reducer configured to control power
consumption of said display, 4) a proximity sensor adapted generate a signal indicative
of proximity of an external object , 5) a microprocessor adapted to: (a) determine
whether a telephone call is active; (b) receive the signal from the proximity sensor; and
(c) reduce power to the display if (i} the microprocessor determines that a telephone call
is active and (ii) the signal indicates the proximity of the external object.

4. Claims 1-14 are rejected on the ground of nonstatutory obviousness-type double
patenting as being unpatentabie over claims 1-13 of U.8. Patent No. 7,319,889 B2.
Although the conflicting claims are not identical, they are not patentably distinct from
each other because they both basically claim the same subject matter which includes:

1} A mobile station, 2) a display, 3) a power reducer configured to control power

consumption of said display, 4) a proximity sensor adapied generate a signal indicative
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of proximity of an external object , 5) a microprocessor adapted to: (a) determine
whether a telephone call is active; (b) receive the signal from the proximity sensor; and
{c) reduce power to the display if (i} the microprocessor determines that a telephone call

is active and (ii) the signal indicates the proximity of the external object.

“A later patent claim is not patentably distinct from an earlier patent claim if the
later claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at
896, 225 USPQ al 651 (affirming a holding of obviousness-type double patenting
because the claims at issue were obvious over claims in four prior art patents); In re
Berg, 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of
obviousness-type double patenting where a patent application claim to a genus is
anticipated by a patent claim to a species within that genus). “ ELI LILLY AND
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30,
2001).

Claim Rejections - 35 USC § 102
5. The following is a quotation of the appropriate paragraphs of 35 U.S5.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

{e} the invention was described in a patent granted on an application for patent by another filed in the
United States before the invention thereof by the applicant for patent, or on an international application
by another who has fulfilled the requirements of paragraphs (1}, (2}, and {4) of section 371{c) of this
title before the invention thereof by the applicant for patent.

The changes made to 35 U.8.C. 102(e) by the American Inventors Protection Act
of 1999 (AIPA) and the Intellectual Property and High Technology Technical
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting
directly or indirectly from an international application filed before November 29, 2000.
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior

to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)).
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6. Claims 1-2, 4-9 and 11-14 are rejected under 35 U.5.C. 102{e) as being
anticipated by Perez (U.S. Pub. No.: 2004/0225904 A1).

With respect to claims 1, 8, 14, Perez discloses a method of conserving battery power in a mobile
station / a mobile station See i.e. radio communication apparatus, Title, Abstract), comprising: a display
(i.e. enclosure, housing, main body, display 12 of Fig. 1, elc.}; a proximity sensor adapted to generate a
signal indicative of proximity of an external object {See e.g. short range detector or sensors 24, 26, 28 or
30 of Fig. 1, determine the proximity of a user's head lo an earpiece, Page 1, 1 [0009]); and a
microprocessor adapted to {See e.g. 16 of Fig. 1, Page 1, §[0013], 102 of Fig. 3, Page , 2 [0019]): {(a)
determine, without using the proximity sensor and or independentiy of the determination whether the

external object is proximate (See e.g. A talk condition {or active call or ongoing call or during a call) can

be sensed in quite a number of ways (Emphases added}, 1 [0015], the talk condition, for example, can

be sensed by detecting if a predetermined volume of acoustic sound is being received at the microphone
20 (which is not a proximity sensor or detector (Emphases added)). In yet another alternative, sensing a
talk condition can involve simply measuring a predetermined period after a phone call starts (or active
call or ongoing call or during a call). The predetermined time period can be user selectable and can be

programmed using the processor 16 talk condition determinations are without and or independent of the

proximity detection via sensor 26 of Fig. 1 and or the determination is performed by the processor 16
{(Emphases added} whether a ielephone call is active (Se e.9. sensor can be used for detecting a user
condition of the portable communication device such as a talk condition when the user is assumed o be
talking on the portable communication device and the processor can be programmed to at least reduce
power provided to the light source when the sensor detects the talk condition, Page 1,  [0007]); (b}
receive the signal from the proximity sensor {See e.g. signal, Page 1,11 [0012]); and {c} reduce power to
the display if (See e.g. reduce power, display, Page 19 [0013]} (i} the microprocessor determines that a
telephone call is active (See e.g. active call, Page 2, 9] [0014]) and {ii) the signal indicates the proximity of
the external object (See e g. a talk condition can be sensed by measuring at least one among a spectrum

density or a spectrum energy of a bounced signal to determine the proximity of a user's head to an
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earpiece of the portable communication device using a microphone or a proximily sensor 24, Page 2,
[0015]}.

Regarding claims 2, 9, Perez discloses (See e.g. the microprocessor the processor can be
programmed (o at least reduce power provided to the light source when the sensor detects the talk
condition, Page 1, [ [0007]) reduces power to the display (See e.g. reduce power, display, Page 1
[0013]) only if (i) the microprocessor determines that a telephone call is active (See e.g. active call, Page
2, 1100141y and {ii) the signal indicates the proximity of the external object (See e.g. a talk condition can
be sensed by measuring at least one among a spectrum density or a spectrum energy of a bounced
signal to determine the proximity of a user's head to an earpiece of the porlable communication device
using a microphone or a proximity sensor 24, Page 2, [ [0015]).

Regarding claims 4, 11, Perez discloses the proximity sensor causes display to be turned off /
the display {See e.g. 56 of Fig. 2).

Regarding claims 5, 12, Perez discloses a mechanical proximity sensor, an optical sensor, and a
range-detecting sensor {See e.g. 24, 26, 28, 30 of Fig. 1).

Regarding claim 6, Perez discloses the proximity sensor is located proximate the display {See
e.g. 12, 24, of Fig. 1}.

Regarding claims 7, 13, Perez discloses detecting whether an external object is proximate
substantiaily concurrently {See e.g. short range deteclor or sensors 24, 28, 28 or 30 of Fig. 1, determine
the proximity of a user's head to an earpiece, Page 1, [ [0009]} with the mobile station receiving an
incoming telephone call (See e.g. when the mobile station {MS) inherently receiving incoming phone call,
or MS inherently placing an out going call by keying / dialing the number on the keypad and speaking into

the microphone or listening to the earpiece, Page 2, 9 [0015]).

Claim Rejections - 35 USC § 103
7. The following is a quotation of 35 U.8.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:
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{a} A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this titie, if the differences belween the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a parson having ordinary skill in the arl to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

8. Claims 3, 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Perez (U.S. Pub. No.: 2004/0225904 A1) in view of Her (U.S. Patent 5,712,911).

With respect to claims 3, 10, Perez discloses everything as discussed above in the rejected
claims 1, 8, 14. However, Perez dose not explicitly disclose wherein, if (i} the microprocessor
determines that an incoming telephone call arrives at the mobile station and {(ii) the signal indicates
the proximity of the external object, then the incoming telephone call is automatically answered. In an
analogous field of endeavor, Her discloses a vigorously well known system and or method for
proximity sensor for sensing the presence or absence of a subscriber within a predetermined
proximity zone, and microprocessor (See €.g. 18, 20 of Fig. 1) for automatically activating the
speakerphone in response (o an incoming call {See e.g. Co. 2, Lines 41-50). Therefore, it would have
been obvious to one ordinary skill in the art at the time of the invention to provide above teaching of
Her to Perez to provide a portable telephone including speakerphone that bypasses the use of a
manually operated push speakerphone button when responding to an incoming call via speakerphone

(See Her, Co. 2, Lines 51-54).
Conclusion
9. Applicant's amendment necessitated the new ground(s) of rejection presented in
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37
CFR 1.136(a).
A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first repiy is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not
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mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later
than SIX MONTHS from the date of this final action.

Any inquiry concerning this communication or earlier communication from the
examiner should be directed to Kamran Afshar whose telephone number is {(5§71) 272-
7796. The examiner can be reached on Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, the
examiner's supervisor, Eng, George can be reached @ (571} 272-3984. The fax
number for the organization where this application or proceeding is assigned is 571-
273-8300 for all communications.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval {(PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see hitp://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toli-free).

/KAMRAN AFSHAR/

Primary Examiner, Art Unit 2617
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CUSTOMER NO. 46900 PATENT
INTHLE UNTTLED STATES PATENT AND TRADEMARK OUFICLE
Re: Attorney Docket No. Goris 11-11

In rc application of: Norman Goris ¢t al.

Serial No.: 11/4945,505 Group At Unit: 2017
liled: 11/27/407 Lxaminer: Kamiran Afshar
Matter No.: 992.1428 Phone No.: 571-272-7796

Tor: System and Method for Conserving Battery Power in a Mobilc Station

AMENDMENT UNDER 37 CFR 1.116

Comnussioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450

Dcar Sir:

This Amendment is filed in response to the final office action of 9/2/10. A Terniinal Disclaimer
accompanics this Amendment.
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CLAIMS

1. {Currently Amended) A mohile station, comprising;

a display;

a proximily sensor adapled Lo gencrale a signal indicative ol Lhe existence ol a first condilion,
the first condition heing that an external object is proximatc proximity-ofan-externalebjeet: and

a microprocessor adapted to;

{a} determine, without using the proximity sensor, the exisience of a second condition

independent and different from the first condition, the second condition heing that whether a 1elephone

call is active;
(b} receive the signal [rom the proximily sensor; and

{c) reduce power to the display if hoth the first and sceond conditions exist H-the

ity of 4 biect.

2 (Original) T'he mobile station of claim 1. wherein the microprocessor reduces power to
the display only if (i} the microprocessor determines that a telephone call is active and (ii) the signal

indicates the proximity of the exiernal ohject.

3. {Original) The mobile station of claim 1. wherein, if (i) the microprocessor determines
that an incoming telephone call arrives at the mohile station and (ii) the signal indicates the proximity of

the cxternal object, then the incoming telephone call is automatically answcered.

4. {Original) The mobile station as rccited in claim 1. wherein the microprocessor reduces

power (o the display hy turning off the display.

5. (Original) The mobile station as recited in claim 1. wherein the proximity sensor is a

mechanical proxinity sensor, an optical sensor, or a range-detecting sensor.

6. (Original) The mobile station as recited in claim 1. wherein the proximity sensor is

located proximate o the display.

7. (Original) The mobile station as recited in claim 1. wherein the proximily sensor begins

Serial No. 117945505 -2- Goris FL-1T (992.1438)
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detecting whether an external object is proximate substantially concurrently with the mobile station

initiating an oulgoing telepbone call.

3. (Currently Amended) A method of conserving baitery power in a mobile station,
comprising:

the mobile station detecting the existence ol a first condition, the first condition being that

wehether an cxitcrnal objeet is proximare;
the mobile station delecting the existence of a second condition independent and dilierent [rom
the first condition, the second condition being that determiningindependently-of- the determination

- a lelephone call is active; and

the mobile station reducing power consumption of a display of the mobile station if both the first

and second conditions exist &

9. (Original) The method of claim ¥. whercin the power consumiption of the display is
reduced only il (i) a welepbone call is determined o be active and (ii) tbe proximity of tbe exlernal object

is detected.

16 {Currcntly Amended) The method of claim 8, [urther comprising:
il (i} an incoming telephone call is determined Lo arrive at tbe mobile station and (ii) tbe

proximity of the external object is detected, then the mobile station automatically answering the

incoming telephone call.

I1. {Original) The mwethod as recited in claim 8. wherein reducing power consumption of the

display compriscs turning off the display.

12. (Original) 'The method as recited in claim 8, wherein the detecting of the proxinuty of
the exlernal object is performed by a mechanical proximity sensor, an oplical sensor, or a range-detecting

SCNSor.

13, (Original) 'I'he method as recited in claim &, wherein detecting whether an external
object is proximate begins substantially concurrently with the mobile station initiating an outgoing

telephone call.
Sevial No. 11/945.505 -3- Guris 1(-11 (992.1428)
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14. {Currently Amended) A mobile station, comprising:

a display;

a proximity scnsor adapted to gencrate a signal indicative of the existence of a first condition,
the lirst condition being that an exiernal objecl is proximale proximity-obanoextersal-objoet; and

a microprocessor adapted to:

(a) determine, independently of the determination whether the external object is

proximate, the existence of a second condition different from the first condition. the second condition

being Lhat whether a telephone call is active,
{b) reccive the signal from the proximity sensor; and

(¢} reduce power Lo Lhe display il hoth the [irst and second conditions exist é-the

Serial No. 117945505 -4- Goris FL-1T (992.1438)
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REMARKS/ARGUMENTS

Claims 1-14 arc pending in the application. Claims 1. 8, 1), and 14 arc amended herein. The
Applicant hereby requests cxamination of the application in view of the foregoing amendments and these
remarks.

Double-Patenting Rejections

In paragraph 3 of the office action. the Examiner rejected claims 1-13 on the ground of
nonstatutory obviousness-lype double patenting as unpatentable over claims 1-20 of U.S. Patent No.
7.113.811. In paragraph 4 of the office action. the Lxaminer rejected claims 1-13 on the ground of
nonstatutory obviousness-type double patenting as unpatentable over claims 1-13 of U.S. Patent No.
7.319.889. In response, the Applicant submits herewith a ‘T'erminal Disclaimer. which the Applicant
belicves should overcome these double-patenting rejections.

Art Rejections

In paragraph 6 of the olTice action, the Examiner rejected claims 1, 2, 49, and 11-14 under 35
U.S.C. §102(e) as anticipated hy 11.8. Patent Application Pub. No. 200470225904 ("Perez™). in
paragraph &, the Examiner rejected claims 3 and 10 under 35 U.S.C. §103(a) as chvious over Pererz in
view of U.S. Patent No. 5712911 (“Tler™).

For the [ollowing reasons, the Applicant suhmits that all of the now-pending claims are
allowable over the cited relerences.

Claim 1. as amended herein, recites:

1. A mohile station, comprising:

a display;

a proximily sensor adapted Lo generale a signal indicative of the exislence ol a [irst
condition, Lthe [irst condition heing lhat an exlernal object is proximate; and

a microprocessor adapted to;

(a) determine. without using the proximity sensor. the existence of a second
condition independent and different from the first condition, the second condilion
heing that a telephone call is gclive;

(h) receive the signal [rom the proximily sensor; and

(¢} reduce power (o the display if both the first and second conditions exist.

Support for the amendments (o claims 1 and 8 and for new claim 14 is found in the specification, ¢.g.. at
p- 3. linc 17, through p. 4. linc 12.

The Lxaminer argucd on pages 2 and 3 of the action that Perez discloses detecting a talk
condition. Pcrez provides a number of examples of how a “talk condition™ can be detected:

¢ A falk condition, lor example. can be sensed by detecting il a predetermined volume of acoustic
sound is heing received al the microphone 20 or at another sensor such as a proximity sensor 26
indicative of a user talking on the portable communication device (paragraph [()015]);

Serial No. 117945505 -5- Goris FL-11 (992.1438)
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¢ Alternatively, a talk condilion can be sensed by measuring at least one among a spectruim density
or a spectrum energy ol a bounced signal 1o determine the proximily ol a user's head o an
earpicce of the portahle communication device using a microphone or a proximity sensor 24
{paragraph [0(135]);

» A talk condition can also be scnsed by detecling an angle at which the portable communication
device 10 1s positioned or by detecting a vibration of the portable communication device 10
{paragraph [} 351);

¢ Another way for sensing a lalk condition can be achieved by sensing il the portahle
communication device 10 is in a user's hand (paragraph [()15]); and

® [n yer another alternative, sensing a talk condition can involve simply measuring a predetermined
period after a phone call starts (paragraph [0016]).

In paragraph [(J}18], Perez states that “*|plower for the light sources can be reduced or turned off
cither immcdiately upon detection of a talk condition or within a predetermined time as may be
programnicd into the portable communtcation device 101" Thus, in Perez, although several different
ways ol delecling a “talk condilion™ are disclosed, the detection of only a single condition, namely, 3
“talk condition,” is uscd 1o reduce display power.

Step () of amended claim 1 recites that power is reduced to the display “if hoth the first and
second conditions exist,” where the first condition is “that an external object is proximate.” and the
second condition is “that a telephone call is active.” Claim | [urther recites that the second condition
is "independent and different from the first condition.” Thus, claim 1 requires that two independent
and distinct conditions be met: (i) a telephone call is active, and (ii) an exlernal vhject is proximate.

Since Perer [ails o disclose display-power reduction based on these lwo independent and distinet
conditions. but rather. uses only a single condition (o reduce display power, Perez cannot possibly
anticipate claim 1. For similar reasons, amended claims 8 and 14 are also palentable over Perez. Since
the remaining claims depend variously from claims 1 and 8. it is furiher submitted that those claims are
also allowable over Perez.

Conclusion

In view of the above amendments and remarks, the Applicant believes that the row-pending
claims are in condition [or allowance. Therefore, the Applicant believes that the entire application is
now in condition for allowance. and early and favorable action is respectfully solicited.

Fees

IDuaring the pendency of this applicalion, the Commissioner for Patents is hereby authorized 1o
charge payment of any filing fees for presemation of exira claims under 37 CFR 1.16 and any palemt
applicalion processing lees under 37 CFR 1.17 or credit any overpayment 10 Mendelsohn, Drucker, &
Associates, IM.C. Deposit Account No. 50-(1782.

Serial No. 117945505 -f1- Goris FL-11 (992.1438)
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The Commissioner for Patents is hereby authorized to treal any concurrent or [uture reply.
requiring a petition [or extension of time under 37 CLR § 1.130 for its timely submission. as
incorporating a petition for extension of timic [or the appropriate length of time il not submitted with the
reply.

Respectlully submitted,

Datc: November 1, 20110 {Kevin M. Drucker/
Customcer No. 46900 Kevin M. Drucker
Mcendelsohn, Drucker, & Associates, P.C. Registration No. 47,537
1500 John I'. Kennedy Blvd., Suite 405 Allorncy for Applicant
Philadclphia. Pecnnsylvania 191032 (215} 5357-6659 (phonc}

(215) 557-8477 (fax)

Serial No. 117945505 -7- Goris FL-11 (992.1438)
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Application No. Applicant(s}
Advisory Action 11/945.505 GORIS ET AL
Before the Filing of an Appeal Brief Examiner Art Unit
KAMRAN AFSHAR 2617

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address —~

THE REPLY FILED 11/01/2010 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

1. [X] The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this
application, applicant must timely file ope of the following replies: (1) an amendment, affidavit, or other evidence, which places the
application in condition for allowance; {2) a Notice of Appeal {with appeal fee} in compliance with 37 CFR 41.31; or {3} a Request
for Continued Examination (RCE} in compliance with 37 CFR 1.114. The reply must be filed within one of the following time
periods:

a) ﬂ The period for reply expires 3 manths from the mailing date of the final rejection.
b} |:| The penod for reply expires on: (1) the mailing date of this Advisary Action, or {2) the date set forth in the final rejection, whichever s later. In
no event, however, will the slatutory period for reply expire later than SIX MOMNTHS from the mailing date of the final rejection.

Examiner Note: If box 1 is checked, check either box {a) or {b}. ONLY CHECK BOX {b} WHEN THE FIRST REPLY WAS FILED WITHIN TWO
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f).
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136{(a) and the appropriate extension fee
have been filed 15 the date for purposes of determining the period of exiension and the corresponding amount of the Tee. The appropnate extension fee
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened slatutary period for reply ariginally set in the final ORice action; or {2} as
setforlh in (b) above, if checked. Any repiy received by the QRice later than three months afler the mailing date of the final rejection, even if imely filed,
may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. |:| The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of
filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37{e)), to avoid dismissal of the appeal. Since a
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. E The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because

(E)E They raise new issues that would require further consideration and/or search (see NOTE belowy);

(b)|:| They raise the issue of new matter {see NOTE below);

{c) & They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; andfor

(d)|:| They present additional claims without canceling a corresponding number of finaily rejected claims.
NOTE: See Continuaticn Sheet. (See 37 CFR 1.116 and 41.33(a)).

4. |:| The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. [] Applicant's reply has overcome the following rejection(s}:

6. [] Newly proposed or amended claim(s) would be allowable if submitted in a separate, fimely filed amendment canceling the
non-allowable claim{s}.

7. For purposes of appeal, the proposed amendment(s): a) [ will not be entered, or b) [ will be entered and an explanation of
how the new or amended claims would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows:

Claim{s} allowed:

Claim{s} objected fo:

Claim(s) rejected: 1-14.

Claim{s} withdrawn from consideration:

AFFIDAVIT OR OTHER EVIDENCE

8. [ The affidavit or other evidence filed affer a final action, but before or on the date of filing a Notice of Appeai will not be entered
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and
was not eariier presented. See 37 CFR 1.116&(e).

9. [ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be
entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33{d){1)}.

10. [ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [] The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. [] Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s).
13. [ Other: .

IKAMRAN AFSHAR/
Primary Examiner, Art Unit 2617

U.5. Patent and Trademark Office
PTQL-303 (Rev. 0806} Advisory Action Before the Filing of an Appeal Brief Parl of Faper No. 20101103
EXHIBIT D, APPX102

BNR-SDCA00001421
ZTE, Exhibit 1020-0189
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Continuation Sheet (PTO-303) Application No. 11/345,505

Continuation of 3. NOTE: does NOT place the application in condition for allowance because: They raise new issue that would require
further consideration and / or search since the scop of the claimed invention has changed i.e. 1. (Currently Amended} A mobile station,
comprising: a display; a proximity sensor adapted to generate a signal indicative of the existence of a first condition, the first condition being
that an external object is proximate; and a microprocessor adapted to: {a) determine, without using the proximity sensor, the exisience of a
second condition independent and different from the first condition, the second condition being that a telephone call is active; (b) receive
the signal from the proximity sensor; and (c) reduce power to the display if both the first and second conditions exist .

EXHIBIT D, APPX103

2
BNR-SDCA00001422

ZTE, Exhibit 1020-0190
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CUSTOMER NO. 46900 PATENT
INTHLE UNTTLED STATES PATENT AND TRADEMARK OUFICLE
Re: Attorney Docket No. Goris 11-11

In rc application of: Norman Goris ¢t al.

Serial No.: 11/4945,505 Group At Unit: 2017
liled: 11/27/407 Lxaminer: Kamiran Afshar
Matter No.: 992.1428 Phone No.: 571-272-7796

Tor: System and Method for Conserving Battery Power in a Mobilc Station

DO NOT ENTER: /A
AMENDMENT UNDER 37 CFR 1.116

A 110372010
Comnussioner for Patents

P.0O. Box 1450

Alexandria, VA 22313-1450

Dcar Sir:

This Amendment is filed in response to the final office action of 9/2/10. A Terniinal Disclaimer
accompanics this Amendment.

EXHIBIT D, APPX104

BNR-SDCA00001423
ZTE, Exhibit 1020-0191
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Doc description: Request for Continued Examination {(RCE) Approved for usc through 0743172012, OMB 0651-0031
U.S. Palent and Trademark Office; U.S. DEFARTMENT OF COMMERCE

Under the Paperwork Redudlion Act of 1995, no persons are required 1o respond to a collection of mformation unless il containg a valid OMB corrol number.

REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL
(Submitted Only via EFS-Web)

Application |40 1e cos Filing 1 So07-11-27 Dacket Number | 44 14 At 1 g1y
Number Date (if applicakie) Unit

First Named Norman Goris Examiner Kamran Afshar

Inventor Name

This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the above-identified application.
Request for Continued Examination {RCE) practice under 37 CFR 1.114 does not apply to any ulility or plant application filed prior to June 8,
1895, or to any design application. The Inslruction Sheet for this form ig located at WWW.USPTO.GOV

SUBMISSION REQUIRED UNDER 37 CFR 1.114

Mote: If the RCE is proper, any previously filed unentered amendmenls and amendments enciosed with the RCE will be entered in the order
in which they were filed uniess applicant instructs otherwise. If applicant does nol wish to have any previously filed unentered amendment(s)
entered, applicant must request non-entry of such amendmentis).

E Previously submitied. if a final Office action is outstanding, any amendmenls filed after the iinal Gffice action may be considered as a
submission even if this box is not checked.

[] Consider the arguments in the Appeal Brief or Reply Brief previously filed on

[] Other

[] Enclosed

[] Amendment/Reply
|:| Inforration Disclosure Siatement (IDS)

[ affidavit(s) Declaration{s)

[] Other

MISCELLANECUS

|:| Suspension of action on the above-identified application is requested under 37 CFR 1.103{c} for a period of months
{Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17(i) required)

] other

FEES

The RCE fee under 37 CFR 1.17(¢) is required by 37 CFR 1.114 when the RCE is filed.
The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to
Deposit Account No 500782

SIGNATURE OF APFLICANT, ATTORNEY, OR AGENT REQUIRED

Patent Practitioner Signature

[ Applicant Signature

EXHIBIT D, APPX105

EFS - Web2.1.15 BNR-SDCA00001424
ZTE, Exhibit 1020-0192
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Doc description: Request for Continued Examination {(RCE) Approved for usc ihrough 0743172012, OMB 0651-0031
U.S. Palent and Trademark Office; U.S5. DEFARTMENT OF COMMERCE

Under the Paperwork Redudlion Act of 1995, no persons are required 1o respond to a collection of mformation unless il containg a valid OMB corrol number.

Signature of Registered U.S. Patent Practitioner

Signature | /Kevin M. Drucker! Date {(YYYY-MM-DD} | 2010-11-18

Name Kevin M. Drucker Registration Number | 47537

This collection of informalion is required by 37 CFR 1.114. The information is required to oblain or retain a benefit by the public which is to
file {and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete Lhis form andfor suggestions for
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce,

P.0O. Box 1450, Alexandria, VA 22313-1450.
if you need assistance in completing the form, call 1-800-PTO-918% and select option 2.

EXHIBIT D, APPX106
EFS - Web2.1.15 BNR-SDCA00001425

ZTE, Exhibit 1020-0193
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UNITED STATES PATENT AND TRADEMARK OITICE

UNITED STATES DEPARTMENT OF COMMERCT
Unite<| States Maleal and Trademark {(HTlice
Adklress: COMMIBSIONLE FOR PATENTS

Py Buon [ 450

Alexandnma, Virgima Y2315 1450

WO UpPla Zov

NOTICE OF ALLOWANCE AND FEE(S) DUE

L] THUN 1 22642410 |

MENDFEILSOHN. DRUCKER, & ASSOCIATES. P.C.
1500 JOHN F. KENNEDY BLVD., SUITL: 405
PUILADELPHIA. PA 19102

EXAMDNER |
AISHAR, KAMRAN
| ART TNTT PAPER NTMBiR |
a7

DATE MAILED: 12/29/2010

APTPLKCATION XNO. FITING 1A LT FIRST NAMED INVIENTOR ATTORXEY I20CKT N CONFIEMATION X0

1 1545 505 YT Norman Goris
TITLE OF INVENTION: SYSTIEM AND METHOD FOR CONSERVING BATTERY POWER [N A MORIE STATION

GORIS 11-11 7512

APPLN. TYFE | SMaLL EXTITY | ISSTEFEEDIE | PIDLICATIONTEE DVE | PREV. PAID ISSTE FEE TOTAL FEESyDTE DATEDTE

nonprovisiomal NO 51510 5300 50 51810 D3 2200
THE APPLICATION IDENTIFIED ABOYE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERFITS IS CLOSED. TIIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGIITS,
THIS APPLICATION IS SUBJECT TO WITTIDRAWAL FROM ISSUE AT TIIE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

TIE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED} MUST BE PAID WITIIIN THREE MONTIIS FROM TIIE
MAILING DATE OF TIIS NOTICE OR THIS APPLICATION SIIALL BE REGARDED AS ABANDONED, TIIIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 US.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION, 1IF AN ISSUE FEE I1AS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY TIIE PREVIOUSLY PAID ISSUE FEE TOWARD TIIE ISSUE FEE NOW
DUE.

HOW TO REPLY TO TS NOTICE:
L. Review the SMALL ENTITY status shown above.

IT the SMATL ENTITY is shown as YES, verily your currenl
SMAILL FENTITY sialus:

AL I the status is the same, pay the TOTAL FEL(S) DUL shown
above.

I the SMALL ENTITY is shown as NO:
AL Pay TOTAL FEL(SY DULE shown above, or

B. If the staws above is 10 be removed, check box 5b on Part B -
Fee(s) Transmuttal and pay the PUBILICATION FEE (it required)
and twice Lhe smount of the ISSUE TTE shown above, ar

B. If applicant claimed SMALL ENTITTY status before. or is now
clamming SMALL ENTTLY status, check box 5a on Part B - Fee(s)
Transmitlal and pay e PUBLICATION FEE {f requircd) and 1/2
the ISSUE I'TIE shown above.

1. PART B - FEL(S) TRANSMITTAL, or its equivalent, must be completed and retumed to the United States Patent and Tradem:ank Office
(USPT() with your ISSUL FEE and PUBLICATION FEE (if required). If you are charging the fee{s) to your deposit account, section "4b"
of Part B - Fea(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issve fee must be cleardy made. and delays in processing may occur due to the ditficulty in recognizing
the paper as an cguivalent of Pari B.

M. All commumications regarding this application must give the application number. Please dircet all commmumications prior (o issuance 0
Mail Stop ISSUL FEE unless advised to (he contrary.

IMPORTANT REMINDER: Ulility patents issuing on applications filed on or alter Dee. 12, 1980 may require payment of
muaintenance fees. It is patentee's responsibility o ensure timely payment of nzaintenance [ees when duoe.

EXHIBIT D, Krepkiac7

PIOL-85 (Rey, G807 Approved Lor use through 0873172010,

BNR-SDCA00001433
ZTE, Exhibit 1020-0194
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Complete and send this form, together with applicable Fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks | through 3 should be completed where

appropriate. All further comespondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as

indicated unless corrected below or directed otherwise in Block 1, by {a) specifying a new correspondence address: and/or (b) indicating a separate "FEE ADDRESS"™ for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block | for any change of address) MNote: A centificate of mailing can only be used for domestic mailings of the

: Feel(s) Transmittal. This certificate cannot be used for any other accompanying

E:lp& . Each additional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or transmission.

26500 7590 | 242572001 1)
- el . s =Tl Y | + Certifteate of Mailing or Transmission
MENDELSOHN. DRUC KI‘JR. & ASSOCIATES. P.C. i hn-ruhf\, cerdify that this Feets) Transmittal is being deposited with the United
& ny s = o, % ; S 1TTE 4 States Postal Service with suflicien! postage for First class mail in an envelope
1500 J¢ )”N F. KENNEDY BLVD., SUITE 405 addressed to the Mail Stop ISSUE FEE address above, or being fesimdde
PHILADELPHIA. PA 19102 transmitted Lo the USPTO (571) 272-2885. on the date indicated below.
(Drepasitors name )
(Signamre)
(Dare)
APPLICATION NO. FITING DA TLE FIEST NAMEDD INVENTOR ATTORNEY DOCKET NO, CONFIRMATION MO,
L1545 505 Y207 Norman Goris GORIS 11-11 7512

TITLE OF INVENTION: SYSTEM AND METHODR FOR CONSERVING BATTERY POWER IN A MOBILE STATION

| APPLN. TYTPE SMalL ENTITY | 1SSUE FEE DIU'E ' PUBLICATION FEE DUE I PRIEV. PAID ISSLE FEE TOTAL FEE(S 1 DUE DATE DUE
numprovisional N} 51510 3300 50 51810 Q32942011
| EXAMINER | ARTUNIT | CLASS-SUBCLASS |
AFSHAR. KAMRAN 2617 455-574000
{i_l,;_(i'{h:lln;::_(c{ﬁ' correspondence address or indication of "Fee Address” (37 2. For printing on the patent front page. list
FR 1.363). 1

{1} the names of up 1o 3 egislersd palent allorneys
| Change of correspondence address (or Change of Correspondence ar agents OR, allernatively,
Address form PTO/SBE/122) attached .

(2} the name of a single firm (having as a membera 2
[ "ee Address” indication {or "I'ee Address” [ndication form registered atlorney or agent) and the names of up
PIOMABAT: Rev 03-02 or moie recent) attached. Use of a Customer 2 registered palenl altorneys or agents. 1 no name i 3
Number is required. listed, no name will be printed.

3. ASSIGNEL NAME AND RESIDENCE DATA TO BE PRINTLED ON THE PATENT (print or type}

PLEASL NOTE: Usless an assignee is identified below. no assignee data will appear on the patent. 1f an assignee is identified below. the document has been filed for
recordation as sel forth in 37 CURR 3.11. Coempletion of this form is NOT a substitute For filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee calegory or caicgories {(will not be printed on the patent) [ tndividval (D Corporalion or other privale group ¢nlity [ Government

4a. The lollowing feefsy are submitted: dir, Payment of Pee(sy: (Please first reapply any previously paid issue lee shown above)
(L tssue Fee [ A check is enclosed.
[ publication Fee (No small entity discound permitted ) d Payment by credit card, Form PTO-2038 is allached.
D Advance Order - # of Copies D T'he Director is hereby authorized 1o charge the required fee(s), any deficiency, or credit any
overpayment, lo Deposil Account Number (enclose an extra copy of this form).

5. Change in Entity Statos (from status indicated above)
Ja Applicant claims SMALL ENTITY status. See 37 CFR .27, [ Y Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)2).

NOTE: The Issue Fee and Publication Fee (il required) will not be aecepted [rom anyone other than the applicant: a registered attorney or agent; or the assigree or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Autharized Signature Date

Typed or printed name b Registration No,

This collection of information is required by 37 CFR E.311. The information is required 1o obtain or retain a benefit by the public which is 1o file {and by the USPTO 1o procvess)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CTR L14. This collection is estimated to take 12 minutes to complete, inciuding gathering. preparing, and
submitting the completed application form o the USPTO. Time will vary depending vpon the individual case. Any comments on the amount of ime you require to complete
this form andfor suggestions for reducing this burden, should be sent to the Chiel Information Officer. U S, Patent and Trademark Office, 1.5, Department of Commerce. O
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Vieginiz 2231 3- 14500

Pnder the Paperwork Reduction Act of 1995, no persons are reguired o respond Lo a collection of inlormation unless it displays a valid OMB control number.

EXHIBIT D, APPX108
PTOL-85 (Rev. 08/07} Approved for use through 08/31/2010, OMI3 0651-0033 U8, Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCL

BNR-SDCA00001434
ZTE, Exhibit 1020-0195
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UNITED STATES PATENT AND TRADEMARK OITICE

UNITED STATES DEPARTMENT OF COMMERCT
Unite<| States Maleal and Trademark {(HTlice
Adklress: COMMIBSIONLE FOR PATENTS

Py Buon [ 450

Alexandnma, Virgima Y2315 1450

WO UpPla Zov

| APPLICATION KO, | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION N |
145,505 11723220007 Norman Cooris GORIS 11-11 7512
26 7541 1225 | EXAMINER |
MENDELSOHN. DRUCKER. & ASSOCIATES. P.C. AISHAR, KAMRAN
1500 JOHN F. KENNEDY BLVD., SUTI'TIL: 405 | ART INTT PAPER NTMBIR |

PUILADELPHIA. PA 19102

a7
DATE MAILED: 12/209/2010

Determination of Patent Term Adjustment under 35 U.5.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 451 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks {six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 451 day(s).

It a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Refrieval
{PAIR) WEB site (http:/pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at [-(888)-786-0101 or
(571)-272-4200.

EXHIBIT D, KrpXaco
PTOL-85 (Rev, G807y Approved Lor use through 0873172010,

BNR-SDCA00001435
ZTE, Exhibit 1020-0196
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Application No. Applicant(s})
. . 11/245,505 GORIS ET AL.
Notice of Allowability Examiner Art Unit
KAMRAN AFSHAR 2617

-- The MAILING DATE of this communication appears on the cover sheel with the correspondence address--
All claims being allewable, PROSECUTICN ON THE MERITS 1S {OR REMAINS) CLOSED in this application. If not included
herewith {or previously mailed}, a Notice of Allowance (PTOL-B5) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Qffice or upon petition by the applicant. See 37 CFR 1.313 and MPEF 1308.

1. B4 This communication is responsive to 11/16/2010.
2. X The allowed claim{s) is/are 1-14.

3. [ Acknowiedgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d) or {f).

a)(dJ al by[JSome* cj[JNone of the:
1. [0 Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No.
3. [ Copies of the certified copies of the priority documents have been receivad in this national stage application from the

Internaticnal Bureau {PCT Rule 17.2{a}}.
* Certified copies not received: ____
Applicant has THREE MONTHS FROM THE “MAILING DATE" of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4[] A SUBSTITUTE OATH OR DEGLARATION must be submiited. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION {PTO-152) which gives reascn{s} why the cath or declaration is deficient.

b. |:| CORRECTED DRAWINGS ( as "replacement sheets”) must be submitted.
(a) (1 including changes required by the Notice of Draftsperson’s Patent Drawing Review { PTQ-948) attached
1) [ hereto or 2} [] to Paper No./Mail Date .

{b) (] including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date R
Identifying indicia such as the applicalion number {see 37 CFR 1.84(c)) should be writlen on the drawings in the front {not the back) of
each sheet. Replacemeni sheet(s) should be labeled as such in the header according 10 37 CFR 1.121{d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s}
1. [J Notice of References Cited {PTO-892) 5. [J Notice of Informal Patent Application
2. [ Notice of Draftperson's Patent Drawing Review (PT0-948) 6. [ Interview Summary {(PTQ-413),
Paper No./Mail Date .

3. [ Information Disclosure Statements {(PTCQ/SB/08), 7. Examiner's Amendment/Comment

Paper No./Mail Date
4. [J Examiner's Comment Regarding Requirement for Deposit 8. Examiner's Statement of Reasons for Allowance

of Biological Material

9. [ Other )

/KAMRAN AFSHAR/
Primary Examiner, Art Unit 2617

U.S Patenl and Trademark CHice

PTOL-37 (Rev. 0B-06) EXHIBIT D Nﬂlﬁps{ ftﬁjvahiliiy Part of Paper No./Mail Date 20101221

BNR-SDCA00001436
ZTE, Exhibit 1020-0197
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Application/Control Number: 11/845,505 Page 2
Art Unit: 2617

DETAILED ACTION
Continued Examination Under 37 CFR 1.114
1. A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17{e), was filed in this application after final rejection. Since this
application is eligible for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17{e) has been timely paid, the finality of the previous Office action
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on

11/16/2010 has been entered.

EXAMINER’'S AMENDMENT
2. An examiner’s amendment to the record appears below. Should the changes
and/or additions be unacceptable to applicant, an amendment may be filed as provided
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be
submitted na later than the payment of the issue fee.
The application has been amended as follows:

In The Claims:

1. (Currently Amended) A mobile station, comprising:

a display;

a proximity sensor adapted to generate a signal indicative of the an
existence of a first condition, the first condition being that an external object is
proximate; and

a microprocessor adapted to:

EXHIBIT D, APPX111

BNR-SDCA00001437
ZTE, Exhibit 1020-0198
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Application/Control Number: 11/845,505 Page 3
Art Unit: 2617

(a) determine, without using the proximity sensor, the an existence
of a second condition independent and different from the first condition,
the second condition being that whether a telephone call is active;

(b) receive the signal from the proximity sensor; and

(c) reduce power to the display if both the first and second

conditions exist.

8. (Currently Amended) A method of conserving battery power in a mabile
station,
comprising:

the mobile station detecling the an existence of a first condition, the first
condition being that whether an external object is proximate;

the mobile station detecting the an existence of a second condition
independent and different from the first condition, the second condition being that
determining, a telephone call is active; and

the maobile station reducing power consumption of a display of the mobile

station if both the first and second conditions exist.

14. (Currently Amended) A mobile station, comprising:

a display;

a proximity sensor adapted to generate a signal indicative of the an existence of
a first condition, the first condition being that an external object is proximate; and

a microprocessor adapted to:

EXHIBIT D, APPX112

BNR-SDCA00001438
ZTE, Exhibit 1020-0199
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Application/Control Number: 11/845,505 Page 4
Art Unit: 2617

(a) determine, independently of the determination whether the
external object is proximate, the an existence of a second condition
different from the first condition, the second condition being that a
telephone call is active;

(b) receive the signal from the proximity sensor; and

(c) reduce power to the display if both the first and second

conditions exist.

Allowable Subject Matler

3. In view the Amended claims further search and the Terminal Disciaimer, Claims
1-14 are aliowed.
4. The following is an examiner's statement of reasons for allowance:

Claims 1-14 are allowed for the reasons as set forth in applicant’s response filed
on 11/01/2010.

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

EXHIBIT D, APPX113

BNR-SDCA00001439
ZTE, Exhibit 1020-0200
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Application/Control Number: 11/845,505 Page b
Art Unit: 2617

Conclusion

Any inquiry concerning this communication or earlier communication from the
examiner should be directed to Kamran Afshar whose telephone number is (571) 272-
7796. The examiner can be reached on Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, the
examiner's supervisor, Eng, George can be reached @ (571) 272-7495. The fax
number for the organization where this application or proceeding is assigned is 571-
273-8300 for all communications.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrigval (PAIR) sysiem. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
mare information about the PAIR system, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free).

/KAMRAN AFSHAR/

Primary Examiner, Art Unit 2617

EXHIBIT D, APPX114

BNR-SDCA00001440
ZTE, Exhibit 1020-0201
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Unrred States PATENT AND TRADEMARK OFFiCE

UNITED STATES DEPARTMENT OF COMMLERCE
TUnited States Patent and Trademark OiTce
Anklress: COMMISSIONIR FOR PATENTS

F.0x Bux 1430

Alexemdri, Yirgini 2211 3-1450)

W AP o

NOTICE OF ALLOWANCE AND FEE(S) DUE

I EXAMINER I
J6500 TERU OW2RA

MLUNDLLSOIIN, DRUCKLUR, & ASSOCIATLS, P.C.
1300 JOIIN I°. KENNEDY BLVD., SUITT: 403
PIITLLADELPHIA, PA 19102

AFSIAR, KAMBAN

I ART TINIT PAPER N1 MBER I

2017

DATE MAILRD: 03/23/200 |

I APPTCATION N I TITNG DDA FIRST NAME INYENTOR ATTORNEY DOCKIST N CONTIRMATION N

1 A5 505 122007 Norman Croris
TITLE OF INVENTION: SYSTIEM AND METHOD FOR CONSERVING BATTERY POWTR [N A MORILE STATION

GORIS 11-11 F5i2

I APPLN. TYPE SMALL ENTITY ISSUE FEE DI'E I PIBLICATION FEEINE | PKEY. PAID ISSTE FEE TOTAL FEES I DTE DATETH T

nonprovisiomal ~NO 51510 3300 50 51310 DOV23200 1
THE APPLICATION IDENTIFIED ABOVE LAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE 1S NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION I8 SUBJECT TO WITTIDRAWAL FROM ISSUE AT TIIE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

TIE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN TIIREE MONTIIS FROM THE
MAILING DATE OF TIIIS NOTICE OR THIS APPLICATION SIIALL BE REGARDED AS ABANDONED. TIIIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 US.C. 151. THE ISSUE FEE DUE INDMCATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIQUSLY PAID ISSUE FEE IN THIS APPLICATION, IF AN ISSUE FEE ITAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY TIE PREVIOUSLY PAID ISSUE FEE TOWARD TIIE ISSUE IFEE NOW
DUE.

HOW TO REPLY TO TIIS NOTICE:
L. Review the SMALL ENTITY status shown above.

IT the SMATL ENTITY is shown as YES, verily your currenl
SMALL ENTITY siaius:

AL I the status is the same, pay the TOTAIL TER(S) DUR shown
abave.

B. If the status above is to be removed, check box 5b on Part B -

Fee(s) Transmittal and pay the PUBLICATION FEE f required)
and twice Lhe smount of the ISSUE TTE shown above, ar

If the SMALL ENTITY is shown as NO:
AL Pay TOTAL ITLES) DU shown above, or

B. If applicant clatmed SMALL ENTITY status before. or is now
clamming SMALL ENTTTY statws, check box 5a on Part B - Fee(s)
Transmitlal and pay the PUBLICATION FEE (il required) and 1/2

the ISSUL I'TEE shown above.

1. PART B - IFE1{8) TRANSMITTAL. or its equivalent, st be completed and returned to the United States Patent and ‘I'tademark Office
(USPT() with your ISSUTL FEE and PUBLICATION FEE (if required). If you are charging the fee{s} to your deposit account, section "4b"
of Part B - IFee(s) Transmittal should be compleled and an extra copy of the form should be subntitted. T an cquivalent of Part B is filed, a
request 1o reapply a previously paid issuc fee must be clearly made, and delays in processing may occur due 1o the diflicalty in recognizing
the paper as an cguivalent of Pari B.

111, All communications regarding this application must give the application number. Please direct all communications prior to issuance (o
Mail Stop ISSULE FEL unless advised to (he contrary.

IMPORTANT REMINDER: Ulility patents issuing on applications filed on or afier Dee. 12, 1980 may reqguire payment of
maintenance fees. It is patentee's responsibility fo ensure timely payment of maintenance (ees when duoe.

EXHIBIT D, Repkits

PTOL-&5 (Bev 02/11}

BNR-SDCA00001473
ZTE, Exhibit 1020-0202
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Complete and send this form, together with applicable Fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner [or Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE EE and PUBLICATION FELE (if required). Blocks 1 through 5 should he completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address ¢
indicated unless corrected below or directed otherwise in Block 1. by {a} specifving a new correspondence address: andfor (b} indicating a separate "FEE ADDRESS'
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note! Use Block | For any change of addigss) Note: A centificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal, This cerlificate canot be used for any other accompanying
i::upcr} Each additional paper. such as an assignment or formal drawing. must

ave its own certificate of mailing or transmission,

SETa
M]j;:r]]_r)ihl_‘bo_[l;q;f‘[i_)}{l 1C KL]T&T_;'_‘;I&ISSOC[AILS‘ P.C. Certificate of Mailing or Transmission
1500 JOLIN T. KENNEDY BLVD., SUITE 405 Liustp o b ol e Xmank bl v im, 52 00
PHITADELPHIA, PA 19102 addressed te the Mail Stop ISSUH FEE address above, or being facsinmde
transmitted 1o the TTSPTO (571) 273-2885, on the date indicated below.

{Depositor's name )
(Signature )
Mae)

I APPLICATION MO ' FILING DATE FIRST NAMED INVENTOR ATTORNEY DOUKET NO CONFTRMATION N

1 L9945 508 112702007 Norman Goris GORIS 11-]1 7512

TITLE OF INVENTION: SYSTEM AND METHODR FOR CONSERVING BATTERY POWER IN A MOBILE STATION

l APPLN. TYPE SMALL ENTITY | ISSUE FEE DUE | PUBLICATION FEE DUE I PREV. PAID ISSUE FEE FOTAL FEE =) DUE DATE DUE
nonprovisional NG 51510 3300 50 S1810 O23200 1
I EXAMINER | ARTUNIT [ CLASS-STTBCLASS |
APFSHAR. KAMRAN 2617 435-574000
1. Change of correspondence address or indication of "Fee Address"” (37 2. For printing on the patent front page. list

S o - ;

CER 363, {1} the names of up lo 3 regislered patenl attomeys 1
[ Change of correspondence address (or Change of Correspondence ar agents OR, allematively.,
Address Torm PTO/SE/122) attached.

(2) ihe name of a single firm (having as a member 2 2
U "fee Address” indication {or "['ce Address” [ndication form registered attorney of agent) and the names of up 1o
PIOSBMAT: Rev 03-02 or more recent) attached. Use of a Customer 2 registered patenl attorneys or agents. [F no name is 3
Number is required. listed. no name will be printed.

3. ASSIHGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or Lype)

PLEASE NOTE: Ualess an assignee is identified below. no assignee data will appear on the patent. 1f an assipace is idemified below. the document has been filed for
recordation as sel forth in 37 CUR 3.11. Coempletion of this form is NOT a subsritute For filing an assignment.

(A) NAME OF ASSIGNEE (B} RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee calegory or caicgories (wili nat be printed an the patent) [ tndividval [ Corporation or other private geoup ¢nlity [ Government

Ja. The following fee(s ) are submitted: 4, Payment of Fee(s): { Please first veapply any previously paid issue lee shown above)
D ssue Fee [ A check is enclosed.
[ Publication Fee (No smal! entity discounl permitted) | Payment by credit card, Form PTO-2038 is attached.
D Advance Order - # of Copies D The Director is hereby authorized o charge the required fee(s), any deficiency. or credit any
overpayment, to Deposit Account Number tenclose an extra copy of this form}.

5. Change in Entity Status (from status indicated above)
Qa Applicant claims SMALL ENTITY status. See 37 CFR 127, db. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(gi 2).

NOTE: The Issue Fee and Publication Fee (il required) will not be accepted from anyone other than the applicant: a registered atltorney or agent: or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office

Authorized Signature Date

Typed or printed name - Registration No.

T'his collection of information is required by 37 CFR L3111, The information is reqguired {o obtain or retain a benefit by the public which is to file {and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR .14 This collection is estimated to take 12 minules to complele, includipg gathering. preparing. and
submitting the completed application forn 16 the USPTO. Time will vary de{:-_'nding upon the individual case. Any comments on the amount of tine vou require (o complete
this form and/or suggestions For reducing this burden, should be sent to the Chicl Information Officer, ULS. Patent and Trademurk Office. U5 Department of Commerce. P.O.
Box 1450, Alexandria. Virginia 223[3-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TG: Commissioner for Patents, 0. Box 1430,
Alexandria, Virginia 2231 3- [45{}

Under the Paperwork Reduction Act of 1995, no persons are required w respond w a collection of information unless it displays a valid GMB control number.

EXHIBIT D, APPX116
PTOL-85 (Rev. 02/1 1y Approved for use through 08/3173013. OMB 0651-0033 U8, Patent and Trademark Office: U.S. DEPARTMENT OF COMMURCE

BNR-SDCA00001474
ZTE, Exhibit 1020-0203
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UnNrreDd States PATENT AND TRADEMARK OFFiCE

UNITED STATES DEPARTMENT OF COMMLERCE
TUnited States Patent and Trademark OiTce
Anklress: COMMISSIONIR FOR PATENTS

F.0x Bux 1430

Alexemdri, Yirgini 2211 3-1450)

W AP o

I APPLICATION NO. I FILDNG DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET N0, CONFIRMATION SO, I
11/945,505 172772007 Norman Goris GORIS 11-11 7512
26 7541 UM | I EXAMINER I
MLNDLLSOIIN, DRUCKLR, & ASSQCIATLS, P.C. AFSIIAR, KAMRAN
1500 JOIIN T. KENNEDY BLVD., SUITE 405
PIITL.ADELPHIA, PA 19102 | ART I'NIT PAPERNIMBER |
BT

DATE MAILRD: 03/23/200 |

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or atter May 29, 2000)

The Patent Term Adjustment to date is 451 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks {six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 451 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application. the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
{PAIR} WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center ot the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

EXHIBIT D, KepXit7

PTOL-&5 (Bev 02/11}

BNR-SDCA00001475
ZTE, Exhibit 1020-0204
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Application No. Applicant(s}
i . 11/945,505 GORIS ET AL.
Notice of Allowability Examiner Art Unit
KAMBAN AFSHAR 2617

-- The MAILING DATE of this communication appears on the cover sheet with the correspondernce address--
All claims being allowable, PROSECUTION ON THE MERITS 1S {OR REMAINS) CLOSED in this application. If not included
herewith {or previously mailed}, a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. B4 This communication is responsive to 03/18/2011.
2. X The ailowed claimi{s} is/are 1-14.

3. [J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or {f).

ay(d an b)[JSome* cj[JNone ofthe:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in ApplicationNo.
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau {PCT Rule 17.2{a)).
" Certified copies not received: ____
Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERICD IS NOT EXTENDABLE.

4[] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION {PTO-152) which gives reason(s) why the ocath or declaration is deficient.

5. ] CORRECTED DRAWINGS { as "replacement sheets”) must be submitted.
{a) [ including changes required by the Notice of Drafsperson’s Patent Drawing Review { PT(-948) attachad
1} [ hereto or 2} [J to Paper No./Mail Date _____.
{b) [] including changes required by the attached Examiners Amendment / Comment or in the Office action of
Paper No./Mail Date ______.

Identifying indicia such as the applicalion number {see 37 CFR 1.84{c)) should be written on the drawings in the front {noi the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121{d).

§. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
aftached Examiners comment regarding REQUIREMENT FOR THE DEPQOSIT OF BIOLOGICAL MATERIAL.

Attachment{s}
1. [ Notice of References Cited {PTO-882) 5. [ Notice of Informal Patent Application
2. [ Notice of Draftperson’s Patent Drawing Review (PT(0-948) 6. [ Interview Summary (PTO-413),
Paper No./Mail Date .
3. [ Information Disclosure Statements {PTO/SB/08), 7. [ Examiner's Amendment/Comment
Paper No./Mail Date 03/18/2011
4. [] Examiners Comment Regarding Requirement for Deposit 8. [ Examiner's Statement of Reasons for Allowance
of Biological Material
9. [J Other .
/KAMRAN AFSHAR/
Primary Examiner, Art Unit 2617
U.& Patenl and Trademark Oflice
PTOL-37 {(Rev. 08-06) EXHIBIT D, Nﬂ\l‘ﬁpﬂfﬂ_fyahilﬂy Parl of Paper Na./Mail Date 20110321

BNR-SDCA00001477
ZTE, Exhibit 1020-0205
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Application/Gontrol Number: 11/845,505 Page 2
Art Unit: 2617

DETAILED ACTION
Continued Examination Under 37 CFR 1.114
1. A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17{e), was filed in this application after final rejection. Since this
application is eligible for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e)} has been timely paid, the finality of the previous Office action
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on
11/16/2010 has been entered.
Allowable Subject Matter

2. In view the Amended claims further search and the Terminal Disclaimer, Claims
1-14 are allowed.
3. The following is an examiner's statement of reasons for allowance:

Claims 1-14 are allowed for the reasons as set forth in the previous action mailed
12/29/2010.

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

EXHIBIT D, APPX119

BNR-SDCA00001478
ZTE, Exhibit 1020-0206



Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.4026 Page 54 of 155

Application/Gontrol Number: 11/845,505 Page 3
Art Unit: 2617

Conclusion

Any inquiry concerning this communication or earlier communication from the
examiner should be directed to Kamran Afshar whose telephone number is (571) 272-
7796. The examiner can be reached on Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, the
examiner’'s supervisor, Eng, George can be reached @ (571) 272-7495. The fax
number for the organization where this application or proceeding is assigned is 571-
273-8300 for all communications.

Information regarding the status of an application may be obtained from the
Patent Application Infarmation Retrigval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free).

KAMRAN AFSHAR/

Primary Examiner, Art Unit 2617

EXHIBIT D, APPX120

BNR-SDCA00001479
ZTE, Exhibit 1020-0207
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
Undted States Potent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.0. Bax 1450
iz, Virginia 22313-1430
EoY

waww,

| APPLICATIONND. | EILING DATE | FIRST NAMED INVERTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. —I
10/463,630 06/17/2003 Noman Goris N. GORIS 4-4 1595
47396 7590 0772772006 | EXAMINER |
HITT GAINES, PC AFSHAR, KAMRAN
AGERE SYSTEMS INC.
PO BOX 832570 [ ART UNIT PAPER NUMBER |
RICHARDSON, TX 75083 2617

DATE MAILED; 02772006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-30C (Rev. 10/03)

EXHIBIT D, APPX121

BNR-SDCA00001495
ZTE, Exhibit 1020-0208
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U.S. Patent and Trademark Office
Address. COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450

Case 3:18-cv-01786-CAB-BLM Dogcysen

s
ef

APPLICATION NOJ FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
103,830 170 prm ik v Gorhy-9
EXAMINER
Kamran Afshar
ART UNIT PAPER

71817 20060724

DATE MAILED:

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner for Patents

The amendment filed on 07/20/2006 under 37 CFR 1.312 has been considered and has been entered as directed 1o matters of form not
affecting the scop of the invention

o

- Kamran Afshar, 571-272-7796
Patent Examiner
Art Unit: 2617

PTO-00C (Rev.04-03) EXHIBIT D, APPX122

BNR-SDCA00001496
ZTE, Exhibit 1020-0209
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Application No. Applicant{s)
. . 10/463,630 GORISET AL
Response fo Rule 312 Communication . -
Examiner Art Unit
Kamran Afshar, 571-272-7796 2617

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address —

1. 4 The amendment filed on 07/26/2006 under 37 CFR 1.312 has been considered, and has been:
a)[J entered.

b)[X entered as directed 1o matters of form not affecting the scope of the invention.

c) [0 disapproved because the amendment was filed after the payment of the issue fee.
Any amendment filed after the date the issue fee is paid must be accompanied by a petition under 37 CFR 1.313(c}({1)
and the required fee to withdraw the application from issue.

d)[J disapproved. See explanation below.

el [ entered in parl. See explanation below.

o ERID
2 T J, H‘(AM'NEH

Art Unit: 2617

U.5. Patent and Trad i Offica

PTOL-271 (Rev. 04-01) E)agﬁmﬂe BRUKISB)?TE%unication Parl of Papes No. 20060724

BNR-SDCA00001497
ZTE, Exhibit 1020-0210
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UnNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE

United States Poteat and Trademari Office

Adddresy; COMMISSIONER FOR PATENTS
P.G. Box |45
Aleanmdria, Yenginia 22353- 1450
www,usplo. gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

47386 1350

HITT GAINES, PC
AGERE SYSTEMS INC. |
PO BOX 832570

RICHARDSON, TX 75083

04/21/2006 L EXAMINER I

AFSHAR, KAMRAN

ARTUNIT PAPER NUMBER I

2617
DATE MAILED:; 04/21/2006

APPLICATION NO. FILING DATE

10/462,630 06/1772003 MNoman Goris
TITLE OF INVENTION: SYSTEM AND METHOD FOR CONSERVING BATTERY POWER IN A MOBILE STATION

FIRST NAMELD INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

N. GORIS 44 1595

AFPPLN. TYPE SMALL ENTITY ISSUE FEE FUBLICATION FEE TOTAL FEE(S) DUE DATE DUE

nenprovisional NO $1400 $300 51700 01212006

THE APPLICATION IDENTIFIED ABOYE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS ]S CLOSED. THIS NOTICE OF ALLOWANCE 1S NOT A GRANT OF PATENT RICGHTS.
THIS APPLICATION 1S SURJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPFON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS

FERIOD CANNOT BE EXTENDED. SEE 35 US.C. 151. THE ISSUE FEE DUE INDICATED ABOVE
REFLECTS A CREDIT FOR ANY PREVIOUSLY FPAID ISSUE FEE APPLIED IN THIS APPLICATION. THE PTOL-858 {OR
AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL
BE REGARDED AS ABANDONED.

HOW TO REPLY TO THIS NOTICE:
1. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your corrent
SMALL ENTITY status:

A. If the siams is the same, pay the TOTAL FEE(S) DUE shown
above.

B. If the status above is to be temoved, check box 5b on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (il required)
and twice the amount of the 1SSUE FEE shown above, or

If the SMALL ENTITY is shown as NO:

A, Pay TOTAL FEE(S) DUE shown above, or

B. [f applicant claimed SMALL ENTITY staws before, or is now
claiming SMALL ENTITY status, check box 5a on Pan B - Fee(s)
Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

H. PART B - FEE(S) TRANSMITTAL should be completed and returned to the United States Patent and Trademark Office (USPTO) with
your 1SSUE FEE and PUBLICATION FEE {if required). Even if the fee(s) have atready been paid, Part B - Fee(s) Transmittal should be
completed and returned. If you are charging the fee{s) to your deposit account, section "4b" of Part B - Fee(s) Transmitral should be
completed and an exira copy of the form should be submitted.

IL. All communications regarding this application must give the application number, Please direct all communications prior to jssuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or afier Dec. 12, 1980 may require payment of
maintenance fees. 1t is patentee’s responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
FTOL-85 {Rev. 01/06) Appreved for use through M!JOQES.(H IBITD. APPX124

BNR-SDCA00001498
ZTE, Exhibit 1020-0211
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be wsed for transmitting the ISSUE FEE and PUBLICATION FEE (if mquireadg,.eB!ocks 1 whrough 5 should be completed where
apprapriate, All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current cormespondence address as
idicated u.n!gss co:jr[gcleg below or directed otherwise in Block |, by {a) specifying a new correspondence address; and/or (b} indicating 8 separate "FEE ADDRESS" for
e fee notifications.

CURRENT COWRESPONDENCE ADDRESS (Wats: Use Blosk 1 for ky chamge of sddres) Note. A certificate of mEi"ﬁi:F can ooly be used lor domestic mailings of the
Fee(s) Trangmittal, This certificate cannot be used for any other accompanying

Eapels. Ench sdditional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or ransmission.

47396 7590 0271008
HITT GAINES, PC I hereby cers m?’uﬂ?_nﬁﬁ..'(g ot i b depomhed with the United
AGERE SYSTEMS INC. Sy o e it sttt s s e
PO BOX 832570 transmined 1o the USPTO (371) 273-2885, on the daze indicated below.
RICHARDSON, TX 75083 pr—
(SigraLure)
{Dme}
AFPPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET HO. CONFIRMATION HO.
10/463,630 06/17/2003 HNorman Goris N. GORIS 44 1595
TUTLE OF INVENTION: SYSTEM AND METHOD FOR CONSERVING BATTERY POWER IN A MOBILE STATION
I APFLN. TYPE SMALL ENTITY | i53UE FEE I FUBLICATION FEE I TOTAL FEE{S) DUE I DATE DUE
nanprovisional NO $1400 5100 51700 07721/2006
| EXAMINER | ARTUNIT I CLASS-SUBCLASS I
AFSHAR, KAMRAN 2617 435-574000
(l:. F%h?ggﬁusc)l-fcumspundence address or indication of "Fee Address” {37 2. For printing on the patent fronl page, list

(1) the names of up to 3 registered patent attomeys |
[ Change of comrespondence address (or Change of Comespondence or agenls OR, alternatively,

Address form PTO/SB/122} anached. (2) the neme of a single firm {(having a5 # member a 2

[ "Fee Address" indication {or "Fee Address Indication form registered attorney or agent) sad the names of up o
PTOYSB/AT; Rev 03-02 or more recent) attached. Use of 5 Customer 2 ri%:stered patent allomeys or agents. If no name is 3
Number I8 required. listed, no name will be printed.

[=]

. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT {print or type)

PLEASE NOQTE: Unless an assignee is identified below, no assignee dala will appear on the patent, If an agsignee is identified below, the document hag been filed for
recordation as set forth in 37 CFR 3.1 1, Completion of this form is NOT a substitute for filing an essignment.

(A} NAME OF ASSIGNEE (BY RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assig tegory or calegories (will not be printed on the patent} ; U individuet O Corporation or other private group entity O Gavernment

43, The following fee{s) are enclosed: 4k, Payrnent of Fee(s):
[ Issue Fee L1 A check in the amount of the fee(s) is enclosed.
[ Publication Fee (No smal) entity discount permitted) (] Payment by credit card. Form PTO-2038 is altached.
[ Advance Order - # of Copies O he Direcior is hereby authorized by charge the required fee(s), or credit any overpayment, to
Dreposit Accourst Nurml {enclose an exwa copy of this ferm),

5. Change in Entity Statos (from status indicated above)
[ a. Applicant claims SMALL ENTITY siatus. See 37 CFR 1,27, [ b. Applicant is ne longer claiming SMALL ENTITY slats. See 37 CFR §.27{g)(2).

The Director of the USPTO is requesied ta apply the Issuc Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identificd above.
NOTE: The lstue Fee and Publication Fee (if required) wiil not be accepied from anyone other than the applicant; a regisiered alomey ar agent; or Lhe assignee or other party in
interest as shown by the records of Lhe United Siewes Patent and Trademark Ofice.

Authorized Signature Date

Typed or prinied name Registmtion No.

This collection of information is required b{,37 CFR 1.311. The information is n_:ﬂlqired 0 obwmin or rewain a benzdit by the public which is to file {and by the USPTO 1o process

an application. Confidentiality is governed by 35 U.S.C. i22 and 37 CFR 1.14, This collection is ¢stimated to ke 12 minutes to complete, including gathering, prepanng, an

submttting the compleled application form 10 the USPTO, Time will vary de :_:nde upon the individusl case. Any comments ¢n the smount of tme yow require to compleie

this form andfor su(‘_r,gesugns_ for reducing this burden, shoutd be sent to the Chief information Offices, U.S. Patent and Trademark Office, U.S. Department of Cornmerce, P.O.

Eclnx Idig. A&qxap _na.z\;':r P;g§23l3-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissiooer for Patents, P.O. Box 1450,
exandria, Virginia -1450.

Under the Paperwork Reduction Act aff 1995, no persons are required Lo respond o a collechion ol information unless it displays a valid OMB control number.

PTOL-85 (Rev. 01/06) Approved for use through MJJORCEZ(H IBIT DOHAEA?])SJS?S .5, Peent and Trdemark OfMice; U. 5. DEPARTMENT OF CO_MM ERCE
BNR-SDCA00001499
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UnNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
Unifted States Pater? and Trademark OMice
Address: COMMISSIONER FOR PATENTS
P.0. Bax 1450
Alcaimdria, Virginia 2313-1450
gov

’ APPLICATION NO. J FILING DATE FIRST NAMED [NVENTOR | ATTORNEY DOCKETHO. |  COMFIRMATICN NO. l
10/463,630 06/17/2003 Norman Goris N. GORIS 44 1595
47396 7550 8472172006 | EXAMINER |
HITT GAINES, PC AFSHAR, KAMRAN
AGERE SYSTEMS INC. | ART UNIT PAPER NUMBER I

PO BOX 832570

RICHARDSON, TX 75083 o

DATE MAILED: 042172006

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 175 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 175 day(s).

If a Continued Prosecution Application {CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be abie to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http:/pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-{888)-786-0101 or
(571)-272-4200.

Page 3 of 3
PTOL-85 {Rev. 0#1/05} Approved for use through OJIIJMIES.(H IBIT D. APPX126
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Application No. Applicant(s}
) . 10/463530  , GORIS ET AL.
Notice of Allowability Examiner /4 . /7 Art Unit
Kamran Afshar, 571-272-7798 2617

-- The MAILING DATE of this communication appears on the cover sheat with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS {OR REMAINS) CLOSED in this application. If not included
herewith {or previously mailed}, a Notice of Allowance (PTOL-85} or cther appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1306.

1. DX This communication is responsive to 4/32006.
2. [X) The allowed claim(s} isfare 1-20.

3. [ Acknowiedgment is made of a claim for foreign priority under 35 LL.S.C. § 119(a)<d) or {f).

ay[J Al b}[J Some* c¢)[] None of the:
1. [] Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. __
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau {PCT Rule i7.2{a}}.
* Certified copies not received: ______
Applicant has THREE MONTHS FROM THE *MAILING DATE" of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDOMNMENT of this appiication.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. [J A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION {PTO-152) which gives reason(s) why the oath or declaralion is deficient.

5. [J CORRECTED DRAWINGS { as ‘replacement sheets") must be submitied.
(a) [J including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-848) altached
1) [] herete or 2) (] to Paper No./Mail Date .

{b) [ including changes required by the attached Examiner's Amendment / Comment or in the Office action of

Paper No./Mail Date .
tdentifying indicia such as the application number (see 37 CFR 1.84{c)} should be writlen on the drawings in the front {not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according {e 37 CFR 1.121{d).

6. [ ] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEFOSIT OF BIOLOGICAL MATERIAL.

Attachment{s}
1. MNotice of References Cited {(PTO-892) 5. [ Notice of Informal Patent Application (PTO-152)
2. [ Notice of Drafiperson's Patent Drawing Review (FTO-948) 6. [ Intenview Summary (PTO-413),
Paper No./Mail Date .

3. [ Information Disclosure Statements (PTO-1449 or PTO/SB/0E), 7. [ Examiner's Amendment/Comment

Paper No./Mail Date .
4. [] Examiner's Cormment Regarding Requirement for Deposit 8. X| Examiner's Statement of Reasons for Aliowance

of Biological Material

8 [] Other .

0.5, Patent and Trademark Oftice
PTQL-37 (Rev. 7-05) EXHIBIT D Pﬁﬁfp%ﬂo,wability Part of Paper No./Mail Date 20060407

BNR-SDCA00001501
ZTE, Exhibit 1020-0214
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Application/Control Number: 10/463,630 Page 2
A Unit: 2617

DETAILED ACTION
EXAMINER'S AMENDMENT

1. An exlaminer's amendment to the record appears below. Should ihe changes and/or additions be
unacceptable to applicant, an amendment may be filed as provided by 37 CFR 1.312. To ensure
consideration of such an amendment, it MUST be submitted no later than the payment of the issue fee.

Authorization for this examiner's amendment was given in a telephone interview with Mr. Joel
Jusliss, Reg. No.: 45,981 on 4/3/2008.

The application has been amended as follows:

In The Claim(s}:

1. (Amended) A mobile siation, compnising:
a chassis having a disptay;
a power reducer configured to control power consumption of said display; and

a proximity sensor coupled to said chassis and auvtematically activated-when-said-mobile-station

station, said-proxirity-senser configured to cause said power consumption to be reduced when said
display is within a predetermined range of an external object, and

a_microprocessor directly coupled to said proximity sensor throuah a keypad of said mobile

station and directly coupled to said display, said microprocessor configured to automatically aclivate

said proximity sensor based on said mobile station receiving an incoming wireless telephone call.

8. (Amended} A method of conserving battery power in a mobile station, comprising:

employing a microprocessor of said mobile station {0 automatically aclivating a proximily sensor

when said mobile station receives an incoming wireless telephone call, said microprocessor directly

EXHIBIT D, APPX128 ——

BNR-SDCA00001502 ‘
ZTE, Exhibit 1020-0215
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coupled to said proximily sensor through a keypad of said mobile station and directly coupled to said

sensing with said proximity sensor when a display of said mobile station is within a
predetermined distance of an external object; and

causing, in response thereto, a power consumption of said dispiay to be reduced.

15, {Amended) A mobile station, comprising:

a chassis having a display,;

a power reducer configured to control power consumption of said display; aad
a proximity sensor coupled to said chassis and autematicaliy-activated-when based-on said-mobile
station-wirelessly-receives receiving anincomingtelephone-call-said-proximity-sensar configured to
cause said display to be turned off when said display is within a predetermined range of an external

object during an incoming wireless said telephone call,_and

a microprocessor directly coupled to said proximity sensor through s keypad of said mobile

station and directly cougled 1o said display, 5aid microprocessor configured to automatically activate

said proximiiy sensor based on said mobile station receiving said incoming wireless telephone call.

Allowable Subject Matter

2. In view of the Amended claim(s) in item 1, Claims1-20 are allowed.
The following is an examiner's staterment of reasons for allowance: 1-20.

With respect to claim 1, the prior art of record fails to disclose singly or in combination or render
obvious that the proximily sensor coupled to the chassis and configured to cause the power consumption
to be reduced when the display is within a predetermined range of an exiernal object, and a
microprocessor directly coupled to the proximity sensor through a keypad of the mobile station and
directly caupled to the display, the micropracessor configured to automatically activate the proximity

sensor based on the maobile station receiving an incoming wireless telephone call.

EXHIBIT D, APPX129

BNR-SDCA00001503
ZTE, Exhibit 1020-0216
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Wilh respect to claim 8, the prior arl of record fails 1o disclose singly or in combination or render
obvious that the method employing a microprocessor of the mobile station to automatically aclivating a
proximity sensor when the mabile station receives an incoming wireless telephone call, the
microprocessor direclly coupied to the proximity sensor threugh a keypad of the mobile station and
directly coupled to the dispiay; sensing with the proximily sensor when a display of ihe mobile siation is
within a predetemnined distance of an external object; and causing, in response thereto, a power
consumption of the display to be reduced.

With respect to ciaim 15, the prior arl of record fails {o disclose singly or in combination or render
obvious that the proximity sensor coupled to the chassis and configured to cause the display lo be tumed
off when the display is within a predetermined range of an extemnal object during an incoming wireless
telephone call, and a mi.croprocessor directly coupled to the proximity sensor through a keypad of said
mobile station and directly coupled to the display, the microprocessor configured to automatically aclivaie

ihe proximity sensor based on the mobile station receiving the incoming wireless telephone call.

Any comments considered necessary by applicant must be submitled no later than the payment
of the issue fee and, to avoid processing delays, should preferably accompany the issue fee. Such

submissions should be cleany labeled "Comments on Statement of Reasons for Allowance.”

Conclusion
3. The prior arl made of record and not relied upon is considered perlinent to applicant's disclosure.
a) Park (U.S. Pub. No.: 2002/0177475 A1).
b} Chong (U.S. Pub. No.; 2003/0036412 A1),
Any inquiry concerning this communication or earlier communication from the examiner shouid be
directed to Kamran Afshar whose telephone number is (371) 272-7798. The examiner can be reached on

Monday-Friday.

EXHIBIT D, APPX130
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If attempts to reach the examiner by the telephone are unsuccessful, the examiner's supervisor,
Feild, Joseph can be reached @ (571) 272-4080, The fax number for the organization where this
application or proceeding is assigned is 571-273-8300 for all communicalions.

Information regarding the status of an application may be obtained from the Patent Application
Information Retrieval (PAIR) system. Status information for published applications may be obtained from
either Private PAIR or Public PAIR. Status information for unpublished applications is available through
Private PAIR only, For more information about the PAIR system, see hitp://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC)

at 866-217-9197 (toll-free). M
J B

JOSEPH FEILD
ISORY PATENT EXAMINER

Kamhran Afshar sUP

EXHIBIT D, APPX131

BNR-SDCA00001505
ZTE, Exhibit 1020-0218



Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.4038 Page 66 of 155

Application No. Applicant(s)
A 10/463,630 GORISET AL.
Interview Summary Examiner Art Unit
Kamran Afshar, 571-272- 2617
7786

All padicipants (applicant, applicant's representative, PTO personnel);

(1) Kamran Afshar, 571-272-7796. (3) .

(2) Mr. Joel Justiss, Req. No.: 48 881, {4) ;

Date of Interview: 03 Aprit 2006.

Type: a)ix] Telephonic b)[J Video Conference
c)[J Personal [copy given to: 1] applicant 2} applicant’s representative]

Exhibit shown or demonsiration conducted: d)[] Yes )] No.
If Yes, brief description:

Claim(s) discussed: Merits of the claim({s}).

|dentification of prior art discussed:

Agreement with respect to the claims )X was reached. g)[J was not reached. h)[] N/A.

Substance of Interview including description of the general nature of what was agreed to if an agreement was

reached, or any other comments: Discussed mernits of the claimfs) and Applicant authorized the Examiner's
Amendment which is fully addressed in the office action .

{A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims
allowable is available, a summary thereof must be attached.)

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview
requirements on reverse side or on attached sheet.

i

Exarminer Note: You must sign this form unless it is an

Attachment to a signed Office action. Examiner§ Signature, if required
LS. Patenl apd Trademark Office
PTOL-413 (Rev. 04-03) EXHIBIT D, iAdriRX i8rmary Paper No. 20060407

BNR-SDCA00001506
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
Upited Stotes Patenl and Trodemork OMice
Address: COMMISSIONER FOR PATENTS
P.D. Box L45i
mnd:u. Vngmu: 151450
o g

[ appuicamonko. FILING DATE ] FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |~ coNFirmaTiONwO. |
10/453,630 06/17/2003 Narman Goris N. GORIS 44 1595
47396 5% 171772005 | EXAMINER |
HITT GAINES, PC AFSHAR, KAMRAN
AGERE SYSTEMS INC.
PO BOX 832570 | ARTUNIT ] papernuMBER ]
RICHARDSON, TX 75083 2681

DATE MAILED: 1 1/1772005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
EXHIBIT D, APPX133

BNR-SDCA00001509
ZTE, Exhibit 1020-0220
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Application No. Applicant{s)
10/463,630 GORIS ET AL.

Office Action Summary Examiner 27° Vi AU
Kamian Afshar, 571-272-7796 | 2681

—~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY FERIOD FOR REFLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATICN.

Extensions of lima may be available under the provisions of 37 CFR 1.136(a). In nd event, howaver, may a raply ba limely filed
afler 51X {&) MONTHS from the mailing date of this communication,

- MO period for reply is spacified above, the maximum siatulory period will apply and will expire SIX {§) MOMNTHS (rom the mailing date of this cammunication.
- Faitura lo reply wilhin the sei or extendcd period for reply will, by slalide, eause the application ig become ABANDOMED (35U.5.C. § 133).

Any reply received by 1he Office [ater than ihree menths afler the mailing date of (his commupication, evan if fimely filed, may reduce any

earned palent term adjusiment. Sea 37 CFR 1.704(b).

Status

1) Responsive to communication(s) filed on 12 Sepfember 2005.
2a)[] This action is FINAL. 2b){X This action is non-final.
3)[] Since this application is in condition for allowance except for formal matters, prosecution as io the merits is
closed in accordance with the practice under Ex parte Quayile, 1935 C.D. 11, 453 C.G. 213.

Disposition of Claims

HPJ Claim(s) 1-20 isfare pending in the application.
4a) Of the above claim{s) is/are withdrawn from consideration.
51 Claim(s) is/are allowed.
6)X Claim(s) 1-20 isfare rejected.
DO Ciaim{s) ____isfare objected to.
8)[] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)IX) The drawing(s) filed on 17 June 2003 isfare: a)lX{ accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the comrection is required if the drawing{s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the aitached Office Action or form PTQ-152.

Priority under 35 U.5.C. § 119

12)_] Acknowiedgment is made of a claim for foreign priority under 35 U.S.C. § 118(a)-(d) or (f).
a)JAll b)[] Some * c)] None of:
1. Cerlified copies of the priority documents have been received.
2. Cerlified copies of the priority documents have been received in Application No.
3.0 cCopies of the cerlified copies of the priority documents have been received in this National Stage
appiication from the International Bureau (PCT Rule 17.2(a)).
“ See the attached detailed Office action for a list of the cerlified copies not received.

Atlachment(s)
1) X4 Motice of Relerences Gited (PTD-892) 4) {1 wterview Summary {(PTD-413)
2) [[] Notice of Draftsperson's Patent Drawing Review (PT0-948) Paper No(s)/Mall Date. _____
3) [J information Disclosure Statementis) (PTO-1449 or PTO/SB/0B) 5) ] Notice of Informal Patent Application (PTO-152)
Paper No(syMail Date . &) [] other:
\).S. Patent and Frademark Cfficer
PTOL-326 (Rev. 7-05) . EXHI BHQB“ Aqbp*ivgﬂary Part of Paper No./Mail Date 20051103

BNR-SDCA00001510
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DETAILED ACTION
Response to Amendment / Respoﬁse to Arguments
1. The Affidavits filed on 09/12/2005 under 37 CFR 1.131 has been considered but is ineffeclive {o

overcome the Perez {U.S. Pub. No.: 2004/0225904 A1) reference.

2. The evidence submitted is insufficient to establish a conception of the invention prior to the
effective date of the Perez (LU.S. Pub. No.: 2004/0225904 A1) reference. While conception is the mental
part of the inventive act, it must be capable of proof, such as by demonsirative evidence or by a complete
disclosure to another. Conception is more than a vague idea of how to solve a problem. The requisite
means themselves and their interaction must also be comprehended. See Mergenthaler v. Scudder,
1897 C.D. 724, 81 O.G. 1417 (D.C. Cir. 1897). Applicant failing to show possession of the entire claimed
invention:

In claim 1, Applicant failing to show a mobile station, comprising: a chassis having a display; a
power reduce configured to control power consumplion of said display; and a proximily sensor coupled to
said chassis and activated based on a telephone call associated with said mobile station, said proximiy
sensor configured to cause said a power consumption to be reduced when said display is within a
predetermined range of an external object.

In claims 2, 9, Applicant failing to show wherein said proximity sensor caused said display to be
lurned off.

In claims 3, 10, Applicant failing to show wherein said proximity sensor causes said power
consumplion to be reduced when said display is within said predetermined range during telephone call.

In claims 4, 11, 16, Applicant failing to show the proximity sensor selected from group consisting
of: a mechanical proximity sensar, an oplical sensor, and a range delecting sensor.

in claims 5, 17, Applicant failing to show the proximity sensor i5 located proximate the display.

in claim &, Applicant failing to show the proximity sensor is activated automatically when said
telephone call is a wireless incoming call and is activated manually when said telephone call is a wireless

outgoing call.

EXHIBIT D, APPX135
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In claims 7, 14, 19, Applicant failing to show wherein said predetermined range is about five
centimeters and said extemal objec! is selected from the group consisting of: the ear of a user, and a
pocket.

In claim 8, Applicant failing to show a method of conserving battery power in a mobile slation
compnising: aclivaling a proximity sensor based on a telephone call associaled with aid mobile station;
sensing with said proximity sensor when a display of said maobile station is within a predetermined
distance of an extemal object; and causing, in response thereto, a power consumption of said display to
be reduced.

In claim 12, Applicant failing the proximity sensor is activated based on user interaction with a
keypad of said mobile station when said telephone call is an outgoing call.

In claim 13, Applicant failing the proximity sensor is activated automatically when the mobile
station wirelessly receives said telephone call.

In claim 15, Applicant failing to show a mobile stétion, comprising: a chassis having a display; a
power reducer configured to control power consumption of said display; and a proximity sensor coupled
1o said chassis and activaled based on said mobile station wirelessly receiving an incoming telephone
call, said proximity sensor configured to cause said display to be turned off when said display is within a
predetermined range of an extemal object said during telephone call.

In claim 18, Applicant failing to show the proximity sensor is located on a speaker side of chassis.

In claim 20, Applicant failing to show the proximity sensor is activated automatically.

3. The evidence submitted is insufficient to establish diligence from a date prior to the date of
reduction to practice of the Perez {U.S. Pub. No.: 2004/0225904 A1) reference to either a consiruclive
reduction to practice or an actual reduction to practice. Where conception occurs prior to the date of the
reference, but reduction to practice is aflerward, it is not enough merely to allege that applicant or patent
owner had been diligent. Ex parte Hunter, 1889 C.D. 218, 49 O.G. 733 (Comm'r Pat. 1889). Rather,
applicant must show evidence of facis establishing diligence.

THE ENTIRE PERIOD DURING WHICH DILI-GENCE IS REQUIRED MUST BE ACCOUNTED FOR BY

EITHER AFFIRMATIVE ACTS OR- ACCEPTABLE EXCUSES

EXHIBIT D, APPX136

BNR-SDCA00001512
ZTE, Exhibit 1020-0223



Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.4043 Page 71 of 155

Application/Control Number: 10/463,630 Page 4
Arl Unit: 2681

An applicant must account for Lhe entire period during which diligence is required. Gould v. Schawiow,
363 F.2d 908, 919, 150 USPQ 634, 643 (CCPA 1966) (Merely stating that there were no weeks or
months that the invention was not worked on is not enoui;h.}; nre Harry, 333 F.2d 920, 923, 142 USPQ
164, 166 (CCPA 1964) (statement that the subject matter "was diligenlly reduced to praclice” is not a
showing but a mere pleading). A 2-day period lacking aclivity has been held to be fatal. In re Mulder, 716
F.2d 1542, 1545, 219 USPQ 189, 193 (Fed. Cir. 1983) (37 CFR 1.131 issue); Filzgerald v. Arbib, 268
F.2d 763, 766, 122 USPQ 530, 532 (CCPA 1958) (Less than 1 month of inactivity during critical period.
Efforls to exploit an invention commercially do not constilute diligence in reducing it to practice. An aclual
reduction to practice in lhe case of a design for a three-dimensional article requires that it should be
embodied in some struclure other than a mere drawing.); Kendall v. Searles, 173 F.2d 986, 993, B1
USPQ 363, 369 (CCPA 1949} (Diligence requires that applicants must be specific as to dates and facts.).
See MEPP 2133.06.
In Addition, applicant failing to show evidence of conception prior to the effective date of the
Perez (U.S. Pub. No.: 2004/0225904 A1) reference for all the claims limitations, Applicant also has failed
to establish diligence, See MPEP 2183.08. Whereby Applicant must show diligence for the entire period.
A 2-day penod lacking aclivity has been held to be fatal. Therefore, Examiner holds the previous claimed
rejeclion, which is fully addressed below.
Claim Rejections - 35 USC § 112

4, The following is a quotation of the first paragraph of 35 U.S.C. 112;

The specification shall contain a written description of the invention, and of the manner and process of

making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the

arl to which it perlains, or with which it is most nearly connected, to make and use the same and shall

set forth the best mode contemplated by the inventor of carrying out his invention.
5. Claims 1-7 and 15-20 are rejected under 35 U.S.C. 112, first paragraph, as failing 1o comply with
the written deseription requirement. The claim(s) contains subject matter, which was not described in the
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s},
at the time the application was filed, had possession of the claimed invention. Regarding claims 1 and
15, the original specification fails to supporl the newly édd limitation * a power reducer configured to

control power consumption of said display”, as recited in the claims.
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Claim Rejections - 35 USC § 102

6. The following is a quotalion of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for
the rejections under this seclion made in this Office aclion:

A person shall be entitled to a patent uniess -

{e)} the invention was described in a patent granted on an application for patent by another filed in the

United States before the invention thereof by the applicant for patent, or on an international application

by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371{c) of this
title before the invention thereof by the applicant for patent.

The changes made to 35 U.5.C. 102(e} by the American Inventors Proteclion Act of 1999 (AIPA)
and the Intellectual Property and High Technology Technical Amendments Act of 2002 do not appiy when
the reference is a U.S. patent resulting directly or indirectly from an intemational application filed before
November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.5.C. 102(e)
priar to the amendment by the AIPA (pre-AlIPA 35 U.S.C. 102{g)).

7. Claims 1-6, 8-11 and 15-18 are rejected under 35 U.S.C. 102(e) as being anticipated by Perez
(U.S. Pub. No.: 2004/0225904 A1),

With respect to daims 1, 8, 15, Perez discloses a method / a mobile station (See i.e. radio
communication apparatus, Tille, Abstract), comprising: a chassis (i.e. enclosure, housing, main body,
etc.) having a display; power reducer configured to control power consumption of the display (See e.g.
processor 16 of Fig. 1 is programmed to at least reduce power provided to the display the sensor delects
the talk condition, Co Page 1, paragraph [0013]) and a proximily sensor {See e.g. short range detector or
sensors 24, 26, 28 or 30 of Fig. 1) coupled inherently to the chassis and activated hased on the mobile
station inherenily wirelessly receiving a incoming telephdne call (See e.g. Page 2, Paragraph [0014]) and
/ or atelephone call associated with mobile station (See lalk condition involved a phone call starting,
Page 2, Paragraph [0018]), the talk condition should generally be understood as the condition when a
user is on an aclive call {that is when inherently the mobile slation receiving incoming phone call) and
speaking into the microphone or listening to the earpiece. A talk condition can be sensed in quite a
number of ways, Page 2, Paragraph [ﬁ015], the talk condition is detected or sensed, at least one or more

among the display, the backiight (for the display}, or the backlight (See e.g. Page 3, for the by pressing
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or depressing keypad) can be tumed off or at least operate at a reduced power level (i.e. power
consumption of the display). Sensing a talk condition as an incoming phone call starls, e.g. Page 2,
Paragraph [0016], and the power management would tumn off or reduce power to the display, e.g. page 2,
Paragraph [0018]), the proximily sensor adapted to cause a power consumplion of {i.e. conserving
power) display (See e.g. 10, 12, 24, 26, 28, 30 of Fig. 1) to be reduced and / or turned offl (See e.g. 56 of
Fig. 2) when display is within a predetermined range (n.e: predetermined angle-range, position, volume,
spectrum energy or density) of an external object (See e g. user's head , user's ear, user's face, user's
hand, user’s pocket, or bag, etc. Page 2, Paragraph [0015]) and / or duning a telephone call (See e.g.
Page 1, Paragraph [0009], Page 3, Péragraph [0020]).

Regarding claims 2, 9, Perez discloses the proximity sensor causes display to be tumed off (See
e.g. 56 of Fig, 2).

Regarding claims 3,10, Perez discloses the proximity sensor causes power consumption to be
reduced when display is within predeiemined range during the telephone call (See e.g. talk condilion, 56
of Fig. 2, Page 3, Paragraph [0020]).

Regarding claims 4, 11, 16, Perez discloses a mechanical proximity sensor, an optical sensor,
and a range detecting sensor {(See e.g. 24, 26, 28, 30 of Fig. 1).

Regarding claims 5, 17, Perez discloses the proximity sensor is located proximate the display
{See e.g. 12, 24, of Fig. 1).

Regarding claim 6, Perez discloses the proximity sensor is activated automatically (See e.g. the
automalic adjustment can lower the power consumption,' Page 2, Paragraph [0019}) when telephene call
is inherently a wireless incoming call (that is when the mobile station staris an active call inherently
receiving an incoming call which is one of many ways of the talk condition, See Page 2, Paragraph
[0016])) and is activated manually when telephone call is a wireless outgoing call {that is when by
depressing a key manually activating and out going dispatch cail is outgoing, See e.g. Page 3, Lines 14-
23 of Paragraph {0020]).

Regarding claim 18, Perez discloses the proximity sensor is located on a speaker side of chassis

{See e.g. 10, 24, 26, 28, 30 of Fig. 1).

EXHIBIT D, APPX139

BNR-SDCA00001515
ZTE, Exhibit 1020-0226



" Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.4046 Page 74 of 155

Application/Control Number: 10/463,630 Page 7
Arl Unit: 2681

Regarding claim 13, Perez discloses the proximity sensor is activated automatically when the
mobite station receives the telephone cali (See e.g. Page 2 Paragraph [0014]}, lhe 1alk condition should
generally be understood as the condition when a user is on an active call {that is when the mobile station
receiving incoming phone call) and speaking inio the microphone or listening to the earpiece. A talk
condition can be sensed in quite a number of ways, Page 2, Paragraph [0015], the talk condition is
detected or sensed, at least one or more among the display, the backlight (for the display), or the
backlight {for the keypad) can be turned off or at least operate at a reduced power level (i.e. power
consumplion of the display}). Sensing a talk condition as an incoming phone call starls, e.g. Page 2,
Paragraph [0016], and the power management would tum off or reduce power to the display, e.g. page 2,
Paragraph [0016]}. |

Claim Rejections - 35 USC § 103
a. The following is a quotation of 35 U.8.C. 103(a) which forms the basis for all obviousness
rejections set forth in this Office action:

{(a) A patent may not be obtained though the invention is not identically disclosed or described as set

forth in section 102 of this title, if the differences between the subject maiter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the

invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

Q. Claims 7, 12-14 and 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Perez
(U.S. Pub. No.: 2004/0225904 A1) in view of Sawada (U.S. Pub. No.: 2002/084998 A1).

With respect to claims 7, 14, 1¢, Perez discloses eve'ry*thing as discussed above in the rejected
claims 1, 8, 15. In an analogous, Perez furlher discloses the proximity sensor is measuring the distance
and / or the range of proximity of the user ear {i.e. user's head to earpiece, See Co. 2, Paragraph [0015])
the mobile station. Therefore, it would have been obvious to one brdinary skill in the arl at the time of the
invention to set the range about five centimeters to the external object {i.e. the user ear, a pocket, and or
a bag) so that the proximity sensor measuring the range-(i.e. distance, threshold, etc.) is aware of the
area surrounding the mobiie slation (See e.g. Page 1, Paragraph [0009]), and the predetemine range

(i.e. threshold) is set in as a few centimeters (See e.g. Page 3, Paragraph [0037]).
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Regarding claim 12, it is obvious that the proximity sensor is aclivaled based on user interaction
with a keypad (i.e. key-activity, talk condition, pressing / depressing the key or button, eic.) of the mobile
station when the felephone call is outgoing call (See Perez e.g. Page 2, Paragraphs {0017]-[0018]).

Regarding, claims 13, 20, it is obvious that the proximity sensor is activated automaticaily when
the mobite station inherenptly wirelessly receives lhe telephone call (See Perez e.g. sensor or sensors
100, and automatic adjusting poser consumption and / or the sensor is activated automatically, Page, 2,
Paragraph [0019]).

Conclusion
10. The prior arl made of record and not relied upon.is considered perlinent to applicant’s disclosure.

a) Geil (U.S. 5,881,377 A1), which Communication device and display blanking coentrol method
therefor.

b} Son (U.S. 6,278,887 B1), which discloses System and method for power conservalion in a
wireless communication handset.

Any inquiry conceming this communication or eardier communication from the examiner should be
directed to Kamran Afshar whose telephone number is (571) 272-7796. The examiner can be reached on
Monday-Friday.

If attempts to reach the examiner by the telephone are unsuccessful, the examiner's supervisor,
Feiid, Jo.seph can be reached @ (571) 272-4090. The fax number for the organization where this
application or proceeding is assigned is 571-273-8300 for all communications.

Information regarding the status of an application may be obtained from the Patent Application
information Retrieval (PAIR) system. Status informalion for published applications may be oblained from
either Private PAIR or Public PAIR. Status information for unpublished applications is available through
Private PAIR only. For more information about ihe PAIR system, see hilp:/pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contad the Electronic Business Center (EBC)

at 866-217-9197 (toll-free). ﬂg
JOSEPH FEILD

a// ;r.-ﬁ SUPERVISORY PATENT EXAMINER
Kémrafi Afshar
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Application No. Applicant(s)
10/463,630 GORIS ET AL,

Office Action Summary Examiner ArtUnit
Kamran Afzar 571-272-7796 2681

== The MAILING DATE of this communication appears oh the cover sheet with the correspondence address -»
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S} FROM
THE MAILING DATE OF THIS COMMUNICATION.,

Extensions of lime may be available under the provisiors of 37 CFR 1.136(a). In no event, however, may a reply ba timely [ad

afler SIX (§) MONTHS from the mailing date of this communication.
- W the period for reply specified above is tess than thirty (30) days, a reply within the stalulory minimum of thirly (30) days will be considesed timely.
- K MNO periad for reply is specilied above, the maximum statutory periad will apply and will expire SI1X {6} MONTHS from {he maiting date of this communication.
- Failure to reply wilhin the sot ar exdended period far reply will, by statule, cause the applicalion lo become ABANDONED (35 U.5.C. § 133).

Any reply received by the Offica faler ihan three months after the mailing date of 1his communication, even if timely filed, may reduce any

earned paten! lamm adjusiment. Ses 37 CFR 1.704{b).

Status

1B Responsive to communication(s) filed on 03 June 2005.
2a)Dd This aclion is FINAL. 2b)[] This action is non-final.
3] since this application is in condition for allowance except for formal matters, prosecution as to the mernits is
closed in accordance with the practice under Ex parte Quayfe, 1935 C.D. 11, 453 0.G. 213.

Disposition of Claims

4 Claim(s) 1-20 is/are pending in the application.

4a) Of the above claim(s} isfare withdrawn from consideralion.
5[ Claim(s) isfare allowed.
6) Claim(s) 1-20 is/are rejecled.
7 Claim(s) ___is/are objected to.
[ Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[] The drawing(s) filed on ______is/are: a)[ ] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the cotrection is required if the drawing{s) is objected to, See 37 CFR 1.121(d).
11)[] The oath or declaration is objecied to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d) or {f}.
adJAal b Some * c)[] None of:
1.0 Cerified copies of the priority documents have been received. .
2 [ cenified copies of the priority documents have been received in Application No. _____
3[] Copies of the cerified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the atlached detailed Office action for a lisl of the certified copies not received.

Attachment(s)

1} Notice of References Cited (PTO-892) 4) E Interview Summary {(FTO-413

2) (] Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No{s)Mail Oate. £ /23/. 2005

3) [ information Disclasure Statement(s) (PTO-1449 or PT0/SB/08) 5) L] Notice of Informal Patent Application (PT0-152)
Paper No(s)'Mail Dale . 8) [ other:

U5, Patent and Trademark Offica
PTOL-326 (Rev. 1-04) EXHIBIPM:e Aqien&qaipary Part of Paper No./Mail Oate 20050629
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DETAILED ACTION
Response to Arguments
1. Applicant’s argumenis filed 6/ 3/ 2005 have been fully considered but they are not persuasive.

In response to applicant’'s argurment that the references fail to show cerlain features of applicant’s
invention, it is noted that the features upon which applicant relies (j.e. the proximity sensor is aclivated by
receiving incoming telephone call and reducing the power consumption of the display}. Examiner very
kindly directs the Applicant to Page 2 Paragraph [0014], as Perez discloses the talk condition should
generally be understood as the condition when a user is on an active call (that is when the mobile station
receiving incoming phone call) and speaking into the microphone or listening to the earpiece. A talk
condition can be sensed in guite a number of ways, Page 2, Paragraph [(0135], the 1alk condition is
detected or sensed, at least one or more among the display, the backlight {for the display), or the
backlight (for the keypad} can be tumed off or at least operale at a reduced power level {i.e. power
consumption of the display). Sensing a talk condition as an incoming phone call slarts, e.g. Page 2,
Paragraph [0016], and the power management would tum off or reduce power to ihe display, e.9. page 2,
Paragraph [0016]. Therefore, it is believed that Perez does disclose each and every element of
independent claims 1, 8, 15. As such Perez is an anticipating reference to Claims 1, 8, 18 and Claims
dependent thereon.

Claim Rejections - 35 USC § 102

2. Thé following is a quotation of the appropriate paragraphs of 35 U.5.C. 102 that form the basis for
the rejections under this section made in this Office action:
A person shall be entitled to a patent unless —
{e) the invention was described in a patent granted on an application for patent by another filed in the
United States before the invention thereof by the applicant for patent, or on an international application
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this
lile before the invention thereof by the applicant for patent.

The changes made to 35 1U.5.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA)

and the Intellectual Property and High Technotogy Technical Amendments Act of 2002 do not apply when

EXHIBIT D, APPX143
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the reference is a U.S. patent resulting directly or indirectly from an internationai application filed before
November 28, 2000. Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e)
prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102{(g)).

3. Claims 1-6, 8-13, 15-18, 20 are rejected under 35 U,S.C. 102(e) as being anticipated by Perez
(U.S. Pub. No.: 2004/0225904 Al).

With respect to claims 1, 8, 15, Perez discloses a method / a mobile station (See i.e. radio
communllication apparatus, Tille, Abstract}, comprising: a chassis (i.e. enclosure, housing, main body,
etc.} having a display; and a proximity sensor (i.e. short range detector or sensor) coupled inherently to
chassis and actlivated based on the mabile station receiving a telephone cali (See e.g. Page 2 Paragraph
[0014]), the talk condition should generally be understoed as the condition when a user is on an aclive
call (that is when the maobile station receiving incoming phone call} and speaking into the microphone or
listening to the earpiece. A talk condition can be sensed in quite a number of ways, Page 2, Paragraph
[0015), the talk condition is detected or sensed, at [east one or more among the display, the backlight {for
the display), or the backiight (for the keypad) can be turmned off or at least operate at a reduced power
level (i.e. power consumptlion of the display). Sensing a talk condition as an incoming phone call starts,
e.g. Page 2, Paragraph [0018], and the pdwer management would turn off or reduce power to the display,
€.g. page 2, Paragraph [0016]), the proximity sensor adapted to cause a power consumption of {.e.
conserving power) display {See e.g. 10, 12, 24, 26, 28, 30 of Fig. 1) to be reduced and / or turned off
(See e.g. 56 of Fig. 2) when display is within a predetermined range (i.e. predetermined angle-range,
position, -volume, spectrum 'energy or density) of an external object (See e.g. user's head , user's ear,
user's face, user's hand, user's pocket, or bag, etc. Page 2, Paragraph {0015]) and / or during a
telephone call (See e.g. Page 1, Paragraph [0009], Page 3, Paragraph [0020]). |

Regarding claims 2, 9, Perez discloses the proximity sensor causes display to be turned off (See
e.g. 56 of Fig. 2).

Regarding claims 3,10, Perez discloses the proximity sensor causes power consumption to be
reduced when display is within predetermined range during the telephone cail (See e.g. talk condition, 56

of Fig. 2, Page 3, Paragraph [0020]}.
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Regarding claims 4, 11, 16, Perez discloses a mechanical proximity sensor, an optical sensor,
and a range detecling sensaor {(See e.g. 24, 26, 28, 30 of Fig. 1).

Regarding claims 3, 12, 17 Perez discloses the proximity sensor is located proximate the dispiay
{See e.g. 12, 24, of Fig. 1).

Regarding claims 6, 18, Perez discloses the proximity sensor is located on a speaker side of
chassis See e.g. 10, 24, 26, 28, 30 of Fig. 1).

Regarding claims 13, 20, Perez discloses the proximity sensor is activated automatically when
the mobile station receives the telephone call (See e.g. Page 2 Paragraph [0014]), the talk condition
should generally be understood as the condition when a user is on an active cail {that is when the mobile
station receiving incoming phone call) and speaking into the microphone or listening to the earpiece. A
talk condition can be sensed in quile a number of ways, Page 2, Paragraph [0015], the talk condition is
detected or sensed, at ieast one or more among the display, the backlight (for the display}, cr the
backlight (for ithe keypad) can be tumed off or at least operate at a reduced power level {i.e. power
consumption of the display). Sensing a talk condition as an incoming phone call starls, e.g. Page 2,
Paragraph [0018], and the power management would turn off or reduce power ta the display, e.g. page 2,

Paragraph [0016]).

Cilaim Rejections - 35 USC § 103
4, The following is a quotation of 35 U.$.C. 103(a) which forms the basis for all obviousness
rejections set forlh in this Office aclion:
(a) A patent may not be obtained though the invention is not identicaily disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
5. Claims 7, 14 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Perez (U.S,
Pub. No.: 2004/0225904 A1) in view of Sawada (U.5. Pub. No.: 2002/084998 A1),

With respect to claims 7, 14, 19, Perez discloses everylhing as discussed above in the rejected

claims 1, 8, 15. In an analogous, Perez further discloses the proximity sensor is measuring the distance
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and / or the range of proximity of the user ear (i.e. user's head 1o earpiece, See Co. 2, Paragraph [0015])
the mobile stalion. Therefore, it would have been obvious to one ordinary skill in the art at the time of the
invention to set the range about five centimeters to the extemal object (i.e. the user ear, a pocket, and or
a bag} so that the proximity sensor measuring the range (i.e. distance, threshold, etc.} is aware of the
area surrounding the mobile station (See e.g. Page 1, Paragraph [0009]), and the predetermine range

{i.e. threshold} is set in as a few centimeters (See e.g. Page 3, Paragraph [0037]).

Conclusion
6. Applicant’s amendment necessitated the new ground(s) of rejection presented in this Office
action.

Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of
the extension of time policy as set forth in 37 CFR 1.136(a). A shortened statutory period for reply to this
final action is set to expire THREE MONTHS from the mailing date of this action. in the event a first reply
is filed within WO MONTHS of the mailing date of this final action and the advisory action is not mailed
until after the end of the THREE-MONTH shoriened statuiory period, then the shorlened statutory period
will expire on the date the advisory action is mailed, and any exiension fee pursuant to 37 CFR 1.136(a)
will be calculated from the mailing date of the advisory action. In no event, however, will the statutory

period for reply expire later than SIX MONTHS from the date of this final action.

7. The prior art made of record and not relied upon is considered perlinent to applicant’s disclosure.

a) Kawamura (U.S. 2004/0198458 A1), which discioses Porlable Information Terminal.

b) Giel (U.S. 5,881,377), which discloses Communication Device And Display Banking Control
Method Therefore.

Any inquiry concerning this communication or earier communication from the examiner should be
directed to Kamran Afshar whose telephone numberis (571) 272-7796. The examiner can be reached on

Monday-Friday.
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If attempts to reach the examiner by the telephone are unsuccessful, the examiner;s supervisor,
Feild, Joseph can be reached @ (571) 272-4090. The fax number for the organization where this
application or proceeding is assigned is 571-273-8300 for all communications.

Information regarding the status of an application may be obtained from the Patent Application
information Relrieval (PAIR) system. Status inforration for published applications may be obtained from
either Private PAIR or Pubiic PAIR. Status information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system, see hilp://pair-direct.uspto_gov. Should
you have gquestions on access to the Private PAIR system, contact ihe Elecironic Business Center (EBTC)

at 866-217-9197 (toli-free).

K ran"Afshar

o8EPH FEILD
\SORY PATENT EXAMINER

EXHIBIT D, APPX147
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Application No. Applicant(s}
. 10/463,630 GORIS ET AL
_ Interview Summary Examiner Art Unit
Kamran Afshar, 571-272- 2681
7798 ’

All parlicipants {applicant, applicant's representative, PTO personnef);

(1) Kamran Afshar, 571-272-77896. (3) .

(2) J. Joel Justiss, Req. No: 48, 981. 4) .

Date of Interview: 6/29/2005.

Type: a)ld Telephonic b)[] Video Conference
c)] Personal [copy given to: 1)[] applicant  2)[_] applicant's representative]

Exhibit shown or demonstration conducted: d)[J Yes  &)_] No.
If Yes, brief description:

Claim(s) discussed, Discussed merits of the claims.

Identification of prior arl discussed:
Agreement with respect to the claims (] was reached. g)[_] was not reached. h)BJ N/A.
Substance of Interview including description of the general nature of what was agreed to if an agreement was

reached, or any other comments: Discussed mevrits of the claims and Applicant stated that will file swering behind
Perez ef af (US 20004/0225904 A1).

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims
allowable is available, a summary thereof must be attached.)

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE
INTERVIEW, (See MPEP Section 713.04}. if a reply to the last Office action has already been filed, APPLICANT IS
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY
FORM, WHICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See
Summary of Record of Interview requirements on reverse side or on atlached sheet.

. e
// :
Examiner Note: You must sign this form unless it is an . /

Altachment to a signed Office action. Examiner's signature, if required

L1.S. Patenl and Trademark Office

PTOL-13 (Rev. 04-03) EXHIBIT D, inteRRXdk8nary Paper No. 20050629

BNR-SDCA00001533
ZTE, Exhibit 1020-0235
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Sommary of Record of Interview Requirements

Manual of Fatent Examining Procedure (MPEPR), Section 713.04, Substance of Interview Must be Made of Record
A complele written sialement as 1o the substance of any fece-lo-face, video conference, or lelephone interview wilh regard to sn application musi ke made of record in the
application whether or not an agreement with the axaminer was reached al the interview.

Title 37 Code of Federal Regulations {CFR) § 1,133 Interviews
Paragraph (b)
In every instance whese recensideration is requesled in view ol an inferview wilh an examiner, a complele writlen statement of 1he reasons presenled at the interview as
warmranting favorable aclicn mus| be filed by tha applcamt. An imerview does nol remave the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 133)

37 CFR §1.2 Business to be lraneadled in writing.
All business with the Paient or Trademark Cffice should be transacied in writing. The p | d of app or their atlomeys or agents at the Palent and
Trademark Office i unnecessary, The action of the Palend and Trademark Office will ba based exclusively on the writlen record in the Office. No allention will be paid to
any alleged oral promise, stipulalion, or underslanding in retation to which there is disagreemenl or doubl.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itsell
incomplete threugh the failure to record the subslance of interviews.

Il is the responsibility of the applicant or the atlorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filing in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is olherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical erors or unreadable scripl in Office actions or the like, are excluded from the interview recordation procedures below. Vwhere the
substance of an interview is completely recorded in an Examiners Amendment, no separale Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicale of the Form is given to the applicant (or atterney or agent} at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s comespondence address
either with or priot to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances diclate, the Form should be mailed promplly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

- Application Number (Series Code and Senal Number}

— Name of applicant

- Name of examiner

- Date of interview

- Type of interview (telephonic, video—conference, or personal)

- Name of participant{s} {applicant, attorney or agent, examiner, other PTO personnel, elc.)

- An indication whether or not an exhibit was shown or a demonsfration conducted

— An identification of the specific prior art discussed

—~ An indication whether an agreement was reached and if 5o, a description of the general nature of the agreement {may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the conirary.

- The signalure of the examiner who conducted the inlerview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. il
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recerdation of the interview
unless il includes, or is supplemented by lhe applicant or the examiner to include, all of the applicable items required belew concerning the
substance of the interview.

A complete and proper recerdation of the substance of any interview should include at least the following applicable items:
1} A brief description of the nature of any exhibil shown or any demonstration conducted,
2) an identification of the claims discussed,
3) an identification of the specific prior art discussed,
4) an identification of the principal proposed amendmers of a substantive nature discussed, unless these are already described on the
Interview Summary Form completed by the Examiner,
5) a brief identification of the general lhrust of the principal argumenis presented to the examiner,
{The identificalion of argumenis need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The Idenfification of the arguments is sufficient if the general nalure or thrust of the principal arguments made to the
examiner ¢an be understood in the contexd of the application file, Of course, the applicant may desire to emphasize and fully
describe those argumends which he or she feeis were or might be persuasive to lhe examiner.)
6) a general indication of any other perlinent matlers discussed, and
7) if appropriate, the general resulls or outcome of the interview untess already described in the Interview Summary Form completed by
the examingr.

Examiners are expected to carefully review the applicant’s record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period lo cormect the record,

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the
statement attributed to him or her. [f the record is complete and accurate, the examiner should place the indication, “Interview Record QK on the
paper recording lhe substance of the interview along with the date and the examiner’s initiats.

EXHIBIT D, APPX149

2 BNR-SDCA00001534
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Application/Control No. Applican_t(s){Patent Under
_ - 10/463,630 Ramnaon
Notice of References Cited e }4/./_ AU )
Kamran Afshar, 571-272-7796 | 2681 age 1 of1
U.5. PATENT DOCUMENTS
* Counlr[;ﬂcct::i?-?ir:n?h:rlz:; Code M!ull?:’l‘f'YY Name Classification
A | US-5,712,911 01-1998 | Her, Ju-Won 379/388.01
B | US-5,881,377 03-1998 Giel et al. 455/574
c | Us-2004/0198458 A1 10-2004 Kawamura, Kenji 455/566
D | USs-
E { US-
F | US-
G | US-
H | US-
1| Us-
J | US-
K | Us-
L | Us-
M | US-
FOREIGN PATENT DOCUMENTS
* cﬂum,?%c:,TiTmszmzig Cade MI\E— 3‘3\”{ Country Name Classification
N
0
P
0
R
5
T
NON-PATENT DOCUMENTS
b Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages)
U
v
W
X

*A copy of this raferenca is nol baing lurnished with this Office action. (See MPEP § 707.05(a).)
Dales in MM-YYYY farmal.are publicalion dates, Classificalions may be US or foreign.

U5, Patent and Trademark Office
PT0O-892 {Rev. 01-2001) Motice of References Cited Part of Paper No. 20050629

EXHIBIT D, APPX150
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\\ . 5 UNITED STATES PATENT AND TRADEMARK OFFICE

UNITER STATES DEPARTMENT OF COMMERCE
United States Patent snd Trademark Office
Address: COMMISSIONER FOR PATENTS

PO.Box 1450
Alcxandria, Virginia 223 13- 1450
WWW.uSID. 0¥
[ APPLICATION NO. ] FILING DATE FERST NAMED [NVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
10/463,530 06/1772003 Norman Gords N. GORIS 4-4 1595
anses 7580 022372005 | EXAMINER |
HITT GAINES, PC AFSHAR, KAMRAN
AGERE SYSTEMS INC.
PO BOX 832570 | ART UNIT ] PAPER NUMBER |

RICHARDSON, TX 75083 2681

DATE MAILED: 0272372003

Please {ind below and/or attached an Office communication concerning this application or proceeding.

EXHIBIT D, APPX151
PTO 50C {Rev 10A3)

BNR-SDCA00001536
ZTE, Exhibit 1020-0238
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Application NG. I Applicant(s)

10/463,630 GORIS ET AL.
Office Action Summary Examiner ;‘ A Unit

Kamran At¢har, 703-305-7373 | 2681

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(E) FROM
THE MAILING DATE OF THIS COMMUNICATION.

- Exlencions of lima may be available under the provisions of 37 CFR 1.136(a). In no evenl, howavar, may a reply be timety kled
after SIX (6) MONTHS from the matiting date of this communication.
-l the period for reply specified above is less than thirty (30} days, a reply within the statutary minimum of thirty (30) days wll ba considered limety.
- H NO pariod for reply is specified above, the maximum statutory pariod witl apply and will expire SIX {§) MONTHS from the mailing dale of this communication.
- Failure to reply wilhin the sel or extended period fos raply will, by slatule. cause (he application o become ABANDONED (35 U.S.C. § 133).
Any reply received by the Qffica later than three months alter lhe mailing date of Ihis communicatn, aven if limely filed, may reduce any
eamed palent term adjusiment. See 37 CFR 1.704(b).

Status

1] Responsive to communication(s} filed on ___
2a)[] This action is FINAL. 2b)( This action is non-finai.
3)[J Since this application is in condition for allowance except for formal matiers, prosecution as to the meris is
closed in accordance with the practice under Ex parfe Quayfe, 1935 C.D. 11,453 O.G. 213.

Disposition of Claims

4 Claim(s) 1-20 isfare pending in the application.

4a) Of the above claim{s) is/are withdrawn from consideration.
)] Claim{s) __is/are allowed.
6 Claim(s) 1-20 isfare rejected.
7] Claim{s) ____is/are objected to.
8 claim{s) _____ are subject to restriction and/or election requirement.

Application Papers

9] The specification is objected to by the Examiner.
10)(X] The drawing(s) filed on 06/17/2003 istare: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
19)[J The oath or declaration is objected to by the Examiner. Note the allached Office Action or form PTO-152.

Priority under 35 U.5.C. § 119

12)[J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or {f).
a)J Al b Some * c)[] None of:
1. Certified copies of the priority documents have been received.
2] Cenified copies of the priority documents have been received in Application No, ____
3.0 Copies of the certified copies of the priority documents have been received in this National Slage
application from the Intemational Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Aftachment{s)
13 B Notice of References Cited (PTO-892) 4) [ \nterview Summary (PTQ-413)
2) [[] Motice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. __.
3) [ tnformation Disclosure Statement{s} (PTO-1448 or PTO/SB/08) 5y [ Notice of Informal Patent Applicalion (PTO-152)
Paper No{syMail Date : &) ] Cther: ____
U5, Patent and Trademark Offica
PTQOL-326 {Rev. 1-04) Office Aclion 3w

EXHIBIT D /&P W %15_130' Parl of Paper No./Mail Date 20050214

BNR-SDCA00001537
ZTE, Exhibit 1020-0239



" Case 3:18-cv-01786-CAB-BLM Document 88-5 Filed 05/24/19 PagelD.4059 Page 87 of 155

Application/Conirol Number: 10/463,630 Page 2
Art Unit: 2681

DETAILED ACTION

Claim Rejections - 35 USC § 102
1. The following is a quolation of the appropriate paragraphs of 35 U.8.C. 102 thai form the basis for
the rejections under this section made in this Office action:
A person shall be entitied to a patent unless —
(e) the invention was described in a patent granted on an application for patent by another filed in the
United States before the invention thereof by the applicant for patent, or an an international appiication

by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c} of this
title before the invention thereof by the applicant for patent.

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA)
and the Intellectual Property and High Technology Technical Amendments Act of 2002 do not apply when
the reference is a U.S. patent resulting directly or indirectly from an intemational application filed before
November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.5.C. 102(e}
prior to the amendment by the AIPA (pre-AlPA 35 U S.C. 102(e)).

2, Claims 1-6, 8-1 3, 15-18, 20 are rejected under 35 U.S.C. 102(e) as being anficipated by Perez
(U.S. Pub. No.: 2004/0225904 A1}

With respect to claims 1, 8, 15, Perez discloses a method / a mobile station (See i.e. radio
communication apparalus, Titie, Abstract), comprising: a chassis (i.e. enclosure, housing, main body,
etc.) having a display; and a proximity sensor {i.e, short range detector or sensor) coupled inherentiy 10
chassis and adapted lc; cause a power consumplion of (i.e. conserving power) display (See e.g. 10, 12,
24, 26, 28, 30 of Fig. 1) to be reduced and / or tumed off {See e.g. 56 of Fig. 2) when display is within a
predetermined range {i.e. predetermined angle-range, positicn, volume, spectrum energy or density) of
an extemal object (See e.g. user's head , user's ear, user’s face, user's hand, user’'s pocket, or bag, etc.
Page 2, Paragraph [0015]) and / or during a telephone call (See e.g. Page 1, Paragraph [0009], Page 3,
Paragraph [0020]).

Regarding claims 2, 8, Perez discloses the proximity sensor causes display 10 be tumed off (See

e.q. 56 of Fig. 2j.

EXHIBIT D, APPX153

BNR-SDCA00001538
ZTE, Exhibit 1020-0240
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Application/Control Number: 10/463,630 Page 3
Arl Unit: 2684

Regarding claims 3,10, Perez discloses the proximily sensor causes power consumption to be
reduced when display is within predetermined range during a telephone call (See e_g. talk condition, 56
of Fig. 2, Page 3, Paragraph {0020]}).

Regarding claims 4, 16, 11, Perez discloses a mechanical proximity sensor, an oplical sensor,
and a range detecting sensor (See e.g. 24, 26, 28, 30 of Fig. 1}.

Regarding claims 5, 12, 17 Perez discloses the proximily sensor is located proximate the display
{See e.g. 12, 24, of Fig. 1).

Regarding claims 6, 13, 18, Perez discloses the proximity sensor is localed on a speaker side of
chassis See e.g. 10, 24, 26, 28, 30 of Fig. 1).

Regarding claim 20, Perez discloses a keypad {See €.9. 18 of Fig. 1, Page 3, Paragraph [0020]).
3. Claims 1-3, 7-10, 14-15,17, 19-20 are rejecied upder 35 U.S.C. 102{e} as being anticipated by
Sawada (U.S. Pub. No.: 2002/084998 A1).

With respect to claims 1, 8, 15, Sawada discloses a method / a mobile station (See i.e. radio
communication apparatus, Title, Abstract), inherently comprising: a chassis {i.e. enclosure, housing, main
body, etc.) having a display, and a proximity sensor {i.e. short range detector or sensor, distance detector
or sensor, }