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The Board’s exercise of discretion under §314(a) or §325(d) is not warranted 

here.  First, Patent Owner’s statement that “it is a near certainty” the jury trial will 

conclude before any Final Written Decision here is not accurate.  POPR, 25.  The 

parties in the three separate litigations filed by Patent Owner were tentatively 

scheduled for a “final pretrial conference” in March 2020, but no trial date is actually 

scheduled and it is not clear what the sequence of these trials will be.  The court 

plainly explained why during a recent hearing: 

THE COURT: Keep me informed if any [IPRs] get instituted. Even 

though we have done claim construction, I’m rather loathe to go on 

parallel tracks with the Patent Office. Because things happen in IPR, 

even if the patents come back, sometimes there’s clarifications about 

scope and meaning that might require I reconsider my claim 

construction. And I think we’re, both the Patent Office and the district 

courts, playing on the same standards these days, and so it’s much more 

persuasive to me to hear what people, who actually know what this 

stuff means, think about it. So if they get instituted, let me know and 

we’ll keep that in mind. Otherwise, we will just keep going. 

EX1022, 120-21 (emphasis added).  Then, shortly before the POPR was filed, the 

court again clarified the trial date has “not been set.”  EX1023, 4.  The court’s 

reasoning for this reminder was clear: 

PTAB decisions to institute on all the submitted patents will greatly 

impact the scope of this case. Even decisions to institute on less than 

all the patents have significant potential to streamline this litigation.  
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Id. at 4-5 (emphasis added).  All of this important context, which distinguishes the 

present case from NHK, was omitted from the POPR.  The district court’s position 

was plain.  Contrary to the POPR’s statement, it is not a “near certainty” that the jury 

trial will conclude before the Board’s Final Written Decision here.1   

Second, equitable circumstances support instituting trial here.  Patent Owner 

never alleged infringement of the ’435 patent until months after its initial complaint 

(Pet., 3), so the Petition here was filed efficiently and promptly—less than seven 

month after the amended complaint.  Importantly, Petitioner here did not delay—

filing less than 8 weeks after the end of Patent Owner’s ability to change the asserted 

claims in the litigation (with its April 19, 2019 amended disclosure).   Petitioner had 

no assurance from Patent Owner that the asserted claims would remain fixed until 

April 19, 2019, and such timing should not serve to prejudice Petitioner here.   

Next, regarding the POPR’s arguments about “antedating” the prior art 

                                           

1 Also, the litigation schedule was recently modified in an October 24, 2019 order 

confirming an agreement in principle on settlement of the litigation.  EX1024, 1.  

According to that order “all other pending dates before Magistrate Judge Barbara 

L. Major are hereby vacated.  Any matters currently before the District Judge shall 

remain in effect pending notice from that court.”  Id.  The parties have until 

November 20, 2019 to submit a joint motion for dismissal of the litigation. 
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