UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CANON U.S.A., INC.
Petitioner

V.

CELLSPIN SOFT, INC.
Patent Owner

U.S. Patent No. 9,258,698

Inter Partes Review No. 2019-00127

DECLARATION OF DR. VIJAY MADISETTI, PH.D.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Madisetti Declaration
U.S. Patent No. 9,258,698

TABLE OF CONTENTS
l. INTRODUCTION ...ttt st ae s e 1
Il. BACKGROUND AND QUALIFICATIONS ..., 1
[1.  SUMMARY OF OPINIONS ..ottt 9
IV. LEGAL UNDERSTANDING.......cccoii et 10
A.  The Person of Ordinary SKill inthe Art..........cccoooiiiiiiieiie e, 10
B.  ANUCIPALION ....veiiiece e 11
ORI © 101V o 0 LS 1= TSRS 11
D.  Claim CoNStIUCTION. ....cuiiieiiiieiiesie e 12
V. TECHNOLOGY OVERVIEW. ...t 13
A.  Digital Camera OVEIVIEW.........c.covviiiiieieeiieiie et nee s 14
B.  Wireless Image Transfer Among Electronic Devices............cccccuvenen, 17
C.  Uploading Image Data to Photo-sharing Websites............c.ccccueeune.e 23
VI, THE 698 Patent ..........cccoiiiiiiiiiiiiiiii et 25
A OVEIVIBW ...ttt et e e et e sreesnneenneene s 25
B SPECIHTICALION ..o e et 25
C.  Prosecution HiStOrY .......cccccviiieiieiie et 28
D (O 1] 1 SRRSO 30
E Level of Ordinary SKill in the Art ..., 44
VII. CLAIM CONSTRUCTION ...t 44
VIII. OVERVIEW OF THE PRIOR ART ..ooiiiie e 45

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Madisetti Declaration
U.S. Patent No. 9,258,698

A.  JP Patent Publication No. 2003-60953 (“Hiroishi”) ........cccccervrrurnnenn. 45
B.  JP Patent Publication No. 2005-303511 (“Takahashi)..............c....... 47
C.  JP Patent Publication No. 2004-96166 (“Nozaki”).........cceccervvrrurrnann 48
D.  U.S. Patent No. 6,763,247 (“HolIStrom™) ........ccccoevvviviieniieiiienienne 49
E.  JP Patent Publication No. 2003-46841 (“Ando”) .......cccceevevververvennne 51
F. Bluetooth Specification Version 1.1 ........cccccoovvviiviniieiienreenee e 52
G.  Bisdikian, An Overview of Bluetooth Wireless Technology ............... 53
H.  Narayanaswami, Expanding the Digital Camera’s Reach.................. 54
IX.  GROUNDS FOR INVALIDITY oottt o4
A.  Ground 1: Hiroishi and Takahashi Render Obvious Claims 1-20......55
B.  Ground 2: Hiroishi, Takahashi, and Ando Render Obvious Claims 21-
22 ettt e Ee e nrae e nae e 93
C.  Ground 3: Hiroishi, Takahashi, and Nozaki Render Obvious Claims 1-
2 et e et et nre e 95

D.  Ground 4: Hiroishi, Takahashi, Nozaki, and Ando Render Obvious
ClaIMS 21-22 ..o 99
E.  Ground 5: Hollstrom and Takahashi Render Obvious Claims 1, 3-5, 7-
8, 10-13, AN 15-20......ciieiiiieiecie e 100
F.  Ground 6: Hollstrom, Takahashi, and Ando Render Obvious Claims 2,
6, 9, 14, aN0 21-22.....ceee et 122
G.  Secondary Considerations..........cccocueierieeresrieseenieseeseeseeseeseeseessens 124
X, CONCLUSION. ...ttt 125

_ii -

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Madisetti Declaration
U.S. Patent No. 9,258,698
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’698
1002 Prosecution Prosecution history for U.S. Patent No. 9,258,698
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1003 N/A N/A
1004 Hiroishi JP JP Patent Application Pu_bll_cat_lon No. 2003-60953
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1014 Ando JP JP Patent Application Publication No. 2003-46841
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Certified Translation of JP Patent Application
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Bisdikian, An Overview of the Bluetooth Wireless
1017 IEEE 2001 Technology, IEEE Communications Magazine
(Dec. 2001)
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District Court Order Granting Canon’s Motion to Dismiss in
1021 Order Cellspin Soft, Inc. v. Canon USA, Inc.,
No. 4:17-cv-05938 (N.D. Cal. 2018)
1022 | Madisetti CV Curriculum Vitae for Vijay Madisetti, Ph.D.
1023 Anderson U.S. Patent No. 6,636,259 to Anderson et al.
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