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Pursuant to 37 C.F.R. § 42.107(a), Patent Owner Almirall, LLC (““Almirall”)
submits the following Preliminary Response to the Petition for Inter Partes Review
of U.S. Patent No. 9,517,219 (“the ’219 Patent”) submitted by Petitioner Mylan
Pharmaceuticals Inc. (“Mylan”). The Board should deny the Petition and decline to
institute trial.

I. INTRODUCTION

Patent Owner respectfully requests that the Board employ its discretion under
35 U.S.C. § 314(a) to deny institution.

The Board should exercise its discretion under 35 U.S.C. §314(a) to refuse to
institute this follow-on petition, which presents the precise potential for abuse
warned against in General Plastic Industries Co. v. Canon Kabushiki Kaisha, Case
[PR2016-01357, Paper 19 (PTAB Sept. 6, 2017), which arises when information
from a prior Board proceeding is available for a subsequent proceeding. The factors
set forth in General Plastic weigh heavily in support of denial. The Petitioner
challenges the same claims of the same patent previously challenged by Amneal
Pharmaceuticals LLC and Amneal Pharmaceuticals of New York, LLC (collectively,
“Amneal”) in IPR2019-00207, asserting the same prior art references. Indeed,
Petitioner admits that its “Petition is the same as the Amneal IPR: it involves the
same patent, same claims, same grounds of unpatentability, and the same evidence

(including the same prior art combinations) as the Amneal IPR” and “identical
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