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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
 

 

APPLE INC.’S FINAL ELECTION OF  
ASSERTED PRIOR ART 

Pursuant to the Court’s Docket Control Order (D.I. 142), General Order No. 13-20, and the 

parties’ agreement to amend General Order No. 13-20 (D.I. 169), Defendant/Counter Claimant 

Apple, Inc., (“Apple”) hereby provides Plaintiff/Counter-Defendant Omni MedSci, Inc. (“Omni”) 

with the following final election of asserted prior art.  

Apple’s final election of asserted prior art is based on Omni’s May 7, 2019 Final Election 

of Asserted Claims and information currently available to Apple.  In addition, the Court has not 

yet issued a claim construction order in this case.  Apple reserves all rights to modify this election 

if Omni amends its Final Election of Asserted Claims, if additional information becomes available, 

and/or when the Court issues a claim construction order.  

Subject to the foregoing, Apple elects to assert the following prior art references as follows: 

  

 
Omni MedSci, Inc., 
 
  Plaintiff/Counter Defendant, 
v. 
 
Apple Inc., 
 
  Defendant/Counter Claimant 

 
 
 
 
 
Case No. 2:18-cv-134-RWS 
 
JURY TRIAL DEMANDED 
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I. Election of Prior Art for Each Asserted Patent 

Refer to Section II for the full names and information corresponding to each item of prior 

art identified in this section. 

U.S. Patent No. 9,651,533 

1. Valencell + Carlson + Mannheimer  

2. Lisogurski + Carlson + Mannheimer  

3. Park + Fitbit + Carlson + Mannheimer 

4. Masimo Radical-7 + Carlson + Webster 

5. Masimo iSpO2 + Carlson + Webster 

6. Nellcor + Carlson + Webster 

7. Nonin + Carlson + Webster 

8. Asada + Valencell + Carlson + Mannheimer 

U.S. Patent No. 9,757,040 

1. Valencell + Hanna + Mannheimer  

2. Lisogurski + Carlson + Maekawa + Mannheimer  

3. Park + Fitbit + Lisogurski + Mannheimer  

4. Masimo Radical-7 + Carlson + Hanna + Webster 

5. Masimo iSpO2 + Carlson + Hanna + Webster 

6. Nellcor + Carlson + Hanna + Webster 

7. Nonin + Carlson + Hanna + Webster 

8. Asada + Hanna + Valencell + Mannheimer 

U.S. Patent No. 9,861,286 

1. Valencell + Hanna + Mannheimer  

2. Lisogurski + Carlson + Mannheimer 

3. Park + Lisogurski + Mannheimer 
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4. Masimo Radical-7 + Carlson + Hanna + Webster 

5. Masimo iSpO2 + Carlson + Hanna + Webster 

6. Nellcor + Carlson + Hanna + Webster 

7. Nonin + Carlson + Hanna + Webster 

8. Asada + Hanna + Valencell + Mannheimer 

II. Full Name of Each Prior Art Reference or System 

1. Valencell, as described by: 

a. U.S. Appl. Pub. No. 2012/0197093 

b. U.S. Appl. Pub. No. 2010/0217099 

2. Lisogurski – U.S. Patent No. 9,241,676 

3. Park - U.S. Patent No. 9,596,990 

4. Asada, as described by the Asada Charts attached to the Expert Report of Majid 

Sarrafzadeh, Ph.D. Regarding Invalidity 

5. Fitbit, as described by FITBIT00001-00078 

6. Masimo Radical-7, as described by the Masimo Charts attached to the Expert Report of 

Majid Sarrafzadeh, Ph.D. Regarding Invalidity 

7. Masimo iSpO2, as described by the Masimo iSpO2 Charts attached to the Expert Report 

of Majid Sarrafzadeh, Ph.D. Regarding Invalidity 

8. Nellcor, as described by the Nellcor Charts attached to the Expert Report of Majid 

Sarrafzadeh, Ph.D. Regarding Invalidity 

9. Nonin, as described by the Nonin Charts attached to the Expert Report of Majid 

Sarrafzadeh, Ph.D. Regarding Invalidity 

10. Hanna – U.S. Patent No. 6,505,133 

11. Maekawa – JP Appl. No. 2005270544 
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12. Carlson – U.S. Appl. Pub. No. 2005/0049468 

13. Mannheimer – U.S. Patent No. 5,746,206  

14. Webster – Design of Pulse Oximeters, by John Webster (Institute of Physics Publishing 

1997) 

 

Date: May 22, 2019 By: /s/  Sharon Lee  

 Melissa Richards Smith  
Texas Bar No. 24001351 
Bobby Lamb 
Texas Bar No. 24080997 
GILLAM & SMITH, LLP  
303 South Washington Avenue  
Marshall, TX 75670  
Telephone:  (903) 934-8450  
Facsimile:  (903) 934-9257  
Email:  melissa@gillamsmithlaw.com 
Email:  wrlamb@ gillamsmithlaw.com 

Kelley A. Conaty 
Texas Bar No.: 24040716 
SIDLEY AUSTIN LLP 
2021 McKinney Avenue, Suite 2000 
Dallas, TX 75201 
Telephone:  (214) 981-3300 
Facsimile:  (214) 981-3400 
Email:  kconaty@sidley.com 
 
Ching-Lee Fukuda 
SIDLEY AUSTIN LLP 
787 Seventh Avenue 
New York, NY 10019 
Telephone:  (212) 839-5300 
Facsimile:  (212) 839-5599 
Email:  clfukuda@sidley.com 
 
Irene Yang 
SIDLEY AUSTIN LLP 
555 California Street, Suite 2000 
San Francisco, CA 94104 
Telephone:  (415) 772-1200 
Facsimile:  (415) 772-7400 
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Email:  irene.yang@sidley.com 
 

Jeffrey P. Kushan 
Thomas A Broughan III 
Sharon Lee 
Kathi A. Cover 
SIDLEY AUSTIN LLP 
1501 K Street, N.W. 
Washington, DC 20005 
Telephone:  (202) 736-8000 
Facsimile:  (202) 736-8711 
Email:  jkushan@sidley.com 
Email:  tbroughan@sidley.com 
Email:  sharon.lee@sidley.com 
Email:  kcover@sidley.com 
 
David T. Pritikin – Lead Counsel 
SIDLEY AUSTIN LLP 
One South Dearborn 
Chicago, IL 60603 
Telephone: (312) 853-7359 
Facsimile: (312) 853-7036 
Email: dpritikin@sidley.com 

 
Brooke S. Zarouri 
SIDLEY AUSTIN LLP 
555 West Fifth Street 
Los Angeles, CA 90013 
Telephone: (213) 896-6633 
Facsimile: (213) 896-6600 
Email: bzarouri@sidley.com 
 

Attorneys for Defendant Apple, Inc. 
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