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I. STATEMENT OF RELIEF REQUESTED 

BlackBerry respectfully requests that the Board consider this Motion on a 

non-contingent basis and grant entry of corresponding substitute claim 21 in 

replacement of original claim 2.  BlackBerry also respectfully requests preliminary 

guidance concerning this Motion, in accordance with the New Pilot Program 

Concerning Motion to Amend Practice.  See Fed. Reg. 9,497 (Mar. 15, 2019). 

II. PROCEDURAL REQUIREMENTS OF 37 C.F.R. §42.121 

A. Reasonable Number of Claims—37 C.F.R. §42.121(a)(3) 

Substitute claim 21 corresponds to original claim 2.  See Appendix A.  This 

one-to-one relationship fits within “[t]he presumption [] that only one substitute 

claim would be needed to replace each challenged claim.”  37 C.F.R. §42.121. 

B. Non-Broadening Amendments—37 C.F.R. §42.121(a)(2)(ii) 

Substitute claim 21 includes amendments that: (i) rewrite original claim 2 into 

independent form, incorporating all features of original claims 1-2; and (ii) add new 

feature combinations to the original claim language.  Appendix A; EX2003, ¶¶117-

119 (claim language comparison).  With no original elements removed and several 

new elements added, claim 21 is solely narrowing and a priori non-broadening. 

C. Fully Supported Amendments—37 C.F.R. §42.121(a)(2)(ii) 

Substitute claim 21 is fully supported by the disclosure of U.S. Appl. No. 

12/870,676 (the ’676 Application; EX2007), as demonstrated below.  See generally 

EX2003, ¶¶125-139. 
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