UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD
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Patent Owner.

IPR2019-00329
Patent 9,687,454

PATENT OWNER’S REQUEST FOR ORAL
ARGUMENT UNDER 37 C.F.R. § 42.70

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2019-00329 Patent Owner’s Request for Oral Argument
Patent 9,687,454

In accordance with 37 C.F.R. § 42.70(a) and the Scheduling Order (Paper 22),
Patent Owner Indivior UK Limited requests the opportunity to present oral argument
on all instituted grounds of unpatentability for U.S. Patent No. 9,687,454 (“the *454
patent”), relating to each of the written description and anticipation issues addressed
in Petitioners’ Petition and Reply, Patent Owner’s Response and Sur-Reply, any
other filings by the parties, and all exhibits thereto.

Pursuant to 37 C.F.R. § 42.70, Patent Owner specifies that the issues to be
argued include:

(1)  Whether Myers is not prior art to claims 1-5 and 7—14 of the 454 patent
(the “challenged claims™) because the challenged claims have written description
support in U.S. Patent Application No. 12/537,571.

(2) Rebuttal to Petitioners’ presentation on all matters, including issue (1)
above; and any motion to exclude filed by Petitioners; and

(3)  Any other issues that the Board deems necessary for issuing a final
written decision.

Pursuant to the Scheduling Order (Paper 22), the oral argument is scheduled
for Tuesday, March 3, 2020. Patent Owner requests a total of forty-five (45) minutes
of argument time per side. Patent Owner is amenable to the hearing being held at the
Alexandria, Virginia, USPTO Headquarters, or any other location that the Board

deems appropriate, as set forth in the Scheduling Order.
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IPR2019-00329
Patent 9,687,454

Date: January 21, 2020 Respectfully submitted,

Patent Owner’s Request for Oral Argument

By _/ Peter P. Chen /
David A. Garr

Registration No.: 74,932
Peter P. Chen

Registration No.: 39,631
COVINGTON & BURLING LLP

Attorneys for Patent Owner
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IPR2019-00329 Patent Owner’s Request for Oral Argument
Patent 9,687,454

CERTIFICATE OF SERVICE
Pursuant to 37 C.F.R. §42.6, I hereby certify that the foregoing Patent Owner’s
Request for Oral Argument Under 37 C.F.R. § 42.70 was served by email, by
agreement of the parties, on the following counsel of record for Petitioners.
Ira J. Levy (ilevy@goodwinlaw.com)
Robert Frederickson III (rfrederickson@goodwinlaw.com)

GOODWIN PROCTER LLP
DG-Suboxone@goodwinlaw.com

Date: January 21, 2020 / Peter P. Chen /
Peter P. Chen
Registration No.: 39,631
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