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UNITED STATESPATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CANON INC., CANON U.S.A,, INC.,and
AXIS COMMUNICATIONS AB,
Petitioner,

V.

AVIGILON FORTRESSCORPORATION,
Patent Owner.

Case IPR2019-00311
Case IPR2019-003141
Patent 7,923,923 B2 & C1

Before GEORGIANNAW. BRADEN, KIMBERLY McGRAW, and
JESSICAC. KAISER, Administrative Patent Judges.

McGRAW, Administrative Patent Judge.

ORDER

Granting Motions to Compel Testimony and/or Documents
37C.F.R.§42.52

1 This Order applies to both listed cases. The parties may not use this style
heading unless authorized.
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IPR2019-00311; IPR2019-00314
Patent 7,932,923 B2 & C1

. INTRODUCTION
CanonInc., Canon U.S.A., Inc., and Axis Communications AB

(“Petitioner”) filed a motion in IPR2019-00311 and in IPR2019-00134
seeking authorization to compel testimony and/or documents pursuant to
37 C.F.R. 842.52(a). Paper182,“Mot.” Inboth cases, Petitioner seeks
authorization to file a subpoenato compel production of documents and
testimony from:

(1) the Massachusetts Institute of Technology Libraries (“MIT?”)
relating to certain references (i.e., Kellogg®, Dimitrova*, and Flinchbaugh®)
sufficient to establish that Kellogg and Flinchbaugh were received and made
available to the public by the MIT Libraries before October 1999 (Mot. 1,
Ex. A), and

(2) the Library of Congress sufficient to show Dimitrova and
Flinchbaugh were received and made available to the public by the Library
of Congress before October 1999 (Mot. 1, Ex. B).

Petitioner states it is seeking to subpoena these libraries under
37 C.F.R. 842.52(a) to address Patent Owner’s arguments that testimony
froma librarian with personal knowledge is required to establish the public

2 Similar papers and exhibits having the same numbering were filed in each
proceeding. For clarity and expediency, references to paper or exhibit
numbers apply to both IPR2019-00311 and IPR2019-00314, unless
indicated otherwise.

3 Kellogg is a reference asserted to be prior art to the challenged claims in
IPR2019-00311.

* Dimitrova is a reference asserted to be prior art to the challenged claims in
IPR2019-00314.

® Flinchbaugh is a reference asserted to show the public accessibility of
Kellogg because it “would have led interested parties to finding” Kellogg.
See IPR2019-0311, Paper 11, 5.
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accessibility of the references. See Mot. 2. Patent Owner opposes.
Paper 21, “Opp. to Mot.”

For the reasons stated below we grant-in-part and deny-in-part
Petitioner’s motions.

I1. ANALYSIS

As the moving party, Petitioner bears the burden of proving that it is
entitled to the requested relief. 37 C.F.R. §42.20(c). Amotion under 37
C.F.R. 842.52(a) seeking to compel testimony or production of documents
or things must describe the general relevance of the testimony, document, or
thing, and must:

(2) In the case of testimony, identify the witness by name
or title; and
(2) In the case of a document or thing, the general nature

of the document or thing.

See also Rules of Practice for Trials Before the Patent Trialand Appeal
Board and Judicial Review of Patent Trial and Appeal Board Decisions;
Final Rule, 77 Fed. Reg. 48,612, 48,622 (Aug. 14, 2012) (“Apartyin a
contested case may apply for a subpoenato compel testimony in the United
States, but only for testimony to be used in the contested case. See 35
U.S.C. 24. Section 42.52(a) requires the party seeking a subpoena to first
obtain authorization from the Board; otherwise, the compelled evidence
would not be admitted in the proceeding.”).

We have reviewed Petitioner’s motions, including the attached
exhibits and determine Petitioner has sufficiently identified the witnesses by
title and described the general relevance of the requested discovery as
required by 8 42.52(a). We are not persuaded by Patent Owner’s argument
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that Petitioner failed to identify the witnesses by name or title as required by
8§ 42.52(a)(1). Petitioner’s motions explain that for each identified library
(i.e., the MIT library and the Library of Congress) a librarian can provide
the requested testimony. Seee.g., IPR2019-00311, Mot. 2 (stating the
requested discovery is to address Patent Owner’s argument that Petitioner
must provide “detailed evidence and testimony from someone with direct
personal knowledge, such as an MIT librarian) (emphasis modified);
IPR2019-00318, Mot. 2 (stating the requested discovery will address Patent
Owner’s argument that Petitioner must “ata minimum, to put forth detailed
evidence and testimony from someone with direct personal knowledge, such
as a librarianfrom. . . the Library of Congress to explain what the stamps
mean and to explain the policies for indexing, shelving, or otherwise making
public available the reference and its contents to the public”) (emphasis
modified). Thus, Petitioner’s motions have sufficiently identified the
witness as required by § 42.52(a)(1).

Because Petitioner’s requests are in the nature of additional discovery,
albeit from a third party, our Order also instructed Petitioner to explain in its
motions why the requested discovery is in the interest of justice by
addressing the factors set forth in Garmin International, Inc. v. Cuozzo
Speed Technologies, LLC, IPR2012-00001, slip op. at 6-7 (PTAB
Mar. 5, 2013) (Paper 26) (precedential). See Paper 17, 8.

Petitioner asserts all five Garmin factors weigh in favor of discovery.
Patent Owner argues four of these factors weigh against discovery. We

address each factor in turn.
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Factor 1: More than a Possibility or Mere Allegation that
Something Useful to the Proceeding Will be Found

Regarding the first Garmin factor, we agree with Petitioner that
evidence showing Kellogg and Flinchbaugh were publicly accessible before
October 1999 is useful in the IPR2019-00311 proceeding because any such
evidence is relevant to determining whether Kellogg qualifies as prior art to
the challenged claims. See IPR2019-00311, Mot.5. We also agree that
evidence showing Dimitrova was publicly accessible before October 1999 is
useful in the IPR2019-00314 proceeding because any such evidence is
relevant to determining whether Dimitrova qualifies as prior art to the
challenged claims. See IPR2019-00314, Mot. 5.

Patent Owner argues Petitioner’s discovery requests are not “useful”
because Petitioner seeks information about the public accessibility of
Kellogg and Dimitrova before October 1999 yet only argued in its petitions
that the Kellogg was publicly accessible in September 1993 (IPR2019-
00311, Opp. to Mot. 3-5) and that Dimitrova was published October 1995
(IPR2019-00314, Opp. to Mot. 3-5). We disagree with Patent Owner.
Petitioner has asserted that both Kellogg and Dimitrova are prior art under
pre-AlA 35 U.S.C. §102(b) and, as such, the relevant date for demonstrating
the prior art status of Kellogg and Dimitrova is October 24, 1999.°

We are persuaded Petitioner has sufficiently shown there is more than
a mere possibility or allegation that MIT can provide testimony or
documents tending to show the prior art status of Kellogg and Dimitrova.

¢ U.S. Patent No. 7,932,923 B2 (“the 923 patent™) claims priority to an
application filed October 24, 2000; therefore, a reference published prior to
October 24, 1999 would qualify as prior art to the *923 patent under pre-AlA
§ 102(b).
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