UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,
Petitioner,

V.

UNILOC 2017 LLC,
Patent Owner.

Case IPR2019-00251
Patent 6,993,049 B2

PETITIONER’S MOTION TO FILE SUPPLEMENTAL INFORMATION

PURSUANT TO 37 C.F.R. § 42.123(a)
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EXHIBITS

U.S. Patent No. 6,993,049 to Davies (“’049 Patent”)

Prosecution History of the 049 Patent (“the Prosecution
History”)

Declaration of Dr. Charles Knutson
Curriculum Vitae of Dr. Charles Knutson
U.S. Patent No. 6,704,293 (“Larsson”)

IrDA Object Exchange Protocol (“IrOBEX”)

Prosecution History of the 7,587,207 Patent (“207 Prosecution
History”)

Second Declaration of Dr. Charles Knutson

U.S. Patent No. 7,587,207 (“Davies” or the “’207 Patent”)
U.S. Patent No. 6,570,857 (““Haartsen”)
U.S. Patent No. 6,480,505 (“Johansson”)

Specification of the Bluetooth System: Wireless connections
made easy, Profiles, Vol. 2, Bluetooth, Dec. 1, 1999 (“BT
Profiles™)

The New Shorter Oxford English Dictionary on Historical
Principles, Vol. 1, Clarendon Press, 1993 (“Oxford
Dictionary”)

Specification of the Bluetooth System: Wireless connections
made easy, Core, Vol. 1, Bluetooth, Dec. 1, 1999 (“BT Core”)

U.S. Patent No. 6,683,886 (“Tuijn™)

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

APPLE-1016
APPLE-1017
APPLE-1018

APPLE-1019

APPLE-1020

DOCKET

_ ARM

Proceeding No.: IPR2019-00251
Attorney Docket: 39521-00561P1

Internet Archive Capture of
http://www.bluetooth.com:80/developer/specification/specificat
ion.asp from March 1, 2000

Internet Archive Capture of
http://www.bluetooth.com:80/developer/specification/core.asp
from March 1, 2000

Internet Archive Capture of
http://www.bluetooth.com:80/developer/specification/order.asp
from March 1, 2000

Internet Archive Capture of
http://www.bluetooth.com:80/news/archive/archive.asp from
March 4, 2000

Declaration of Michael Foley
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Pursuant to 37 C.F.R. § 42.123(a) and Board authorization of August 27,
Apple moves to submit Ex. 1020 (Declaration of Dr. Foley) as supplemental
information to confirm the public accessibility of Bluetooth (BT) Core (Ex. 1014).

Apple meets both requirements of 37 C.F.R. § 42.123(a). First, Apple
requested authorization to file this motion on August 21, which is within one
month of the July 22 trial institution date. Second, the supplemental information is
relevant to a claim for which trial has been instituted because BT Core (Ex. 1014)
Is part of instituted Ground 2 challenging claims 11 and 12.

The Board has precedence for granting motions under similar facts. See, e.g.,
IPR2013-00369, Paper 37, 3-5; IPR2013-00093, Paper 39, 2 (“relates to the claims

.. because it is directed to the public accessibility”); IPR2014-01204, Paper 26, 2-
5 (“demonstrated online accessibility and attested to the publication and public
availability of exhibits”); IPR2018-00643, Paper 18, 3-5 (pertains to “public
availability and status as a prior art reference”). Under Rule 42.123(a), ““Petitioner
need not demonstrate that the supplemental information proffered could not have
been obtained earlier” (IPR2014-01204, Paper 26, 4) and “[t]here can be no
dispute ... that evidence of a reference’s qualification as prior art ... is relevant to a
claim for which trial has been instituted” (IPR2018-00643, Paper 18, 4).

Moreover, Uniloc would not be prejudiced by entry of the supplemental

information. Uniloc has not disputed that BT Core (Ex. 1014) is prior art to the
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’049 patent, or objected to its inclusion in evidence. Further, ample time remains in
the schedule for Uniloc to address the supplemental information — no depositions
have been taken and the Patent Owner Response is not due until October 17.

In an email to the Board on August 22, Uniloc professed prejudice,
proclaiming that had it “previously argued ... that the same BT Core reference
does not qualify as prior art (see IPR2018-01092, Paper 8, pp. 2-4).” Not so. In the
cited paper (attached as Appendix A), “Patent Owner dispute[d] Petitioner’s
allegation that a person of ordinary skill in the art as of January 2002 would
‘readily be familiar with the Bluetooth [] communication standards and
implementation of wireless communication using such standards.”” IPR2018-
01092, Paper 8, pp. 2-3. Specifically, Uniloc explained that “Petitioner’s definition
of POSITA” was incorrect “because the Bluetooth standard was not ratified by the
IEEE until June of 2002 and POSITA “would most likely not be familiar with
Bluetooth.” 1d., pp. 3-4. Uniloc’s dispute over the POSITA definition is not an
argument that BT Core fails to qualify as a prior art printed publication. On several
occasions, Petitioner reached out to Uniloc’s counsel indicating concerns over his
inaccurate portrayal of the argument to the Board. Rather than correct the record,
Uniloc’s counsel responded with — “the references we cited speak for themselves.”
Indeed, they do. Contrary to its statement to the Board, Uniloc did not previously

make such an argument.
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