Paper No.
Filed: November 2, 2018

Filed on behalf of: Visa Inc. and Visa U.S.A. Inc.
By: Matthew A. Argenti (margenti@wsgr.com)
Michael T. Rosato (mrosato@wsgr.com)
WILSON SONSINI GOODRICH & ROSATI
650 Page Mill Road
Palo Alto, CA 94304

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

VISA INC. and VISA U.S.A. INC,,
Petitioners,

V.

UNIVERSAL SECURE REGISTRY, LLC,
Patent Owner.

Case IPR2019-00174
Patent No. 9,530,137 B2

PETITION FOR INTER PARTES REVIEW
OF CLAIMS 1.2,5,6.7,9 AND 12

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

Page
L. INTRODUCTION ...ttt iee st sre e e e ereesseeenneeenes 1
II.  MANDATORY NOTICES ......cotiiieeieee ettt 2
A.  Real Party-In-Interest ........ccoociiieriiiiiiiieeeiee e 2
B.  Related Matters.........coovuieeiiiiie ettt 3
O 001 11 111 SRS 4
D.  Service InfOormation.........cccccvieeriiiieiiiie e 5
III.  LEVEL OF ORDINARY SKILL ...cceeiitiiiiiiieiieiieeesie et 5
IV. CERTIFICATION OF GROUNDS FOR STANDING.......ccccccvevierirrieanenn 6
V.  OVERVIEW OF CHALLENGE AND RELIEF REQUESTED..................... 6
A.  Prior Art Patents and Publications ............ccceeveeriieniieeniieeiecie e, 7
1. EX-1113 — JaKobSSON ....coouviieiiieiiieeiieeieeeeceeeee e 7
2. EX-1114 — MArItZen ......oooovieeiieiiieeiieeieeeeeee et 8
3. EX-1115 = SChULZET....c..viiiiiieiieeeeeeeeeeeeeee e 8
4. EX-TT17 = NIW eeiiiiiiiiieciieeiee ettt st s 9
B.  Grounds for Challenge ............cccceeeiieiiiiieiieeieecieece e 10
VI. LEGAL PRINCIPLES.......ooioiei et 11
VII. BACKGROUND OF THE *137 PATENT ....ccviiiieeeeeeeee e 11
Y 8 103 1 PR USUUPSRRTIIN 11
B.  Brief Description of the *137 Patent Disclosure.............cccccveeeennnennnee. 12
C.  Prosecution HiStOTY .......eeeeuiiiieiiie ettt 13
VIII. PROPOSED CLAIM CONSTRUCTIONS.......cocoiieieieieeeeee e, 16
A.  Biometric Information (All Challenged Claims) .........ccccceeuveeeennnennnee. 16
B.  Secret INformation...........ccueevvieiiieniieiiieeie e 19
C.  Authentication Information...........ccceeevveeriiiniieniie e 20

IX. CLAIMS 1,2, AND 5-12 OF THE *137 PATENT ARE
UNPATENTABLE UNDER 35 U.S.C. § 103 ..ciiieiieieeeeieeeeeeeeee 22

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

A.  Ground 1: Claims 1, 2, 6, 7, 9, 10, and 12 are Obvious Over
Jakobsson in View of Maritzen...........ccceeeveeeviieenieenieenieeeiee e 22
1. Independent Claim ©........c.cccveeeiiieeiiiieiieeieeie e 22
2. Dependent Claim 2 ........cccoevviieeiiieiiiieeiieerie e 44
3. Dependent Claim 6 ..........ccovevveeciieeiiieeiieeie e 46
4. Dependent Claim 7 .......coocveeeeiiieieiiieeeiee e 48
5. Dependent Claim 9 ........cccveveviiiiiiiiieecee e 49
6. Independent Claim 12 .........cccvvveiiiiiiiiiieieeee e 50
B.  Ground 2: Claim 5 is Obvious over Jakobsson in View of
Maritzen and NIWa .......cooceiiiiiiiiieeciee et e e vae e 52
1. Dependent CIaim 5 ......coooviiiiiiiieciie e 52
X, CONCLUSION.....ccttiiteiteitete ettt et saesteebeeseesseeseaeenseenseenseennes 64

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Page(s)
CASES

In re ICON Health & Fitness, Inc.,

496 F.3d 1374 (Fed. Cir. 2007) cuvieiiieeieeeiee et eiee e eree e eve e svee e 16
KSR Int’l Co. v. Teleflex, Inc.,

550 U.S. 398 (2007).ueiieeiiieeeiiieeeteeeeteeeetteeeiteeereeeeereeesraeeeensraessnsaeeenneas 11

STATUTES

T 0 T O T USSP 3,4
B ULS.CL § 102ttt et e et e e st e et re e st e e enseeeensaaeeennaeeenns 4
R I O T O I 02 ( o) ISR 9
35 U.S.C. §§ 102(b) and 102(€) ..cvvvreeeerereeirieeeiieeeeiieeeeieeeeereeeereeeevreeesraeeeeneas 7,8
B5ULS.CL§ 103t e e 4,10, 11, 14, 22
B35 ULS.C. § 103(Q) coovreeeeiiee ettt ettt e et e e et e e et e e s et e e e s staaeessnaeeessaeeenssaeens 11
B35 ULS.CL§ T12(D) eeeeiiieieeeeeeeee ettt ettt sttt et sate e snbeesnbaesnsee s 14
B35 ULS.CL § 3T4(@) cooeeeeieieee ettt ettt et et aree e 11
KT O T G I B BT { o) USSR 6
B5 ULS.CL § 315(C) teerieeeiie ettt ettt ettt e et e e et e e e ebe e e s nbeeeenaeeeans 6
Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284

020 B RSP SRS 11

REGULATIONS

37 CFRL G LT02(€)ueeeeeiiieeeiieeeeiie e eeiteeetee et e et e e et e e e stbeeeenaaeessasaeensseeeennsaeens 13
37 CFR.§A2.8(D)(1)eiiiiiiieiiiie ettt ettt etee et ee e e et e e e e essaaeeennsee e e 2
37 CFR. GG A2.8(D)(3)(4) ettt ettt e eee e e st e e e enaae e naae e 5
BT CFRLGA2.22 ettt ettt e e et e et e e st e e e e b e e e e taaeeennaeeenns 6
37 C.F.R. §§ 42.22(a)(1) and 42.104(D)(1)=(2)veeeeerieeeiieeeiie et 7
37 C.FR.§A2.100(D) coeeeeiieeiiee ettt ettt tee e e tre e e tae e e saaaeeesesaeeensaaens 16
37 C.FR. §42.101(2), AN (2) eeeeieiieeeiiieeeiiee ettt eee ettt ree e eva e e e e 6
37 C.FR.§§ A2.101(2)(C) eeeeerreeeniiieeiieeeiite ettt ettt et e st e e st e e sneee e 6
37 CFRL§A2.T01(D) ettt et eeae e 6

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

3; C.F.R. § |2-101(C) ................................................................................................. 6

37 CF.R. § A2 104(2) v e ee e eeeeeees e s e s eee s ees e eessseeee s es e seeees 6
37 CLF.R. § 42.122(D) oo s s eseee e s es e 6
77 Fed. Reg. 48764 (AULZ. 14, 2012) ovvvooeeveoeeeeoeeeeeeeeeeeee e eee e eesee e seeeeee 16

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




