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|Xi lp, Llc
Counter-Defendant

USA
214—932—6418
Fax: 214-273-7483

Em ail:Jcook@mcquirewoods.Com

Marshall Beil
ATTORNEY TO BE NOTI CED
1345 Sixth Avenue 7th Floor

New York , NY 10105
USA
212-548-7004
Fax: 212-715-2319

Em ail:Mbei|@m cguirewoods.Com

Shaun William Hassett
PRO HAC VICE;ATTORNEY TO BE NOTICED
McGuireWoods LLP

2000 Mckinney Avenue Suite 1400
Dallas, TX 75201
USA
214-932-6422
Fax: 214-273-7475

Em ail:Shassett@m cguirewoods.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19103
USA
215-575-7152
Fax: 215-575-7200

Em ail:Jhigson@dilworthlaw.Com

Joshua David Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7295

Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7186
Fax: 215-575-7200

Em ail:Mwhalderman@dilworth|aw.Com

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102—2101
USA
215—575—7025
Fax: 215—575—7200

Em ail:Tbiemer@dilworth|aw.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTI CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469
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IXi Mobile (R&D) Ltd.
Counter—Defendant

San Jose , CA 95109—1469
USA
408-286-9800
Fax: 408-998-4790

Email:Jcoleman@hopkinscar|ey.Com

John V. Picone, |||
ATTORNEY TO BE NOTI CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:incone@hopkinscar|ey.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VlCE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19103
USA
215-575-7152
Fax: 215-575-7200

Em ail:Jhigson@dilworthlaw.Com

Joshua David Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7295

Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7186
Fax: 215-575-7200

Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA
215-575-7025
Fax: 215-575-7200

Em ail:Tbiemer@dilworthlaw.Com

Jennifer 8. Coleman
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USA
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https://courtlink.1exisnexis.com/ControlSupport/UserControls/ShowDocket.ast7Key:308 154696|O| I2l— 1 |O|0l0| [5/ 1 6/2017 9:38:30 AM]

252



253

LexisNeXis CouttLink — Show Docket

ATTORNEY TO BE NOTI CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:incone@hopkinscarley.Com

 
06/18/2014 1 COMPLAINT against Blackberry Corporation. Blackberry Limited. (Filing Fee $ 350.00,

Receipt Number 1098194)Document filed by IXI Mobile (R&D) Ltd., IXI lP, LLC.
(Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online (Entered: 06/23/2014)

06/18/2014 SUMMONS ISSUED as to Blackberry Corporation, Blackberry Limited. (moh) (Entered:
06/23/2014)

06/18/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14—cv—4355. (moh)
(Entered: 06/23/2014)

06/18/2014 Case Designated ECF. (moh) (Entered: 06/23/2014)

06/18/2014 2 CIVIL COVER SHEET filed. (moh) (Entered: 06/23/2014)
06/18/2014 3 STATEMENT OF RELATEDNESS re: that this action be filed as related to 14—cv—4355.

Document filed by IXI lP, LLC, IXI Mobile (R&amp;D) Ltd..(moh) (Entered: 06/23/2014)

06/18/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project. including
procedures to be followed. is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Main Document 4 replaced on 6/23/2014) (Iaq). (Entered:
06/23/2014)

06/18/2014 Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

06/18/2014 Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 03/27/2015)

06/23/2014 5 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXl lP, LLC.(Biemer, Thomas) (Entered: 06/23/2014)

06/23/2014 6 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/23/2014)

06/26/2014 CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of

Assignment to follow. (pgu) (Entered: 06/26/2014)

06/26/2014 NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 06/26/2014)

06/26/2014 Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 06/26/2014)

06/27/2014 7 AFFIDAVIT OF SERVICE of Summons and Complaint,. Blackberry Corporation served on
6/23/2014, answer due 7/14/2014. Service was accepted by Marie Garcia, Process
Specialist for CT Corporation System as Registered Agent. Document filed by IXI Mobile
(R&amp;D) Ltd.; IXI lP, LLC. (Biemer, Thomas) (Entered: 06/27/2014)

06/30/2014 8 ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905. 40 Centre

Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

07/08/2014 9 SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate
Parent IXI Mobile Inc. for lXI Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)
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07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

07/23/2014

07/23/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

08/20/2014

08/25/2014

08/25/2014

10

11

12

13

14

15

16

17

18

19

LETTER MOTION for Extension of Time To Respond to Plaintiffs' Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. IT IS FURTHER ORDERED THAT the initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
pm. IT IS FURTHER ORDERED that the parties shall submit the joint letter and proposed
case management plan referenced in the Court‘s June 30,2014 Order no later than
September 30, 2014 at 4:00 pm. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/12/2014; Blackberry Limited
answer due 9/12/2014. Set/ Reset Hearings:(lnitial Conference reset for 10/7/2014 at
12:30 PM before Judge Richard J. Sullivan.) (ed) (Entered: 07/09/2014)

FILING ERROR — DEFICI ENT DOCKET ENTRY — MOTION for Joshua D. Wolson to Appear
Pro Hac Vice. Filing fee $ 200.00, receipt number 0208—9915127. Motion and supporting
papers to be reviewed by Clerk‘s Office staff. Document filed by IXI IP, LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR — DEFICI ENT DOCKET ENTRY — MOTION for John Joseph Higson to Appear
Pro Hac Vice. Filing fee $ 200.00, receipt number 0208—9915198. Motion and supporting
papers to be reviewed by Clerk‘s Office staff. Document filed by IXI IP, LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice. Filing
fee $ 200.00, receipt number 0208—9915127. Motion and supporting papers to be
reviewed by Clerk's Office staff., 13 MOTION for John Joseph Higson to Appear Pro Hac
Vice. Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting papers
to be reviewed by Clerk's Office staff.. Provide only one individual case number on the
documents. (sdi) (Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt:&gt:&gt:NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff.. 14 MOTION for Joshua D.
Wolson to Appear Pro Hac Vice (CORRECTED). Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 07/24/2014)

ORDER granting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDER granting 14 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk‘s Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/20/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk‘s Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208—10032239. Motion and supporting papers to be reviewed by Clerk‘s Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
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09/10/2014

09/10/2014

09/10/2014

09/10/2014

09/26/2014

09/26/2014

09/29/2014

09/29/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

20

21

22

23

24

25

26

27

28

29

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208—10032239. Motion and supporting papers to be reviewed by Clerk‘s Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

NOTICE OF APPEARANCE by Marshall Bell on behalf of Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/10/2014)

LETTER MOTION for Extension of Time to File Response/ Reply addressed to Judge Richard
J. Sullivan from Marshall Beil dated September 10, 2014. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 09/10/2014)

ORDER granting 21 Letter Motion for Extension of Time to File Response/ Reply. SO
ORDERED. (Signed by Judge Richard J. Sullivan on 9/10/2014) (mro) (Entered:
09/11/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/26/2014; Blackberry Limited
answer due 9/26/2014. (mro) (Entered: 09/11/2014)
FILING ERROR - CORPORATE PARENT/OTHER AFFILIATE NOT ADDED - RULE 7.1

CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Blackberry Corporation, Blackberry Limited.(Beil, Marshall) Modified on 9/29/2014 (lb).
(Entered: 09/26/2014)

ANSWERto1 Complaint, with JURY DEMAND; COUNTERCLAIM against IXI Mobile
(R&amp;D) Ltd., IXI IP, LLC. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) Modified on 10/22/2014 (mro). (Entered: 09/26/2014)
* * * NOTE TO ATTORNEY TO RE-FI LE DOCUMENT - DEFICI ENT DOCKET ENTRY ERROR.

Note to Attorney Marshall Bell to RE-FILE Document 23 Rule 7.1 Corporate Disclosure
Statement,. ERROR(S): Corporate Parents were not added. Please re-file this document
and when prompted: Are there any corporate parents or other affiliates?, select the YES
radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST SELECT THE
SEARCH BUTTON. Select the correct name or create a new corporate parent. Add the
Corporate Parent(s) or Affiliate(s) one party name at a time. (lb) (Entered: 09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent Blackberry
Limited for Blackberry Corporation. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) (Entered: 09/29/2014)

MOTION for Brian C. Riopelle to Appear Pro Hac Vice. Filing fee $ 200.00, receipt number
0208—10156826. Motion and supporting papers to be reviewed by Clerk‘s Office staff.
Document filed by Blackberry Corporation, Blackberry Limited.(Riopelle, Brian) (Entered:
09/30/2014)

FILING ERROR — DEFICI ENT DOCKET ENTRY — MOTION for Jason W. Cook to Appear Pro
Hac Vice. Filing fee $ 200.00, receipt number 0208—10156886. Motion and supporting
papers to be reviewed by Clerk‘s Office staff. Document filed by Blackberry Corporation,
Blackberry Limited.(Cook, Jason) Modified on 9/30/2014 (bcu). (Entered: 09/30/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 26
MOTION for Brian C. Riopelle to Appear Pro Hac Vice. Filing fee $ 200.00, receipt number
0208—10156826. Motion and supporting papers to be reviewed by Clerk‘s Office staff..
The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 27 MOTION for Jason W. Cook to Appear Pro Hac Vice. Filing
fee $ 200.00, receipt number 0208-10156886. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The filing is deficient for the following reason(s): Missing
Certificate of Good Standing. Certificate of Good Standing must be issued from the
Supreme Court of Texas and not from a State Bar Association. Re-file the document as a
Corrected Motion to Appear Pro Hac Vice and attach a valid Certificate of Good Standing.
issued within the past 30 days. (bcu) (Entered: 09/30/2014)

MOTION for Derek H. Swanson to Appear Pro Hac Vice. Filing fee $ 200.00. receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Swanson, Derek)
(Entered: 09/30/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Letter per Court Order of 6-30-14 modified 7-8-14.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 09/30/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 28
MOTION for Derek H. Swanson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
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10/01/2014

10/01/2014

10/02/2014

10/02/2014

10/03/2014

10/07/2014

10/08/2014

10/17/2014

10/21/2014

10/22/2014

11/07/2014

11/10/2014

12/01/2014

12/08/2014

12/12/2014

30

31

32

33

34

35

36

37

38

39

40

41

42

number 0208—10156919. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 26 Motion for Brian C. Riopelle to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 28 Motion for Derek H. Swanson to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

MOTION for Jason W. Cook to Appear Pro Hac Vice. Motion and supporting papers to be
reviewed by Clerk's Office staff. Document filed by Blackberry Corporation. Blackberry
Limited.(Cook, Jason) (Entered: 10/02/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 32
MOTION for Jason W. Cook to Appear Pro Hac Vice. Motion and supporting papers to be
reviewed by Clerk‘s Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 10/02/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 32 Motion for Jason W. Cook to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/3/2014) (kgo) (Entered:
10/03/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs‘ counsel John Higson and Thomas Biemer
were present. Defendant Samsung‘s counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry‘s counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
11/7/14. (sc) (Entered: 10/08/2014)

ORDER granting 19 Motion for Mark Halderman to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 10/7/2014) (mro) (Entered: 10/08/2014)

FILING ERROR - WRONG EVENT TYPE SELECTED FROM MENU - ANSWER to Complaint
with JURY DEMAND. Document filed by IXI lP, LLC. IXI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 10/17/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated October 21, 2014
re: Request for docket entry number 24 to be corrected. Document filed by Blackberry
Corporation, Blackberry Limited. (Attachments: # 1 Online (Entered: 10/21/2014)

MEMO ENDORSEMENT on re: 36 Letter, filed by Blackberry Limited, Blackberry
Corporation. ENDORSEMENT: The Clerk of the Court is respectfully directed to correct
docket entry 24 to reflect that Defendants Blackberry Limited and Blackberry Corporation
filed an answer with counterclaims against Plaintiffs IXI Mobile (R&amp:D) Ltd. and IXI
lP, LLC. (Signed by Judge Richard J. Sullivan on 10/21/2014) (mro) (Entered:
10/22/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI lP, LLC. IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI lP, LLC. IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments. IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by le IP. LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs‘ Claim Construction Brief shall be filed by: July 8,
2015. Defendants‘ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs‘
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Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated December 16,
2014 re: Request to transfer action to the Northern District of California. Document filed
by Blackberry Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 12/16/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
12/19/2014 re: Response to the Pre-Motion Letter from Blackberry. et al. dated 12-16-
14. Document filed by IXI IP, LLC, IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas)
(Entered: 12/19/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C.§1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C.§1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30. 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C.§1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung‘s letter dated December 30,
2014, supporting Apple‘s and BIackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No.40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 pm. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C.§1404(a).(
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

MOTION to Transfer Case . Document filed by Blackberry Corporation, Blackberry Limited.
(BeiI, Marshall) (Entered: 02/03/2015)

MEMORANDUM OF LAW In Support re: 47 MOTION to Transfer Case . . Document filed by
Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered: 02/03/2015)

DECLARATION of Frank Geng in Support re: 47 MOTION to Transfer Case .. Document

12/12/2014

12/16/2014 43

12/19/2014 44

12/22/2014 45

01/05/2015 46

02/03/2015 47

02/03/2015 48

02/03/2015 49

filed by BI ackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/03/20‘5)

02/17/2015 50 BRIEF re: 47 MOTION to Transfer Case. Omnibus Brief In Opposition to Motion to
Transfer. Document filed by IXI IP, LLC. IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas)
(Entered: 02/17/2015)

02/17/2015 51 DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, #
Online, #

3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:

02/17/20‘5)

DECLARATION of Zion Hadad in Opposition re: 47 MOTION to Transfer Case .. Document
filed by IXI IP, LLC, IXI Mobile (R&amp:D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/20‘5)

REPLY MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case. . Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/20‘5)

DECLARA"I ON of Derek H. Swanson in Support re: 47 MOTION to Transfer Case ..
Document filed by Blackberry Corporation, Blackberry Limited. (Bell, Marshall) (Entered:
02/20/20‘5)

02/17/2015 52

02/17/2015 53

02/20/2015 54

02/20/2015 55
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02/24/2015

02/25/2015

02/27/2015

02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/05/2015

03/18/2015

03/19/2015

56

57

58

59

60

61

62

63

64

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff‘s letter, dated February 24, 2015. requesting
leave to file a sur-reply to Apple‘s reply brief. (Doc. No.37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple |nc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No.38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple |nc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply” is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5,2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple |nc.‘s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by le |P,LLC, le
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is ”essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119—20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between IXI IP and le Mobile contains ”confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time. will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 47 MOTION to Transfer Case.
PLAI NTI FFS SUR-REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO

TRANSFER. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas)
(Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 47 MOTION to Transfer Case . Response to |X|s Sur-
Reply to BlackBerrys Motion to Transfer. Document filed by Blackberry Corporation,
Blackberry Limited. (Beil, Marshall) (Entered: 03/05/2015)

MOTION for Shaun William Hassett to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Hassett, Shaun)
(Entered: 03/18/2015)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 64
MOTION for Shaun William Hassett to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
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03/20/2015

04/14/2015

04/14/2015

05/04/2015

05/06/2015

05/11/2015

05/15/2015

05/15/2015

05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

65

66

67

68

69

70

71

72

73

74

75

76

77

number 0208—10716319. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
03/19/2015)

ORDER FOR ADMISSION PRO HAC VICE granting 64 Motion for Shaun W. Hassett to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 3/20/2015) (kko) (Entered:
03/20/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883370. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, #
2 Online (Entered: 05/04/2015)

ORDER granting 68 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STI PULATION OF DISMISSAL OF CLAIMS AND COUNTERCLAI MS RELATED TO U.S.

PATENT NO. 7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively,
"Plaintiffs") and Defendants BIackBerry Limited and BIackBerry Corporation (collectively
"Defendants"); hereby stipulate and agree to the dismissal with prejudice of the Second
Count for Relief in Plaintiffs' Complaint alleging infringement of U.S. Patent No. 7,426,398
("the '398 Patent") in the above—captioned action, each party to bear its own costs and
fees related to claims of infringement of the '398 Patent. Further, Plaintiffs and
Defendants hereby stipulate and agree to the dismissal without prejudice of Defendants‘
counterclaims of invalidity and non—infringement of the '398 Patent, each party to bear its
own costs and fees related to counterclaims of invalidity and non—infringement of the ‘398
Patent. (Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

JOINT LETTER addressed to Judge Richard J. Sullivan from Marshall Beil. Esq. dated
05/15/2015 re: mediation. Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 05/15/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP, LLC,
IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Blackberry Corporation,
Blackberry Limited, IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
06/08/2015)

LE ER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |X| IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LE ER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV (on behalf of all
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07/02/2015

07/08/2015

07/08/2015

07/08/2015

07/10/2015

07/15/2015

08/03/2015

08/03/2015

08/06/2015

08/06/2015

08/12/2015

08/17/2015

08/19/2015

78

79

80

81

82

83

84

85

86

87

88

89

Defendants) dated June 18, 2015 re: Response to IXI‘s Request for a Pre—motion
Conference for a Motion to Strike. Document filed by Blackberry Corporation, Blackberry
Limited.(Hassett, Shaun) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8,2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP, LLC, IXI
Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 79 Brief Declaration of Mark W. Halderman. Document filed by IXI IP,
LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online. # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 79 Brief Declaration of Joel R. Williams. Document filed by IXI IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LE ER addressed to Judge Richard J. Sullivan from Marshall Beil dated July 10, 2015 re:
Request for pre-motion conference for a motion to stay. Document filed by Blackberry
Corporation, Blackberry Limited.(Bei|, Marshall) (Entered: 07/10/2015)

 

   
LE ER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 15, 2015 re: Response to pre-motion letter from Defendant Blackberry requesting a
stay. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 07/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated August 3, 2015
re: Request for additional pages and exhibits for Defendants' Responsive Claim
Construction Brief. Document filed by Blackberry Corporation, Blackberry Limited.(Bei|.
Marshall) (Entered: 08/03/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER re: (27 in 1:14—cv—07954—RJS) MOTION to Transfer Case Apple
Inc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
Inc., (47 in 1:14—cv—04428—RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14—cv—04355—RJS) MOTION to Transfer Case Samsung‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly. IT IS HEREBY ORDERED THAT Defendants‘ motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case number 14--cv-
4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-Cv-7954
(RJS), and to close these cases. SO ORDERED. (As further set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP, LLC, IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-04428.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (farS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/12/2015. Case Management Conference set for 11/19/2015 11:00
AM in Courtroom C, 15th Floor, San Francisco. (farS, COURT STAFF) (Filed on 8/19/2015)
Modified on 8/19/2015 (farS, COURT STAFF). (Entered: 08/19/2015)
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08/24/2015

08/24/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

08/26/2015

08/31/2015

09/09/2015

09/15/2015

09/15/2015

09/15/2015

09/16/2015

09/17/2015

09/17/2015

09/17/2015

09/17/2015

90

91

92

93

94

95

96

97

98

99

100

101

‘02

‘03

‘04

‘05

‘06 
‘07

NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

CONSENT/DECLINATION to Proceed Before a US Magistrate Judge by IXI lP, LLC, IXI
Mobile (R&amp;D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

NOTICE of Appearance by John V. Picone, ||| (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)
CLERK'S NOTICE OF IMPENDI NG REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:

The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS

REASSIGNED. This is a text only docket entry: there is no document associated with this
notice. (IsS, COURT STAFF) (Filed on 8/25/2015) (Entered: 08/25/2015)

ORDER, Case reassigned to Hon. Richard Seeborg. Magistrate Judge Laurel Beeler no
longer assigned to the case.. Signed by Executive Committee on 8/25/15. (ha, COURT
STAFF) (Filed on 8/25/2015) (Entered: 08/25/2015)

CLERK‘S NOTICE SCHEDULING CASE MANAGEMENT CONFERENCE. Case Management
Statement due by 11/12/2015. Case Management Conference set for 11/19/2015 at
10:00 AM in Courtroom 3, 17th Floor, San Francisco. (cl, COURT STAFF) (Filed on
8/26/2015) (Entered: 08/26/2015)

NOTICE of Appearance by Franklin Devin Kang (Kang, Franklin) (Filed on 8/31/2015)
(Entered: 08/31/2015)

ORDER RELATING CASES 15-CV-3752-hsg AND 15-cv-3755-PJH. Signed by Judge
Haywood S. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: O9/09/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all
further proceedings. Case reassigned to Judge Hon. Haywood S Gilliam, Jr. Judge Hon.
Richard Seeborg no longer assigned to the case. Signed by Executive Committee on
9/15/15. (sv, COURT STAFF) (Filed on 9/15/2015) (Entered: 09/15/2015)
CLERK‘S NOTICE SETTING CASE MANAGEMENT CONFERENCE FOR REASSIGNED CIVIL

CASE. Notice is hereby given that a Case Management Conference has been set for
November 17, 2015, before Judge Haywood S. Gilliam, Jr., at 2:00 p.m., in Courtroom
15, 18th Floor, 450 Golden Gate Avenue, San Francisco, CA. Case Management
Statement due by November 10, 2015. (This is a text only docket entry, there is no
document associated with this notice.)(ndrS, COURT STAFF) (Filed on 9/15/2015)
(Entered: 09/15/2015)

CERTIFICATE OF SERVICE by lXI IP, LLC, IXI Mobile (R&amp;D) Ltd. (Coleman, Jennifer)
(Filed on 9/15/2015) (Entered: 09/15/2015)

MOT CV for leave to appear in Pro Hac Vice for Joshua D. Wolson ( Filing fee $ 305,
receipt number 0971-9841209.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/16/2015)

MOT O\| for leave to appear in Pro Hac Vice for Thomas S. Biemer( Filing fee $ 305,
receipt number 0971-9844116.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

MOT O\I for leave to appear in Pro Hac Vice for Jason Cook ( Filing fee $ 305, receipt
numbe 0971-9844163.) filed by BlackBerry Corporation, BlackBerry Limited.
(Attachments: # 1 Online (Entered: 09/17/2015)

MOT O\I for leave to appear in Pro Hac Vice for John J. Higson ( Filing fee $ 305, receipt
numbe 0971-9844287.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOT CV for leave to appear in Pro Hac Vice for Shaun Hassett ( Filing fee $ 305. receipt
numbe 0971-9844303.) filed by BlackBerry Corporation, BlackBerry Limited.
(Attachments: # 1 Online (Entered: 09/17/2015)
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09/17/2015

09/17/2015

09/24/2015

09/24/2015

09/24/2015

09/25/2015

09/25/2015

09/25/2015

09/28/2015

09/28/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/05/2015

10/06/2015

10/13/2015

10/14/2015

10/14/2015

‘08

‘09
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‘12

‘13

‘14

‘15
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‘17

118

119

120

121

‘22

‘23

‘24

‘25

‘26 
‘27

MOTION for leave to appear in Pro Hac Vice for Gary D. Colby ( Filing fee $ 305. receipt
number 0971—9844709.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Marie-Theres DiFillippo ( Filing fee $ 305,
receipt number 0971-9844885.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Mark W. Halderman ( Filing fee $ 305,
receipt number 0971-9845169.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

ORDER by Judge Haywood S. Gilliam. \.r. Granting 103 Motion for Pro Hac Vice for Joshua
D. Wolson. (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Haywood S. Gilliam. \.r. Granting 104 Motion for Pro Hac Vice for
Thomas S. Biemer (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Haywood S. Gilliam, \.r. Granting 105 Motion for Pro Hac Vice for Jason
Cook (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Hyawood S. Gilliam, cr. Granting 106 Motion for Pro Hac Vice for John J.
Higson. (ndrS, COURT STAFF) (Filed on 9/25/2015) (Entered: 09/25/2015)

ORDER by Judge Haywood S. Gilliam, cr. Granting 107 Motion for Pro Hac Vice for Shaun
Hassett. (ndrS, COURT STAFF) (Filed 01 9/25/2015) (Entered: 09/25/2015)

MOTION to Expedite Hearing Date of Case Management Conference filed by IXI IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 09/25/2015)

ORDER by Judge Haywood S. Gilliam, ..r. Granting 116 Motion to Expedite Hearing Date
of Case Management Conference (ndrS, COURT STAFF) (Filed on 53/28/2015) (Entered:
09/28/2015)

Reset Deadline/Hearing Pursuant to docket no. 117 : Case Management Statement due
by 10/27/2015; Case Management Conference set for 11/3/2015 02:00 PM. (ndrS,
COURT STAFF) (Filed on 9/28/2015) (Entered: 09/28/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 108 Motion for Pro Hac Vice for Gary
D. Colby (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 109 Motion for Pro Hac Vice for Marie—
Theres DiFillippo (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 110 Motion for Pro Hac Vice for Mark
W. Halderman (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

MOTION to Stay Defendants‘ Motion to Stay Pending Inter Partes Review filed by
BlackBerry Corporation, BlackBerry Limited. Motion Hearing set for 11/5/2015 02:00 PM
in Courtroom 15, 18th Floor, San Francisco before Hon. Haywood S Gilliam Jr.. Responses
due by 10/15/2015. Replies due by 10/22/2015. (Attachments: # 1 Online, # 2 Online, #
3 Online, # 4 Online, # 5 Online. # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10
Online (Entered: 10/01/2015)

Certificate of Interested Entities by BlackBerry Corporation, BlackBerry Limited Rule 7.1
Corporate Disclosure Statement (Hassett, Shaun) (Filed on 10/1/2015) (Entered:
10/01/2015)

Certificate of Interested Entities by BlackBerry Corporation, BlackBerry Limited (Hassett,
Shaun) (Filed on 10/1/2015) (Entered: 10/01/2015)

Certificate of Interested Entities by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd. identifying
Corporate Parent IXI Mobile, Inc. for IXI Mobile (R&amp;D) Ltd.. (Coleman, Jennifer)
(Filed on 10/5/2015) (Entered: 10/05/2015)

NOTICE of Appearance by Brian Charles Riopelle on behalf of Blackberry Limited et aI.
(Riopelle. Brian) (Filed on 10/6/2015) (Entered: 10/06/2015)

Joint MOTION to Continue the Date of the Case Management Conference filed by
BlackBerry Corporation, BlackBerry Limited. (Attachments: # 1 Online (Entered:
10/13/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting (126 in case 3:15-cv-03754-HSG; 110
in case 3:15-cv-03755-HSG; 121 in case 3:15-cv-03752-HSG Motion to Continue the
Date of the Case Management Conference. (ndrS, COURT STAFF) (Filed on 10/14/2015)
(Entered: 10/14/2015)

Set Deadline/Hearing: Case Management Statement due by 10/29/2015: Case
Management Conference set for 11/5/2015 02:00 PM. (ndrS, COURT STAFF) (Filed on
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10/14/2015) (Entered: 10/14/2015)

10/15/2015 128 NOTICE of need for ADR Phone Conference (ADR L. R. 3—5 d) (Cook, Jason) (Filed on
10/15/2015) (Entered: 10/15/2015)

10/15/2015 129 ADR Certification (ADR L. R. 3-5 b) of discussion of ADR options (Cook, Jason) (Filed on
10/15/2015) (Entered: 10/15/2015)

10/15/2015 130 RESPONSE (re 121 MOTION to Stay Defendants' Motion to Stay Pending Inter Partes
Review) filed byIXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online (Entered: 10/15/2015)

10/16/2015 131 ADR Clerk's Notice Setting ADR Phone Conference on November 3. 2015 at 10:00 AM
Pacific time. Please note that you must be logged into an ECF account of counsel of
record in order to view this document. (cmf. COURT STAFF) (Filed on 10/16/2015)
(Entered: 10/16/2015)

10/22/2015 132 REPLY (re 121 MOTION to Stay Defendants‘ Motion to Stay Pending Inter Partes Review)
filed byBlackBerry Corporation, BlackBerry Limited. (Attachments: # 1 Online, # 2 Online
(Entered: 10/22/2015)

10/26/2015 133 ADR Certification (ADR L. R. 3-5 b) of discussion of ADR options (Coleman, Jennifer) (Filed
on 10/26/2015) (Entered: 10/26/2015)

10/29/2015 134 JOINT CASE MANAGEMENT STATEMENT filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..
(Picone, John) (Filed on 10/29/2015) (Entered: 10/29/2015)

11/03/2015 ADR Remark: ADR Phone Conference held on 11/3/2015 with Tamara Lange. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

11/03/2015 ADR Remark: The further ADR Phone Conference date of 12/2/2015 at 9:30 AM discussed

during the 11/3/2015 ADR Phone Conference with Tamara Lange is off calendar. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

11/05/2015 135 Minute Entry for proceedings held before Hon. Haywood S. Gilliam, Jr.: Motion Hearing
and Case Management Conference held on 11/5/2015 (Time: 12 minutes).Court Reporter
Name Pam Batalo. Plaintiff Attorney Thomas Biemer; John Picone. Defendant Attorney
Todd Friedman; Jason Cook; Elizabeth GIIIen; Jessica Hannah; Buzz Frahn; Patrick King.
Defendants‘ motions to stay (docket no. 119 in case no. 15-3752, docket no. 121 in case
no. 15-3754, and docket no. 106 in case no. 15-3755) are argued and submitted by the
parties, and taken under submission by the Court.(This is a text minute entry, there is no
document associated with this entry.)(ndrS, COURT STAFF) (Date Entered: 11/9/2015)
Modified on 11/10/2015 to correct file date (ndrS, COURT STAFF). (Entered: 11/09/2015)

11/12/2015 136 ORDER by Judge Haywood S. Gilliam, Jr. GRANTING(121 in case 3:15—cv—03754—HSG;
106 in case 3:15—cv—03755—HSG; and 119 in case 3:15—cv—03752—HSG MOTION TO STAY.
(ndrS. COURT STAFF) (Filed on 11/12/2015) (Entered: 11/12/2015)

11/30/2015 137 Transcript of Proceedings held on 11/5/2015, before Judge Gilliam. Court Reporter
Pamela A. Batalo, telephone number 626—688—7509; pamela_batalo@sbcglobal.net. Per
General Order No. 59 and Judicial Conference policy, this transcript may be viewed only
at the Clerk‘s Office public terminal or may be purchased through the Court
Reporter/Transcriber until the deadline for the Release of Transcript Restriction. After that
date it may be obtained through PACER. Any Notice of Intent to Request Redaction, if
required, is due no later than 5 business days from date of this filing. (Re (121 in 3:15-
cv-03755-HSG) Transcript Order) Redaction Request due 12/21/2015. Redacted
Transcript Deadline set for 12/31/2015. Release of Transcript Restriction set for
2/29/2016. (Batalo, Pam) (Filed on 11/30/2015) (Entered: 11/30/2015)

12/28/2015 138 NOTICE of Change In Counsel by Aleksandr Korzh (Korzh, Aleksandr) (Filed on
12/28/2015) (Entered: 12/28/2015)

01/05/2016 139 Letter from Thomas S. Biemer on behalf of parties, providing joint status report. (Picone,
John) (Filed on 1/5/2016) (Entered: 01/05/2016)

01/07/2016 140 ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 1/7/2016. (ndrS.
COURT STAFF) (Filed on 1/7/2016) (Entered: 01/07/2016)

12/28/2016 141 Letter from John V. Picone, III re Update on IPR. (Picone, John) (Filed on 12/28/2016)
(Entered: 12/28/2016)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
* * * THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ** *
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3:15cv3755

ixi Mobiie {Rafizi‘i}; Ltd. at at v. Appie, inc.
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: 08/ 17/ 2015

: Honorable Haywood S Gilliam, Jr

“ : Patent (830)
Fed. Question

» :None

:3:15cv03752

New York Southern, 1 :14-cv-07954
.‘on: Federal Question

  
 
IXi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED

Dilworth Paxson, LLP
1500 Market Street Suite 3500e

Philadlephia, PA 19102
USA
215-575-7075
Fax: 215-575-7200

Em ail:Gcolby@dilworth|aw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
[Termz 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York, NY 10016
USA
212-975-4252

Em ail:Gblue@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19103
USA
215-575-7152
Fax: 215-575-7200

Em ail:Jhigson@dilworth|aw.Com

Joshua David Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
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USA
215—575—7295

Em ail:onlson@dilworthlaw.Com

Marie-Theres DiFillippo
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7120
Fax: 215-575-7200

Em ail:Mdifillippo@dilworth|aw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7186
Fax: 215-575-7200

Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA
215-575-7025
Fax: 215-575-7200

Em ail:Tbiemer@dilworth|aw.Com

Aleksandr Korzh

[Term: 12/28/2015]
70 So. First Street

San Jose, CA 95113
USA
408-286—9800
Fax: 408-998-4790

Email:Akorzh@hopkinscar|ey.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins & Carley
70 S. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Em ail:Jratinoff@hopkinscarley.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTl CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:Jcoleman@hopkinscarley.Com

John V. Picone, |||
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469
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Ixi |p,Llc
Plaintiff

San Jose , CA 95109—1469
USA
408-286-9800
Fax: 408-998-4790

Email:incone@hopkinscarley.Com

Gary David Colby
LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street Suite 3500e

Philadlephia, PA 19102
USA
215—575—7075
Fax: 215—575-7200

Em ail:Gcolby@dilworthlaw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York , NY 10016
USA
212-975-4252

Em ail:Gblue@di|worthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19103
USA
215-575-7152
Fax: 215-575-7200

Em ail:Jhigson@dilworthlaw.Com

Joshua David Wolson

LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7295

Em ail:onlson@dilworthlaw.Com

Marie-Theres DiFillippo
LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7120
Fax: 215-575-7200

Em ail:Mdifillippo@dilworth|aw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215—575—7186
Fax: 215—575—7200

Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
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1500 Market Street Suite 3500e

Philadelphia, PA 19102—2101
USA
215-575-7025
Fax: 215-575-7200

Em ailsziemer@di|worthlaw.Com

Aleksandr Korzh

[Term: 12/28/2015]
70 So. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email:Akorzh@h0pkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins 8. Carley
70 S. First Street

San Jose, CA 95113
USA
408-286-9800
Fax: 408-998-4790

Em ail:Jratinoff@hopkinscarley.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTI CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469

San Jose, CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:Jcoleman@hopkinscarley.Com

John V. Piconej |||
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109—1469
USA
408—286—9800
Fax: 408—998—4790

Em ail:incone@hopkinscarley.Corn

Apple Inc Harrison J. Frahn , IV
Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett
2475 Hanover Street
Palo Alto ‘ CA 94304
USA

(650)251—5025
Fax: 650—251—5002

Em ail:Hfrahn@stb|aw.Com

Elizabeth Ann Gillen

[Term: 06/21/2016]
Simpson Thacher and Bartlett — Palo Alto
2475 Hanover St
Palo Alto . CA 94304
USA

(650)251—5000
Fax: 650—251—5002

Em ail:Egi|len@stblaw.Com
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10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/07/2014

10/07/2014

10/07/2014

10/07/2014

Gregory Todd Chuebon
PRO HAC V|CE:ATTORNEY TO BE NOTICED

Simpson Thacher and Bartlett
425 Lexington Avenue
Office 2222

New York , NY 10017
USA
212-455-3353

Em ail:Gchuebon@stblaw.Com

Patrick E. King
ATTORNEY TO BE NOTI CED

Simpson Thacher & Barlett LLP
2475 Hanover Street
650/—51-5000
Palo Alto . CA 94304
USA
Fax: 650-251-5002

Em ail:Pking@stblaw.Com

SUMMONS ISSUED as to Apple, Inc.. (moh) (Entered: 10/03/2014)

CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)

Case Designated ECF. (moh) (Entered: 10/03/2014)
STATEMENT OF RELATEDNESS re: that this action be filed as related to 14cv4355.

Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

CIVIL COVER SHEETfiIed. (moh) (moh). (Entered: 10/03/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 10/03/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/07/2014)

&gt;&gt;&gt;NOT|CE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent IXI Mobile
Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile (R&amp;D) Ltd..
(Biemer. Thomas) (Entered: 10/07/2014)
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10/10/2014

10/10/2014

10/10/2014

10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

11/07/2014

11/10/2014

11/10/2014

11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

10

11

12

13

14

15

16

17

18

19

20

21

CASE ACCEPTED AS RELATED. Create association to 1:14—cv—O4355—RJS. Notice of

Assignment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; IXI |P,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTION for Extension of Time to File Answer re: 1 Complaint. addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22. 2014. Document filed by
Apple. Inc..(Chuebon. Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/27/2014)

&gt;&gt;&gt;NOT|CE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDER granting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated November
7, 2014 re: Apple‘s Letter regarding filings in IXI Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and IXI Mobile (R &amp; D). LTD. v. Blackberry, LTD. Document filed by
Apple. Inc..(Chuebon. Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCE by Harrison J. Frahn, IV on behalf of Apple. Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon. Gregory) (Entered: 11/24/2014)

ANSWERto1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon.
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties‘ letters concerning disputes about the
proposed case management plan. Having considered the parties‘ arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman. Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI IP.LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online. # 2 Online (Entered: 12/03/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk‘s
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP.LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
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12/08/2014)

12/12/2014 22 CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs‘ Claim Construction Brief shall be filed by: July 8,
2015. Defendants‘ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs‘
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

12/12/2014 Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

12/15/2014 23 LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple. |nc..(King, Patrick) (Entered: 12/15/2014)

12/18/2014 24 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

12/22/2014 25 ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
(“Samsung“) as to their views concerning a potential 28 U.S.C.§1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

01/05/2015 26 ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. (“Samsung“) in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C.§1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung‘s letter dated December 30,
2014, supporting Apple‘s and BIackBerry‘s motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No.40, No. 14—cv—4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above—captioned parties, including Samsung, shall
appear for a conference on January 20,2015 at 4:00 pm. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14—cv—7954 (RJS) and
14—cv—4428 (RJS) to the Northern District of California pursuant to 28 U.S.C.§1404(a).(
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

01/20/2015 Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre—Motion
Conference was held on 1/20/2015. Plaintiffs‘ counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Bell was
present for Defendant BIackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants‘ motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs‘

responses are due on 2/17/15; and the defendants‘ replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

02/03/2015 27 MOTION to Transfer Case Apple |nc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C.§1404(a). Document filed by Apple, |nc..(King, Patrick) (Entered: 02/03/2015)

02/03/2015 28 MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple |nc.‘s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
|nc.. (King, Patrick) (Entered: 02/03/2015)

02/03/2015 29 DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple |nc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C.§1404(a)..
Document filed by Apple, |nc.. (King, Patrick) (Entered: 02/03/2015)

02/03/2015 30 DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, |nc.. (Attachments: # 1 Online (Entered: 02/03/2015)

02/17/2015 31 BRIEF re: 27 MOTION to Transfer Case Apple |nc.‘s Notice of Motion to Transfer Venue
Rirsuant to 28 U.S.C. § 1404(a). Omnibus Brief In Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)
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02/17/2015

02/17/2015

02/17/2015

02/20/2015

02/20/2015

02/24/2015

02/24/2015

02/25/2015

02/27/2015

02/27/2015

32

33

34

35

36

37

38

39

4o

41

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online. # 8 Online, # 9 Online, # 10
Online, # 11 Online, # 12 Online. # 13 Online, # 14 Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple |nc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
|nc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&amp:D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple |nc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, |nc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, |nc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LE ER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI
|P,__C, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LE ER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple. |nc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff‘s letter, dated February 24, 2015. requesting
leave to file a sur-reply to Apple‘s reply brief. (Doc. No.37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple |nc.‘s letter, dated February 24, 2015,
responding to Plaintiff‘s letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No.38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff‘s request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur—reply to three pages and submit the sur—reply by March 2. 2015. IT IS FURTHER
ORDERED THAT Defendant Apple |nc.'s request ”to respond to any new facts, evidence,
or arguments introduced in the sur—reply” is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a). IT IS FURTHER ORDERED THAT
Defendant Apple |nc.‘s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-O4355-RJS) Letter, filed by IXI |P,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005): see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between IXI IP and IXI Mobile contains ”confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time. will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
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03/02/2015

03/02/2015

03/02/2015

03/05/2015

04/14/2015

04/14/2015

05/04/2015

05/04/2015

05/06/2015

05/11/2015

05/15/2015

05/20/2015

05/26/2015

42

43

44

45

46

47

48

49

50

51

52

53

Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple |nc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document

filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 27 MOTION to Transfer Case Apple
|nc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
|nc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple |nc.‘s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to IXI‘s Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, |nc.. (Frahn, Harrison) (Entered:
03/05/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today‘s date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208—10883432. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208—10883432. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STI PULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively ”Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs‘ Complaint. alleging infringement of U.S. Patent
No. 7.426,398 (the ”'398 Patent”), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
5/20/2015 re: pre-motion conference for motion to dismiss IXI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, |nc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: IXI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20,2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)
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05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

07/02/2015

07/02/2015

07/08/2015

07/08/2015

07/08/2015

07/08/2015

07/24/2015

07/29/2015

08/03/2015

08/04/2015

08/04/2015

08/04/2015

08/06/2015

54

55

56

57

58

59

60

61

62

63

64

65

66

67

68

69

70

71

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP,LLC,
IXI Mobile (R&amp;D) Ltd..(Biemer. Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple. Inc.. IXI IP.LLC. IXI
Mobile (R&amp;D) Ltd..(Biemer. Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15.
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
06/18/2015 re: Response to IXI‘s Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, lnc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn lV dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple. lnc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8,2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by le |P,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Mark W. Halderman. Document filed by le
lP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre—motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by IXI lP,LLC, le Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn lV dated
7/24/2015 re: Apple‘s requests to transfer/stay. Document filed by Apple, |nc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: IXI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24,2015. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer.
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTION for Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Bell (on
behalf of all Defendants) dated August 3. 2015. Document filed by Apple, |nc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDER granting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPINION AND ORDER re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
lnc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
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08/06/2015

08/12/2015

08/17/2015

08/19/2015

08/19/2015

08/21/2015

08/24/2015

08/24/2015

08/24/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

09/03/2015

09/09/2015

72

73

74

75

76

77

78

79

80

81

82

83

84

85

Inc., (47 in 1:14—cv—04428—RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14—cv—04355—RJS) MOTION to Transfer Case Samsung‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case number 14--cv-
4355 (RJS). 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS). and to close these cases. SO ORDERED. (As further set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-07954.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (vlkS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/11/2015. Case Management Conference set for 11/18/2015 01:30
PM. (vlkS, COURT STAFF) (Filed on 8/19/2015) (Entered: 08/19/2015)

CLERK‘S NOTICE re Transfer of Case (vlkS, COURT STAFF) (Filed on 8/19/2015)
(Entered: 08/19/2015)

I\OTICE of Change In Counsel by Gregory A Blue (Blue, Gregory) (Filed on 8/21/2015)
(Entered: 08/21/2015)

I\OTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

CONSENT/DECLINATION to Proceed Before a US Magistrate Judge by IXI |P,LLC, IXI
Mobile (R&amp;D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)
CLERK‘S NOTICE OF IMPENDI NG REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:

The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE—NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS

REASSIGNED. This is a text only docket entry: there is no document associated with this
notice. (ig, COURT STAFF) (Filed on 8/24/2015) (Entered: 08/24/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Phyllis J. Hamilton for all
further proceedings. Magistrate Judge Donna M. Ryu no longer assigned to the case.
Signed by the Executive Committee on August 25, 2015. (cle, COURT STAFF) (Filed on
8/25/2015) (Entered: 08/25/2015)

NOTICE of Appearance by John V. Picone, III (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff. Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

ORDER SETTING CASE MANAGEMENT CONFERENCE. Joint Case Management Statement
due by 11/12/2015. Initial Case Management Conference set for 11/19/2015 02:00 PM in
Courtroom 3. 3rd Floor, Oakland. Signed by Judge Phyllis J. Hamilton on 9/3/15. (napS,
COURT STAFF) (Filed on 9/3/2015) (Entered: 09/03/2015)

ORDER RELATING CASES 15-cv-3752-HSG and 15-cv-3754-RS. Signed by Judge
Haywood S. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)
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09/10/2015

09/11/2015

09/15/2015

09/16/2015

09/17/2015

09/17/2015

09/17/2015

09/17/2015

09/17/2015

09/25/2015

09/28/2015

09/28/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

86

87

88

89

90

91

92

93

94

95

96

97

98

99

‘00

‘01

‘02

‘03

‘04

‘05 
‘06

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all
further proceedings. Judge Hon. Phyllis J. Hamilton no longer assigned to the case.
Signed by the Executive Committee on 9/10/2015. (vlkS, COURT STAFF) (Filed on
9/10/2015) (Entered: 09/10/2015)
CLERK‘S NOTICE SETTING CASE MANAGEMENT CONFERENCE FOR REASSIGNED CIVIL

CASE. Notice is hereby given that a Case Management Conference has been set for
November 17, 2015, before Judge Haywood S. Gilliam, Jr., at 2:00 p.m., in Courtroom
15, 18th Floor, 450 Golden Gate Avenue, San Francisco, CA. Case Management
Statement due by November 10, 2015. (This is a text only docket entry, there is no
document associated with this notice.)(ndr, COURT STAFF) (Filed on 9/11/2015)
(Entered: 09/11/2015)

CERTIFICATE OF SERVICE by lXI IP,LLC, IXI Mobile (R&amp;D) Ltd. (Coleman. Jennifer)
(Filed on 9/15/2015) (Entered: 09/15/2015)

MOT CV for leave to appear in Pro Hac Vice for Joshua D. Wolson ( Filing fee $ 305,
receipt number 0971-9841125.) filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments:
# ‘ Online (Entered: 09/16/2015)

MOT O\l for leave to appear in Pro Hac Vice for Thomas S. Biemer( Filing fee $ 305,
receipt number 0971-9844144.) filed by IXI IP,LLC, le Mobile (R&D) Ltd.. (Attachments:
# ‘ Online (Entered: 09/17/2015)

MOT O\l for leave to appear in Pro Hac Vice for John J. Higson ( Filing fee $ 305, receipt
numbe 0971-9844305.) filed by le lP,LLC, le Mobile (R&D) Ltd.. (Attachments: # 1
On ine (Entered: 09/17/2015)

MOT CV for leave to appear in Pro Hac Vice for Gary D. Colby ( Filing fee $ 305, receipt
number 0971-9844722.) filed by le lP,LLC, le Mobile (R&D) Ltd.. (Attachments: # 1
On ine (Entered: 09/17/2015)

MOT CV for leave to appear in Pro Hac Vice for Marie-Theres DiFillippo ( Filing fee $ 305,
receipt number 0971-9844964.) filed by IXI lP,LLC, le Mobile (R&D) Ltd.. (Attachments:
# ‘ Online (Entered: 09/17/2015)

MOT O\l for leave to appear in Pro Hac Vice for Mark W. Halderman ( Filing fee $ 305,
receipt number 0971-9845191.) filed by le IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments:
# ‘ Online (Entered: 09/17/2015)

MOT O\l to Expedite Hearing Date of Case Management Conference filed by IXI lP,LLC,
le Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 09/25/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 95 Motion to Expedite Hearing Date of
Case Management Conference (ndrS, COURT STAFF) (Filed on 9/28/2015) (Entered:
09/28/2015)

Reset Deadline/Hearing Pursuant to docket no. 96 : Case Management Statement due by
10/27/2015; Case Management Conference set for 11/3/2015 02:00 PM. (ndrS, COURT
STAFF) (Filed on 9/28/2015) (Entered: 09/28/2015)

ORDER by cudge Haywood S. Gilliam, cr. Grant'ng 89 Votion for Pro Hac Vice for Joshua
D. Wolson (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by cudge Haywood S. Gilliam, \.r. Grant'ng 90 Votion for Pro Hac Vice for Thomas
S. Biemer (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by cudge Haywood S. Gilliam, \.r. Grant'ng 91 Votion for Pro Hac Vice for John J.
Higson (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by cudge Haywood S. Gilliam, \.r. Grant'ng 92 Votion for Pro Hac Vice for Gary D.
Colby (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by cudge Haywood S. Gilliam, \.r. Grant'ng 93 Votion for Pro Hac Vice for Marie-
Theres DiFiIIippo (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by cudge Haywood S. Gilliam, \.r. Grant'ng 94 Votion for Pro Hac Vice for Mark W.
Halderman (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

Certificate of Interested Entities by Apple Inc Corporate Disclosure Statement (Frahn,
Harrison) (Filed on 10/1/2015) (Entered: 10/O‘/2015

Certificate of Interested Entities by Apple Inc (Frahn, Harrison) (Filed on 10/1/2015)
(Entered: 10/01/2015)

NOTICE of Appearance by Elizabeth Ann Gillen for Defendant Apple Inc. (Gillen. Elizabeth)
(Filed on 10/1/2015) (Entered: 10/01/2015)

MOTION to Stay Defendants‘ Motion to Stay Pending Inter Partes Review filed by Apple
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10/05/2015

10/05/2015

10/06/2015

10/14/2015

10/14/2015

10/14/2015

10/14/2015

10/15/2015

10/15/2015

10/16/2015

10/22/2015

10/22/2015

10/26/2015

10/29/2015

11/03/2015

11/03/2015

11/05/2015

11/11/2015

11/12/2015

‘07

‘08

‘09

‘10

‘11 
‘12

113

114

115

116

117

118

119

120

121

122

Inc. Motion Hearing set for 11/5/2015 02:00 PM in Courtroom 15, 18th Floor, San
Francisco before Hon. Haywood S Gilliam Jr.. Responses due by 10/15/2015. Replies due
by 10/22/2015. (Attachments: # 1 Online, # 2 Online, # 3 Online. # 4 Online, # 5
Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online. # 10 Online (Entered:
10/01/2015)

MOTION for leave to appear in Pro Hac Vice for Gregory T. Chuebon ( Filing fee $ 305,
receipt number 0971-9890450.) filed by Apple Inc. (Attachments: # 1 Online (Entered:
10/05/2015)

Certificate of Interested Entities by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd. identifying
Corporate Parent IXI Mobile. Inc. for IXI Mobile (R&amp:D) Ltd.. (Coleman. Jennifer)
(Filed on 10/5/2015) (Entered: 10/05/2015)

ORDER by Judge Haywood S. Gilliam. Jr. Granting 107 Motion for Pro Hac Vice for
Gregory T. Chuebon (ndrS. COURT STAFF) (Filed on 10/6/2015) (Entered: 10/06/2015)

Joint MOTION to Continue the Date of the Case Management Conference filed by Apple
Inc. (Attachments: # 1 Online (Entered: 10/14/2015)

ADR Certification (ADR L. R. 3-5 b) of discussion of ADR options (Frahn, Harrison) (Filed
on 10/14/2015) (Entered: 10/14/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting (126 in case 3:15-cv-03754-HSG; 110
in case 3:15-cv-03755-HSG; 121 in case 3:15-cv-03752-HSG Motion to Continue the
Date of the Case Management Conference. (ndrS. COURT STAFF) (Filed on 10/14/2015)
(Entered: 10/14/2015)

Set Deadline/Hearing: Case Management Statement due by 10/29/2015; Case
Management Conference set for 11/5/2015 02:00 PM. (ndrS, COURT STAFF) (Filed on
10/14/2015) (Entered: 10/14/2015)

NOTICE of need for ADR Phone Conference (ADR L. R. 3-5 d) (Picone. John) (Filed on
10/15/2015) (Entered: 10/15/2015)

RESPONSE (re 106 MOTION to Stay Defendants‘ Motion to Stay Pending Inter Partes
Review) filed byIXI IP.LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online.
# 3 Online, # 4 Online, # 5 Online (Entered: 10/15/2015)

ADR Clerk‘s Notice Setting ADR Phone Conference on November 3. 2015 at 10:00 AM
Pacific time. Please note that you must be logged into an ECF account of counsel of
record in order to view this document. (cmf. COURT STAFF) (Filed on 10/16/2015)
(Entered: 10/16/2015)

REPLY (re 106 MOTION to Stay Defendants‘ Motion to Stay Pending Inter Partes Review)
filed byApple Inc. (Frahn, Harrison) (Filed on 10/22/2015) (Entered: 10/22/2015)

Declaration of Elizabeth A. Gillen in Support of 116 Reply to Opposition/ Response filed
byAppIe Inc. (Attachments: # 1 Online 116) (Gillen, Elizabeth) (Filed on 10/22/2015)
(Entered: 10/22/2015)

ADR Certification (ADR L. R. 3—5 b) of discussion of ADR options (Coleman, Jennifer) (Filed
on 10/26/2015) (Entered: 10/26/2015)

JOINT CASE MANAGEMENT STATEMENT filed by IXI IP,LLC. IXI Mobile (R&amp:D) Ltd..
(Picone. John) (Filed on 10/29/2015) (Entered: 10/29/2015)

ADR Remark: ADR Phone Conference held on 11/3/2015 with Tamara Lange. (cmf.
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)
ADR Remark: The further ADR Phone Conference date of 12/2/2015 at 9:30 AM discussed

during the 11/3/2015 ADR Phone Conference with Tamara Lange is off calendar. (cmf.
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

Minute Entry for proceedings held before Hon. Haywood S. Gilliam. Jr.: Motion Hearing
and Case Management Conference held on 11/5/2015 (Time: 12 minutes).Court Reporter
Name Pam Batalo. Plaintiff Attorney Thomas Biemer; John Picone. Defendant Attorney
Todd Friedman; Jason Cook; Elizabeth Gillen: Jessica Hannah: Buzz Frahn; Patrick King.
Defendants‘ motions to stay (docket no. 119 in case no. 15-3752, docket no. 121 in case
no. 15-3754, and docket no. 106 in case no. 15-3755) are argued and submitted by the
parties. and taken under submission by the Court.(This is a text minute entry, there is no
document associated with this entry.)(ndrS. COURT STAFF) (Date Entered: 11/9/2015)
Modified on 11/10/2015 to correct file date (ndrS, COURT STAFF). (Entered: 11/09/2015)

TRANSCRIPT ORDER by Apple Inc for Court Reporter Pam Batalo. (Frahn, Harrison) (Filed
on 11/11/2015) (Entered: 11/11/2015)

ORDER by Judge Haywood S. Gilliam. Jr. GRANTING(121 in case 3:15-cv-03754-HSG;
106 in case 3:15-cv-03755-HSG; and 119 in case 3:15-cv-03752-HSG MOTION TO STAY.
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(ndrS. COURT STAFF) (Filed on 11/12/2015) (Entered: 11/12/2015)

11/30/2015 123 Transcript of Proceedings held on 11/5/2015, before Judge Gilliam. Court Reporter
Pamela A. Batalo, telephone number 626-688-7509; pame|a_batalo@sbcglobal.net. Per
General Order No. 59 and Judicial Conference policy, this transcript may be viewed only
at the Clerk‘s Office public terminal or may be purchased through the Court
Reporter/Transcriber until the deadline for the Release of Transcript Restriction. After that
date it may be obtained through PACER. Any Notice of Intent to Request Redaction, if
required, is due no later than 5 business days from date of this filing. (Re (121 in 3:15-
cv-03755-HSG) Transcript Order) Redaction Request due 12/21/2015. Redacted
Transcript Deadline set for 12/31/2015. Release of Transcript Restriction set for
2/29/2016. (Batalo. Pam) (Filed on 11/30/2015) (Entered: 11/30/2015)

12/28/2015 124 NOTICE of Change In Counsel by Aleksandr Korzh (Korzh. Aleksandr) (Filed on
12/28/2015) (Entered: 12/28/2015)

01/05/2016 125 Letter from Thomas S. Biemer on behalf of parties. providing joint status report. (Picone,
John) (Filed on 1/5/2016) (Entered: 01/05/2016)

01/07/2016 126 ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam. Jr. on 1/7/2016. (ndrS,
COURT STAFF) (Filed on 1/7/2016) (Entered: 01/07/2016)

06/21/2016 127 NOTICE of Change In Counsel by Harrison J. Frahn, IV Notice of Withdrawal of Elizabeth
A. Gillen (Frahn, Harrison) (Filed on 6/21/2016) (Entered: 06/21/2016)

12/28/2016 128 Letter from John V. Picone, ||| re Update on IPR. (Picone, John) (Filed on 12/28/2016)
(Entered: 12/28/2016)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
* * * THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ** *
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4:15cv3755

ixi Mobile {BafizD} Ltd. at at v. Apple, law.

This; case was retrieved iron} the smart on Wednesday: September {323; 2015
m\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\‘

s: ‘01 08/ 17/ 2015

: Honorable Phyllis J. Hamilton : OPEN

":v: 28:1331

>11: Both

‘:$0
‘ : Patent

“ : Patent (830)
Fed. Question

».: None

: New York Southern, 1 :14-cv-07954
:Federal Question

  
 
IXi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia, PA 19102
USA

(215)-575-7075
Em ail: Gcolby@dilworthlaw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
[Termz 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York, NY 10016
USA
212-975-4252

Em ail:Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
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Fax: (215)—575—7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Reed & Scardino LLP

301 Congress Avenue, Suite 1250
Austin , TX 78701
USA
512-474-2449
Fax: 512-474-2622

Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail:Tbiemer@dilworth|aw.Com

Aleksandr Korzh
ATTORNEY TO BE NOTI CED
70 So. First Street

San Jose, CA 95113
USA
408-286-9800
Fax: 408-998-4790

Em ail:Akorzh@hopkinscar|ey.Com

Jeffrey Michael Fiatinoff
ATTORNEY TO BE NOTI CED

Hopkins & Carley
70 S. First Street

San Jose, CA 95113
USA
408—286—9800
Fax: 408—998—4790

Em ail:Jratinoff@hopkinscar|ey.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469

San Jose , CA 95109—1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:Jcoleman@hopkinscarley.Com

John V. Picone, |||
ATTORNEY TO BE NOTI CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
PO. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:incone@hopkinscarley.Com

IXi |p,L|c Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street
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Philadlephia, PA 19102
USA

(215)-575-7075
Email:Gcolby@dilworthlaw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
[Termz 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York , NY 10016
USA
212-975-4252

Em ail:Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Reed & Scardino LLP

301 Congress Avenue, Suite 1250
Austin , TX 78701
USA
512-474—2449
Fax: 512-474-2622

Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ailsziemer@dilworthlaw.Com

Aleksandr Korzh
ATTORNEY TO BE NOTl CED
70 So. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Em ail:Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins & Carley
70 S. First Street

San Jose, CA 95113
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USA
408—286—9800
Fax: 408-998-4790

Em ail:Jratinoff@hopkinscarley.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTI CED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:Jcoleman@hopkinscarley.Com

John V. Picone, |||
ATTORNEY TO BE NOTICED

Hopkins 8. Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Em ail:incone@hopkinscar|ey.Com

Apple Inc Harrison J. Frahn , IV
Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Simpson Thacher & Bartlett
2475 Hanover Street
Palo Alto . CA 94304
USA

(650)251-5025
Fax: 650-251-5002

Em ail:Hfrahn@stb|aw.Com

Gregory Todd Chuebon
ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (NY)
425 Lexington Avenue
New York, NY 10017
USA

(212)-455-3353
Fax: (212)-455-2502
Em ail:Gchuebon@stb|aw.Com

Patrick E. King
ATTORNEY TO BE NOTI CED

Simpson Thacher & Barlett LLP
2475 Hanover Street
650/-51-5000
Palo Alto . CA 94304
USA
Fax: 650—251—5002

Em ail:Pking@stb|aw.Com

 
10/02/2014 1 COMPLAINT against Apple. Inc (Filing Fee $ 350.00. Receipt Number

465401106289)Document filed by IXI Mobile (R&amp;D) Ltd., IXI |P,LLC.(moh)
(Additional attachment(s) added on 10/6/2014: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit
C, # 4 Exhibit D) (moh). (Entered: 10/03/2014)

10/02/2014 SUMMONS ISSUED as to Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)
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10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/07/2014

10/07/2014

10/07/2014

10/07/2014

10/10/2014

10/10/2014

10/10/2014

10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

10

11

12

Case Designated ECF. (moh) (Entered: 10/03/2014)
STATEMENT OF RELATEDNESS re: that this action be filed as related to 14cv4355.

Document filed by IXI lP,LLC, IXI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

CIVIL COVER SHEETfiIed. (moh) (moh). (Entered: 10/03/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 10/03/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI lP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 10/07/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI lP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent IXI Mobile
Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by |X| Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14—cv—04355—RJS. Notice of

Assignment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; IXI lP,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTION for Extension of Time to File Answer re: 1 Complaint. addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, |nc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI lP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 10/27/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDER granting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
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11/10/2014

11/10/2014

11/10/2014

11/24/2014

11/24/2014
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12/03/2014

12/04/2014

12/08/2014

12/12/2014

12/12/2014

12/15/2014

12/18/2014

12/22/2014

01/05/2015
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25

26

Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated November
7, 2014 re: Apple‘s Letter regarding filings in IXI Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and IXI Mobile (R &amp; D). LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCE by Harrison J. Frahn, IV on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple. Inc. Document filed by IXI lP.LLC. IXl Mobile (R&amp:D) Ltd..(Biemer. Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by Patrick E. King on behalf of Apple. Inc.. (King. Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple. Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWER to 1 Complaint. with JURY DEMAND. Document filed by Apple, Inc..(Chuebon.
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties‘ letters concerning disputes about the
proposed case management plan. Having considered the parties‘ arguments, IT IS
HEREBY ORDERED THAT, no later than December 8. 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderm an, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk‘s
Office staff. Document filed by IXI lP.LLC. IXI Mobile (R&D) Ltd.. (Attachments: # Online,
# Online (Entered: 12/03/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderm an, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk‘s
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer. Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by le lP.LLC. IXI Mobile (R&D) Ltd.. (Attachments: # Online (Entered: 12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs‘ Claim Construction Brief shall be filed by: July 8,
2015. Defendants‘ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs‘
Reply Claim Construction Brief shall be filed by: August 14. 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post—discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI lP.LLC. IXl Mobile (R&amp:D) Ltd..(Biemer. Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co.. Ltd.. et al.
(“Samsung“) as to their views concerning a potential 28 U.S.C.§1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30. 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44.
No. 14-cv-4428 (RJS)), the Court. on December 22, 2014. issued an Order to Defendants
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39

Samsung Electronics Co., Ltd., el at. (“Samsung“) in a related case, Case No. 14—cv—4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C.§1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung‘s letter dated December 30,
2014. supporting Apple‘s and BlackBerry‘s motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 pm. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C.§1404(a).(
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905. 40 Centre Street.
New York. NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs‘ counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Bell was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants‘ motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs‘

responses are due on 2/17/15; and the defendants‘ replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTION to Transfer Case Apple |nc.‘s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C.§1404(a). Document filed by Apple, lnc..(King, Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple |nc.‘s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
lnc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple |nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C.§1404(a)..
Document filed by Apple, lnc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, lnc.. (Attachments: # Online (Entered: 02/03/2015)

BRIEF re: 27 MOTION to Transfer Case Apple |nc.‘s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief ln Opposition to Motion to Transfer.
Document filed by IXI lP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by le lP,LLC, le Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, #
Online, # Online, # Online, # Online, # Online, # Online, # Online, # Online, # Online, #
Online, # Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple |nc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
le lP,LLC, le Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI lP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple |nc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, lnc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
|nc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple. lnc.. (Chuebon. Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer. Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI
lP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple. lnc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff‘s letter, dated February 24, 2015. requesting
leave to file a sur-reply to Apple‘s reply brief. (Doc. No.37, No. 14-cv-7954 (RJS).) The
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40
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Court also is in receipt of Defendant Apple |nc.‘s letter, dated February 24, 2015,
responding to Plaintiff‘s letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No.38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff‘s request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple |nc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a). IT IS FURTHER ORDERED THAT
Defendant Apple |nc.'s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-O4355-RJS) Letter, filed by IXI |P,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is ”essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between IXI IP and IXI Mobile contains ”confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple |nc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR—
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document

filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, #
Online, # Online, # Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple |nc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to IXI's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, |nc.. (Frahn, Harrison) (Entered:
03/05/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today‘s date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
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Co. of Onondaga, 435 F.3d 110, 119—20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 05/04/2015)

&gt:&gt:&gt:NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby. Esquire. Filing fee $ 200.00. receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STI PULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs IXI Mobile (R&amp:D) Ltd. and IXI IP, LLC (collectively ”Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs‘ Complaint. alleging infringement of U.S. Patent
No. 7.426,398 (the ”'398 Patent”), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the ‘398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
5/20/2015 re: pre-motion conference for motion to dismiss IXI Mobile (R&amp:D) Ltd.
for lack of standing. Document filed by Apple, |nc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: IXI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. — Response to May
20,2015 Pre—Motion Letter from Apple, Inc. Document filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI |P,LLC,
IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI |P,LLC, IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., IXI |P,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
06/18/2015 re: Response to IXI's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple. Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8,2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)
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07/08/2015

07/08/2015

07/08/2015

07/08/2015

07/24/2015

07/29/2015

08/03/2015

08/04/2015

08/04/2015

08/04/2015

08/06/2015

08/06/2015

08/12/2015

08/17/2015

08/19/2015

08/19/2015

61

62

63

64

65

66

67

68

69

70

71

72

73

74

75

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Mark W. Halderman. Document filed by IXI
|P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, # Online, #
Online, # Online, # Online, # Online, # Online, # Online (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI |P,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by IXI |P,LLC, IXI Mobile (R&amp:D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
7/24/2015 re: Apple‘s requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: IXI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24,2015. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTION for Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Bell (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDER granting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPII\ION AND ORDER re: (27 in 1:14—cv—07954—RJS) MOTION to Transfer Case Apple
lnc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
Inc., (47 in 1:14—cv—04428—RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14—cv—04355—RJS) MOTION to Transfer Case Samsung‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly. IT IS HEREBY ORDERED THAT Defendants‘ motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case number 14--cv-
4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (As further set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-07954.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (vlkS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/11/2015. Case Management Conference set for 11/18/2015 01:30
PM. (vlkS, COURT STAFF) (Filed on 8/19/2015) (Entered: 08/19/2015)

CLERK‘S NOTICE re Transfer of Case (vlkS, COURT STAFF) (Filed on 8/19/2015)
(Entered: 08/19/2015)

 

https://courtlink.1exisnexis.com/ControlSupport/UserControls/ShowDocket.ast7Key:308 1 6 1 698|O| I2l— 1 IOIOIOI [5/ 1 6/2017 10:16:30 AM]

287



288

LexisNeXis CouttLink — Show Docket

08/21/2015 76 NOTICE of Change In Counsel by Gregory A Blue (Blue, Gregory) (Filed on 8/21/2015)
(Entered: 08/21/2015)

08/24/2015 77 NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

08/24/2015 78 CONSENT/DECLINATION to Proceed Before a US Magistrate Judge by IXI IP,LLC. IXI
Mobile (R&amp;D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

08/24/2015 79 CLERK'S NOTICE OF IMPENDI NG REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:

The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge. or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS

REASSIGNED. This is a text only docket entry; there is no document associated with this
notice. (ig, COURT STAFF) (Filed on 8/24/2015) (Entered: 08/24/2015)

08/25/2015 80 ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Phyllis J. Hamilton for all
further proceedings. Magistrate Judge Donna M. Ryu no longer assigned to the case.
Signed by the Executive Committee on August 25, 2015. (cle, COURT STAFF) (Filed on
8/25/2015) (Entered: 08/25/2015)

08/25/2015 81 I\O"ICE of Appearance by John V. Picone, III (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 82 I\O"ICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 83 I\O"ICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

09/03/2015 84 ORDER SETTING CASE MANAGEMENT CONFERENCE. Joint Case Management Statement
due by 11/12/2015. Initial Case Management Conference set for 11/19/2015 02:00 PM in
Courtroom 3, 3rd Floor, Oakland. Signed by Judge Phyllis J. Hamilton on 9/3/15. (napS,
COURT STAFF) (Filed on 9/3/2015) (Entered: 09/03/2015)

09/09/2015 85 ORDER RELATING CASES 15—cv—3752—HSG and 15—cv—3754—RS. Signed by Judge
Haywood S. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)

09/10/2015 86 ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all Events

  

further proceedings. Judge Hon. Phyllis J. Hamilton no longer assigned to the case. since last
Signed by the Executive Committee on 9/10/2015. (vlkS, COURT STAFF) (Filed on full update
9/10/2015) (Entered: 09/10/2015)

03/01/2017 129 CLERKS NOTICE REGARDING CHANGE OF LOCATION FOR JUDGE GI LLIAM: Effective Events

March 2. 2017, Judge Haywood S. Gilliam, Jr.‘s courtroom and chambers will be located since last
in the Ronald V. Dellums Federal Building and United States Courthouse, Courtroom 2, full update
4th Floor, 1301 Clay Street, Oakland, CA 94612. On or after March 2, 2017, all filings for
matters pending on Judge Gilliam's docket, all court appearances, and all deliveries of
chambers copies of documents must be made at the Oakland Courthouse. The days and
times for law and motion calendars and all currently scheduled proceedings remain
unchanged.Please note that all of Judge Gilliam‘s case files will be moved to the Oakland
Courthouse; therefore, all case numbers assigned to him will be changed slightly to
reflect the correct location. Previously, all case numbers started with 3 to indicate the
San Francisco office (Example: 3:15-cv-1129-HSG). As of March 2, 2017 all of Judge
Gilliam's case files will begin with 4 to indicate the Oakland office, but everything else will
stay the same (Example: 4:15-cv-1129-HSG). When e-filing. using the short case
number format will always avoid problems when searching for the correct case: 12-12345
(YY-NNNNN).F0r information on the Oakland Courthouse please go to:
http://cand.uscourts.gov/Iocations-oakland (hdjS, COURT STAFF) (Filed on 3/1/2017)
(Entered: 03/01/2017)

03/01/2017 130 Letter from John V. Picone III re IPR Status. (Picone, John) (Filed on 3/1/2017) (Entered: Events
03/01/2017) since last

full update

03/17/2017 131 ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 3/17/2017. Events
(ndrS, COURT STAFF) (Filed on 3/17/2017) (Entered: 03/17/2017) since last

full update
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United States Patent Trial and Appeals Board

ler.v stex:w M1/

 
| PR2015-01444

Samsung Eieetrenics C0,, Ltd. Vs. EXE 1333, LLC

This case was retrievesi from the court on Tuesfiayg November 08, 201$
m\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\‘

 
  
 
 

 

 

 

l PR2015-01444

06/ 1 9/201 5

11/08/2016

Open
Civil

5: Trial Instituted

IPR: Inter partes review
2015—12—30

‘: 2600

‘: 09850399

‘: 7039033

2"?

 
Lit'gants

Samsung Electronics Co., Ltd.
Petitioner

lxi lp, Llc
PatentOwner

 

File Date Details w W Filed By Public?
06/19/2015 Power of Attorney Paper ‘ petitioner Yes

06/19/2015 Petition for Inter Partes Review Paper 2 petitioner Yes

06/19/2015 Haller US7039033 Exhibits ‘001 petitioner Yes

06/19/2015 Bellovin Network Security Exhibits ‘002 petitioner Yes

06/19/2015 Kiaei Declaration Exhibits ‘003 petitioner Yes

06/19/2015 Kiaei CV Exhibits ‘004 petitioner Yes

06/19/2015 Marchand W02001076154 Exhibits ‘005 petitioner Yes

06/19/2015 Marchand Application 09541529 Exhibits ‘006 petitioner Yes
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06/19/2015 Handley RFC 2543
06/19/2015 Larsson U86836474

06/19/2015 Jini Specification Part 1

06/19/2015 Jini Specification Part 2

06/19/2015 Jini Specification Part 3

06/19/2015 Jini Specification Part 4

06/19/2015 Jini Specification Part 5
06/19/2015 Nurmann US6560642

06/19/2015 Vilander U86771635

06/19/2015 Claim Chart April 9. 2015

06/19/2015 Claim Chart March 27,2015
06/19/2015 Rfc 2131

06/19/2015 Hoffman U86622017

07/02/2015 Notice of Filing Date Accorded to Petition

07/09/2015 Power of Attorney
07/09/2015 Related Matters

10/02/2015 Patent Owner‘s Preliminary Response Pursuant to 37
C. F. R. Section 42.107

11/04/2015 Petitioners Updated Mandatory Notices
12/30/2015 Decision Institution of Inter Partes Review

12/30/2015 Scheduling Order

01/13/2016 Patent Owner‘s Objections to Petitioner‘s Evidence
Pursuant to 37 C.F.R. Section 42.64

02/04/2016 Petitioners Notice of Additional Back-Up Counsel

02/26/2016 Notice of Deposition

03/22/2016 Notice of Joint Stipulation to Modify Schedule

04/06/2016 Patent Owner Response

04/06/2016 Expunged
04/06/2016 Exhibit 2302

04/06/2016 Exhibit 2303

04/06/2016 Exhibit 2304

04/06/2016 Exhibit 2305

04/06/2016 Exhibit 2306

04/13/2016 Notice of Objections to Evidence
04/14/2016 Ex. 2301

05/05/2016 Petitioner‘s Notice of Deposition

05/17/2016 Petitioners Notice of Designation of Additional Backup
Counsel

06/21/2016 Petitioners Reply

06/21/2016 A Programmers Guide toJini Technology
06/21/2016 Chadha USS963908

06/21/2016 Deposition Transcript of Dr. Mandayam, lPR2015—01443

06/21/2016 Deposition Transcript of Dr. Mandayam, lPR2015-01444

06/28/2016 Patent Owner's Objections to Evidence Relied Upon in
the Reply

08/03/2016 Patent Owner‘s Request for Oral Argument Under 37
C. F. R. Section 42.70

08/03/2016 Patent Owner‘s Motion to Exclude Evidence

08/03/2016 Petitioners Request for Oral Argument

08/10/2016 Order - Request for Oral Hearing
08/17/2016 Sheldon Hess Declaration Part 1

08/17/2016 Petitioners Opposition to Motion to Exclude

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper
Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Paper
Exhibits

Paper

Paper

Paper
Exhibits

Exhibits

Exhibits

Exhibits

Paper

Paper

Paper

Paper

Paper
Exhibits

Paper

‘007

‘008

‘009

‘009

‘009

‘009

‘009

‘010

‘011

‘012

‘013

‘014

‘015

 
m01-hm

11

12

13

14

2301

2302

2303

2304

2305

2306

‘5

2301

‘6

‘7

‘8

‘016

‘017

‘018

‘019

‘9

 
2O

21

22

23

1020

24

petit'

petit'

petit'

petit'

petit'

petit'

petit'

petit'

petit'

petit'

petit'

petit'

petit'
board

pote

oner

oner

oner

oner

oner

oner

oner

oner

oner

oner

oner

oner

oner
 
1tial po

potential po

patentowner

petit ioner

board

board

patentowner

petit loner

patentowner

patentowner

patentowner

patentowner

patentowner

pate 'itowner

patentowner

pate wtowner

patentowner

petit

pate

petit

petit'

petit'

petit'

petit'

petit'

petit'

'oner
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oner
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oner
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oner

patentowner
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petit ioner
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08/17/2016 Sheldon Hess Declaration Part 2 Exhibits 1020 petitioner Yes

08/31/2016 Patent Owner‘s Reply in Support of Motion to Exclude Paper 25 patentowner Yes
Evidence

10/20/2016 Record of Oral Hearing Paper 26 board Yes
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US District Court Civil Docket

\\ «\\ \\ , _,\ \§ ~ : \ \- .\\ \ \\\\\\~\\\ \ u: \~«« \ \\ \x )v \to \A, 1 Mn: §\.-\ §\1\\-,\ \i WE \5\ MWLU
\‘ \ «‘\ \\\-r\~ -§\ \ , \ ;\ v -}

\ \.~‘\. \ Q‘xv. \M {.7}

1 :14cv7954

ixi Mobile {Rem Ltd. at at v. Apgfie, law.

This; case was retrieved from the court on Manila; February 2?, 201?
m\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\‘

U ‘. .: ._:. .
V

m: Judge Richard J. Sullivan

 
 

ms“ Magistrate Judge Debra C. Freeman _ 1: CLOSED

N3:(Sett|ement) 3':08/06/2015

\01‘ ~s-28'1331
‘,.':Patent(830) " '

. 7‘: Both
\; Fed. Question

,y. $0

3 None ‘2 Patent

 
 
IXi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia, PA 19102
USA

(215)-575-7075
Em ail:Gcolby@dilworth|aw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York, NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Em ail:Gblue@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
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Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail:Tbiemer@dilworth|aw.Com

lXi |p,Llc Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia, PA 19102
USA

(215)-575-7075
Em ail:Geolby@dilworthlaw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York, NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Em ail:Gblue@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)—575—7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102—2101
USA

(215)—575—7295
Fax: (215)-575-7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderm an
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Apple, Inc.
Defendant

 
10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014 4

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY: ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail:Tbiemer@dilworthlaw.Com

Harrison J. Frahn , |V
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Simpson Thacher & Bartlett LLP (CA)
2475 Hanover Street
Palo Alto . CA 94304
USA

(650)-251-5065
Em ail:Hfrahn@stb|aw.Com

Gregory Todd Chuebon
ATTORNEY TO BE NOTI CED

Simpson Thacher & Bartlett LLP (NY)
425 Lexington Avenue
New York , NY 10017
USA

(212)-455-3353
Fax: (212)-455-2502
Em ail: Gchuebon@stblaw.Com

Patrick E. King
ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (CA)
2475 Hanover Street
Palo Alto . CA 94304
USA

(650) 251-5000
Em ail:Pking@stblaw.Com

COMPLAINT against Apple, Inc.. (Filing Fee $ 350.00, Receipt Number
465401106289)Document filed by |X| Mobile (R&amp;D) Ltd., IXI |P,LLC.(moh)
(Additional attachment(s) added on 10/6/2014: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit
C. # 4 Exhibit D) (moh). (Entered: 10/03/2014)

SUMMONS ISSUED as to Apple. Inc.. (moh) (Entered: 10/03/2014)

CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)

Case Designated ECF. (moh) (Entered: 10/03/2014)
STATEMENT OF RELATEDNESS re: that this action be filed as related to 14cv4355.

Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

CIVIL COVER SHEETfiIed. (moh) (moh). (Entered: 10/03/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 10/03/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
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10/02/2014

10/07/2014

10/07/2014

10/07/2014

10/07/2014

10/10/2014

10/10/2014

10/10/2014

10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

11/07/2014

11/10/2014

11/10/2014

10

11

12

13

14

15

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M—10—468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/07/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXl IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent IXI Mobile
Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by lXI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of

Assignment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTION for Extension of Time to File Answer re: 1 Complaint. addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/27/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDER granting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated November
7, 2014 re: Apple‘s Letter regarding filings in IXI Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and IXI Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCE by Harrison J. Frahn, IV on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
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11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

12/12/2014

12/12/2014

12/15/2014

12/18/2014

12/22/2014

01/05/2015

16

17

18

19

20

21

22

23

24

25

26

Apple, Inc. Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer. Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWER to 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments. IT IS
HEREBY ORDERED THAT. no later than December 8. 2014. the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderm an, Esquire. Filing fee $ 200.00.
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk‘s
Office staff. Document filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 12/03/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00.
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk‘s
Office staff. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP.LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs‘ Claim Construction Brief shall be filed by: July 8,
2015. Defendants‘ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs‘
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post—discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre—Motion Letter from Apple Inc. dated 12—15—
14. Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer. Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
(“Samsung“) as to their views concerning a potential 28 U.S.C.§1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly. IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C.§1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23. 24. No. 14-cv-7954 (RJS): Doc. Nos. 43. 44.
No. 14-cv-4428 (RJS)). the Court. on December 22. 2014. issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. (“Samsung“) in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C.§1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung‘s letter dated December 30,
2014. supporting Apple‘s and BIackBerry‘s motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40. N0. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung. shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C.§1404(a).(
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01/20/2015

02/03/2015

02/03/2015

02/03/2015

02/03/2015

02/17/2015

02/17/2015

02/17/2015

02/17/2015

02/20/2015

02/20/2015

02/24/2015

02/24/2015

02/25/2015

27

28

29

30

31

32

33

34

35

36

37

38

39

Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905,40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs‘ counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Bell was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants' motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs'

responses are due on 2/17/15; and the defendants' replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTION to Transfer Case Apple |nc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C.§1404(a). Document filed by Apple, |nc..(King. Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple |nc.’s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
|nc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple |nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C.§1404(a)..
Document filed by Apple, |nc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, |nc.. (Attachments: # 1 Online (Entered: 02/03/2015)

BRIEF re: 27 MOTION to Transfer Case Apple |nc.‘s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief ln Opposition to Motion to Transfer.
Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10
Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple |nc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI |P,LLC, le Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple |nc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, |nc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
|nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, |nc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple. |nc..(Frahn. Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter. dated February 24. 2015. requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37. No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple |nc.'s letter. dated February 24. 2015,
responding to Plaintiff‘s letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No.38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff‘s request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2. 2015. IT IS FURTHER
ORDERED THAT Defendant Apple |nc.’s request ”to respond to any new facts, evidence,
or arguments introduced in the sur-reply” is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
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02/27/2015

02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/05/2015

04/14/2015

04/14/2015

05/04/2015

40

41

42

43

44

45

46

47

48

the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.‘s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp:D) Ltd.. (58 in 1:14-cv-04428-RJS) Letter. filed by IXI IP, LLC, IXI Mobile
(R&amp:D) Ltd., (40 in 1:14-cv-07954-RJS) Letter. filed by IXI |P,LLC, IXI Mobile
(R&amp:D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is ”essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between le IP and le Mobile contains ”confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple lnc.‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY lN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document

filed by le IP,LLC, le Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 27 MOTION to Transfer Case Apple
lnc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by le IP,LLC, le Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
lnc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by le IP.LLC, le Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple lnc.‘s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to le‘s Sur—reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by le lP,LLC, le Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)
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05/04/2015

05/06/2015

05/11/2015

05/15/2015

05/20/2015

05/26/2015

05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

07/02/2015

07/02/2015

07/08/2015

07/08/2015

07/08/2015

49

50

51

52

53

54

55

56

57

58

59

60

61

62

63

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STI PULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs' Complaint. alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action. each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
5/20/2015 re: pre-motion conference for motion to dismiss IXI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, |nc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: IXI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20,2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI |P,LLC,
IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI |P,LLC, IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., IXI |P,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre—Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
06/18/2015 re: Response to IXI‘s Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, |nc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple. |nc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8,2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI |P,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Mark W. Halderman. Document filed by IXI
|P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online. # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI |P,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)
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07/08/2015 64 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre—motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

07/24/2015 65 LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
7/24/2015 re: Apple‘s requests to transfer/stay. Document filed by Apple, lnc..(Frahn,
Harrison) (Entered: 07/24/2015)

07/29/2015 66 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: IXI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24.2015. Document filed by IXI IP.LLC. IXI Mobile (R&amp:D) Ltd..(Biemer.
Thomas) (Entered: 07/29/2015)

08/03/2015 67 MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter. filed by Blackberry
Limited. Blackberry Corporation. (77 in 1:14-cv-04355-RJS) Letter. filed by Samsung
Electronics Co., Ltd.. Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

08/04/2015 68 LETTER MOTION for Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Bell (on
behalf of all Defendants) dated August 3. 2015. Document filed by Apple, lnc..(Chuebon,
Gregory) (Entered: 08/04/2015)

08/04/2015 69 ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

08/04/2015 70 ORDER granting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

08/06/2015 71 OPINION AND ORDER #105941 re: (27 in 1:14-cv-O7954-RJS) MOTION to Transfer Case
Apple lnc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple. Inc.. (47 in 1:14-cv-O4428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited. Blackberry Corporation. (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Samsung Electronics Co., Ltd.. Samsung Telecommunications America, LLC. Samsung
Electronics America, Inc. Weighing the factors set forth above and having considered all
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is

respectfully directed to terminate the motions pending at docket entries 44 in case
number 14——cv—4355 (RJS). 47 in case number 14——cv—4428 (RJS). and 27 in case
number 14—cv—7954 (RJS). and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)

08/06/2015 CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court — Northern District of California. (ajs) (Entered:
08/14/2015)

08/12/2015 72 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC. IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

08/19/2015 Received e-mail from the United States District Court - Northern District of California

acknowledging receipt of transferred case. Assigned Case Number: 4:15-cv-03755, filed
on 08/17/2015. (sjo) (Entered: 08/20/2015)

09/09/2015 73 ORDER: The Court is in receipt of a letter from Plaintiffs. dated August 12. 2015 (No. 14-
cv-4355 (RJS). Doc. No. 80: No. 14-cv-4428 (RJS). Doc. No. 87: No. 14-cv- 7954 (RJS).
Doc. No. 72). requesting that the Court reconsider its Opinion and Order. dated August 6.
2015. granting Defendants' motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C.§1404(a). In sum. the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus. Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly. IT IS HEREBY ORDERED THAT Plaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)
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IXi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia, PA 19102
USA

(215)-575-7075
Em ail:Gcolby@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Email:Mwhalderman@di|worthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ailsziemer@dilworthlaw.Com

IXi lp, Llc Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia, PA 19102
USA

(215)-575-7075
Email:Gcolby@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)—575—7200
Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102—2101
USA

(215)—575—7025
Fax: (215)—575—7200
Em ail:Tbiem er@dilworth|aw.Com
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Blackberry Limited Brian Charles Riopelle
Defendant LEAD ATTORNEY; PRO HAC VlCE;ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond , VA 23219
USA

(804) 775-1084
Fax: (804) 698-2150
Em ail:Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
McGuirewoods LLP

2000 Mckinney Avenue. Suite 1400
Dallas. TX 75201
USA

(214) 932-6418
Em ail: Jcook@mcguirewoods.Com

Derek H. Swanson
PRO HAC VICE:ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond. VA 23219
USA

(804) 775-1081
Em ail:Dswanson@mcguirewoods.Com

Marshall Beil
ATTORNEY TO BE NOTI CED

McGuireWoods LLP (NYC)
1345 Avenue Of The Americas 7th Floor

New York, NY 10105
USA
212-548-7004
Fax: 212—715—2319

Em ail:Mbeil@m cguirewoods.Com

Shaun William Hassett
ATTORNEY TO BE NOTI CED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas, TX 75201
USA

(214)—932—6422
Fax: (214)-932-6499
Em ail:Shassett@mcguirewoods.Com

Blackberry Corporation Brian Charles Riopelle
Defendant LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond. VA 23219
USA

(804) 775—1084
Fax: (804) 698—2150
Em ail:Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas , TX 75201
USA

(214) 932—6418
Em ail:Jcook@mcguirewoods.Com

Derek H. Swanson
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PRO HAC V|CE:ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond, VA 23219
USA

(804) 775-1081
Em ail: Dswanson@mcguirewoods.Com

Marshall Beil
ATTORNEY TO BE NOTl CED

McGuireWoods LLP (NYC)
1345 Avenue Of The Americas 7th Floor

New York , NY 10105
USA
212-548-7004
Fax: 212-715-2319

Em ail:Mbeil@m cguirewoods.Com

Shaun William Hassett
ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas, TX 75201
USA

(214)-932-6422
Fax: (214)-932-6499
Em ail: Shassett@m cguirewoods.Com

Blackberry Corporation Brian Charles Riopelle
Counter Claimant LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
One James Center 901 East Cary Street
Richmond .‘ VA 23219
USA

(804) 775-1084
Fax: (804) 698-2150
Em ail:Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas, TX 75201
USA

(214) 932-6418
Em ail:Jcook@mcguirewoods.Com

Derek H. Swanson
PRO HAC VICE:ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
One James Center 901 East Cary Street
Richmond 5 VA 23219
USA

(804) 775-1081
Em ail: Dswanson@mcguirewoods.Com

Marshall Beil
ATTORNEY TO BE NOTICED

McGuireWoods LLP (NYC)
1345 Avenue Of The Americas 7th Floor

New York , NY 10105
USA
212—548—7004
Fax: 212—715—2319

Em ail:Mbeil@m cguirewoods.Com

Blackberry Limited Brian Charles Riopelle
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Counter Claimant LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond, VA 23219
USA

(804) 775-1084
Fax: (804) 698-2150
Em ail:Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas, TX 75201
USA

(214) 932-6418
Em ail:Jcook@mcguirewoods.Com

Derek H. Swanson
PRO HAC V|CE;ATTORNEY TO BE NOTICED

McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond, VA 23219
USA

(804) 775-1081
Em ail: Dswanson@mcguirewoods.Com

Marshall Beil
ATTORNEY TO BE NOTI CED

McGuireWoods LLP (NYC)
1345 Avenue Of The Americas 7th Floor

New York, NY 10105
USA
212-548-7004
Fax: 212-715-2319

Em ail:Mbeil@m cguirewoods.Com

lXi Ip, Llc John Joseph Higson
Counter Defendant LEAD ATTORNEY; PRO HAC V|CE;ATTORNEY TO BE NOTICED

Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)—575—7200
Em ail:onlson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)—575—7186
Fax: (215)—575—7200
Em ail: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer
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LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail:Tbiemer@dilworthlaw.Com

IXi Mobile (R&D) Ltd. John Joseph Higson
Counter Defendant LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED

Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY: ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@dilworth|aw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ai|:Tbiemer@dilworth|aw.Com

   

    
06/18/2014 1 COMPLAINT against Blackberry Corporation, Blackberry Limited. (Filing Fee $ 350.00,

Receipt Number 1098194)Document filed by IXI Mobile (R&D) Ltd.. IXI IP. LLC.
(Attachments: # 1 Online. # 2 Online, # 3 Online. # 4 Online (Entered: 06/23/2014)

06/18/2014 SUMMONS ISSUED as to Blackberry Corporation, Blackberry Limited. (moh) (Entered:
06/23/2014)

06/18/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14-cv-4355. (moh)
(Entered: 06/23/2014)

06/18/2014 Case Designated ECF. (moh) (Entered: 06/23/2014)

06/18/2014 2 CIVIL COVER SHEET filed. (moh) (Entered: 06/23/2014)
06/18/2014 3 STATEMENT OF RELATEDNESS re: that this action be filed as related to 14-cv-4355.

Document filed by |X| IP, LLC, |X| Mobile (R&amp;D) Ltd..(moh) (Entered: 06/23/2014)

06/18/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
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06/18/2014

06/18/2014

06/23/2014

06/23/2014

06/26/2014

06/26/2014

06/26/2014

06/27/2014

06/30/2014

07/08/2014

07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

10

11

12

13

Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Main Document 4 replaced on 6/23/2014) (Iaq). (Entered:
06/23/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 03/27/2015)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP, LLC.(Biemer, Thomas) (Entered: 06/23/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/23/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of

Assignment to follow. (pgu) (Entered: 06/26/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 06/26/2014)

Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 06/26/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Blackberry Corporation served on
6/23/2014, answer due 7/14/2014. Service was accepted by Marie Garcia, Process
Specialist for CT Corporation System as Registered Agent. Document filed by IXI Mobile
(R&amp;D) Ltd.; IXI IP, LLC. (Biemer, Thomas) (Entered: 06/27/2014)

ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905, 40 Centre

Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate
Parent IXI Mobile Inc. for |X| Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

LETTER MOTION for Extension of Time To Respond to Plaintiffs' Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by IXI IP. LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. IT IS FURTHER ORDERED THAT the initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
p.m. IT IS FURTHER ORDERED that the parties shall submit the joint letter and proposed
case management plan referenced in the Court‘s June 30,2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/12/2014; Blackberry Limited
answer due 9/12/2014. Set/ Reset Hearings:(lnitia| Conference reset for 10/7/2014 at
12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice. Filing fee $ 200.00. receipt number 0208-9915127. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC. IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online. # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice. Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting
papers to be reviewed by Clerk‘s Office staff. Document filed by IXI IP, LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice. Filing
fee $ 200.00, receipt number 0208-9915127. Motion and supporting papers to be
reviewed by Clerk's Office staff., 13 MOTION for John Joseph Higson to Appear Pro Hac
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07/23/2014

07/23/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

08/20/2014

08/25/2014

08/25/2014

09/10/2014

09/10/2014

09/10/2014

09/10/2014

09/26/2014

09/26/2014

09/29/2014

14

15

16

17

18

19

20

21

22

23

24

Vice. Filing fee $ 200.00, receipt number 0208—9915198. Motion and supporting papers
to be reviewed by Clerk's Office staff.. Provide only one individual case number on the
documents. (sdi) (Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC.
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC.
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt:&gt:&gt:NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff.. 14 MOTION for Joshua D.
Wolson to Appear Pro Hac Vice (CORRECTED). Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 07/24/2014)

ORDER granting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDER granting 14 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (ccl) (Entered: 07/28/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk‘s Office staff.
Document filed by le IP, LLC, le Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/20/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk‘s Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208—10032239. Motion and supporting papers to be reviewed by Clerk‘s Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
MOTION to Appear Pro Hac Vice for Mark Halderman. Fi|ing fee $ 200.00, receipt number
0208—10032239. Motion and supporting papers to be reviewed by Clerk‘s Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

NOTICE OF APPEARANCE by Marshall Bell on behalf of Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/10/2014)

LETTER MOTION for Extension of Time to File Response/ Reply addressed to Judge Richard
J. Sullivan from Marshall BeiI dated September 10, 2014. Document filed by Blackberry
Corporation, Blackberry Limited.(Bei|, Marshall) (Entered: 09/10/2014)

ORDER granting 21 Letter Motion for Extension of Time to File Response/ Reply. SO
ORDERED. (Signed by Judge Richard J. Sullivan on 9/10/2014) (mro) (Entered:
09/11/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/26/2014; Blackberry Limited
answer due 9/26/2014. (mro) (Entered: 09/11/2014)
FILING ERROR - CORPORATE PARENT/OTHER AFFILIATE NOT ADDED - RULE 7.1

CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Blackberry Corporation. Blackberry Limited.(Beil. Marshall) Modified on 9/29/2014 (lb).
(Entered: 09/26/2014)

ANSWERto1 Complaint. with JURY DEMAND; COUNTERCLAIM against IXI Mobile
(R&amp;D) Ltd., IXI IP, LLC. Document filed by Blackberry Corporation, Blackberry
Limited.(Bei|, Marshall) Modified on 10/22/2014 (mro). (Entered: 09/26/2014)
* * * NOTE TO ATTORNEY TO RE-FI LE DOCUMENT - DEFICI ENT DOCKET ENTRY ERROR.

Note to Attorney Marshall Bell to RE-FILE Document 23 Rule 7.1 Corporate Disclosure
Statement,. ERROR(S): Corporate Parents were not added. Please re-file this document
and when prompted: Are there any corporate parents or other affiliates?, select the YES
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09/29/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

10/01/2014

10/01/2014

10/02/2014

10/02/2014

10/03/2014

10/07/2014

25

26

27

28

29

30

31

32

33

radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST SELECT THE
SEARCH BUTTON. Select the correct name or create a new corporate parent. Add the
Corporate Parent(s) or Affiliate(s) one party name at a time. (lb) (Entered: 09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent Blackberry
Limited for Blackberry Corporation. Document filed by Blackberry Corporation, Blackberry
Limited.(BeiI, Marshall) (Entered: 09/29/2014)

MOTION for Brian C. Riopelle to Appear Pro Hac Vice. Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Blackberry Corporation, Blackberry Limited.(RiopeIIe, Brian) (Entered:
09/30/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION for Jason W. Cook to Appear Pro
Hac Vice. Filing fee $ 200.00, receipt number 0208-10156886. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by Blackberry Corporation.
Blackberry Limited.(Cook, Jason) Modified on 9/30/2014 (bcu). (Entered: 09/30/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 26
MOTION for Brian C. Riopelle to Appear Pro Hac Vice. Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk‘s Office staff..
The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 27 MOTION for Jason W. Cook to Appear Pro Hac Vice. Filing
fee $ 200.00, receipt number 0208-10156886. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The filing is deficient for the following reason(s): Missing
Certificate of Good Standing. Certificate of Good Standing must be issued from the
Supreme Court of Texas and not from a State Bar Association. Re-file the document as a
Corrected Motion to Appear Pro Hac Vice and attach a valid Certificate of Good Standing,
issued within the past 30 days. (bcu) (Entered: 09/30/2014)

MOTION for Derek H. Swanson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Swanson, Derek)
(Entered: 09/30/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Letter per Court Order of 6—30—14 modified 7—8—14.
Document filed by le lP, LLC, le Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 09/30/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 28
MOTION for Derek H. Swanson to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208—10156919. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 26 Motion for Brian C. Riopelle to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 28 Motion for Derek H. Swanson to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

MOTION for Jason W. Cook to Appear Pro Hac Vice. Motion and supporting papers to be
reviewed by Clerk's Office staff. Document filed by Blackberry Corporation, Blackberry
Limited.(Cook, Jason) (Entered: 10/02/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 32
MOTION for Jason W. Cook to Appear Pro Hac Vice. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 10/02/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 32 Motion for Jason W. Cook to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/3/2014) (kgo) (Entered:
10/03/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs‘ counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry‘s counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
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10/08/2014

10/17/2014

10/21/2014

10/22/2014

11/07/2014

11/10/2014

12/01/2014

12/08/2014

12/12/2014

12/12/2014

12/16/2014

12/19/2014

12/22/2014

01/05/2015

34

35

36

37

38

39

40

41

42

43

44

45

46

11/7/14. (so) (Entered: 10/08/2014)

ORDER granting 19 Motion for Mark Halderman to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 10/7/2014) (mro) (Entered: 10/08/2014)

FILING ERROR - WRONG EVENT TYPE SELECTED FROM MENU - ANSWER to Complaint
with JURY DEMAND. Document filed by IXI |P, LLC. IXI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 10/17/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated October 21, 2014
re: Request for docket entry number 24 to be corrected. Document filed by Blackberry
Corporation, Blackberry Limited. (Attachments: # 1 Online (Entered: 10/21/2014)

MEMO ENDORSEMENT on re: 36 Letter, filed by Blackberry Limited. Blackberry
Corporation. ENDORSEMENT: The Clerk of the Court is respectfully directed to correct
docket entry 24 to reflect that Defendants Blackberry Limited and Blackberry Corporation
filed an answer with counterclaims against Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI
IP, LLC. (Signed by Judge Richard J. Sullivan on 10/21/2014) (mro) (Entered:
10/22/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP, LLC. IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

ORDER: The Court is in receipt of the parties‘ letters concerning disputes about the
proposed case management plan. Having considered the parties‘ arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs‘ Claim Construction Brief shall be filed by: July 8,
2015. Defendants‘ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs‘
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post—discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated December 16,
2014 re: Request to transfer action to the Northern District of California. Document filed
by Blackberry Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 12/16/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
12/19/2014 re: Response to the Pre-Motion Letter from Blackberry, et al. dated 12-16-
14. Document filed by IXI IP, LLC. IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 12/19/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C.§1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30. 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44.
No. 14-cv-4428 (RJS)), the Court. on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung”) in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C.§1404(a) motion
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02/03/2015

02/03/2015

02/03/2015

02/17/2015

02/17/2015

02/17/2015

02/17/2015

02/20/2015

02/20/2015

02/24/2015

02/25/2015

02/27/2015

47

48

49

50

51

52

53

54

55

56

57

58

to transfer Case No. 14—cv—4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14—cv—4355 (RJS).) The Court is in receipt of Samsung‘s letter dated December 30,
2014. supporting Apple‘s and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C.§1404(a).(
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

MOTION to Transfer Case . Document filed by Blackberry Corporation. Blackberry Limited.
(Beil, Marshall) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document filed by
Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered: 02/03/2015)

DECLARATION of Frank Geng in Support re: 47 MOTION to Transfer Case .. Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/03/20‘5)

BRIEF re: 47 MOTION to Transfer Case. Omnibus Brief In Opposition to Motion to
Transfer. Document filed by IXI IP, LLC, IXI Mobile (R&amp:D) Ltd..(Biemer, Thomas)
(Entered: 02/17/2015)

DECLARA"I ON of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online, # 10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:
02/17/20‘5)

DECLARA"I ON of Zion Hadad in Opposition re: 47 MOTION to Transfer Case .. Document
filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/20‘5)

REPLY MEVIORANDUM OF LAW in Support re: 47 MOTION to Transfer Case. . Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/20‘5)

DECLARATION of Derek H. Swanson in Support re: 47 MOTION to Transfer Case ..
Document filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/20‘5)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff‘s letter, dated February 24, 2015. requesting
leave to file a sur-reply to Apple‘s reply brief. (Doc. No.37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.‘s letter, dated February 24, 2015,
responding to Plaintiff‘s letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No.38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2,2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts. evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally. because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.‘s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)
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02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/05/2015

03/18/2015

03/19/2015

03/20/2015

04/14/2015

04/14/2015

05/04/2015

59

60

61

62

63

64

65

66

67

68

MEMO ENDORSEMENT on re: (54 in 1:14—cv—04355—RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14—cv—04428—RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter. filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between IXI IP and IXI Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time. will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 47 MOTION to Transfer Case.
PLAI NTI FFS SUR-REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO

TRANSFER. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas)
(Entered: 03/02/2015)

DECLARA"I ON of STEVE PEDERSEN in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/20‘5)

DECLARA"I ON of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 47 MOTION to Transfer Case . Response to les Sur-
Reply to BIackBerrys Motion to Transfer. Document filed by Blackberry Corporation,
Blackberry Limited. (Beil, Marshall) (Entered: 03/05/2015)

MOTION for Shaun William Hassett to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208—10716319. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Hassett, Shaun)
(Entered: 03/18/2015)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 64
MOTION for Shaun William Hassett to Appear Pro Hac Vice. Filing fee $ 200.00, receipt
number 0208—10716319. Motion and supporting papers to be reviewed by Clerk‘s Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
03/19/2015)

ORDER FOR ADMISSION PRO HAC VICE granting 64 Motion for Shaun W. Hassett to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 3/20/2015) (kko) (Entered:
03/20/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law. demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d110. 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883370. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, #
2 Online (Entered: 05/04/2015)
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05/06/2015

05/11/2015

05/15/2015

05/15/2015

05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

07/02/2015

07/08/2015

07/08/2015

07/08/2015

07/10/2015

07/15/2015

69

70

71

72

73

74

75

76

77

78

79

80

81

82

83

ORDER granting 68 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STI PULATION OF DISMISSAL OF CLAIMS AND COUNTERCLAI MS RELATED TO U.S.

PATENT NO. 7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively,
"Plaintiffs") and Defendants BlackBerry Limited and BlackBerry Corporation (collectively
"Defendants"); hereby stipulate and agree to the dismissal with prejudice of the Second
Count for Relief in Plaintiffs' Complaint alleging infringement of U.S. Patent No. 7,426,398
("the '398 Patent") in the above-captioned action, each party to bear its own costs and
fees related to claims of infringement of the '398 Patent. Further, Plaintiffs and
Defendants hereby stipulate and agree to the dismissal without prejudice of Defendants'
counterclaims of invalidity and non-infringement of the '398 Patent. each party to bear its
own costs and fees related to counterclaims of invalidity and non-infringement of the '398
Patent. (Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

JOINT LETTER addressed to Judge Richard J. Sullivan from Marshall Beil. Esq. dated
05/15/2015 re: mediation. Document filed by Blackberry Corporation, Blackberry Limited.
(BeiI, Marshall) (Entered: 05/15/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 pm. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by |X| IP, LLC,
|X| Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Blackberry Corporation,
Blackberry Limited, IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre—Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI IP,
LLC, |Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV (on behalf of all
Defendants) dated June 18, 2015 re: Response to le‘s Request for a Pre—motion
Conference for a Motion to Strike. Document filed by Blackberry Corporation, Blackberry
Limited.(Hassett, Shaun) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8,2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP, LLC. IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 79 Brief Declaration of Mark W. Halderman. Document filed by IXI IP,
LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 79 Brief Declaration of Joel R. Williams. Document filed by IXI IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online. # 2 Online. # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated July 10, 2015 re:
Request for pre-motion conference for a motion to stay. Document filed by Blackberry
Corporation, Blackberry Limited.(BeiI, Marshall) (Entered: 07/10/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 15, 2015 re: Response to pre-motion letter from Defendant Blackberry requesting a
stay. Document filed by le IP, LLC, le Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 07/15/2015)
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08/03/2015

08/03/2015

08/06/2015

08/06/2015

08/12/2015

08/19/2015

09/09/2015

 

84

85

86

87

88

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated August 3, 2015
re: Request for additional pages and exhibits for Defendants' Responsive Claim
Construction Brief. Document filed by Blackberry Corporation, Blackberry Limited.(Beil.
Marshall) (Entered: 08/03/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER #105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple lnc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple. Inc.. (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited. Blackberry Corporation. (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having considered all
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is

respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)
Received e-mail from the United States District Court - Northern District of California

acknowledging receipt of transferred case. Assigned Case Number: 3:15—cv—03754, filed
on 08/17/2015. (sjo) (Entered: 08/20/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14—
cv—4355 (RJS), Doc. No. 80; No. 14—cv—4428 (RJS), Doc. No. 87; No. 14—cv— 7954 (RJS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August 6,
2015. granting Defendants‘ motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C.§1404(a). ln sum. the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly. IT IS HEREBY ORDERED THAT Plaintiffs‘ motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
* * * THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ** *
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IXi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia. PA 19102
USA

(215)-575-7075
Em ail:Gcolby@dilworth|aw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York, NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Em ail:Gblue@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@dilworthlaw.Com

Mark William Halderm an

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail:Tbiem er@dilworth|aw.Com

lXi |p,Llc Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTI CED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia, PA 19102
USA

(215)-575-7075
Em ail: Geolby@dilworthlaw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York, NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Em ail:Gblue@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)—575—7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102—2101
USA

(215)—575—7295
Fax: (215)—575—7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderm an
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LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@di|worthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ailsziemer@dilworthlaw.Com

Samsung Electronics Co., Ltd. David Flokach
Defendant ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (IL)
300 North Lasalle Street

Chicago, IL 60654
USA

(312)-862-3169
Fax: (312)-862-2200
Em ail:David.Flokach@kirk|and.Com

Gregory Steven Arovas
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212) 446-4800 X4766
Fax: (212) 446-4900
Em ail:Greg.Arovas@kirk|and.Com

James E. Marina
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212)-446-4800
Em ail:Jmarina@kirk|and.Com

James Henry McConnell
ATTORNEY TO BE NOTI CED
Kirkland & Ellis LLP

601 Lexington Avenue
New York, NY 10022
USA

(212) 446—4895
Fax: (212) 446—4900
Em ail:James.Mcconnel|@kirk|and.Com

Todd M. Friedman
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212)446—4800 X.4786
Fax: (212)446—4900
Em ail:Todd.Friedman@kirkland.Com
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Samsung Electronics America, Inc. David Flokach
Defendant ATTORNEY TO BE NOTl CED

Kirkland & Ellis LLP (IL)
300 North Lasalle Street

Chicago, IL 60654
USA

(312)-862-3169
Fax: (312)-862-2200
Em ail:David.Rokach@kirk|and.Com

Gregory Steven Arovas
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212) 446-4800 X4766
Fax: (212) 446-4900
Em ail:Greg.Arovas@kirk|and.Com

James E. Marina
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212)-446-4800
Em ail:Jmarina@kirk|and.Com

James Henry McConnell
ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP

601 Lexington Avenue
New York , NY 10022
USA

(212) 446—4895
Fax: (212) 446—4900
Em aiI:James.Mcconnel|@kirk|and.Com

Todd M. Friedman
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212)446-4800 X.4786
Fax: (212)446-4900
Em ail:Todd.Friedman@kirkland.Com

Samsung Telecommunications America, Llc David Rokach
[Term: 03/06/2015] ATTORNEY TO BE NOTICED
Defendant Kirkland & Ellis LLP (IL)

300 North Lasalle Street

Chicago, IL 60654
USA

(312)—862—3169
Fax: (312)—862—2200
Email:David.Rokach@kirk|and.Com

Gregory Steven Arovas
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212) 446-4800 X4766
Fax: (212) 446-4900
Em ail:Greg.Arovas@kirkland.Com
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Samsung Electronics America, Inc.
Counter Claimant

Samsung Electronics Co., Ltd.
Counter Claimant

Samsung Telecommunications America, Llc
[Term: 03/06/2015]
Counter Claimant

lxi |p,Llc
Counter Defendant

James E. Marina
ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212)—446—4800
Em ail:Jmarina@kirk|and.Com

James Henry McConnell
ATTORNEY TO BE NOTI CED
Kirkland & Ellis LLP

601 Lexington Avenue
New York , NY 10022
USA

(212) 446-4895
Fax: (212) 446-4900
Em ail:James.Mcconnell@kirkland.Com

Todd M. Friedman
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212)446-4800 X.4786
Fax: (212)446-4900
Em ail:Todd.Friedman@kirkland.Com

Todd M. Friedman
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212)446-4800 X.4786
Fax: (212)446-4900
Em ail:Todd.Friedman@kirkland.Com

Todd M. Friedman
ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212)446—4800 X.4786
Fax: (212)446-4900
Em ail:Todd.Friedman@kirkland.Com

Todd M. Friedman
ATTORNEY TO BE NOTI CED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York, NY 10022
USA

(212)446-4800 X.4786
Fax: (212)446-4900
Em ail:Todd.Friedman@kirkland.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York, NY 10016
USA
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(917)—675—4252
Fax: (212) 208—6874
Em ail: Gblue@di|worthlaw.Com

John Joseph Higson
LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Em ail:Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Em ail:onlson@di|worth|aw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@dilworth|aw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102—2101
USA

(215)—575—7025
Fax: (215)—575—7200
Em ail:Tbiemer@dilworth|aw.Com

IXi Mobile (R&D) Ltd. Gregory A. Blue
Counter Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York, NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Em ail:Gblue@dilworth|aw.Com

John Joseph Higson
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575—7200
Em ail:Jhigson@dilworth|aw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e
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06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/19/2014

06/19/2014

06/27/2014

Philadelphia, PA 19102—2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email:onlson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail:Mwhalderman@di|worthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTI CED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail:Tbiemer@dilworthlaw.Com

COMPLAINT against Samsung Electronics America, Inc., Samsung Electronics Co.. Ltd..
Samsung Telecommunications America, LLC. (Filing Fee $ 350.00. Receipt Number
1097884)Document filed by IXI Mobile (R&amp;D) Ltd., |X| lP,LLC.(moh) (Additional
attachment(s) added on 6/19/2014: # 1 Exhibit Exhibit A, # 2 Exhibit Exhibit B, # 3
Exhibit Exhibit C, # 4 Exhibit Exhibit D) (moh). (Entered: 06/18/2014)

SUMMONS ISSUED as to Samsung Electronics America, Inc., Samsung Electronics Co.,
Ltd.. Samsung Telecommunications America, LLC. (moh) (Entered: 06/18/2014)

Magistrate Judge Debra C. Freeman is so designated. (moh) (Entered: 06/18/2014)

Case Designated ECF. (moh) (Entered: 06/18/2014)

CIVIL COVER SHEETfiled. (moh) (moh). (Entered: 06/18/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 06/23/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 03/26/2015)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
|X| lP,LLC.(Biemer, Thomas) (Entered: 06/19/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
|X| Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/19/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Samsung Telecommunications
America, LLC served on 6/20/2014, answer due 7/11/2014. Service was accepted by
Dion Miles, Agent in Charge of CSC Corporation Service Company. Document filed by |Xl
Mobile (R&amp;D) Ltd.: le lP,LLC. (Biemer, Thomas) (Entered: 06/27/2014)
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06/30/2014

07/02/2014

07/08/2014

07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

07/23/2014

07/23/2014

07/24/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

7

10

11

12

13

14

15

16

17

18

ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905. 40 Centre

Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Samsung Electronics America, Inc.
served on 6/27/2014, answer due 7/18/2014. Service was accepted by Monica Reed,
Corporate Operations Specialist, The Corporation Trust Company. Document filed by IXI
Mobile (R&amp;D) Ltd.; IXI lP,LLC. (Biemer, Thomas) (Entered: 07/02/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate
Parent IXI Mobile Inc. for IXI Mobile (R&amp:D) Ltd.. Document filed by IXI Mobile
(R&amp:D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

LETTER MOTION for Extension of Time To Respond To Plaintiffs' Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by le lP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. IT IS FURTHER ORDERED THAT the initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
p.m. IT IS FURTHER ORDERED that the parties shall submit the joint letter and proposed
case management plan referenced in the Court‘s June 30,2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Samsung Electronics America, Inc. answer due 9/12/2014:
Samsung Electronics Co., Ltd. answer due 9/12/2014; Samsung Telecommunications
America, LLC answer due 9/12/2014. Set/Reset Hearings:(lnitial Conference reset for
10/7/2014 at 12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice. Filing fee $ 200.00, receipt number 0208-9915096. Motion and supporting
papers to be reviewed by Clerk‘s Office staff. Document filed by IXI lP,LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice. Filing fee $ 200.00, receipt number 0208-9915160. Motion and supporting
papers to be reviewed by Clerk‘s Office staff. Document filed by IXI lP,LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt;&gt;&gt;NOT|CE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 13 MOTION for John Joseph Higson to Appear Pro Hac Vice .
Filing fee $ 200.00, receipt number 0208—9915160. Motion and supporting papers to be
reviewed by Clerk's Office staff., 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice
. Filing fee $ 200.00, receipt number 0208—9915096. Motion and supporting papers to be
reviewed by Clerk's Office staff.. Please put one Case number on the document. (wb)
(Entered: 07/23/2014)

MOTlO\I for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI lP,LLC.
|X| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOT|O\I for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
suppor ing papers to be reviewed by Clerk's Office staff. Document filed by IXI lP,LLC.
|X| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOT|O\I for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
suppor ing papers to be reviewed by Clerk's Office staff.. The document has been
reviewed and there are no deficiencies. (sdi) (Entered: 07/24/2014)

&gt:&gt:&gt:NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 14
MOT|O\| for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
suppor ing papers to be reviewed by Clerk's Office staff.. The document has been
reviewed and there are no deficiencies. (sdi) (Entered: 07/24/2014)

 
ORDER granting 14 Application for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (ed) (Entered: 07/28/2014)

ORDER granting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICI ENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk‘s Office staff.
Document filed by IXI lP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
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08/20/2014

08/25/2014

08/25/2014

08/26/2014

09/11/2014

09/11/2014

09/26/2014

09/26/2014

09/29/2014

09/29/2014

09/30/2014

10/07/2014

10/09/2014

19

20

21

22

23

24

25

26

27

Online (Entered: 08/20/2014)

&gt;&gt;&gt;NOTlCE REGARDING DEFICI ENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk‘s Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032281. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032281. Motion and supporting papers to be reviewed by Clerk‘s Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

ORDER granting 19 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/26/2014) (ajs) (Entered: 08/26/2014)

LETTER MOTION for Extension of Time to File Answer addressed to Judge Richard J.
Sullivan from Todd M. Friedman dated September 11, 2014. Document filed by Samsung
Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications
America, LLC.(Friedman, Todd) (Entered: 09/11/2014)

ORDER granting 21 Letter Motion for Extension of Time to Answer. SO ORDERED.
Samsung Electronics America. Inc. answer due 9/26/2014; Samsung Electronics Co., Ltd.
answer due 9/26/2014; Samsung Telecommunications America, LLC answer due
9/26/2014. (Signed by Judge Richard J. Sullivan on 9/11/2014) (mro) (Entered:
09/12/2014)
FILING ERROR - CORPORATE PARENT/OTHER AFFILIATE NOT ADDED - RULE 7.1

CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Samsung Electronics America. Inc., Samsung Electronics Co., Ltd., Samsung
Telecommunications America, LLC.(Friedman, Todd) Modified on 9/29/2014 (lb).
(Entered: 09/26/2014)

ANSWER to 1 Complaint, with JURY DEMAND., COUNTERCLAIM against AII Plaintiffs.
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC.(Friedman, Todd) (Entered: 09/26/2014)
* * * NOTE TO ATTORNEY TO RE-FI LE DOCUMENT - DEFICI ENT DOCKET ENTRY ERROR.

Note to Attorney Todd M. Friedman to RE—Fl LE Document 23 Rule 7.1 Corporate
Disclosure Statement. ERROR(S): Corporate Parents were not added. Please re—file this
document and when prompted: Are there any corporate parents or other affiliates?,
select the YES radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST
SELECT THE SEARCH BUTTON. Select the correct name or create a new corporate parent.
Add the Corporate Parent(s) or Affiliate(s) one party name at a time. (lb) (Entered:
09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Other Affiliate Samsung
Electronics America, Inc. for Samsung Telecommunications America, LLC; Corporate
Parent Samsung Electronics Co., Ltd. for Samsung Electronics America, Inc.. Document
filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
Telecommunications America, LLC.(Friedman, Todd) (Entered: 09/29/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Submission Pursuant to Court Order Dated June 30,
2014 modified 7-8-14. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online, # 2 Online (Entered: 09/30/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs‘ counsel John Higson and Thomas Biemer
were present. Defendant Samsung‘s counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry‘s counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
11/7/14. (sc) (Entered: 10/08/2014)

NOTICE OF APPEARANCE by Gregory Steven Arovas on behalf of Sam sung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,

https://courtlink.1exisnexis.com/ControlSupport/UserControls/ShowDocketaspx7Key:308 175 732|O| I2l— 1 IOIOIOI [5/ 1 6/2017 11:13 :26 AM]

325



326

LexisNeXis CouttLink — Show Docket

10/09/2014

10/09/2014

10/17/2014

11/03/2014

11/04/2014

11/06/2014

11/07/2014

11/10/2014

11/26/2014

12/01/2014

12/08/2014

12/12/2014

12/12/2014

12/22/2014

12/30/2014

28

29

30

31

32

33

34

35

36

37

38

39

40

LLC. (Arovas, Gregory) (Entered: 10/09/2014)

NOTICE OF APPEARANCE by Todd M. Friedman on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC. (Friedman, Todd) (Entered: 10/09/2014)

NOTICE OF APPEARANCE by James E. Marina on behalf of Samsung Electronics America,
Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC.
(Marina, James) (Entered: 10/09/2014)

ANSWER to 24 Counterclaim. Document filed by IXI |P,LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 10/17/2014)

MOTION for David Rokach to Appear Pro Hac Vice. Filing fee $ 200.00. receipt number
0208-10273866. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Samsung Electronics America. Inc.. Samsung Electronics Co., Ltd..
Samsung Telecommunications America, LLC. (Attachments: # 1 Online, # 2 Online
(Entered: 11/03/2014)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 31
MOTION for David Rokach to Appear Pro Hac Vice. Filing fee $ 200.00, receipt number
0208-10273866. Motion and supporting papers to be reviewed by Clerk‘s Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
11/04/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 31 Motion for David Rokach to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 11/5/2014) (mro) (Entered:
11/07/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by James Henry McConnell on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC. (McConnell, James) (Entered: 11/26/2014)

ORDER: The Court is in receipt of the parties‘ letters concerning disputes about the
proposed case management plan. Having considered the parties‘ arguments, IT IS
HEREBY ORDERED THAT, no later than December 8. 2014, the parties shall jointly submit
a revised case management plan that reflects a 30—day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs‘ Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C.§1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30. 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

LETTER addressed to Judge Richard J. Sullivan from Todd M. Friedman dated December
30, 2014 re: Potential Motion to Transfer. Document filed by Samsung Electronics
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01/05/2015

01/30/2015

01/30/2015

02/03/2015

02/03/2015

02/03/2015

02/17/2015

02/17/2015

02/17/2015

02/17/2015

02/20/2015

41

42

43

44

45

46

47

48

49

50

51

America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC.(Friedman, Todd) (Entered: 12/30/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44.
No. 14-cv-4428 (RJS)), the Court. on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung”) in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C.§1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40. No. 14-cv-4355 (RJS).) Accordingly. IT
IS HEREBY ORDERED THAT all of the above-captioned parties. including Samsung, shall
appear for a conference on January 20. 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C.§1404(a).(
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

TRANSCRIPT of Proceedings re: conference held on 1/20/2015 before Judge Richard J.
Sullivan. Court Reporter/Transcriber: Khristine Sellin, (212) 805-0300. Transcript may be
viewed at the court public terminal or purchased through the Court Reporter/Transcriber
before the deadline for Release of Transcript Restriction. After that date it may be
obtained through PACER. Redaction Request due 2/23/2015. Redacted Transcript
Deadline set for 3/5/2015. Release of Transcript Restriction set for 5/4/2015.(McGuirk,
Kelly) (Entered: 01/30/2015)

NOTICE OF FILING OF OFFICIAL TRANSCRIPT Notice is hereby given that an official
transcript of a conference proceeding held on 1/20/2015 has been filed by the court
reporter/transcriber in the above-captioned matter. The parties have seven (7) calendar
days to file with the court a Notice of Intent to Request Redaction of this transcript. If no
such Notice is filed, the transcript may be made remotely electronically available to the
public without redaction after 90 calendar days...(McGuirk, Kelly) (Entered: 01/30/2015)

MOTION to Transfer Case Samsung's Notice of Motion to Transfer Venue Pursuant to 28
U.S.C.§1404(a). Document filed by Samsung Electronics America, Inc., Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC.(Friedman, Todd)
(Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 44 MOTION to Transfer Case Samsung‘s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Samsung
Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications
America, LLC. (Friedman, Todd) (Entered: 02/03/2015)

DECLARATION of Todd M. Friedman in Support re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online (Entered: 02/03/2015)

BRIEF re: 44 MOTION to Transfer Case Samsung‘s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief ln Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online. # 10 Online, # 11 Online. # 12 Online. # 13 Online. # 14 Online (Entered:
02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXl IP,LLC, le Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 44 MOTION to Transfer Case Samsung‘s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
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02/24/2015

02/25/2015

02/27/2015

02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/06/2015

52

53

54

55

56

57

58

59

Telecommunications America, LLC. (Friedman. Todd) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Venue Transfer Brief. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No.37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple |nc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No.38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp:D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple |nc.’s request ”to respond to any new facts, evidence,
or arguments introduced in the sur-reply” is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5,2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple |nc.‘s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics 00.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by le |P,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI lP, LLC, |X| Mobile
(R&amp;D) Ltd., (40in 1:14-cv-07954-RJS) Letter, filed by IXI |P,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is ”essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119—20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between le IP and le Mobile contains ”confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time. will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document

filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of JOHN J. HIGSON in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI |P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)
STIPULATION OF DISMISSAL OF CLAIMS AGAINST SAMSUNG TELECOMMUNICATIONS

AMERICA, LLC: IT IS HEREBY STI PULATED AND AGREED by the parties as follows: I.
Claims asserted by IXI against STA in the above-captioned action will be dismissed,
without prejudice, pursuant to Rule 41 (a) of the Federal Rules of Civil Procedure, and STA
will no longer be a party to the above-captioned action. 2. SEA is STA‘s successor in
interest for the purposes of this lawsuit and will assume any liability that STA bears in
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this lawsuit. 3. Nothing in this stipulation shall be construed as an admission or
concession of liability by any defendant. (Signed by Judge Richard J. Sullivan on
3/6/2015) (mro) (Entered: 03/09/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883328. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. Document filed by le lP,LLC, le Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

&gt;&gt;&gt;NOTlCE REGARDING PRO HAC VICE MOTION. Regarding Document No. 62
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00. receipt
number 0208-10883328. Motion and supporting papers to be reviewed by Clerk‘s Office
staff. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 62 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (kl) (Entered: 05/06/2015)
JOINT STI PULATION OF DISMISSAL OF CLAIMS RELATED TO US. PATENT NO.

7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively, "Plaintiffs")
and Defendants Samsung Electronics Co.. Ltd. and Samsung Electronic America, Inc.
(collectively "Defendants"); hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs‘ Complaint alleging infringement of US. Patent
No. 7,426,398 ("the '398 Patent") in the above—captioned action. each party to bear its
own costs and fees related to claims of infringement of the ‘398 Patent. Further, Plaintiffs
and Defendants hereby stipulate and agree to the dismissal without prejudice of
Defendants‘ counterclaims of invalidity and non—infringement of the ‘398 Patent, each
party to bear its own costs and fees related to counterclaims of invalidity and non—
infringement of the ‘398 Patent. SO ORDERED. (Signed by Judge Richard J. Sullivan on
5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP,LLC,
IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI |P,LLC. IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd., Samsung Electronics America, Inc., Samsung Electronics Co., Ltd..
(Biemer. Thomas) (Entered: 06/08/2015)

LE ER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |X|
lP,__C, le Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LE ER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV (on behalf of all
Defendants) dated June 18, 2015 re: Response to le‘s Request for a Pre-motion
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Conference for a Motion to Strike. Document filed by Samsung Electronics America, Inc.,
Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8,2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

LETTER addressed to Judge Richard J. Sullivan from Todd M. Friedman dated July 2, 2015
re: Pre-Motion Conference for Motion to Stay. Document filed by Samsung Electronics
America. Inc., Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 07/03/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, IXI
Mobile (R&amp:D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 73 Brief Declaration of Mark W. Halderman. Document filed by IXI
|P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 73 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
|X| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by IXI lP,LLC, le Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Bell (on behalf of all
Defendants) dated August 3, 2015 re: Request for additional pages and exhibits for
Defendants‘ Responsive Claim Construction Brief. Document filed by Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 08/03/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER #105941 re: (27 in 1:14—cv—07954—RJS) MOTION to Transfer Case
Apple |nc.‘s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14—cv—04428—RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14—cv—04355—RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC. Samsung
Electronics America, Inc. Weighing the factors set forth above and having considered all
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT IS HEREBY ORDERED THAT Defendants’ motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is

respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

Terminate Transcript Deadlines (ajs) (Entered: 08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI |P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)
Received e-mail from the United States District Court - Northern District of California

acknowledging receipt of transferred case. Assigned Case Number: 3:15-cv-03752, filed
on 08/17/2015. (sjo) (Entered: 08/21/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RJS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RJS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August 6,
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2015. granting Defendants‘ motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C.§1404(a). In sum. the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly. IT IS HEREBY ORDERED THAT Plaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
* * * THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ** *
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ENGLi SHmfitBST:

Assystem, a wiiei ess hand held device a:1:i so:tware compone:11 to: acces‘si rtg-inlcr mati on :esn11nsivetesi1ort--
range radios ignals is provided. The svstem :ncludess vvire:ess gateway device ccupiee‘ to a:“1etwcri<..st;ch as e

ceiiuia: netwerK The wireiess gat ewe}; device inciudes 21 network manager soitvvare cempone:1t:or accessing
information-1:11:11 the ne1vvori< response ve to aiirst shor1-rangeiadio signal. The networK may be a corporate,

privtte o: pui3i'11: network such as1the in ternet. A i: 1st Wi‘eiess device is coupied to ii1e wireless gateway device.
The st wiieiess device provides 1he tirst sham-range :aoio signai. in an embodimem oi the present invention,

the first wireiess device is a ceiiular teieohene, personal digitai assistant or thin terminai ha , g :1Bioetoothw-
processor and transrn111er. in an embodiment 1.11c the present invention, the network manager sci1vvare component

incitrdes a plug and play soitware cnmnonenttier ioading and executing snttware tor the first wireiess device in
an embedlment oi the pi eeent invention, a second w:reiess device acoessesinr’.orn1atini1 en the first vvirei ess
device using the Wireiess gat eway device.

 

  

 

HfinGFvCLM MS: 58

EXMPLxCLAi M: 1

NGEGFvFEGURE3110

NOnDRWNGnF‘P: 9

SUM MARY:

Eii-:LE‘ OE TH E ENVENTION

[QC-UtiThis invention reiates generaiiy to wireless devices in a wireless network. using short-range radio signais.

BACKGROUND OF THE lNVENTION 

000:2]1’1. use: has numerous v1:reiess devices for accessing and ,.:1ccessi ngi11ic:rnation For exempts a user ma“,1
have a ceiluiar telephonet‘o r oornrnun:'c:1ting with nthers e per so:1:1! di git ai ass ist:1n.1 ”PD-AW for storing con:act

'niorm anion, a lent-7.111 torn outs: to: storing and piecessing ii1iesa,: 111111111: can: era 11.11 ohiai1rring images andaapage:
for being contacted. Eeeh one or these devices aiso may access remete iniorrnatiion en :1 hr:'1va e or oo51lio

1etwork, such as the inierne1. However this system surfers i: om several disadvantages.

fit‘rmiFirst, tynicaiiy only a singie device origina1es and can access the internet at a time.

”000418econn', in1ernet protocoi (”i153”):" dresses are hein‘ white connected to the internet. This can he expensive
and use scarce l? address resources.

Ofiflfii'ihirr‘i, eeeh device requires its own security management, such 51s a Virtual Private Network (”VPN”) and
tirevvail software component.
 
00061Fnr.1rth, there is no ability to share, add to or manage the services 111‘ the nJmeic11s vvireiess cievi ass in
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particuiarfithere isrno coctctr'nica‘ion bet».tween wireiess devices. it a user obtains a wireiess device having an
odditi onai service such as extra persistence sterage other we-reiess devices typicaiiy are not capable of using the
extra persistence storage.

[tic-0'.iBluetooothTM technology (wwwhioetoothcont",- orovides wireless ooiimoniceti ons bet»tween devices Yet,

BiuetoothM technology aiso sutters from many disadvantages. Bioetooth'EM technoiogy dosee not allow tor a “slug
and piay” oapa'oiiity at a wireiess device app: ation ievei. in other words. a wireless device cannot merei y be

turned on and BiiretccthTM technoiogy recognizes it and estabiishes a communication protocoi. its user desiies a
wireiess device to corn man-cete WithaBluetoothmtechnoiogy device, tire added w:reiess device must have

sottwaredrivers .-.nd aopiicatrons-ioadeo‘t o operate. Otherwise, the Bitietoctniiv technoiogy device is not abie to
communicate with the newiy added wireiess device. This makes ditiicnit to add new tunctionaiity or types ot

wireiess devices. Bitietocthm techneiogy does not provide an open environment tor software programmers to

provide appiicaticn sottwware components tor wir‘eiess devices Further, BioetoothTM technologyd' oes not aiolvi
o'eVi ces to share in:ormat ion and resources at anapplication ievei

 

  

[00081Theretore, is desirabie to provide a system of wireiese devices which can effectively communicate with

each other and access iniorntation on the internet, The system ot wireless devrces shcuid eiii ien tiy use lP
resources and security management, The wireiess devices should eitectiveiysshare and manage services and

ailow ioi‘ searttiess plug and play capabiiity. The syt tierr should aii ow i'or‘ new iunctironaiity and types oi wiisiess
devices.

 

SUiV’iMARY OF TH E iN‘v’ENTi ON

[0009M system, coupied to a ceilolar network, provides access to the internet according to an embodiment of

the present invention. The system con‘iprises a wireless gateway device, coupied to the ceiiuiar network, having a
network manager soitware component tor accessing information from the internettresponslve toa" first short--

range radio 5' ital. A first wireiess device i coupied'1-0the W!'reiess gateway new so. The.irst wireies3 device
provides the first short-range radio signai.

 

[OGiC-iAccording to an embodiment of the present invention, the iirst wireiess device is seiect o‘ from a group

consisting of a desktop computer, a ieptop computer, a personal digitai assistant, a headset, or printei, a pager ,
watch, digitai camera and an equivalent thereof.

,Ot‘iiifiocording to an embodiment of the presen invention the wireiees gat evay device is a oeiiuiar teiepitone
sing a Gt obai System for ivicibiie communications’“GSM”,- protocol,

’GG‘iE‘According to an en‘bodiment of the presen invention, the wireiess gateway device is a ceiiuier teiephone

_rsing a Code DiV:s ion i‘v‘iui iiple Access (“CDMA”) protocoi.
4

' Gil-i 3. According to an en bodirnertt oi the presen invention, the wireiess gateway device is a ceiiuiar ieiephone
ising a Time Division Moi ipie Access i‘iVA protocol.

,0G‘i4_According to an embodiment of the presen invention, the tirst wireiess device is a thin terminal,

According to an errbodiment ot'he pr esen invention, the iirst wireiess device inciudes a BitiQtOOthWOGi

roc ”sor having a 2.4 Gi-iZ transmitter.
 5'0If}

'GotB‘According to an eirbodirnent oi the presen invention, the wireiess gateway device includes a BioetoothTM

processor having a 2.4 GHZ transmitter.

(23j) i7,According to an errboo'iment of the presen invention, the network manager soitware component inciiides
a pplug and play software component tor loading atd executing software for the first wireiess device.

  
OOiS,Aocording to an en‘bodiment ot the present invention, the network manager sottware component includes

a PlN number management software component for o'otaining and stippiying Pii\.i nomhers

  
fGG‘i efAccording to embodiment of the present inVention, the network manager sottware component inciudes a

service repository software component for obtaining and providing an avaiiabiiity oi a service irom the tirst
wireiess device.
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[QCEOMccordtng to an etttbodiment of the present invention, the first wtreiess device inoiudes an appiicatiort
sottware component tor providing a service The network manager software component incttrdes a management

sottware component tor accessing the service.

 

[UGEtTAccordtng to an embodiment of the present invention, the system further comprises a second wireiess
device coupted to the wiretess gateway device. The second wiretess device provides a short~range signai. The first
wiretess device communicates with the second wiretess device through the wiretess gateway device.

[GGBEMmordtng to an embodiment of the present invention, the system further comprises a second wireiess

device coopied to the wireiess gateway device. The wireiess gateway device provides access to the internet tor
the tirst and second wireiess devices.

[OGESMccording to an embodiment of the present invention, the network trianager software component operates

with an operating system software component.

[002 Recording to an embodiment of the present invention, the operating system component is a Linux, EPOC

or a PocketPC operating system.

[OGESMccorotng to an embodiment of the present invention, the wireiess gateway device includes 1) an
apptication soitware component tor providing a service, and 2) on appiication server sottware component coopted

to the network management software component.

[OGQBMcoording to an embodiment of the presen invention, the wireiess gateway device iorthert eludes a
iirovvail software component.

[002'7inccording to an embodiment of the presen invention, the wireiess gateway device includes a VPN
sottware component.

[GGQBMrzcording to an embodiment of the prosen invention, a handhetd device for providing a personat area

network is provided. The hand-heid device comprises a storage device coupted to a processor. The storage device
stores a software component for controlling the processor. The processor operates with the component to provide

a short—range radio internet protocol corrimonicot'on 'oetween the tirst ltand—heid Wrreiess device and a second
hand~heid wiretess device.  
[OG291According to an embodiment of the presen invention, a Bioetootn”vi transmitter is coupted to the
processor.

[SC-Smeccording to an embodiment of the present invention, 21 (SSW: transmitter is coupled to the processor.

[GGBtMocording to an embodiment oi the present invention, a wiretess hand-heist device accesses a router in a

persona! network. The wiretess hand~hetd device comprises a storage device coopted to a processor. The storage
device stores a software component tor controtling the processor. The processor operates with the component to

provide a tirst short~range radic- signat to the rotrter tor accessing the internet and a second shorterange radio
signal to the router ior accessing another wiretess hand-held device.

[0032]Aocording to an en‘ibodiment of the present invention, an artiote of manufacture, incioding a computer

readaoie medium is provided. The artists ot manut’aotcro corn prises an apptioation sottware component for
providing a service. An apptication servers were component provides the appiicatton soitware component. The
arttcie ct manufacture atso includes an internet protocol network manager sottware component and an operating

system sottware component. Atso, a short-range radio software component tor providing a short range radio
signal and a catheter software component for providing a comm onications signal to a oeilotar network is included
with the article oi manuiactore.

 

 

[0033]Oiher aspects and advantages ot the present invention can i); seen upon review oi the tigores, the
detatied description, and the claims that toilow,

DRWBESQ:
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8:311-in ESGRiPTi ON’3-1: Ti-iE EtGUR

oos4 EEG. t iitustrates a system according to an embodiment of the present invention.

GGBoEiG. 2 iittrstrates thin terminais and a wirelessLgat way device acoordingt o an embodiment t the esent
'nvent‘on.

_OG36‘FEGS. 3341 are hardware bio-ck diagrams of a wireiess gateway device and wiretess hand hetd device
according to an embodiment oi the present invention.

DOSTEEGS. 4 and oer-vb are sottware brook diagrams for a wireiess gateway device according tu- an ent'utodirnent

or the present invention.

TGGSB‘FEG. 6 itltrstrates network management software interfaces according to an embodiment of the present
'nvent'on.

'GCIT‘EE‘EEG. ~" itttrstrates network management software components according to an embodiment oi the present
'nvent‘on.

  
,tiit’idtDEEC-‘rs. Ba—b itiustrato muitipte wireiess devices counted to a wiretess gateway device according to an

embodiment of the present invention.

BETDESG:

DETAi LED DESCJ‘RE PTi ON

i. System Overview

(1‘)
[QC-411Tne tottowing description :tnduiaims reiae to a system thattacoesse i:nto~‘ mCttiIon i om a wide area
network (“ WAN“; ,oocn as thatInternet and tocat wt: otes .9 devices in res oens to snort~range radio signats. The
network mav a so he atr iP based pIIritiii or private network, stroit as a uo:poraie seoured network using VPN.

[UG42]EEG. t iiittst-raates system too according to art embodiment oi the present invention Syst ern tot} inciudes
termina std? ooupted to w:retess gateway device tee. nan embodiment of the preoen'tii’i‘ent ion gateway
device 1595 and one or more terminais “to? communicate to iorrn a persoonat area :retwo rk{ ”PAN"). in an
embodiment of the present invention, terminate it}? are counted to gatewayo' evice too byhort- rangeraid'o

signats Ht). in an emiz-odimerrt oi the present invention. tert net to? are CL dos— kt op computer a iaptop
computer, a personai digitai assistant, a headset, 3 . er, a orintor, a watoh, thin terminai, digitai camera or an

eQnivatent thereof. in an embodiment oi the present r veritiorr, terminate 19?.i ncitrde a Bitretooti‘tTM 2.4 G ‘
transmitter/receiver. Likewise, gateway device toe inotIodeo a Bitretooi hit?“.4 GHZ‘. trans m-tter/reoeivor. in an

aiternate amendment of the present invention, a Bioet oothTM 5.17 GHZ transmitteni receives is used. Gateway
device 16216 and terminais to? hardware are ttiostrated in FEGS. Sa—b.

 

 
  

  

 

 

[QC-13tinaiternaie em'oodin:ents of the oresent invention other toca wiretess technoiogies such as 802/51 or
i-tomePtE signais are used to communicate bettween gateway device tea and terminate 1:37.

[oosatrn an embodiment of tits present invention, gateway device we is coopied to oeituiar network too by

ceiiuiar signais 111 using a proiooot, such as a t coat and System tor Mobite communications ("GSM") protocoi.
in atte'nate emi‘todirnents, a Code Division M pie Access {"CDMA”1, CDtv’rA 2000 or Time Division i‘vttrttipie

Access (“TL 1 "rt“), or Generat Paoket Radio Service (“GPRS”) protoocoitES used

  

  

[00451in an an ernate embodiment of theoresont invention, gateway device we is ooupted to e tandtine network

toy an Ethernet Digitat Subscriber Line (“DB L, . or oabie modem oonrtection, eingty or in combination.

[SC-461m an embodiment of the present invention, gateway device H38 is a cetttrtar tetepnone.

[004'2’]Cettr.riar network 1535 is coopied to a wi rte ess tarrier internai network or oar'rier backbone 194. in an

embodiment of the present invention, server 182 is.

c

. counted to oarrier backbone 11:34. in an atternate
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embodiment of the present invention carrier batkoone ‘1erpsoripied to internet 1513 Server 1111: ooupoied to

internet "11233. in an embodimen oi the present-ii1ventior1, servers “1131 and 102 proviids in: or motion su ch as
web pages or appiieation software components to terminals it}? by way of gateway device toe. in an

embodiment of the prese 11 invention, terminate it}? share services and communicate by way oi gateway device
1:15.

ii, Gateway." Handheld Device i-iardware

[DC-48:]FEG. 2 iilustrotes terminais to? in an empo ciimeni. ot the present invention. there are two types of

terminais: it Sn‘sttei minais and 2) Tl1in'term:'nais. Smart terminais hat/“eL-. re iatively powerfui cei's1tr.i
processor. opera ing system and applications. Their main needs troma-PAN are access to a WAN through TCP/iP‘

and other network services such as storage anti execution. For exampis a computer notebook and FDA are smart

terminais. Thin terminals have a relatively low soowe: oentrai processor and operating system. They are mainly
used as per:'phersis to an Appi icati on server in a PAN andtn.eir mai n tasir is usei interaction, rendering output tor

a use: ans providing an Appiicatien server with a user‘ss input. For exomoie.:1 watch or a messaging terminal are
thin terminais

 

 

[0049]Fi€1. 2 iilLstrates thin terminais. Voice terminei 2G4 inciudes a dispiav 211111;: and a1‘etr':.ctai'.1le keypad

211111: ltiessagi:13 Terrninal 2Q3 is is'u irated in a olos ed position 11'iti1ait"inge 2513a used to open ano'ciose
terminai 2(33. ierminai 2G3 aiso inciudes a miniature QWLRW keyboard and di splay when opened. Gatewa

device so: inclLoies oiip 21121013 belt.

  

[tiOi'iG]in an e111‘111111iiment, PMS: device 2:11 is aisn iiltistrateri in Fl 13. 2

[GGStiFiGuc: i ustrates a hardware biook diagram at gateway device 185 in an embodiment oi the present

invention. Gateway device 1&6 inciudes botii internai and removable memory. in particuiar, gateway device 136
inciudes interna FLASH (or Eiectr'icaliy Erasabie Programmabie Ftead--Oniy Memory {“EEPROM") and static

Random Aocess iviemoryi' S'RAl‘vi memory 3:132 and 3fi3, resoectiveiy. Removabie FLASH memory 334 is aiso
used in an embodiment oithe present:invention. Memories 3132 3GB and 334 are coupied to bus 3&5. in an

embodiment of heLorssent inventi 01.1 bits 3135 is an address and data 'ous .Appi ioiai'L1n processor 31231 is iikewise
counted to bus Site. in an embodiment oi the present invention, processor 3111 is a.5’.52 on processor

  
r\

[O C-EidBluetoott'hii processor 3117' is aiso coupledt c has 3&5. BiuetoothiiviRF11.rcu.L 31:19 is coupled to Bl:=etoothi-M

pi oecssor 3t)? and antenna 3'13. Processor 3t”. RF circuit see and antenna 313 transmit anti receive short—
geeradi-o s:gnalstooano‘ from terminals 1%? iiiustrated in FEG. i, or device 35!} :iiustrateo‘ in HS. Sb.

ran

[0053]Celiuiar, such as GSiJ’i. signals are transmitted and received using digitai Circuit 3G8, 1111:1109: circuit 3&3,
transmitter 31%], receiver93: arr-:1 antenna 312. Digitai circuit see is oouoied to bus 385. in alternate

embodiment ,gat ewayo ems inoiooies a dispiay, a speaker, a microphone. a Keypad and a touchscreen,
singly or in combination 119::sisco.t

[OfioeiFiG 1121111151151: es Cievi ce 35$} thatisa hand~ held device in an embodiment oi the present invention.

Device 3511,:in an embodiment otthe present :nvei1tion, is one of the terminais 1111 :llustatedi :1 FiG S.imi|:1r
to gateway device 195. device 359 includes SRAM and FtASH memory 351 and 352 ot-eciveiy Memories
3511 and 3.52 are counted to bus 351i: ran e111t‘11'111iiment oi the present invention, 'ous r352' can address and
as a bus. Keypad 353 is aiso coupled to bus 35?. Short~range radio signeis are transmitted and received using
BluetoothTM processor 3511 and Blueiooti‘rTM FiF circuit 355.Antenr1a 355 is coopieof to Bioetooti'rmr"tF circuit 355.

in art embodiment of the present invention antenna 356 transmits ard reoeives sirort rarrc-e radio sigreris i om
gateway device see. In aiternate embodiments, device 351} inciuLies a dispiay,:1 speaker, a microphone, a

keypad and atouchscree:1,singiy or in combination thereot.

iii. Gateway Software

[00:35:]FiG. 4 illustrates a software architecture $1139 tor gateway device 1115 iiiirstrated in F163. 3a according to an
embodiment oithe present invention. Gateway so‘itwware riot} is s‘toreo‘ in FLASi-i 3&2 in an embodiment oi the
present invention, sottware components refe-enced-:r1 =~i 1:18 ? represent a softwarecprogram, a software

obi act, a software fir:rciii on, a soitware sui:iroutin e a software method, a software instance, a code fragment,singly or in cronbinatio .ln an alternate embodiment, trinctions periormec‘ by software components iliustrateoi in
FiGSS. 47 are cart:e.,' oritr‘compieteivoor partiaiiy by hardware.
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[it ()5 ‘]in an embodiment 333 the present invention, gateway software 530313, or components of gateway sottware
4t)tt,iis stored in an artloie o3 manutaotore. such as a computer readable medium. For exambie, oteway
sottware Mitt is stored in a magnetic hard disk. arr ooticei disk, 3. tiopoy disk, CD-FtOiv’l (Compact Disk ReadOniy

Memory/,3. RAM (Random Access ivierrroryfr, POM (Peadfiniy Memory), or other readable or writeabie data storage
technoioogies. singly or in oo333i3i33atti33n in vet another embodiment, gateway software see or components
thereof is dovvnioaded5trorn server ttt‘t iilustrated in Fit-3. 3

 

[0357it’93ateway software 43333 inciudes telecommunication software or physicai iayer protocol stacks, in partictriar
ceiiuiar communioatio ssoi‘tware 4m and short-range radio communications sotiware 482. in an embodiment.
communication sottvvaqre list is a GPPS baseband sottware component used with ,orocessor 3335 tot:ansm:‘i and
receive ceiiuiar signais. in an embodiment , oorrrrn-trnication software 4&2 is :3 BidetdothW basebaiid soiiware

component used with processor 39? to.‘.ransmrt.and receive short range radio sionais.

[GGSBiin an embodiment t the present invention, operating system 403 is used to communicate with

telecommunications soitware 4m and 462 in an embodiment oi the present invention, operating system 433 is
a Linux operating system, EPOC ooerating system available trorn Symbian software ot London, United Kingdom or

a PocketPG or a Stinger operating system avn: hie from Microsoft oi Redmond, Wash. Gperating system 4&33
nanages hardware and. enabies execution space for gateway device sottware components.

 

3059iNetworir ivianagement software ltd-’33: is used to provide a number of ttrnctione accord: ng to embodiment s 03

the presetrrt inventiror.: 3,3 routing, 2,: device plug and piay, 3} PIN number management, 4} netvtrro k. device
nanagement. and 5) service reoository. in an embodiment oi the present invention, network management

sottvvare MM is pro gr ammed333 C33» + soi‘iware language.

'006 U]Smari phone eppii-oation sottvvere 495 communicates with operating systern 432.3 andis used in a ceilniar

telephone emi.3odin3ent oi the present invention.

,Ot‘rfiiitst and 2nd software appiication components 3W6 communicate with management software 4&4 and
provide additionat services to a user For exampie, aopiication comoonenis area may inoiede: i) a stock deote

appiitati on for providing stoc3k quotes 2,3 a personai information manager appiioattion inciuding calendars, to do
ists. e33iaiis. or contacts. 3) a synchroni: tion soitware aopiication tor synchron' ing dai abs. see 43 a telephony

appiication for providing teiepnone services or 53aa location a olioation:or orov:”d: no a cur: ent iooat ion or a
gateway device.

 
   

[UGt‘rZ]F-'ur‘ti3ern3ore, Graphics User intertaoe" ".lii”) 3333? is provided to aiiow a oser~i3iendty intertaoe.:1‘

[00 631FEG. be iilrrst:sites'35 tailed gateway software architecture 5633. in an embodiment oi the present
invention. network management software 5384 iiiustrated in FlG 4in ciuo'es ree software components as
iii ostrattedin 3- i6. 5a: 1‘; PAN rout er Mitts: 2,3 PAN server eerie; an oipi: star is:3 server “We. GPRS ottsehord
5&3and Eii=-retoot hi5“ baseband 532 are software components u eugenerate communication signai s toa
ceiiular network the: and terminais Ht? as illdsrated5 ‘. i. an :iiternate embodiment. other beset,3ahd

sottwa: e components 53233 are used to generate hem muncation sidnais. iviedia abstraction layer 5&4; allows

operaiing syst em 33333 to communicatewith basebands 53233, 592. and 5323.:resoectivery. Media abstraction iayer
5t”: and other abstraction iayers, described herein, transiate a oartictrlar communication orotocoi, such est.)GPPS.

into a standard non-33am“ set used by a gateway device and/or terminat The 3.3 rows oi an abstraction iayer is to
isoiat e the ohysical stacks from the rest oi'.he gateway device so:tware comoon-nts. ”nis enabies future us:age333 ditterent ohysicai stacks without changing any or the uooer layer sooattw3e and allows the gateway device
soitware to work with are! communication protocoi.

  

 

[OfideiPAN router £33343? estabiishes a PAN network, impiementing communication primitives, iP networking, iP
services and similar tasks.

[DC-o‘5]PAN server 33331333333responsioie toor impiementihg PAN oriented services “tieh as pic-g and oiay, terminal

enumeration, apoii cation ioading, storage space and other services. in an embodiment, PAN server 33:33:33.3
33033".monicatee directly witir :rpoiioaiioins M36 using aooiioaiion drivers

[ObediPAN aoo lication server 494:3 is respons ibie for i333pier‘3er3iin use rand terrninai oriented services and
enables thin tnrn3rr3t, l.n an embodiment of the present invention, PAN ap:'icait on server 43843 implements such

appi5catione as atEUE 433‘? a remote terminal drive r abdication, a iooaiion application. a teiephonv application or
an equivaiert thoreot.
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[0067]FEG. 53. like PEG. 4 EElEEe Erates 131‘ and 2E‘1dsoitwere component eppiieeilons 406 and GLEE 40?.

A. PAN NOUEGF

[0058]PAN TOLEEEET 404C. ensbies a. fully n1E33E133'lPEmsednetwerK. in annen1bodim3nE t ‘1»1 present Enveniie
333E”: 1terminal can ieverege theXEESEEl‘:33 EP pret (JCE'EE exchange dare W:-Eh oiher terEEEEnaEs and c3ai.E 39333313 3:

WAN Ehreugh PAN router 404C.

[005$]FEE23. 515E:EiEuslra. es SCEEE we:E3 cor11pori-3-E1E30EPAN rouier 404+: lr: an err: EDOdEEflEE:it-CEE‘ Ehe present inveniian,
routingCEEErEpoEEe:EEE 550 Blueioetn‘“ LAN 33::353 P:0EEE3 can: psnenr 551. Dyn aErEic H0316JorEEiqur anon

PE'CEECE 20E: PolnE ~Eo Paint ProE ocoli “DHCP/ PPP’E oonEporEehE 552 and NeiworK Address T. ens:'aior (‘NAP‘
cernponeni 553 are used El‘- PAN EeiEEer 4343 in an alterrEaie 3EEEE33EEEE1E3nE DorrEsE-EE Naming Service (" LEW?)

Ezompm1enii§54 Tunneiing and Optimization component 555 and Securiiy o3mponen1553, singly or in
com binstier: are usedin PAN router 4:043.

 

‘l. Pouring Gem peneni

[007 DlPouting oerhponent 550E slmpleme-En 33 En Router 404C in order to realize a fully rhesE13e'lP neE work with

awes3 is a WAN. A reetir1qr3EEEEEper13rEi i3 resperEsabie EOE iErEEE3EEEE:3 3 Nil); meshed rEeEwoik based on a
MasEi/Slave netwo: K

[00711Pouting cernponehl 550 enables exchange 0E EP pack 3+. 3 beiv'een Ewe terminaie, bresdeesting 31‘ EP

3K 313 between aEE Eerminels en 3 PAN and rout:E-1g of lP nacK e+ssic and Erom a WAN

n
C1

‘73

BlueEE30:l1TM LAN Access PEoElEeeE‘EAP”) Cemponeni

[0072M BEueteeEhW LAN Access PreEiEe E‘LAP") sompaneni 551 is used EE'l order 13 enable Esrminals to
seamEessEy Ease EP base neEwerKihg. LAP component 5151 enables terminals to exchange EP paoKeEs between

Ehemseives and PAN water 4040. LAP oerEEELEQEEeEEE 551 is EEE1pleE1EeE‘Eiee' ever El. PPP serieE BELES‘EOGEE‘ETM oenneclien.
En en embodimenE of the present EnvenEien, terminais, such as Smart terminals, include LAP Chlbsets.

3. [El-ESP! PPP Compenenr

[0073]DE-lGP and PPP cemponente 552 are used En order ta: enabie an EP neiwerk. PPP realizes an EP network

layered ever LAP CLEEEEpenerEE 551.

 
[007 41DHC‘P comb onent manages a PAN' 3 EP ade‘ress space 3:1le services, enabling EerrninaEs to geE lP
neEE.working properties such as an IP :Edciree5E :’ a terminal, an address CE 3 DNS and an adoress 3f 3 deiauit
gaelway devlo

4. NAT Component

 [00‘751NA'E'cerrEeenenE5&3 trensEaEes a prEva‘Ee lP addrees t3 and Erem 3 reel EP address. Same EnebiiEre:‘eiworKs
ere typicaiiv capable of eniy pro-tucEEEE-g a singEe lP address, the terminate will have 10 use private EP edEEEeesees

“:3:'ied by NAT comeunent 553

5;- DNS Componeni

[00.763DNS compeneni 554 translates services between human readable names and EP addresses. [ENS

oerEE-ponet11554 enabies a Eerminei to query another tern :El's address based OE'l EE‘Ee etner terminals name and
te query for the EP address of a named service on a WAN.

 

{5. Tunneling and Optimization Semeeneni
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  u~<r  0077’]Tunneling and Optimization component 555 aiiows terminals to use st. 1rd protocols. For exam ,
coessing a WAN through a cellular GPRSXCDMA network using TCPr’iP yields poor results hecaus’ 'i‘VP/l P does

ot behave well over a bandwidth limited, high latency and high packet loss network, such as G rtS/CDMA.
 7331':

[0078]Tunneiing and Optimization component 555 is used to enable cannot usage of lP in such networks.
When using oeliular. the tunnel will be between a mobile device having a PAN router and a landiine operator's

network. The tunneling and optimization network. translates lP packets to more efficient transport methods for
the specific access technology, and vice versa in a hilly transparent fashion.

7. Security Component

[G079]Accessing a WAN can typically be done in two ways: unsecured when accessinri a public network, such as

the internet. or secured when accessing :1 private networit, such as an Enterprise network, tile system or
Exchan server. 

[OOBDfic-curity component 555 is a centraiized managed way tor controlling access to a secured private WAN. in

order to avoid each one or the terrninais irorn impiernenting its own security scheme and methods a centralized
security component 55% is used. in an embodiment oi the present inve .iion, security component 556 is a
tirewail 555a ‘v’PN 556i) or tiRL tiiter 555e, singly or in comhinetion.

 

8. Usage Scenario

[OOBtHn this scenario, a user is a traveiing prolessic-nal, who has a PDA and needs to synchronize the PDA
against a corporate Exchange server while on the road. This synchronization needs to he done securely as the

only way to enter the corporate network is via a certified and an information technology (T manager approved
VPN.

 

[OOSle'he user has a gateway device enabled handset with an embedded PAN router 4554c and VPN ciient. which
the ET manager instalied.

[SUSHI-ts the user turns on the PDA, which is a BiuetoothTM equipped PDA with a LAP component 551, the PDA

connects to a gateway devic handset via the LAP. The PDA receives a iccai PAN iP address.

[GOSItl'l'he user loads the PDA synchronization software which is contigured to synchronize against the corporate
Exchange server. When hitting the "Synchronize" button, the PDA opens a TCP connection to the iP address

  
[30851The lP packets travei across the Bluetoothii’i air ntertace to the handset using a WP protocoi. At the

handset, the packets go through a NAT component and a locai lP address is translated to a reai internet iP
address. The real iP address goes to the VPN, which identifies the destination as the corporate LAN. The VPN
packages the packet over its internet tunnel, encrypts and signs The packet is then sent through the oeli 5‘

air interface to the operator and the lnternet, reaching the corpor to VPN and Exchange servers. The PDA is
totally unaware of this process.

 
   

 

B. PAN Server

[00861PAN server Micro aiiows code to be downloaded to a PAN and executed in a central way. Simiiariy, PAN
server torso shares and stores data in a centraiized manner.

1. PAN Server interfaces

[{i087lFiG. r5 iilustrates soitware interfaces for PAN server eesbshown in PEG. 5a. PAN server 41er provides

" ion program interlaces ("APl“) to appiicaticns Arcs. Applications rifle also queries PAN server sorts for
.c services and/or terminal attributes in a PAN. Applications rice provide at least three types of information

to PAN server (lotto. Appiications 4&6 provide a Personal identification Numhert N‘) num'oer, network
configuration information, service registration and unregistration intormation. PAN server 434a provides services

and devices enumeration information to appiioations one. in an embodiment of the present invention. a Pihl
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nrrmher is an authorization code to enahi e a'termir.at to cor. neot to a PAN

[GGSSWAN server 41111113oases media abstractioon iayer 511111 in order to oornrnurnicate with terminals ’11)? PAN
server Aime 11anste1s se:vioes 5:111 11 devires entr merations to PAN 1.11111 er 1111311111; white, a terminal 1D 11111111111:

provided to PAN server 41114131111111. PAN r ter 491st). A terminal 1D 1 a oniooe code for identtityi ng a part 11‘11 ier

terminai. Finaiiy, a PiN number is transferred from PAN server 11111111119 PAN routel 4941:.

[013891111 an embodimett oi the present invention, PAN server 484!) leads an exeetnabie application software
component to a selected terminai. Aopiication server 11.11113 retrieves ‘the appiicattion software component locaiiy

from gateway device 11216 memory or trom either server 132 or “)3 es1lio1¢11atert in Pit)

 

[Ofieeiaaokend middieware 1185 provides a Pi ‘1 number to router 13131113. in an embodiment of the present
invention. baokend middieware 1185 is stored on a server coopieoit Ceeilotar network 1115 shown in Pie 1 in an

embodiment of the present invention, backend middieu 1are 1185 is a softwarecomponent 1'01 311131.51'ying P. N

numbers and accessing applioation components tor a particular terrninai.

:3. PAN Server 1301‘“ ponents

[tittiettPi G, 7‘ iil11str ates settwore 1.131annents oi PAN server 4.11.111 according to an embodiment ot the present
invention: 11 plug and pay software component “Hit. 2) PEN numbe: mahaoementsottwaresomeonent“171)2, 3)

managemen1 sottwa1e 1.ompenent Tim 4) ser1.110ereposi1.orysoftware component Tim, and 5) application loader
Kid. in eiternate embodiments, more or less components :1re11ee1ii

a Pieg and Play Comoonern

[OGQSWJhen anew termina is introduced to a PAN 111s sot1ware to support this terminai needs to be iooated,
downioaded and executed. The Plug and Piay component is responsible tor identitying the introduction of the new

terminai and de old: 11g on the .ottware needed to be downloaded.

[OCQBMn exampie of the Ping and Play usage is when a new thin terminei, iike a messanng terminal, 11”
introducedt oa PAN. Tnettre 11111121! itseii rig thin, has no embedded appiication code or data. The appropriate

sottware package (messaging software in this case) needs to be found, downloaded and executed. The Ping and
Pray component wilt identity the messaging terrninai and resolve the needed software to support it.

  

[00941F1G " liltietratee the operation of Piug 81 Piay component “Hit. in response to a terminal iD from PAN
10.111131141111112, Piug and Play eomponen17’m 1.11illaoeessthe software package for a selected terminai from

backend rnio'dieware 435 or locaily troin gateway device 16% memory. iitl're seleoi ed pa-‘kage1s noi locally
availabie in gateway o'er/1131311116 memory, a URL. is provided from backend middieware 48511211 accessing 111s

package rernoteiy. in an embodiment oi the present invention, the seiected package wi' i ‘tall and run on
1111terent modui es 111111191211 y 13111 not neoessariiy a sheii. service/terminsldrivers and app111ationsthe1 can run on
the terminal).

 

b Appiioa1 ion1moader Oomponent

[0 09.511131111111113, new capabilities 1o a PAN inveives the ioading oi executabie code to a PAN execution environment.
AppiicatioJn ioaciing can be a resulto i 111.1nv event '.1'1iug e1111'1lay C11 mnonent rot oan generate an appiioation

loading for supporting a new terminai on1:. PAN a user can decide to ao11vely toad an appiica1ion1o a PAN or an
operator on ae:'lLriar network ear'1 decide to ioad an appiioaticn-'.o a PAN. Apnli‘aiion loader 2'85 is responsibie

for appiioetion software cotte1rans1e1 and execution.

o. PlN Number lvianag ement Component

[0 0961Whenever gateway device 166 and a terrninai become aware of each other. a pairing process takes piace

between them. For exampie, gateway device $131 and terminal 81)? are paired as iiiustrated in no. 8a, When
this pai:er iakesr;-iace tor at ttime (or when the iink key that they were sharing has been ioet in one or bothsides:1 rany reason), 11 11111111111111 side (for exampie, gaieway device 8131) m 1.1st know a PiN nom'oer of terminal
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 81212 111- 011131 t3 051111 0111 51 5110013551111 00111110. PAN server 5040111115 51100111 PIN number 1010111151100 10 PAN 1011 er
40110101511110 pur0055. A PEN numbe1 15 0550' t0 generate a111n1tia..ati0ni:ey 11151 1511550 515511 5ncry01101‘1 kev
'01'1113 3x011 21115355 31‘ 1m11£11 0ara11131 3 05111.5 e311 a gateway device 311:1 term:11:113 E11 a1~1 311103011115111 011115 p155en1

1111:51111011,P.:51N serve: 41134!) 1111151 05 3.111510 5.110011: PiN number 111110111616111311 1.10010rd 11010 0111515111 01115115. P111
eAa10Ee PAN serve: 111311.10 5300I155 P1N1111r111351'5101‘0111y 11105e13rn1111a3111:11 are a5533131e0 111:1 acertatn
termina1 0:355 01 ED11un1'051.

 

[0197IPAN Server 411140 5.11115111115111- 5 PE N 11111111151 110011 an 5x111113111501-155101‘an011131 00m0011511t, 511011 5.5 PAN105rter 61950. En an aEte: 11a1e errr11130011111311t, A3011«3011011 5erver 512340 1111111303313Ey PEN 011111031 01111131101110r
terminaEe 1n 0105r10111151111551a:.11511 a 8E115100111W 011511n1-31WE1'11 01 1115.1 1131111111515 11.111110111502115way 051110511}?
33 3 1115013131:

[00981111 an embodiment 31' 1113 01‘33e1‘1t 1nver1113n, PIN 1111111113515 5113 :1ve111511115 from 1330331111 0110013111515 585. E11
eiternate 5mb130‘1n15n15 011115 01555111 inventtion 1100110511005 £105 01011105 61 PEN number. P01 5x51110155, 6111

300110:1t1-0r1 1115;131:3111 3 :13‘3: 10 enier :1 P: N 110111113r 3r 3n 330110311011 may 03113 e ban-1151101 11110015111313 13185 10
0511513515 1?. PIN 11111111051. In :‘.«.n 51111301111113111111115 01555nt1nv5n110n,an 500110511011 11131 51.100E155 a. PEN numbe1

513105113 01 1011'

[0099]TE131‘5 Etretwer113t11005101'0131211111111;.PEE‘51'1ur1'1bers. F1151 a 00511 1115111100 0001115 111115111115 5131,5103 01' 1113 PEN
00111051 11511515151115 PEN number when i: 050011155 51151!5511315 Sec-m0 5. :1115111' 111511100 0001115 when 1011.51 41.1.1110

00311551115 source 011115 PEN number 101 a PIN number 500310111010 acer1ai11 0rEteria. A 0:131: 111511100 E3
015151150 0505115511 enabE05 an 11111115111515 15500115510 3 151.111551 10:5‘ PEN number However, 111115 PEN numbe1

15113131511111.1315 when a request arrives at 513 50ur11e 0'1 the PIN 111111111151. PAN 531‘ ver 1104111 111511015 '1‘10001011‘1 tE1e
PEN number 11511101115 query 11151111210.5.511151111150051111151110055115.5151 1115 511mque 00m551101‘1‘1t11e PEN 11111111351
11113rn1311011 501.1105.

 

[MODIPEN 111111111131 1115111agen150153tt111'21re 301110011en1?132 111a1n'1at1'13 510031 051131533513 01' PEN numbere 1111-1111 some

{111111311195.Afl 51111101115 may inciude a 151m1naE 015155 01‘151‘1111n51 1D. P1Nnumbe1‘ management 501111115115
component "’82 30:05, 3e15155 and :5111131133 PEN 11111110313 110111 1115 databaee. P1N1'1un1ber 5311111535 3011103113111

751312 5150 may 15: 1151.55331E.PEN 111111111515 555001131130 11111111 5 5015511 termInaE 01355 In an 51110001105111, P1N number
managemem 50111111315 3011103nent 762 11111111121115 3. 3ereieten133'1abase E11 an1‘1151112113 31110301111501, PIN number

r11anage1110111501'1ware 0011100n511t 7’02 11:11En01 1151105051515151110515:1153.0

 

[81011111151151.3515 511100011115n15 011115 01555n1 1111551111011,P1N number 11151150511150: 151212 15 a 05n1r51510ra-g13
10031011 10r PAN 0:1313313135 and’3r 3510111113 "1115 3101335 3011:0311en13110001351111013r113111a1101101511113 system 111511
015.11n05 30055550 1.111515011111611 A150. 5 510: 6105 0011100115111 may 1151/5 5111011151110 backup-.0 a backene 5511151 01
1r1311'3105113n313-101‘C13e

0'. Netw0rk Managemem Compenent

0102 11.101115051115111 5011115315 00m00115n1?1)3 01'01'10551111101100510 configure 5 PAN.

_0103_F1151. mane—105015111 501111115115 00m0011ent?03 010151055 3. 111500111150155rv1051un0110n11131101055 50501110

5001500131111: 10 0150011115111 ‘Eren‘r 21 505011 1.3301103.
 

3104 83001135, 11131'1agen1en‘1 531111112113 001n0011en1 2’03 01311035 3 015301111301 terminal 1111'13113n that t3rcee 533301110

6100110511011510 01500nr1501 110111 .1111 5515/1055 1.11 51 50501110151'11111151.

”0105111110 management 50111116115 001n00n5n1?(13 0101/1055 61 31.50E 5 55111105 1011011011 11151 1111113 any 1155.0 5 015
30301111: 1er11‘11naE3 service.

01:36 F3L1r111, management software 0311100115111 7’03 0101111133 5 di3abtetern1111ai1:1nctE011‘111a1 11a113 any 1152105 01

1.111 551111-555 0: a 50001110151‘min51.
 

01071115 0150011115011n0 10110110115 01550111130 50: 1151.111111]?51 111011 01- 1011111 5001106111011 10 1.101515 service 110111 an5001:0511 1011 11311101115 eer1ice."Ene 3155101100 13110110113 5111:111'1311‘110110r101'11y 3001130110115 t3 create 05130113113155
1et1110rk r5511101101‘15.

 
{110818 05 15035Et3ry 5011111511:- 001110011511: 71215 15 used 10 055155 01151‘1110551111055. PIN Number management
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7332 Es :3 sed to dele3ec3PEN number and a‘oshection iayer 5/0 is lie-33' 33:.3 31.1Ettser3.Ece's dare irait‘ic.

e. Enumeration or Service Repository Component

[030$]Service repository software componen3 1731345 ailo1331s applications 406, which 33,533 031 a gateway device ‘iflfi
or terminals 10?, 30 discover 33:30.1. tservices are 013'iereoi by a PAN, 000330 de3e33:'0i31e 3i1e ci1a3'a333e3 isticso i30e
availabie services. The seivice could be offered 31v rernoie teirninai, such as an ar1_:piica3ior1 in terminal 8336
ii T G 83). For example, 3ern1Er1ai 8335 could be sprinter having a printing service. Aisc, the service .-stra3ed 30

could be otiered by 3131 application eiored on gait-sway device 3338, such as the application in get away device 8333
il'ostra' ed in F313. 8a. 3:03 example, gaieway device 8333 is acelluier telephone l1-avi rigs..elep1031v service

provided by a cellular telephone acpiiceiicn Remote servicese.re 03‘: ered 13:15'30 the assistance 03 seivi ceioioai

drivers (SLDs) 30333 are s33.3red 00 gateway deviice “33135, Whe0ever an applica' 0:11 is interesied in osin g .1.e.3113nalservice the terminal interoperates wi331331e313) espondinrgi gateway device Si..D For example, an apciicaticn on

3ern1Er1a:-309,s00w31i0 FlGi 83.1 accesses a d313veri31gsitevvey device 8335?303 a ser'vceorovided 'L13'ai1 sop:icali-0
ci13errnir'1al83333 There:ore from an apolicat ion‘spcint oi view, the 533..D 03 30s remote service actsthe same we.

as 3. local application.

 

n

3’

[iii ‘30]Servi 0e repository soi3ware 03.301003133037304 oiiers a piLireEity din-5310330335.

[£33 iiiFirst. service repository soltware compone313 1303: provides service 3'egis3re‘3i03'3 01' a service otiered by
application. or a hardware capabiliiy offered by terminal driver

'11.
xe3.;

i0 on service repository softwarec10311.13:31er:3 WM provides service Linregistreticn that canceis a2 es

s3 resdervice.i
i:

eig

[0113]Titi30‘, servEce repository software compo0ent “3’94 provides registered service. that sLiEi a specific class.
i?

[.0wiiFoLirt 21, service reposit 033,3 software component 73334 else L'3rovicles searching oi ser‘Eces This 3003:0330ribes Wl1e: her iistedi e3311inals 33331.31033 ll::teo' services. This function ena'oies an application to qrilckiyi:11ate a
3- service. A search 333 a geneere! class 03 service, sec 0 .1s a seerchl303 a p3int eis may i:-e periormed.

LiKevvise, a search for specific attributes associated with 331.13 service, tor example laser or color, is provided.
F03'3l11r , assaicn ier speciiici33s3ar13-e 0': a :eivice, 3'03 exar :pie a HP Laser-Jet model GTi, is aiso provided,

[01: Eli-iii 3,1 service recosii 0313,: software component “3333. provides the capabiiity cl describing 30o participahng
3errni31aisi na oersonai area network. Tl1e exist ence03 these terminals is derived item a service registration
function.

,0336,Si:<33,31 service rpcsiiorg, s0r-itware c.3331L'3e0ent 73334 provides a d: sabiingi3303 3i3.::1 333.1.3 ceases ciiering an
unfriendly service.

()3 ‘37 Seventh. service repository soitware component “3334 also provides an enabiing:333310 on that cancels

service disebiing.

i130, servicer3133.3333rrvsoil. were comp 0313503 T313433 p331vides .13e3311inei disaisiing 33.0303i031: that ceasesa

all the services asscciatec: Witt“. an unir ienoiv 3er:.3 ina:

'Giia‘Ei

oitering

 _Qii§‘Nifliii, service repository software 00303303169333 flit; provides a terminal enabiing 333000031 at cartceis
ter331i0ai0‘isabin'3g.
  
8120 in a3'3ernbodimei13, an acpiicattiori does 3103i1a:.3re0 discover a serv'e in order 30 connect with a terminal.

if an anoiicetlon hasnrevioo sknovvi edge of a terminai 5: service 331e app:icel: on nee31's to oniy search for the
specii :0 terminal.

[01:21301 an embodiment ci 3ne present ii'iver13ici'1, service repository component T3333 describes the

the services 3310.: are vailai::ie at3:: pe.rticui 513 time. 333:3 service repositorv software component "333333 does not
escribe the come:'33 sta 333e services A service might be available30..1PAN buttn05. necessariiy accessicie

since another anpiica3icnuis ex ctusive3v using the service.

 

[33322133311051 service repository software component 23333313 operates with local and remote applications, a uniform
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i11tertaoeisused.ih an embed: men'rt'5t 1111:; pre1-tei1t-inve111ir5n remote eppiiCations 111‘e a Blue‘1001.1'M 1service
Discovery Pretecei (“80" ,‘tc discever what services gateway device 1113 etiers. Similariy, iecai appiications Lise
SOP in an erhbeciimeni oi the present invention.

C. Applieatien Server

[01:23 Meet: cation Server 00mp0nent 41343 iilustrated in F161. 5a ailot-‘ivs:0r 1erhevihg1er10hdaht eat‘abi titles 110111
terminate and censolideting them in e peniictiizeo' appiicatioit server. This‘allows‘ieniiioant aci-:ied value in

minimizing the cost ens: sempiexity of the terminate in 5—: PAN, as welt:13 making-their desism intuitive and easy to
use.

eoihpenentteeeaihcludesttwo compoorients:[012.4110 an embodiment 131' 1i1e present inventieh aep:'ieati-o e1" r
1 ss :11:-ly execL1:'e so:twa1e en a multi terminal

:13 v

1": an execution environment and 21se11/10es1‘0rbeihg able to s: cc

PAN, each as a file system.

E?
6‘

[Gt 1351Th1:'1 terminals, petite optimizeei 101 1011:00sttw:ll nsttinelude an EP capability in most cases. irisiead, they
witl tree the net ive eroter'0.ls ottered bythe PAN s physieai tayer. This does not contiist with the PAN router 413111:

since thin terminals are an extended retheie 110.10: applications r‘L11'1r11r1g er: 2: PAN appi' 1100 server 4134a. Ali
the logic, protocols and standard compatibihy is impiemented in the application server, in which standard

11101013013iikeiPareiihpiemented and used.

 
  

1. Usage Scenario

[Oi 26H:1 erg:einhm'irnerit ithe present invention, a thin messe‘ "r; termiriai inc:tides a L‘eier Liquid"L1:ystaiDispteyt “13LB”), QWERT‘r’keypad Blue1001i1wchiziee1and a so: .. soi‘ttwere stacit?:01 die‘piayin10 graphicai screens

reee ivee‘ eve: the Biset01:-1 h W a:r int ertace 3.110115111311111 keypad actions hack ever the Bioeteoth'lM air interface.

  

[01271111115111 5: terminal is turned on for the first time, a Piug ahgPlay eon eonent 7’81 in the gateway device “11116
identities the.t 111:. s is a:1ew1errninai. Gateway device 1135 eemmun:Lates witth Plug and Pier; component 7111 in

side: 10:etiieve the needed settware package to he executed 011 ah ahpens-111011 server 110113 inan embodiment
the p1eseht111ve11t101‘1 a P1110 and Ptay componen1 “1'01 penta ins a 1,181.10: :1 chatting appii«3011011 package.

[01 281App1ioa110h reader 71135 gets the URL and 102103 the new paekage t0 PAN appiieatien server 4114a 11': a
gateway device 1136 and executes the chatting s0ttware appiisatieh. The chatting eppiieatiori seitware identifies

the messaging devi«3e by enumerat.1110 :1 PAN 10:"1e nais and cepahiiiiiee, and aiiaches itself to the right remote
graphiLei strive: and the remote keypad driver.

 

 

[£1291Now, aii user interactionster 'M chatting apelieatioh is displayed on the messaging terminal, and the
keypader11ries on the term: 11:11 are 3e111101l1e cha11mg application.

  

[0130-]11111113 er‘nbee'uneni oi the present inventi0n, the terminai is used enlt,i for it?) and use: interact:011. The
actual chatting iogic is. executed in application server 4013a, which is. ioLated':11 gateway device “106.

EV. Gateway Device.Terminal Opeiai lens

A. Terminal Joins Personai Area Network

[Ut31]First, PAN router 110115 requests 9-. PW number t'rem PIN number managemeni component T112. Second,

a PlN number is available, Pli‘xi number matagentent Z7132 transfers the PEN number 10 PAN router 41340.
Otherwise, PIN number management 702 attempts 10 ebtaih the PlN number irom other sources. such as

eppii Lati 00s 41216 0: bar:kehd middlewere 1185, and hamsters the Pil‘t number to PAN 10111111111111“. Thirst, PAN
rout e1 4040111111.,100 ene‘ ptay “fat that e pairing has ended and deiiver's a terminaiii) 10 piog and piay "2‘01.
Fourth, ping and 131513.: F1311 ressives the terminai paeiragel1.311- with hackenrt m:ddlewsre 13851 apaeirage is hot
iecaily avaiiabte; otherwise, the package is loaded and exeeuted. Finatiy. it'=.he package co htaine drivers tire
driver's services are offered 1:3 service repository 713141.
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B, Pin Number Receive:

[Gfazmackeno‘ middieware eat“: or an appiication acct i as a PIN number. Second, the acquired PiN number is

offered to PiN number management 7’92 by either backend rriiddieware 485 or appiioations «roe. in an aiter‘nate
embodiment of the present invention; a Pl N number is offered with additional characteristics of the associated

terminai. PiN number information is then accepted and stored with the attributes in a database of PiN number
management roe.

 

A,

(1. Gateway Device Appiioation Queries for a Specific Service

Cl)
[0133]There are two methods for . gateway device 1135 appiication to inquire for a specific. service. The first
terminai method includes the appi‘cation asking service repository "ms to describe the terminais in the current
personai area network and to describe whether at v of these terminals provide the requested service. in an

embodiment of the present invention. an application sorts the avaiiable terminals in order of preference The
appiication then queries abstraction iayer i/O whether the m ost preferred termihai‘s service is available.

 

[Giseii’he second service method inciudes an appiication querying service repository flirts to provide the

registered services that suit a reguested servic ‘ c =s. The appiication then searches the registered services to
determine which capabiiities are provided by the - istered services. in an embodiment oi the present invention,

an application sorts the avaiiabie services in ord preference. The appiication then gueries abstract iaver l/O
whether the most preferred service is avai ahie.

  

 

 

D. Terminal Application Queries tor a Gateway Device Service

[3135il‘viedia abstraction layer 5hr: obtains an SDP ot a remote terminai application. i‘v’ledie abstraction iayer 5G4

passes the SDP calf to service repository “Tort. Service repository ‘S’EM answers media abstraction layer sea,
using SUP, according to serv'ces that are registered. The abstraction iayer 534 then sends the answers to an

eppiicetion on remote terminai.

[0136iin an aiternate embodiment, service repository 7’84 pushes new services to a Bitietocthi'ir‘ stack SD '
database. The BluetoothTM stack reprise autom aticaliy and generates an SDP request.

E. High Priority Application Prevents Terminal ties—toe

[3f371in response to a network configuration signai trom a high priority appiication in appiications arts,

management component 193 generates a delete PiN number signai to PiN number management component H32
which deletes the PiN number associated with the seiected terminai. Management component 763 genes

disable nai to service repository component "NM to cease offering ail the services a sociated with the selected
terminai. Management component 7’93 generates a disabie service signai to abstraction iayer if!) in order to halt

ail the transport to and from the selected terminals services.

 

  

[tit 381Abstraction iayer ir’O sends halt notifications to the a.p"iir';etions that are currentiy using the seiected
terminai‘s services. Abstraction layer i/‘O then stops any data transport to and from the selected terminals
services.

 

V. Conciusion

[Sideline foregoing description of the preferred embodiments of the present invention has been provided for the

purposes of illustration and description. it is not intended to be exhaustive or to limit the invention to the precise
torms disciosed. vaiousiy, many modifications and variations wiii be apparent to practitioners ieo' in the art.

The embodiments were chosen and described in order to best expiain the principies of the invention and its
practicai appiications= thereby enabling others shifted in the art to understand the invention for various

embodiments and with the various m oditications as are suited to the particuiar use contemplated. it is intended
that the scope of the invention he detined by the ioiiowing ciairns and their equivalents.

 

ENGLESHufiLAi hi3:

Return to Top oi Patent
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What is Isleirned is:

t. A system tor providing access to the intteinet, Isomprisi ng:

g -

a first wireless device in asher: disiahoe wireless network, havinga soft war -:3 COETpOth1-3332-<“CGCC
intoririetioh front the M3333 net bv 30’33'33-333irzetir'g with e oeiiiiiar netwer kin reseonse 30¢:31i’3i183‘i9313i’a3‘iqe

radio signei wherein the first 3333'ire :3ss Cl33Ii ce communicates with the i3eiiu33r network 3:33:33 eives the ii-rst
short~range redic signei: and.3:: -

a se«333313 wi rei ess device. in the short distance wireiess network. 333 provide the 333'sshortt range raI3“333
SiLl’i at,.51

3, _

wherein the software component.inc:'iides a network addrress translator soitwere component to iransiete
between a tiret internei Proi ottoil ‘3“,P‘- address providedioo the first wireiees device 3rcrn the ceiiiiiar
network; and a second address 303 the second wireless device orevioieo“ by the first wireless device,.3: _

wherein the software component irioiiides a service repository set: were some3onehi to identify a service
provided by the second wireiess ci-33-Iioe

2. theesyslein oi‘:3'.iei::3 3. wherein the second wireiese device is seieeted trorn a group consisting oi a desktop
Inputer, a iabteo computers. eisonal digiiai assistant. 3: headset, a pager, a pri33er, 8. watch, and a digitai
rnera,C“

1-x "T 3ystern ei‘ trieirn 3 wherein the first wireiess device is e ceiiiiier ieiephone using a protocol seiectee‘ from s
eisisti-ng ot a Gi3obai System tor Mobi“:e Communicatiei3s (“GEM”) proteooi a Code Division tv3iiitipie Access

“3 protocol, a cellular teleohone 3333 rig 53033333315: 20M} orator,3,03 and a "iii in e Division Muiiipie Aor‘ees“3. :
-rotooi3 .I .“353:5”0:13;:I:I:(<2 $537355Tfibia-r

4 The svste-m oi oiaiih 3 wherein the service repository software cemnoneht identities whether the service is

av“:'labie ete3pertictiter time.

  5. The system rat a“
orriponent to trans

eirn t. wherei. the softwer e oornporient-33m 33d es. e ric-rnain nentirtd serv'i oe (“UNC”) software
.ie between a human reedehie name ands. eo:333::3 internet Preteooi (3?") address.

 

 

6, The system of33533333 ‘3 whereii ti 3 softtware component includes a securit,vso:'tware oompone 333 to cont3:33
access between the oeiluiar networ iv. and the 3335: wireless device.

 

7. The system oi ciaiin 3, whereir the second wireless device isa thin terirr irzai.

8. The system of oieirn t. wherei. the second wireless device iricludesia’ 8333633 00333““proceesai-" end a 2. 4 {$332
transmitter.  
E3. The system o: eiaim 'i, whereir the first w:'reiess :tev' oe ihoiudes a Biiietoothm precesscn' and e 2.4 GHZ
transmitter".

30. The system o3 Claim wherein the second wireiese device inoiudes a Bitietoothm“ processor and e 5.3 GHZ
transmitter.

‘. The system :33 oieim ‘-
transmitter.

, wherein the Elist wire;'ess device inciudesaBi LietiL-othTM p3ooes=or and 53 5.1-" 63-32.

39. The system 3.33 oiaim wherein the software oomoonent incitides a plug and piay software component to ioad
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and execute settweie ter the second wiretess rievice

t3. The system of eieim wherein the soiiwere component inciodes e PlN number management soitwe e

cortiponeht to obtain and previde PiN ntrrti'oers.

14. The system ot cieim :, wherein the second wireiess device inciudes an appiication software component that
registers en eveiiehility oi the service with the service repository sottwere coin eenent.

15. The system at cieim t, furthering comprising:

9 -

a third wireless device in the short distance wiretess network, having an aopiicetion scilwere component to
obtain the service from the second wireiess device.

 
let The system at cieim i5, wherein the iirst wire ess ci3-"icr- inciudes a service logieai driver co rrespondi-ng to:he
service and wherein the enpiiceion software compenent uses the service logicet driver to obtain the service from
the second wireiess device,

if The system {it cieim i, wherein the sottwere Germs-orient operates with an tape-(aims; system soitwere
camper-rent.

/

1:3. The system oi ciaim t7, wherein the operetiing systerr. sottware component is a i iirnge r tapersting system.
a

is. The system st cieim 11‘ wherein the operating system sottwere component is a Linux operating system.

J)
20. The system oi cieim t7, where in the operetiing syst err: settwere certthnrrehr a EPOG operating system.

to t. The system oi cieim l/‘Vwherein the OE“erating system sottwere component ise PocketPGoe erating system.

22. The system oi ciaim wherein the service repesitory software corttponent identities a class. attribute and
instance oi the service)

23. The system oi ciaim wherein the first wireiess device turther incindes a virtuei private network (“VFW")-

sottwere component.

24. The system oi cieim 1, wherein the tlrst wireiess device turther incrtides a tireweii software conteonent.

2th, A system for providing access to intorrnetirsn on e ceiirrier network, comprising:

  

a

a iirsi Wireless device, in at short distance wireless netwerk,t 0 prev:cte at .-ris shert-renge redie sign-at; anci‘& ..

aseoonct w:rei ess device in the short distance wireiess netweri: end the celt== Iar network to se:ecti vety

trenster intermation, in hiding intternet Pretecoi ("EP") data packets, between tire first wireless device Ctfld
the cetiuiar network in reshonse 10a” securit‘ soitwsre component,9

wherein the secend wireless device lrrcindes a service repositery soliwere component that identities e
piureiity of services, in the short distance wireless network, associated with a piereiity oi wireiess devices,

and w herein the service repository software compoJnent searches tor a service, in the plureiity el services
to be use by an appri-ce.ti on software component stared in the first wireiess device

2). the system ot cieim 25‘wherein the tirst «treesC devlce prov:deseexecuti on seece for executehie sott were
t tm the second wireies 5 device,

http://www.lexis.com/...docnum:1&,fmtstI:FULL&istartd0c:1&wchp:dGLszB—szA1&7md5:e6265261258974d7cbd998d1b656673d[5/16/2017 11:14: 34 AM]

351



352

Search — 1 Result — patno=7039033

27. The system ht ciaim 2:5. where'n the security software component is a iirewaii seitware cemphiieht to contrei
access t0 the oeiiuier net 'ork.

23‘. The system of Cieim 25, where'n the security edltwere component is a virtual private network {“VPN") te
oehtroi access to the ceiiuisr network

:29. The system of cieim 25 where‘h the se Jrity .sftware component is a unitorm resource leceter ’U'3 fitter
ti:- sontrei atGees to.he ceiittier netwerk.

30. The system {it ctairn 25. where’n the iirst short-range radio signal is setected from a group censisting of a
HemeRF signai; an 83241 signai and BitiQtOOii‘iW.

’R‘. The system ht ctaim 25 where'h the interrnadhn is previded in the tern“: ht data packets.

32. The system oi tisim :25, where'h the seedi‘id wireiess device is coveted t0 the celiuler rtetwerk hy a landline
network.

 
33. The system at ciaim 25. where'n the second wireiess device is coupted tt's the eeiiuier network by either an
Ethernet connectisn, DSL connection or e cahie modern

34. A hehdheid device itir providing a short distance wire iess he'titdik comprisi:hg

g ..

a sterage device;3, _

a prehesshr, scripted tot-he storage device; andg. -

the stIstage devi ce.0‘ st are a settware cernri'eneni; arid. the erecesser operative with tiwe seitwa:re
component t3:3 -

provide an internet Protocei ("if”) data packet trern the handheld device tr) a terminal using shert-rehge
radio sign-sis3

centroi access between the sti'toidisteh wireless h etwerk erredeeiiuiar rzetwork,a -

transi ate between a first i? address providedrteit-e hahdheid device and a second iT-‘~ address for the
terminal provided by the hatertheir: device in the short distance wiretess network;9: -

enumerate a. list 0i se rv: cee avediieiab trtim the hendheid device and the terminal, wherein the handheld

device and tea mine: register services avaitabte oh the list. andg ,

searchthe iist ht services for a servitze to be used by an application settware comps-hem stared en the

35. The device til ctaim 34 wherein the software component includes : management set‘twere cdih ptiiwehi.

3.6 The device of i: taint ”.34 wherein the at) piice.:ion software cempehent uses 5. serv ice icidical driver ored in the
sit.age device te eht ;iii a service avaitabie {hitthe handheld devic,

3.7. The devie; et‘ ciairn .4 turtizer comprising. aBiueteethW transmitter, coupled tr: the erecesser, tr: generate
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the short- range radio signals.

38. The device of oisim 34 further comprising: a GSM trensmitet attested to the processor.

33. The device of cieim ’34 wherein the search ineiudes searching the iist oi services by class, attri'note or
instance.

40, The devio. of oiaim 34 wherein the soitw are component inoitt es a. plug and relay software component to
identity the terminai in the short distance wireiess network and obtain the application software csmeoneni tor the
terminai.

4i The device of oiaim 84, wherein the software component includes a Pli‘wi number management software
omponeht to previde a PiN nttm'oer used: nonir ing the handireid device to the terminal in the short distance

wireiess network,

A first w:reless hendhei d devi ee comprising:

 

a _

a storage device;a ,

3. processor, ccupied tot:he st-stages:tier/i ce; ands _

the storage device to store: software oomeonerrt; and the processor operative with the soitvr are
component to:a _

eooess-titei hierr:et three-oh a cellular network,3 -

provide a first short—range radio signal t a. se«son-:5 wireiess handhe id device ends. oLind shert ~rencge
radio signei to a third wireless handheld device,3 -

sctrn roi ecoess i3etweerr the internet and the iirstt second and third wireiess handheld dew'oes,s _

transiete between a first iniernet Protoooi (“iPi address provided to the tirst wireless handheld device

from the rseiiuisr network and e secs-rid address tor the secend wireiess hndheid detri cs- pi ovided by the
first wireiess handheld device: and ' third address tor the third wireless handheid device provided by the
first wireiess device,a _

enurn eretee list oi services asveiiehie from the tirst, second and third wireiess handheld devices, wherein

the first, second and thii'Ct wireless handhsid devises register services eveiiebie on the iist, and8?

search the'iist oi services tor at:'iess ot serVioeto he used by an eeeiioetion sottwere oerrtoohent at e
particuie: time, the sets-Eleanor: sottwee component stored on the second wlreiess hendheid dev=ce

t3. 'ihe iirst w:'rei essn.hendi.h eid device of oieirn 42. wherein the iirstwirel seehe' ndheid device noiude s e servie:

ioolrs at driver correspo ding to a service aeilais-ieirtom the third wireless dewce and the 3. plioetion soitwere
 

on

component rises the service iedieei driver to obtain the serve te from the third w:-reiess t'eviee.

44. The iiratwi rei ess handheid device of oieirn 42. wherein the first wirel esshe dheld devise ihoittdes e 5.7 Gi-iZ
transmitter co r._o=ledte the processor.
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 45 The first wireiess handheid device of oia nt 42., wherein the second Wireiess handheid device is selected item

a group consisting ot a desktop. computer, a septop computer, a persona! digitai aesistant, a headset, a pager, or
watch, and a thin terminai a digitai camera.

 

45. The first wireiess handheid device of cieim 42., wherein the second wireiess handheid device is a thin
terminai.

47, The first wireiess hendheid device of ciiam 4:2 wherein the first wirelees handheld device incitides a 24 GHZ

transmitter oocoieo‘ to the procesaor.

43. An articie ot marmtaciore. incioding a computer readahie medium, oomorising;

a ..

a short—range radio soitware component to com monioate with a device in a short distance wireiess network
by using a shorturange radio eignai;& ..

a cetltitar software component to communicate with a ceiltiiar network by oeing a ceiioiar signai;a. -

a network software component to seiectiveiv transier an internet Protocoi i“lP”) data packet between the
device and the catiuler network;3 -

a service repository software ootrtponent to identity a pitirality oi avaiiehie services from a ptorality oi
devices in the short distance wireiass network, the service repository software com oonent having a uniform

interface so that 'ooth a iocei aceticaiion sotiware component and a remote application sottware cortiponent
identifies the pturaiity of avaiiabio services; andg ._

a pitireiity of service toqicat drivers corresponding to the pitireiity ot avaitahie services that are used to

obtain the eiuraiity oi services, the pioraiity of service iogicai drivers: are used in obtaining the pioraiity of
services

 

43 The arts a ct m anoteotore oi ciiarn 48, wherein the colloier sottware component is a GSM component.

50. The art'o e oi manufacture oi oiaim 48, wherein the short—range radio soitware component is a EtioeioothTM
com prurient,

51. The art‘c e of manufacture ot otaim 48 torther comprising security software component to ccntroi access
between the short distance wireless network and the ceiioiar network.

523 The arts e of m antiteotnre oi ciairn 48, further comprising a network address traneiator sottwere component
to translate between a first ireternet Protocol (“iP”) address and a second tP address.

55‘. The art'o e of m armtaotore oi ciaim 48 iorther comprising a domain naming service (

component to translate between a human readehte name and an internet Protocol i’“iF) addrese.

54. The art'o e ot' manufacture oi oi“:

terrninai in the short distance wireless network and obtain an appiioation software component tor the terminei.
 

  
55. The art‘c e of manufacture oi otaim 48 wherein the artiote ot ritariofaoture is a memory storage device in a
:eituiar tetephone.

Ed A hendheid device tor providing a short distance wireiess network, comprising:

3 ._
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a storage device;9 ._

means for identifying an evaiiebiiity of :1 piutaiity of services to a piuaaiity 0t application software
comeenents in the short distance wireiess netwm‘k;g ._

means for seiectiveiy providi g the pttsraiity of services to. the piuraiity of appiieation software eempene ts
in the short O'iiStai'tCe wireiess netwerk; and

,9 ,

means for seiectiveiy transferring an interest Protocol (“1?”) eats packet between a ceiiuic—tr netwsrk and a
selected Etpptiaation settware ccmpenent in the pitizaiity at appiieatien sottware compsnents in the short
distance wtreiess network.
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2016 Pat. App. LEXIS 13292, *

SAMSUNG ELECTRONEGS 00., LTD SAMSLENG ELEeTRQNiCS AME-153A. lNC.. and APPLE ENG,
Peiitierier,

r'Xi it“: LLC,
etent Owner.

Case lPRZOlS—Glaiztzi, Paper No, 27

Patent 1839,8313 BE

5:)
.atent Trial and Appeai Board Representative Orders, Decisions and Notices

20'25 Pet. App. LEXiS 1-3292

December 21, 2018, Decided

 CORE TERM$: network, rrrebiie, gateway, phone, software; wireleee, terminal; ertieari, eiriileri. elceriel; recited.

teach, prexy, teaching, printer, act-nee, repiy, eeiiuier, thin, laptop, ekiil, subject matter, handheld, server,
recites, trarisleter, preeenderenee, short-range, repository, maps:

Nfi‘FiCE:

[*1]

ROUTlNE OPlNlON. Pursuant to the Patent Trial and flip-peat Beard SBW‘Vd Operating Procedure 5?, the opinien
beiew has beet deelgrtaied a routine epinieri,

E-eiei'e KHl‘al\A M. KALAN, ROBERT J. WEH‘JSCHENK. 3er JOHN A. HUDALLA, Administrative Patent Judges.
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Andy H. Chan
PEPPER HAME LTON LLP

333 Twiri Delphin Drive. Suite 400

Redwoed City, CA 94055
charia@::ver>per laweorr‘:

Geerge 3 Height
Andrew Schultz

PEPPER HAi‘vii LTON LLP

125 Higi’i Street. ‘iQtl‘l Fitz-er, High Street Taiwer
Heston, MA 02110.

haightg@pepperlaw.com

90in;itzar’gfipepperiew.crjrn
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TLL-hih Gangsily
PE.PP:.P Heivit LiTON'L. L.

500 FOULteeLL1 itsLreet, NW.

Was. ingten, DC 20005
gangsiyt<€z>peeperleweorn

 

QPE Ni QNBY: JOHN A. HUDALLA

GPENEGN:

HLJDALLA, Administrative Patent Judge.

PENAL WELL TTEN DECtSiC-N

35 U..0 §318{e,i and s7 DEFT. § 42.73

Samseng Eiectrehics 60., List, Samsung Electronics America, lfiC., and Appie Ins. (“coiisctivety "Petitibi1er"} filed aPetitiert ("Pet") (Paper‘2)toir1sti‘tuie art inierpertes review of 0iaims1 4- 7, 12, i5, [*2] 22. 2.3 25 28
34, 39 40, 42 and 46 of 0.8 Petei1tNo.?,€)3§033 P2 ("the ‘C-S’Zi. patent": (Ex. 10011 pLLrsLLartto 35 iJ.L5.8 §§

311-319. Patent Owner, iXi iP, LLCt "iXi”i,flied e Pr eii r‘ninary Ftesoense ("Prei im Resp "'1 {Paper 5)Leethe
Petitien. Taking into. account Lhe ar-LLLLments L.Lreeer1ted in txi s Prsirmihadry Peeronse, we determined that the

intermeiien presented iL1ti1e Petr: it esttsbtishedtthat there is a reasonable iikeiihood that Petitioner werrid prevail
in ehaiiertzring ciaims1. 4 7, i 1122.23.25, 28 34, 39, 40, 42, anti 48 L11 the '033 patent trr1der3Lr

5-13. § 133(e). Purse-int is 325 D E33§ 314, we institutedtthis pro-seeding on December 30. 2015', as te these
cteims Ln‘ the 03.3 paLent. Paper 7 (“Dec 0.1 inst")

  

etitie ner ti ted a Piesiy
mlaer15,2t‘L-L€5, and e

During the sewer: ef Lriai, in tiled a Patent Owner Pies;Lio1se iiPeper 14, "POPsee "i, LLn
to the Patent Owner Response (Paper 18. "Per. Reply"). An or1:11 neaing was held on Se

transcript of the hearing [*3] is ihciiicted in the record. Paper 2.5 (“Th").

12

”t?-CL L‘t‘:(—0

Petiticner preitered a D ciaration of Dr. Sayte Kieei (Ex.1003) with its PetiL45h, ahdi Xi pro:tered a Deni station at
Dr. Nerayan Manciay-a..1 (Ex. 280-1) With its Response. The pCLL ties :Liso tiledttiehscr:pts oi theecieposit ions 01er

Kiaei {Exs 2303—2305) and Dr. Mahdeyam {Exs 1018, 1019).

 
 

iXi tii ed a Motion to Exclude L’Peeer2.1)ccertair1 exhibits submitted by Petitioner. Petitioner tiied ah Opeesition

(Paper 24) and le liieLl EL Peply’Paper 25).

 We havej Lit! scii cti m'rLinder 35 0.8.13. {2} 5 This eeisien re a Einei Written L-e "en unde135 Lit:" .0 .§ 3184:;taste

the patentabi tity (11‘ claim: 47 .12 14. 15, 22 28 25 28 34, 39, 4G 42. and 45 of:he 032 patent. Per the
reasons rii sL‘LrssLibeiew Petitioner has sierrtorLstrgrtoii by El erepeortderence atthe evidenceLL'1:1ttL1eseeleirr1s are
unpatentabie under § 1LL3L'a).

1. BACKGROUND

A. Referee Proceedings

The parties identify LiLe totlowing proceeding 5 re tat ed to the 033 patent: iXi Mobile (Pitt?) trot. ii. Sei'nstirig

Eieerronr'es 1130. Case Ne. 3:15— ev- 037‘2-1458 (NT..Dei): 12L} .It/ioei'ie leéD"; [*4] Ltd. v. Apple inc. Case No.4zt5~cv~03755 PJHN.D .Cai ,‘-; and M! Mobile #4PLDL Ltd .Bieckberrvijt ,Dese Ne. 3:15-0w03754 PS rN.D.
Cal). Pet.1- ;Peper 5 1- ’ ;Peper"’L. 1--2.

B. The '53.? Patent

The 0'33 patent issued irern an eppiicetion tiled er1May'7,2001. EL. 1001 £1ti2"i.TtLe'033 patent is directed te

"a system that accesses intormetien trern a wide area network {'WAN‘), such as the interest, and tecai wireiees
LieVL ass in respense 1.0 Sheri range radiosiqnets. id. '1 4'.8 11. Pigs-Let L11 the ‘033 patent is repress-Geri beiow:
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Figure 1 illustrates "n exxenipiarv system 130 havih "ersohal area network (PAN) and 5 wide area network. id.
at 4:53—19. The PAN:-IsI“ ede Iip oigateway device “£35 and one er more terminals 137, such as, for exampie, a
laptop. computer. a oeIsonai digitei assisiaItt (PDA), or a printer. io’. 21141117-25. Gateway device t3‘5 is ccuoied

to ceilular networixt 35 which in turn connects [* 5] to l’tterhet 133 through carrier backbone 134. id. at 4:36“
3'3. 421-55.

 (£2
 

Soitware architecture 433 for gateway device135 may include network management software 434 including,

inter alie, PAN appiicatidn server 434a. id. at ”565 5:36—42; 5:58—53, Figs. 4, 53. in turn, PAN appiicaiion
server 4043 lnciudes service repository software comescnehi 734:, which "eliows eppiicatioris 433, whici‘r run on a

gateway device 1 3.8 or terminate 107,t odiscover whatservices are offered by a PAN, and tr} determine
characteristics oi the avaiiabi 5 services id at 13:1"5i 12:; t,4 Fig. 1’; see eiso id. at t2133-57 (enumeatihg
the many functions of service repository seitwere ccmpeneht .734).

 
 

C. iiiustrative Cieim

{)3Ciaimet 25 34 and 42 cf the 3L3 eatent are indeee hdent Cieirhs 427.12 14 15, 22, and 2' 'epend trom

ciaim i; cieim’[)8 depends iro:n cialrr125; ciaims 3.9 and 43 depend iron’I ciaiIn 34; :IIIdcriaim 45o operrds irom
cieim 42. independent oiaim t is iiiustrative of tie challenged ciaims andis. repidticed beiew:

1. A system for pi‘evidihg access to the lnternet comprising:

a first wireless desire in a short'iisiehce wire: ess network, having [* 6] a soitware component to
access iniern‘Iatioh from the iIIterIiet by communicating with a ceiiuiar network inIreside-nee to a. first

short-range radio sigrtai, wherein the first wireiess device corrtmtinioetes with theelitlldi network
and receives the met shortvrange radii} signal; and.

  

a second wirefess device in the she-rt distance wireiess network, to provide the first short~range

radio signer,

wherein the software corrtporient lrrcittdes a net wor it address trenelet oi settwere corneoneht to

trahsi 5 between a first internet Protocci (”it'i‘I eddies3 provided to the itsrt wireless device tree“the ceii trier network. and a second address for the second wireiess device provic'ed by t iirst
wireiess device.

 

wherein the software oompoi -nt inofudes a service repositoryi soitwaro component to identify a
service provided by the second wireiess device.

 

Ex.133115:43~59.

D. The Prior Art

Petitioner reiies on the ieilewing prior art: P01 Pubi ic:.tion No. WC-Cit/7E-154 A2 to Marohand, pctilished Oct 11.

EDD-t (Ex. 1335, ”Marohand"), which oioints priority to Us. Apeiloatien No 31/541,523, flied Acre 2330 (Ex.
1305, "i‘ti‘larchahd Priority"):

Handiev et al, Request For Grimmer is}?’ 543 SIP: Session initiation [* 7] Protocol, The internet Society, Match
1993 (E>L.100?,"RFC 2543");

US. Patent No. 3 835 424 Bi tc Ldi'ssoh, filed Aug. 31, 2333, issued Dec 28. 2334 (Ex. 1338. "Ler‘sson");

K. Arhciri et 51., The Jini TrixiSpecifI’earion, Addison-Westey, June 1. 19.93 (Ex. 1005.,"31Ni Spec“);

US. Patent No. 3553542 Bi tc Nurmenh, flied 051.23.1399.issuedlv’i£ty 5, 2333 (Ex. 1310. "Nurmahn’fi; and

 U. . Patent ND. 6.'}"'?1,635i3-110 ViiCIt'Ider, filed Mar. 27’, 20-00, issued Aug. 3, EEC-4 (Ex. 1011. "’iatideiiii)

The Asserieo’ Grounds
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We instituted this proceeding on the felt-owing grounds nt unpateniabiiity {Bee on inst. 269:

References Sasis Ciaimts)

Chahenged

iyiarci'rand, Nurntann, 35 USC. § 0:3-(a 1‘4. "3", iii
and Viiander

itiarohahd, Nurmann, 35 0.53.8 § Vista) 5

‘v’iianderx and RFC 2543

iv‘iarchand; Ntrrrnann, 35 U S C? § iQBiai 6t 23

\Iiiander, and Larsson

iv’iar'chand, Nurrnann,

Vilandsr, and Jiixii Spec.

o; EH C 9’3 gb L100 0 to In

re01 -m
m

.L}.U)--x to41»m mA
is

‘0‘;-
Marchand, i_.arssnn, and 35 U. ‘

dihii Spec.

(/5 C3 (03 L: /\
C0 ../ ”‘3 U1 '1) '31

[* 8]

FL Grain: interpretation

in an inter iatres review, we construe stairns by applying the broadest reasonable interpretation in iight oi the

specification. 37 CFR. §42.i013(b); see Cooazo Speed Techs, LLC 1.1.1.99, 138 S. C. 2131, 2144—46 {2016).
Under the broadest reasonahie interpretation standard, and a'osent any speciai definitions, claim terms are given

their ordinary and customary meaning, as wonid be understcoc i3-y one of ordinary Skill in the art in the context
oi the entire disciosrrre. See in re i’iansiogic Tech, the. 504 F.3d 1249, 12.? (Fed Cir, 2007). Any soeoiai

definitions tor oiairn terms or phrases must be set forth "with reascnebie oiarity, deiih..reteness, and prw sinn.
in re Partisan, 3.0 F.3d 1475. 1480 (Fed. Cir. 1934), Qniy those terrns which are in controversy need be

construed and oniy to the extent necessary to resolve the controversy. Vivid Techs“ Inc. '11. Am. Sci. 3 Eng’g,
1nd. 203 F.3d 795, 3013 (Fed. Cir. 1339):.

 
n

  

in our Deoision on institution, we determined that no oiairn terms reerrired oonstruotion. [* 9] Dec. on inst. 63-7.
Based on our review of the complete record, we maintain our determination that no constructions are necessary,

with the exception of the term "thin ter'rriinai' in oiairris 7 and 4t":
 

The parties‘ arguments require us to consider whether a printer is commensurate with the broadest reasonable
interpret tron oi “thin terminai.” See Pet. 30"?)1; PO Resp 4343; Pet Repiy 1320. The '033 pat int describes

"thin terminais" as having "a reiativeiy tow power centrai processor and operating systertr“ and as being "rnainiy
used as per nerais tr:- an Appiication server in a PAN." Ex. 100i, 5:2—5. The main tasks ot’ a in terminai are

described as "user interaction; rendering output for a user and providing an Application server with a user‘s
input." to, at 535-7. Examples of thin term:nais provided in the 033 patent include a waicn and a messaging
terrninai. id. at 5:5-7. Furthermore; the 033 patent contrasts thin terminals with smart terminais having 'a

.veiy poweriui oentrai processor, operating system and appiications," such as "a computer notebook and
Part." id. at 4932—512. [* 10] in describing a messaging terrninai in one embodiment, the ’033 patent states

that the tern‘rirrai ”has no embedded application code or data." id, at to; 18—21.

 

  
 

   
 

 
Petitioner contends a printer is a thin terminai because. at ieast, a printer "has a iow power cent ai processor and
operating system r‘eiative to a iaptoo computer or PDA,” Pet, 3. i 9; Ex, 1003 t25} (internai quotation

omitted). We agree with Petitioner, and we additionaiiy observe that a printer is a peripherai utilized for
rende 9 user output, which is consistent with the Specitioation's description or a thin terminal. We also aores

with i .itiener that the Specifications reference to "ho embedded appiication code or data" (Ex. root, 10:18-21)
does not pre de a printer with appiioation code and! tr data from being a thin terrninai, because the '033 patent
aiso describes the thin terminal iocating dovtrnioading, and executing software, Pet. 153 (citing Ex. i001. HHS-

25). As such, we determine the “thin terminal" recited in ciar “

 

  

 

  
 

 

ms ? and 45 encompasses a printer. or

-------------- Footnotes———~--——--—-~~-

ni Aithough we acknowiecge the diiterent standards for eiaim interpretation bets-re us and before the district

courts‘ lXFs infringement contentions in the appending iitigation provide additionat extrinsic support tor our
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det‘ i'rninatii'in. See Pet. 131 (citing Ex1C312,20,4E1: E:.i<1013,3t'1.?=) En part icut'ar, EXi '1ter1det eta printer
is a type of “thin terminai" in its intringement case. See id.
 

- End Fnctnotee- -- .. - - - .. -- .. -- -- -- -- ‘- [*11]

Ei. ANAL‘E’SiS

,4. Obviousness Graurtd Based er: Marchend, Hermann. and Viiender

Petitiener centends ciaims 1. 4, 7, and 14: wenid have been ehvicce over the cernbinetion oi Merchand, Nurmann.

and Viiander. Pet. 1129 (Xi dieputee Petiticner’e ccntentinn. PO Resp. 1343.

.1. Rrincipiee at [aw

A eiaint is impatentahie under 38 Li. S C. 1:} 1033-(a i112 ii the ditierenCes between the ciaimed subject matter and

the prior art are such that thesubject n‘”+ter.-‘1ea wh (1:9. wen:'Oi have been nhvioue at the time the invention were
 matte to a person having ordinary s theaait to which said eat-jean matter pertains KSP lnr’i Co. v. Teiefi’ex

inc, 5510- LLS. 398. 406 (21:10?) The qtteetion 0i eiDVicti-5nees is E'e5cived en the basis ct under:lay'rzgtact UCii
determinatians, incitsding: (it the scope and content oi the print art; {2) any Ciiiterencee between the ciaimed

subject matter and the print art: (3) the ieveE ct ekiii in the art; and((4) where in evidence. 3c-ce ed secondary

 

considerations. Graham 1!. John Deere 00.. 383 US. 1.1 4131:1358). We aiea:eccgnize that piteraartEE‘EESE‘SHCSS

mm:theconsideredtogether with [*12] the Kncwiedge oi tine ct attic-art: skiiE =nti'iepertir1erent eit"Pai:I:iee ,ij

F.3d at 148t=ttcitiitrt i. re Sameur 571 F2.Ci E59, 562 {00F81978)).Vi.ie analyze Petitioner‘s ahvicuanessgrnunds wit i1 the principiee ident iiied andve in mind.

  

 

- Footnotes -- .. - - - .. -- .. -- -- -- -- .. --

The Leahy Snti-tit America invents Act Pup. E. No. 11220, 125 824 (2011‘) ("NA“) amended 35 LESS

§§ 102 2111:1103. Because the' 0'33 patent has an ettective "'e eiiective date at the eepiicehie. § 1

. t

AiA amendmente, throughcut this; Decision we refer to the creme ve 3.ions at 35 0.8. 02 andi L3

- -hd Focincte5- .. -- -- -- -- -- .. .. - - .. - ..

2. Levei 02‘ Ordinary Skit! in the Art

En determining i=i1e ieveE ct erdinaryskiii in the art. various teeters may be ccnsidered, ii'iciuding the "type of

emblems enceunterec‘ in the art; priai art e. ticne tc those probieinen'ar‘.iidity [*13] with which innovations
ate mad , 5e sticattic-r1 ci thettechnci 3y: nd educatinhai ievei ct active we: here in the iieid.” in re GPAC (rm,

5? F.:.d 1573.15.73 (Fed f3ir.13 -' iitng System Accesseriee, inc. 'v’ 'effrey~Aiian finders, the. 81217 F’Ed 95*
(Fed Cir.1986)) in addititicn e prior art 01' rece rd iniitia piceceedi ng~ namely, iti’iarcitand, Ntirnianh,

\JiianCier. RFia :1..t.- 43, Lars sort. and .1 'i Spec. ~~ie indicative i the ievei C. ordinary skiii in the art. See Oitajima v.

Beurdeau, 281 F.3d 1:55 ti, 115.1 (Fed. Cir. 2001):,(5241’3, 521‘ F3d at 15173;) in re Oeirich. 579 F.2d 81-3, 91 (1:362:51
1978t

 

  

 

 

  

 Feti tiener cert tends a "ereoncct ordinary sitiii in the art wcuid have had a Masteri} at Science Degree
(or a simi iar *cctiiclai Master‘s Degree. or htc- her degree) in an academic: area emphasizing eiectricai

engineering.computer engineering. or ccrnputet science witha'acnrzcen.reti on in enmmiiriicaticn end
netwc :1 systems or. aiternativei-v a Sacha-tor. Degreetc rhigher degree: in an academice.iea

empire. Zing eiecti icai cr computer engineerinq anc- *14] having me or more years of experience
in communication and networking systems.

 

 

  

Pet. .78 Petitioner's ecntenticn is supported by the teatimernyreiDr. Kit:ei whocases: his-eetstiittenv an his"experience \VOi'hifig in industry and'academie, with Li’qu‘iCiicJJLia e and pcettgrednate 3:1 ente. with cniieaguee

from academia. and with engineers practicing .' induty " F1003 PP 15—1". iXi times: not diemute Petitioner‘s
definition of the ievei oi crdinary skiii in the art, and in teaxEXE appii esit in iXi-e F’etetit Owner Fteepcnse. PO
Rear). 8; see also Ex. 2301 P 18 (iXFs deciaraht, Dr. hiandayarn, appiying earne deiinitien). Accardingiy, we appiy
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Petition s de1imi ionr"13111113 leve: oi ordinary sk‘ii in then11:1 for purposes 1'11 this Decision. We further sheer 111-1:11121.1
Petitioner's proposed o'er’i nitinn commits with the 11L1'alitioa1. :ons a person would 11eed11C3 understand and
implement the teaching 01‘ 1.113 ‘03‘7 5:113:11 21nd the or ior :11: L11 record.

3. Marchand

Marohand is a pub” hed internationa: patent apelieation. and Petitioner asserts Mar'chand’s priority date under 35

i_i.5.1’_“1.§ 102(e) is Apri: .3, .3000, the date of [*15] tiiihg 13:1 .21 prior national application he. Marohand Priority)
in the United States. See Pet. 4-5. 1X: does net contest Petitioner's or: oritv date assertion. Therefore tor

purposes 1.11::113 decision, we tind Marchand qualifies: as prior 311. to 1.1113033 patent ur1der35 :.53.1’3 § 1021131)
because Aprii 3. 2000, predates the May 7.20131.t'iti11g date of the 035 patent.

 

Msroband retaies to "an ad-hoc network and a gateway that provides an interiace between external wireiess 1:"
networks and devices in the ad~11oo network." Ex. “1005, ::57 Figure 3 of Marchand is remade-oer: beiew:

 

Figure ‘3 illustrates “an act—hoe network 30 utilizing Bioetooth 11’ [internet Pro:oeol].and-11Nl technoieqies to
enable the ' e of a gateway ritehtie ohene.“ id. 1117:?9 Ad hoe 13911.11;1.1111 3L: (also sailed "Btuetooth Pi::one

(11‘1“): inc: ,w-E: 12113-113Lb onmputer 3'1. printer 32, and mobile phone 3:, which can communicate via Etiuetooth radio
lir1k521d at At1streL,:t 7': 9 1‘: Mobile :1 hone * 16] .33 acts "as a dateway between the art-her; network and a

’36 wire:'ess 1P network".15 sueh as the-C.ehetai Packet Radio 5e11,:1LL-s13131715) nettwork. id at 7:12 1‘: Regarding

1P address transiation, iP 111aekets from 11121 GPPS are re211ewed at inc-b: 1e 111121111333 through its 111111111: iP address.
ar1clti11311 are terwarded is the private 1P address of the device on ad hoe 1311111113111 30. id. at214—15..»‘31cdres3
translation in the opposite direction is hahdied simiiarly, id. 21:7. : 1L1~17.

 

 

  

 
  

‘11: (Java) ter: inelogy111-tii‘zedtopirbiish and share services between the devices" in network 30.31‘1dthie

teohhoiogy 11111911911151 the capability for an appi: 021111311 21 113- :iisosver join err-1;:Cowr1113-adeervices 22 from a.1i1\ii
LL15 [Looks-1'1 Servioei.“ 10‘ at 5: 5-,4 5: 21 22 " ”the 1.052,1"1r111a1ns a: 1. oi avaiiahte serviLes provided by other
devices en the netwo. k." :1}. at 3:: H z. Devices in the net11rc:rt<”anneunce not enly vaiue—added services. but

31er their 3111:butes and capabiiities to he network,” whereupon these services are published through the L135.
10’. at 3:12~:5, :0: 17—18. The LUS aiso orovidee intertaces to: services that a-rr3a1. airlab'e 311113 devices in the

network. to”. at 3:13-14, 8:12-‘

 

 

Figure [*17] It 211 Marohand is renrodueed below.

  . 13'”“1111.11f’eci iunoiionai biocix diagram of a connection between two device such as the teeter:

oomph:er3: and the 1111113113 phone 33 ut:|izir1g the ad he‘3 network :30 L11 FiLZ’. 3. "id. at 7:... 691:. Ga1:111:11: rnebilephone 33 oubiisshes in'the Bi List 00-.'11 p1'rdrret the sail coir: roi services ti'ar=t it otters 0-.'il: 21:1gilN: 1.1184

4, Nurmarm

Nurrnann retetes 11.3: esttabi ishi:11': an 'lr11ernet Protocol ('lP‘) r1e111vork Wrth several: P hosts and wi1i'1ah ngateway

to 1' connecting the 1P netwo1k'o the [l]nterr1et" Ex “1010 1:9-19? Acting aSa* Dynamic Host Contiguratmn
Protooot @8111) ciient the ngaiewaL determines whet her a DHCP server is present: il'ie iP network id :119‘ .113.DHCPserveris present,‘[t]l1e alleoatio' oi the 1P arie'esve' 1.21 111 6:-P11 orststL: not: or1ing as DHCP
ctient 3takes pi1Leion1 the D1-=13P server." id. at 2:13-27. "1: there is 05110:? serveri,i the insteway is
Eikii vated automatically1:13 [at :JHCP server ” which "aliooates 1P addresses and EP network masks to the 1P hosts
in a [* 18] standard manner." id 211“ :50— 5'7

 

 

1113171919.:-

Vilahder reiates to "the mimetic-r1 of 1P addresses to mobile terminals and in partieuiar to the alieeation 13-1 a best

part :31 an 1P address to a rnohiie :errninai." Ex 101 '1 :6—8. Viiano‘er teaches that, when a mobi:e termina:
requests internet access. the request is directed to a Gateway General Packet Radio Service tGPRS) Switching
Neda (66511:, which may 5101. as an internet Access Server. 10'. at 1:48-52,

6. Ciar'm 7
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Pet itio :1er argues Marchartd teaches a "first wireiess device. in a short dist’tnr'e witeiecs network, having a
sottwaare ccmpcnont toaccessintormation tront the intern-st by communicating with a ceiioiar network in

reaper:e toe'1 first short range radio signat, " as recited in ctairn1 Pet. 211—23. Petitioner rneps Matchend’s rrtobite
phone 33 to the reciteo‘ “tiist wiretess dovice,” an-d N:carhand‘s ad hoc Blueto oth piocnet to the recited ”short

distance wireless network " id.a121~22(clting Ex. 11‘-05, 1: 2.9431 5: 23 25. 7:12 1419Begarding the recited's:3:3o:1o' wireioss device." Petitioner maps”ti ihe devises-:h the advi :::3 Bi uetooth P1005:1 network 301that] send
signals. to the :nr3t31ier3hon e 33 over short range tool-1'1:ir: ks. " [*19] id. a123- 2-11citir1gExt-303 P13102527;

Ex. '1015,?:9—':1,?.13-21,.As such, Petitioner r11 aps :Viarczh and‘s iaptop computer 31 and/or printer 3’2 to the
"second wiretess device." id; Ex 1005, 7:81-11, Pig. '3.

 

Peder'ino “accessiihdiiinformation from the internet '03: contmtinmating witha' celiolar net work in tested:13%? to a

1i:st sho1rt~r ange radioetc :1a1 " P . toner contends t e iPpackets sent amend devices in iv;”1‘80" Bluet ooth
p:iconet ove re shor‘t— ranoe radioi correspohd':o the ”i'ilst short range radios :dnal. " Pet. 22-23 Petitioner

further contends irisarchand' dis:3:13-sole o1 conrnctn devices "to an lP—hased netwo: i< such as the into rnet” and
"data going out ot-the Piconet to the #13:- network teaches the recit sointernet access. id. at 2224 (citing

E): 1013.3P2;E) 0052:1401 13:12-14).

 
 

 

AccorI'I'i:rig to Petitioner "it/tarchand disciosss a network address translattor tot'transiete between a first iP address

and a secondi P address' based on Merchand's description of translating and forwarding bet ween oubiic andpr ivate iPaddresses. id. at 24citing E< 1003 P2}; E<.1005 7.14- 1'? 10: --11;2 .Pettiticner

com ends [20] an ord:nailly s“:-iler1V at: isan wooio have rhodi:1ed Marohahd in vi ew of V5 iande: 'sttch that the

puhiic iPaimdress oi the rnob:ie phone gateway 33 was provided by the cellutar network 35'" id. at 111 1: ting E:
1013 P 46‘: in particoiar, Petitioner cites \I’ilander's impiemehtation of.—. device on-the point :r':1etwork,stich as a
GGSN too:iooate the ptihlii' lPaddie'stothe gateway id, (cit-:io Ex. 11111 at 4~8 52 1. -5<.31.tPet:tioner

toither contends an ordinariiy smiled artisan wouid have mod . ._.d Marohand in view or . trimann so oh that the
oh:ie gatewayoprovides the private 1P addresses to the deviI1es on the network. 30.“ id, {citntg Ex. 11.103 P47).

Specifically ,tPe itlone: proposes impientent 111g Nurrnann's DHCPserver on l‘u'iarchahd‘s mobiie phone 33

accomplish iPao‘diessing in Marsha:1d s iocal not we: 11‘30 id {citing Ex. 1010. 4:51— 55}. Petitioner :tssociates
these citations from Viiander and Nurrnann with the reoited'network address trians ator soft ware component of
oiaim ‘

 

 
  

-. Seeid.a124~25.

Petitioner maps :‘vlarohand‘s ::\ Loolttrp Service 11.1.18) to the recited "service repository soitware component{that} identiitiesi [* 21] a service provided by the second wireiess devio otc aim 1. Pet 2'3: 226 (citing Ex

" 1this service repository so:tware compone:11." to heF- F7 1003 P281E< 11105 3:1112, 5:1"‘--14). Oiairn 1 :‘eooi
part ot theHsottware component,’ which is itself part ot the''tirst wire: ess device. ” EX.100115:42~43,.:1) .3

5'3 B-r. Kiaei acknowiedges ”Marthanrt1.. does not expressi y state that the ”Ni LL18 is iocateri on mobi to phone "3. "
34.1003 P 37. Petitioner nonetheless contends an ordinariiy skiileo‘ artisan ”would appreciate that Ma: ohano‘

 implicit 1y teaches :in implementst:on in which theit Ni LUS is iocated in he :no'eiie phone 3.3." Pet. 215 (citing Ex.

{H13 PP 37~41.lnpartiouiar Petitioner cites ivlarchand's des:oiption oi the mobile phone having "an
interface/Apolnatldn Proograrnming inttier ace (APE. . . ['sthatiidownioaded totthe B: oetooth dev: ce invo:Ived: an
external wireless sail-1n order to have the device behave as a stave device toward the mooiie phone which otrhe
master." Ex. 11.105, :3:2';~31: see aiso Pet. 25-27 (c:ting some). Beiying on testimony from Dr, Kiaei, Petitioner

contends an ordinarily skiiied artisan "wouid [havej ondersdood} [* 22] 1.1111 Marchend's 4P1 corresponds to a
:ilNi proxy object" and that such "proxy objects are downioadeo‘ from 21 LBS" in JlNl. Pet. 2? (citing Ex. 1003 P
381.

Petitioner atso highiights tttarohand‘s description'that all the devricesin the ad—hoc Bioetooth Piconet network :30
po'otis 1eir services when the mohile phone 33 connects: oit:e ad- hoc B: oetooth Picohei network 30 and
ca:'11:: a: network 35.." id. {citing Ex 1003 P38; Ex. 11.105, 1131213.). Because <31..thidenti:ies services provided

by devices on the network 31), " Petitioner contei'ids an ordinariiy skilied artisan would have concluded irom this
descr:'ipton that Marchand tea-c.hesa JlNl 1.113 iocated oh mooiie phone 33 :‘d. at 2728 (citing Ex. 11103 P39).

Petitioneo:“addittioiraiiy contends an ordinariiy skilied arttisan would have recognized that intpiementing h'iat'chand‘s
1.0.3 in mobiie phone 33--the gateway device to the celiolar network~~woutd host atlow tor the other devices in

the ed—hoo Bioetooih piconet to join or leave without toss o'i connectn/ity between the pioonet and the oeliolar
network. Pet. 235' (citing Ex. 1003 P40). [*23]

 

Thus, Petitioner hasestahlished that Marohand Vilander and Normann teach every limitation of claim 1.

Petitioner as snppor ed by D. Kiaei s testimony 5113111 hes estabiicheri the1 :1 person ot ordinary skill in the art

would have had reason to combinat.he teachngs of l‘v’iaichand. 1:Iiiander and 511:: mann to achieve thesystemrecited'schiann See Pet. 1:17-20; E):.10.3 P17141551. We 1115);"! so:1sider:E's-(iarotrntents in opposiiot 'ot

http://www.lexis.com/...docnum:1&,fmtstr:FULL&istartdoc:1&wchp:dGLszB—szA1&7md5:b87f71b0a4b9ce202793 133788adc3d1 [5/16/2017 11:15:37 AM]

362



363

Search — 1 Result — 7039033 or 7,039,033

Petitioner’s ohvicusness anaiysis.

a. Haw an Ordinariiy Shifted Artisan Would Have interpreted Merchand’s Teachings Related to the
LUS

qr“-
iXi disputes thaE MarchathEeaches a Ltié‘i iocated en Ehct;Eiie phone 35 because iXEc Eenc's an ordii:-ariiyskiiied

artisan "WCELEid not understand M-arcnanii tn d: scinae thaEits :ii Ni LLES is1on ivt:car hand‘sUceiiuiai—enai:iied rnd‘ciie
phone 3'3. and . . . wnuidE1eve :En rnoEivaE Eon Eo ErichEv i‘viarchand Ee piace Eh e iiNi LtiS on Ehe Ene'oiie phcne irE
contradistincticn to Eviaichand‘s expii teachings to the contiaryfi C- Resp. :26 27 ii: particu'arE iXi contends

Petiticner and it.; deciara nE vacnoiy anaiyzed Marchend's Biuetocth hicone . See id 3E 12 15. 127—36. iXi's
contention is based on Dr. ii'iandayam's testinmy rding a Bide-tenth [* 24] scatternet, which is termed when

a Bitietoth device participates ccncuirehtiy in two or there piceriets. See Ex. 230i PP 28-50 Figure 4 iron: DE.
Mandayam‘s Deciaraticn is Eeiz-roduced beicw

  

 

 

id. P30. Figure 4 dephtssepai ate sican at s A (itE hide: a:nd BE’:in Lei) applied to the devices in Mai‘chai‘id‘s ad-hcc
network. Id. Pct . GE. Mandayam expiains:

{Tihe iehtop coEEEpuEer is the master (MEAEE oi picenet A, with the mehiie phone {SEAEE and he

printer (SEAE) as slave devices in piccnet A. The hie-bite shone is the master ei piccnet B (MEBE), withoniy Ehe iaptop 'SEBEE iEs stave device. Beth the iaptop and the mchiie phone sinEEEitaneousiy act
as masteE and stave devices on independent E3iconeEsE Eith piconet B. E3cing a “sub—piconet" within

piccrEeE A,

10’.

Anpiyi ng DE. ividan'ayam‘s exp: anat ion is :‘Liarchahd, EX! ccnte:id's an eiciihaiiiy skiiied art: san 'chEEid [have]

appreciate-[CE] :hat the E Ni i..ii S 45 must be iocated on the masts: device of the Bi Eiaiccth p: conEt, which
Marchand discioses is a tent on as ciea: iy shwn on Menzhand s FigLEE-e [* 25] 4." PO Resp. 28 (citing Ex. 230E PP

5455). Ext ELErther ccntendathe gatewayn:ohiis pho he is the EnasEeE of aLsub—piconet within Marchend's
Biuetocth niconet.” id. aEZ2’. This cuincrErted sub- piconeEE in which'the gateway rnobiie nhene acts as the master

device with the redLEesting device as its stave," is formed "[wihsn a device, such as a iaptop, seeks to Lisa the cat!
centre .EEservcecite: ed 'L'iy MarchandbE‘ gateway Ehobiie phene." id. at 3C: (citing Ex 235‘: PP 54-55: in this case.
"the gateway Enc- e phone sends the requesting device an APE which aiiows the gateway mobiis phone to

estabiish its own. independent Biteetooth piconet . . . wi hin the main Biuetooth pico:Eet titat3:cn‘ieci s aii ct teh
devices in the network." id (citing Ex.1005 10:?5—29; Ex. 2661 P54). As such, iXi seeks to distinguish

Marchand's teachings on nLEbiisEiing this ca'i contrc: APE train E.:'ia:‘chand‘s other teachings on pLEhiishing services
to a LEENE LLES upon entry of the mobiie phone into the oiconat. id. at 323 {citing Ex. 2301 P 56;.

 

  

 

 

EXE’s arguments E‘eiy heaviiy cn Merchand's Figure I: which appears to dispose a LUS within [* 26] the iaptoc

computer. id. at 25 (presenting annotated veE'sinn nt Marchand's Pig. 4). Based on this drawing figure. and in
consideration of Hits sub—hiccnei theory, iXi argues the an ordins iiy skiiied artisan would not have had a

reason to dispose a EUS within :Viaronand'.ogateway Enii'niie phnne See id at ’35- 5?. Wetin not agree MaEchnEiii 9
discicsure shoLE Id be read so narrcwiy how tanner pa: ticuiari-y hecause obvicousness is det errniinedE torn Ehe
perspectiveof "a uersnn having asH::nstrsy: iii in the art tn whichsaid suhi ect matter peEtCEins " ”<5 13.6.0. §

1031a); see aise [Jenn v. Liunrston, 4.25 0.6..416. 230 (1576‘,- ("[Tihe niere existence LEE dii:eE ances between the
prior art and an inventicn cines not esta‘ciish the inventions nonni3viccsness.”).

 

 

Petitinner presents evidence shew-mg that an ardinariiy skiiied artisan wnuid have considered iviarchand‘s cati

controi APi to he a :iiNi proxy object. See Pei. 264?? (chino Ex. tEJLE'L P68; Ex. EOQLa. 6.62727: .in :.LErE':,
Petitioner and DE. Kiaei cite the JEN! Spec. est eaching that such pron: obi ecEs aie sEEered[* 27] in a LUS tor use

when a chant wanEs access to a service. n3 See id. (citing Ex. 1653 P 38; Ex EOL‘EQ 5 . PinaE'iy PetiEicner cites
Marchand‘s ciairn E: as exciicitiy reciting "a JiNi caii control APE that is downioaded hem the gateway to the ether

devices on the ad—hoc netwcrit See id at:’?7‘ Ec ing Ex. EGGS 15225-271.PEEiittiJflei’COi’iCiiideS an ordihaEiiy
skiiied artisan wcuio'have weQuid have underside-Ci Marchand "as iEhpiEcEtiy descrihing an impiementatidn in which

the iiNit.US, whEch identities seivicsa oevided 53/ devices on the network 3:3, is iocated on the mohiie ohnneateway (5:5 " iddiciting Ex. 1063 P365). “:ie are persuaded by this E'etionaie. which actsaEbii shes how an ordi nari:'y

‘\
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skiiled artisan wou id have read iv’iarchand.

-----l'~'ootnotes----------------------

h‘3 We may consider record evidence outside ot the asserted ground. suoh as the 3i Ni Speo.. that demonstrates

the knowledge and perspective oi one ot ordinary slriii in the art. particuiarly when it expiains why an ordinariiy
skiileo‘ artisan wouid have been motivated to combine or modify the cited reterences to arrive at the claim ed
irwention. See Ariosa tiir'agriosties v. il’eririata Health} inc, 66:5 F.3d i359 16-65 (Fed. Cir. 2016.); Reheat! Mfg. v.

Rea. 733 F.3d ‘i355. i362 (Fed. Cir. 20i3}.

------------ End Eootnotes- — — — ~ _ - — — - - — - ~ [*28]

in addition. Merchand does not expressiy prevent the Ltifi trorn being disposed on the gateway rttobiie phone. We

agree with Petitioner‘s assessment that Marchand‘s Figure xi is merely exempiary and that nothing in Mai‘ohand
limits or precludes the inciusien ot‘ a LtiS in the gateway irtohiie phone. See Pet. Reply 11-12. Furthermore, one

oi ordinary skiii in the art wouid have known, at eis:st. that it was possible to have mitpe LLiSs in a network.
See Ex.1009, 5 {"anh Jini system is built around one or more lookup sari/ices {original einpi'rasis omitted and
emphasis added)). nzt lt’ muit.ipe LlJSs are possible, and a LUS must be disposed on a master device, as iXi

contends (see, sag, PO Resp. 28 (citing Ex. 230i PP 5455.): then i‘v'iarchahd’s teaching that a gateway mo'oile
phone is a master {see Pet. i3~t4 (citing Ex. roots, 8:2n2i; Pet. Repiy 3 (citing Ex.10053322427,?:26~31,8:t~

3i) supports Petitioner's contention that Marchand suggests disposing a LtiS in the gateway mobiie phone. We
aiso are not persuaded by Dr. iviandayam's testimony and iXi's arguments that the LUS must be disposed on a

device that is "intrine' to the Pioonet" and that is ”not the gateway." Ex. iO‘iS [*29] tome-14; "it. St :i-86:2.
The notion of an "intrinsic." device is not apt in Marchand, which is expressiy directed to act—hoe networks. See.

sag, Ex. 1005,?27—it. Fig. '3 {inciuding gateway mohiie phone i“: discussion of described ”~ad too network").

 
 

—————————————— Footnotes——--~—~~—————~

nti Petitioner makes this point citing a r renoe that is subject to le's motion to exeiude, see Pet. Repiy ‘i‘i-tfz
(citing Ex. tot6) but the same point is supported by the :JINl Spec.

 

———————————— EndFootnotes——————~——~————

Accordingly, based on the arguments before us, we determine that an ordinariiy skiiied artisan‘s understanding of
Maroharid would not have been iirnited 'oy le's sutt-piconet theory in the way suggested by iXi. Therefore. we

determine that tv‘larohano‘ wouid have intorrn ed an ordin rilv skiiieo‘ artisan that the "service repository software
corriponent” may be disposed in the ”first wireiess device."

 

b. Mareharid’s Teachings on a Network Address 'i'ransi'etor

iXi aisc. disputes that Marchand teaches a "network address transiator software component" located on rno'oiie
phone 33, as required by ciaim [* 30] 1. PC) Resp. 3?. in partiouiar, iXi contends that Marohand discioses that

an APi sitouid he used to transiate between a pubiic iP address and a private lP address." id. (citing Ex. i605,
t": :i7~12:3; 15:29—3i). iXi cites Marchand‘s ciaim 7, which recites the "Jlixii oail controi APE inoiucies means tor

decontlicting public and private iP addresses when devices in the editor; network are utiiizing reaiitirne
appiications over the wireiess li‘ network." id. (quoting Ex. tOdEi, 15:29:31). Dr. iviandayam testifies that an

ordinariiy skiiied artisan "wouid have understood that the use ot an AP! to transiete between puhiic and private
addresses is significantiy ditierent than using a NAT {network address ti‘ansiatori.” nE- Ex. 230i P 64. iXi further
contends iv‘iarehand discourages utilizing a NAT in the gateway mohiie phone and encourages using an APi

translator to avoid the prohlem ot li‘ ac dress mismatch ”tor realntime appiicatiorrs such as Volt” {Voice over
internet Protocoii." PO Peso. '38 (ducting Ex toss, it 5264222; citing Ex. 2301 PS6).

  

 

-------------- Footnotes-“A-——~~u-----

ht“: Even though both parties reterence a network acdress translator, tvarchano‘ actuaiiy uses the acronym "NAT"
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to re1’er to a Netio11Acc.1s Transiat a" See Ex. 1005. 11:217.. Given an opportunity at the orai been ing to
exeiain it there were any meaningtttiditterencesin thieter1r11h011itg,y, 1X12. 0111111sei did not 11:1er any. See Tr
38:11-37:13

 

~~~~~~~~~~~~ EndFootnotesHHMH-ww—[*31]

We do not agree with iXi's characterization oi Ma1chahd'e teachings on addrese transiation, however. As: noted by
Pet it1cne ,titat'chand desert bestcrwardit111 1P hackets received at the gateway mobite phone through a pohiio 1P

address1.0 a destination device in the 11111'1et having a private 1P address, and vice verse. Pet.241’citing Ex.
11303 P211"; E< 1005. 17:14-17, ‘10 :’3‘t- 1‘1"“: 111 addition, 81 Mandayarn testifies that address trartsiation is done

at the gateway in Marchahd. Pet. 31311313113 ‘(citing Ex. 1018, 147:5—7, 15995531130001'01110131, and regardiees
oi whether this address trahsiation is periornt ed by a NAT or an AP! transiator, Marchand teaches a network
address tran1<11'ator softwarecomponent iocated oh the get ewey mobi ie ohome. See Pet. Repiy 14~15

Eurther-1ho1 .vve ag1ee with Pettitioner that the use of :th APE trensiator tor ce11ain reai- tithe aopiications wouid
have been viewed as "as a stiopiernent to N’T [and] not a substit1.1tetori\i/-‘1T."Pet Rem/141101111111 Ex 10:03 P
2'1"). F111 these teascns, Petittioner has estabi. shed that 1‘1.1i&11'13h£111dteen-e a "network address 11511153. or software 

corn panent."

r2. Petionaie for Modifying Merchant)” [* 32] 1'11 View of Viisander and Nurmann

iXi disputes Petitioner's contention that, in view ot Viiahder an ordinarityekiiied artisan "woaid have modified

Merchahd‘e syetem such.1hat the 011bi=o 1P aridrese 011the mooite phcrrte gateway 331.11.111.11- providedbythe ceiin 1511
network 35." PO 1311315119340 (quoting Pet. 17' '18). i). argues that Merchand and Viiander do not ihdctatea* heed tor
the ceiiniar network to erovide 21 10110110 iPac‘dt'ess tor the gateway mobiie ehone. id. (citing Ex. 2301 P "1713).

Nevertheiess, we agree with Petitioner that "ueing Viiarrder‘s addrese aiiccation in iviarchand wottid have
amounted to nothing more than the use 0t '61 known technique to improve sirhiiar devices in the same way or the

combination 01‘ prior art eiements according to known methode to yieid predictabie resuits." Pet Reoiy.1 51101111111,
inter aiia, K539 v. Teiefiex, 551} US. {538 41'? (2002)); see afar) Pet. 153 (citing same). Aithough iviatohahd

deeeribee gateway mobiie phone ae having "a pubiic 1P addrees recognized in the wireiees 1P network," Marohand
'0ee1‘1otexeiioitiy desoribe how the pubiio 1P address is assigned. Pet. Pepiy tfirid=1ot1ng Ex 1130-5. 4"33-- 30)
[*33] in tight of this, Petitioner iderti ties evidence that Viiander's GGSN watt:0 have improved 11.111311111111111

aiiocating ti1e ptibi'11: EP addt'ees to Ma1chand‘e gateway mohiie phene .53. Pet. 18 (cit 111g Ex. ‘10 "P411 Ex. 1011

1.4a—V.,1.1111e1

 

tXi iikewise disputes Petitioners contention that in view otN1'11n'1ahn ah ordinarily eki-iie1.1 art isah11"10111d have
 

mc' ed.1111'i1111..111nd s} mobiie gateway ’33 such that the ntobiie gateway prov:'desti1e orivat e 1P add1eesee tothe
devices on the network 31)." PO Reap. 411 (quoting Pet.Ar:c1-r1'din1jttoi)<t a person of ordinary skiii 1n tne ait

"wcuid have understood that the master device, containihgtthe 11111.11 1.118, . _ . provi isiaz the private 1P
addresses." 30 that person ”wouid not have been motivated to require a sieve device the mobiie gs. ewayiin the network to 1.. '11'1 p1iv:1te 1P addresses C- Ftesp. 4O 1: ' 9 Ex ”’01 5210,2391119PSY1. For the same
reasons expreesed above however, we deter mine that an ordinarily ekii teo arti sen wouid not have read Marchand
t1:- erect-ode the gatewaynit on: being a rhastei device '11inth e:'_LiS See supra§1'i'.A.4.a.

 

  

d Second—.1 12 1.1111112111111311an of Nertobvieusness

did not put forth any [* 34] evidence ot secondary co1‘131deratione oi nonohviousnese.

e. 00110111511111 Regarding Giant? .1

Based on aii at the evidence of record, we determine, by a preponderance oi the evidence, that the subject
matter ct ciairn t wciiid have been obvious ever the combination 011111.1'ohand, Viiahder, and Northann tinder Sift

U.S.C.§103(e)1

 

:‘J {itaims 4‘, 7, and 1‘4

Ci aim 4 deoends 110m oi rain: 1 and reritee "the service repository sottware corttponent identities whether the
ae1vicei savaiiabie at a particular time." :X 1130115I4~B BLiiiding on Petitioner‘s anaiysis 1111' 131511111 ‘1, in which

Marchartd’s LUS cerrespondst o the recited“ service repositorv sottware corrtponeht,“ Petitioner contends
"tvtarchand teaches that {it he LiJSrcontai ns a tie t of availabie services provided by other devices on the
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:5}
network.” Pet. 291mm“ Ting Ex 1805, :3: TT- T2) (entph..:si.addedt1y Pet itione

Ciairn 7 depends Trorn siarm T and recites "The second wireiess device is a thin terminal." Ex :801 to‘: T4 T E“:

Mirroring its unoatentabitity contentions tor ciairn t Petrtioner maps Tviarchand's rJT‘iriterofto tre TetiteTT "secondwireiess device" that is a “thin terrninai.” Pet 30-31 chiting Tameraria, Ex [* 35] 1005 :St- TTT. As stated

above. we determine a printer is a Type oT "Thin ter minai.” See supra :13; i.F

Ciaiin T4 depends T’Tem oiairn T and recites "the second vvireiess device ineiudes an appiioation sottware
component That registers an avaiiabiiity oi the service with the service repository soiTware component.” Ex TOGT,

T6:34—38. Pet::roner cites iv‘iarchand for teaching that ”[oither devices (eg, printer .32): on [Merchand's] ad—hcc
Biuetooth Piconet network 30 n“: ay use i5teir respective Java and JiNi iayers i9 and 20- io discover, join, and

downicad services :22 Trnm [thei JiNi LTJS. " Pet. 3T—82 (citing Ex. “i085 8: iS—22, 7:23—28 8:41—28): (internet
quotation omitted). Petitioner contends an ordinarriy skiiied artisan "wouid [have] understiood] that one or more
sottwareeiements such as Marmard Java techncingv iayer 19, JiNi technoiogv iayer far} and any other

appiir“oation re.g. .apoiication ET) in a network 30 device _ . . heip [to] impiement registr ton of an avaiiabiiity oi
a service withhe:....iiS." id. at 32; Ex. T003 RR 28

 

 

 

 

Therefore, having considered Petitioner's unpatentabiiity contentions and supporting evidence, we are persuaded

tha‘t Petitioner [* 36] presents suiiicient evidence to support a iindirrg tha‘t these prior‘aart reier‘ences te" ‘h the
ciaimee‘ subject matter reoitedi n claims 4 and T4 For the same reasons as above with respect to:Tie n“: T
eiso are sarisitedTiha Petitioner has presented sufficient reasons for the combination. as supported by Dr. i<iaei'es
testimony. See Pet. 1"“:3; Ex. 1-003 PP 48-5 T. Furthermore, regarding ciaims 4 and t4. iXi reiies on its same

arguments irom ciaim i .see PCT Resp 41‘,- which we do not iind persuasive for the reasons mentioned above.
For ciaim 7 tX5‘ s arguments perta:-r“: to oiaim-interpretation of the term 'tth termi“:ai," Taee id. at 4?.—,43T and we
aiready have consideredi hose arguments above See suprani. F Th er eiore based on the enit-re record bet or e

us, we conciude PetitioneiiTao den: o:rstrateri by a or eoortdera:rTe oiThe evidente that the subjectmatter of
ctaims 4. 7. and T4 wouid have been obvious over The combination oi iv’iarohand. Viiander= and i‘xiurmann.

 

B. Obviousness Ground Based on Marcharrd, Hermann, i/T’J'ano‘er, and RFC 2543

Petitioner contends ctaim 5 woutd have been obvious over ti‘re combination ot itJ’iaT‘chand. i‘iurmann, Viiander,

and [ 37] PFC 2’34 Pet. 32—3 iiX' disputes Feti-tiohers contention PT”) Resp. 4.3 45

i. .5?th 2543

R:2543 is an internet standaTds document retated to Sessi on:nitiation ProtT: col (STP'), which is "an apniicatinn"
layer cont:oi Tsionaiing‘: e‘orotcot ior creatino modifying and terminati-ng sessiorsr with one orrno re participants
Ex T0071. An STE—capabie'oiient queries the DNSTchmain Naming Setvioei setvet for address. records Tor the
host portion oitthe Request— URT [Linii otnt Resource identiiier]? foa ici. Such a chant :v’iA‘r' oache a successiuui
DNS query resuit." id.

2 Gain“: 5

Qiaimo* der:ends from oi aim and recites "the software component inciudee a domain naming service ('DNS‘T

sottware corneonent To transiate between a human readahie name and a.second internet Protocoi (’iP'T "ridr ess "
Ex T001 18:7—TG Petitioner cites RFC 2545‘ s teachings regarding a client querying; a DNS server to obtain and
cache an iPaddreess oorrespondingtca hurnan- reads—r:ib e name such as “companycorn.” Pet. 33 (citing "T. T088

PP 545 ;Ex 0713.4:8‘: Petitioner proposes adding'’RFQ 2543'sdisciosure oi DivS query and response. . .
with ivia:ohartdjs Si Poii nt in the combination oi Marci‘rand, [* 38] Nurmann, and Viiander to irn iement Tuii STP
capahiiiTi e5 ie. g., DNSTin Mar‘ohandis Si Pciient and oompiv with STP standards. id. at '34 (Citing Ex. “i008 P 57').
Accordirno to Petitioner This would be usei:=iwhen a device5in iviarchand s piconet requests "access to The internet

T’eg, aweh pace.., oniine oath." id. at 33—84 (citing Ex. TLT03 Poe).

 

  

 

Supported by Dr. Mand ayarh'etes:imony iXi argues that devices on Merchand'_ piconet aeoesstnhe eeiiuiar
network through a oaii conniroi oiient, and Marchand do es Trot Teach That the ciientt‘rovides aooesssto a weboage.
Id, at 44—45; E1 238T PP 74—75 nE: iXi further notes that "irriarchand does not teach that the devvices in the

Biuetooth pic net have hurt: at—readabenarnes ‘ :rJ‘ at :15:’dr owing accntrast with Ex. TOUT 8: 2529) 1X1 aiso
argues an ordinariiy skilled artisan wouici not have been motivated to add such unnecessary functions. id.

—————————————— Footnotes————————--—————
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1'6131ithougi1 in cites paragraphs 75—76 01‘ Dr. i‘vandayam's deciaration, the context makee clear that iXi intended

to cite paragraphs 74—?5.

~~~~~~~~~~~~ End Footnotesv—n—nnn-n— [*39]

131111351.11013113 phone Ehctudes a second interface/AW. depicted as

0. the 111i.1 SIP nt 03011111111023 P0133; Pet Ftepiy 20 {both

 
 
  

-3 noted by PetitEon-er, however. Merchand's
SiP client 112 in Figure 4, whit,h enable; the 0 It!)(0

at
‘8

  13Etir'1g Ex. 1003 P54; Ex. 1005, 5:5—7’. 1:20—30}.' .1-i1t-:11 1hE3 tea0h111:; 1113 31:1-313030001tthatan oro'E11ariiy
51.111911 artisan 111101.110 have kr1011111'1 t0 irnoiement PFC; "'51-‘11? s 013010511163 01' [3113121111111 response, and caching En
11.110111311511100 SiP oiEent 42. 800 EX. 1003 PF 54. 51.1111131111111101 agree with Fe: Etir:111er that this amounts?0 using a

 
 

known 1301111101113. to 1111r>r0vesirntlar devices in the earne 111131110 yieid predictabie res 11113. See P0194; Pet, Peoiy

(both citing 15191? 551} L18 at 4W1.

For these reasons. we are satisfied that PetEtther has presented snttioEeht reasons for the combination 01‘

Marohand, Northann, VElahder and PFC 2543 We also are persuaded hat Petitioner oresents 511111101310 evidence
to euonort a finding that FtF1‘325—‘13 teaches the additi onal'1'Ernitation r00100' in 1.131111 5. Finatly t1:- the extentthi

again reiies:011 its; arguments for oiaEm 1 'see PO Reap. 441 wee00 not 1‘End them persuasEve[* 40] for the same
reasons r11entior100' above. A0001 dEngiy. eased-11111113 0011101Eete trEel record we oonotude Petitioner has.

demonstrated by a preponderance ot the evidence that the 31“11301 matter of claim 5 wouto‘ have been obvious:
over the combination 01‘ Marohand, Vilander. Nurmann, and FtFL254’:

  

C. Obviousness Ground Based 01:1 Ariarchano’, Hermann, ii'iiander, and 1.3135011

PetEtinner contends 01311110 0 and 23 WGUIEd have been 0011101-=0 over theroombtnation 1'11 Marohand. Normann,Vilantrier, 31101.1:reeon. Pet. 3—39.

tXi disputes PetitEoner‘e contention. PG Peep. 46—118.

7. Larsson

’ AP gateway1.31eson relates to WAP [Wirelese Aopiioation Protoooii sessions between a rnobiie terrnEnai and e

’ Figure1 01and 111010 pariiouiarly,'o1 the organizat 1011 01 protoootiiayers inaWAP get awayEx 1008, 1:25 3'.
Larseon is reproduced beiow:

."5

 

Figttret illustrates mohEle terminal 113 i "a portable laptop 001hottter.pereonaidigi1 aesistant (PD/~11. mobile
telephone, pager, 010.." access Eng private:networ it“:5 via WAP gateway 31). id. a112:3‘1--46. Private network 15

may [*41] be a corporate network or a virtuat 1111113101 netwoii11VP1‘xif1.' 012:4? 55 T1111.- mohiie terminai 11.)
obtaine access to ace 33 Server 25 via wiretess link 2510 Public. Land iv’iobiie NetworittLPLMN} :20. id. at 2.41144.

The WAP gateway '30 incitides first stage 0101:3135 and second stage proxy 431, which are “functionaliy separated"
by Eirewalifl. 1'0. 1112:5364. 3:17.
A
a, 11’aims 0‘ and”‘

0101111 ‘5 031;ends irom oiairn t and recites "the Soiiwar
0011: 1oi access 1.1'1etween the oeliuiar network and the 1" tot wirelees o'evi 0e. " E10100 11:1: 11 13. Petitioner

prop oees acid=Er1 oLaresc-n to the oorttbinatinn 01‘ MEET 3nd, Nurrnanh and Vilar'tder 101 113211111110 theseott .iy
sottware cormoonent. Pet. 3.7. Petitioner contends an ordinarily skitied ar tiean would r1311. ”Enciuttei0i security

scattware someonente 511-011 as Larseon‘s firewalt 37' tir't et'ge 01 0x11 35 and set,and stage eroxy 40 in
Marohand's mobite phone gateway 33 which is sit, '1't111eer1 two networ $130., Marohanct’e ceiiular network

’33 an"; 00' 10083113100111 Plennet network 33) " io’ (“ting Ex, 1003 P61}. PetEtioner aieo contends; an ordinarEtyc'ttEtled artisan 1111-:111i0'[* 42] ha110 00011 mot i1.1131.001. oadd Lars-300'; 111311131! 37’ tErst stage pr0x135, and second
stage proxy 41.1 Er:11113101131111'31131011131'33 1001011101»; secure at:0303 to Marcnardpic-011511110111 theceiitilar

1 etwork. it}.sitEn g 53.1003 P02).1“10131;110En0to PetEtior1er,ihis would result in 1111;1reetiE13Eent31.111he1'1tication
hecatrsee<11.1011 authenti0011011 need oniy be per 1‘01 med 01100 at the time 01‘ the hr:1 network access request 10 at

01—38131tng Ex. it)01:13 F52: Ex. 005.2:8— 151.

- 0011100101“ inoiudee a se' i11;: Software oornponent t0
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iXi contends Larsson does not teach "that the WA? gateway can be incorporated in the mobile terminal to or
even that the WAE gateway.s one local area network with mo'oile terminal 13." E0 Resp. 48 (citing Ex. 21.3:
2’8) We agree with Petitioner however that Pet itioner‘e oropoosed combination seeks to add Larsson's security

con' ponents to iviarchar d's gateway rnobl le phone, not larsson's own :nnh:iilee:lminal it) See Pet Peplyr’32 As
such, lXi misapprehends the proposed combination Eiur ther more we are pers raided by Eetittioner's showing that

tar::son and Marchand both involve a gatewaay situated between--wo networks [* 43] such that an ordinarily

skilled :trtisan wou:-d have known to apply Larsson's security features to March-ands similar toooiody[See Pet. 32
’clting Ex. 1303 P oi,‘-',Eet. Reply 23 (citing Ex. “i333 PE 58—6l; Ex. l338 1:8, l:67~2:l,2:33 5,4 . :i. We

are further persuaded by Petitioner‘s contention that an ordinarily skilled artisan would have been motEvated by
the efficiency gained through performing authentication only once at the time oi the iirst request tor network
access. See Pet. 3~"- ’8 (Citing Ex.1303 P62; E;<.1036,2;B-15).

 P

Claim 23 depends trorn claim 1 and recites "the first i: less device further includes a virtual private network
(‘VEN't software comoonent.” Ex. tout, 135361. Regarding the recited ‘v'PN, Petitioner contends the asserted 4-

way obVEousness combination "discloses a second stage proxy that resides within the VENslode Eirewa
gateway cellular ohone. and authent ica es*racess requests from users. " Pet. 33 (citing Ex. H.133 faE59; Ex. it38
3:l-'2’; 4:13- 22. This is supported by Larssonn's teachings on private networklbnpotent ially beEng o VEi‘xi because

the second stage [* 44] proxy interacts witti the VEN, the second stage proxy acts as the recitedvirt ital private
networ‘ . . .soltware (QYtpUl’e'l 'See EGO' PEES-BQ: Ex i638, 22‘ 27-65., Fig.1

 

5.1 

Finally,oto the extent iXi relies on the same arguments from claim ‘1 relative to claims 6 and 23 (EC) Resp. 46
we: ii1d them unpersuasive for the same reasons mentioned above.

I

Accordingly, we are persuaded that Petitioner presents suiticlent evidence to supoort a iinding that the
combination oi lvtarchand, hiur'lhar'in, VEiander, and Larsson teaches the subject matter recited in claEms £5 and 23

(see Pet. 3833), and that there are e rcient reasons for the combination (see id. at 32—38). Therefore, based
on the entire record before us, we conclude Petitioner has demonstrated by a preponderance of the evidence that

the subject matter at claims 8 and 23 would have been obvious over the combination of tiiiarchand, Nurmann,
Vilander, and Larsson.

  

D. Obviousness Ground Based on Marcitend, Numtann, l/iiiander, and JEN! Spec.

Pet itioner contends clairsn1 “:2, l5, 2 .34, 29, 43, 42, and 43 would have been obvious over the o:nbinatitron of

Marchend, Nurmann, Vilander, and Lill‘xii Spec. Pet. 3355. [*45] le disputes Petitioner's contention. PO Piesp.
4356

i. JEN] Spec.

The JEN! See .Esa textbook dE rectocite the din: architecture. which is "designed ior' deploying and using services
in a network. ' Ex. 1309 x.x The .llNl Spe eaches a process by which a lockup Serviice (LUS) is used to

register proxy objects as;oc:ated with ever is services. id. at 5-3” .A client wishing to u= . a service loads an

appropriate proxy obi so from thel..ti8 and executes the proxy ob:ect to access-the service to at 7275; see alsoEx lot ". .DE 6'3 ‘69 (explai ni:l“ the use oi oro v obi acts. in thellNl Spec”)

  

 

2. Claim 22, 34, and [’9

lOi‘lS {Qt allV9independent ciaEmst and 34 include some limitations thattare similar in scope, so the part eis posit
ayse betweento claim 34 are similar to those in claim l Therefore we let:us on certain differences in then

claims 1 and c. :.

 

Petitioner maps Marchend's gateway mobiie c hone 33 to the recited "ihandheld device" ot claim 34, and Petitioner

maps ivlarchand's Bluetooth piconet to the rec lted ”short di stance wireless networ it. ‘ Pet. 44 (citi-ng Ex.1333 PP
2 --26; Ex. 1305, 4211-2361329, '2’:ltt--2S, 8:1t). For the recited "=‘tst'orage device, Eetitioner[* 46] cites

iv‘larchand's description ot programming interfaces and protocol stack layers and co ntends that an ordinarily
skilled artisan would have understood‘ a storage device would have been neoessaty tosostre software
associate-c'tAlth-these tsatures in Mart nd‘s gateway mobile phone. id. at 45 {citing Ex. loos PPS:~36; Ex.

1335. i31323). Petitioner iikewr'se so .ends an ordinariiy skilled artisan would have aopreciated that sottvvare in
the Gateway, including software for "implementiingi rou ii1;; and coin mun call on over :13 cellular and local

wireless networks," would require execution by a processorcoupled to the storage device, id. at 45—46 {citing Ex.
i003 PE 34—36; Ex. EGGS, 2:":4—‘l3, 2:27~3l, 6:18-20. 6: 27~30}
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Regarding oiairrr 34’s recitations on providing an iPdata packet to a terrni nelr'1nd transietir :1 bet ween tirst and
second 1P addresses, Petitioner n'tns Marchartd 3es3r113 ion ct receiving:'Pdata packets t om a pubi ic iP network

at the qa:eway and i‘O""t1’uidl"i" 1h 11 to other 1131.111; ' 111 1:1e B1 tietoo1h oioonet. 111.312425,i—tS =18 {citing Ex.
  

  111133 P‘ , Ex. 1951 . :i4—i7g10:31~t"::2). For ”‘contlroir,iino] access" between the networks, Petitioner [*47]cites this:.sine teachings 1P data packets and eiso 's Marohand’s description 01‘ the gateway functioning as
"a caii~controi server 1131' client devices in the ad— hoc 1113tvt orlr, and. .as a caii control ciient 1'131' a server in the

wireiess 11" network.‘ it). 1‘ itinq Ex. 1995‘ P1324 235 ‘78 82 ' Ex.199‘? 4: 23 .27 7:12~14).Eorenurnerating and

searching a iist 511' services, Petitioner cit-35: Ma.1'c:han5:i‘3.1 teachings on ii5:t i1: 1;; services in a JiNi Li‘S and:313-.ailowind
devices to discover, join, and dow1'1ioad servrces 110111 the LUS. 10‘. at 418—49 ’r,‘11‘q Ex. 1095' PP2'8, 32; Ex.1905

6:19~22, 2:925 8111428. 11:1214). Petitioner aiso cites the JlNl Spec rieach: :15: that the LUS can provide a

13101:}: o'o ieot toarequesting dextiito so that the device may access the rdosested servrce. id. (citing, inter alia,Ex. 09:3 3‘13"" 93, 98- ;Ex.i1131'‘,9 4~ii. 712—75) Thus Petition-er has established that i.'iarchand, Vilander,

Nu1111ann,and .iiNi Spec. teach every lirrr itationo:1 cia1111 34

 

Qiairn 39 depends ire-1r: claim 34 and recites "the search inoiudes searching the list of services by ciass3“. att1:hate
or instance." Ex.11301, 18:3--4.Gi'111'1gti'1e JiNi Spec, Pet ' her contends [* 48] “51J1Ni LUSst‘0resEr1iorrnatio
about a service‘s it) its class or type, and its attributes," ail of whi' "1 car: be searched. Pet. so (citing; Ex. rGOBn P

 

 

 
 

64; Ex. 10-219, 9-11.16-20 i"3,'?1"’--'1"‘ 21"'3 "it Ciaim 22 depends irorn claim 1 and contains 51sirnilar

lirnit ion; Petitioner's analysis is hearty idant icai to that ot ciairn 3.9. 81.313111 at 43 44. Pet iti onei, therefore has
estabiished that the combination131i51rohand,Nurntan11,\/iiarrder,5tnd JiNl ape-1..' eaches1be adciitioha 
lirnitadons in eiai ms 2.? and 39.

 E-tiiiding on its reasons for combining Marohand, Ntrrrnann, and Viiander, Petitioner contends an ordinariiy 5‘ 'iied
artisan wcuid have combined the JiNl Spec. With these reierences 01111 iy iniplerner1t 5111151' reaiizei=Ni iechnoicgy
in Niarchand‘s ad—hoc Bitretooth Piconet network 3'9." id, at 42.1 (citing0 Ex. ' -13 P7E1,1..ocordingto Petitioner this
would 511101111 each device inCit/larchano's1' r111301511 oregister, search tor, and execute services in the [oiconetiaccord:ho to the JiNIQwoe . ld.(citingEx.tC193 P 20). We agree with Petitioner that this amounts [* 49] to
nothing more than the:treeCoi a known technidue to improve similar devices E11 the same way or the combination
or prior art elements according to known methods to yieid pr‘edictabie reeuits. i'o‘. {citing K133115517) U S... at 417).

As such, Petitioner has established that :1 person oi ordinary slriii in the art woo-id have had reason to combine
the teachings of Marohana‘, Viiander, Ntrrmahn, and .iiNi Boss. to achieve the system recited in ciairn 34.

 

With respectt 1.1 claims04 and 191211151. es Maicnand cannot teachthe recited enurne:atedi isttt services
cperai ive-in the soft ware component 131.113 r151ndheid devices orocessor'oecause Marchahd‘s LSU cannot be in
gateway mooiie phone :39. PC- Ftesp. 5°~ 54. lXi' reasoning behind:ish argumenit:s the same as tor the argument.

it made 101‘ ciaim 1. See id. Thererore, for the 15111151111151sons menttinned above with respecttor"ciairn 1, we are not
persuaded 'by this argument. We aiso are unperstraded by lXi‘ s arguments for ciairn 223, which recapituiata
arguments madeior ciai 1n 1 Pee id. at '52.

 

Accordingly, based on the entire triai record»we conci= de Petitioner has demonstrated by 51 preponderance oi the

evidence that [* 50] the subje-t matter ot ciairns 22 34.13110 39 riouid have been obvious over the combination
ct i‘v’rarchand, Nurmann, Viiander, 51nd JlNl Spec.

 

3. Ciar‘ms 42 and 45

Ciaim 42 is an independent ciaint that sharesnmany similar timitationsito those in independent claim 34.85151 Ex.

11301, 18:14—40 Petitioner‘s manning of prior art ei ernent s tooiatrn 42? is neariy identi cal-to that or oiairn 34.85151
Pei. 50-55.1n ocnn'it ast. however, claim 42 recites that the processor oi a 11181 handheid device provides short--

range radio signals to second and third wireless handheid devices. See Ex. 1991, 18.: ~49. Petitioner maps
Marohand's network devices. such as a i51ctcp computer. a printer, or a PDA, to the second and thirc=wireiess
handheid devices. Pet. E2 (citing Ex.1993 PPEE, 213.1; E11490? 9234217941, "19184511. in support or’ its

maooi. ,Pettiti-oner notes that non- asserteoi claim 4511'cm ti1e'f033patent indicates that "a iectcp computer
[and] anglE‘Ofiai digitai assistant" are wiieiess handheld devices id. 119 Ex.1991 18:59—54). Petitioner aiso
references th e 'C-Bo" oat e111t'sdesoription of 51 ”hand held" dev: ce 330111 ErgJ1e[51] So, which, in one
embodiment. 'is one 01 the-:ermi1na‘s11217“; in turn Petitioner reierences thata printer is one of the enumerated

ter‘rninais 19'." in the ”(VB patent. id at 52 (cit: :15; Ex 1901, 4. ‘1'} 2b. ":43—49). in light oi this, Petitioner
contends an ordinarily slriiied artisaan "wouid [havei oonsiderled: any oi Niarohand's net work 30 devices. such as

the laptop computer. printer, or PDA, as corr‘espondir‘rg to 113 second and: rhid wireless he 1115111131 11 device3 ' Pet.
52131ting Ex 1901, 4:17-25; 5:43—46; Ex.1003 P29). Pe::1ior:er additionaiiy notes that 1X1 1::apoed a printer to
the "second 1:111ireiess handheici device" tintitation in its iniringement contentions 110111 the r'eiated district court
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.551, EX10E3,?O}D.)lit:g§1.tion. id. 31152-53 (citinrs Ex 15“:

1X1 5133 not d13p=rte Petittrio'1er s evidence shew-i11g that CU": crdi:'1ar1-Ey ski:'ied aritsstn weuid have understood
tvtar::tiar1Lt‘s Eaptop computer. or inter, and PLEA as corresponding to the 1ecited secono and 1.11111 wireEess handheld
devices. Nor does iXi dispute that hiar'ci'rend's Eaptop oompoter. printer, and PDA are ”handheio‘ devi ’

co1.1rnensu1‘ate with claim 42; [* 52] indeed lXE does not propose a construction of "handheEo‘ " iX

argument against Petittioner' s anaivsis tercniairn 42 reoapitui at es its argument E. om ctai1n 34 nemeiyMarchend cannot teach a wireiess he1.1dheid device that enumerates a Eisi of seivices:because Marohand'1s L.51

cannot be in the gateway rn.1511 phone. PO Hesp. 53- 55. Ass Etaed above, we do not agree that he. chand‘s'1

teacnings on too 1E5 a1e so limited See supra 13 lE.A.5 .a. Accordingly, we o'eterrnine tnat Mermand teeohethe
reoitted second 21111111111121wireiess handheid o‘eviceis] oi =oleim 42

  

Ciaim 45 depends trc-rn claim 42 and Eorther recites "the second wireiess h'L'rndheici deone is at-Etintt1e' rni1tel. " Ex.
1051. 15:5" 57.1113 stated above, we determine a printer is a tyr:e ofthin termina: " (see some 5“; EE.1, and

Petitioner maps Merchand's printer .32 to the second wireiess handheid device. Pet. 55. iXi’sa1gtintenEs-ciispuEing
Petitioner's analysis reEate to ciairn interpretation (see PO Preso 4:243 551. which we have andeased above.

Therefore, having reviewed Petitioner‘s Linoatentability contentions tor ciairns 42 and 45 (see id. at 5555). we

determine Petitioner has esteblisi‘red [* 53] that iviarchand Vilander. Nurmann, and dli‘ii Spec. teach every
lim.1a1ion oi these oEaEms. Petitioner'srationaie for comb:-ning these rete1encee is also sotticient tor the reasons

stated above. Based onthe entire tr:a1 record we cone:ode Petititroner has demonstrated by a preponderance oi
the evident“e that the subject matte1otciain1s 42 and 45 won:'d have been obv: oos over the combination of

Marohand, Nitri‘nann. Vilander, and 1iii\li Spec.

4. Claims 1‘2, 15', and 4:13

Cieim 12 reoites ”the software cornponenE11noludes 51 pi:=g and pi ey so1twa1e component to E5;d and exeou'et

soitware 11.11 the second wireiess device " 5.11.1551 15:27 29. CEam 45 recites t“he soitware LL1111.1o:1en1 includes
aolog and play softtware component to identity the ter mi1'ieli the short distance wireless network and obtain the
appiication sottware component for the 1e1minal." id. at 181:5in Petitioner relies on ita’ia1'c1and and llNi S . as
supported by Dr. iiiaeE's testimony, tor teaching these iimitations. See Pet. 39" 43 5t). Speciticotiv Pettitioner

contends anetwo 3C: devieeie .gu printer 32): registers a se 11/: oe (e. g. , or:nting serv:oe‘; with the .JiNl LUS in
gateway inohiie phone 33 by ioading a proxy object Loner-111515.35 [ 54] tor sserv-oe onto t'heL=l LUS." id. at
35—42 (citino Ex. 1503 PP 58, 57; Ex. 1009, 4—11, 72—78., 217—285), According to Petitioner, when aNrequest tor a
service is received. the proxy obj e11E is anded and executesi to aiiow access to the service. id. at 41-43 (ornng Ex.
E1303 PF 38 63. 58—53;? .th.9, 411 511-50 7S~74 77—73, 217~235).

 

As supported by D: Mandayaasm' etsti merry EXi contends an moi “Ely shiiEeo‘ artisan wooio' not have understood

JlNi Speos proxy obieot thatirs eubiisheo‘ to a LUS 1Epr:1njoini1~'rt;.= £1.1etwork as constituting a “pi-119 and piey
sottware component PO Resp. 50 {citing 1.55.2351 “7 541. Specificaiiy, EXE contendsthere-is notii sclost: re ofa

so‘itwere component that Eonctions in a plug and piay manner." id. in e>zpiair'1s“tire LUS does not determine,
find, or otherwise resolve the sottware neoessary to support thejooi i11r._1 terminai. consistent with the pEain and

ordinary meaning oi the term plug and piay' and 111e so ecitiioation of .he «533 Pate1tt."ida150--5t {siting Ex.
?501 i3 84‘).

 

   
 

 
 

Yet the .JiNl Spec. desert bee the oonceo[1* 55] of "inietwork plug-and~work" as: being a goat oi the .thi
architecture: "You shoriid be abieto pi pg :1 serviLe: 1115 the network and have it be visibie and avaitabie othese

who want to use it Piugginosomething into a network sh bold he ali or almost aii you need to do to Liepioy the

service. " Ex. 15-09. 4. This is commensurate with the recitt'edpiug and piay concept reciteLi in claims 1“ and 411.
The ._lEE\El 51.1ec.aiso describes downloading; of code for a pn11x11: obi ect and'invoKi ng methods on the proxy obi est“
in responseto a request to: a servioe. id. et5 7, 9- 15 This is commensurate Wt-th the recited'iooadiingt and

executh not" of software in oiairn i2 and "obtain[ing] the ao pEEca1 ionsoftware nnmoo1e11t" in oiaim «210. We

additior'raliy agree with PetitionerPet Repi y 23- 2411 net cer1ai n of iX‘slerg:intent stern on features not
appearing in the oieirns; such as "d..termin[ing}. iino‘Eing], or otherwise resoEviin-git .e software." See PO Resp
513-51. These arguments are not persuasive.

 

 
Petitioner’s obviousness analysis tor oi 1airn 1513 sin "er to tha' tor claim 12, and it Eiitewise esta t" has that the

asserted obvious nos3 combination teaches the ad onai linr.1ation in oiaim 15. See [* 56] Pet 453 (citing Ex.
1503 PP5553.331. Regarding claim 15.1}(1 again reiies on its arguments Eor ciairn i (see PO Pies 1. 52):, which
are not persuasive tor the same reasons mentioned above.
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  Based on alt oi the evlc1st so of record. we determine. by a preponderei‘: so of the evidei: so that theesu'o ect
:natt131‘13-tLEa1111312, 15, a: d :10 wouio “.ave been obvious ova: :i1e combination ottv’laroha:1d,\liiander, Nurmann,
and EttNt Spec. under 35d. 8::3.§ 1031’s}.

E. Obviousness Ground Based on tvtarcnano', Larsson, and JW: Spec

Petitioner contends ciairns :25 and 28: would have been ohvious over the c1nhina ion of Marchand .at’SSLtl‘t, and

JlNi Spec. Pet. 5560. in disputes Petitionehsponte=1t ion PO Resp. 56— or.

Petitioners analysis tor independent ciaim :25 incorporates elements oi the analysis above tor independent ciain:
34 and for dependent cia:111 :3 1n partnnolar, Petitioner cites Merchant: for teaching the basic Biuetooth system

a1chit3-13tu1c tne hanster oi iPdata packets, and the use of a iiiiN LUS. Pet. 55—59. Petitioner cites Lai‘sson for
teaching the recited "security sottware component." id. at SEE-~59. Petitioner cites the iJ:Nl 3pm .to: teaching
detaiis on registering [* 57] and iisting services with a H.151 and using- proxy objects to impnarnent sewices. id. at
59.

 

 

 

n

For tiaim :28, which depends from ci' ' PS, Petitiu:1e: r::e '1 on the same anaiysis tor " in": .o, in which Petitioner(a :1
cites Larsson to: teaching staged proxies:‘the: are used with a VPN. See id. at 39 E50; supra § it.o 2

   

  seed above Petitioner estabtishes that the combination oi M1"”hood, Larsson,Thus, for the some tea :sc

ubiiect matter recited-in,iairns 2:) and 28. Petitioner at so presents sutt:-o:eht reasonsso

i:

and LiiNi Spec. teachs it:e
to r combini11g Marchand ,Lars

above. Pet.36; see supra §§

 on =di
su

C,and JiNtSpsc.ti1at:nirro: those given with respect to other grounds discussed, title.

EX: againnocntends Marchand does not teach or sup:gest inserting the JiNi LUS and: servioesearching

capohilit;s t .the' service reposito: y sotttware comp: nent") on mopiie phone 33. which corresponds to thereoited' eoond unreiess device' in cia in: 25 PO Ftpes . For the same reasons discussed above, however, we
are not peueded by this argument.

Acoordi l'tgij. based on the entn‘e iriai record, we onnciude Petitioner has demonstrated by a preponderance oi theA

evidence that he subject [* 58] matter ot‘ oiairns :5 and ’28 wouid 1ave been obvious over the combination of

Niamhand. Laisson, and :JlNi Spec.

F. Testimony of Dr. Kiaei'

tXi argues that "Dr. 'vt'ao:opin:ore: are unreliahle because they in' understand and inischaraoterize the inner
workinos ot it'iarohand s network and devices.‘ PO Resp.12. Dr. Kiaei‘s”opinionsregarding Biuetooth. the
proposed modifications or Merchand, and the purported motivations tor modifying Marohand sheuid ‘oe entitted to

littie weight, it any." in argues, because of "Dr. Kia :0. lac»; 0: understanding Bluetooth and taiiure to consider
the implications ot Marohand‘s reliance on Btuetooth with respect to the proposed combinations." id. at 15. tXl's

arguments are rooted in iXi's sti'ovpiconet theory discussed shows. See suprag} ii.A.6.a

 

  
 

Petitioner replies that the ”portion ot Marc-hart d- elied upon in the Petition does not reiy on a device being
co onsetted in more than one piconet." Pei. Replyé)2L .Thus, .Xi’s sub-piconst theory is supported 'ey hypothetioat

drawings ano'testimonv 01‘ Dr. l‘v’iandoyam not 'og Marchand , according to Petitioner. Id. Moreover, Dr. Kiaei
testitted that the quest:on ut wt: etheradevice couid be connected in more [* 59] than one piconet war- a

hypotl: et:cat duestion that he could not answer without more intoimation because it was outside of the scope of
wt1::t'he considered See id at 2.4 25:;duotir1g Ex. 23:02., 98z2n3. 98:22-39:91. i1: sum, Petitioner argues that
iXi’sattack on Dr. hiaei's credi i_:ii:: is misguided and its] not germane to any substantive issues invoived ir- this

proceeding." id. at 25

  

We have the discretion to determine the appropriate weight to be accorded to the evidence presenied, inctuding
opinion tstintony, based on the disclosure of the underiying facts or data upon which the opinion is tossed See,

eg. Yorkev 1'.D:‘aii1,6t)t Fd 12 i284 (Fed. Cir 21:11:) (holdingihe Board has discretion to credit one
Witness. 3 testimony over anotheruniess no reasonable tri er of tact could have done so",=. in this instance. we

are not persuaded by tXi‘s argurnentsti1211 D: Kiaei'sU testimony as a whole should be given ”tittle weigi1t,1tany.

Soecitically, we have consio'ereot les and or Mandayam’s subepiconet theory in detait and we determine that it
would not l1 ave li1n11ed an ordinariiystall: edstistr nderstanding oi iviarchand See supra1 li At) .[* 60]
Thus, we accord an appropriate weight to Dr. ttiaei'sL. :estirno ny as-indicat ed in thi.Decision.
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1’; Marion to Exeiude

1X1 meves 113 exciude Exhibits 1002 1014, and 1015 en the basis 1:11 reievance ”because they are 11131 referenced

01‘ exp” :iried a1 2111-111 the Ee11 11011 the Eepiy.” 13311311121, 10~11. 111 its Oepesitien Pe1: 11011131 1301111e11-21s131-r. Kiaei
reierencedtthese exhii31tsir1 his decieietion. Paper24,2-3(citir1g -x. 113-03 PP 3:1, 315. 42.1015111). Because Dr. Kaeei

reiies or: these exhibits 111 support 01' his testimony £11 this case, 1X1 has 1101 13111311111 that they are irreievaht under
FRE 401 and 402. Aeoore‘ingiy, we deny iXi's motion to exciucie Exhibits 111102, 11314. 211113 1015

 

 
 

iXi arise max/es to exciude Exhibits 1016 and 1131?131"1rthe basis 131 reievahce i1eers:1y,e11ci authenticity Paper 21,

5. 1X1 1131: her cemehds Exhi'11its1016 and 11117 cons-:itute1111111011111suppiemehtai1111131me.:icr11.ha1111as
sei311111‘iied 111111113111 autth01 1;:511101‘: pursuant 113 3? GER. § 42.128. id. 2112-11. Because we tie not reiy 11131311 Exhibits

11116 and 1011 ire rendering this Deeisio11,ws dismiss as 1111.111: iXi’s motion 11.1 12~x-.';i13111'e[i 61] these exhibits.

.CONCi_. iJSl ON

Petitieher has demonstrated, by a preponderance 13111113 evidence, that

(a) ciaims1,4,7~,and 14 are Hepatentabie eve1'1‘12’iarci1sr1d, 11111111511111, ahd Viiander under 35 0.13". {:1 103151};

(1.1) Cieim 5 is L1hea1e11tetbie ever Merchand, Nurmanh, Viiander, and RFC 2543 1111111211“ 3.5 L130. {1 1031a);

(31 cieims 6 and 23 are metentabie over Marmahd. 11111111211111, ‘v'iiancter. and Larssen Ui’i-Tiei’ 35 1.1.8.0. § 113.18.);

,40, 42,arici-1-6 aret1ripe1er11ebie over Marchahd, Nurmahh, Viiahder, 3.11:1 £141
(s); end

(e) Cieims 25 end 23 are Lihpete1‘11ei3ie over Mershend, Lersseh, and 13‘: Spec. under 35 11.130 1% 103131}.

1V. ORDER

in cahsicieretieh 01 ii‘1eioregeihg, it is

3?.
.

.nORDERED ii‘1a1 12151111131, 4-17. 12, ‘14, 1:1. 22. 2:}, 2'3

unpetemabie;

£4,139,134 42. 211111 43 1111131033 patent are heicirm

 

FURT E1": ORTERFDthat iXi's motion 13 exciude 5111111131002 1611211101 11.11513 denied;
 

EURT ER 01": EEREDhat iXi's1110111311 113 exeiue‘e Exhibits 1015 5111511011 is (“gnu-1396’“: 171001; 51111.1  
  

FURT . ERED that [* 62] becamee this is a Finai Written Eeciis 011 pa1 ties 113 the 13111ceeating seeifinr11;judieiai 1eview 131 the decision 111111 Lo"1pi11111111htheetr10 ice and service requirement9111 32" C. E R. §9

$0111.99: Committee $QuFCE Set: 3‘
Terms: ?03§fi33 or 7,339,633 (1

Vi ew: FU ii

hate/"iime: Tuesday. May 16. 2017 - 11:15 AM EDT

-inieiiectuai Property Cases, Administrative fleeisiene £1 Reguiaiions
uegest Terms 10: My Search)

1.1 11’}
1

  
 
 
 

\ x About Le‘ ex’ir: Privacy P011121; E Terms 81 Cendittens (3011131121 L
Lfifiififli‘Kid-11$ (30131111th 12-1 2017 Lexisixiexis, a division at Reed Eisevier inc. A1! righi‘s
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UNITED STATES PATENT AND TRADEMARK OFFICE UVTTET‘I STATES DEPARTVIF‘NT 0F COM—MERGE
United States Patent and Trademark Office
Addless. COMB/USSTOVFF‘. FOR PATENTSPO BOX 1450

Alexandiiay‘hignia 22313-1450wwwusptogov
 
 REEXAM CONTROL NUMBER FILING OR 371 (2) DATE PATENT NUMBER

90/013,925 03/24/2017 7039033
CONFIRMATION NO. 1027

41200 REEXAMINATION REQUEST
PK PATENT LAW NOTICE

213 S. Payne Street

New... VA 22314 ltilllilllliim"lullIilliilliimIittiliilllllllllltlllllulllll
Date Mailed: 03/29/2017

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Patent Owner Requester)

Requester is hereby notified that the filing date of the request for reexamination is 03/24/2017, the date the

required fee of $12,000 was received. (See CFR 1.510(d)).

A decision on the request for reexamination will be mailed within three months from the filing date of the request

for reexamination. (See 37 CFR 1.515(a)).

Pursuant to 37 CFR 133(0), future correspondence in this reexamination proceeding will be with the latest
attorney or agent of the record in the patent file.

The paragraphs checked below are part of this communication:

1. The party receiving the courtesy copy is the latest attorney or agent of record in the patent file.

2. The person named to receive the correspondence in this proceeding has not been made the latest

attorney or agent of record in the patent file because:

_ A. Requester's claim of ownership of the patent is not verified by the record.

_ B. The request papers are not signed with a real or apparent binding signature.

_ C. The mere naming of a correspondence addressee does not result in that person being
appointed as the latest attorney or agent of record in the patent file.

3. Addressee is the latest attorney or agent of record in the patent file.
4. Other 

/rbell/
 

Legal Instmments Examiner
Central Reexamination Unit 571—272—7705; FAX N0. 571—273—9900

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE UVTTET‘I STATES DEPAR'IWTEV'I‘ 0F COM'MFIRCF}
United States Patent and Trademark Office
Address COMB/HSSIONER FOR PATENTSPO Box 1450

Alexandria, ‘r’ugJua 22313-1450wwwusptogov
 
 

REEXAM CONTROL NIMBER FHJNG OR 371 (0) DATE PATENT NUMBER 

90/013,925 03/24/2017 7039033
CONFIRMATION NO. 1027

41200 REEXAM ASSIGNMENT NOTICE
PK PATENT LAW

213 s. peyee Street lllllllllllmullllIllllllllIllulgllllgglllggtglgltl
Alexandria, VA 22314

Date Mailed: 03/29/2017

NOTICE OF ASSIGNMENT 0F REEXAMINATION REQUEST

The above—identified request for reexamination has been assigned to Art Unit 3992. All future correspondence to
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit.

A copy of this Notice is being sent to the latest attorney or agent of record in the patent tile or to all owners of
record. (See 37 CFR 1.33(c)). If the addressee is not, or does not represent, the current owner, he or she is
required to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
receiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
to 37 CFR 1.36 in order to avoid receiving future communications. If the address of the current owner(s) is
unknown, this communication should be returned within the request to withdraw pursuant to Section 1.36.

NOTICE OF USPTO EX PARTE REEXAMINATION PATENT OWNER STATEMENT WAIVER PROGRAM

The USPTO has implemented a pilot program where, after a reexamination proceeding has been granted a
filing date and before the examiner begins his or her review, the patent owner may orally waive the right to file a
patent owner's statement. See "Pilot Program for Waiver of Patent Owner's Statement in Ex Parte Reexamination
Proceedings, " 75 FR 47269 (August 5, 2010). One goal of the pilot program is to reduce the pendency of
reexamination proceedings and improve the efficiency of the reexamination process.

Ordinarily when ex parte reexamination is ordered, the USPTO must wait until after the receipt of the patent
owner's statement and the third party requester's reply, or after the expiration of the time period for filing the
statement and reply (a period that can be as long as 5 to 6 months), before mailing a first determination of
patentability. The USPTO'S first determination of patentability is usually a first Office action on the merits or a
Notice of Intent to Issue Reexamination Certificate (NIRC).

Under the pilot program, the patent owner's oral waiver allows the USPTO to act on the first determination
of patentability immediately after determining that reexamination will be ordered, and in a suitable case
issue the reexamination order and the first determination of patentability (which could be a NIRC if the
claims under reexamination are confirmed) at the same time.

Benefits to the Patent Owner for participating in this pilot program include reduction in pendency.

To participate in this pilot program, Patent Owners may contact the USPTO's Central Reexamination Unit
(CRU) at 571-272-7705. The USPTO will make the oral waiver of record in the reexamination file in an interview
summary and a copy will be mailed to the patent owner and any third party requester.

cc: Third Party Requester(if any)3

/rbcll/
 

Legal Instmments Examiner
Central Rccxaminalion Unil 571-272-7705; FAX N0. 571-273-9900

page 1 of 1
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Patent Assignment Abstract of Title

Total Assignments: 7

Application #: W Filing Dt: 05/07/2001 Patent at: 7039033 Issue on 05/02/2006
PCT #: NONE Intl Reg #: Publication #: U520020163895 Pub Dt: 11/07/2002

Inventors: Amit Haller, Peter Fornell, Avraham Itzchak, Amir Glick, Ziv Haparnas

Title: SYSTEM, DEVICE AND COMPUTER READABLE MEDIUM FOR PROVIDING A MANAGED WIRELESS NETWORK USING
SHORT-RANGE RADIO SIGNALS

Assignment: 1
Reel/Frame:w Received: 02/11/2014 Recorded: 02/11/2014 Mailed: 02/20/2014 Pages: 5

Conveyance: CHANGE OF NAME (SEE DOCUMENT FOR DETAILS).

Assignor: IXI MOBILE (ISRAEL) LI 1). Exec Dt: 11/23/2001

Assignee: 1x1 MOBILE (R81 D) LTD.
11 MOSHE LEVI STREET

RISHON LEZION, ISRAEL

Correspondent: JMB DAVIS BEN-DAVID
8 HARTOM STREET

JERUSALEM, ISRAEL

Assignment: 2
Reel/Frame: 013273 1 0484 Received: 09/13/2002 Recorded: 09/13/2002 Mailed: 12/02/2002 Pages: 7

Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).
 

 

 

 

Assignors: HALLER AMIT Exec Dt: 01/07/2002
FORNELL PETER Exec Dt: 01/07/2002

ITZCHAK AVRAHAM Exec Dt: 05/05/2002

GLICK AMIR Exec Dt: 03/06/2002

HAPARNAS ZIV Exec Dt: 01/07/2002

Assignee: IXI MOBILE (ISRAEL) LTD.
HA'TIDHAR STREET, #3
RA'ANANA, ISRAEL 43654

Correspondent: VIERRA MAGEN MARCUS Er AL.
KIRK J. DENIRO

685 MARKET STREET, SUITE 540
SAN FRANCISCO, CA 94105

Assignment: 3
Reel/Frame: 017846 0872 Received: 06/29/2006 Recorded: 06/29/2006 Mailed: 06/30/2006 Pages: 10

Conveyance: SECURITY AGREEMENT

Assignor: IXI MOBILE (R&D) LTD. Exec Dt: 06/19/2006

Assignee: SOUTHPOINT MASTER FUND LP
623 FIFI'H AVENUE
SUITE 2503

NEW YORK, NEW YORK 10022

Correspondent: AARON R. ETTELMAN [680454.0003]
ONE COMMERCE SQUARE
2005 MARKET STREET, SUITE 2200
PHILADELPHIA, PA 19103-7013

Assignment: 4
Reel/Frame: 028055 0575 Received: 04/17/2012 Recorded: 04/17/2012 Mailed: 04/18/2012 Pages: 5

Conveyance: RELEASE BY SECURED PARTY (SEE DOCUMENT FOR DETAILS).

Assignor: SOUTHPOINT MASTER FUND LP Exec Dt: 03/21/2012

Assignee: IXI MOBILE (R&D) LTD.
11 MOSHE LEVI STREET

RISHON LEZION, ISRAEL

Correspondent: JMB DAVIS BEN-DAVID
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1 HAMARPE STREET
PO BOX 45087

JERUSALEM, ISRAEL

Assignment: 5
Reel] Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

033042 / 0985 Received: 06/05/2014 Recorded: 06/05/2014 Mailed: 06/06/2014

ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

IXI MOBILE (R&D) LTD. Exec Dt: 06/05/2014

W
THE CHRYSLER BUILDING

405 LEXINGTON AVENUE, SUITE 726
NEW YORK, NEW YORK 10174
PERKINS COIE LLP

1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Assignment: 6
Reel/ Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

033098 / 0056 Received: 06/05/2014 Recorded: 06/05/2014 Mailed: 06/16/2014
SECURITY INTEREST

IXI 1P, LLC Exec Dt: 06/05/2014
FORTRESS CREDIT CO LLC
1345 AVENUE OF THE AMERICAS
46TH FLOOR

NEW YORK, NEW YORK 10105
PERKINS COIE LLP

1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Assignment: 7
Reel/ Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

033718 0687 Received: 09/11/2014 Recorded: 09/11/2014 Mailed: 09/12/2014

ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

FORTRESS CREDIT CO DBDLLQ Exec Dt: 09/11/2014
FCO V CLO TRANSFEROR LLC
1345 AVFNI IF nF THF AMFPICAS

46TH FLOOR

NEW YORK, NEW YORK 10105
PERKINS COIE LLP

1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Pages: 6

Pages: 5

Pages: 3

Search Results as of: 03/27/2017 01:46 PM

W

If you have any comments or questions concerning the data displayed. contact PRD I Assignments at 571-272-3350. v.2.5
Web interface last modified: Aug 20. 2015 v.2.5
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Doc code' IDS PTO/SBIOBa (03-15)'. . . . . A d f th h 07/31/2016. OMB 0651-0031
Doc description: Information Disclosure Statement (IDS) Filed ”mm or use mugU.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Application Number I—
Filing Date I—

First Named Inventor I . mil HALLER
Art Unit NIA

Attorney Docket Number

  

 

 
 

 

  

 
 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)  

 
0909—01 0

 

 
U.S.PATENTS -
 
 
 
 

 Pages,Cqumns,Lines where

Relevant Passages or Relevant
Figures Appear

Examiner Cite Kind

lnitial" No Patent Number
Name of Patentee or Applicant

Code1 of cited Document

  

 
Issue Date

' 003-05-06

-771635 B1 '004—08—03 ilander et al.

. 836474 B1 ' 004-12-28 arsson et al.

If you wish to add additional U.S. Patent citation information please click the Add button.

 

  
 

  

 

 

  
   
  
 

U.S.PATENT APPLICATION PUBLICATIONS Remove

Examiner . Publication Kind Publication Name of Patentee or Applicant Pages,Columns,Lines where
. . * Cite No . Relevant Passages or RelevantInitial Number Code1 Date of cited Document .

Figures Appear
  

   
If you wish to add additional U.S. Published Application citation information please click the Add button. Add

FOREIGN PATENT DOCUMENTS Remove

Name of Patentee or Pages,Cqumns,Lines
Examiner Cite Foreign Document Country Kind Publication A licant of cited where Relevant
lnitial" No Code2i Code4 Date pp Passages or RelevantDocument .

Figures Appear

1

 
 
 

 
I 001076154 .I2001_10_11--

EFS Web 2.1.17
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Application Number

Filing Date
INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

First Named Inventor Amit HALLER

Art Unit   
  

  

 

  

Examiner Name I NIA 

Attorney Docket Number 0909-010 

If you wish to add additional Foreign Patent Document citation information please click the Add button Add

 

 

NON-PATENT LITERATURE DOCUMENTS

Examiner Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item
lnitials" No (book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue number(s), T5

publisher, city and/or country where published.

1 andley et aI., "RFC 2543, SIP: Session Initiation Protocol," Network Working Group, Request for Comments: 2543,
tandards Track, The Internet Society, March 1999.

2 . Arnold et al., "The JINIT"I Specification," Addison-Wesley, June 1, 1999.
   

If you wish to add additional non-patent literature document citation information please click the Add button Add

EXAMINER SIGNATURE

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a

citation if not in conformance and not considered. Include copy of this form with next communication to applicant.

 

 
 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. 5 Applicant is to place a check mark here if
English language translation is attached.

  
 

EFS Web 2.1.17
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Application Number

Filing Date
INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

First Named Inventor Amit HALLER

Art Unit

 

   
  

Examiner Name I NIA 

  Attorney Docket Number 0909-010 

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s):

That each item of information contained in the information disclosure statement was first cited in any communication

from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the
information disclosure statement. See 37 CFR 1.97(e)(1).

OR

That no item of information contained in the information disclosure statement was cited in a communication from a

foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2).

 

  
 

See attached certification statement.

The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

X A certification statement is not submitted herewith.
SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature [Peter G Korytnykl Date (YYYY-MM—DD) 2017—03—24

Name/Print Peter G Korytnyk Registration Number . 3400 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR

1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you

require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, US. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

  
 

EFS Web 2.1.17
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised

that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the US. Patent and Trademark Office is to

process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the US. Patent and Trademark Office may not be able to process and/or examine your submission, which may

result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act

(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record 3.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a

court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the

requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant

to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to

recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this

purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in

an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS Web 2.1.17
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Fromm/313 (or ‘3‘;
Approved for use through 1.1/30!2014. 0M8 065 35

US. Patent and Trader Office LS DEPARTMENT OF COMM-ER .
Under the Pa" erwork Reduction Act of 1995 no oersorrs are reouired to res sand to a coils-Lion of information unless it (inch 5 a vaiid OMB mntrol number

REEXAMENATEON DR SUPPLEMENTAL

 

 
   

  
 

EXAMENATEGN - PATEN? GWNER POWER {3?

ATTQRNEY DR REVGCATEON GF PGWER OF

ATTGRNEY WITH A NEW POWER OF ATTORNEY

AME CHANGE 0F CORRESPGNDENCE ABQREfiS

FOR REEXAMENATEON OR SUPPLEMENTAL

EXAMENATEGN AND PATENT

i. Power of Attorney. This form may be used to change the Power of Attorney in a reexamination or

suppiementai examination proceeding (or multiple proceedings where merged) This form may also be used to
change the Power of Attorney in the patent tiie; in such a case, a copy of this form will be pieced in both the patent

iiie and the reexamination or supplemental examination proceeding.

A. Revocation of Previous Power of Attorney. i hereby revoke aii previous patent owner powers of attorney, if
any, given:

in the above—identified reexamination or steppiementai examination proceeding controi numberis) (more than
one may be changed oniy iithe proceedings are merged).

a in the file of the above-identified patent.

{check BOTH boxes if change in BOTH the patent tile and the reexamination or supplementai examination
proceeding is requested).

B. Designation of Power of Attorney.

[1 A Power of Attorney is submitted herewith.
on

i hereby appoint: Practitioneris) associated with the Customer Number identified in the box at
right as ray/our attorneyisi or agentis) to prosecute the proceedingis)/patent identified above

and selected in section iiA), and to transact all business in the United States Patent and
Trademark Office connected therewith:

 
on

B i hereby appoint Practitioneris) named below as nay/our attorneyis}; or agentis) to prosecute the proceeding 3)
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

 
This collection of information is required by 37 CFR 131/ 1.32, and 133. The information is required to obtain or retain a benefit by the public,
which is to update (and by the USMC to process) the file of a patent or reexamination proceeding. Confidentiality is governed by 35 US$122
and 37 CFR 1.14. This coliection ES estimated to take 3 minutes to compiete, inciuding gathering, preparing, and submitting the compieted
appiicatior‘. form to the USPTO‘ Time wiii vary depending upon the individual case. Any comments on the amount of time you require to
complete this form anti/or suggestions for reducing this burden, should be sent to the Chief information Officer, US. Patent and Trademark
Office, US Department of Commerce, RU. Box 1450, Alexandria; VA 2231371450. DO NOT SEND FEES CIR CGEV: PLETED FORMS TO THlS
ADDRESS. SEND TO: Commissioner for Patents, R0, Box 1450, Aiexandria, VA 2231;4450:

Ifyou need assistance in compieting the form, (all 1-800-Pi'0-9199 and .seiect option 2.
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PTO/AiA/SlB (07-13)
Approved 1‘ "‘. 11/30/2014 OMB 065143035

US. Patent and Trade: DEPARTMENT OF COMMERCE
Under the Paperwnrk Reduction Act of 1995 :10 persons are required to respand to "a collection of inhjrmatinn unless it displays a vaiid OMB mmroi number

   

ii. Change at Carrespondence Address

Piease remgnize or change the correspcmdence address for the shave—identified reexamination or suppierrrentai
examinaticn proceeding centre! numberis) (mere than one may be changed nniy if they are merged proceedings}

and for the fiie m? the aboveddentified gatent to be:

The address assaciated with the above—identified Custemer Number,

a The address associated with the Customer Number identified in the box at right: [:30R

[:5 Firm orindividuai
Name

Address

Teiephnne _Ema“
NUTE: THE CORRESPDNDENCE ABDRESS FGR THE REEXAMENATEON 63R SUPMEMENTAL EXAMENATiQN

PROCEEDENG CQNTROL NUMBERQS) MUST BE THE SAME AS THAT FOR THE PATENT” SEE 3? CFR 1.33,

iii. Autharizatinn far Power M Attorney and {if seiected) Change at Cnrrespahdence Address

i am the:

at inventor, having Qwraership of the patent being reexamined,OR

; ; Patent owner.
I

' submitted herewith or filed an

Signature i ~. DELL
Patent Owner . . 1.. 319/1 17
Name Teiephnne 212-834—7150
Title and ’

Company Manager: ax: ERLLC 

Egg E; Signatures of aii the inventors or patent owners of the entire interest or'their representativeis} are
required. if more than one signature is required; submit muitipie forms, check the hex beiOW, and identity the totai
number 01‘ forms submitted in the blank below.

E] A totai of ___________________________________________ forms are submitted; .ifyou need msismnce in compieting the farm, 60!! 1-800--
PTO~9199 and swim? option 2.

 
[Page 2 of 2]
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Patent Asssgnment Abstract 3f “rifle

Tuta! Assignments: 3’
Applicatian it: 30399 Filing Di: 05/07/200}. Patent 3}: 7‘039033

PET it: ' Int! Reg at: Pubiicaiion #: USEDOZDlEB ’
{rm-enters: ' Peter Fame“, ,‘wraham
    Tine: :n

Assignment: 1
Reel/Frame; Recorded; 02/11/2014
Conveyance:

Assignor:
Assignee: 

 
Currespendent: 3MB DAVIE) BtquViD

8 HAPTOM 5. EET
JERUSALEM, ISRAEL

Assignment: 2
ReeiiFramc:  37.5 / (148.4 Raceived: 09/13/2002 Recorded: 09/13/2002

5 INTEREST (SEE DOCUMENT FOR LvETAILS)‘Conveyance:

 Assignm-s:
FORNELL, PETER
ITZCHA. ", AVRAHAM

 
RA’ANANA, ISRAEL 43654
 Carresncndent: A MAGF MARCUS ET AL

RH] DENIRCP
' MARKS." "TREET ’

 

 

 
ReeIiFrame: Regarded: 
Ccnveya nce:

Asssignor: Assignee:
523 :IFTH M;
SUITE 2 SCI-3
NEW YORK, NEW YGRK 10‘

 
 

 
 

 

Cmressondent: AARON P. EYT LMAN [685% 5 .
QNE COMMERCE SQUARE
.2005 MARKE? STRE
PHILADEL

Assignment: 4
ReeiiFrame: 028-355 / 0575 Recorded: 04/17/2012

Canveyance: RELEASE BI: SIRE?) Pr’fiT‘w’ (SEE DOCUD T FOR DETAIL 

Asssignor: SOUIHF’OINT MASTER FUND LP
Assignee;

 
Cmresnondent: JME DAUES EFN—DAVED

1 HAMAR 

 

 

 

Assignment: 5
ReeiiFrame: 033042 ,’ 0985 Received: 9640  Recorded: 0

IGNORS INTERES (SE. DOCUMENT FOR DETAILS)
 2014

Cenveyance: 

Assignm: IX
Assignee: I:

httpsflppair.uspto.g0v/pai PAIRPrimSarviet
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Under the Paperwork Reduct n Act of 19 ,. no persons are required to respond to e coliection of formation ur it d )lays a valid OMB control number.

  
   

STATEMENT UNDER 37 CFR 333(1)}

Applicant/PatentOwner: iXi ”3, Lbs

Anpiication hid/Patent No: 7,039,033 Fiied/‘issue Date: May 2; 2005
Titled:

lXi iP, LLC ,a Corinthian
(Name of Ass nee) (Type of As qnee. e.g., corporation, partnership, uni ity. government ag

states that it is:

Dr“ the assignee ctthe entire right. titie, and interest in:

an assignee of less than the entir right, title. and interest in
(The extent (by percentage) oi' its ownership interest is

B the assignee of an undivided interest in the entirety of (a c ‘rneiete assignment from one of the joint inventors “\. 'as made)

the patent appiication/petent identified above, by virtue of either:

A. [:i An assignmentfrorn the inventor(s) of the patent appiication/‘patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel ____________________________________ _ . or for which a
copy therefore is attached.

on

B. A chain of title from the inventorrs), of the patent applicationlpatent identified above, to the current assignee as toliows:

1_ From: Heller, Forneil, itzchak, Glick and Hanarnas To: lXi Mohiie (lSRAEL) LTD.

The document was recorded in the United States Patent and Trademark Office at

Frame 00484 , or for which a copy thereof is attached.

2. From: le Mobiie (iSRAEL) LTD. To: lXi i‘viObiie (R&D> LTD.

The document was recorded in the United States Patent and Trademark Office at

Reel 32239 , Frarne0078 . orfdr which a copy thereof is attached.

3. From:

The document was recorded in the United States Patent and Trademark ()rtice at

Ree! 33042 Frame 00985 otter which a copy thereof is attached.
a 5

Li Additional documents in the chain of the are iisted or: a suppiementai sheetis).

[a As required by 37 CFR 3.73(b)(1){i). the documentary evidence of the chain of title from the original owner to the assignee was.
or concurrently is being, submitted for recordation pursuant to 37 CPR 3.11.

[NOTE A separate copy (is, a true copy of the original assignment documenti’si) must be submitted to Assignment Division in
accordance with 37 (EFR Part 3, to record the assignment in the records of the USPTO. {See ii/lPiI-ZP 302.08} 3

The undersigned (whose titie is suppiied beiow) is authorized to act on hehaif of the assignee.

/Steven Robert Pedersenf 05/13/2015

Signature Date

Steven Robert Pedersen Manager

 
formation : regained by 37 CFR 373(k)). The informer 'on red ed to obtain or rat i a benefit by the public w.: h is la \and by the USPTO to

eniiality i3 governed by 353 U.S.C. 122 and 37 CPR 1.11 and 1.14. This coiiection is estimated to take 12 minutes to complete. including

 
  This colie 'ion o. in

process) an appiication. Cr 
  
  

gatherin ' no the completed application form to the USPTO. Time wiii vary depending upon the individuai case. Any comments on the amount of time
you r ‘ tori and/or suggest ' for reducing this burden shouid be sent to the Chief intorrnation Officer. US. P ‘ it and Trademark Office. US. 

Department of Commerce PO. Bux1450, Aiexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THiS ADDRESS SEND T0: Commissioner
for Patents, RO. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form. calf 1~800~PT£3~9199 and seieci‘ option 2.
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U.S. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

(Also referred to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to:

Mail Stop Ex Parte Reexam
Commissionerfor Patents Attorney Docket No.: 0909'010
P.O. Box 1450

Alexandria, VA 22313-1450 Date: MarCh 24. 2017

1. This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number 1039033
issued MHZ-2005 . The request is made by:

patent owner. |:| third party requester.

2. |:|The name and address of the person requesting reexamination is:

 

Requester asserts Elsmall entity status (37 CFR 1.27) or D certifies micro entity status (37 CFR 1.29). Only a
patent owner requester can certify micro entity status. Form PTO/SB/15A or B must be attached to certify micro
entity status.

4. D a. A check in the amount of $ is enclosed to coverthe reexamination fee, 37 CFR1.20(c)(1);
b. The Director is hereby authorized to charge the fee as set forth in 37 CFR1.20(c)(1)

to Deposit Account No. 503318 '

Cl C. Payment by credit card. Form PTO-2038 is attached; or
d. Payment made via EFS-Web.

5. Any refund should be made by |:|check or .credit to Deposit Account No. 503318
37 CFR 1.26(c). If payment is made by credit card, refund must be to credit card account.

6. A copy of the patent to be reexamined having a double column format on one side of a separate paper is
enclosed. 37 CFR1.510(b)(4).

7. El CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
El Landscape Table on CD

8. El Nucleotide and/orAmino Acid Sequence Submission
If applicable, items a. — c. are required.

a. El Computer Readable Form (CRF)

b. Specification Sequence Listing on:

i. D CD-ROM (2 copies) or CD-R (2 copies); or

ii. I:I paper

c. |:| Statements verifying identity of above copies

9. D A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.

10. Reexamination of claim(s) 48s 56 is requested.

11. A copy of every patent or printed publication relied upon is submitted herewith including a listing thereofon
Form PTO/SB/08, PTO-1449, or equivalent.

12. El An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

 
[Page 1 of 2]

This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) a request for reexamination. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 18 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
US. Patent and Trademark Office, US Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/SB/57 (09-16)
Approved for use through 09/30/2018. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Underthe Paperwork Reduction Act of1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

13. The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR1.510(b)(1).

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited artto every claim forwhich reexamination is requested. 37 CFR 1.510(b)(2).

14. A proposed amendment is included (only where the patent owner is the requester). 37 CFR1.510(e).

15. El It is certified that the statutory estoppel provisions of 35 U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1) do not prohibit
requester from filing this ex parte reexamination request. 37 CFR 1.510(b)(6).

16. El a. It is certified that a copy of this request (if filed by otherthan the patent owner) has been served In its entirety on
the patent owner as provided in 37 CFR 1.33(c).
The name and address of the party served and the date of service are:

Date of Service: ; or

Cl b. A duplicate copy is enclosed since service on patent owner was not possible. An explanation of the efforts
made to serve patent owner is attached. S_ee MPEP 2220.

17. Correspondence Address: Direct all communication about the reexamination to:

The address associated with Customer Number: 41 200
OR

El Firm orIndividual Name

18. The patent is currently the subject of the following concurrent proceeding(s):

Copending reissue Application No.

Copending reexamination Control No.

Copending Interference No.
 

Copending litigation styled:

See Section ||.F of the Request concurrently herewith
 

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card information and authorization on PTO-2038.

/Peter G Korythyk/ March 24, 2017

Authorized Signature Date

% 43400 For Patent Owner Requester
Typed/Printed Name Registration No.

  

D For Third Party Requester

 
[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
US. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the US. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter ofthe record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 5523(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(0)).
A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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I. Introduction

IXI IP, LLC (“IXI”), Patent Owner, requests reexamination of claims 48 and 56 of U.S.

Patent No. 7,039,033 (“’033 patent”) to amend the claims in light of substantial new questions of

patentability raised by International Publication No. WO 2001/076154 (“Marehand”), U.S. Patent

No. 6,560,642 (“Nuimann”), U.S. Patent No. 6,771,635 (“Vilander”), U.S. Patent No. 6,836,474

(“Larsson”), Handley et al., Request for Comments 2543 SIP: Session Initiation Protocol, The

Internet Society, March, 1999 (“RFC 2543”), and K. Arnold et al., The JINITM 1Specification,

Addison—Wesley, June 1, 1999 (“JINI Spee.”.)

Additionally, Patent Owner submits amended claims 48 and 56, which are patentably

distinct over the prior art grounds raised in IPR2015—01444, NYSD—l—l4—cv—04355—RJS, NYSD—

1-14-cv-04428-RJS, NYSD-1-14-cv-07954-RJS, CAND-3-15-cv-03752-HSG, CAND-3-15-cv-

03754—HSG and CAND—3—15—cv—03755—HSG, filed against the ‘033 patent.

While amendments were statutorily available to the patent owner during prosecution of the

IPR, the PTAB has stated that patent owners may alternatively choose reexamination to amend

claims:

If a patent owner desires a complete remodeling of its claim structure according to

a different strategy, it may do so in another type of proceeding before the Office.

For instance, a patent owner may file a request for ex parte reexamination,

relying on the Board’s conclusion of a petitioner having shown reasonable

likelihood of success on certain alleged grounds of unpatentability as raising a

substantial new question of patentability.

Idle Free Systems, Inc. v. Bergstmm, Ina, IPR2012—00027, Paper 26 at p. 6. (informative, boldface

added.)

1 “Jini” Trademark of Sun Microsystems
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Accordingly, the patent owner requests reexamination of the “033 patent, specifically, that

the Office find a substantial new question of patentability with respect to claims 48 and 56 of the

original claims, order reexamination, and issue a notice of intent to issue a reexamination

certificate that allows the amended claims submitted herewith.

II. Requirements for Ex Parte Reexamination Under 37 C.F.R. §1.510

Patent Owner satisfies each requirement for ex parte reexamination of the ‘033 Patent as

stated below.

A. 37 C.F.R. §1.510(b)(1): Statement Pointing Out Each Substantial New

Question of Patentability

A statement pointing out each substantial new question of patentability (“SNQ”) based on

the cited patents in accordance with 37 C.F.R. §1.5 10 (b)( 1) and (b)(2) is provided in Section VII.

B. 37 C.F.R. §1.510(b)(2): Detailed Explanation of the Pertinency and

Manner of Applying the Prior Art

See Sections IV, VII and IX.

C. 37 C.F.R. §1.510(b)(3): Copy of Every Patent or Printed Publication

Cited Against the Claims

Exhibits PA-A, PA-B, PA-C, PA-D, PA-E, and PA-F are Marchand, Nurmann, Vilander,

Larsson, RFC 2543, and JINI Spec respectively:

PA-A Marchand

PA—B Nurmann

PA-C Vilander

PA—D Larsson

PA-E RFC 2543

PA—F J INI Spec

References PA-A through PA-F are also listed on Exhibit SB08 (i.e. Form PTO-SB/OS.)
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D. 37 C.F.R. §1.510(b)(4): Copy of the Entire Patent

A full copy of the 7,039,033 patent is submitted herein as Exhibit PAT-A in accordance

with 37 C.F.R. §1.510(b)(4).

E. 37 C.F.R. §1.510(a): Fee for Requesting Reexamination

In accordance with 37 C.F.R. §1.510(a), the reexamination fee has been paid as part of the

EFS-WEB submission. Any dcficicncy or ovcrpaymcnt may be dcbitcd/crcditcd to Deposit

Account No. 503318.

F. Related Matters

The following is a list of all the matters involving the ‘033 Patent:
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1-14-cv-04355-

RJS

1-14-cv-04428-

RJS

IXI Mobile (R&D) Ltd.

et al v. Samsng

Electronics Co., Ltd et al

IXI Mobile (R&D) Ltd.

et al v. Blackberry
Limited et al

United States District

Court Southern District

of New York

United States District

Court Southern District

of New York

 
June 17, 2014

June 18, 2014

 

1-14-cv-07954-

RJS
IXI Mobile (R&D) Ltd.

et al v. Apple, Inc.

United States District

Court Southern District
October 2, 2014

 

3-15-cv-03752—

HSG

3-15-CV-03754-

HSG

3-15-CV-03755-

HSG

Electronics America,

Inc., and Apple Inc. V.

[X] IP, LLC

IXI Mobile (R&D) Ltd.,

et al v. Samsng
Electronics Co., Ltd. et
al

IXI Mobile (R&D) Ltd.,

et al v. Blackberry
Limited et al

IXI Mobile (R&D) Ltd.,

et al v. Apple Inc.

United States District

Court California

Northern District

United States District

Court California

Northern District

United States District

Court California

Northern District

of New York

lPR2015—01444 Samsung Electronics Patent Trial and Appeal June 19, 2015

Co., Ltd, Samszmg Board

August 17,2015

August 17,2015

August 17,2015

 

17-1665

  
IXI IP, LLC v. Samsung

Electronics Co., Ltd

 
United States Court of

Appeals for the Federal
Circuit

 
February 22, 2017

 

 
Case No. 1-14-cv-04355-RJS was filed by Plaintiff IXl Mobile (R&D) Ltd, and DH IP,

LLC (“le”), in the United States District Court for the Southern District of New York on June

17, 2014 (“’4355 Complaint”). The ’4355 Complaint was filed against Samsung Electronics Co.,

Ltd, Samsung Electronics America, Inc. and Samsung Telecommunications America, LLC

(“Defendants”) for patent infringement of the ’033 patent, US. Patent No. 7,039,033, US. Patent

No. 7,016,648, US. Patent No. 7,295,532, and US. Patent 7,426,398. The case was transferred

to the United States District Court California Northern District on August 17, 2015 and assigned

case no. 3-15-cv-03752-HSG. After the filing of lPR2015-01444, the ’3752 litigation was stayed.
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Case No. 1-14-cv-004428-RJS was filed by Plaintiff IXI Mobile (R&D) Ltd., and 1X1 IP,

LLC in the United States District Court for the Southern District of New York on June 18, 2014

(“’4428 Complaint”). The ’4428 Complaint was filed against Blackberry Limited and Blackberry

Corporation (“Defendants”) for patent infringement of the ’033 patent, U.S. Patent No. 7,039,033,

U.S. Patent No. 7,016,648, U.S. Patent No. 7,295,532, and U.S. Patent 7,426,398. The case was

transferred to the United States District Court California Northern District on August 17, 2015 and

assigned case no. 3-15-cv-03754-HSG. After the filing of IPR2015-01444, the ’3754 litigation

was stayed.

Case 1-14-cv-07954-RJS was filed by Plaintiff IXI Mobile (R&D) Ltd., and DH 1P, LLC

in the United States District Court for the Southern District of New York on October 2, 2014

(“’7954 Complaint”). The ’7954 Complaint was filed against Apple, Inc. (“Defendant”) for patent

infringement of the ’033 patent, U.S. Patent No. 7,039,033, U.S. Patent No. 7,016,648, U.S. Patent

No. 7,295,532, and U.S. Patent 7,426,398. The case was transferred to the United States District

Court California Northern District on August 17, 2015 and assigned case no. 3-15-cv-O3755-HS G.

After the filing of IPR2015-01444, the ’3755 litigation was stayed.

On June 19, 2015, Samsung Electronics Co., Ltd., Samsung Electronics America, Inc., and

Apple Inc. filed a petition for inter partes review of the ’033 patent before the Patent Trial and

Appeal Board (“PTAB”), IPR2015-01444 (’1444 IPR”). The PTAB instituted the ’1444 IPR on

December 30, 2015 and issued a Final Written Decision on December 21, 2016.

On February 21. 2017, IXI IP, LLC filed a Notice of Appeal in relation to the ‘1444 Final

Written Decision. On February 22, 2017, the U.S. Court of Appeals for the Federal Circuit

docketed the Appeal and assigned case no. 17-1665.

Below is a summary of the grounds and Final Decision in the ’1444 IPR:
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Invalid under 35 ,

U.S.C. § 103(a) as 14 as obvious over

obvious over Marchand, No. 7,039,033 are

Marchand in view Nurmann, and held to be

of Nurmann and Vilander under 35 unpatentable.

Vilander U.S.C. § 103(a).
Ground 2 5 Invalid under 35 Claim 5 as obvious Claim 5 of U.S.

U.S.C. § 103(a) as over Marchand, Patent No.

obvious over Nurmann, 7,039,033 are held

Marchand in view Vilander, and RFC to be unpatentable.

of Nurmann, 2543 under 35

Vilander, and RFC U.S.C. § 103(a).
2543

Ground 3 6 and 23 Invalid under 35 Claim 6 and 23 as Claims 6 and 23 0f

U.S.C. § 103(a) as obvious over U.S. Patent No.

obvious over Marchand, 7,039,033 are held

Marchand in view Nurmann, to be unpatentable.
of Nurmann, Vilander, and

Vilander, and Lars son under 35

Larsson U.S.C. § 103(a).

Ground 4 12, 15, 22, Invalid under 35 Claim 12, 15, 22, Claims 12, 15, 22,

34, 39, 40, U.S.C. § 103(a) as 34, 39,40, 42, and 34, 39, 40, 42, and

42, and 46 obvious over 46 as obvious over 46 of U.S. Patent

Marchand in view Marchand, No. 7,039,033 are

of Nurmann, Nurmann, held to be

Vilander, and JINI Vilander, and JINI unpatentable.

Spec Spec under 35

U.S.C. § 103(a).
Ground 5 25 and 28 Invalid under 35 Claim 25 and 28 as Claims 25 and 28 of

U.S.C. § 103(a) as obvious ovcr U.S. Patent No.

obvious over Marchand, 7,039,033 are held

Marchand in view Lars son, and JINI to be unpatentable.

of Larsson and Spec under 35

JINI Spec U.S.C. § 103(a).

III. Claim Construction

A. Standard of Claim Construction

In an ex parte reexamination, claims are to be given their "broadest reasonable

construction" consistent with the spccification. MPEP §2111; In re Swanson, No. 07-1534 (Fed.

400



401

Cir. 2008). The constructions used in this request and during the reexamination can therefore be

different from constructions based on the standard specified in Phillips v. AWH Corp. 415 F.3d

1303 (Fed. Cir. 2005).

B. Summary of Claim Construction Positions/Holdings

The following chart summarizes the claim construction positions and holdings for the

 

’ 1444 IPR.

“identifies For purposes of this Patent Owner Petitioner Maintained

whether the decision, we agree contends this contends this

service is that the identified phrase does not phrase should
available at a

particular time’

a phrase from claim 4
does not need

explicit
construction at this

time, because
consideration of a

service being

registered does not

bear on our analysis
of Petitioner’s

unpatentability
contentions for this

claim. Inst. 6.

need to be

construed.

Prelim. Resp. 9—
10.

be construed

broadly enough

to encompass
the service

being

registered. Pet.
9-10.

 

“thin terminal"

presented by the
Board in the Final

Decision

 
IV. Prior Art

A. Marchand

  “thin terminal"

recited in

claims 7 and 46

encompasses a

printer. Final
Decision 8.

Bluetooth is a local wireless technology that connects devices using short—range radio
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signals. (Ex. PA-A, “Marchand” at 1:26-31.)2 Bluetooth provides a point-to-point connection, if

only two devices are connected, or a point-to-multipoint connection, if more than two devices are

connected. When two or more devices are connected they share the same channel and form a

piconet. (Ex. PA-A, “Marchand” at 2:17-25.)

When a piconet is first established, one device acts as a “master” device and the other

devices (up to seven) act as “slave” devices for the duration of the network establishment so that

all devices in the piconet are synchronized. (Ex. PA-A. “Marchand” at 2: 17-25; see also Ex. OTH-

A, “Mandayam Decl.” at 9144.)

Marchand is directed to a Bluetooth piconet that has been extended into an Internet

Protocol (lP) wireless local area network implementing J lNl/Java technology in order to utilize

the JINI technology to share services between devices in the piconet. (Ex. PA-A, “Marchand” at

Abstract; 5 123-25 ; 6:25-27.) Additionally, a mobile phone connected to the piconet is configured

to act as a gateway to provide a call control interface between the wireless IP network and other

devices in the piconet. (Ex. PA-A, “Marchand” at Abstract.)

A person of ordinary skill in the art would have understood that the operation of the

network and the devices described in Marchand are dependent on the underlying Bluetooth

technology. Marchand makes it clear that the use of a Bluetooth piconet extended into an Internet

Protocol (IP) wireless LAN implementing JINI/Java technology is essential to the operation of the

network and devices of Marchand. (Ex. OTH—A, “Mandayam Decl.” at ‘J[46.) Specifically,

Marchand explains that for devices in the Bluetooth piconet to share services, each device must be

2 2 For each of the Marchand citations, the original pagination of the reference is being cited, not

the pagination of the Exhibit.
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“Bluetooth-compliant and JINI/Java capable” (Ex. PA-A, “Marchand” at 719-11.)

Marchand states that to be Bluetooth compliant, each device would include a Bluetooth

chipset. (EX. PA-A, “Marchand” at Abstract; 2:11-16.) Further, each device operates using a

specific protocol stack, as defined and illustrated in Marchand’s Figure 2:

3mm

as: ECHWLW

BwETStl‘ffi -- a

 
,,, if mm W

F1G1 2

(EX. PA-A, “Marchand” at FIG. 2)

As shown above, each device in Marchand’s Bluetooth piconet includes a physical layer 15 and a

link layer 16, which are identified as Bluetooth layers of the protocol stack. In addition, the

protocol stack includes “a network transport (1P) layer 17”, “an operating system layer 18, a Java

technology layer l9, and a JlNl technology layer 20”. (EX. PA—A, “Marchand” at 6:14—22.)

In Marehand, J1N1 technology is utilized to allow the Bluetooth-networked devices to share

services. (Ex. 0TH—A, “Mandayam Decl.” at (H48) Marchand describes JlNl technology as “a

Java—teehnology-centered, distributed software system for simplicity, flexibility and federation.”

(Ex. PA-A, “Marchand” at 2:27-28.) “The JINI architecture provides mechanisms for machines or

programs to enter into a federation where each machine or program offers resources to other

members of the federation and uses resources as needed.” (Ex. PA-A, “Marchand” at 2:28-31.)
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The JINI technology exploits the ability to move java language code from machine to

machine and relies on the use of a JINI lookup service (LUS) to allow various connected devices

to use services offered by other devices in the network. (Ex. PA-A, “Marchand” at 2328-33; Ex.

PA-F, “JINI Spec.” at p. 23; see also Ex. OTH-A, “Mandayam Decl.” at ‘j[49.) “The LUS contains

a list of all services offered on a network” and allows devices to share those services. (Ex. PA-A,

“Marchand” at 3: 1 1— 12.) Without the LUS, the devices on Marchand’s network would not be able

to share and use services. (Ex. OTH-A, “Mandayam Decl.” at 3149.)

Sharing of services among devices connected on a piconet more effectively utilizes the

software and hardware resources of each device, such as memory, modems, and service software,

as compared to duplicating these software and hardware resources across all devices, which is

“inappropriate, expensive, and cumbersome” and “inefficient from the resource point of view to

require loading a call control client such as H.323 (about 4 MB) in multiple devices on the

Piconet.” (Ex. PA-A, “Marchand” at 4: 1-9.) An application programming interface (API) may be

transferred from a device having an available service to only the device requesting use of the

service so that devices not using the service do not need to expend resources (memory, processing,

etc.) for services that are not being used. (Ex. PA-A, “Marchand” at 6:27-732.)

When a device implementing JINI technology joins a UNI/Java network, the device

undergoes a discovery and join process in which the joining device discovers the LUS and

publishes the services that it can offer to the network. (Ex. PA—F, “JlNl Spec Part 1” at p. 22.)3 To

publish its service, the joining device transfers java code (referred to as a proxy object or java

3 For each of the JINI Spec citations, the original pagination of the reference is being cited, not the

pagination of the Exhibit.

10

404



405

object) to the LUS. (M) This small amount ofj ava code is used to identify the service(s) the joining

device offers and to establish an interface with that service. (See Ex. PA-F, “JINI Spec Part 1” at

p. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores this java object and creates

a list of the services available on the network. (Ex. PA-F, “JINI Spec Part 1” at pp. 22-23; Ex. PA-

A, “Marchand” at 3:11-12.) For example, if a printer joins a network utilizing JINI technology,

the printer will publish its printing service to the network by transferring java code to the LUS.

(Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includes the printer’s information and a

method to implement its printer interface. (Id. at pp. 23—24; Ex. OTH—A, “Mandayam Decl.” at

‘J[51.)

When a J lNl/Java capable device would like to use a service offered by another device in

the network, it sends a request to the LUS, and the LUS then transfers the java code necessary to

access that service. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) Continuing the above example, when

another device in the network needs to print, the device will ask the LUS if any printer services

are available. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The LUS provides the printer’s java code to

the requesting device, which will automatically download the code, if it was not previously

downloaded. (Ex. PA-F, “JINI Spec Part 1” at p. 23.) The device can then send the print request

by invoking the methods provided by the java code for implementing the printer interface. (Id)

That is, the proxy object, now contained on the device requesting the printing services,

communicates with the printer to execute the print request. (Ex. PA—F, “JlNl Spec Part 1” at p.

23.) JINI technology does not define the protocol between the proxy object on the device and the

printer. Rather, the protocol is defined by the printer and its proxy object. (Id) “Whoever writes

the proxy object determines when it talks to whom to get what, constrained, of course, by the

security environment in which it executes.” (1d. at 24.)

11
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Operating in accordance with these underlying technologies, Marchand describes that the

devices are able to connect to form a Bluetooth piconet, with each device including the protocol

stack described above for extending the Bluetooth piconet into an IP wireless LAN and

implementing JINI and Java technologies. (Ex. OTH-A, “Mandayam Decl.” at ‘][53.) Through this

method, the devices in Marchand can share services with one another. (Id. ) “Though identifying

other services that can be used, Marchand only particularly describes the protocol for

implementing the call control service offered by the mobile phone 33.” (Id.) Specifically,

Marchand provides that the mobile phone 33 can connect to the Bluetooth piconet and act as a

gateway between the other devices and a wireless IP network. (Ex. PA-A, “Marchand” at 10:15-

16; 12:6—10; 7:12—14.) This gateway mobile phone “publishes” its call control service to the LUS,

thereby allowing other devices in the piconet to detect and subsequently utilize this service through

request. (1d. at 8:11-20; Fig. 3.) For example, other Bluetooth devices on the piconet perform a

JINT-defined add-in “discovery and join” protocol “to locate the LUS and upload all of its services’

interfaces, including call control services.” (Id. at 8: 12-20.) After this “discovery and join” process,
 

other Bluetooth devices are able to utilize the call control client of the gateway mobile phone to

connect to the wireless IP network. (Ex. OTH-A, “Mandayam Decl.” at ‘j[53.)

12
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(EX. PA-A, “Marchand” at FIG. 3)

As shown in Figure 3 of Marchand above, the gateway mobile phone 33 has both a radio

access modem and a Bluetooth chipset. (EX. PA-A, “Marchand” at 7: 12-25 ; 11:7.) The radio access

modem provides an interface with a public IP address for accessing the wireless IP network and

the Bluetooth chipset provides an interface with a private IP address for accessing the piconet. (Id.

at 11:7—10.) When another device in the piconet uses the call control client of the mobile phone,

the mobile phone pushes incoming IP packets received on its public IP address to the private IP

address of the device in the piconet, and also translates IP packets in the other direction. (Ex. PA-

A, “Marchand” at 7:14-17; 11:13-16.) The translation between public and privatc IP addresses is

performed by an API sent from the mobile phone to the device requesting the call control sen/ice.

(Id. at 11:17-18; 15:25-31.)

To act as a gateway for other devices in the Bluetooth piconet, the mobile phone includes

“an interface/Application Programming Interface (API) which is an abstraction of a SIP and/or

H.323 call control client.” (Ex. PA-A, “Marchand” at 6:27-29.) When a Bluetooth device in the

piconet seeks to make a call through the gateway mobile phone, the API is downloaded into the

13

407



408

Bluetooth device to have the device behave as a slave device toward the mobile phone which acts

as the master. (EX. PA-A, “Marchand” at 6:29-31.) Figure 4, below, provides a simplified block

diagram of a connection between a laptop computer and a mobile phone. (Id. at 7:26-27; FIG. 4.)

Marehand establishes three new API interfaces, preferably implemented as JINI services: the first

interface, call control client 41, enables any of the connected Bluetooth devices to behave as a

slave toward the mobile phone; the second interface, SIP client 42, enables the full use of SIP

client capabilities; and the third interface, H.323 client 44. enables the full use of H.323 client

capabilities. (Id. at 7:29—31.)

  
 

 

 
 as;

“g“ was. “flaw“ 21’a}: "‘r‘ S; 

iii: 5: £54

  

F153; 4

(EX. PA-A, “Marchand” at FIG. 4)

After a mobile phone lists its call control service as an available service on the piconet, a

user can place a call from another device in the piconet. (Id. at 10:24-25.) When the call is initiated,

“the SIP client in the mobile phone sends an API to the [device] that is used to route the call

through the mobile phone to the wireless IP network. The SIP client in the mobile phone behaves

as a server application for the piconet, and another API is downloaded to the [device] to connect

to the server.” (Id. at 10:24-29.) “The phone acts as a server application toward the [device], and

14
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acts as a client and gateway toward the wireless IP network.” (EX. PA-A, “Marchand” at 10:29-

30.)

B. Nurmann

Nurmann is directed to a method of assigning IP addresses to IP hosts in an IP network.

(Ex. PA-B, “Nurmann” at Abstract.) The IP gateway first functions as a DHCP (Dynamic Host

Configuration Protocol) client and determines whether a DHCP server is present in the IP network.

(Id. at 2:62-67; 5:15-17.) If so, the DHCP server assigns IP addresses to the 1P hosts. (Id.) If there

is no DHCP present in the IP network, the 1P gateway then functions as a DHCP server and

allocates IP addresses to the 1P hosts. (Id. at 2:46-60; 5:18-21.)

C. Vilander

Vilander is directed to a method for allocating IP addresses for mobile terminals. Vilander

discloses that a mobile terminal conducts “a negotiation” with a mobile telecommunications

network “to determine a host part of the IP address.” (Ex. PA-C, “Vilander” at 327-43.) The mobile

terminal then “generatelsj an IP address” using the host part negotiated with the mobile

telecommunications network. (Id.) In other words, the IP address of the mobile terminal is

generated by the mobile terminal itself.

Specifically, Vilander discloses that a “suitable host part is negotiated between the mobile

terminal 7 and the radio network 1 during the establishment of (lower) communication layers over

the air interface[.]” (Ex. PA-C, “Vilander” at 4:60-67.) “The negotiation is initiated by the radio

network proposing a suitable host part which it knows is unique within its coverage area.” (Id.)

“[T]he mobile terminal receives the proposed host part and is able to combine this with the received

routing prefix to form an IP address for use in subsequent Internet sessions.” (Id. at 5:7-10.)

Alternatively, the mobile terminal can “generate a temporary host part upon registering with a

15
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radio network.” (1d. at 5 :20-25.)

D. RFC 2543

RFC 2543 (SIP: Session Initiation Protocol, RFC 2543) is directed to the Session Initiation

Protocol (“SIP”), “an application-layer control protocol that can establish, modify and terminate

multimedia sessions or calls.” (Ex. PA-E, “RFC 2543” at p. 74.)

E. Larsson

Larsson is directed to a Wireless Session Protocol (WAP) gateway interconnecting a Public

Land Mobile Network (PLMN) and a private network. (Ex. PA-D, “Larsson” at Abstract.) As

shown in FIG. 1 below, a mobile terminal 10 (e.g., a laptop computer, personal digital assistant,

mobile phone) coupled to the PLMN 20 may access a private network 15 (e.g., a corporate

network) Via the WAP gateway 30. (Id. at Fig. 1.)

Mom Fm s ‘
Sew: 55595 i 5*95

t .9 ;;
“if?“  

(EX. PA-D, “Larsson” at Fig 1)

The WAP gateway 30 includes a first stage proxy 35 and a second stage proxy 40. (Id. at

2:62-3zl.) “The first stage proxy 35 includes the lowest layer of the WAP protocol stack and is

4 For each of the RFC 2543 citations, the original pagination of the reference is being cited, not

the pagination of the Exhibit.
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responsible for granting access of a mobile terminal 10 to the private network 15. The second stage

proxy 40 contains the remainder of the layers of the WAP protocol stack.” (Id.)

F. JINI Spec

The JINI Spec. provides “an overview of the JINI architecture, its design philosophy, and

its application.” (Ex. PA-F, “JINI Spec Part 1 at p. xix.) “T[he] J [INI] architecture is designed for

deploying and using services in a network.” (Id) Through JINI, a device that wants to make

services available on the network registers the service with the LUS and provides a proxy object

to the LUS to store. (Id. at 5—12.) A client that wants access to a given service then searches the

LUS for the service. and if available it receives the associated proxy object. (Id) The proxy object

implements the interface for the service and is thus used by the client to access the service. (Id)

V. Background of Wireless Technology

As of the 2001 filing date of the ‘033 patent, several technical issues such as battery life,

frequency interference, bandwidth, visual displays, memory, etc. led the wireless industry to

consider convergenceicombining multiple applications on a single deviceias a “future” goal

and instead researchers worked to actively develop individual user applications, such as a printer,

pager, PDA, phone, etc. (See Ex. 2, “Motorola” at p. 9; Ex. OTH-A “Mandayam Decl.” at ‘][18.)

In the context of mobile phones, the best-selling phones in 2001, by Ericsson and Nokia

lacked Java and had an internal memory ranging from 512 kbyte to 2 Mbytes. (Ex. 22, “Memory

Requirements” at pp. 2, 4, 8.) At that time, Nokia was the market leader and almost all of their

devices included a similar hardware platform with a MAD2 CPU, running at 13 Mhz

(approximately 13 MIPS). (Ex. 3, “The Evolution of Cell Phone Design Between 1983—2009” at

pp. 17-23.)
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In 2002, RIM, the manufacturer of the Blackberry smartphone combined cellular phone

capability with c-mail messaging—which made them the undisputed “smartphonc” lcadcr for at

least 5 years. (EX. 4, “Blackberry: The Inside Story of Research in Motion” at p. 3; Ex. 5, “RIM”

at p. 18.) When the iPhone launched on January 9, 2007, Steve Jobs announced he would “change

everything” with three firsts: a touchscreen iPod, a mobile phone, and an Internet communications

device, all on the same device. (Ex. 5, “RM at p. 19.) Thus, the “convergence” offered by the

iPhone came 6 years after the filing date of the ‘033 patent. (EX. OTH-A, “Mandayam Decl. at

‘][20.)

Given the state of the industry, available platforms and market demand, convergence was

not an industry—wide goal in 2001. (Id. at ‘J[21.) On the contrary, as documented in the book

“Losing the Signal,” Lazaridis, the CEO of the smartphone market leader, RIM, expressed

skepticism at full-scale convergence:

RIM decided to sit out the convergence dance. Lazaridis didn’t buy into the idea

that the handset race would be won by smartphones combining computing, phone

and Internet services. To him, that made no sense. All—purpose operating systems

sucked batteries dry, hogged wireless bandwidth and were awkward to use with

their tap-and-write touch screens or full, shrunken desktop keyboards. He and his

engineers had spent years creating the world’s most efficient handheld device,

focusing on a single, perfect-application: wireless e-mail. It was light on battery

use and e-mails were dispatched so efficiently that an average month of messages

consumed less network spectrum than one local telephone call.

(Ex. 5, “RIM” at pp. 9—10.)

Further, the limited processing and memory capabilities of mobile phones in 2001

prevented mobile phones from including software platforms such as Java or Jim. (EX. OTH—A,

“Mandayam Decl.” at 3122.) Developed by Sun Microsystems, Java is a computer programming

language that allows programs written in a particular Java class to run similarly on all platforms
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that support that Java class without requiring recompilation. (1d. at ‘][23.) Jini, also developed by

Sun Mierosystcms, provides a network architecture that allows devices and services on a network

to communicate, deploy and share seivices through a collection of Java—based programs. (Ex. PA-

F “JINI Spec Part 1” at p. 21.) In Jini, the discovery of an available service on the network, such

as a printer or fax, is done via a look-up service (LUS) that allows services to “advertise their

availability” so they can be discovered and then shared with other devices on the network. (Ex.

OTH-A, “Mandayam Decl.” at ‘fl‘fl24-25.)

Because Java is class—based, different Java applications are not interchangeable: ”you

cannot take a Java application written for one profile and run it on a machine that supports another

profile. Likewise, you cannot take an application written for Java 2 Standard Edition (J2SE) or

Java 2 Enterprise Edition (J2EE) and run it on a machine that supports J2ME [Java 2 Micro

Edition]. You can only use the Java classes provided in the Java class library included in your

target device's profile." (Ex. 6, “What’s J2ME?” at p. 1.)

To operate the full, mainstream Java application, Java SE (Standard Edition) in 2000 (Ex.

7, “J2SE 2000” at p. 1) the following system requirements were needed: 1) a CPU with at least

166 Mhz (equivalent to 166 Mips); and 2) an internal memory of a minimum of 32 Mbytes,

although 48 Mbytes was recommended. (Ex. 7, “J2SE 2000” at p. 3.) Because Java SE could not

operate on mobile phones, in 1999 Java launched Java 2 Micro Edition (J2ME) for mobile phones,

reducing the memory and CPU requirementsiinstead of the 32 Mbytes requirement for Java SE

the J2ME application required a “memory budget of 256 kilobytes.” (Ex. 8, “J2ME Step by step”

at p. 4.) This stripped down J 2ME mobile phone application however lacked the memory needs

for Jini and specifically the LUS feature which by itself required “more than 3 megabytes of static

and runtime storage”. (Ex. 9, “PsiNaptic” at p. 32; see also EX. OTH-A, “Mandayam Decl.” at
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‘][30.)

The limitations of thc J2ME application and specifically its inability to run Jini and thc

LUS feature were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at ‘][3l.) A 2001 article

by PsiNaptic makes it clear that when designing the Jini LUS, Sun Microsystems “chose to

sacrifice storage for speed; that is, their Jini technology implementation was optimized for access

speed by using extra storage to maintain efficient data access structures. This is important if one

assumes the Jini Lookup Service will host services from several (or many) devices in the networ .”

(Ex. 9, “PsiNaptic” at pp. 31—32.) Thus, “[t]he resulting Jini Lookup service implementation is

too large (e.g., typically, requiring more than 3 megabytes of static and runtime storage. Many

networked computing devices are task—specialiLed; they are very small, low power, low cost,

(hence, resource-constrained) and often mobile—too small to support an RMI-based Jini.” (Id. )

In a 2002 article documenting the development of the Motorola Nextel phone, Motorola

also madc it clear that computing limitations in mobilc phonc platforms mcant that “currcnt

technology should not be applied to CPU intensive activities.” (EX. 2, “Motorola” at p. 8.) The

article specifies that prevailing mobile phone platforms cannot support Jini: “The most limited

devices run Java 2 Micro Edition [J2ME], CLDC[5], but this cannot support Jini as it lacks

dynamic class loading and object serialization. So despite progress in downsizing Java, the value—

proposition of Jini for [mobile phone] devices remains an unattained promise.” (EX. 2, “Motorola”

at p. 2.) As an alternative, the Motorola authors propose using an intermediary solution (similar

to the one taught in the primary reference for IPR2015-Ol444, Marchand), in which Jini and the

LUS feature are made available to the mobile phone through a surrogate PC on the network that

hosts the “Jini Technology, since handheld devices are as yet unable to support Jini directly.” (Ex.

2, “Motorola” at p. 9; see also Ex. OTH-A, “Mandayam Decl.” at ‘][33.)
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Thus, as of the 2001 filing date of the ‘033 patent, mobile phones with at most 2 Mbytes

of memory and 13 Mhz CPU, were unable to run Jini or its LUS technology directly. (Mandayam

Decl. ‘J[37.)

VI. Overview of the ‘033 Patent

A. Prosecution History

US. Patent Application No. 09/850,399 (“the ‘399 application”) that resulted in the

issuance of the ‘033 patent was filed on May 7, 2001.

In the first Non-Final Office Action, mailed on April 9, 2003, all claims 1-57 were rejected.

Claims 1-18, 23-50 and 55-57 were rejected under §103(a) as being unpatentable over Rautiola et

al., WO 99/48315, (“Rautiola”) in View of Hardwick et al. (Project P946—GI Smart Devices “When

Things Start to Think” (“Hardwick”)). (Non-Final Office Action dated April 9, 2003, p. 2.) Claims

19—22 and 51—54 were rejected under §103(a) “as being unpatentable over Rautiola in View of

Hardwick further in View of Parekh” (Operating Systems on Wireless Handheld Devices, pages 1-

8, September 28, 2000)” (“Parekh”). (Non—Final Office Action dated April 9, 2003, p. 20.) Claims

19-22 and 51-54 were rejected under §103(a) “as being unpatentable over Rautiola in View of

Hardwick further in View of Dell (White Paper, Handheld Devices: Comparing The Major

Platforms, pages 1-7)” (“Dell”). (Non-Final Office Action dated April 9, 2003, p. 22.)

In response to the Non-Final Office Action, applicant amended claims 1-18 and 23-54.

Independent claim 1 was amended to state “wherein the first wireless device is capable of

communicating with the cellular network and receiving the first short-range radio signal

concurrently” which is not taught or suggested by Rautiola or Hardwick which limit concurrent

operation (Amendment dated October 14, 2003, p. 17.)

In the subsequent Final Office Action dated January 5, 2004, all claims 1—57 were rejected.
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Claims 1-25 were rejected under §112 first paragraph as failing to comply with the written

description requirement. Claims 45-48 were rejected under §112 second paragraph as being

indefinite for failing to particularly point out and distinctly claim the subject matter which

applicant regards as the invention. Claims 1-18, 23-50, and 55-57 were rejected under §102(e) “as

being anticipated by US. Publication No. 2002/0118663 (“Dorenbosch”). (Final Office Action

dated January 5, 2004, p. 3.) Claims 19—22 and 51—54 were rejected under §103(a) as being

unpatentable over Dorenbosch in view of Parekh. (Final Office Action dated January 5, 2004, pp.

16—17.) Claims 19—22 and 51—54 were rejected under §103(a) as being unpatentable over

Dorenbosch in view of Dell. (Final Office Action dated January 5, 2004, p. 18.)

On January 28, 2004, a telephonic interview was conducted between the Examiner and the

Applicant, but no agreement was reached. During the interview, the Examiner advised Applicant

to file a response for consideration. (Examiner Interview Summary dated February 2, 2004, p. 3.)

In response to the Final Office Action, applicant submitted an amendment on April 9, 2004

amending claims 1, 3-6, 26-30, 36, 39-42, 44-49, 51-54 and adding claim 58. As part of that

amendment, in relation to the rejection under §112 first paragraph, the term “concurrently” was

removed from claim 1. In relation to the rejection under §ll2 second paragraph, claims 45-49

were amended to claim “the first wireless handheld device". (Amendment dated April 9, 2004, p.

12.) Applicant additionally filed a Declaration of Amit Haller “swearing behind” Dorenbosch et

a]. reference to overcome the §102(e) rejection over Dorenbosch, the §103(a) rejection over

Dorenbosch in view of Parekh and the §103(a) rejection over Dorenbosch in view of Dell.

(Amendment dated April 9, 2004, pp. 12—13.)

In the subsequent Non-Final Office Action, mailed on July 7, 2004, all claims, 1-58, were

rejected. Claims 3 and 30 were rejected under §112, second paragraph. Claims 1-5 8 were rejected
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under §102(a) as “being anticipated by Karagiannis (Mobility support for ubiquitous Internet

access, Ericsson Open report, pages 1-70, December 21, 2000). (“Karagiannis”). (Non-Final

Office Action dated July 7, 2004, p. 3.) Claims 19-22 were rejected under §103(a) as being

unpatentable over Karagiannis in View of Parekh. Claims 19-22 were rejected under §103(a) as

being unpatentable over Karagiannis in View of Dell. (Non-Final Office Action dated July 7, 2004,

pp. 17—18.)

In response to the Non-Final Office Action, applicant submitted an amendment on January

10, 2005, amending claims 1—3, 5—6, 12—17, 23, 26—30, 36—37, 44—45, 49—50, 53, 58 and canceling

claims 4 and 32. (Amendment dated January 10, 2005, p. 12.)

In the subsequent Final Office Action dated May 25, 2005 , all claims 1—58 were rejected.

Claim 39 was rejected under §112, second paragraph. Claims 1-3, 5-18, 23-25, 26-31, 33-50 and

55-57 were rejected under §102(e) as being anticipated by Lord et al. U.S. Patent No. 6,763,012

(“Lord”). (Final Office Action dated May 25, 2005 , pp. 2-3 .) Claims 19-22 and 51-54 were rejected

under §103(a) as being unpatentable over Lord in View of Parekh. (Final Office Action dated May

25 , 2005, p. 16.) And, claims 19-22 and 51-54 were rejected under §103(a) as being unpatentable

over Lord in View of Dell. (Final Office Action dated May 25, 2005, pp. 17-18.)

In response to the Final Office Action, applicant submitted an amendment on August 29,

2005, amending claims 1, 14-17, 23, 26, 36, 39-42, 44, 49-50 and 58. (Amendment dated August

29, 2005, p. 12.) Following this amendment, the Examiner issued a notice of allowance. (Notice

of Allowance dated October 24, 2005, p. 1.)

B. Summary of the ‘033 Patent

The ’033 Patent is directed to “a system that accesses information from a wide area network

(‘WAN’), such as the lntemet, and local wireless devices in response to short—range radio signals.”
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(Ex. PAT-A, “’033 patent” at 428-11; Abstract.) The system includes a wireless gateway device

that is coupled to the WAN and to a personal area network (“PAN”). (Id. at Abstract; FIG. 1.) The

wireless gateway device allows devices connected on the PAN to connect to the WAN. The

wireless gateway device also includes software components that allow devices on the PAN to

communicate and share services, and includes the ability to provide security to the network.

Figure 1 provides an illustration of the system described in the ’033 Patent and is depicted

below:

 
a\ \‘ .i .
uefimm

~>
sazm fimrm
'fixm‘o $1ka

Fig. °§

(Ex. PAT-A, “’033 Patent”, Fig. 1)

The Gateway Device 106 communicates with one or more terminals 107 to form a personal

area network (“PAN”) using short-range radio signals 110. (Id. at 4:16-21.) The PAN is

implemented using local wireless technology such as Bluetooth or 802.11, which is commonly

referred to as Wi-Fi. (Id. at 4:25-35.) The Gateway Device 106 is coupled to cellular network 105

and can communicate with, for example, Server 101 and Server 102 via carrier backbone 104. (1d.

at 4:36-59.) In so doing, Servers 101 and 102 can provide information, such as web pages or
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application software components, to terminals 107 in the WLAN by way of the Gateway Device

106. (Id. at 4:49-54.)

The software components described in the ’033 patent are what enables the Gateway

Device to connect the terminals on the PAN to the WAN and offer network management and

security functions. As part of the architecture, the Gateway Device includes a “[s]ervice repository

software component 704.” The service repository software component “allows applications 406,

which run on a gateway device 106 or terminals 107, to discover what services are offered by a

PAN, and to determine the characteristics of the available services.” (Id. at 12:] l—l4.)

The Gateway Device 106 also includes a “Plug and Play component.” The “Plug and Play”

capability of Gateway Device 106 allows it to identify a new terminal and determine the necessary

software required to support the new terminal. (Id. at 10:11-37; Fig. 7.) Terminals connecting to

the PAN are not necessarily readily supported by the Gateway Device 106. For example, the ’033

Patent identifies the introduction of “thin” terminals to the PAN as an example of utilizing the

“Plug and Play” capability of the Gateway Device 106. (Id. at 10:18-35.) Thin terminals do not

have embedded application code or data. Id. In order to support these types of devices, the “Plug

and Play component” uses the terminals’ identification to find, download, and execute the software

necessary for the Gateway Device 106 to support the terminal. (Id. at 10:11—37.)

VII. 37 C.F.R. §1.510(b)(l): Statement Establishing Substantial New Questions of

Patentability (“SNQS”) of Claim 48 and 56 of the ‘033 Patent

A. Marchand in View of Nurmann, and Vilander establishes a substantial

new question of patentability with respect to independent claim 48 0f

the ‘033 patent.

The combination of Marehand, Nurmann, and Vilander fails to render obvious claim 48

and thus while it raises a substantial new question of patentability it does not render the claim

unpatentable.
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Marchand in View of Nurmann and Vilander was applied against claim 1 in Ground 1 of

the ‘1444 IPR. The PTAB instituted the ’ 1444 IPR on December 30, 2015 and issued a Final

Written Decision on December 21, 2016.

While Marchand in view of Nurmann and Vilander was applied against base claim 1 in the

‘1444 IPR, the combination was not considered in relation to claim 48 of the ‘033 patent, either

by the PTAB or during prosecution of the application that led to the issuance of the ‘033 patent.

Thus, as explained in detail below. Marchand in view of Nurmann and Vilander presents a

substantial new question of patentability with respect to claim 48 that has not previously been

presented to the Office prior to the instant request for reexamination. Moreover, and as explained

in further detail below in reference to each limitation of claim 48, the combination of Marchand in

View of Nurmann and Vilander does not rise to the level of unpatentability.

As seen in the table below, claim 1 and claim 48 have similar limitations and thus a person

of ordinary skill in the art would consider that the combination of Marchand, Nurmann, and

Vilander are important in the consideration of patentability. However, it is the position of the

Patent Owner that while it may raise a substantial new question of patentability the combination

does not render claim 48 unpatentable.

  

    
 

A system for 48. An article 01 56. A handheld

providing access to the manufacture, including a device for providing a short

Internet, comprising: computer readable medium, distance wireless network,

comprising: comprising:

a first wireless device, a short—range radio a storage device;

in a short distance wireless software component to means for identifying
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network, having a software

component to access

information from the Internet

by communicating with a

cellular network in response to

a first short—range radio signal,

wherein the first

wireless device communicates

with the cellular network and

receives the first short—range

radio signal; and, a second

wireless device, in the short

distance wireless network, to

provide the first short-range  
communicate with a device in

a short distance wireless

network by using a short-

radiorange signal;

a cellular software

component to communicate

with a cellular network by

using a cellular signal; a

network software component

to selectively transfer an

Internet Protocol (“IP”) data

packet between the device and  
an availability of a plurality

of services to a plurality of

softwareapplication

components in the short

distance wireless network;

means for selectively

providing the plurality of

services to the plurality of

softwareapplication

components in the short

distance wireless network;

forand means

selectively transferring an

 

radio signal, wherein the the cellular network; a service Internet Protocol (“IP”) data

software component includes a repository software packet between a cellular

network address translator component to identify a network and a selected

software component to plurality of available services application software

translate between a first from a plurality of devices in component in the plurality of

Internet Protocol (“IF”) the short distance wireless application software

address provided to the first network, the service components in the short

wireless device from the repository software distance wireless network.
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address for the second wireless

device provided by the first

wireless device, wherein the

software component includes a

providing the plurality of

services component to identify

a service provided by the

sccond wirclcss dcvicc.

B. The ‘1444 IPR Art Does Not Render Claim 48 L'npatentable

Below, relevant limitations of claim 48 will be reviewed in the context of the ‘1444 IPR

art to establish that the claim is patentable over Ground 1 of the ‘1444 IPR. As the arguments

presented below are not exhaustive of the applicable patentability grounds, Patent Owner reserves

 
 p rm...Vig u1

interface so that both a local

application software

component and a remote

application software

component identifies the

plurality of available services;

and a plurality of service

logical drivers corresponding

to the plurality of available

services that are used to obtain

the plurality of services, the

plurality of service logical

drivers are used in obtaining

the plurality of services.

its right to present further arguments to the extent necessary.

48. An article of manufacture, including a computer readable medium,

comprising:
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a short-range radio software component to communicate with a device in a

short distance wireless network by using a short-range radio signal;

Marchand is directed to a Bluetooth piconet that has been extended into an Internet

Protocol (IP) wireless local area network implementing JINI/Java technology to share services

between devices in the piconet through the Jini technology. (Ex. PA-A, “Marchand” at Abstract;

5:23-25; 6:25-27.) Specifically, a mobile phone (article of manufacture in claim 48) connected to

the Bluetooth (a short-range radio signal in claim 48) piconet is configured to serve as a gateway

to provide a call control interface between the wireless [P network and other devices in the piconet.

(EX. PA-A, “Marchand” at Abstract; see also EX. OTH-A, “Mandayam Decl.” at ‘][45.)

a cellular software component to communicate with a cellular network by

using a cellular signal; a network software component to selectively transfer an

Internet Protocol (“IP”) data packet between the device and the cellular

network

In Figure 3 of Marchand the gateway mobile phone 33 has both a radio access modem

(cellular software component in claim 48) and a Bluetooth chipset. (Ex. PA-A, “Marchand” at

7: 12—25; 11:7.) The radio access modem provides an interface with a public IP address for

accessing the wireless IP network and the Bluetooth chipset provides an interface with a private

IP address for accessing the piconet. (Id. at 1 1:7—10.) When another device in the piconet uses the

call control client of the mobile phone. the mobile phone pushes incoming IP packets received on

its public IP address to the private 1P address of the device in the piconet, and also translates IP

packets in the other direction. (Id. at 7:14-17; 11:13-16.) The translation between public and

private IP addresses is performed by an API sent from the mobile phone to the device requesting

the call control service. (Id. at 11:17-18; 15: 25-31.) (EX. OTH-A, “Mandayam Decl.” at $54.)
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a service repository software component to identify a plurality ofavailable

services from a plurality of devices in the short distance wireless network, the

service repository software component having a uniform interface so that both a

local application software component and a remote application software

component identifies the plurality ofavailable services;

The combination of Marchand, Nurmann, and Vilander proposed by Petitioner in the IPR

fails to tcach or disclosc this limitation of claim 48. In Ground 1 of thc IPR, Pctitioncr rclicd solcly

on the teachings of Marchand to suggest that the alleged combination of Marchand, Nurmann, and

Vilander meets the “service repository software component” limitation. More particularly,

Petitioner argued that Marchand teaches this claim element through its description of the JINI

LUS. Petitioner’s arguments, however, are based on a fundamental misunderstanding of the

underlying JINI technology in Marchand and are contrary to Marchand’s explicit teachings. A

person of ordinary skill in the art (POSITA) would not understand Marchand to disclose that its

JINI LUS is physically located on Marchand’s cellular-enabled mobile phone 33, and further, a

POSlTA would have no motivation to modify Marchand to place the JlNl LUS on the mobile

phone (article of manufacture in claim 48) in view of Marchand’s explicit teachings to the contrary.

(Ex. OTH-A, “Mandayam Decl.” at T115364.)

With rcspcct to Ground 1 of IPR2015-01444, thc PTAB acknowlcdgcd that by Pctitioncr’s

own admission, the LUS of Marchand does not explicitly satisfy the “service repository software

component” limitations of claims 1, 4, 7, and 14. (Ex. 1, “’ 1444 Final Decision” at pp. 15-16.) The

PTAB however determined that Marchand would have implicitly informed a person skilled in the

art that the “service repository software component” may be disposed in the “first wireless device”.

(Id. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s reading of the
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reference as Marchand describes several disadvantages associated with duplicating resources such

as a JINI LUS or “service repository software component” on multiple devices within a piconet,

and 2) available mobile phone technology in 2001 filing date of the ‘033 application was incapable

of implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at M64,

72-76.) For these reasons, in addition to the positions presented in Patent Owner’s Response, there

would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand by either 1) duplicating the JINI LUS functionality and having

it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS

from the laptop computer to the mobile phone gateway. (Id.)

Regarding the first reason, Marchand teaches that it is “inefficient from the resource point

of view” and “inappropriate, expensive, and cumbersome” to have the same hardware and software

on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand” at 411-9)

or call control client (Ex. PA-A, “Marchand” at 6:31-72; see also Ex. OTH-A, “Mandayam Decl.”

at T1150, 65. (“The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code”) Accordingly,

Marchand does not support duplicating resources such as an LUS as a service repository

component on both the laptop computer and the mobile phone gateway, as this “defeats the purpose

of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.” at ‘][65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop

computer not the mobile phone gateway. (Ex. PA-A, “Marchand” at FIG. 4; see also Ex. OTH-A,

“Mandayam Decl.” at ‘J[‘J[55, 66.) In Marchand, when a device joins an existing Bluetooth piconet,

it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUS so those services are then made available to other devices on
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the piconet. (Ex. PA-A, “Marchand” at 8:11-15.) Marchand explicitly defines where the list of

available services is located: “[t]hc services menu on the laptop indicates all services available on

the Piconet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4

which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,

the only explicit teachings in Marchand point to the network’s LUS being located on the laptop.

(Ex. OTH—A, “Mandayam Decl." at 919155 , 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of

JlNl functionality and prevailing limitations regarding hardware and software for mobile phones,

that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone

gateway. (Ex. OTH—A, “Mandayam Decl.” at ‘J[73.) The implicit teachings advanced by the

Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marchand, how

the J1N1 LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.

OTH-A, “Mandayam Decl.” at ‘fl‘fl72—78.) In its Final Written Decision the Board relied on

Petitioner and their expert Dr. Kiaei’ s argument that 1) Marchand’ 5 call control API is a J1N1 proxy

object and 2) a JINI call control API is downloaded from the gateway to the other devices on the

ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood

Marchand as implicitly describing an implementation in which the JINI LUS which identifies

services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.

l, “’l444 Final Decision" at pp. 14—15; 18—19.)

Per the JINI Spec, the purpose of an LUS is to provide a registry of services that can be

registered and searched for within a piconet so that other devices can make use of the available

services. (See Ex. PA-F. “JINI Spec Part 1” at pp. 22-23). As detailed in the background section

above, once a device joins a JINI/Java network, the joining device transfers java code (referred to
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as a proxy object or java object) to the LUS. (M) This small amount ofjava code is used to identify

the scrvice(s) the joining device offers and to establish an interface with that service. (See Ex. PA-

F, “JINI Spec Part 1” at pp. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores

this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec

Part 1” at pp. 21-22; Ex. PA-A, “Marchand” at 3:11-12.) For example, if a printer joins a network

utilizing JINI technology, the printer will publish its printing service to the network by transferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includes the printer’s

information and a method to implement its printer interface. (Id.)

While JlNI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JIN 1 LUS, it does not define how a device offerin its services im lements
 

a given service or how the service is utilized by another device. (See Ex. OTH-A, “Mandayam

Decl.” at ‘][‘][52-53.) Instead, JINI technology requires that the sharing device provide its own

protocol to control the use of its shared service. (Id) For example, in Marchand’s system, the

gateway mobile device shares its call control seivice with other devices on the Bluetooth piconet

through the LUS on the laptop, with the call control service defining the protocol for another device

to utilize this service of Marchand’s mobile phone. (161.) However, under the described protocol

Marchand’s mobile phone merely provides a calling service” code much as the printer provides a

“printing service” code to the LUS. (Id)

It follows that regarding the mobile phone, once the call control service is published in the

services menu of the laptop. the details of how the mobile phone shares its call control service—

e.g. through specific APl interfaces that are downloaded to each device as a proxy objectito

become a gateway for other devices on the network is not part of the JlNI LUS technology. (151.)

After the service code is published to the LUS, the other devices on the piconet can access the
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published service code and interface method per its defined protocol and use the mobile phone as

a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also EX. OTH-A,

“Mandayam Decl.” at (£66.) Thus, contrary to Petitioner’s arguments, the details of how the phone

interacts with other devices as a gateway cannot be used to establish that the phone serves as the

LUS—because these details are irrelevant to the workings of JINI’s LUS feature. Like the mobile

phone, when other devices join the network, such as a PDA or printer, they first publish their

service to the LUS and then may use the LUS to discover network services, e. g. the call control

client code of the mobile phone to access its gateway services. (EX. PA—A, “Marchand” at 10:18—

20.) “For example, other BLUETOOTH devices on the piconet perform a JINI-defined add-in

‘discovery and join’ protocol ‘to locate the LUS and upload all of its services’ interfaces, including

call control services. (Id. at 8:12-20.) The ability for the other devices, including the mobile phone,

to send Java code to the rest of the network to facilitate the sharing of services in no way equates

to the “discover and join” LUS feature itself, which provides the claimed “service repository

software component” and per Marchand is located on the laptop computer. (EX. OTH-A,

“Mandayam Decl.” at ‘J[53)

Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the

Ground 1 argument advanced in the IPR fails. The ’033 Patent calls for the service “repository

software component” to be located on the first wireless device-- the cellular device. In the case of

claim 48, the “repository software component” is specifically located on the article of manufacture,

the gateway device. Petitioner in the IPR relied on their expert Dr. Kiaei’s opinions to argue that

Marchand implicitly teaches that its JlNl LUS is located on Marchand’s gateway mobile phone.

When the teachings of Marchand are properly considered from the perspective of a person of

ordinary skill in the art, it is however clear that Marchand precludes the JINI LUS from being
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located on its gateway mobile phone. (EX. OTH-A, “Mandayam Decl.” at ‘][‘][72-78.)

Moreover, the JINI LUS relied on in Marehand required hardware resources (memory and

processor) that exceeded the capabilities of mobile phones at the time (See Ex. 9, “PsiNaptic” at

pp. 31-32; EX. OTH-A, “Mandayam Decl.” at 9167.) As described in the background section above,

the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not

available on mobile phones during the relevant 2001 time period. (Ex. OTH—A, “Mandayam Decl.”

at ‘fl‘fl36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-

2002 were not able to support the UN] application, let alone the LUS feature. (Id) This limitation

was recognized by the developer of the JINI/Java software platforms, Sun Microsystems, who

developed an alternate, “micro” version of J INI, known as J 2ME, that was streamlined for mobile

phones but lacked the functionality required to support the LUS feature. (Id. at T112829.) The

limitations of the J2ME application and specifically its inability to run Jini and the LUS feature

were well known in 2001 (EX. OTH-A, “Mandayam Decl.” at ‘fl‘fl31-37.) Several articles in 2001-

2002 documented the mismatch between the JINI requirements and mobile phone capabilities:

“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more

than 3 megabytes of static and running storage). Many networked computing devices

are. . . mobile—too small to support an RMI based Jim'”; “The most limited devices run Java 2

Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object

serialization. So despite progress in downsizing Java, the value—proposition of Jini for mobile

devices remains an unattained promise.” (Id. at [11‘1130-31; EX. 9, “PsiNaptic” at pp. 31-32; EX. 2,

“Motorola” at p. 2).

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could

be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued
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in the IPR. (EX. OTH-A, “Mandayam Decl.” at [1173). Moreover, even if the JINI LUS feature was

moved to a mobile phone, it would have been inoperable on the mobile phones that existed during

the relevant time-period as they lacked the required system requirements, such as memory and

processing capabilities. As discussed in the background section, the developer of Java and Jini,

Sun Microsystems, recognized that mobile phones could not run the full Java application and

devised a lighter application J2ME for phones, but with its reduced memory and processing

capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,

“Mandayam Decl.” at 3173 citing EX. 2, “Motorola” at p. 2.) While Marchand appears to recognize

that consumer products such as laptops and PDAs may soon be modified to provide multimedia

and telephony applications, (Ex. PA—A, “Marchand” at 7:2—6), there is no teaching or suggestion

that mobile phones may be modified to include laptop computer applications or PDA applications.

As Marchand relies on J[NI and the LUS feature and in view of the limitations of mobile phones

to support both platforms, it is not surprising that Marchand only teaches a surrogate approach,

where JINI and LUS are placed on the laptop computer and the phone accesses the technology

through the network. (Ex. OTH-A, “Mandayam Decl.” at M373 8).

Thus, in view of the above, one of ordinary skill in the art would not apply the combination

of Marchand, Nurmann and Vilander to arrive at Claim 48, however the combination does rise to

the level of a substantial new question of patentability that has not been previously presented to

the Office for claim 48.

C. Marchand in View of Nurmann, and Vilander establishes a substantial

new question of patentability with respect to independent claim 56 of

the ‘033 patent.

The combination of Marchand, Nurmann, and Vilander fails to render obvious claim 56

and thus while it raises a substantial new question of patentability it does not render the claim
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unpatentable. Marchand in View of Nurmann and Vilander was applied against claim 1 in Ground

1 of the ‘1444 IPR. The PTAB instituted the ’ 1444 IPR on December 30, 2015 and issued a Final

Written Decision on December 21, 2016.

While Marchand in view of Nurmann and Vilander was applied against base claim 1 in the

‘1444 IPR, the combination was neither considered by the PTAB nor the PTO during prosecution

of the application against claim 56 of the ‘033 patent. Thus, as explained in detail below,

Marchand in view of Nurmann and Vilander presents a substantial new question of patentability

with respect to claim 56 that has not previously been presented to the Office prior to the instant

request for reexamination. Moreover, and as explained in further detail below in reference to

certain limitations of claim 56, the combination of Marchand in view of Nurmann and Vilander

does not rise to the level of unpatentability.

As seen in the table on pp. 25-26, claim 1 and claim 56 have similar limitations and thus a

person of ordinary skill in the art would consider that the combination of Marchand, Nurmann and

Vilander are important in the consideration of patentability. However, it is the position of the

Patent Owner that while it may raise a substantial new question of patentability the combination

does not render claim 56 unpatentable. As the arguments presented below are not exhaustive of

the applicable patentability grounds, Patent Owner reserves its right to present further arguments

to the extent necessary.

D. The ‘1444 IPR Art Does Not Render Claim 56 Unpatentable

Below, relevant limitations of claim 56 will be reviewed in the context of the ‘1444 IPR

art to establish that the claim is patentable over Ground 1 of the ‘1444 IPR.

56. A handheld device for providing a short distance wireless network,

comprising:

a storage device;
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Marchand is directed to a Bluetooth piconet that has been extended into an Internet

Protocol (IP) wireless local area network implementing JINI/Java technology to use the JINI

technology to share services between devices in the piconet. (Ex. PA-A, “Marchand” at Abstract;

5 123-25 ; 6:25-27.) Moreover, a mobile phone connected to the piconet is configured to serve as a

gateway to provide a call control interface between the wireless IP network and other devices in

the piconet. (Ex. PA—A, “Marchand” at Abstract; see also Ex. OTH—A, “Mandayam Decl.” at (H45 .)

means for identifying an availability ofa plurality ofservices to a plurality

ofapplication software components in the short distance wireless network;

The combination of Marchand, Nurrnann, and Vilander proposed by Petitioner fails to

teach or disclose this limitation of claim 56. In Ground 1, Petitioner relied solely on the teachings

of Marchand to suggest that the alleged combination of Marchand, N ur'mann, and Vilander meets

the “service repository software component” in claim 1. Support for construing the “means for

identifying an availability of a plurality of services to a plurality of application software

components in the short distance wireless network” limitation as the “service repository software

component” under 35 U.S.C. § 112(6) can be found in the ‘033 patent. (Ex. PA-A, “’033 patent”

at 12:11-14.)

More particularly, Petitioner argued that Marchand teaches this claim element through its

description of the JlNI LUS. Petitioner’s arguments, however, are based on a fundamental

misunderstanding of the underlying JlNl technology in Marchand and are contrary to Marchand’s

explicit teachings. A person of ordinary skill in the art (POSITA) would not understand Marchand

to disclose that its JINI LUS is physically located on Marchand’s cellular-enabled mobile phone

33, and further, a POSlTA would have no motivation to modify Marchand to place the JlNl LUS

on the mobile phone (article of manufacture in claim 48) in view of Marchand’s explicit teachings
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to the contrary. (EX. OTH-A, “Mandayam Decl.) at ‘][‘][53-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Petitioner’s

own admission, the LUS of Marchand does not explicitly satisfy the “service repository software

component” limitations of claims 1, 4, 7, and 14. (EX. 1, “’ 1444 Final Decision” at pp. 15-16.) The

PTAB however determined that Marchand would have implicitly informed a person skilled in the

art that the “service repository software component” may be disposed in the “first wireless device”.

(Id. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s reading of the

reference as Marchand describes several disadvantages associated with duplicating resources such

as a JlNl LUS or “service repository component” on multiple devices within a piconet, and 2)

available mobile phone technology in 2001 filing date of the ‘033 application was incapable of

implementing JINI and/or the JINI LUS application. (EX. OTH-A, “Mandayam Decl.” at ‘]{‘][64,

72-76.) For these reasons, in addition to the positions presented in Patent Owner’s Response, there

would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand by either 1) duplicating the JINI LUS functionality and having

it resident in both the laptop computer and the mobile phone gateway or 2) repositionng the LUS

from the laptop computer to the mobile phone gateway. (Id.)

Regarding the first reason, Marchand teaches that it is “inefficient from the resource point

of View” and “inappropriate, expensive, and cumbersome” to have the same hardware and software

on all the devices in the piconet, such as a cellular radio modem (EX. PA-A, “Marchand” at 4: 1-9)

or call control client (Ex. PA—A, “Marchand” at 6:31—72; see also Ex. 0TH—A, “Mandayam Decl.”

at ‘JHISO, 65. (“The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code.”) Accordingly,
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Marchand does not support duplicating resources such as an LUS as a service repository

component on both the laptop computer and the mobile phone gateway, as this “defeats the purpose

of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.” at ‘][65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop

computer not the mobile phone gateway. (Ex. PA-A, “Marchand” at FIG. 4; see also Ex. OTH-A,

“Mandayam Decl.” at M55, 66.) In Marchand, when a device joins an existing Bluetooth piconet,

it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUS so those services are then made available to other devices on

the piconet. (Ex. PA-A, “Marchand” at 8:11-15.) Marchand explicitly defines where the list of

available services is located: “[tjhe services menu on the laptop indicates all services available on

the Pieonet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4

which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,

the only explicit teachings in Marchand point to the network’s LUS being located on the laptop.

(Ex. OTH-A, “Mandayam Decl.” at (119155, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of

JINI functionality and prevailing limitations regarding hardware and software for mobile phones,

that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone

gateway. (Ex. OTH-A, “Mandayam Decl.” at ‘][73.) The implicit teachings advanced by the

Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marchand, how

the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.

0TH—A, “Mandayam Decl.” at ‘Jl‘Jl72—78.) In its Final Written Decision the Board relied on

Petitioner and their expert Dr. Kiaei’ s argument that 1) Marchand’ s call control API is a JINI proxy

object and 2) a JINI call control API is downloaded from the gateway to the other devices on the
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ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood

Marchand as implicitly describing an implementation in which the JINI LUS which identifies

services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.

1,1444 Final Decision” at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUS is to provide a registry of services that can be

registered and searched for within a piconet so that other devices can make use of the available

services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23.) As detailed in the background section

above, once a device joins a JINT/Java network, the joining device transfers java code (referred to

as a proxy object or java object) to the LUS. (161.) This small amount ofjava code is used to identify

the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA—

F. “JINI Spec Part 1” at pp. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores

this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec

Part 1” at pp. 22-23; Ex. PA-A, “Marchand” at 3: 1 1-12.) For example, if a printer joins a network

utilizing JINI technology, the printer will publish its printing service to the network by transferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includes the printer’s

information and a method to implement its printer interface. (Id. )

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a given service or how the service is utilized by another device. (See Ex. OTH—A, “Mandayam

Decl.” at (MHZ-53.) Instead, JINI technology requires that the sharing device provide its own

protocol to control the use of its shared service. (161.) For example, in Marchand’s system, the

gateway mobile device shares its call control service with other devices on the Bluetooth piconet

through the LUS on the laptop, with the call control service defining the protocol for another device
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to utilize this service of Marchand’s mobile phone. (1d,) However, under the described protocol

Marchand’s mobile phone merely provides a calling service” code much as the printer provides a

“printing service” code to the LUS. (161.)

It follows that regarding the mobile phone, once the call control service is published in the

services menu of the laptop, the details of how the mobile phone shares its call control service—

e.g. through specific API interfaces that are downloaded to each device as a proxy object—to

become a gateway for other devices on the network is not part of the JlNI LUS technology. (Id.)

After the service code is published to the LUS, the other devices on the piconet can access the
 

published service code and interface method per its defined protocol and use the mobile phone as

a gateway to the IP network. (Ex. PA—A, “Marchand” at 10:12—16; see also Ex. 0TH—A,

“Mandayam Decl.” at ‘][66.) Thus, contrary to Petitioner’s arguments, the details of how the phone

interacts with other devices as a gateway cannot be used to establish that the phone serves as the

LUS—because these details are irrelevant to the workings of JINI’s LUS feature. Like the mobile

phone, when other devices join the network, such as a PDA or printer, they first publish their

service to the LUS and then may use the LUS to discover network services, e. g. the call control

client code of the mobile phone to access its gateway services. (Ex. PA-A, “Marchand” at 10:18-

20.) “For example, other BLUETOOTH devices on the piconet perform a JINI—defined add—in

‘discovery and join’ protocol ‘to locate the LUS and upload all of its services’ interfaces, including

call control services. (Id. at 8: 1 2—20.) The ability for the other devices, including the mobile phone,

to send Java code to the rest of the network to facilitate the sharing of services in no way equates

to the “discover and join” LUS feature itself, which provides the claimed “service repository

software component” and per Marchand is located on the laptop computer. (EX. OTH-A,

“Mandayam Decl.” at ‘][53)
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Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the

Ground 1 argument advanced in the IPR fails. The ’033 Patent calls for the service “repository

software component” to be located on the first wireless device-- the cellular device. In the case of

claim 56, the “means for identifying” limitation or “service repository software component” is

specifically located on the handheld device or mobile phone. Petitioner in the IPR relied on their

expert Dr. Kiaei’s opinions to argue that Marchand implicitly teaches that its JINI LUS is located

on Marchand’s gateway mobile phone. (EX. 1, “’1444 Final Decision” at p. 15.) When the

teachings of Marchand are properly considered from the perspective of a person of ordinary skill

in the art, it is however clear that Marchand precludes the JINI LUS from being located on its

gateway mobile phone. (Ex. OTfl—A, “Mandayam Decl.” at ‘Jl‘Jl72—78.)

Moreover, the JINI LUS relied on in Marchand required hardware resources (memory and

processor) that exceeded the capabilities of mobile phones at the time (See EX. 9, “PsiNaptic” at

pp. 31-32; EX. OTH-A, “Mandayam Decl.” at (1167.) As described in the background section above,

the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not

available on mobile phones during the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”

at ‘Jl‘ll36-37). With a memory of at most 2 megabytes and 13 MHZ CPU, mobile phones in 2000-

2002 were not able to support the JINI application, let alone the LUS feature. (Id.) This limitation

was recognized by the developer of the JINI/Java software platforms, Sun Microsystems, who

developed an alternate, “micro” version of JlNl, known as J2MB, that was streamlined for mobile

phones but lacked the functionality required to support the LUS feature. (Id. at ‘ll‘ll28-29.) The

limitations of the J 2MB application and specifically its inability to run Jini and the LUS feature

were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at ‘fl‘fl31-37.) Several articles in 2001-

2002 documented the mismatch between the JINI requirements and mobile phone capabilities:
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“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more

than 3 megabytes of static and running storage). Many networked computing devices

are. . . mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2

Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object

serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile

devices remains an unattained promise.” (Id. at T113081; EX. 9, “PsiNaptic” at pp. 31—32; EX. 2,

“Motorola” at p. 2).

Accordingly, a person skilled in the art, would not infer that the JlNl LUS feature could

be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued

in the lPR. (Ex. OTH—A, “Mandayarn Decl.” at ‘j[73). Moreover, even if the JlNl LUS feature was

moved to a mobile phone, it would have been inoperable on the mobile phones that existed during

the relevant time-period as they lacked the required system requirements, such as memory and

processing capabilities. As discussed in the background section, the developer of Java and Jini,

Sun Microsystems, recognized that mobile phones could not run the full Java application and

devised a lighter application J2ME for phones, but with its reduced memory and processing

capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,

“Mandayam Decl.” at 9173 citing EX. 2, “Motorola” at p. 2.) While Marchand appears to recognize

that consumer products such as laptops and PDAs may soon be modified to provide multimedia

and telephony applications, (EX. PA—A, “Marchand” at 7:2—6), there is no teaching or suggestion

that mobile phones may be modified to include laptop computer applications or PDA applications.

As Marchand relies on J lNl and the LUS feature and in view of the limitations of mobile phones

to support both platforms, it is not surprising that Marchand only teaches a surrogate approach,

where JINI and LUS are placed on the laptop computer and the phone accesses the technology
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through the network. (Ex. OTH-A, “Mandayam Decl.” at 313137-38).

Thus, in view of the above, one of ordinary skill in the art would not apply the combination

of Marchand, Nurmann and Vilander to airive at Claim 56, however the combination does not rise

to the level of a substantial new question of patentability that has not been previously presented to

the Office for claim 56.

VIII. Support for Proposed Amendments

Please see Exhibit OTH-D for Proposed Amendments.

IX. 37 C.F.R. §1.510(b)(2): Detailed Explanation of the Pertinency and Manner

of Applying the Prior Art. Proposed Amendments are Patentably Distinct

over Previously Asserted Grounds.

While new and amended Claims 48 and 56—129 include a number of features that were not

addressed in any of the Grounds of lPR2015-01444 as noted below, claims 48 and 56-129 include

a “service repository software component” or its equivalent function (such as enumerating and

searching services) provided on a wireless device that wirelessly connects to both a cellular

network and a short distance wireless network and are therefore not obvious in view of Marchand,

Nurmann, and Vilander. (Ex. OTH-A, “Mandayam Deel.” at 3178.)

As described below in relation to the arguments presented in Ground 1, the new and

amended claims are patcntably distinct as the proffered combination does not teach or suggest a

mobile phone gateway including the claimed “service repository component.” Further, it would

not have been obvious to move the “service repository component” from the laptop computer in

Marchand to the mobile phone gateway, as that combination would have been inoperable in 2001,

given the hardware and software limitations that existed at the time. As the arguments presented

below are not exhaustive of the applicable patentability grounds, Patent Owner reserves its right

to present further arguments to the extent necessary.
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A number of features have been added by amendment to Claims 48 and 5 6, and have been

included in new claims 57-129, that are not addressed by the grounds or references as applied in

IPR2015-01444. These features provide separate bases for patentability of the amended and added

claims. For example, features related to 802.11 (or Wi—Fi) technology used alone or in

combination with Bluetooth technology (Ex. OTH-A, “Mandayam Decl.” at (1187.), applications to

provide email services, calendaring services and managing contacts (Ex. OTH—A, “Mandayam

Decl.” at $88.). a location application that provides a current location of the wireless device (Ex.

OTH—A, “Mandayam Decl.” at ‘][89.), a tunneling and optimization component (EX. OTH—A,

“Mandayam Decl.” at [1190). software to establish the short-distance wireless network (Ex. OTH-

A, “Mandayam Decl.” at ‘J[91.), and various network management functions performed by the

handheld wireless device (EX. OTH-A, “Mandayam Decl.” at ‘J[92.) further distinguish over the

references as applied in the grounds of IPR2015-01444.

A. Ground 1 — Amended and New Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, and
Vilander

Ground 1 of IPR2015-01444 relied on the teachings Vilander and Nurmann with respect

to a network address translator software component as claimed by the Patent Owner. Ground 1

did not rely on Vilander or Nurmann with respect to teaching a LUS or service repository software

component, or a device to host a LUS or service repository.

While new and amended Claims 48 and 56—129 include a number of features that were not

addressed in any of the Grounds of IPR2015-Ol444 as noted below, new and amended Claims 48

and 56—129 include a “service repository software component” or equivalent function (such as

enumerating and searching services) provided on a wireless device that wireles sly connects to both

a cellular network and a short distance wireless network and are therefore not obvious in view of
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Marchand, Nurrnann, and Vilander.

More particularly, Petitioner argued that Marehand teaches this claim element through its

description of the JlNI LUS. Petitioner" s arguments, however, are based on a fundamental

misunderstanding of the underlying JINI technology in Marehand and are contrary to Marchand’s

explicit teachings. A person of ordinary skill in the art (POSITA) would not understand Marehand

to disclose that its JINI LUS is physically located on Marchand’s cellular—enabled mobile phone

33, and further, a POSITA would have no motivation to modify Marehand to place the JINI LUS

on the mobile phone (article of manufacture in claim 48) in view of Marchand’s explicit teachings

to the contrary. (Ex. OTH-A, “Mandayam Decl.” at ‘J[‘][53-54.)

With respect to Ground 1 of lPR2015—01444, the PTAB acknowledged that by Petitioner’s

own admission, the LUS of Marehand does not explicitly satisfy the “service repository software

component” limitations of claims 1, 4, 7, and 14. (Ex. 1, “’ 1444 Final Decision” at pp. 15-16.) The

PTAB however determined that Marehand would have implicitly informed a person skilled in the

art that the “service repository software component” may be disposed in the “first wireless device”.

(Id. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: 1) Marehand teaches away from the PTAB’s reading of the

reference as Marehand describes several disadvantages associated with duplicating resources such

as a JINI LUS or “service repository component” on multiple devices within a piconet, and 2)

available mobile phone technology in 2001 filing date of the ‘033 application was incapable of

implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at M64,

72—76.) For these reasons, in addition to the positions presented in Patent Owner’s Response, there

would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand by either 1) duplicating the JINI LUS functionality and having
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it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS

from the laptop computer to the mobile phone gateway. (Id.)

Regarding the first reason, Marehand teaches that it is “inefficient from the resource point

of view” and “inappropriate, expensive, and cumbersome” to have the same hardware and software

on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marehand” at 4:1-9)

or call control client (Ex. PA—A, “Marehand” at 6:31—7z2; see also Ex. OTH—A, “Mandayam Decl.”

at ‘][‘][50, 65. (“The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code”) Accordingly,

Marehand does not support duplicating resources such as an LUS as a service repository

component on both the laptop computer and the mobile phone gateway, as this “defeats the purpose

of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayarn Decl.” at ‘J[65.)

According to the explicit teachings in Marehand, JINI LUS is hosted by the laptop

computer not the mobile phone gateway. (Ex. PA-A, “Marehand” at FIG. 4; see also Ex. OTH-A,

“Mandayam Decl.” at ‘MSS, 66.) In Marehand, when a device joins an existing Bluetooth piconet,

it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUS so those services are then made available to other devices on

the piconet. (Ex. PA—A, “Marehand” at 8:11—15.) Marehand explicitly defines where the list of

available services is located: “[t]he services menu on the laptop indicates all services available on

the Piconet.” (Ex. PA—A, “Marehand” at 10:24; boldface added.) It is also clear from Figure 4

which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,

the only explicit teachings in Marehand point to the network’s LUS being located on the laptop.

(Ex. OTH-A, “Mandayam Decl.” at 919155 , 66).

Regarding the second reason, it is clear from Marehand, when viewed in the context of
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JINT functionality and prevailing limitations regarding hardware and software for mobile phones,

that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone

gateway. (Ex. OTH-A, “Mandayam Decl.” at ‘][73.) The implicit teachings advanced by the

Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marehand, how

the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.

OTH—A, “Mandayam Decl.” at M7278.) In its Final Written Decision the Board relied on

Petitioner and their expert Dr. Kiaei’ s argument that l) Marchand’ s call control API is a JINI proxy

object and 2) a JlNl call control API is downloaded from the gateway to the other devices on the

ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood

Marehand as implicitly describing an implementation in which the JlNl LUS which identifies

services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.

1, 1444 Final Decision” at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUS is to provide a registry of services that can be

registered and searched for within a piconet so that other devices can make use of the available

services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23.) As detailed in the background section

above, once a device joins a JINI/Java network, the joining device transfers java code (referred to

as a proxy object orjava object) to the LUS. (Id.) This small amount ofjava code is used to identify

the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-

F, “JlNl Spec Part 1” at pp. 22—23; see also Ex. PA—A, “Marehand” at 3:13—14.) The LUS stores

this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec

Part 1” at pp. 22—23; Ex. PA—A, “Marehand” at 3:11—12.) For example, if a printer joins a network

utilizing JINI technology, the printer will publish its printing service to the network by transferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) Thejava code includes the printer’s
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information and a method to implement its printer interface. (1d. )

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a given service or how the service is utilized by another device. (See EX. PA-F, “JINI Spec Part 1”

at p. 24; Ex. OTH-A, “Mandayam Decl.” at M5263.) Instead, the sharing device provides its own

protocol to control the use of its shared service. (Id.) For example, in Marchand’s system, the

gateway mobile device shares its call control service with other devices on the Bluetooth piconet

through the LUS on the laptop, with the call control service defining the protocol for another device

to utilize this service of Marchand’s mobile phone. (1d,) However, under the described protocol

Marchand’s mobile phone merely provides a calling service” code much as the printer provides a

“printing service” code to the LUS. (1d,)

It follows that regarding the mobile phone, once the call control service is published in the

services menu of the laptop, the details of how the mobile phone shares its call control service—

e.g. through specific API interfaces that are downloaded to each device as a proxy object—to

become a gateway for other devices on the network is not part of the JINI LUS technology. (Id.)

After the service code is published to the LUS, the other devices on the piconet can access the
 

published service code and interface method per its defined protocol and use the mobile phone as

a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also EX. OTH-A,

“Mandayam Decl.” at (£66.) Thus, contrary to Petitioner’s arguments, the details of how the phone

interacts with other devices as a gateway cannot be used to establish that the phone serves as the

LUsibecause these details are irrelevant to the workings of JlNl’s LUS feature. (Ex. 0TH—A,

“Mandayam Decl.” at ‘J[52.) Like the mobile phone, when other devices join the network, such as

a PDA or printer, they first publish their service to the LUS and then may use the LUS to discover
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network services, e.g. the call control client code of the mobile phone to access its gateway

services. (EX. PA-A, “Marchand” at 10: 18-20.) “For example, other BLUETOOTH devices on the

piconet perform a JINI—defined add-in ‘discovery and join’ protocol ‘to locate the LUS and upload

all of its services’ interfaces, including call control services. (Id. at 8:12-20.) The ability for the

other devices, including the mobile phone, to send Java code to the rest of the network to facilitate

the sharing of services in no way equates to the “discover and join” LUS feature itself, which

provides the claimed “service repository software component” and per Marchand is located on the

laptop computer. (EX. OTH—A, “Mandayam Decl.” at ‘][53)

Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the

Ground 1 argument advanced in the lPR fails. Other than including call control service feature 41

(Figure 4 of Marchand) on the mobile phone to access the JINI LUS application on the laptop,

Marchand does not teach or suggest having the J1N1 LUS application resident on the mobile phone

gateway. The ’033 Patent calls for the service “repository software component” to be located on

the first wireless device-- the cellular device. In the case of claim 48, the “repository software

component” is specifically located on the article of manufacture, the gateway device. Petitioner

in the IPR relied on their expert Dr. Kiaei’s opinions to argue that Marchand implicitly teaches

that its JINI LUS is located on Marchand’s gateway mobile phone. (Ex. 1, “’ 1444 Final Decision”

at pp. 15-16.) When the teachings of Marchand are properly considered from the perspective of a

person of ordinary skill in the art, it is however clear that Marchand precludes the JTN] LUS from

being located on its gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.” at ‘jI‘jI72-78.)

Moreover, the JIN 1 LUS relied on in Marchand required hardware resources (memory and

processor) that exceeded the capabilities of mobile phones at the time (See Ex. 9, “PsiNaptic” at

pp. 31-32; EX. OTH-A, “Mandayam Decl.” at 3167.) As described in the background section above,
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the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not

available on mobile phones during the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”

at ‘fl‘fl36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-

2002 were not able to support the JINI application, let alone the LUS feature. (Id.) This limitation

was recognized by the developer of the JINI/Java software platforms, Sun Microsystems, who

developed an alternate, “micro" version of JINI, known as J2ME, that was streamlined for mobile

phones but lacked the functionality required to support the LUS feature. (Id. at ‘jI‘jI28-29.) The

limitations of the J2ME application and specifically its inability to run Jim and the LUS feature

were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at HEB 1-37.) Several articles in 2001-

2002 documented the mismatch between the J IN 1 requirements and mobile phone capabilities:

“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more

than 3 megabytes of static and running storage). Many networked computing devices

are. . . mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2

Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object

serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile

devices remains an unattained promise.” (Id. at ‘fl‘fl30-3l; EX. 9, “PsiNaptic” at pp. 31-32; EX. 2,

“Motorola” at p. 2).

As described in the background section and above, the hardware required to operate JINI

LUS
 

at least 3 megabytes of memoryiwas not available on mobile phones during the relevant

2001 time-period. See S. Hashman and S. Knudsen, “The Application of Jini Technology to

enhance the Delivery of Mobile Services,” PsiNaptic, December 2001, pages 31—32. Moreover,

even if the JINI LUS feature was moved to a mobile phone, it would have been inoperable on the

mobile phones that existed during the relevant time-period as they lacked the required system
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requirements, such as memory and processing capabilities. As discussed in the background

section, the developer of Java and Jini, Sun Microsystems, recognized that mobile phones could

not run the full Java application and devised a lighter application J2ME for phones, but with its

reduced memory and processing capabilities that version of Java was not able to support Jini or its

LUS feature. (Ex. OTH-A, “Mandayam Decl.” at ‘][73 citing Ex. 2, “Motorola” at p. 2.) As

established above, the industry was well—aware of both the system requirements to support Jini and

its LUS feature and the hardware/software limitations in prevailing phones that prevented them

from supporting the more robust Java Standard Edition software and Jini technology.

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could

be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued

in the IPR. (Ex. OTH-A, “Mandayam Decl.” at [1176). Moreover, even if the JINI LUS feature was

moved to a mobile phone, it would have been inoperable on the mobile phones that existed during

the relevant time-period as they lacked the required system requirements, such as memory and

processing capabilities. (Id.) As discussed in the background section, the developer of Java and

Jini, Sun Microsystems, recognized that mobile phones could not run the full Java application and

devised a lighter application J2ME for phones, but with its reduced memory and processing

capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH—A,

“Mandayam Decl.” at ‘][‘][74-75 citing Ex. 2, “Motorola” at p. 2.) While Marchand appears to

recognize that consumer products such as laptops and PDAs may soon be modified to provide

multimedia and telephony applications, (Ex. PA-A, “Marchand” at 7:2-6), there is no teaching or

suggestion that mobile phones may be modified to include laptop computer applications or PDA

applications. As Marchand relies on JINI and the LUS feature and in view of the limitations of

mobile phones to support both platforms, it is not surprising that Marchand only teaches a surrogate
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approach, where JINI and LUS are placed on the laptop computer and the phone accesses the

technology through the network. (Ex. OTH-A, “Mandayam Deel.” at M3738).

B. Ground 2 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
and RFC2543

Ground 2 of IPR2015-Ol444 asserted that claim 5 of the ‘033 patent was obvious under 35

U.S.C. § 103 in View of Marchand, Nurmann, Vilander and RFC 2543. Claim 5 depends from

Claim 1 and therefore includes the same limitations described above with respect to the service

repository. Claims 5 adds a domain naming service (“DNS”) software component. The PTAB

determined that claim 5 was unpatentable over the combination of Marchand, Nurmann, Vilander,

and RFC2543 in that a person of ordinary skill in the art would have combined the DNS software

component taught by RFC 2543 with the features of Marchand, Nurmann, and Vilander. However,

RFC2543 provides no additional insight with respect to location of a JlNl LUS within a Bluetooth

piconet, or providing multiple devices in a Bluetooth piconet with a JINI LUS. (Ex. OTH-A,

“Mandayam Decl.” at ‘][77.)

While new and amended claims 48 and 56-129 include several features that were not

addressed in any of the Grounds of IPR2015-Ol444 as noted below, new Claims 62, 85, 86, 96,

101, 108, 111 and 125 include DNS software like that present in claim 5 of the ‘033 patent.

Because RFC2543 does not provide any insight with respect to a Jini LUS or service repository

software component or equivalent function (such as enumerating and searching services) provided

on the wireless device present in claims 48 and 56-129 that wirelessly connects to both a cellular

network and a short distance wireless network, these claims are therefore not obvious in View of

Marchand, Nurmann, Vilander and RFC2543. (EX. OTH-A, “Mandayam Decl.” at (J[78.)

C. Ground 3 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
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and Larsson.

Ground 3 of IPR2015-01444 asserted that claims 6 and 23 of the ‘033 patent were obvious

under 35 U.S.C. § 103 in view of Marchand, Nurmann, Vilander and Larsson. Claims 6 and 23

depend from Claim 1 and therefore include the same limitations described above with respect to

the service repository. Claims 6 and 23 add a security software component and a virtual private

network software component, respectively. The PTAB determined that claims 6 and 23 were

unpatentable over the combination of Marchand, Nurmann, Vilander, and Larsson in that a person

of ordinary skill in the art would have combined the security software component and VPN

software component taught by Larsson with the features of Marchand, Nurmann, and Vilander.

However, Vilander provides no additional insight with respect to location of a UN] LUS within a

Bluetooth piconet, or providing multiple devices in a Bluetooth piconet with a JINI LUS. As such,

these claims are patentable at least because of their dependency from Claim 1. (Ex. 0TH—A,

“Mandayam Decl.” at ‘J[79.)

While new and amended claims 48 and 56-129 include many features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 63, 87, 88, 102,

104, 112, 115, and 126 include a security software component and/or a viltual private network

software component, that was present in claims 6 and 23 of the ‘033 patent. Because Larsson does

not add any insight with respect to the service repository software component or equivalent

function (such as enumerating and searching services) being provided on the wireless device

present in claims 48 and 56-129 that wirelessly connects to both a cellular network and a short

distance wireless network, these claims not obvious in view of Marchand, Nurmann, Vilander and

Larsson. (EX. OTH-A, “Mandayam Decl.” at (180.)

D. Ground 4 — New and Amended Claims 48 and 56-129 are not Obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
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and the JINI Spec.

Ground 4 of lPR2015-01444 asserted that claims 12, 15, 22, 34, 39, 40, 42, and 46 of the

“033 patent were obvious under 35 U.S.C. § 103 in view of Marchand, Nurmann, Vilander and the

JINI Spec. Claims 12, 15 , and 22 depend from Claim 1 and therefore include the same limitations

described above with respect to the service repository software component. Claims 34 and 42 are

independent claims that include more specific service repository functions such as enumerating a

list of services and searching the list of services, however these functions are performed by a

handheld wireless device that controls access between a short distance wireless network and a

cellular network like the first wireless device having the service repository software component as

recited in Claim 1. Claims 39 and 40 depend from Claim 34. Claim 46 depends from Claim 42.

(Ex. OTH-A, “Mandayam Decl.” at ‘j[81.)

The PTAB relied on the JlNl spec. for teachings with respect to the JlNl LUS as storing

information about a service’s ID, class or type, and attributes, as well as searching the LUS,

providing a plug and play feature, and having more than one LUS in a network, in combination

with the reasoning with respect to Claim 1 for locating the JINI LUS on the mobile phone in -

finding that Claims 12, 15, 22, 34, 39, 40, 42, and 46 unpatentable. (EX. OTH-A, “Mandayam

Decl.” at (1182.)

While new and amended claims 48 and 56-129 include several features that were not

addressed in any of the Grounds of IPR2015—01444 as noted below, new claims 58, 64, 83, 88, 95,

100, 104, 106, 110, 115, and 128 include more specific service repository functions such as

enumerating a list of services and searching the list of services that were present in one or more of

claims 12, 15, 22, 34, 39, 40, 42, and 46 of the ‘033 patent. Because, the JINI Spec does not add

any insight or features with respect to the service repository software component or equivalent
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function (such as enumerating and searching services) provided on the wireless device present in

claims 48 and 56-129 that wirelessly connects to both a cellular network and a short distance

wireless network, these claims are therefore not obvious in View of Marchand, Nunnann, Vilander

and the JINI Spec. (EX. OTH-A, “Mandayam Decl.” at ‘J[83.)

E. Ground 5 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Larsson and the

JINI Spec.

Ground 5 of IPR2015-01444 asserted that claims 25 and 28 of the ‘033 patent were obvious

under 35 US .C. § 103 in View of Marchand, Larsson and the JINI Spec. Claim 25 is an independent

claim that includes a service repository software component on a wireless device in a short distance

wireless network and a cellular network like the service repository software component of Claim

1. Claim 28 depends from Claim 25 and therefore includes the same limitations described above

with respect to the service repository software component, but adds a security software VPN. The

PTAB determined that claims 25 and 28 were unpatentable over the combination of Marchand,

Larsson, and the JINI Spec. relying on the same reasoning relied upon with respect to Claims 1

and 34. (Ex. OTH-A, “Mandayam Dccl.” at ‘Jl84.)

While new and amended claims 48 and 56-129 include several features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 63, 87, 102, 112,

and 126 add a security software or VPN feature, like that present in claims 25 and 28 of the ‘033

patent. Because Larsson does not provide any insight relative to the service repository software

component or equivalent function (such as enumerating and searching services) provided on the

wireless device present in claims 48 and 56—1 29 that wirelessly connects to both a cellular network

and a short distance wireless network, these claims are therefore not obvious in view of Marchand

in view of Larsson and J 1N1 Spec. (Ex. OTH—A, “Mandayam Decl.” at ‘Jl85.)
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X. Objective Indicia Supports Nonobviousness

Objective indicia, such as unexpected results, industry praise, teaching away and long-felt

need, “can be the most probative evidence of non-obviousness in the record, and enable the court

to avert the trap of hindsight.” Crocs, Inc. v. ITC, 598 F.3d 1294, 1310 (Fed. Cir. 2010). These

objective criteria “turn back the clock and place the claims in the context that led to their

invention.” Mintz v. Dietz, 679 F.3d 1372, 1378 (Fed. Cir. 2012). As such, the Federal Circuit

requires consideration of these objective indicia because they “provide objective evidence of how

the patented device is viewed in the marketplace, by those directly interested in the product.”

(Demacn Corp. v. F. Van Langsdorfi' Licensing Ltd, 851 F.2d 1387, 1391 (Fed. Cir. 1988) and

Spectralytics, Inc. v. Cordis Corp., 649 F.3d 1336, 1344 (Fed. Cir. 2011).

le’s Personal Mobile Gateway (PMG) embodies the ‘033 patented invention. (Ex. OTH—

A, “Mandayam Decl.” at ‘J[97.) As illustrated in ‘J[97 of Dr. Mandayam’s declaration, IXI’s PMG

product reads on claim 25 of the ‘033 patent. Objective evidence regarding how PMG has been

received by the wireless industry is thus relevant to establish non-obviousness of the “033 patented

invention.

Shortly after the launch of IXI’s PMG product, the industry began praising the invention

and touted the claimed features of the ‘033 patent. (Id. at ‘jI‘jIlOO-104.) One article entitled

“Cautious Optimism at the 3GSM World Congress” provided “IXI Mobile presented an

innovative GSM/GPRS product called the Personal Mobile Gateway (PMG). . . IXI has an

interesting approach to mobile devices, one that divorces the communications engine from the user

interface.” (Ex. OTH-A. “Mandayam Decl.” at (11101 citing Ex. 12, “Cautious Optimism at the

3GSM World Congress” at p. 12, boldface added.)
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In an article entitled “Consumer Gadgets: 50 Ways to Have Fun & Simplify Your Life with

Today’s Technology, Chapter 39 Using Many Devices with One Connection: Personal Mobile

Gateways”, the author notes “The company offers a personal mobile gateway (PMG) that acts as

a bridge between the devices and the wireless network. . . and serves as the gateway between the

short-range personal area network (PAN). . . The PMG device acts as a pocket— sized microbridge

and mierorouter between the PAN and the wireless network. . . Perhaps the most exciting thing

is that all these devices will be able to communicate with one another and the Internet. . .”

(Ex. OTH—A, “Mandayam Decl.” at (11102 citing EX. 13, “Consumer Gadgets” at pp. 4—5, boldface

added.)

In 2000, prior to the launch of le’s PMG, the industry and specifically the CEO of market

leader RIM expressed skepticism at the idea of “combining computing, phone and Internet

services. To him, that made no sense. All-purpose operating systems sucked batteries dry, hogged

wireless bandwidth and were awkward to use.” (EX. OTH-A, “Mandayam Deel.” at ‘][103 citing

Ex. 5, “RIM” at pp. 9-10.)

Approximately one year after IXI’s launch of its PMG, Samsung obtained a license for the

PMG software for its “new breed of Samsung wireless phones,” Samsung SGH-X410. (EX. OTH-

A, “Mandayam Decl.” at 91104 citing Ex. 14, “Brighthand” at p. 1.)

In addition to industry praise, IXI’ s PMG addressed a long felt but unmet need. (EX. OTH-

A, “Mandayam Decl.” at ‘jHIlOS—I 10.) In one article entitled “The Evolving Mobile User

Interfaee73trategies for the Wireless Internet” the author states IXI’s PMG product provides an

“end-to-end solution” and concludes that “the [XI Mobile has identified a real problem and

proposes a real solution.” (Ex. OTH-A, “Mandayam Deel.” at ‘][105 citing Ex. 15, “The Evolving
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Mobile User Interface_Strategies for the Wireless Internet” at pp. 62, 48, boldface added.)

This unmet need is also captured in a report entitled “PMGs Set to Explode in 2004” that

provided a “synopsis and forecast analysis of the emerging Personal Mobile Gateway or PMG,

market” and estimated that the market for PMG and PMG Companion devices could “exceed

110 Million units in 2007.” (Ex. OTH-A, “Mandayam Decl.” at ‘][107 citing Ex. 17, “PMGs Set

to Explode in 2004 at pp. 1, 6, boldface added.)

In another report TNI Securities Equity Research outlines how IXI’s PMG is leading “first

steps” towards a “paradigm shift” in connectivity that “combines wide area networking

technologies such as GSM/GPRS. CDMA. etc. with short distance wireless such as Bluetooth or

WiFi with micro—router and micro—server functionalities.” (Ex. OTH—A, “Mandayam Decl.” at

‘J[108 citing Ex. 18, “TNI Securities Equity Research” at pp. 1, 4-5, boldface added.)

IXI’s PMG was also the recipient of the Winning Technology Award “for its end-to-end

software solutions that enable the introduction of a new category of wireless devices including the

Personal Mobile Gateway (PMG). . . Industry recognition of the PMG is continuing to grow.” (Ex.

OTH-A, “Mandayam Decl.” at (11110 citing Ex. 20, “Winning Technology Award” at p. 1.)

And, Marchand’s surrogate approach in which the phone accesses a JINI LUS on the laptop

constitutes a teaching away from the ‘033 claimed invention, where the phone serves as a bridge

and router between other devices on the PAN. (Ex. OTH-A, “Mandayam Decl.” at (M?) 1, 111.)

Based on the above examples of industry praise, teaching away, and long felt but unmet

need. there is sufficient objective evidence that the claimed invention as embodied in IXI’s PMG

5 For each of “The Evolving Mobile User Interface_Strategies for the Wireless Internet” citations,

the original pagination of the reference is being cited, not the pagination of the Exhibit.
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product was “not obvious during the relevant time frame and given the state of the industry at that

time.” (Ex. OTH-A, “Mandayam Deel.” at (11112.)

XI. Conclusion

The prior art documents presented in the above Request were either not previously

considered by the Office or are now being presented in a new light pursuant to MPEP § 2242.

New and amended claims 48 and 56-129 of the ‘033 patent are patentable over the prior

art documents cited herein. The prior art documents teach the subject matter of the ‘033 patent in

a manner such that substantial new questions of patentability for those claims are raised by this

Request. Accordingly. the Office is requested to grant this Request and to initiate reexamination

with special dispatch.

Respectfully submitted,

56: fl. 7%

Peter G. Korytnyk (Reg. No. 43,400)

Attorney for Applicant

Dated: March 24, 2017
 

213 S. Payne Street
Alexandria, VA 22314

703-892-5210 (telephone)
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

 

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DOIEOI903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
lfa new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and of the International Filing Date (Form PCT/ROI105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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