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215-575-7186

Fax: 215-575-7200
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San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790
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ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jpicone@hopkinscarley.Com

06/18/2014 1 COMPLAINT against Blackberry Corporation, Blackberry Limited. (Filing Fee $ 350.00,
Receipt Number 1098194)Document filed by |XI Mobile (R&D) Ltd., IXI IP, LLC.
(Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online (Entered: 06/23/2014)

06/18/2014 SUMMONS ISSUED as to Blackberry Corporation, Blackberry Limited. (moh) (Entered:
06/23/2014)

06/18/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14-cv-4355. (moh)
(Entered: 06/23/2014)

06/18/2014 Case Designated ECF. (moh) (Entered: 06/23/2014)

06/18/2014 2 CIVIL COVER SHEET filed. (moh) (Entered: 06/23/2014)

06/18/2014 3 STATEMENT OF RELATEDNESS re: that this action be filed as related to 14-cv-4355.
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(moh) (Entered: 06/23/2014)

06/18/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designhated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Main Document 4 replaced on 6/23/2014) (laqg). (Entered:

06/23/2014)
06/18/2014 Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)
06/18/2014 Mailed notice to Commissioner of Patents and Trademarks to report the filing of this

action. (moh) (Entered: 03/27/2015)

06/23/2014 5 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI 1P, LLC.(Biemer, Thomas) (Entered: 06/23/2014)

06/23/2014 6 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXlI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/23/2014)

06/26/2014 CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of
Assignment to follow. (pgu) (Entered: 06/26/2014)

06/26/2014 NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is ho
longer assigned to the case. (pgu) (Entered: 06/26/2014)

06/26/2014 Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 06/26/2014)

06/27/2014 7 AFFIDAVIT OF SERVICE of Summons and Complaint,. Blackberry Corporation served on
6/23/2014, answer due 7/14/2014. Service was accepted by Marie Garcia, Process
Specialist for CT Corporation System as Registered Agent. Document filed by IXI Mobile
(R&amp;D) Ltd.; IXI IP, LLC. (Biemer, Thomas) (Entered: 06/27/2014)

06/30/2014 8 ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905, 40 Centre
Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Sighed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

07/08/2014 9 SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate
Parent I Xl Mobile Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by I XI Mobile
(R&amp; D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)
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07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

07/23/2014

07/23/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

08/20/2014

08/25/2014

08/25/2014

10

11

12

13

14

15

16

17

18

19

LETTER MOTION for Extension of Time To Respond to Plaintiffs' Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. IT IS FURTHER ORDERED THAT the initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
p.m. IT 1S FURTHER ORDERED that the parties shall submit the joint letter and proposed
case management plan referenced in the Court's June 30, 2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/12/2014; Blackberry Limited
answer due 9/12/2014. Set/Reset Hearings:(Initial Conference reset for 10/7/2014 at
12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915127. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, I Xl Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice . Filing
fee $ 200.00, receipt number 0208-9915127. Motion and supporting papers to be
reviewed by Clerk's Office staff., 13 MOTION for John Joseph Higson to Appear Pro Hac
Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting papers
to be reviewed by Clerk's Office staff.. Provide only one individual case humber on the
documents. (sdi) (Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff., 14 MOTION for Joshua D.
Wolson to Appear Pro Hac Vice (CORRECTED). Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 07/24/2014)

ORDER granting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDER granting 14 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/20/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk's Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, I1XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
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09/10/2014

09/10/2014
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09/26/2014

09/26/2014
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09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014
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22

23

24

25

26

27

28

29

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

NOTICE OF APPEARANCE by Marshall Beil on behalf of Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/10/2014)

LETTER MOTION for Extension of Time to File Response/Reply addressed to Judge Richard
J. Sullivan from Marshall Beil dated September 10, 2014. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 09/10/2014)

ORDER granting 21 Letter Motion for Extension of Time to File Response/Reply. SO
ORDERED. (Signed by Judge Richard J. Sullivan on 9/10/2014) (mro) (Entered:
09/11/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/26/2014; Blackberry Limited
answer due 9/26/2014. (mro) (Entered: 09/11/2014)

FILING ERROR - CORPORATE PARENT/OTHER AFFILIATE NOT ADDED - RULE 7.1
CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Blackberry Corporation, Blackberry Limited.(Beil, Marshall) Modified on 9/29/2014 (Ib).
(Entered: 09/26/2014)

ANSWER to 1 Complaint, with JURY DEMAND; COUNTERCLAIM against | XI Mobile
(R&amp;D) Ltd., IXI IP, LLC. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) Modified on 10/22/2014 (mro). (Entered: 09/26/2014)

***NOTE TO ATTORNEY TO RE-FILE DOCUMENT - DEFICIENT DOCKET ENTRY ERROR.
Note to Attorney Marshall Beil to RE-FILE Document 23 Rule 7.1 Corporate Disclosure
Statement,. ERROR(S): Corporate Parents were not added. Please re-file this document
and when prompted: Are there any corporate parents or other affiliates?, select the YES
radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST SELECT THE
SEARCH BUTTON. Select the correct name or create a new corporate parent. Add the
Corporate Parent(s) or Affiliate(s) one party name at a time. (Ib) (Entered: 09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent Blackberry
Limited for Blackberry Corporation. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) (Entered: 09/29/2014)

MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Blackberry Corporation, Blackberry Limited.(Riopelle, Brian) (Entered:
09/30/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Jason W. Cook to Appear Pro
Hac Vice . Filing fee $ 200.00, receipt number 0208-10156886. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by Blackberry Corporation,
Blackberry Limited.(Cook, Jason) Modified on 9/30/2014 (bcu). (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 26
MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 27 MOTION for Jason W. Cook to Appear Pro Hac Vice . Filing
fee $ 200.00, receipt number 0208-10156886. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The filing is deficient for the following reason(s): Missing
Certificate of Good Standing. Certificate of Good Standing must be issued from the
Supreme Court of Texas and not from a State Bar Association. Re-file the document as a
Corrected Motion to Appear Pro Hac Vice and attach a valid Certificate of Good Standing,
issued within the past 30 days. (bcu) (Entered: 09/30/2014)

MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Swanson, Derek)
(Entered: 09/30/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Letter per Court Order of 6-30-14 modified 7-8-14.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 28
MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
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35

36

37

38

39

40

41

42

number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 26 Motion for Brian C. Riopelle to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 28 Motion for Derek H. Swanson to
Appear Pro Hac Vice. (Sighed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff. Document filed by Blackberry Corporation, Blackberry
Limited.(Cook, Jason) (Entered: 10/02/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 32
MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 10/02/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 32 Motion for Jason W. Cook to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/3/2014) (kgo) (Entered:
10/03/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs' counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry's counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
11/7/14. (sc) (Entered: 10/08/2014)

ORDER granting 19 Motion for Mark Halderman to Appear Pro Hac Vice. (Sighed by Judge
Richard J. Sullivan on 10/7/2014) (mro) (Entered: 10/08/2014)

FILING ERROR - WRONG EVENT TYPE SELECTED FROM MENU - ANSWER to Complaint
with JURY DEMAND. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 10/17/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated October 21, 2014
re: Request for docket entry number 24 to be corrected. Document filed by Blackberry
Corporation, Blackberry Limited. (Attachments: # 1 Online (Entered: 10/21/2014)

MEMO ENDORSEMENT on re: 36 Letter, filed by Blackberry Limited, Blackberry
Corporation. ENDORSEMENT: The Clerk of the Court is respectfully directed to correct
docket entry 24 to reflect that Defendants Blackberry Limited and Blackberry Corporation
filed an answer with counterclaims against Plaintiffs I Xl Mobile (R&amp;D) Ltd. and I XI
IP, LLC. (Signed by Judge Richard J. Sullivan on 10/21/2014) (mro) (Entered:
10/22/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP, LLC, I Xl Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP, LLC, IX] Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
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55

Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated December 16,
2014 re: Request to transfer action to the Northern District of California. Document filed
by Blackberry Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 12/16/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
12/19/2014 re: Response to the Pre-Motion Letter from Blackberry, et al. dated 12-16-
14. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 12/19/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404 (a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

MOTION to Transfer Case . Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document filed by
Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered: 02/03/2015)

DECLARATION of Frank Geng in Support re: 47 MOTION to Transfer Case .. Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/03/2015)

BRIEF re: 47 MOTION to Transfer Case . Omnibus Brief In Opposition to Motion to
Transfer. Document filed by IXI IP, LLC, IX| Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 02/17/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online, # 10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:
02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 47 MOTION to Transfer Case .. Document
filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

DECLARATION of Derek H. Swanson in Support re: 47 MOTION to Transfer Case ..
Document filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)
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LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: I Xl Mobile (R&amp; D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [I1XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that | Xl be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: I Xl Mobile (R&amp; D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp; D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]locuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between 11Xl IP and I Xl Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 47 MOTION to Transfer Case .
PLAINTIFFS SUR-REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO
TRANSFER. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas)
(Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 47 MOTION to Transfer Case . Response to |Xls Sur-
Reply to BlackBerrys Motion to Transfer. Document filed by Blackberry Corporation,
Blackberry Limited. (Beil, Marshall) (Entered: 03/05/2015)

MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Hassett, Shaun)
(Entered: 03/18/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 64
MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
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70
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74
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77

number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
03/19/2015)

ORDER FOR ADMISSION PRO HAC VICE granting 64 Motion for Shaun W. Hassett to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 3/20/2015) (kko) (Entered:
03/20/2015)

AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY
MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883370. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, #
2 Online (Entered: 05/04/2015)

ORDER granting 68 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)

JOINT STIPULATION OF DISMISSAL OF CLAIMS AND COUNTERCLAIMS RELATED TO U.S.
PATENT NO. 7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI |IP, LLC (collectively,
"Plaintiffs") and Defendants BlackBerry Limited and BlackBerry Corporation (collectively
"Defendants"); hereby stipulate and agree to the dismissal with prejudice of the Second
Count for Relief in Plaintiffs’ Complaint alleging infringement of U.S. Patent No. 7,426,398
("the '398 Patent") in the above-captioned action, each party to bear its own costs and
fees related to claims of infringement of the '398 Patent. Further, Plaintiffs and
Defendants hereby stipulate and agree to the dismissal without prejudice of Defendants’
counterclaims of invalidity and non-infringement of the '398 Patent, each party to bear its
own costs and fees related to counterclaims of invalidity and non-infringement of the '398
Patent. (Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

JOINT LETTER addressed to Judge Richard J. Sullivan from Marshall Beil, Esq. dated
05/15/2015 re: mediation. Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 05/15/2015)

ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the
Clerk of Court for assighment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Sighed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12: 00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP, LLC,
I Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Blackberry Corporation,
Blackberry Limited, IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V (on behalf of all

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=308154696101121-11010101[5/16/2017 9:38:30 AM]

259



LexisNexis CourtLink - Show Docket

07/02/2015

07/08/2015
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82
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84

85

86
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89

Defendants) dated June 18, 2015 re: Response to IXl's Request for a Pre-motion
Conference for a Motion to Strike. Document filed by Blackberry Corporation, Blackberry
Limited.(Hassett, Shaun) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP, LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 79 Brief Declaration of Mark W. Halderman. Document filed by IXI IP,
LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 79 Brief Declaration of Joel R. Williams. Document filed by IXI IP, LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated July 10, 2015 re:
Request for pre-motion conference for a motion to stay. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 07/10/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 15, 2015 re: Response to pre-motion letter from Defendant Blackberry requesting a
stay. Document filed by IXI IP, LLC, IX| Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 07/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated August 3, 2015
re: Request for additional pages and exhibits for Defendants' Responsive Claim
Construction Brief. Document filed by Blackberry Corporation, Blackberry Limited.(Beil,
Marshall) (Entered: 08/03/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case humber 14--cv-
4355 (RJS), 47 in case nhumber 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (As further set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)

CASE TRANSFERRED OUT ELECTRONICALLY from the U.S.D.C. Southern District of New
York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP, LLC, I1XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-04428.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (farS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/12/2015. Case Management Conference set for 11/19/2015 11:00
AM in Courtroom C, 15th Floor, San Francisco. (farS, COURT STAFF) (Filed on 8/19/2015)
Modified on 8/19/2015 (farS, COURT STAFF). (Entered: 08/19/2015)

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=308154696101121-11010101[5/16/2017 9:38:30 AM]

260



LexisNexis CourtLink - Show Docket

08/24/2015

08/24/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

08/26/2015

08/31/2015

09/09/2015

09/15/2015

09/15/2015

09/15/2015

09/16/2015

09/17/2015

09/17/2015

09/17/2015

09/17/2015

90

91

92

93

94

95

96

97

98

99

100

101

102

103

104

105

106

107

NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

CONSENT/DECLINATION to Proceed Before a US Magistrate Judge by I1XI IP, LLC, IXI
Mobile (R&amp; D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

NOTICE of Appearance by John V. Picone, |l (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

CLERK'S NOTICE OF IMPENDING REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:
The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS
REASSIGNED. This is a text only docket entry; there is no document associated with this
notice. (IsS, COURT STAFF) (Filed on 8/25/2015) (Entered: 08/25/2015)

ORDER, Case reassigned to Hon. Richard Seeborg. Magistrate Judge Laurel Beeler no
longer assigned to the case.. Sighed by Executive Committee on 8/25/15. (ha, COURT
STAFF) (Filed on 8/25/2015) (Entered: 08/25/2015)

CLERK'S NOTICE SCHEDULING CASE MANAGEMENT CONFERENCE. Case Management
Statement due by 11/12/2015. Case Management Conference set for 11/19/2015 at
10:00 AM in Courtroom 3, 17th Floor, San Francisco. (cl, COURT STAFF) (Filed on
8/26/2015) (Entered: 08/26/2015)

NOTICE of Appearance by Franklin Devin Kang (Kang, Franklin) (Filed on 8/31/2015)
(Entered: 08/31/2015)

ORDER RELATING CASES 15-CV-3752-hsg AND 15-cv-3755-PJH. Signed by Judge
Haywood S. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all
further proceedings. Case reassigned to Judge Hon. Haywood S Gilliam, Jr. Judge Hon.
Richard Seeborg no longer assigned to the case. Sighed by Executive Committee on
9/15/15. (sv, COURT STAFF) (Filed on 9/15/2015) (Entered: 09/15/2015)

CLERK'S NOTICE SETTING CASE MANAGEMENT CONFERENCE FOR REASSIGNED CIVIL
CASE. Notice is hereby given that a Case Management Conference has been set for
November 17, 2015, before Judge Haywood S. Gilliam, Jr., at 2:00 p.m., in Courtroom
15, 18th Floor, 450 Golden Gate Avenue, San Francisco, CA. Case Management
Statement due by November 10, 2015. (This is a text only docket entry, there is no
document associated with this notice.)(ndrS, COURT STAFF) (Filed on 9/15/2015)
(Entered: 09/15/2015)

CERTIFICATE OF SERVICE by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd. (Coleman, Jennifer)
(Filed on 9/15/2015) (Entered: 09/15/2015)

MOTION for leave to appear in Pro Hac Vice for Joshua D. Wolson ( Filing fee $ 305,
receipt number 0971-9841209.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/16/2015)

MOTION for leave to appear in Pro Hac Vice for Thomas S. Biemer ( Filing fee § 305,
receipt number 0971-9844116.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Jason Cook ( Filing fee $ 305, receipt
number 0971-9844163.) filed by BlackBerry Corporation, BlackBerry Limited.
(Attachments: # 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for John J. Higson ( Filing fee $ 305, receipt
number 0971-9844287.) filed by IXI IP, LLC, I Xl Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Shaun Hassett ( Filing fee $ 305, receipt
number 0971-9844303.) filed by BlackBerry Corporation, BlackBerry Limited.
(Attachments: # 1 Online (Entered: 09/17/2015)

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=308154696101121-11010101[5/16/2017 9:38:30 AM]

261



LexisNexis CourtLink - Show Docket

09/17/2015

09/17/2015

09/17/2015

09/24/2015

09/24/2015

09/24/2015

09/25/2015

09/25/2015

09/25/2015

09/28/2015

09/28/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/05/2015

10/06/2015

10/13/2015

10/14/2015

10/14/2015

108

109

120

121

122

123

124

125

126

127

MOTION for leave to appear in Pro Hac Vice for Gary D. Colby ( Filing fee $ 305, receipt
number 0971-9844709.) filed by IXI IP, LLC, I Xl Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Marie-Theres DiFillippo ( Filing fee $ 305,
receipt number 0971-9844885.) filed by Xl IP, LLC, IX] Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Mark W. Halderman ( Filing fee $ 305,
receipt number 0971-9845169.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 103 Motion for Pro Hac Vice for Joshua
D. Wolson. (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 104 Motion for Pro Hac Vice for
Thomas S. Biemer (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 105 Motion for Pro Hac Vice for Jason
Cook (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Hyawood S. Gilliam, Jr. Granting 106 Motion for Pro Hac Vice for John J.
Higson. (ndrS, COURT STAFF) (Filed on 9/25/2015) (Entered: 09/25/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 107 Motion for Pro Hac Vice for Shaun
Hassett. (ndrS, COURT STAFF) (Filed on 9/25/2015) (Entered: 09/25/2015)

MOTION to Expedite Hearing Date of Case Management Conference filed by IXI| |P, LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 09/25/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 116 Motion to Expedite Hearing Date
of Case Management Conference (ndrS, COURT STAFF) (Filed on 9/28/2015) (Entered:
09/28/2015)

Reset Deadline/Hearing Pursuant to docket no. 117 : Case Management Statement due
by 10/27/2015; Case Management Conference set for 11/3/2015 02:00 PM. (ndrS,
COURT STAFF) (Filed on 9/28/2015) (Entered: 09/28/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 108 Motion for Pro Hac Vice for Gary
D. Colby (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 109 Motion for Pro Hac Vice for Marie-
Theres DiFillippo (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 110 Motion for Pro Hac Vice for Mark
W. Halderman (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

MOTION to Stay Defendants' Motion to Stay Pending Inter Partes Review filed by
BlackBerry Corporation, BlackBerry Limited. Motion Hearing set for 11/5/2015 02:00 PM
in Courtroom 15, 18th Floor, San Francisco before Hon. Haywood S Gilliam Jr.. Responses
due by 10/15/2015. Replies due by 10/22/2015. (Attachments: # 1 Online, # 2 Online, #
3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10
Online (Entered: 10/01/2015)

Certificate of Interested Entities by BlackBerry Corporation, BlackBerry Limited Rule 7.1
Corporate Disclosure Statement (Hassett, Shaun) (Filed on 10/1/2015) (Entered:
10/01/2015)

Certificate of Interested Entities by BlackBerry Corporation, BlackBerry Limited (Hassett,
Shaun) (Filed on 10/1/2015) (Entered: 10/01/2015)

Certificate of Interested Entities by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd. identifying
Corporate Parent | Xl Mobile, Inc. for IXI Mobile (R&amp;D) Ltd.. (Coleman, Jennifer)
(Filed on 10/5/2015) (Entered: 10/05/2015)

NOTICE of Appearance by Brian Charles Riopelle on behalf of Blackberry Limited et al.
(Riopelle, Brian) (Filed on 10/6/2015) (Entered: 10/06/2015)

Joint MOTION to Continue the Date of the Case Management Conference filed by
BlackBerry Corporation, BlackBerry Limited. (Attachments: # 1 Online (Entered:
10/13/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting (126 in case 3:15-cv-03754-HSG; 110
in case 3:15-cv-03755-HSG; 121 in case 3:15-cv-03752-HSG Motion to Continue the
Date of the Case Management Conference. (ndrS, COURT STAFF) (Filed on 10/14/2015)
(Entered: 10/14/2015)

Set Deadline/Hearing: Case Management Statement due by 10/29/2015; Case
Management Conference set for 11/5/2015 02:00 PM. (ndrS, COURT STAFF) (Filed on
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10/15/2015

10/15/2015

10/15/2015

10/16/2015

10/22/2015

10/26/2015

10/29/2015

11/03/2015

11/03/2015

11/05/2015

11/12/2015

11/30/2015

12/28/2015

01/05/2016

01/07/2016

12/28/2016

128

129

130

131

132

133

134

135

136

137

138

139

140

141

10/14/2015) (Entered: 10/14/2015)

NOTICE of need for ADR Phone Conference (ADR L.R. 3-5 d) (Cook, Jason) (Filed on
10/15/2015) (Entered: 10/15/2015)

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Cook, Jason) (Filed on
10/15/2015) (Entered: 10/15/2015)

RESPONSE (re 121 MOTION to Stay Defendants' Motion to Stay Pending Inter Partes
Review ) filed byl Xl IP, LLC, I Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online (Entered: 10/15/2015)

ADR Clerk's Notice Setting ADR Phone Conference on November 3, 2015 at 10:00 AM
Pacific time. Please note that you must be logged into an ECF account of counsel of
record in order to view this document. (cmf, COURT STAFF) (Filed on 10/16/2015)
(Entered: 10/16/2015)

REPLY (re 121 MOTION to Stay Defendants' Motion to Stay Pending Inter Partes Review )
filed byBlackBerry Corporation, BlackBerry Limited. (Attachments: # 1 Online, # 2 Online
(Entered: 10/22/2015)

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Coleman, Jennifer) (Filed
on 10/26/2015) (Entered: 10/26/2015)

JOINT CASE MANAGEMENT STATEMENT filed by IXI IP, LLC, IX] Mobile (R&amp;D) Ltd..
(Picone, John) (Filed on 10/29/2015) (Entered: 10/29/2015)

ADR Remark: ADR Phone Conference held on 11/3/2015 with Tamara Lange. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

ADR Remark: The further ADR Phone Conference date of 12/2/2015 at 9:30 AM discussed
during the 11/3/2015 ADR Phone Conference with Tamara Lange is off calendar. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

Minute Entry for proceedings held before Hon. Haywood S. Gilliam, Jr.: Motion Hearing
and Case Management Conference held on 11/5/2015 (Time: 12 minutes).Court Reporter
Name Pam Batalo. Plaintiff Attorney Thomas Biemer; John Picone. Defendant Attorney
Todd Friedman; Jason Cook; Elizabeth Gillen; Jessica Hannah; Buzz Frahn; Patrick King.
Defendants' motions to stay (docket no. 119 in case no. 15-3752, docket no. 121 in case
no. 15-3754, and docket no. 106 in case no. 15-3755) are argued and submitted by the
parties, and taken under submission by the Court.(This is a text minute entry, there is no
document associated with this entry.)(ndrS, COURT STAFF) (Date Entered: 11/9/2015)
Modified on 11/10/2015 to correct file date (ndrS, COURT STAFF). (Entered: 11/09/2015)

ORDER by Judge Haywood S. Gilliam, Jr. GRANTING(121 in case 3:15-cv-03754-HSG;
106 in case 3:15-cv-03755-HSG; and 119 in case 3:15-¢cv-03752-HSG MOTION TO STAY.
(ndrS, COURT STAFF) (Filed on 11/12/2015) (Entered: 11/12/2015)

Transcript of Proceedings held on 11/5/2015, before Judge Gilliam. Court Reporter
Pamela A. Batalo, telephone number 626-688-7509; pamela_batalo@sbcglobal.net. Per
General Order No. 59 and Judicial Conference policy, this transcript may be viewed only
at the Clerk's Office public terminal or may be purchased through the Court
Reporter/Transcriber until the deadline for the Release of Transcript Restriction. After that
date it may be obtained through PACER. Any Notice of Intent to Request Redaction, if
required, is due no later than 5 business days from date of this filing. (Re (121 in 3:15-
cv-03755-HSG) Transcript Order ) Redaction Request due 12/21/2015. Redacted
Transcript Deadline set for 12/31/2015. Release of Transcript Restriction set for
2/29/2016. (Batalo, Pam) (Filed on 11/30/2015) (Entered: 11/30/2015)

NOTICE of Change In Counsel by Aleksandr Korzh (Korzh, Aleksandr) (Filed on
12/28/2015) (Entered: 12/28/2015)

Letter from Thomas S. Biemer on behalf of parties, providing joint status report. (Picone,
John) (Filed on 1/5/2016) (Entered: 01/05/2016)

ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 1/7/2016. (ndrS,
COURT STAFF) (Filed on 1/7/2016) (Entered: 01/07/20186)

Letter from John V. Picone, Il re Update on IPR. (Picone, John) (Filed on 12/28/20186)
(Entered: 12/28/2016)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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US District Court Civil Docket

3:15¢v3755

ixi Mobile {RE&ED) Lid. et al v. Apple, Ine.

This case was retrioved from the court on Tuesday, February 238, 2017

: OPEN

ii: Patent (830)
: Fed. Question
{: None

{:3:15¢v03752
New York Southern, 1:14-cv-07954

fotion: Federal Question

ife: 28:1331
Both
1:$0

n: Patent

Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street Suite 3500e
Philadlephia, PA 19102
USA
215-575-7075
Fax: 215-575-7200
Email: Geolby@dilworthlaw.Com

Gregory A Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]

Dilworth Paxson LLP

99 Park Avenue Suite 320

New York , NY 10016

USA

212-975-4252

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500e

Philadelphia, PA 19103

USA

215-575-7152

Fax: 215-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua David Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500e

Philadelphia, PA 19102
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USA
215-575-7295
Email: Jwolson@dilworthlaw.Com

Marie-Theres DiFillippo

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500e

Philadelphia, PA 19102

USA

215-575-7120

Fax: 215-575-7200

Email: Mdifillippo@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP

1500 Market Street Suite 3500e

Philadelphia, PA 19102

USA

215-575-7186

Fax: 215-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101

USA

215-575-7025

Fax: 215-575-7200

Email: Tbiemer@dilworthlaw.Com

Aleksandr Korzh

[Term: 12/28/2015]

70 So. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED
Hopkins & Carley

70 S. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jcoleman@hopkinscarley.Com

John V. Picone , Il

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469
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Plaintiff

San Jose , CA 95109-1469
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408-286-9800

Fax: 408-998-4790
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Gary David Colby
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Dilworth Paxson, LLP

1500 Market Street Suite 3500e

Philadlephia, PA 19102

USA

215-575-7075
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Gregory A Blue
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USA
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Email: Gblue@dilworthlaw.Com
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1500 Market Street Suite 3500e
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215-575-7120

Fax: 215-575-7200
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1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101
USA

215-575-7025

Fax: 215-575-7200

Email: Tbiemer@dilworthlaw.Com

Aleksandr Korzh

[Term: 12/28/2015]

70 So. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED
Hopkins & Carley

70 S. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
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San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jcoleman@hopkinscarley.Com

John V. Picone , IIl

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jpicone@hopkinscarley.Com

Apple Inc Harrison J. Frahn , |V
Defendant LEAD ATTORNEY;ATTORNEY TO BE NOTICED
Simpson Thacher & Bartlett
2475 Hanover Street
Palo Alto , CA 94304
USA
(650)251-5025
Fax: 650-251-5002
Email:Hfrahn@stblaw.Com

Elizabeth Ann Gillen

[Term: 06/21/2016]

Simpson Thacher and Bartlett - Palo Alto
2475 Hanover St

Palo Alto , CA 94304

USA

(650)251-5000

Fax: 650-251-5002

Email: Egillen@stblaw.Com
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Gregory Todd Chuebon

PRO HAC VICE; ATTORNEY TO BE NOTICED
Simpson Thacher and Bartlett

425 Lexington Avenue

Office 2222

New York , NY 10017

USA

212-455-3353

Email: Gchuebon@stblaw.Com

Patrick E. King

ATTORNEY TO BE NOTICED
Simpson Thacher & Barlett LLP
2475 Hanover Street
650/-51-5000

Palo Alto , CA 94304

USA

Fax: 650-251-5002

Email: Pking@stblaw.Com

10/02/2014 1

10/02/2014 SUMMONS ISSUED as to Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)

10/02/2014 Case Designated ECF. (moh) (Entered: 10/03/2014)

10/02/2014 2 STATEMENT OF RELATEDNESS re: that this action be filed as related to 14cv4355.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:

10/03/2014)
10/02/2014 3 CIVIL COVER SHEET filed. (moh) (moh). (Entered: 10/03/2014)
10/02/2014 Mailed notice to Commissioner of Patents and Trademarks to report the filing of this

action. (moh) (Entered: 10/03/2014)

10/02/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

10/02/2014 Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

10/07/2014 5 MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/07/2014)

10/07/2014 &gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

10/07/2014 6 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

10/07/2014 7 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent | Xl Mobile
Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)
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10/10/2014

10/10/2014

10/10/2014
10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

11/07/2014

11/10/2014

11/10/2014

11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

10

11

12

13

14

15

16

17

18

19

20

21

CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of
Assighment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freeman is so desighated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTION for Extension of Time to File Answer re: 1 Complaint, addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/27/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDER granting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated November
7, 2014 re: Apple's Letter regarding filings in I XI Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and I Xl Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCE by Harrison J. Frahn, IV on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWER to 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 12/03/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
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12/12/2014

12/12/2014
12/15/2014

12/18/2014

12/22/2014

01/05/2015

01/20/2015

02/03/2015

02/03/2015

02/03/2015

02/03/2015

02/17/2015
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12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI IP,LLC, IX| Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404 (a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs' counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Beil was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants' motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs'
responses are due on 2/17/15; and the defendants' replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404(a). Document filed by Apple, Inc..(King, Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Apple, Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Attachments: # 1 Online (Entered: 02/03/2015)

BRIEF re: 27 MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief In Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)
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DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple

Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3

Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10

Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, Inc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: I Xl Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [I1XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether IXI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that I Xl be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: I Xl Mobile (R&amp; D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by I1XI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between I1Xl IP and I Xl Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
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Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple

Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3

Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to |Xl's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)

AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY
MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Sighed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)

JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.
7,426,398: Plaintiffs IXI Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs' Complaint, alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the
Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
5/20/2015 re: pre-motion conference for motion to dismiss | XI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, Inc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: |XI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20, 2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)
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Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP,LLC,
IXlI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |XI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
06/18/2015 re: Response to | XI's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, IXI
Mobile (R&amp; D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Mark W. Halderman. Document filed by IXI
IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung

requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
7/24/2015 re: Apple's requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: I1XI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24, 2015. Document filed by IXI IP,LLC, IX] Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTION for Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Beil (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDER granting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPINION AND ORDER re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
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Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case humber 14--cv-
4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (As further set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)

CASE TRANSFERRED OUT ELECTRONICALLY from the U.S.D.C. Southern District of New
York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-07954.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (vIkS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/11/2015. Case Management Conference set for 11/18/2015 01:30
PM. (vIkS, COURT STAFF) (Filed on 8/19/2015) (Entered: 08/19/2015)

CLERK'S NOTICE re Transfer of Case (vIkS, COURT STAFF) (Filed on 8/19/2015)
(Entered: 08/19/2015)

NOTICE of Change In Counsel by Gregory A Blue (Blue, Gregory) (Filed on 8/21/2015)
(Entered: 08/21/2015)

NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

CONSENT/DECLINATION to Proceed Before a US Magistrate Judge by IXI IP,LLC, IXI
Mobile (R&amp; D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

CLERK'S NOTICE OF IMPENDING REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:
The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassighed. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS
REASSIGNED. This is a text only docket entry; there is no document associated with this
notice. (ig, COURT STAFF) (Filed on 8/24/2015) (Entered: 08/24/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Phyllis J. Hamilton for all
further proceedings. Magistrate Judge Donna M. Ryu no longer assigned to the case.
Signed by the Executive Committee on August 25, 2015. (cjlIS, COURT STAFF) (Filed on
8/25/2015) (Entered: 08/25/2015)

NOTICE of Appearance by John V. Picone, |Il (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

ORDER SETTING CASE MANAGEMENT CONFERENCE. Joint Case Management Statement
due by 11/12/2015. Initial Case Management Conference set for 11/19/2015 02:00 PM in
Courtroom 3, 3rd Floor, Oakland. Signed by Judge Phyllis J. Hamilton on 9/3/15. (napS,
COURT STAFF) (Filed on 9/3/2015) (Entered: 09/03/2015)

ORDER RELATING CASES 15-cv-3752-HSG and 15-cv-3754-RS. Signed by Judge
Haywood S. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)
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09/10/2015

09/11/2015

09/15/2015

09/16/2015

09/17/2015

09/17/2015

09/17/2015

09/17/2015

09/17/2015

09/25/2015

09/28/2015

09/28/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

86

87

88

89

90

91

92

93

94

95

96

97

98

99

100

101

102

103

104

105

106

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all
further proceedings. Judge Hon. Phyllis J. Hamilton no longer assigned to the case.
Signed by the Executive Committee on 9/10/2015. (vIkS, COURT STAFF) (Filed on
9/10/2015) (Entered: 09/10/2015)

CLERK'S NOTICE SETTING CASE MANAGEMENT CONFERENCE FOR REASSIGNED CIVIL
CASE. Notice is hereby given that a Case Management Conference has been set for
November 17, 2015, before Judge Haywood S. Gilliam, Jr., at 2:00 p.m., in Courtroom
15, 18th Floor, 450 Golden Gate Avenue, San Francisco, CA. Case Management
Statement due by November 10, 2015. (This is a text only docket entry, there is no
document associated with this notice.)(ndr, COURT STAFF) (Filed on 9/11/2015)
(Entered: 09/11/2015)

CERTIFICATE OF SERVICE by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd. (Coleman, Jennifer)
(Filed on 9/15/2015) (Entered: 09/15/2015)

MOTION for leave to appear in Pro Hac Vice for Joshua D. Wolson ( Filing fee $ 305,
receipt number 0971-9841125.) filed by IXI IP,LLC, I Xl Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/16/2015)

MOTION for leave to appear in Pro Hac Vice for Thomas S. Biemer ( Filing fee $ 305,
receipt number 0971-9844144.) filed by IXI IP,LLC, I Xl Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for John J. Higson ( Filing fee $ 305, receipt
number 0971-9844305.) filed by IXI| IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Gary D. Colby ( Filing fee $ 305, receipt
number 0971-9844722.) filed by IXI| IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Marie-Theres DiFillippo ( Filing fee $ 305,
receipt number 0971-9844964.) filed by IXI IP,LLC, IXl Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Mark W. Halderman ( Filing fee $ 305,
receipt number 0971-9845191.) filed by IXI IP,LLC, IX] Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/17/2015)

MOTION to Expedite Hearing Date of Case Management Conference filed by I1XI |IP,LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 09/25/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 95 Motion to Expedite Hearing Date of
Case Management Conference (ndrS, COURT STAFF) (Filed on 9/28/2015) (Entered:
09/28/2015)

Reset Deadline/Hearing Pursuant to docket no. 96 : Case Management Statement due by
10/27/2015; Case Management Conference set for 11/3/2015 02:00 PM. (ndrS, COURT
STAFF) (Filed on 9/28/2015) (Entered: 09/28/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 89 Motion for Pro Hac Vice for Joshua
D. Wolson (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 90 Motion for Pro Hac Vice for Thomas
S. Biemer (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 91 Motion for Pro Hac Vice for John J.
Higson (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 92 Motion for Pro Hac Vice for Gary D.
Colby (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 93 Motion for Pro Hac Vice for Marie-
Theres DiFillippo (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 94 Motion for Pro Hac Vice for Mark W.
Halderman (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

Certificate of Interested Entities by Apple Inc Corporate Disclosure Statement (Frahn,
Harrison) (Filed on 10/1/2015) (Entered: 10/01/2015)

Certificate of Interested Entities by Apple Inc (Frahn, Harrison) (Filed on 10/1/2015)
(Entered: 10/01/2015)

NOTICE of Appearance by Elizabeth Ann Gillen for Defendant Apple Inc. (Gillen, Elizabeth)
(Filed on 10/1/2015) (Entered: 10/01/2015)

MOTION to Stay Defendants' Motion to Stay Pending Inter Partes Review filed by Apple
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10/05/2015

10/05/2015

10/06/2015

10/14/2015

10/14/2015

10/14/2015

10/14/2015

10/15/2015

10/15/2015

10/16/2015

10/22/2015

10/22/2015

10/26/2015

10/29/2015

11/03/2015

11/03/2015

11/05/2015

11/11/2015

11/12/2015

107

108

109

120

121

122

Inc. Motion Hearing set for 11/5/2015 02:00 PM in Courtroom 15, 18th Floor, San
Francisco before Hon. Haywood S Gilliam Jr.. Responses due by 10/15/2015. Replies due
by 10/22/2015. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online, # 5
Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
10/01/2015)

MOTION for leave to appear in Pro Hac Vice for Gregory T. Chuebon ( Filing fee $ 305,
receipt number 0971-9890450.) filed by Apple Inc. (Attachments: # 1 Online (Entered:
10/05/2015)

Certificate of Interested Entities by IXI IP,LLC, IX| Mobile (R&amp;D) Ltd. identifying
Corporate Parent | Xl Mobile, Inc. for IXI Mobile (R&amp;D) Ltd.. (Coleman, Jennifer)
(Filed on 10/5/2015) (Entered: 10/05/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting 107 Motion for Pro Hac Vice for
Gregory T. Chuebon (ndrS, COURT STAFF) (Filed on 10/6/2015) (Entered: 10/06/2015)

Joint MOTION to Continue the Date of the Case Management Conference filed by Apple
Inc. (Attachments: # 1 Online (Entered: 10/14/2015)

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Frahn, Harrison) (Filed
on 10/14/2015) (Entered: 10/14/2015)

ORDER by Judge Haywood S. Gilliam, Jr. Granting (126 in case 3:15-cv-03754-HSG; 110
in case 3:15-cv-03755-HSG; 121 in case 3:15-cv-03752-HSG Motion to Continue the
Date of the Case Management Conference. (ndrS, COURT STAFF) (Filed on 10/14/2015)
(Entered: 10/14/2015)

Set Deadline/Hearing: Case Management Statement due by 10/29/2015; Case
Management Conference set for 11/5/2015 02:00 PM. (ndrS, COURT STAFF) (Filed on
10/14/2015) (Entered: 10/14/2015)

NOTICE of need for ADR Phone Conference (ADR L.R. 3-5 d) (Picone, John) (Filed on
10/15/2015) (Entered: 10/15/2015)

RESPONSE (re 106 MOTION to Stay Defendants' Motion to Stay Pending Inter Partes
Review ) filed byl XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online,
# 3 Online, # 4 Online, # 5 Online (Entered: 10/15/2015)

ADR Clerk's Notice Setting ADR Phone Conference on November 3, 2015 at 10:00 AM
Pacific time. Please note that you must be logged into an ECF account of counsel of
record in order to view this document. (cmf, COURT STAFF) (Filed on 10/16/2015)
(Entered: 10/16/2015)

REPLY (re 106 MOTION to Stay Defendants' Motion to Stay Pending Inter Partes Review )
filed byApple Inc. (Frahn, Harrison) (Filed on 10/22/2015) (Entered: 10/22/2015)

Declaration of Elizabeth A. Gillen in Support of 116 Reply to Opposition/Response filed
byApple Inc. (Attachments: # 1 Online 116 ) (Gillen, Elizabeth) (Filed on 10/22/2015)
(Entered: 10/22/2015)

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Coleman, Jennifer) (Filed
on 10/26/2015) (Entered: 10/26/2015)

JOINT CASE MANAGEMENT STATEMENT filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..
(Picone, John) (Filed on 10/29/2015) (Entered: 10/29/2015)

ADR Remark: ADR Phone Conference held on 11/3/2015 with Tamara Lange. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

ADR Remark: The further ADR Phone Conference date of 12/2/2015 at 9:30 AM discussed
during the 11/3/2015 ADR Phone Conference with Tamara Lange is off calendar. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

Minute Entry for proceedings held before Hon. Haywood S. Gilliam, Jr.: Motion Hearing
and Case Management Conference held on 11/5/2015 (Time: 12 minutes).Court Reporter
Name Pam Batalo. Plaintiff Attorney Thomas Biemer; John Picone. Defendant Attorney
Todd Friedman; Jason Cook; Elizabeth Gillen; Jessica Hannah; Buzz Frahn; Patrick King.
Defendants' motions to stay (docket no. 119 in case no. 15-3752, docket no. 121 in case
no. 15-3754, and docket no. 106 in case no. 15-3755) are argued and submitted by the
parties, and taken under submission by the Court.(This is a text minute entry, there is no
document associated with this entry.)(ndrS, COURT STAFF) (Date Entered: 11/9/2015)
Modified on 11/10/2015 to correct file date (ndrS, COURT STAFF). (Entered: 11/09/2015)

TRANSCRIPT ORDER by Apple Inc for Court Reporter Pam Batalo. (Frahn, Harrison) (Filed
on 11/11/2015) (Entered: 11/11/2015)

ORDER by Judge Haywood S. Gilliam, Jr. GRANTING(121 in case 3:15-cv-03754-HSG;
106 in case 3:15-cv-03755-HSG; and 119 in case 3:15-cv-03752-HSG MOTION TO STAY.
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11/30/2015

12/28/2015

01/05/2016

01/07/2016

06/21/2016

12/28/2016

123

124

125

126

127

128

(ndrS, COURT STAFF) (Filed on 11/12/2015) (Entered: 11/12/2015)

Transcript of Proceedings held on 11/5/2015, before Judge Gilliam. Court Reporter
Pamela A. Batalo, telephone number 626-688-7509; pamela_batalo@sbcglobal.net. Per
General Order No. 59 and Judicial Conference policy, this transcript may be viewed only
at the Clerk's Office public terminal or may be purchased through the Court
Reporter/Transcriber until the deadline for the Release of Transcript Restriction. After that
date it may be obtained through PACER. Any Notice of Intent to Request Redaction, if
required, is due no later than 5 business days from date of this filing. (Re (121 in 3:15-
cv-03755-HSG) Transcript Order ) Redaction Request due 12/21/2015. Redacted
Transcript Deadline set for 12/31/2015. Release of Transcript Restriction set for
2/29/2016. (Batalo, Pam) (Filed on 11/30/2015) (Entered: 11/30/2015)

NOTICE of Change In Counsel by Aleksandr Korzh (Korzh, Aleksandr) (Filed on
12/28/2015) (Entered: 12/28/2015)

Letter from Thomas S. Biemer on behalf of parties, providing joint status report. (Picone,
John) (Filed on 1/5/2016) (Entered: 01/05/2016)

ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 1/7/2016. (ndrS,
COURT STAFF) (Filed on 1/7/2016) (Entered: 01/07/20186)

NOTICE of Change In Counsel by Harrison J. Frahn, |V Notice of Withdrawal of Elizabeth
A. Gillen (Frahn, Harrison) (Filed on 6/21/2016) (Entered: 06/21/2016)

Letter from John V. Picone, Il re Update on IPR. (Picone, John) (Filed on 12/28/20186)
(Entered: 12/28/2016)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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US District Court Civil Docket

7
i3
o

4:15¢cv3755

ixi Mobile {RE&ED) Lid. et al v. Apple, Ine.

This case was refrieved from the court on Wadnesday, Septomber 08, 2018

2: 08/ 17/ 2015

v: Honorable Phyllis J. Hamilton 2: OPEN
2 28:1331
¥: Both
%0

yy: Patent

ii: Patent (830)

: Fed. Question

{: None

{: New York Southern, 1:14-cv-07954
\: Federal Question

Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY;ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
Philadlephia, PA 19102
USA
(215)-575-7075
Email: Geolby@dilworthlaw.Com

Gregory A Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]

Dilworth Paxson LLP

99 Park Avenue Suite 320

New York , NY 10016

USA

212-975-4252

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500

Philadelphia , PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101

USA

(215)-575-7295
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Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Reed & Scardino LLP

301 Congress Avenue, Suite 1250

Austin , TX 78701

USA

512-474-2449

Fax: 512-474-2622

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Aleksandr Korzh

ATTORNEY TO BE NOTICED

70 So. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED
Hopkins & Carley

70 S. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jcoleman@hopkinscarley.Com

John V. Picone , |1l

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jpicone@hopkinscarley.Com

Ixi Ip,Llc Gary David Colby

Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
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Philadlephia, PA 19102

USA

(215)-575-7075

Email: Geolby@dilworthlaw.Com

Gregory A Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]

Dilworth Paxson LLP

99 Park Avenue Suite 320

New York , NY 10016

USA

212-975-4252

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101

USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Reed & Scardino LLP

301 Congress Avenue, Suite 1250

Austin , TX 78701

USA

512-474-2449

Fax: 512-474-2622

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Aleksandr Korzh

ATTORNEY TO BE NOTICED

70 So. First Street

San Jose , CA 95113

USA

408-286-9800

Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED
Hopkins & Carley

70 S. First Street

San Jose , CA 95113
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USA

408-286-9800

Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jcoleman@hopkinscarley.Com

John V. Picone , Il

ATTORNEY TO BE NOTICED

Hopkins & Carley

A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469

USA

408-286-9800

Fax: 408-998-4790

Email: Jpicone@hopkinscarley.Com

Apple Inc Harrison J. Frahn , |V
Defendant LEAD ATTORNEY;ATTORNEY TO BE NOTICED
Simpson Thacher & Bartlett
2475 Hanover Street
Palo Alto , CA 94304
USA
(650)251-5025
Fax: 650-251-5002
Email: Hfrahn@stblaw.Com

Gregory Todd Chuebon

ATTORNEY TO BE NOTICED
Simpson Thacher & Bartlett LLP (NY)
425 Lexington Avenue

New York , NY 10017

USA

(212)-455-3353

Fax: (212)-455-2502

Email: Gchuebon@stblaw.Com

Patrick E. King

ATTORNEY TO BE NOTICED
Simpson Thacher & Barlett LLP
2475 Hanover Street
650/-51-5000

Palo Alto , CA 94304

USA

Fax: 650-251-5002

Email: Pking@stblaw.Com

10/02/2014 1 COMPLAINT against Apple, Inc.. (Filing Fee $ 350.00, Receipt Number
465401106289)Document filed by IXI Mobile (R&amp;D) Ltd., IXI IP,LLC.(moh)
(Additional attachment(s) added on 10/6/2014: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit
C, # 4 Exhibit D) (moh). (Entered: 10/03/2014)

10/02/2014 SUMMONS ISSUED as to Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)
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10/02/2014
10/02/2014

10/02/2014
10/02/2014

10/02/2014

10/02/2014
10/07/2014

10/07/2014

10/07/2014

10/07/2014

10/10/2014

10/10/2014

10/10/2014
10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

10

11

12

Case Designated ECF. (moh) (Entered: 10/03/2014)

STATEMENT OF RELATEDNESS re: that this action be filed as related to 14cv4355.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

CIVIL COVER SHEET filed. (moh) (moh). (Entered: 10/03/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 10/03/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 10/07/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent | Xl Mobile
Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)

CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of
Assighment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is ho
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freeman is so desighated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTION for Extension of Time to File Answer re: 1 Complaint, addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 10/27/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDER granting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
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11/07/2014

11/10/2014

11/10/2014

11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

12/12/2014

12/12/2014
12/15/2014

12/18/2014

12/22/2014

01/05/2015

13

14

15

16

17

18

19

20

21

22

23

24

25

26

Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated November
7, 2014 re: Apple's Letter regarding filings in I XI Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and I Xl Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCE by Harrison J. Frahn, IV on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by I1XI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWER to 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online,
# Online (Entered: 12/03/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online (Entered: 12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI IP,LLC, IX| Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404 (a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
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34
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39

Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs' counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Beil was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants' motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs'
responses are due on 2/17/15; and the defendants' replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404(a). Document filed by Apple, Inc..(King, Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Apple, Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Attachments: # Online (Entered: 02/03/2015)

BRIEF re: 27 MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief In Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, #
Online, # Online, # Online, # Online, # Online, # Online, # Online, # Online, # Online, #
Online, # Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, Inc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXl Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI
IP,LLC, IX] Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
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40

41

42

43

44

45

46

47

Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [I1XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether I XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that I Xl be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: I Xl Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by 1XI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]locuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between I1XI IP and I Xl Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IX] Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, #
Online, # Online, # Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to I Xl's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)

AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY
MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
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60

Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Sighed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 05/04/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)

JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.
7,426,398: Plaintiffs I Xl Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs’ Complaint, alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the
Clerk of Court for assighment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
5/20/2015 re: pre-motion conference for motion to dismiss | XI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, Inc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: IXI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20, 2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12: 00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP,LLC,
IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
06/18/2015 re: Response to | Xl's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)
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BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Mark W. Halderman. Document filed by IXI
IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, # Online, #
Online, # Online, # Online, # Online, # Online, # Online (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung

requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
7/24/2015 re: Apple's requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: I1Xl Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24, 2015. Document filed by IXI IP,LLC, I Xl Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTION for Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Beil (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDER granting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Sighed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPINION AND ORDER re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case humber 14--cv-
4355 (RJS), 47 in case nhumber 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (As further set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)

CASE TRANSFERRED OUT ELECTRONICALLY from the U.S.D.C. Southern District of New
York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-07954.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (vIkS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/11/2015. Case Management Conference set for 11/18/2015 01:30
PM. (vIkS, COURT STAFF) (Filed on 8/19/2015) (Entered: 08/19/2015)

CLERK'S NOTICE re Transfer of Case (vlkS, COURT STAFF) (Filed on 8/19/2015)
(Entered: 08/19/2015)
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08/21/2015

08/24/2015

08/24/2015

08/24/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

09/03/2015

09/09/2015

09/10/2015

03/01/2017

03/01/2017

03/17/2017

76

77

78

79

129

130

131

NOTICE of Change In Counsel by Gregory A Blue (Blue, Gregory) (Filed on 8/21/2015)
(Entered: 08/21/2015)

NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

CONSENT/DECLINATION to Proceed Before a US Magistrate Judge by IXI IP,LLC, IXI
Mobile (R&amp; D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

CLERK'S NOTICE OF IMPENDING REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:
The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS
REASSIGNED. This is a text only docket entry; there is no document associated with this
notice. (ig, COURT STAFF) (Filed on 8/24/2015) (Entered: 08/24/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Phyllis J. Hamilton for all
further proceedings. Magistrate Judge Donna M. Ryu no longer assigned to the case.
Signed by the Executive Committee on August 25, 2015. (cjlS, COURT STAFF) (Filed on
8/25/2015) (Entered: 08/25/2015)

NOTICE of Appearance by John V. Picone, |l (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

ORDER SETTING CASE MANAGEMENT CONFERENCE. Joint Case Management Statement
due by 11/12/2015. Initial Case Management Conference set for 11/19/2015 02:00 PM in
Courtroom 3, 3rd Floor, Oakland. Signed by Judge Phyllis J. Hamilton on 9/3/15. (nap$,
COURT STAFF) (Filed on 9/3/2015) (Entered: 09/03/2015)

ORDER RELATING CASES 15-cv-3752-HSG and 15-cv-3754-RS. Signhed by Judge
Haywood S. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all Events

further proceedings. Judge Hon. Phyllis J. Hamilton no longer assigned to the case. since last
Sighed by the Executive Committee on 9/10/2015. (vlkS, COURT STAFF) (Filed on full update
9/10/2015) (Entered: 09/10/2015)

CLERKS NOTICE REGARDING CHANGE OF LOCATION FOR JUDGE GILLIAM: Effective Events
March 2, 2017, Judge Haywood S. Gilliam, Jr.'s courtroom and chambers will be located  since last
in the Ronald V. Dellums Federal Building and United States Courthouse, Courtroom 2, full update

4th Floor, 1301 Clay Street, Oakland, CA 94612. On or after March 2, 2017, all filings for
matters pending on Judge Gilliam's docket, all court appearances, and all deliveries of
chambers copies of documents must be made at the Oakland Courthouse. The days and
times for law and motion calendars and all currently scheduled proceedings remain
unchanged.Please note that all of Judge Gilliam's case files will be moved to the Oakland
Courthouse; therefore, all case numbers assigned to him will be changed slightly to
reflect the correct location. Previously, all case numbers started with 3 to indicate the
San Francisco office (Example: 3:15-cv-1129-HSG). As of March 2, 2017 all of Judge
Gilliam's case files will begin with 4 to indicate the Oakland office, but everything else will
stay the same (Example: 4:15-cv-1129-HSG). When e-filing, using the short case
number format will always avoid problems when searching for the correct case: 12-12345
(YY-NNNNN).For information on the Oakland Courthouse please go to:
http://cand.uscourts.gov/locations-oakland (hdjS, COURT STAFF) (Filed on 3/1/2017)
(Entered: 03/01/2017)

Letter from John V. Picone Il re I PR Status. (Picone, John) (Filed on 3/1/2017) (Entered: Events

03/01/2017) since last
full update

ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 3/17/2017. Events

(ndrS, COURT STAFF) (Filed on 3/17/2017) (Entered: 03/17/2017) since last
full update
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United States Patent Trial and Appeals Board

IPR2015-01444

Samsung Electronics Co., Lid. Vs, FX 1P, LLC

This case was refrieved from the court on Tuesday, November 08, 2018

IPR2015-01444
06/19/2015
11/08/2016
Open

Civil

a: Trial Instituted

1 IPR: Inter partes review
@: 2015-12-30
ay: 2600

ber: 09850399
v 7039033

Litigants

Samsung Electronics Co., Ltd.

Petitioner

Ixi Ip, Llc
PatentOwner

File Date Details w zjw Filed By  Public?
06/19/2015 Power of Attorney Paper 1 petitioner Yes
06/19/2015 Petition for Inter Partes Review Paper 2 petitioner Yes
06/19/2015 Haller US7039033 Exhibits 1001 petitioner Yes
06/19/2015 Bellovin Network Security Exhibits 1002 petitioner Yes
06/19/2015 Kiaei Declaration Exhibits 1003 petitioner Yes
06/19/2015 Kiaei CV Exhibits 1004 petitioner Yes
06/19/2015 Marchand W0O2001076154 Exhibits 1005 petitioner Yes
06/19/2015 Marchand Application 09541529 Exhibits 1006 petitioner Yes
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06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
06/19/2015
07/02/2015
07/09/2015
07/09/2015
10/02/2015

11/04/2015
12/30/2015
12/30/2015
01/13/2016

02/04/2016
02/26/2016
03/22/2016
04/06/2016
04/06/2016
04/06/2016
04/06/2016
04/06/2016
04/06/2016
04/06/2016
04/13/2016
04/14/2016
05/05/2016
05/17/2016

06/21/2016
06/21/2016
06/21/2016
06/21/2016
06/21/2016
06/28/2016

08/03/2016

08/03/2016
08/03/2016
08/10/2016
08/17/2016
08/17/2016

Handley RFC 2543

Larsson US6836474

Jini Specification Part 1

Jini Specification Part 2

Jini Specification Part 3

Jini Specification Part 4

Jini Specification Part 5
Nurmann US6560642
Vilander US6771635

Claim Chart April 9, 2015
Claim Chart March 27, 2015
Rfc 2131

Hoffman US6622017

Notice of Filing Date Accorded to Petition
Power of Attorney

Related Matters

Patent Owner's Preliminary Response Pursuant to 37
C.F.R. Section 42.107

Petitioners Updated Mandatory Notices
Decision Institution of Inter Partes Review
Scheduling Order

Patent Owner's Objections to Petitioner's Evidence
Pursuant to 37 C.F.R. Section 42.64

Petitioners Notice of Additional Back-Up Counsel
Notice of Deposition

Notice of Joint Stipulation to Modify Schedule
Patent Owner Response

Expunged

Exhibit 2302

Exhibit 2303

Exhibit 2304

Exhibit 2305

Exhibit 2306

Notice of Objections to Evidence

Ex. 2301

Petitioner's Notice of Deposition

Petitioners Notice of Designation of Additional Backup
Counsel

Petitioners Reply

A Programmers Guide todini Technology

Chadha US5963908

Deposition Transcript of Dr. Mandayam, IPR2015-01443
Deposition Transcript of Dr. Mandayam, IPR2015-01444

Patent Owner's Objections to Evidence Relied Upon in
the Reply

Patent Owner's Request for Oral Argument Under 37
C.F.R. Section 42.70

Patent Owner's Motion to Exclude Evidence
Petitioners Request for Oral Argument
Order - Request for Oral Hearing

Sheldon Hess Declaration Part 1
Petitioners Opposition to Motion to Exclude

Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Paper

Paper

Paper

Paper

Paper
Paper
Paper
Paper

Paper
Paper
Paper
Paper
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Exhibits
Paper
Exhibits
Paper
Paper

Paper
Exhibits
Exhibits
Exhibits
Exhibits
Paper

Paper

Paper
Paper
Paper
Exhibits
Paper

1007
1008
1009
1009
1009
1009
1009
1010
1011
1012
1013
1014
1015

(o2 6) B

o ~

11
12
13
14
2301
2302
2303
2304
2305
2306
15
2301
16
17

18
1016
1017
1018
1019
19

20

21
22
23
1020
24

petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
petitioner
board
potential po
potential po
patentowner

petitioner
board

board
patentowner

petitioner

patentowner
patentowner
patentowner
patentowner
patentowner
patentowner
patentowner
patentowner
patentowner
petitioner

patentowner
petitioner

petitioner

petitioner
petitioner
petitioner
petitioner
petitioner
patentowner

patentowner

patentowner
petitioner
board
petitioner
petitioner
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Yes
Yes
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Yes
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08/17/2016 Sheldon Hess Declaration Part 2 Exhibits 1020 petitioner Yes

08/31/2016 Patent Owner's Reply in Support of Motion to Exclude Paper 25 patentowner Yes
Evidence

10/20/2016 Record of Oral Hearing Paper 26 board Yes
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US District Court Civil Docket

ixi Mobile {RE&ED) Lid. et al v. Apple, Ine.

This case was rafrisved from the court on Monday, February 27, 20317

Yo: Judge Richard J. Sullivan

! Magistrate Judge Debra C. Freeman : CLOSED

<:08/06/2015
2:28:1331

Y: Both

1wt $0

v Patent

Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
Philadlephia, PA 19102
USA
(215)-575-7075
Email: Geolby@dilworthlaw.Com

Gregory A. Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)

99 Park Avenue Suite 320

New York , NY 10016

USA

(917)-675-4252

Fax: (212) 208-6874

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
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Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101
USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Ixi Ip,Llc Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
Philadlephia, PA 19102
USA
(215)-575-7075
Email: Geolby@dilworthlaw.Com

Gregory A. Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)

99 Park Avenue Suite 320

New York , NY 10016

USA

(917)-675-4252

Fax: (212) 208-6874

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street Suite 3500

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101

USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman
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LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Apple, Inc. Harrison J. Frahn , |V
Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Simpson Thacher & Bartlett LLP (CA)
2475 Hanover Street
Palo Alto , CA 94304
USA
(650)-251-5065
Email: Hfrahn@stblaw.Com

Gregory Todd Chuebon

ATTORNEY TO BE NOTICED
Simpson Thacher & Bartlett LLP (NY)
425 Lexington Avenue

New York , NY 10017

USA

(212)-455-3353

Fax: (212)-455-2502

Email: Gchuebon@stblaw.Com

Patrick E. King

ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (CA)
2475 Hanover Street

Palo Alto , CA 94304

USA

(650) 251-5000

Email: Pking@stblaw.Com

10/02/2014 1 COMPLAINT against Apple, Inc.. (Filing Fee $ 350.00, Receipt Number
465401106289)Document filed by I Xl Mobile (R&amp;D) Ltd., IXI IP,LLC.(moh)
(Additional attachment(s) added on 10/6/2014: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit
C, # 4 Exhibit D) (moh). (Entered: 10/03/2014)

10/02/2014 SUMMONS ISSUED as to Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)

10/02/2014 Case Designated ECF. (moh) (Entered: 10/03/2014)

10/02/2014 2 STATEMENT OF RELATEDNESS re: that this action be filed as related to 14cv4355.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:

10/03/2014)
10/02/2014 3 CIVIL COVER SHEET filed. (moh) (moh). (Entered: 10/03/2014)
10/02/2014 Mailed notice to Commissioner of Patents and Trademarks to report the filing of this

action. (moh) (Entered: 10/03/2014)
10/02/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
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10/02/2014
10/07/2014

10/07/2014

10/07/2014

10/07/2014

10/10/2014

10/10/2014

10/10/2014
10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

11/07/2014

11/10/2014

11/10/2014

10

11

12

13

14

15

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby desighated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is desighated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/07/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent | Xl Mobile
Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)

CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of
Assighment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is ho
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freeman is so desighated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTION for Extension of Time to File Answer re: 1 Complaint, addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Sighed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IX| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/27/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDER granting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated November
7, 2014 re: Apple's Letter regarding filings in I XI Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and I Xl Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCE by Harrison J. Frahn, |V on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
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Apple, Inc. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCE by Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWER to 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 12/03/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Sighed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404 (a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Sighed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
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Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs' counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Beil was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants' motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs'
responses are due on 2/17/15; and the defendants' replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404 (a). Document filed by Apple, Inc..(King, Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Apple, Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Attachments: # 1 Online (Entered: 02/03/2015)

BRIEF re: 27 MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief In Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple

Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3

Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10

Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, Inc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: I Xl Mobile (R&amp; D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI
IP,LLC, IX] Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that |XI be required to provide the Court
with the [1XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether I Xl Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
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the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that IX| be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXl Mobile (R&amp; D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP,LLC, IX] Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by I1XI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between IX| IP and I Xl Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple

Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3

Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to IXl's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)

AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY
MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=3081750720112I-11010101[5/16/2017 11:11:30 AM]

299



LexisNexis CourtLink - Show Docket

05/04/2015

05/06/2015

05/11/2015

05/15/2015

05/20/2015

05/26/2015

05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

07/02/2015

07/02/2015

07/08/2015

07/08/2015

07/08/2015

49

50

51

52

53

54

55

56

57

58

59

60

61

62

63

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)

JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.
7,426,398: Plaintiffs I Xl Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs' Complaint, alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the
Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
5/20/2015 re: pre-motion conference for motion to dismiss | XI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, Inc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: |XI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20, 2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI| IP,LLC, IXI Mobile
(R&amp; D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12: 00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP,LLC,
IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., IXI IP,LLC, IXI
Mobile (R&amp; D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
06/18/2015 re: Response to | XI's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 61 Brief Declaration of Mark W. Halderman. Document filed by IXI
IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
I Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)
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LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung

requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
7/24/2015 re: Apple's requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: IXI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24, 2015. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTION for Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Beil (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDER granting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Sighed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPINION AND ORDER # 105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having considered all
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is
respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case humber 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Sighed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)

CASE TRANSFERRED OUT ELECTRONICALLY from the U.S.D.C. Southern District of New
York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Received e-mail from the United States District Court - Northern District of California
acknowledging receipt of transferred case. Assighed Case Number: 4:15-cv-03755, filed
on 08/17/2015. (sjo) (Entered: 08/20/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RJS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RJS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August 6,
2015, granting Defendants' motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C. § 1404(a). In sum, the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly, IT IS HEREBY ORDERED THAT Plaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)
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US District Court Civil Docket

1:14cv4428

Ixi Moblle (R&D) Lid. ot al v, Blackberry Limited st al

This case was rafrisved from the court on Monday, February 27, 20317

Yo: Judge Richard J. Sullivan

! Magistrate Judge Debra C. Freeman : CLOSED

«:08/06/2015
2:35:145

Y: Both

1wt $0

v Patent

Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
Philadlephia, PA 19102
USA
(215)-575-7075
Email: Geolby@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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Ixi Ip, Llc
Plaintiff

Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Gary David Colby

LEAD ATTORNEY;ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP

1500 Market Street

Philadlephia, PA 19102

USA

(215)-575-7075

Email: Geolby@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com
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Blackberry Limited Brian Charles Riopelle
Defendant LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond , VA 23219
USA
(804) 775-1084
Fax: (804) 698-2150
Email: Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400

Dallas , TX 75201

USA

(214) 932-6418

Email: Jcook@mcguirewoods.Com

Derek H. Swanson

PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)

Gate Way Plaza 800 East Canal Street
Richmond , VA 23219

USA

(804) 775-1081

Email: Dswanson@mecguirewoods.Com

Marshall Beil

ATTORNEY TO BE NOTICED
McGuireWoods LLP (NYC)

1345 Avenue Of The Americas 7th Floor
New York , NY 10105

USA

212-548-7004

Fax: 212-715-2319

Email: Mbeil@mcguirewoods.Com

Shaun William Hassett

ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas , TX 75201

USA

(214)-932-6422

Fax: (214)-932-6499

Email: Shassett@mcguirewoods.Com

Blackberry Corporation Brian Charles Riopelle
Defendant LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond , VA 23219
USA
(804) 775-1084
Fax: (804) 698-2150
Email: Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY;ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400

Dallas, TX 75201

USA

(214) 932-6418

Email: Jcook@mcguirewoods.Com

Derek H. Swanson
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PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)

Gate Way Plaza 800 East Canal Street
Richmond , VA 23219

USA

(804) 775-1081

Email: Dswanson@mcguirewoods.Com

Marshall Beil

ATTORNEY TO BE NOTICED
McGuireWoods LLP (NYC)

1345 Avenue Of The Americas 7th Floor
New York , NY 10105

USA

212-548-7004

Fax: 212-715-2319

Email: Mbeil@mcguirewoods.Com

Shaun William Hassett

ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400
Dallas , TX 75201

USA

(214)-932-6422

Fax: (214)-932-6499

Email: Shassett@mcguirewoods.Com

Blackberry Corporation Brian Charles Riopelle
Counter Claimant LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)
One James Center 901 East Cary Street
Richmond , VA 23219
USA
(804) 775-1084
Fax: (804) 698-2150
Email: Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400

Dallas , TX 75201

USA

(214) 932-6418

Email: Jcook@mcguirewoods.Com

Derek H. Swanson

PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)

One James Center 901 East Cary Street
Richmond , VA 23219

USA

(804) 775-1081

Email: Dswanson@mecguirewoods.Com

Marshall Beil

ATTORNEY TO BE NOTICED
McGuireWoods LLP (NYC)

1345 Avenue Of The Americas 7th Floor
New York , NY 10105

USA

212-548-7004

Fax: 212-715-2319

Email: Mbeil@mcguirewoods.Com

Blackberry Limited Brian Charles Riopelle
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Counter Claimant LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)
Gate Way Plaza 800 East Canal Street
Richmond , VA 23219
USA
(804) 775-1084
Fax: (804) 698-2150
Email: Briopelle@mcguirewoods.Com

Jason W. Cook

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
McGuirewoods LLP

2000 Mckinney Avenue, Suite 1400

Dallas , TX 75201

USA

(214) 932-6418

Email: Jcook@mcguirewoods.Com

Derek H. Swanson

PRO HAC VICE; ATTORNEY TO BE NOTICED
McGuireWoods LLP (Richmond)

Gate Way Plaza 800 East Canal Street
Richmond , VA 23219

USA

(804) 775-1081

Email: Dswanson@mecguirewoods.Com

Marshall Beil

ATTORNEY TO BE NOTICED
McGuireWoods LLP (NYC)

1345 Avenue Of The Americas 7th Floor
New York , NY 10105

USA

212-548-7004

Fax: 212-715-2319

Email: Mbeil@mcguirewoods.Com

Ixi Ip, Llc John Joseph Higson
Counter Defendant LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street
Philadelphia , PA 19103
USA
(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=308175456l0112I-1101010I[5/16/2017 11:12:35 AM]
307



LexisNexis CourtLink - Show Docket

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Ixi Mobile (R&D) Ltd. John Joseph Higson
Counter Defendant LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street
Philadelphia, PA 19103
USA
(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

06/18/2014 1 COMPLAINT against Blackberry Corporation, Blackberry Limited. (Filing Fee $ 350.00,
Receipt Number 1098194)Document filed by |XI Mobile (R&D) Ltd., IXI IP, LLC.
(Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online (Entered: 06/23/2014)

06/18/2014 SUMMONS ISSUED as to Blackberry Corporation, Blackberry Limited. (moh) (Entered:
06/23/2014)

06/18/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14-cv-4355. (moh)
(Entered: 06/23/2014)

06/18/2014 Case Designated ECF. (moh) (Entered: 06/23/2014)

06/18/2014 2 CIVIL COVER SHEET filed. (moh) (Entered: 06/23/2014)

06/18/2014 3 STATEMENT OF RELATEDNESS re: that this action be filed as related to 14-cv-4355.
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(moh) (Entered: 06/23/2014)

06/18/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
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06/18/2014
06/18/2014

06/23/2014

06/23/2014

06/26/2014

06/26/2014

06/26/2014
06/27/2014

06/30/2014

07/08/2014

07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

10

11

12

13

Order filed November 1, 2011). This case is hereby desighated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is desighated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Main Document 4 replaced on 6/23/2014) (laqg). (Entered:
06/23/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 03/27/2015)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI 1P, LLC.(Biemer, Thomas) (Entered: 06/23/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXlI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/23/2014)

CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of
Assignment to follow. (pgu) (Entered: 06/26/2014)

NOTICE OF CASE ASSIGNMENT to Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 06/26/2014)

Magistrate Judge Debra C. Freeman is so designated. (pgu) (Entered: 06/26/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Blackberry Corporation served on
6/23/2014, answer due 7/14/2014. Service was accepted by Marie Garcia, Process
Specialist for CT Corporation System as Registered Agent. Document filed by IXI Mobile
(R&amp;D) Ltd.; IXI IP, LLC. (Biemer, Thomas) (Entered: 06/27/2014)

ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905, 40 Centre
Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Sighed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate
Parent I Xl Mobile Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by I XI Mobile
(R&amp; D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

LETTER MOTION for Extension of Time To Respond to Plaintiffs' Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. IT IS FURTHER ORDERED THAT the initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
p.m. IT IS FURTHER ORDERED that the parties shall submit the joint letter and proposed
case management plan referenced in the Court's June 30, 2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/12/2014; Blackberry Limited
answer due 9/12/2014. Set/Reset Hearings:(Initial Conference reset for 10/7/2014 at
12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915127. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, I Xl Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, I Xl Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice . Filing
fee $ 200.00, receipt number 0208-9915127. Motion and supporting papers to be
reviewed by Clerk's Office staff., 13 MOTION for John Joseph Higson to Appear Pro Hac
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07/23/2014

07/23/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

08/20/2014

08/25/2014

08/25/2014

09/10/2014

09/10/2014

09/10/2014

09/10/2014

09/26/2014

09/26/2014

09/29/2014

14

15

16

17

18

19

20

21

22

23

24

Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting papers
to be reviewed by Clerk's Office staff.. Provide only one individual case humber on the
documents. (sdi) (Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI |IP, LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff., 14 MOTION for Joshua D.
Wolson to Appear Pro Hac Vice (CORRECTED). Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 07/24/2014)

ORDER granting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDER granting 14 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/20/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk's Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, I1XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

NOTICE OF APPEARANCE by Marshall Beil on behalf of Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/10/2014)

LETTER MOTION for Extension of Time to File Response/Reply addressed to Judge Richard
J. Sullivan from Marshall Beil dated September 10, 2014. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 09/10/2014)

ORDER granting 21 Letter Motion for Extension of Time to File Response/Reply. SO
ORDERED. (Signed by Judge Richard J. Sullivan on 9/10/2014) (mro) (Entered:
09/11/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/26/2014; Blackberry Limited
answer due 9/26/2014. (mro) (Entered: 09/11/2014)

FILING ERROR - CORPORATE PARENT/OTHER AFFILIATE NOT ADDED - RULE 7.1
CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Blackberry Corporation, Blackberry Limited.(Beil, Marshall) Modified on 9/29/2014 (Ib).
(Entered: 09/26/2014)

ANSWER to 1 Complaint, with JURY DEMAND; COUNTERCLAIM against | Xl Mobile
(R&amp;D) Ltd., IXI IP, LLC. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) Modified on 10/22/2014 (mro). (Entered: 09/26/2014)

***NOTE TO ATTORNEY TO RE-FILE DOCUMENT - DEFICIENT DOCKET ENTRY ERROR.
Note to Attorney Marshall Beil to RE-FILE Document 23 Rule 7.1 Corporate Disclosure
Statement,. ERROR(S): Corporate Parents were not added. Please re-file this document
and when prompted: Are there any corporate parents or other affiliates?, select the YES
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09/29/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

10/01/2014

10/01/2014

10/02/2014

10/02/2014

10/03/2014

10/07/2014

25

26

27

28

29

30

31

32

33

radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST SELECT THE
SEARCH BUTTON. Select the correct name or create a hew corporate parent. Add the
Corporate Parent(s) or Affiliate(s) one party name at a time. (Ib) (Entered: 09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate Parent Blackberry
Limited for Blackberry Corporation. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) (Entered: 09/29/2014)

MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Blackberry Corporation, Blackberry Limited.(Riopelle, Brian) (Entered:
09/30/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Jason W. Cook to Appear Pro
Hac Vice . Filing fee $ 200.00, receipt number 0208-10156886. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by Blackberry Corporation,
Blackberry Limited.(Cook, Jason) Modified on 9/30/2014 (bcu). (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 26
MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 27 MOTION for Jason W. Cook to Appear Pro Hac Vice . Filing
fee $ 200.00, receipt number 0208-10156886. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The filing is deficient for the following reason(s): Missing
Certificate of Good Standing. Certificate of Good Standing must be issued from the
Supreme Court of Texas and not from a State Bar Association. Re-file the document as a
Corrected Motion to Appear Pro Hac Vice and attach a valid Certificate of Good Standing,
issued within the past 30 days. (bcu) (Entered: 09/30/2014)

MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Swanson, Derek)
(Entered: 09/30/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Letter per Court Order of 6-30-14 modified 7-8-14.
Document filed by IXI IP, LLC, I1XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 28
MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 26 Motion for Brian C. Riopelle to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 28 Motion for Derek H. Swanson to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff. Document filed by Blackberry Corporation, Blackberry
Limited.(Cook, Jason) (Entered: 10/02/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 32
MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 10/02/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 32 Motion for Jason W. Cook to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/3/2014) (kgo) (Entered:
10/03/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs' counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry's counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
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10/08/2014

10/17/2014

10/21/2014

10/22/2014

11/07/2014

11/10/2014

12/01/2014

12/08/2014

12/12/2014

12/12/2014
12/16/2014

12/19/2014

12/22/2014

01/05/2015

34

35

36

37

38

39

40

41

42

43

44

45

46

11/7/14. (sc) (Entered: 10/08/2014)

ORDER granting 19 Motion for Mark Halderman to Appear Pro Hac Vice. (Sighed by Judge
Richard J. Sullivan on 10/7/2014) (mro) (Entered: 10/08/2014)

FILING ERROR - WRONG EVENT TYPE SELECTED FROM MENU - ANSWER to Complaint
with JURY DEMAND. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 10/17/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated October 21, 2014
re: Request for docket entry number 24 to be corrected. Document filed by Blackberry
Corporation, Blackberry Limited. (Attachments: # 1 Online (Entered: 10/21/2014)

MEMO ENDORSEMENT on re: 36 Letter, filed by Blackberry Limited, Blackberry
Corporation. ENDORSEMENT: The Clerk of the Court is respectfully directed to correct
docket entry 24 to reflect that Defendants Blackberry Limited and Blackberry Corporation
filed an answer with counterclaims against Plaintiffs | Xl Mobile (R&amp;D) Ltd. and IXI
IP, LLC. (Signed by Judge Richard J. Sullivan on 10/21/2014) (mro) (Entered:
10/22/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP, LLC, I Xl Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signhed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Sighed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated December 16,
2014 re: Request to transfer action to the Northern District of California. Document filed
by Blackberry Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 12/16/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
12/19/2014 re: Response to the Pre-Motion Letter from Blackberry, et al. dated 12-16-
14. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 12/19/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404 (a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
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02/03/2015

02/03/2015

02/17/2015

02/17/2015

02/17/2015
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02/20/2015

02/20/2015

02/24/2015

02/25/2015

02/27/2015

47

48

49

50

51

52

53

54

55

56

57

58

to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

MOTION to Transfer Case . Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document filed by
Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered: 02/03/2015)

DECLARATION of Frank Geng in Support re: 47 MOTION to Transfer Case .. Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/03/2015)

BRIEF re: 47 MOTION to Transfer Case . Omnibus Brief In Opposition to Motion to
Transfer. Document filed by IXI IP, LLC, I XI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 02/17/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online, # 10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:
02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 47 MOTION to Transfer Case .. Document
filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

DECLARATION of Derek H. Swanson in Support re: 47 MOTION to Transfer Case ..
Document filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: I Xl Mobile (R&amp; D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by IXI |P,
LLC, I1XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [I1XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether I XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that I Xl be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: I Xl Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=308175456l0112I-1101010I[5/16/2017 11:12:35 AM]

313



LexisNexis CourtLink - Show Docket

02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/05/2015

03/18/2015

03/19/2015

03/20/2015

04/14/2015

04/14/2015
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60

61
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67
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MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by I1XI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between 11Xl IP and |1 Xl Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 47 MOTION to Transfer Case .
PLAINTIFFS SUR-REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO
TRANSFER. Document filed by IXI IP, LLC, IXl Mobile (R&amp;D) Ltd.. (Biemer, Thomas)
(Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 47 MOTION to Transfer Case . Response to |Xls Sur-
Reply to BlackBerrys Motion to Transfer. Document filed by Blackberry Corporation,
Blackberry Limited. (Beil, Marshall) (Entered: 03/05/2015)

MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Hassett, Shaun)
(Entered: 03/18/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 64
MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
03/19/2015)

ORDER FOR ADMISSION PRO HAC VICE granting 64 Motion for Shaun W. Hassett to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 3/20/2015) (kko) (Entered:
03/20/2015)

AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY
MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt

number 0208-10883370. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP, LLC, Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, #
2 Online (Entered: 05/04/2015)
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ORDER granting 68 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)

JOINT STIPULATION OF DISMISSAL OF CLAIMS AND COUNTERCLAIMS RELATED TO U.S.
PATENT NO. 7,426,398: Plaintiffs Xl Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively,
"Plaintiffs") and Defendants BlackBerry Limited and BlackBerry Corporation (collectively
"Defendants"); hereby stipulate and agree to the dismissal with prejudice of the Second
Count for Relief in Plaintiffs' Complaint alleging infringement of U.S. Patent No. 7,426,398
("the '398 Patent") in the above-captioned action, each party to bear its own costs and
fees related to claims of infringement of the '398 Patent. Further, Plaintiffs and
Defendants hereby stipulate and agree to the dismissal without prejudice of Defendants'
counterclaims of invalidity and non-infringement of the '398 Patent, each party to bear its
own costs and fees related to counterclaims of invalidity and non-infringement of the '398
Patent. (Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

JOINT LETTER addressed to Judge Richard J. Sullivan from Marshall Beil, Esq. dated
05/15/2015 re: mediation. Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 05/15/2015)

ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the
Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12: 00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP, LLC,
IXlI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Blackberry Corporation,
Blackberry Limited, IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV (on behalf of all
Defendants) dated June 18, 2015 re: Response to IXl's Request for a Pre-motion
Conference for a Motion to Strike. Document filed by Blackberry Corporation, Blackberry
Limited.(Hassett, Shaun) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP, LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 79 Brief Declaration of Mark W. Halderman. Document filed by IXI IP,
LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 79 Brief Declaration of Joel R. Williams. Document filed by IXI IP, LLC,
IXlI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated July 10, 2015 re:
Request for pre-motion conference for a motion to stay. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 07/10/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 15, 2015 re: Response to pre-motion letter from Defendant Blackberry requesting a
stay. Document filed by IXI IP, LLC, I X| Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 07/15/2015)
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LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated August 3, 2015
re: Request for additional pages and exhibits for Defendants' Responsive Claim
Construction Brief. Document filed by Blackberry Corporation, Blackberry Limited.(Beil,
Marshall) (Entered: 08/03/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER # 105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having considered all
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is
respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)

CASE TRANSFERRED OUT ELECTRONICALLY from the U.S.D.C. Southern District of New
York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Received e-mail from the United States District Court - Northern District of California
acknowledging receipt of transferred case. Assighed Case Number: 3:15-cv-03754, filed
on 08/17/2015. (sjo) (Entered: 08/20/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RJS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RJS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August 6,
2015, granting Defendants' motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C. § 1404(a). In sum, the
Court finds that there is no "manifest injustice” here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly, IT IS HEREBY ORDERED THAT Plaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)
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US District Court Civil Docket

Pxi Moblle (R&D) Lid. et al v. Samsung Electronics Co., Lid. &t al

This case was rafrisved from the court on Monday, February 27, 20317

Yo: Judge Richard J. Sullivan

! Magistrate Judge Debra C. Freeman : CLOSED

«:08/06/2015
2:35:145

Y: Both
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n: Federal Question

Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
Philadlephia, PA 19102
USA
(215)-575-7075
Email: Geolby@dilworthlaw.Com

Gregory A. Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)

99 Park Avenue Suite 320

New York , NY 10016

USA

(917)-675-4252

Fax: (212) 208-6874

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101
USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Ixi Ip,Llc Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
Philadlephia, PA 19102
USA
(215)-575-7075
Email: Geolby@dilworthlaw.Com

Gregory A. Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)

99 Park Avenue Suite 320

New York , NY 10016

USA

(917)-675-4252

Fax: (212) 208-6874

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

3200 Mellon Bank Ctr 1735 Market Street

Philadelphia, PA 19103

USA

(212)575-7152

Fax: (215)-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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1500 Market Street Suite 3500e
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USA
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LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
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USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Samsung Electronics Co., Ltd. David Rokach
Defendant ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (IL)
300 North Lasalle Street
Chicago , IL 60654
USA
(312)-862-3169
Fax: (312)-862-2200
Email: David. Rokach@kirkland.Com

Gregory Steven Arovas
ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)

601 Lexington Avenue

New York , NY 10022

USA

(212) 446-4800 X4766

Fax: (212) 446-4900
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James E. Marina

ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)
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New York , NY 10022

USA

(212)-446-4800

Email: Jmarina@kirkland.Com

James Henry McConnell

ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP
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USA
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Fax: (212) 446-4900

Email: James.Mcconnell@kirkland.Com

Todd M. Friedman

ATTORNEY TO BE NOTICED
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Samsung Electronics America, Inc. David Rokach
Defendant ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (IL)
300 North Lasalle Street
Chicago , IL 60654
USA
(312)-862-3169
Fax: (312)-862-2200
Email: David.Rokach@kirkland.Com

Gregory Steven Arovas
ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)

601 Lexington Avenue

New York , NY 10022

USA

(212) 446-4800 X4766

Fax: (212) 446-4900

Email: Greg.Arovas@kirkland.Com

James E. Marina

ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)
601 Lexington Avenue

New York , NY 10022

USA

(212)-446-4800

Email: Jmarina@kirkland.Com

James Henry McConnell

ATTORNEY TO BE NOTICED
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Fax: (212)446-4900

Email: Todd.Friedman@kirkland.Com

Samsung Telecommunications America, Llc David Rokach
[Term: 03/06/2015] ATTORNEY TO BE NOTICED
Defendant Kirkland & Ellis LLP (IL)

300 North Lasalle Street

Chicago , IL 60654

USA

(312)-862-3169

Fax: (312)-862-2200
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James E. Marina

ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)
601 Lexington Avenue

New York , NY 10022

USA
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Email: Jmarina@kirkland.Com

James Henry McConnell

ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP

601 Lexington Avenue

New York , NY 10022

USA

(212) 446-4895

Fax: (212) 446-4900

Email: James.Mcconnell@kirkland.Com

Todd M. Friedman

ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (NYC)

601 Lexington Avenue

New York , NY 10022
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(212)446-4800 X.4786
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Samsung Electronics America, Inc. Todd M. Friedman
Counter Claimant ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA
(212)446-4800 X.4786
Fax: (212)446-4900
Email: Todd.Friedman@kirkland.Com

Samsung Electronics Co., Ltd. Todd M. Friedman
Counter Claimant ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA
(212)446-4800 X.4786
Fax: (212)446-4900
Email: Todd.Friedman@kirkland.Com

Samsung Telecommunications America, Llc Todd M. Friedman
[Term: 03/06/2015] ATTORNEY TO BE NOTICED
Counter Claimant Kirkland & Ellis LLP (NYC)

601 Lexington Avenue

New York , NY 10022

USA

(212)446-4800 X.4786

Fax: (212)446-4900

Email: Todd.Friedman@kirkland.Com

Ixi Ip,Llc Gregory A. Blue
Counter Defendant LEAD ATTORNEY;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320
New York , NY 10016
USA
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USA
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Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia, PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

Gregory A. Blue

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)

99 Park Avenue Suite 320

New York , NY 10016

USA

(917)-675-4252

Fax: (212) 208-6874

Email: Gblue@dilworthlaw.Com

John Joseph Higson

LEAD ATTORNEY;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

3200 Mellon Bank Ctr 1735 Market Street
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USA

(212)575-7152
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Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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Philadelphia, PA 19102-2101
USA

(215)-575-7295

Fax: (215)-575-7200

Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia, PA 19102

USA

(215)-575-7186

Fax: (215)-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)

1500 Market Street Suite 3500e
Philadelphia , PA 19102-2101

USA

(215)-575-7025

Fax: (215)-575-7200

Email: Tbiemer@dilworthlaw.Com

06/17/2014 1 COMPLAINT against Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Filing Fee $ 350.00, Receipt Number
1097884)Document filed by IXI Mobile (R&amp;D) Ltd., IXI IP,LLC.(moh) (Additional
attachment(s) added on 6/19/2014: # 1 Exhibit Exhibit A, # 2 Exhibit Exhibit B, # 3
Exhibit Exhibit C, # 4 Exhibit Exhibit D) (moh). (Entered: 06/18/2014)

06/17/2014 SUMMONS ISSUED as to Samsung Electronics America, Inc., Samsung Electronics Co.,

Ltd., Samsung Telecommunications America, LLC. (moh) (Entered: 06/18/2014)
06/17/2014 Magistrate Judge Debra C. Freeman is so designated. (moh) (Entered: 06/18/2014)
06/17/2014 Case Designated ECF. (moh) (Entered: 06/18/2014)

06/17/2014 2 CIVIL COVER SHEET filed. (moh) (moh). (Entered: 06/18/2014)

06/17/2014 5 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project because it
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 06/23/2014)

06/17/2014 Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

06/17/2014 Mailed notice to Commissioner of Patents and Trademarks to report the filing of this
action. (moh) (Entered: 03/26/2015)

06/19/2014 3 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 06/19/2014)

06/19/2014 4 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/19/2014)

06/27/2014 6 AFFIDAVIT OF SERVICE of Summons and Complaint,. Samsung Telecommunications
America, LLC served on 6/20/2014, answer due 7/11/2014. Service was accepted by
Dion Miles, Agent in Charge of CSC Corporation Service Company. Document filed by IXI
Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered: 06/27/2014)
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06/30/2014

07/02/2014

07/08/2014

07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

07/23/2014

07/23/2014

07/24/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

7

10

11

12

13

14

15

16

17

18

ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905, 40 Centre
Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Samsung Electronics America, Inc.
served on 6/27/2014, answer due 7/18/2014. Service was accepted by Monica Reed,
Corporate Operations Specialist, The Corporation Trust Company. Document filed by IXI
Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered: 07/02/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Corporate
Parent I Xl Mobile Inc. for IXI Mobile (R&amp;D) Ltd.. Document filed by I XI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

LETTER MOTION for Extension of Time To Respond To Plaintiffs' Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. IT IS FURTHER ORDERED THAT the initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
p.m. IT IS FURTHER ORDERED that the parties shall submit the joint letter and proposed
case management plan referenced in the Court's June 30, 2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Samsung Electronics America, Inc. answer due 9/12/2014;

Samsung Electronics Co., Ltd. answer due 9/12/2014; Samsung Telecommunications
America, LLC answer due 9/12/2014. Set/Reset Hearings:(Initial Conference reset for
10/7/2014 at 12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915096. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP,LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915160. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP,LLC, IXI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 13 MOTION for John Joseph Higson to Appear Pro Hac Vice .
Filing fee $ 200.00, receipt number 0208-9915160. Motion and supporting papers to be
reviewed by Clerk's Office staff., 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice
. Filing fee $ 200.00, receipt number 0208-9915096. Motion and supporting papers to be
reviewed by Clerk's Office staff.. Please put one Case number on the document. (wb)
(Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff.. The document has been
reviewed and there are no deficiencies. (sdi) (Entered: 07/24/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 14
MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff.. The document has been
reviewed and there are no deficiencies. (sdi) (Entered: 07/24/2014)

ORDER granting 14 Application for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDER granting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
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08/20/2014

08/25/2014

08/25/2014

08/26/2014

09/11/2014

09/11/2014

09/26/2014

09/26/2014

09/29/2014

09/29/2014

09/30/2014

10/07/2014

10/09/2014

19

20

21

22

23

24

25

26

27

Online (Entered: 08/20/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk's Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032281. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032281. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

ORDER granting 19 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/26/2014) (ajs) (Entered: 08/26/2014)

LETTER MOTION for Extension of Time to File Answer addressed to Judge Richard J.
Sullivan from Todd M. Friedman dated September 11, 2014. Document filed by Samsung
Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications
America, LLC.(Friedman, Todd) (Entered: 09/11/2014)

ORDER granting 21 Letter Motion for Extension of Time to Answer. SO ORDERED.
Samsung Electronics America, Inc. answer due 9/26/2014; Samsung Electronics Co., Ltd.
answer due 9/26/2014; Samsung Telecommunications America, LLC answer due
9/26/2014. (Signed by Judge Richard J. Sullivan on 9/11/2014) (mro) (Entered:
09/12/2014)

FILING ERROR - CORPORATE PARENT/OTHER AFFILIATE NOT ADDED - RULE 7.1
CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
Telecommunications America, LLC.(Friedman, Todd) Modified on 9/29/2014 (Ib).
(Entered: 09/26/2014)

ANSWER to 1 Complaint, with JURY DEMAND., COUNTERCLAIM against All Plaintiffs.
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC.(Friedman, Todd) (Entered: 09/26/2014)

***NOTE TO ATTORNEY TO RE-FILE DOCUMENT - DEFICIENT DOCKET ENTRY ERROR.
Note to Attorney Todd M. Friedman to RE-FILE Document 23 Rule 7.1 Corporate
Disclosure Statement,. ERROR(S): Corporate Parents were not added. Please re-file this
document and when prompted: Are there any corporate parents or other affiliates?,
select the YES radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST
SELECT THE SEARCH BUTTON. Select the correct name or create a new corporate parent.
Add the Corporate Parent(s) or Affiliate(s) one party name at a time. (Ib) (Entered:
09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. Identifying Other Affiliate Samsung
Electronics America, Inc. for Samsung Telecommunications America, LLC; Corporate
Parent Samsung Electronics Co., Ltd. for Samsung Electronics America, Inc.. Document
filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
Telecommunications America, LLC.(Friedman, Todd) (Entered: 09/29/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Submission Pursuant to Court Order Dated June 30,
2014 modified 7-8-14. Document filed by I1XI IP,LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online, # 2 Online (Entered: 09/30/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs' counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry's counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
11/7/14. (sc) (Entered: 10/08/2014)

NOTICE OF APPEARANCE by Gregory Steven Arovas on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
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LLC. (Arovas, Gregory) (Entered: 10/09/2014)

10/09/2014 28 NOTICE OF APPEARANCE by Todd M. Friedman on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC. (Friedman, Todd) (Entered: 10/09/2014)

10/09/2014 29 NOTICE OF APPEARANCE by James E. Marina on behalf of Samsung Electronics America,
Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC.
(Marina, James) (Entered: 10/09/2014)

10/17/2014 30 ANSWER to 24 Counterclaim. Document filed by IXI IP,LLC, I XI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 10/17/2014)

11/03/2014 31 MOTION for David Rokach to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10273866. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Attachments: # 1 Online, # 2 Online
(Entered: 11/03/2014)

11/04/2014 &gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 31
MOTION for David Rokach to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10273866. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
11/04/2014)

11/06/2014 32 ORDER FOR ADMISSION PRO HAC VICE granting 31 Motion for David Rokach to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 11/5/2014) (mro) (Entered:
11/07/2014)

11/07/2014 33 JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

11/10/2014 34 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

11/26/2014 35 NOTICE OF APPEARANCE by James Henry McConnell on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC. (McConnell, James) (Entered: 11/26/2014)

12/01/2014 36 ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signhed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

12/08/2014 37 JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

12/12/2014 38 CASE MANAGEMENT PLAN AND SCHEDULING ORDER: All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs'
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

12/12/2014 Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

12/22/2014 39 ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404 (a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

12/30/2014 40 LETTER addressed to Judge Richard J. Sullivan from Todd M. Friedman dated December
30, 2014 re: Potential Motion to Transfer. Document filed by Samsung Electronics
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01/05/2015

01/30/2015

01/30/2015

02/03/2015

02/03/2015

02/03/2015

02/17/2015

02/17/2015

02/17/2015

02/17/2015

02/20/2015

41

42

43

44

45

46

47

48

49

50

51

America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC.(Friedman, Todd) (Entered: 12/30/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
IS HEREBY ORDERED THAT all of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

TRANSCRIPT of Proceedings re: conference held on 1/20/2015 before Judge Richard J.
Sullivan. Court Reporter/Transcriber: Khristine Sellin, (212) 805-0300. Transcript may be
viewed at the court public terminal or purchased through the Court Reporter/Transcriber
before the deadline for Release of Transcript Restriction. After that date it may be
obtained through PACER. Redaction Request due 2/23/2015. Redacted Transcript
Deadline set for 3/5/2015. Release of Transcript Restriction set for 5/4/2015.(McGuirk,
Kelly) (Entered: 01/30/2015)

NOTICE OF FILING OF OFFICIAL TRANSCRIPT Notice is hereby given that an official
transcript of a conference proceeding held on 1/20/2015 has been filed by the court
reporter/transcriber in the above-captioned matter. The parties have seven (7) calendar
days to file with the court a Notice of Intent to Request Redaction of this transcript. If no
such Notice is filed, the transcript may be made remotely electronically available to the
public without redaction after 90 calendar days...(McGuirk, Kelly) (Entered: 01/30/2015)

MOTION to Transfer Case Samsung's Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404(a). Document filed by Samsung Electronics America, Inc., Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC.(Friedman, Todd)
(Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 44 MOTION to Transfer Case Samsung's Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Samsung
Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications
America, LLC. (Friedman, Todd) (Entered: 02/03/2015)

DECLARATION of Todd M. Friedman in Support re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online (Entered: 02/03/2015)

BRIEF re: 44 MOTION to Transfer Case Samsung's Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief In Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a)..
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online, # 10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:
02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
IXl IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a)..
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
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02/27/2015

02/27/2015

03/02/2015

03/02/2015
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03/06/2015

52
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54
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Telecommunications America, LLC. (Friedman, Todd) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: I Xl Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Venue Transfer Brief. Document filed by IXI
|P,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [I1XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether I Xl Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, IT IS HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties' briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), IT IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that | Xl be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: I Xl Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENT on re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp; D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp; D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp; D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest.” United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]locuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between 11Xl IP and I Xl Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO TRANSFER. Document
filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSEN in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of JOHN J. HIGSON in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a)..
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

STIPULATION OF DISMISSAL OF CLAIMS AGAINST SAMSUNG TELECOMMUNICATIONS
AMERICA, LLC: IT IS HEREBY STIPULATED AND AGREED by the parties as follows: I.
Claims asserted by IX| against STA in the above-captioned action will be dismissed,
without prejudice, pursuant to Rule 41(a) of the Federal Rules of Civil Procedure, and STA
will no longer be a party to the above-captioned action. 2. SEA is STA's successor in
interest for the purposes of this lawsuit and will assume any liability that STA bears in
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this lawsuit. 3. Nothing in this stipulation shall be construed as an admission or
concession of liability by any defendant. (Signed by Judge Richard J. Sullivan on
3/6/2015) (mro) (Entered: 03/09/2015)

04/14/2015 60 AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY
MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

04/14/2015 61 ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

05/04/2015 62 MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883328. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

05/04/2015 &gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 62
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883328. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

05/06/2015 63 ORDER granting 62 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (kl) (Entered: 05/06/2015)

05/11/2015 64 JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.
7,426,398: Plaintiffs I1X|I Mobile (R&amp;D) Ltd. and IX| |IP, LLC (collectively, "Plaintiffs")
and Defendants Samsung Electronics Co., Ltd. and Samsung Electronic America, Inc.
(collectively "Defendants"); hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs’ Complaint alleging infringement of U.S. Patent
No. 7,426,398 ("the '398 Patent") in the above-captioned action, each party to bear its
own costs and fees related to claims of infringement of the '398 Patent. Further, Plaintiffs
and Defendants hereby stipulate and agree to the dismissal without prejudice of
Defendants' counterclaims of invalidity and non-infringement of the '398 Patent, each
party to bear its own costs and fees related to counterclaims of invalidity and non-
infringement of the '398 Patent. SO ORDERED. (Signhed by Judge Richard J. Sullivan on
5/11/2015) (kko) (Entered: 05/11/2015)

05/15/2015 65 ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the
Clerk of Court for assighment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Sighed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

05/28/2015 Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12: 00 p.m. (aba) (Entered: 05/28/2015)

06/04/2015 66 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP,LLC,
I Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

06/05/2015 67 AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

06/08/2015 68 JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd., Samsung Electronics America, Inc., Samsung Electronics Co., Ltd..
(Biemer, Thomas) (Entered: 06/08/2015)

06/15/2015 69 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

06/18/2015 70 LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V (on behalf of all
Defendants) dated June 18, 2015 re: Response to | Xl's Request for a Pre-motion
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Conference for a Motion to Strike. Document filed by Samsung Electronics America, Inc.,
Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

LETTER addressed to Judge Richard J. Sullivan from Todd M. Friedman dated July 2, 2015
re: Pre-Motion Conference for Motion to Stay. Document filed by Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 07/03/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATION re: 73 Brief Declaration of Mark W. Halderman. Document filed by IXI
IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 73 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
I Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion |letter from Defendants Apple and Samsung

requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil (on behalf of all
Defendants) dated August 3, 2015 re: Request for additional pages and exhibits for
Defendants' Responsive Claim Construction Brief. Document filed by Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 08/03/2015)

MEMO ENDORSEMENT on re: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED. (
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER # 105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404 (a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having considered all
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT IS HEREBY ORDERED THAT Defendants' motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is
respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case nhumber 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)

CASE TRANSFERRED OUT ELECTRONICALLY from the U.S.D.C. Southern District of New
York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

Terminate Transcript Deadlines (ajs) (Entered: 08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Received e-mail from the United States District Court - Northern District of California
acknowledging receipt of transferred case. Assigned Case Number: 3:15-cv-03752, filed
on 08/17/2015. (sjo) (Entered: 08/21/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RJS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RJS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August 6,

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx 7Key=308175732I0112I-11010101[5/16/2017 11:13:26 AM]
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2015, granting Defendants' motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C. § 1404(a). In sum, the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly, IT IS HEREBY ORDERED THAT Plaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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BE0388 {08) 7038033 May 2, 2008
UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT
7038033
Get Drawing Sheet 1 of 8
Access PDF of Of ial Patent ™

Order Patent File History / Wrapper from REEDFAXE
Link to Claims Section

May

3

2008

)

System, davice and computer readable medium for providing a managed wireless network using short-range
radin signals
EXPIRATION:
May 2, 2010 - due to fallure to pay maintenance {ees. | (O.G June 22, 2010}
COcioker 8, 2010 - REINGTATED dus to acceptance of de!'—wc{z payment of maintenance fes. , {C.G. November 2,
2010)

REEXAM-LITIGATE:

NOTIOE OF LITIGATION

ixi Mobile (R&D) Lid. et al v. Samsung Electronics Co., Lid, et al, Filed Juns 17, 2014, B.C. S.D. New York, Doc.
No. 1:14ev4355

OTHCE OF LITIGATION

Exi Mobiie (R&D) Ltd. et al v, Blackberry Umited ot al, Fled June 18, 2014, D.C. 8.0, New York, Doc. No.
1:1dovd428

NOTICE OF LITIGATION
bxi Mobiie (R&D) Ltd. et al v. Apple, inc., Filsd Qotober 2, 2014, D.C. 3.0, New York, Dec. No. 1:14cv7854
NOTICE OF LITIGATION

Exi Mobile (R&D) Ltd. et al v. Samsung Electronics Co., Lid. et al, Flad August 17, 2015, D.C. N.D. CGeilfornia,
Doc. No. 3:150v3752

NOTICE OF LITIGATION

fxi Mobile (R&D) Lid. et al v. Biackberry Limited et al, Filed August 17, 2015, D.C. N.D. California, Doc. No.
3:150v3754

NOTIOE OF LITIGATION
xi Mobile (R&D) Lid. et al v. Apple, inc., Fled August 17, 2015, D.C. N.D. Californig, Doc. No. 3:15cv3755
NCOTICE OF LITIGATION
ixi Mobile (R&D) Lid. et al v. Apple, inc., Filed August 17, 2015, B.G. N.D. California, Doc. No. 4:15¢v3755

INVENTOR: Haller, Amit - Belmont, California, United States of America (US), Uniled Siates of A‘ﬂe ica {) ;
Fornell, Peter - Lake Oswego, Oregon, United States of America (LIS}, United States of America () ; ltzchak,

\

Avraham - Ra'anana, State of Israsl (1L}, Stats of terael { ; Glick, Amir - Tel Aviv, State of |5 °3 (SL;, Sigie of
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fsrael {) ; Haparnas, Ziv - Tal Aviv, State of israel (i1}, State of tsrasl {
APPL-NG: 850388 (09)
FILED-DATE: May 7, 2001
GRANMTED-DATE: May 2, 2008
PRIORITY: May 7, 2001 - 09850398, Uniied States of America {US)
ASSI GNEE-PRE-I SBUE:
{(ISRAEL) LTD., HA'TIDHAR STREET, #3, RA'ANANA, ISRAEL (), 43654, Reel and Frame Numbsr: 018273/0484

A58 GNER-AT-1 S8UE:
EXi Mobile (israsi) Lid., Ra'Anang, State of Israel (1L}, Foreign company or corporation {C3)

ASSIGNEE-AFTER-ISBUE:

dune 28, 2008 - SECURITY AGREEMENT, SOUTHPCINT MASTER FUND LP, SUITE 2503, 828 FIFTH AVENUE, NEW
YORK, NEW YORK, UNITED STATES OF AMERICA (US), 10022, Reel and Frame Number: 317846/0872

Aprii 17, 2012 - RELEASE BY SECURED PARTY (SEE DOCUMENT FOR DETAILS) ., IXI MOBILE (R&D) LTD., 11
MOSHEZ LEVE STREET, RISHON LEZION, ISRAEL (), Resl and Frame Number: 028055/0575%

Fabruary 11, 2014 - CHANGE OF NAME (SEE DOCUMENT FOR DETAILS) ., IXI MOBILE (R& D) LTD., 11 MOSHE
LEVE STREET, RISHON LEZION, ISRAEL (), Reel and Frame Number: 032239/0C78

June 5, 2014 - ASSIGNMENT OF ASSIGNCRS INTEREST (SEE DCCUMENT FOR DETAILS) ., IXE P, LLC, 405
LEXENGTON AVENUE, SUITE 726, THE CHEYSLER BUILDING, NEW YORK, NEW YORK, UNITED STATES OF
AMERICA (US), 10174, Reel and Frame Number: 033042/08585

dune 5, 2014 - SEQURITY INTEREST, FORTRESS CREDIT CO LLC, 48TH FLOOR, 1345 AVENUE OF THE AMERI CAS,
NEW YORK, NEW YORK, UNITED STATES OF AMERICA (U8}, 10105, Resl and Frame Number: 033088/0056
September 11, 2014 - ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS)., FCO V OLO
THANSFEROR LLG, 48TH FLOOR, 1345 AVENUE OF THE AMERICAS, NEW YORK, NEW YORK, UNITED STATES OF
AMERICA (LB}, 10105, Resl and Frame Number: G33718/0887

LEGAL-REP: Vierra Magen Marcus Harmon & DeNiro LLP
PUB-TYPRE: May 2, 2006 - Patent with a pre-grant publication {B2}
PUB-COUNTRY: United States of America (US)

LEGAL-STATUS:

Sepiembar 13, 2008 - ASSIGNMENT
dune 28, 2008 - ASSIGNMENT

December 7, 2009 - MAINTENANCE FEEZ REMINDER MAILED

May 2, 2010 - REINSTATEMENT AFTER MAINTENANCE FEE PAYMENT CONFIRMED

Jurnig 22, 8010 - EXFIRED DUE TO FAILURE TO PAY MAINTENANCE FEE

Jduly 23, 2010 - FEE PAYMENT

July 23, 2610 - SURCHARGE FOR LATE PAYMENT

October 4, 2010 - PATENT REINSTATED DUE TO THE ACCEPTANCE OF A LATE MAINTENANCE FEE

Aprii 17, 2012 - ASSIGNMENT

Dacember 13, 2013 - MAINTENANCE FEE REMINDER MAILED

February 11, 2014 - ASSIGNMENT

April 30, 2014 - FEE PAYMENT

Aprii 30, 2014 - SURCHARGE FOR LATE PAYMENT

dung B, 2014 - ASSIGNMENT

June 5, 2014 - ASSIGNMENT

September 11, 2014 - ASSIGNMENT

July 28, 2015 - AlA TRIAL PROCEEDING FILED BEFORE THE PATENT AND APPEAL BCARD: INTER PARTES
REVIEW

December 7, 2068 - Maintenance Fae Remindear Mailed.
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May 2, 2010 - Patent Reinstated Alter Maintenance Fee Payment Gonfirmed.
May 13, 2010 - Entity Status Set to Small

Jduly 23, 2010 - Surcharge, Pelition to Accept Pymt After Exp, Unintentional.
July 23, 2610 - Payment of Maintenance Fae, 4th Yr, Small Entity.

July 23, 2010 - Petition Related to Mammtsnancse Fees Filad,

Cetohar 8, 2016 - Petition Related to Maintenance Fees Granted.

duly 18, 2013 - Payor Number Assigned.

December 13, 2013 - Maintenance Fee Heminder Mailed.

Aprii 30, 2014 - Paymeant of Maintenance Fee, 8th Yr, Small Eniity.

Aprii 30, 2014 - 7.8 yr surcharge - late pmit w/in 8 mo, Small Entity.

dune 4, 2015 - Payor Number Assigned.

June 4, 2015 - Payer Number De-assigned.

July 21, 2018 - Entity Status Set to Undiscounted

FILING-LANG: English (EN} {ENG)

PUB-LANG: English (EN) (ENG)

REL-DATA:

Price Publication 20020183885, November 7, 2002
US-MAIN-CL: 370# 338

US-ADDL-CL: 3708 401, 3704486, 370# 489

CL: 370

SEARCH-FLD: 3704259, 37042080, 370#0320, 3702321, 370#328-338, 370# 342, 3704347, 370# 400-401,
370#305.5, 370#385.54, 3704 465-640, 455# 403, 4554422, AD5# 550, 450# 556, 455# 557, 709# 203

7054208
IPC-MAIN-CL: [8] GOTR 031408 (20080101} Advanced Inventive 20080502 (A Fi B H US)
IPC-ADDL-CL: [8] HOAL 012# 46 (20060101) Advanced fnventive 20051220 (A F | R M JP)
IPC-ADDL-CL: [8] HOAL 012824 (206080101) Advanced Inventive 20051008 {A | B M ER)
IPC-ADDL-OL: [8] HO4L 012# 28 (20060101) Advanced Inventive 20051008 (A | R M EP}
IPC-ADDL-CL: [8] HOAL 012858 (206080101) Advanced Inventive 20051008 {A | B M ER)
IPC-ADDL-CL: [8] HO4M 0018725 (20060101) Advanced Inventive 20051008 (A | R M EP)
IPC-ADDL-CL: [8] HOAW 004# 00 (20090101) Advanced Non-lnveative 20080105 (A N R M ER)
IPC-ADDL-CL: [8] HO4AW 084# 04 (20090101) Advanced Non-Inventive 20080105 {A N R M EP)
IPC-ADDL-CL: [8] HOAW 084# 10 (20090101) Advanced Non-lnventive 20080105 (A N R M EF)

PPC-ADDL-CL: [8] HO4W 084# 18 (20090101) Advanced Non-Inventive 20080105 (A N R M EP)

T’u

FPC-ADDL-CL: [8] HO4W 088416 {20020101) Advanced Non-Inventive 200801065 (AN R M ER
PRIM-EXMA: Duong, Frank
BREF-QITED:

5442680, August 15, 1‘ Q , 5S¢ &ehrgel et al., United States of America (US)
B457737, Cotober 10, 1985, Wen, United States of America {US)
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BR72528, Novembaer 5, Lgi, Shuen, United Siates of America (US)

B742237, April 21, 9 , Biedsoe, Urited States of America {1S)

5771438, Juns 23, ‘1&3 3, Palermo et al., United States of America (US)

5774791, June 3C, 1998, Strohallen et g, United States of Amaearica (US)

B743763, August 11, 1888, Mayes ot al,, Umied States of America (US)

5805168, September 8, 1988, Hall &t al., United States of America (US)

5838252, November 17, 1888, Kikinis, United Statss of America (LUS)

536369, April 20, 1899, Warsiz et ai Linited States of America (US)

9848, July 27, 1389, Albukerk et al., United Statas of America (US)

8388, November 2, 1399; riamalamen et al., United States of Amarica {US)

011, November 18, 1888, Toh, United Slales of America {(US)

, Novembar 18, 1938, Boer ot al., United States of America (US)

. May 18, ZOCO Hasaegawa et al., United Slatas of America (LS)

May 23, 2000, Kamerman et al., Unitad States of America (US)

May 30, 20 G , Bcrgsiahi gt al., United Stales of America {US)

Jdune 2¢, 200 Bcde‘xmann et al., United States of America (US)

duly 4, 2000, M«"on et al., United Qmie: of America (LUS)

Qcotober 10, 2000, vTosie et al., Unitad States of Amaearica {US)

November 21, 2000, Xu et al., United States of America (LS)

February 20, 2001, Ray, United States of America (US)

. March 8, 2001, Sudo &t al., United States of America (US)

April 17, 2001, Eichstaedt et al., United States of America (US)

April 24, 2001, Slenman st al., United States of America (US)

June &, 2001, Jawandsa, Unitad States of America {US)}

Cduly 240 2001, Davidson et all, United States of America (US)

August 5‘8 2001, Harris et al., United States of America (US)

Cetober 2, 2001, Colligan et al., Uniled States of America {US}

December 4 ?CM Shochridge et al., United Siates of Amarica {US)

. December 25, 2001, Smith st al., United States of America (US)

January 29, 2002, Bafne” Linited States of America {US)

Jung 11, 2002, Bell, United States of America (US)

August 8, 2002, Dorenbosch, United States of Amarica (US)

August 18, 2002, Grimes, Jmtéu States of America (US)

, Saptember 3, 2002, Schuster &t gl., United States of Amarica (US)

645291\), Septamber 17, 2002, Vij et al., Uni *‘@d iaies of America {US}

6459882, Cotober 1, 2002, Falermo et al., United States of America {US]

8483078, October &, 2002, Engstrom et al., United Siates of America {(US)

8487180, November 26, 2002, Borgstahi at al., United States of America (US)

85134860, February 11, 2003, Haartsen, United Silatss of America (US)

6532368, March 11, 2003, Chung st al., United States of Amarica (US)

8800428, July 23, 9%‘3 O'Toole &t al., United States of America (US)

8600734, Juiy 29, 2003, Gernert, United States of America {(US]

6830&25, Cetober 7, 2008, &"‘qrnl‘sie*gﬁﬂrinmrd et al., United Siates of Americg (US)

g, October 14 2003, Kobayashi, United States of America (US)

8, Cotober 21, 2003, Fu 1gerhu., United States of America (LS}

8, November 25, 2003, Pope st al., United States of America (LS}

g, Decamibzer 18, 2003, Reed, United Slatss of America {US)

829, Fehruary 16, 2004, Yeh, United States of America (JQ‘

3012, duly 13, 2004, Lord et al., United Siates of America (US

/4? July 13, 2004, Hollstrom &1 al,, United States of Ameri ca gUS)

, March 22, 2005, Schiffer, United States of America (US)

CO«+ 424, Novembar 29, 2001, Alastalo et al., United Stataes of America (US)

ﬁOC 2G010G0 08, January 24, 2002, Bork el al,, Umied States of America (US)

20C20010883, Jaruary 24, 2002, Aune, United States of America (US)

20020037700, March 28, 2002, Dw!ey et al., United States of America (US)

200 280%3\: , May 9, 2002, Davies st al., United Staies of America {US)

2 May 16, 2002, Stanfortn, dm)‘ed States of America (LS)

zi 2, May 3C, 2002, Irvin, Unitaed States of Amarica (US)

2\)82?%"»’)99 May 30, 2002, B o.ﬂdah!, United States of America (US)
5817, May 30, 2002, Ho et al., United States of America (US)
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20020088558, June §, 2002, Sharma et al., United Statss of America (US)
20020088800, Juns &, 2002, Chihara et al L ri'ad States of America {US}
20020089037, Juns 8, 2002, Hendrickson et , United States of Ameriua {U8)
20020082054, June 27, 2002, Keinonen et al., Jmte\, States of America (US)
200200868718, July 4, 2002, Bigwood et al., United Stales of America {US)
20020081833, July 11, 2002, Procter, Unitad States of America {US)
20020102874, August 1, 2002, Raith, United Slales of America (an
20020118663, August 28, 2002, Dorenbosch et gl., Unitad States of Amarica (U5}
200620128051, September 12, 2 f., Liebenow, Jmtefj States of America (US)
20020132810, Septamber 19, 2062, Chaplin st ai., United States of America (US)

20020142762, Cctober 3, 2002, bhmay teili et a!., Uﬂited Slales of America (JS}
20@2(}143852; Cctober 3, 2002, Sugiarto et al., United States of America (US)
20020155830, October 24, 2002, yer, United States of America (US)
20C20180764, Qotaber 31, 2002, Gorsuch, United States of America (US)
20030013438, January 16, 2003, Barby, Unitad States of Amarica (US)
SO03C017810, January 23, 2003, Jarninck et al., United States of America (US)
Q030022888 January 30, 2003, Lin, United States of America {US)
0030027563, February 6, 2003, Harle et al., United States of Americg (US)
0030032417, February 13, 2003, Minear et al., United States of America {US)
OG3C050058, March 13, %()a Walsh et al,, L!r:'ed States of Amer ica 'US}
{ 1084785, March 20, 2008, Botteck, United States of America {US
3G080188, March 27, 200 <., Gidron, United States of America (L:b;
300E0188, March 27, 2003, Minsar ot al.| United States of America (US)
0030078038, April 24, 2003, Chang et al., Unitad States of Amaerica (US)
a0 3(;0*%131 7, May 15, 2008, Davenport &t al., United States of America (US)
05, June 18, 2003, Haller ot al, L,r.s,ed States of America (US)
(,36115351, Juns 18, 2003 Giobbi, Uni ed¢ States of America (LS}
G3C122858, July 3 2003, Hubbard, United States of America {US)
,‘:h 130143882, July 31, 20 f‘ . Humphrey et al., United Statss of America (US)
20030153280, Aur ;unt 4, 2003 , Kapp et all, United States of America (US]
*OCIGT8YRO7, Cotober 2 ZLJS, Maisubara st ab., United States of Amearica (US)
Q0308 1434'1 Movember 20, ?303, Takkern, United States of Amarica (US)
DO30224773, December 4, 2003, Deads, United States of America (US)
2QC3023281¢, Decamber 18, 2003, Gidron et al., United Statas of America (US)
20040001467, January 1, 2004, Cromer et al., United Siaies of America (US)
2004004 5071; March 11, 2004, Rowe, United Statas of America (US)
20040086768, April 8, 2004, Ahmavaara et al., United Siatss of America (US)
POCWT&%A, September 30, 2004, Anastasakos et al., United States of America (US)
20040186812, Cctober 7, 2004, Barber, United States of America {118}
3153213, April 3, 2001, Japan {(JP)
823048315, Sept ember, 1899, World Intellgciuval Properly Organization {WIPG) (WO}
(003598 7 July, 2000, Werld Intellectual Property Organization {WIPO) (WO}
01048977, July, 2001, World Intellectual Property Organization (WIHPO} (WO}
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NON-PATENT LITERATURE:
Hardwick et al, Project P946-Gi Smart Devices “When Things Start 1o Think”, pp. 1-30, Jdan. 2000,
Guthery et al, The WebS8iM- Clever Smartcards Listen to Port 80, pp. 1-18, Dec. 1889,

at

Johanssen et al, Short Range Radio Based Ad-hoc Netwaorking: Performance and Properties, 1EEE, pp. 1414-14280,
1269,

Haartsen, BLUETHOOTH—The universal radio interface for ad hog, wirsless connectivity, Bricsson Raeview N. 3,

pp. 1 ,(,-ﬂ?.

Lee et al, integrating Blustcoth with Wireless and Richocheting, |EEE, pp. 1310-1314, 200C.

Karagiannis, Mobilily support for ubiguitous Internel access, ERICESON Open raport, pp. 1-70, Dec. 21, 2000.
Guthery et al., "The WebSiM—Clavar 3*'“: wicards Listen to Port 807, version Dec. 15, 1998,

Project FR46- CvE, Smart Devices "When Things Start to Think”, Jan. 2(}00, 2000 EURESCOM Participants in Project
Po48-Gt.

Frodigh et al., "Wireless ad hog networking—The art of networking without a network”, Zricsson Review No. 4,
ZQG0, pp. 248-283

Farugue ef al, "Design and Analysis of Ad Hoo Wireless Networks for Battietisid s’%pnlif‘atiﬂr'%” Part of the SPIE
Conference on Digitization of the Battiespace IV, COrlando, Floridae, Apr., 1889, pp. 122.
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Garcia-tuna-Acevas et al., “Wireless Internet Gateways {(Wings)”, 1897 1EEE, pp. 12711278,
White Papar, Handheld Devices: Comparing tha Major Platforms, www.dell.com/ 'r& ., Dec. 2000,
Mivaisu, Bluetooth Design Background and [ts Technoiogical Feaiures, [EICE Trang, rLﬂu"l"!:E'!téE!S vol, E83-A,
No. 11, Nov, 2000.0034318020C

Parekh, Oparating Sysiems on Wirsless Hanchsld Devices, A Strategic Markat Analysis,
of Tachnology, Sep. 28, 2000.

Jdohansson, et al., Sherl Range Radic Based Ad-hoc Neowrking: Performance and Propsarties, [EEE

Massachusetiies instituie

CORE TERMS: terminal's, software, gateway, wirsless, network, server, bluetooth, coupled, routsr, rapository,
ceifuiar, processor, pretocsol, short-range, piug, iaver, usar, ;emate racdio signals, communicate, absiraction,
meaemaory, accessing, sterags, packags, thin, operating system, technology, manager, backend

ENGLISH-ABST:

A sysiem, a wireiess hand-held device, and scitware component for accassing information responsive to short-
range radio signals is provided. The system includes a wirsless gateway devics coupled 1o a network, sue !“ as a
celtuiar netwaork. The wireless gateway device includes a network manager software componenti {or accassing
information from the network responsiva to a tirst short-range radic signal. The network may be a corporate,
privale or public nelwork, such as tha Internet. A first wirsless device is coupled {o the wireless gateway device.
The first wireless davics provides the first short-range radic signal. In an embodimant of the prasent invention,
the firat wiraless device is a callular telephone, personal digital assistant or thin terminal having a Biustooth™
processor and transmitter. In an embodiment of the prasent invention, the network manager software component
inciudes a plug and play software component for loading and axsculing soflware for the first wireless device. in
an embodiment of the present invention, a second wirelass device accesses information on the first wirsless
device using the wiraless gateway devics.

MO-OF-CLAITME: 56
EXMPL-CLAIM 1
MO-OF-FIGURES: 10
NO-DRWNG-PP: 9

SUMMARY:

FIELD OF THE INVENTION

[0001] This ivvantion relates generaily to wirelsas devices in a wirelgss network using short-rangs radio signals.

BACKGROUND OF THE INVENTION

[0C02]A user has numerous wirelass devices for accessing and procassing information. For example, a user may
have a cellular telephone for communicating with others, a personal digital assistant ("PDA”) for storing coniact
infarmation, & laptop computer for stering and processing files, a digital camera for obtaining images and & pager
for being contacied. Each one of these devices also may access remote information on a privaie or public
network, such as the Internet. Howavar, this system suffers from several disadvantages.

{3003 First, typically only a single devica originates and can access the Internat at a time.

[0004]Sscond, Internet protoce! {"IP") addressas are held while connectad to the internet. This can be axpensive
and use scarce |P address resourues,

{("VPN"} and

Y

[O00B]) Third, each device requires its own sscurity management, such as a Virtual Private Network
firewall sofiware component,

[2006] 1 Fourth, there is no ability to share, add to or manage the services of the numerous wireless devices. in
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particutar, there is no communication between wireless davices, I a user obtains a wirelass device having an
additional service, such as extra persistence siorage, other wireless devices typicaily are not capable of using the
exira persistence storags.

(0007 Bluetooth™ technology (www. bluetooth.com) provides wirelsss communications between devicas, Yet,
Blustooth™ technolagy also suffers from many disadvantages. Blustcoth™ technoiogy does not allow for a "plug
and play” capability at a wirelsss device application tevel In other words, a wirelgss device cannot merely be
turned on and Blustcoth™ technology recognizes it and establishes a communication protocel. it a user dasires a
wireless davice 10 communicaie with a Blugtooth™ technology device, the added wirsless device must have
software drivers and applications icaded 1o operate. Otherwise, the Biuetocth ™ technology device is not abise te
communicate with the newly added wirgless davice. This makes H difficuit to add new functionality or types ¢f
wireiess devices. Biuetooih™ technciogy does not provids an open environment for softwars programmers 1o
provide application software componenis for wireless devices. Further, Bluetooth™ technology does not allow
devices to share information and resources at an application laval,

[2008] Therefore, it is desirable 1o provide a system of wireless davices which can effectively communicate with
each other and access information on the Inlernet. The system of wirelsas devices should efficiently use P
resources and security managemant. The wireless devices should effectively share and manage services and
allow for seamiess plug and play capabiity. The system should aliow for new {unstionality and types of wirsless
devicss.

SUMMARY OF THE INVENTION

[OG0C)A sysiem, coupled o a cellular nelwork, providas access o the intarnet according to an embodimant of
the present invention. The system comprises a wireless gateway device, coupied 1o tha celluiar netwaork, having a
network managsr soitware componeard for acesasing information from ths intarnet responsive {o a first short-
range radio signal. A first wireless device i5 coupled 1o the wirelass gateway device. The first wireless device
provides the first short-range radio signal.

[00106]According to an embodimsant of the prasent invention, the first wireless davice is selected from a group
consisting of a deskiop computer, a iaptop computer, a personal digital assistant, a headset, a printer, a pager, &
waich, digital camera and an equivalent thereof.

[0G11]According to an embodimant of the present invention, the wireless gateway device is a celluiar telephone
using a Giobal System for Mobile communications ("GSM"} protocch

[001Z2]According to an embodimant of the present invention, the wireless gateway device {5 a calluiar ielephone
using a Gode Division Multiple Access {"CDMA”Y protocol.

[0013]According 1o an embuodiment of the present invention, the wireless gateway device is a celfular ielgphons
uging a Time Division Multiple Accaess ("TOMA”) protocol.

[D014]Accarding to an ambaodiment of the present invantion, the first wirsless device is a thin terminal

iblAccording to an embodiment of the present invention, the first wireless device includes a Biuetooth™
ssor having a 2.4 GHZ transnuiiier.

[D018}According 1o an embodiment
processor having a 2.4 GHZ transmi

of the present invention, the wireless gatsway device includas a Bluetooth™
ther.

[B017]According to an embodiment of the present invantion, the network manager software component includes
a plug and play software component for loading and sxaculing software for the first wireless davice.

[0018]According to an embodimsant of ithe prasent invention, the network manager software component includes
a PIN number management software component for obtaining and supplying PiN numbars

[GG‘;Q]Accord‘ng to embodimant of the prasent invention, the network manager software component inciudes a
servics rapository sofiware component for obtaining and providing an avaitability of a service from the first
wireless davics.
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[002C] According 1o an embodimeant of the present invention, the first wireless device includes an application
softwara compenant for providing a servics. The network manager software component inciudes a management
sottware componsant for accessing the servics.

[0021]According to an embodimeant of the present invention, the system further comprises a second wireless
device coupled to the wireless gateway device. The second wireless davice provides a short-range signal. The first
wireless device communicates with the second wireless device through the wirsless gateway dsvics.

[0022]) According to an embodiment of the present invention, the sysiem further comprises a second wireless
device coupled to the wireless gateway device. The wireless gateway device provides access to the Internst for
the first and sscond wireless devices.

[0023] According to an embodiment of the present invention, the nelwork manager software component operates
with an cpsrating systam software component.

[0024]According 1o an embodiment of the present invention, the operating sysiem component is g Linux, EROC
or a FockatPC operating system.

[B025]According to an embodiment of the present invantion, the wireless gataway device includes 1) an
application acitware component for providing a service, and 2) an application sarver soflware componeant coupled
to the network managemeant software component.

[B026]According to an embodiment of the present invention, the wireless galaway device further includes a
firawall software component.

{06271 According to an embodimant of the present invention, the wireless gateway device includes a VPN
sottware caomponent.

[0028]According to an embodimant of the present invention, a hand-hald device for providing & perscnal area
network iz provided. The hand-held davice comprisss a slorage device coupled {0 a processor. Tha storags devics
stores a software component for controlling the processor. The processor aperates with the component to provide
a shori-range radic Internet protoscl communication belwesan the first hand-heid wirsless device and & second
hand-heid wireiess devics.

{00281 According to an embaodiment of the present invention, a Bluetooth™ transmitiar is coupied to the
Drocessor.

{00301 According to an embodimant of itha prasent invention, a G8M transmitier is couplad to ths processor.

[0031 According 1o an embodiment ¢of the present invention, a wirsless hand-held device accesses a router in a
personal natwork, The wireiess hand-held davice comprises a storage device coupied 1o & processor. Tha storags
device slores a software component for controlling the processor. The procassor operatses with the componsent to
provide a {irst short-range radio signal 1o the router for acoessing the Internet and a sscond short-range radio
signal to the router for accessing another wirgless hand-held device.

{0032 According to an embodimant of the prasent invention, an article of manufacture, inciuding a computer
ragdable medium is provided. The article of manuiacture comprises an appiication software component for
providing a service. An applicalion sarver sofiwars componsnt providas the appiication software componeni. The
articie of manufacture aiso includes an Internet protocel natwork manager sofiware component and an oparating
system sofiware componant. Also, a short-rangs radic software component for providing a short-range radio
signal and a caliviar software compaonent for providing & communications signal to a cellular network is included
with the article of manuiacture.

[00323]0ther aspects and advantages of the pressnt invention can e seen upon review cf the figurss, the
detailed description, and the claims that follow.

DRWDESC:
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BRIEF DESCRIPTION OF THE FIGURES
[O034]FIG. 1 iHlustrates a systam according 1o an embodiment of the prasent invention.

[DO3BTFIG. 2 Hlusirates thin terminals and a wirelsss gateway device according te an empodiment of the presant
invention.

[B03B]FIGS. 3a-b ars hardware block diagrams of g wireless gateway device and wireless hand held device
according to an embodiment of the present nvantion.

[CCE7IFIGS. 4 and Ba-b are sofiware biock diagrams for a wirsless galeway devics according to an smbodiment

of the present invanticn.

[OC38]FIG. 6 ilustrates network management software interfaces aceerding te an embodiment of the presem
invention.

[0038]FIG. 7 iHlusirates network management sofiware components ascording to an embodiment of the preseni
invention.

[DC4CTHIGS. 8a-b lustrate multipie wireisss devices coupled to a wireless gateway devics gecording 1o an
embodinvent of the present invention.

DETDESC:

DETAILED DESCRIPTION
. System Overview

{8041 Ths following description and claime relale {0 a system that accessas information from a wide areg
riatwark ("WAN"}, such as the internet, and local wireless devices in response to short-range radio signals. The
network may aiso ba an 1P based public or private network, such as a corporate sscursd network using VPN,

[OC4Z]FIG. 1 iHlustrates system 100 according to an embodiment of the present invantion. System 188 includas
terminals 187 coupled to wireless gateway device 18&. in an embodiment of tha present invention, gateway
devica 188 and one or more terminals 187 communicats {o form a personal arsa network {"PAN"). In an
embodimeant of the prasent invention, terminals 147 are coupled to gateway device 188 by short-range radio
signals 118, In an embodiment of the present invantion, terminals 187 ars a daskiop compuier, 8 laptop
compuier, a personal digital assistant, a headset, a pager, a printer, a watch, thin terminal, digital camera or an
eguivalent thereof. In an smbodiment of the present invention, terminals 187 include a Bluetcoih™ 2.4 GHz
transmitter/recaiver. Likewise, gateway device 1886 inciudes g Bluetecth™ 2.4 GHZ transmitter/receiver. in an
alternats embuodiment of the present invention, a Bhuetooth™ 5.7 GHZ transmittar/receiver is used. Gateway
device 186 and terminals 187 hardware are liustrated in HGB. 3a-h.

[0C43]in alternate embediments of the present invention, other local wirsless technoiogies such as 802.11 or

5
HomaRF signals are used to communicate between galeway davice 1886 and ierminals 187.

[0044)n an embodiment of the prasent invention, gateway device 188 i35 couplad to cellular network 188 by
cellular signals 111 using a protocol, such as a Gichal and System {for Mobile communications (“GSM") protocol.
in aliernate smbodiments, a Code Divigion Multipie Access ("CDMA™), COMA 2000 or Time Division Mullipie
Access ("TOUMA"}, or General Packet Radio Service ("GPRS”) protocol is used.

[0C4E]In an alternatie embodiment of the presant invention, gateway device 148 is coupled 1o a landiine network
by an Ethernst, Digital Subscriber Ling {("DEL"), or cabie modem conneclion, singly or in combination.

[0048]In an embodimeant of the prasent invention, gateway device 188 is a callular telaghone.

[0C47]Cellutar neiwork 188 is couplad to a wireless carrier inlernal nelwork or carrier backbone 184, In an
embodiment of the present invention, server 102 is couplad to carrier backbone 1464 in an alternate
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embodinvent of the presant invention, carrier backbons 104 is coupled io infernet 183, Server 181 is coupled to
internaet 183, in an embodiment of the present invention, servers 181 and 102 provide information, such as
web pages or application sgfiware components to lerminals 187 by way of galeway devics 188, In an
embodiment of the present invention, terminals 187 share services and communicate by way of gateway davics
106.

H Gatesway/Handhsld Device Hardware

[O0481FIG. 2 iHlusirates terminals 187, In an embodiment of the present invantion, there ars two iypes of
terminais: 1) Smart terminals and &) Thin terminals. Smart terminals have a reigtively powerful central
processor, operaling Sy"‘en” and applications. Their main neads from a PAN are access io a WAN through TOF/IP
and other network services such as storgge and execution. For exampie, a computer notebook and FDA are smarnt
terminals. Thin lerminals have a relatively low power cantral processor and operaling system. They are mainly
usad as peripherais to an Applicagtion sarver in a PAN and thair main task is user ‘maract’o-“u rendering output for
a user and providing an Application sarver with a user's input. For example, a watch or a messaging terminal aras
thin terminals.

[0C4G1FIG. 2 Hlustrates thin terminals. Voice terminal 284 inciudes a display 20450 and a retractable keypad
2042 Massaging Terminal 203 is illustrated in a closed position with a hinge 2032 used 1o gpen and clese
terminal 283, Terminal 203 aiso includes a miniature QWERTY keyboard and display when opened. Gateway
device 281 includes clip 282 {or a belt.

[OCBG]In an embodiment, PMG device 201 is also iustrated in FIG. 2

[O051IFIG. Ca iHlusivates a hardware biock diagram of galeway davics 188 in an ambuodiment of the present
invention. Gateway device 188 includes both internal and removable memory. In particuiar, gateway davice 106
inciudas internal FLASH {or Elacirically Erasabie Programmabie Fead-Oniy Mamory {"EEPROM") and static
Randem Access Memory ("SRAM"} memory 302 and 383, respectively. Removable FLASH memory 304 is also
used in an embodiment of the present inveantion. Memories 302, 383 and 384 ars coupled to bus 385. In an
embodimant of the prasent invention, bus 345 is an address and data bus, Appiication processor 381 is likawise
coupled to tus 385, in an embodiment of the present invantion, processor 301 is a 32 bit processor

(D052 Bluetooth™ processor 387 (s also coupled (o bus 305, Blusiooth™ RF circuil 308 is coupled to Bluetooth™
processor 347 and antenna 313, Processer 387, RF circuit 388 and antenna 313 transmil and recaive short-
range radio signals to and from terminals 187 illustraied in FIG. 1, or device 388 dlustrated in FIG. 3h.

[O053] Cellutar, such as GBM, signals are transmitted and received using digital circuit 388, analeg circuilt 308,
transmitter 318, receiver 311 and antenna 312, Digital circuit 348 is ﬁsupied to bus 305, In gliernate
embodiments, gateway device 108 includes a display, a speaker, a microphone, a keypad and a touchscreen,
singly or in combination theraof.

[0CS41FIG. 36 iHustrates device 359 {hat is g hand-held device in an embodiment of the presant invention.
Davice 38¢, in an embuodiment of the present inveantion, is one of the terminals 167 Hlus rated in FIG. 1. Similar
tc gateway devica 186, device 380 ‘nf‘)udﬁs SHAM and FLASH memory 381 and 3582, rasp ec‘iiveiy, Mamories
351 and 382 are counled to bus 387, 1o ambuodiment of the present invantion, bus 357 g an address and
data bus. Keypad 353 is also ¢ oupied to bus 357. Short-range radio osgm. are transmitted and receivad using
Bluetooth™ processor 384 and Bluetoolh™ RF circuit 388, Antenna 388 s coupled to Bluetcoih™ BF circuit 385.
in an Q"Wb'ﬂimﬂﬁ of the present invantion, antenna 358 transmits and receivas short-range radio signals from
gateway device 380, in allgrnate embodiments, device 358 includaes a display, a speaker, a microphons, a
keypad and a touchsaraen, singly or in combination thersof,

H. Gateway Software

[OGBE]FIG. 4 illustrates a software archileciure 4080 for gateway device 1886 iHusirated in FiG. 3g according 1o an
embodiment of the present invention. Galeway software 4088 is stored in FLASH 382, in an smiodiment of the
prasent invention, software components referenced in FIGS. 4-7 represent a software program, a sofiware
chiect, a software ft;nca”on a software subrouting, a software methoed, a software instance, a code fragment,
singly or in combination. In an alternate embaodiment, functions pericrmed by sofiware components illustrated in
FIGS. 4-7 are carried om‘ compietely or partialy by hardwars.

http://www .lexis.com/...docnum=1&_fmtstr=FULL&_startdoc=1&wchp=dGl.zVzB-zSkAl&_md5=e62652¢1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]
341



Search - 1 Result - patno=7039033

(0058} n an embodiment of ths prasent invention, gateway sofiware 488, or componenis of gateway soitwars
400G, is stored in an article of manufacture, such as a compuier readable medium. For example, gateway
soltwars 488 is stored in a magnetic hard disk, an optical disk, a floppy disk, CD-BOM (Compact Digk ReadOniy
Mamary), RAM (Random Accass Memory), ROM (Read-Only Memaory}, or other readable or writeable data storage
technoiogias, singly or in combination. In vt another embodiment, gateway sollware 488, or componenis
therect, is downloaded from server H}‘i Hustrated in FIG. 1

[B057]Gateway software 488 includes talecommunication scftware or physical layer protocel stacks, in particular
celluiar communications seftware 481 and short-range radio communications sofiwarg 482, In an embodiment,
coemmunication sofiware 441 is a GPRS baseband software component used with processor 348 to transmit and
recaive cailuiar signals. In an embodiment, communication software 482 is a Bluelooth™ hassband sofiware
component used with processer 387 1o transmit and receive short-range radio signals.

[0058]in an embodiment of the present invention, operating system 403 is used to communicate with
telecommunicaiions software 481 and 4082, In an embodiment of the present invention, cperating systam 4463 is
a Linux operating system, EFOC operating sysiem available from Symbian sofiware of London, United Kingdom or
a PocketPG or a Stinger opsrating system available from Microsoft of Radmuond, Wash. Fpusa*sr* g system 483
manages hardware and anables execution space for gateway device software componanis.

[DO58 I Natwark Vanagamﬂnt softwarﬁ 484 is used {o provide & number of functions according to embodiments of
the prasent invention: 1) routing, 2} davice plug and play, 3) PIN number managsamaeant, 4} network devics
management, and B} servica repository. In an embodimant of the present invention, network management
softwars 484 is prcg.Jmed in G+ + soitware language.

[0080]Smart phone application sofiware 488 communicaies wilh operating system 403 and is used i a ceiluiar
telephone embodiment of the prasent invention.

[3061]1st and 2nd software application components 486 communicate with management sofiware 484 and
provide additional services to a ussr. For example, application componenis 488 may include: 1} a stock guote
application for providing stock quotes, ) a personal information manager appiication including calendars, 1o do
liste, emails, or coniacts, 3) a synchronization software application for synchronizing daiabases, 4) a telephony
application for providing telephone sarvices, or B) & location application for providing a currant locaticn of a
gateway davics.

[0C82] Furthermore, Graphics User Inferface ("GUI") 407 is provided to allow a user-friendly interface.

[OGE3IFIG. Ba iHlusirates delalled galeway software architacture 888, in an embediment of the present
invention, network management software 404 iHustrated in FIG. 4 ir*i;s”’es three software components as
Hustrated in FIG. Sa: 1) PAN router 484¢; 2) PAN server 4045; and 3) Application server 404 2. GPRS baseband
543 and Blustcoth™ baseband 582 are software compaonents usad tn gmerat communication signals tc a
celiutar network 108 and terminals 107 as illusiraled in FIG. 1. in an alternale embodiment, other baseband
softwara compenants 581 are used 1o generate com mumratmn signals. Media absiraction layer 884 allows
operating system 483 {o communicale with bassbands 883, 302, and 881, raespectively. Meadia abstraction layer
584 and other abstraction lavers, describad herein, Wancﬁi.::e a particular communication protocel, such as GPRS,
into a standard command setl used by a gateway device and/or terminal. The purpose of an abstraction tayer is fo
isnlate the physical stacks from the rest of the gateway device soitware componenis. This enables future usage
of different physical stacks without changing any of the upper layer software and allows the gateway device
sofiware 1o work with any communication protocol.

[0084]PAN router 4G4 ¢ establishas a PAN network, implementing communication primitives, P networking, iP
servicas and similar tasks.

(D0 ‘w]F’AN server 4840 is responsible for implementing PAN oriented services such as plug and play, terminal
enumergtion, application icading, storage space and other sarvices. In an embodiment, PAN server 4040
communicates directly wilh applications 488 using applisation drivers

[0068]PAN application server 4044 is responsible for implementing user and terminal oriented services and
gnablas thin terminais. In an embodiment of the present invention, PAN appiication server 484 a implemaents such
applications as a GUI 43?, a remote terminal driver application, & location application, a ielsphony application or
an equivalant thareof.
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[O0B7]1FIG. ba, like FIG. 4, ilustrates 1st and 2nd software component applications 406 and GUI 487,

A. PAN Router

[0CBB]PAN router 484 ¢ enables a fully meshad IF based natwork. In an embodimsent of the present inventio
each terminal can leverage the existing 1P protocol, exchange data with other terminals and gain access to a
WAN through PAN router 4840

[O0C8G]FIG. B lilustrates sofiwars components of PAN router 484 ¢ In an embodiment of the prasent invention,
routing component 888, Blustooth™ LAN access Profile component 5881, Dynamic Host Contiguration

Protoccl/ Point-to-Paint Preiccol ("DHCP/PPF) component 582 and Network Address Transiator {("NAT")
component 5583 are used in PAN router 4G4 ¢, In an alternate embodiment, Domain Naming Service ("DNS")
component 384, Tunneling and Optimization compenent 888 and Security component 8588, singly or in
combination are ussd in PAN router 484 ¢

. Fouting Gompaonent

37CG]Routing component 588 s implamented in Router 464 in arder to realize a fully meshed [P network with
access to a WAN A routing component s responsible for imitating a fully meshed network based on a
Master/Slave network.

0071]RBouting componeni 388 enables exchangs of 1P packets belwssn two terminals, broadeasting of P
ckats netwem all terminals on a PAN and routing of IF packats to and from a WAN,

-rjh—.

o
Ry

. Bluetocoih™ LAN Agcess Profile ("LAP"} Component

[0C72]A Biustooth™ LAN Access Profile ("LAP") component 581 is used in order to gnabls terminals o
seamiessly usa P base networking, LAP compenent 581 enables terminals to exchangs 1P packets batween
thamselves and PAN router 4840 LAP component 881 is implemeniad over a PPP serial Bluetooth™ connection.
in an embodiment of the present invention, tarminals, such as Smart tarminals, include LAP chipsets.

3. DHCR/PPR Componant

[OC72]DHCP and PPP components 882 are used in ordsr to enable an 1P network. PPP raalizes an 1P network
layered over LAP component 551,

[0074]DHCP compenant manages a PAN's iP address space and | F servicaes, enabling terminais to get IF
networking propearties, such ag an 1P address for aterminal, an address of a DNS and an adcrass of a default
gateway device.

4. NAT Component

[O07B]INAT component 883 translates a privaie [P address to and from a real 1P address. Since mobiie networks
are typically capable of only providing a single |P addrass, the terminale will have 1o use private [P addresses
supplisd by NAT component 883,

L. DNS Component

[ODC78]1DNS component 854 {ransiates services between human readabls names and P addresses. DNS

component 884 enables a terminal to query ancther terminal's address based on the othar terminal's name and
to query tor the iP address of a named service on a WAN.

8. Tunneling and Optimization Componeni
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{0067 ?]Twnei ing and Optimizaticn component 885 aliows terminals to use standard protecols. For example,
accessing a WAN through a cellular GPRS/COMA network using TCH 1P yields poor results because TOP/IF does
not behave well over a bandwidth imited, high latency and high packet loss network, such as GPRS/ CDMAL

[0678] Tunneling and Optimizaticn component 885 is usad to anable practical usags of IP in such networks.,

When using celiular, the tunnel will be betwsen a mobile device having a PAN router and & landiine operator's
network. The tunneling and optimization network translates I P packets {o more efficient {ransport methods for
the specific aceess technology, and vice versa in a fully transparent fashion.

7. Sscurity Component

[8C7 % Accessing a WAN can typically be done in two ways: unsecured whean accessing a public network, such as
the Internet, or secured when accessing a private network, such as an Enterprise network, file system or
Exchangs server.

{080 Security component 8886 is a cenirglized managed way for controlling access to a sscursed privaie WAN. In
crder 1o avoid each ong of the mrrmrzais trom implementing its own security scheme and *aetnf}ﬁs a centralized
security component 556 is used. in an embodiment of the present invention, securily component 5886 is a
firewall 8884, VPN 8885 or URL filler 858¢, singly or in combination.

8. Usage Scanario

[0081]In this scenario, a user is a traveling professional, who has a PDA and naads to synchronize the PDA
against a corporate Exchangs server whiie on the road. This synchronization nesds {0 be done securely as the
cnly way to anter the corporate netwaork is via a certifisd and an information technclogy ("i77} managsr approved

VPN

[0082] The user has a gateway device enabled handsel with an embeddead PAN router 484 ¢ and VPN clisnt, which
the 1T manager instalied.

[0083] Az the user turns on the PDA, which is a Blustooth™ asquipped PFDA with a LAF componsnt 881, the PDA
connects 1o a gateway device handset via the LAP. The PDA recsives a local PAN 1P address.

[0084] The user loads the PDA synchronization software, which s configured o synchronize against the corporate
Exchange server. When hitting the "Synchreonizs” button, the PDA cpsns @ TOF connection to the 1P address

{0088} The 1P packets travel across the Bluetooth™ air inteffacr to the handsst using a PPP protocol. Al the
handsst, the packels go thmuqh a NAT component and a local | F address is translated 1o & real Infermnet P
address. The real |P address goss to the VPN, which | defmf ies the destination as the corporate LAN, The VPN
packages the packet over its internst tunnel, encrypis and signs . The packet is then sent through ihe celiuiar
alr interface to the operator and the Internet, reaching the corporate VPN and Exchangs servers. The PDA s
totally unaware of this process.

B. PAN Server

[0088]PAN server 4845 aliows code te be downloaded 1o a PAN and exscuied in a ceniral way. Similarly, PAN
server 4044 shares and c’mres data in a centralized manner.

1. PAN Server interfaces

[O0871FIG. & iHlustrates software interfaces for PAN server 4G4 bshown in FIG. Ba. PAN server 484 5 provides
application program interfaces ("API") to applications 408, Applications 408 also quer ias PAN sarver 404 b for
spacific services and/or terminal atiributes in a PAN. Applications 486 provide at least three types of information
to PAN server 404 4. Applications 488 provide a Personal ldentification Number ("FPIN") number, network
configuration information, service regisiration and unregistration mformation. PAN sarver 484 a provides sarvicss
and devices enumeration information 1o applications 408, In an embodiment of the prasent invention, a PN
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number is an authorization code to enabie a terminal {0 connect {o a PAN.

[O0088]PAN server 484 5 uses media absivaction layer 304 in order to communicats with terminals 187 . PAN
server 484 & transfers services and devices enumerations (o PAN router 404 ¢; while, a terminal 1D number is
provided to PAN server 4845 from PAN router 484 ¢ Aferminal 1D is a unicue code for identifving a particular
terminal. Finally, a PIN number is transferred from PAN server 4845 tc PAN router 4040

[3088]in an embodiment of the present invention, PAN servar 484D loads an execuiable application soitware
component io g sslected terminal. Application server 4844 retrisvas the application software component locally
from gateway device 106 memory or from gither server 102 or 1383 as Hlusirated in FG. 1.

[309C] Backend middiewars 488 provides a PiN numbar 1o router 484 ¢ In an emboediment of the present
invention, backend middleware 485 is stored on a ssrver coupled to cellular nelwork 188 shown in FIG. 1. In an
embodimeant of the present invention, backend middieware 483 is a software component for supplying FIN
numbpers and accessing application components for a particular terminal.

2. PAN Server Componenis

[DCOTIFIG, 7 illustrates software components of PAN server 4844 accerding to an embediment of the present
invention: 1) plug and play scftware component 781, 2) PIN number management sofiwarg component 782, 3)
management software component 783, 4) service rapository software component 784, and 5) application loader
785, In alternate embodimants, more or (838 components are usad.

a. Piug and Play Compeoneant

[3092]When a new terminal is introduced to a PAN, the software to support this terminai neads to be iocated,
dowrttcadsd and exacutsd. The Plug and Flay component is responsitls Tor identifying the introduction of the new
terminal and deciding on the software needed to be downloaded.

[O0A3]An exampie of tha Plug and Play usagse is whan a naw thin terminal, lke a messaging tarminal, is
introduced {0 a PAN. The terminal liseli, being ihin, has no ambedded application code or dala. The aporopriate
software package (messaging software in this case) neads to be found, downloaded and axecuted. Tha Plug and
Play component will identily the messaging terminal and resolve the nesded sofiware to support it

[0084]1FIG. 7 iHlusirates the operation of Plug & Play componeni 701. in response to a ierminal iD from PAN
router 484 ¢, Plug and Play compeonant 781 will accass the software packags for g selected terminal from
backend middieware 4858 or locally from galeway dsvice 188 memory. if the selgcied package is not locally
aveilable in gateway device 188 memuory, a URL is provided from backend middieware 485 for accessing the
package remoiely. In an ambodiment of the present invantion, the seiected package will install and run on
different moduies {typically but not necassarily a sheill, sarvice/terminal drivers and applications that can run on
the terminal}.

b. Applicaticn Loader Component

[095]Adding new capabilities t¢ a PAN invoives the lcading of exascutable code to a PAN exacution environment.
Application icading can be a result of many svents: plug and olay component 781 can gsnerate an application
foading for supporting & new terminal on a FPAN, a user can decida to actively ioad an application 1o a PAN or an
operater on a cellular network can dscide 1o ioad an application io a PAN. Applicalion loader 708 is responsible
for appiication software code transier and executicn.

c. PIN Number Managemeant Componsant

[0098)Whenever galeway device 188 and a terminal become aware of gach other, a pairing process takes placs
between them. For example, galeway device 881 and terminal 882 are pairad as illustrated in FIG. 8a Whan
this pairing takes place for a fivsi time (or when the link key that they were sharing has been ost in one or both
sides for any reason}, a claimant sida (for example, gateway device 801) must know a PIN number of terminal
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8§42 in order to carry oul a successful pairing. PAN server 404 bwili supply PIN numizer infermation to PAN rouier
484 ctor that purpose. A PiN numbar is used to generale an initialization key that is usad as an encryption key
tor the sxchange of inttial parameiers petween a galeway device and terminals. in an embodiment of the present
invention, PAN server 4845 must be abie to supply PIN number information according to different criteria. For
exampie, PAN server 484 b supplies PIN numbers for only those tarminais thal are associated with a certain
terminal class or 1D number.

[DCQ7]FAN sarver 404 b will supply a PiN number upon an axpliclt request of ancther component, such gs PAN
routar 484 ¢ in an allernate embodiment, Application sarver 484 b will supply PIN number information for
terminals in order for them to establish a Biustooth™ channe! with other terminals without a gateway device 147
as a mediator.

(00698} In an embodiment of ths present invention, FIN numbers are avallable from backend middlsware 485, in
alternates embadiments of the present invention, applications 408 provide a PIN number. For example, an
application may allow a user io enter a PIN numbser or an application may cause backend middiewars 485 to
genarate a FIN number. In an embodimant of the present invention, an appiication that supplies & PiN numbear
states its origin.

[0038] Thare are two msathods for obiaining PIN numbers. First, a push method occurs when the source of the PIN
rumber transiers the PiN number when it becomes avaiighle. Second, a query methoed occurs when router 484¢
gusaries the source ¢of the PIN number for 8 PIN number according o a certaln criteria. A push method is
preferred because it enabies an immadiate response 1o a request for a PIN numbar. However, if the PiN numbar
is not avallable when a requast arrives al the source of the PIN number, PAN sarver 484 5 atiempts to obtain the
PiN number using the query method, When the push method is used, the stimulus comes from the FIN number
information source.

[O10G]PIN number management soflware component 782 maintains a tocal database of PIN numbers with some
attributes. An attribute may includa a terminal class or terminal [D. PIN number management software
component 782 adds, deletes and retrigves PIN numbaers from the database. PiIN number software compuonent
702 aiso may retrieve all PIN numbers associated with & soreen terminagl class. In an embodimant, PIN number
managemeni software compuonent 782 will have a persistent database. in an alternate embuodiment, PIN number
marnagemant software compenant 702 will not have g persistent databasa.

[0101]in alternate embediments of the present invention, PIN number management 782 is a centra! storage
focation for PAN databases and/or caching. The siorage component supporis implameantation of a file system that
can be accessad by a terminal. Also, g storage component may have automatic backup to a backend server or
transparent siorage.

d. Network Management Component

[0102]Management software component 783 providas functions to configure g PAN,

[210Q3First, management software component 783 provides a disconnect service function that forces speaific
applications to disconneact from a speciiic garvice.

[0104]Second, management sollware componant 783 provides a disconnect tarminal funciion that forces specific
applications to disconnact from all services of g specific terminal.

[0108]Third, management software component 783 provides a disabie servics function that halts any usage of a
spacific terminal's service.

[0108]Fourth, management software component 743 provides a disable terminal function that halts any usage of
all services of g specific terminal

[3107]The disconnecting functions described above allow a high priority application 1o obtain & service from an
application using the sarvice. The disabling functions aliow for high pricrity applications to creale perscnal area
network restrictions.

[108]3ervice repository softwars compenent 704 is used to cease offaring services, PIN Number management

http://www .lexis.com/...docnum=1&_fmtstr=FULL&_startdoc=1&wchp=dGl.zVzB-zSkAl&_md5=e62652¢1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]
346



Search - 1 Result - patno=7039033

702 ts ussd {o dalete a PIN number and abstraction faver /0 s usad tg halt sarvice's data traffic.

e. Enumaration or Service Repository Compenent

[0108]Service repository sofiware component 784 allows applications 488, which run on a galeway device 188
or terminals 187, to discover what servicas are offered by a PAN, and to de termine Hw characieristics of the
available servicas. The service could be offered by remote terminal, such as an appiication in terminal 848
itustraled in FIG. 8b. For example, terminal 888 could be a printer having a printing Qervice Algo, the service
could be offered by an application stored on gateway davice 106, such as the application in gateway device 841
ustrated v FiG. 8a. For example, gateway devics 881 is a cellular telephone having a telgphony service
provided by a callular telephone applicaticn. Remote servicss are ofiared with tha gssistancs of service lfegica
drivers {SLD¢) that are stored on gateway device 188, Whenever an appiica' tion is interested in using a {erminal
service, the terminal interoperatas with the ¢ cr eepond ng gateway device SLDL For axamule an applicaticn on
terminal 888, shown in FIG. 8b, accesses a driver in gatsway device 888 for a service providad by an applicatio
cn terminal 8486, Therefore, from an application's point of view, the SLD of the mmnm service acis the same wa
as a local application.

0
¥

[0110]Sarvice repository software component 784 oflers a plurality of functions

[0111])Firet, service repository soltwars componsnt 784 provides service registration of a ssrvice offerad by
application, or a hardware capability offerad by terminal driver
con

(311215 rvice repositery sofiware component 784 provides service unregistration that canceis a
1

hi‘CI!S

o8
/\
iC&

are ci
[01123]Third, sarvice repository software compaonent 784 grovides registersd services that suit a spacific class.

[0114)Fourth, sarvice repository software component 704 also provides ssarching of services. Thig funclion
describes whether listad terminals support listed services. This function enables an application to quickly iccate a
spacitic service. A sgarch of a general class of servics, such as a search for g printers may be parformed.
Likewise, & search for specific attributes associated with that servics, for exa*“spiﬂ asar or color, is provided.
Further, a search for spscific instance of a servics, {or example a *EP Laserdet model GTi, is aiso provided.

[0118]Fiih, service reposiiory software component 704 provides the capability of describing the participating
terminals in 8 personal area network. The existence of these terminals is derived from a service registration
function.

[0116]Sixth, sarvice repository software component 784 providss a disabling function that ceases ofiering an
unfriendiy service,

[0117]Seventh, sarvice repository seftware component 784 also providas an enabling function that cancels
zservics disabling.

[0118]Eighth, service repository sofiwarsg componant 784 provides a terminal disabiing function thal ceasss
oifering all the sarvices associated with an uniriendily terminal

[3118]Ninth, sarvice repositery software component 784 provides a terminal enabling function that cancels
terminal disabling

[81201n an embodiment, an application does notl have (o discover a garvice in orger 10 connect wilh a terminal.
¥ an applicaticn has previous knowiedge of a terminal’s service, the application needs 10 aniy search for the
specific terminal.

[8121}in an embodiment of the present invention, sarvice repository component 784 descrives the terminals and
the services that are available at a particular time, but sarvice repository software co"ﬂpwent 764 does not
describe the current status of ihe services. A sarvice mighi be available in a PAN but noi necessarily accessidle
since annther application is exclusively using the service,

[0122]35ince service repository software component 784 operaies with local and remote appiications, a uniferm

http://www .lexis.com/...docnum=1&_fmtstr=FULL&_startdoc=1&wchp=dGl.zVzB-zSkAl&_md5=e62652¢1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]
347



Search - 1 Result - patno=7039033

interface is used. in an embcu mant of the present invention, remote applications uss a Blueicoih™ Service
Biscovary Protocol ("SDF") to discover what services galeway device 106 offers. Similarly, iocal applications use
SOP iy an embodiment of the present inveantion.

C. Application Server

[3123]Application Server component 484¢ dlustrated in FIG. Ba allows for remaoving radundant capabilities from
terminals and consolidating them in a ceniralized appiication server. This aliows significant added valus in
minimizing the cost and compiexity of the terminals in a PAN, as well as making their design intuitive and sasy to
TETR

[0124]in an embodimeant of the present invention, application sarver component 484 a includas two componenis:
1} an execution anvironmant and 2} services for baing able to succassiully execute software on a multi-terminal
PAN, such as a file system.

[0125]Thin {terminals, being optimized for low cost will not include an 1P capability in moest cases. insiead, they
will use the native “roio :ols oftered by the PAN's physical layer. This does not conflict with the PAN router 4840
sincs thin terminals are an extended remotie [/O {or applications running on a PAN appiicalion sarver 484a. All
tha logic, protocois and standard compatibiiity is implemented in the application server, in which standard

protocois like 1P are implemeanted and used.

1. Usage Scenario
[0128]1In an embodiment of the present invantion, a thin massa

Ging
Display {(“LCD"), QWERTY keypad, Bluetcoth™ chinssel and a small
received over the Blustooth™ air interface and transmit keypad act

g terminal includes a color Liguid Crystal

software stack for displaying graphical screens
ions back over the Biustooth™ air interface,

[0127]Whean a terminal is turned on for the firgt time, a Plug and Play compenant 761 in the gateway device 106

identifies that this is a naw {erminal. Gateway devics 188 communicates with Plug and Play component 781

crder 1o retrieve the needed scftwars package to be executed on an applicaticn server 4844, In an embodimeant
¢i the present invantion, a Plug and Play component 781 contains a URL for a challing application package.

[0128] Application foader 788 gels the URL and loads the new package to PAN application server 484ain a

gateway device 108 and executes the chatting software applicaticn. The chatting application software identifies

tha m ess:xginq devica by enumerating a PAN for terminals and capabililies, and atiaches itsslf to the right remots
graphical driver and the remote keypad driver,

{31281 Now, ail user interactions for the chatting application is displayed on the messaging terminal, and the
keypad antries on the terminal are sent 1o the chaiiing application.

{0130 n this embodiment of the present invention, the terminal is used only for 1/0 and user interaction. The
actual chatling logic is executed in application server 404 &, which is located in gateway devsca 146,

IV, Gateway Device/ Tarminal Cparations

A. Terminal Jdoins Personal Area Natwork

{0131 Firsi, PAN routsr 484 crequeasts a PIN number from PIN number managemeni componeni 782, Second,

a PIN number is available, PIN number management 782 itransfers the PIN numbear 1o PAN router 4G4 ¢
Otherwise, PIN number management 702 attempis {o obtain the PIN number irom other sources, such asg
applications 488 or backend middisware 4858, and fransfers the PIN number toc PAN router 4840 Third, PAN
router 494 ¢ notifies plug and play 781 that a gairing has ended and delivers a terminal 1D {o plug and play 781.
Fourth, plug and play 781 resclves the terminal package URL with backend middlaware 483 i g package is not
focaily avaliable, otherwise, the package is loaded and axsculed. Finally, If the package contains drivers, the
driver's services are offered 1o service repasitory 704,
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B. Pin Number Receivad

[0132] Backend middisware 488 or an applicalion acguiras a PIN number. Sscond, the acquired PIN number is
cifered to PIN number managemeni 782 by either backend middisware 485 or applications 406 . In an alternate
embodiment of the present invention, a PIN number is offerad with additional charactaristics of the associatsd
terminal. PFIN number information is then accepiad and stored with the atiributes in a database of PIN number
managemeni 702,

C. Gateway Device Appiication Queries for a Specific Service

[3138]There are two methods for a gateway device 148 application to inguire for a specific service. The first
terminal method includes the application asking service repository 784 io describe the terminals in the curremt
persenal area natwork and to describe whether any of these terminals provide the requested servica. In an
embodimeant of the prasent invention, an applisation sorts the available {erminals In order of prefarence. The
application then queries abstraction layver /O whether the maost preferred termingl’s service is availabla.

[0134]Tha second sarvice mathod includes an application querying sarvice repository 784 1o provida the
registered services that sult a reguested service class. The application then searches ihe ragistered services o
detaermine which capabilities are providad by the registered services. In an embodiment of the present invantion,
an application aoris the available services in order of preferance. The application than gueries abstract layer 1/ O
whether the most preferred service is avaiiabie.

D. Terminal Application Queriss for a Gatsway Devics Service

[0135]Madia absiraction laysr 884 cbiaing an SDP of a reamots terminal application. Media abstraction laver 5034
passes the SDF call 1o servics repository 704, Service repository 784 answers madia abstraction layer 504,
using SDP, according to sarvices that ars registered. The absiraction laysr 884 then sends the answers to an
application on remote terminal.

[3138]in an alternate embodimeant, service repository 784 pushes new sarvices to & Biuetocth™ stack SUF
database. The Bluetocoih™ stack repliss aulomalically and ganerates an S0P request.

E. High Priority Application Prevants Terminal Usage

[0137]In response to a network configuration signal from a high pricrity application in applications 408§,
managemeni component 703 generatas a delstie PIN numbaear signal to PIN number management component 782
which deletes the FIN number associated with the selected terminal. Management compenant 703 gensrates g
disable signal {o service repository componegnt 704 {0 ceass offering all the services associaied with the selectad
terminal. Management componant 703 generales a disabie service signal to abstraction layer /0 in order 1o halt
all the transport to and from the selscied terminal's services.

[0138])Abstraction taver /0 sands halt notifications to the applicalions that are currently using the selsciad
terminal's services. Abstraction laver I/ O than stops any data transport to and frem the selected terminal's
BOTVICES.

V. Conclusion

{8138 Ths foregoing descriplion of the preferred embodiments of the prasent invention has been provided for the
purposes of Hlusiration and description. 1t is not intended to be exhaustive or o limit the inventicn to tha preciss
forme disciosad. Obviously, many modificalions and varialions will be apparent to practitioners fact in the ari.
The embodimanis wars chosen and dascribad in order to best expiain the principies of tha invention and is
practical applications, thereby enabling others skilled in the art to understand ths invention for various
embodiments and with the various modifications &s are suited to the particular use contamplated. 1t is intended
that the scope of the invention be defined by the foliowing claime and their equivalants.

ENGLISH-CLAIMSE:
Return to Top of Patent
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What is claimed is:

1. A systam ior providing access te the Internet, comprising:

s -
a first wireless device, in a short distance wireless network, having a sofiware component 1o access
intermation from the Infernet by communicating with a cellular network in response to g first short-range
radio signal, wherein the first wireless device communicates with the cellular netwerk and receives the first
short-range radio signal; and,

&

a second wireless device, in the short distance wireless network, 1o provide tha first short-range radio
signal,

& -
wherein ths software component inciudes a network addrass translator software component to transiate
between a first internet Protocol (“1P"} addrass provided 1o the first wireless device from the celivlar
network and a second address for the second wirsless device provided by the first wirgless device,

s -

wherain the software component includes a service repository sofiware componeant to identify a service
provided by the second wirelass davice.

2. The system of claim 1, wherein the second wireless devics is selected from a group consisting of a desktop
compuier, 8 igptop compulsr, a personal digital assistant, a headset, a pager, a printer, a watch, and a digital
camera.

-
{
'f

a system of claim 1, whearein the tirst wireless device is a cellui ‘ff-p'ml e using a protocol sslected from a
raup consisting of a Giobal System for Mcbile Communications ("GSM"} protocol, a Code Division Muitiple Access
“ bi‘v‘.A’) protocol, a cellular telephone using a COMA 2000 orotoco!, and a Time Division Muitiple Access

} protocoh.

[dEad (o}

..:[r\
[}
§
o3

4. The systam of claim 1, wherain the service repositery software component identifies whethar the service is
available at a particutar time.

5. The system of claim 1, wharein the software component includ

de
component io transiate between a human readable name and a se

s & domain naming service {"DNS”} scitware
cond Internet Protocoel ("1P") address.

8. The system of claim 1, wherein the scftware component includes a security scitware componeant 1o conirol
access betwesn the cellular network and the iirst wireless dsavics.

7. The systam of claim 1, wherein the sscond wirsless device is & thin terminal,

8. The system of claim 1, wharein the second wireless devics includes & Blustooth™ processer and a 2.4 GHYE
transmittar,

4. The system of claim 1, wherein the first wirelass device includes a Biuetooth™ processor and a 2.4 GHZ
transmitiar,

10. The system of claim 1, wherein the second wireless davice includas a Biuetooth™ processor and a 5.7 GHZ
transmitter.

11, The system of claim 1, wherein the fivst wirsless device includes a Blustooth™ processer and a 5.7 GHZ
transmitter.

12. The system of claim 1, wharein the software component includes a plug and play software compenant to {oad
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and exscuie software for the second wirelass davics.

13. The sysiem of claim 1, wherein the software componsant includes a PIN number managemesnt soitwars
component o cbiain and provide PIN numbers.

14. The system of claim 1, wherein the second wireless device includas an application software component that
registers an avaidabiity of the service with the service repository sofiware compuonent.

15, The system of claim 1, furiharing comprising:
L] -

a third wirelsss device, in the short distance wireless network, having an application scftware component {o
obiain the service from the second wireless device,

18. The system of claim 15, wherein the first wireless devics includas a sarvice logical driver corresponding to the
service, and wherein the application software component usas the service logical driver 1o obiain the service from
the sacond wireless device,

17. The system of claim 1, wharein the software component operates with an operating system sofiwars
component.

18, The system of claim 17, whersein the operating sysiem scitware component is g Stinger operating system.

19, The system of claim 17, wherein the operating system soitware component is a Linux operating system.

20. The sysiem of claim 17, wherein the operaling sysiem software componant is & EPOC operating system.

3

1. The system of claim 17, wherein the operating system scitware component is a PocketPCoperating system.

22. The system of claim 1, wherein the service repository software component identifies a class, attribuie and
instance ¢f the service,

23. The system of claim 1, wherein the first wirelsss device further inciudes a virtual privaie network ("VPN")
software componsnt.

24. The system of claim 1, wherein the first wireless device further inciudes a firewall software component.

25. A system for providing access {o information on a celiviar network, comprising:

®

a first wirgless device, in g shorl distance wireless nstwork, to provids a first short-range radio signal; and,
&. -

& second wireless device, in tha short distance wirsless natwork and the cellular network, 1o seiectivaly
iransier information, including Internet Frotocel ("1} data packets, beiwsen the firsl wireless device and
the caliviar network in responss 1o a securily software component,

whearein ths second wivsless device includes a servics repository softwars componsant that ideniifies a
piurality of services, in the short distance wirelass network, asscciated with a plurality of wireless davicas,
and wharain the sarvice repository software componeni searches for a sarvice, in the plurality of services,
o be used by an appiication software component stored in the first wirelass device.

268. The system of claim 28, wherein the ftirst wireless device provides execution space for executable sotiware
trom the second wirsless device.
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&7. The system of claim 25, wherein the securily software component is a firewall software component to control
accaas to the celiular network.

28. The syaiem of claim 25, whersain the sscurity sollware component is a virtual private network {"VPN"} 1o
controi access to the celiular network.

29. The system of claim 25, wherein the sacurity software component is a uniform resource focator ("URL"} filter
to controt access o the celluiar natwork.

30, The system of claim 25, wherein the {irst shori-range radio signal is selected from a group consisting of a
HomaRE signal, an 802,11 signal and Biustocoih™

31, The system of claim 2%, wherein the information is providad in the form of data packets.

32. The system of claim 25, whersgin the sscond wireless device is coupled to the cellular network by a landline
network.

33. The system of claim 28, wherein ihe second wireless devica is couplad {o ihe cellular network by eithar an
Ethernat connection, DSL connection or a cahble modem.

34, A handhaid device for providing a short distance wireless network, comprising:

£ -
a storage device;

& -
a processor, coupled 1o the siorage device; and,

& -
the storage device to siore a software component; and, the procassor operative with the software
componant 1o:

& -
provide an Internet Frotocol ("I data packet from ths handheld device to a terminal using short-rangs
radio signais,

& -
control access betwean the short distance wireless network and a cellular network,

£ -
transiaie betwaan a first 1P address provided to the handhald device and a second P address for the
terminal provided by the handheld device in the short distance wiraless network,

E-) -
enumeraie a list of services available from the handheld device and the terminal, wherein the handhsld
device and terminai register services availabie on the list, and

) -

saarch ths list of services for a service to be used by an application software component stored on the
terminal,

35, The davice of claim 34, wherein ths software component includes a management sofiware companent,

38. The device of claim 34, whersin the application software component uses a service logical driver storad in the
siorage device to obtain a service avaiable on the handheld device.

37. The device of claim 34, turther comprising: a Blustooth™ranemitier, coupled to the processor, to generale
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the shori-range radio signals.

38. The device of claim 34, further comprising: a GSM {ransmitter, coupied io the processor.

33, The davice of claim 84, wherein the search includes searching the list of servicas by class, attribute o

instance.
40, The davine of ciaim 34, wherein the software component includes a plug and play seftware companent 1o
identily the terminal in ths short distance wireless natwork and obiain the application software comuponent for the

ter mmai,

41, The davice of claim 34, wherein the software component includes a FIN number management software
component io provide g PIN number used in pairing the handhsld device to the terminal in the shori disiance
wiraiess network,

42. A first wireless handheid device, comprising:

E-) -
a storage device,;

& -
a processor, coupled to the storage device; and,

& -
the storage device 1o siore a software component; and, the procassor operative with the software
compenant to:

& -
access the interne! through a cellular network,

- -
provide a first shori-range radio signal 1o a second wireless handhsld device and a second short-rangs
radio signai 1o a third wireless handheld device,

£y -

control accass between the Internet and the first, second and third wirgless handheld devices,

» -
iransiate between a fire! Internet Frotocel (1P address provided to the iirst wireless handheld device
from the cellular network and a second address for the second wirsless handheid devics provided by the
first wireless handheld device, and a third address for the third wireless handheld device provided by the
first wireless devica,

& -
gnumerate a list of services availabie from the first, second and third wireless handheld devices, wherein
the first, second and third wirelgss hancheld devices register services availabie on the list, and

& -

search ths list of services for a class af service 16 be ussd by an application sofiware component at a
particular fime, the application Qoftw g compensnt stored on the second wireless handheld device.

43. The tirst wireless handheld device of olaim 42, wherein the first wirelass handghald device includes a servio
fogical driver correspending te a sarvice available from the third wirelsss device, and the :.p;)h ation s ?twafe
component uses the sarvice iogical driver to obtain the service from the third wireless device.

44, The tirst wir se handheld device of olaim 48, wherein the first wireless handheld device ingludes a 5.7 GHZ
transmitter coup l dto the processor.
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45 The first wireless handheld device of clainy 42, wherein the second wireless handheid device s selgcied from
a group consisting of a deskiop computer, a iaptop computer, a personal digital assistant, a headset, a pager, a
watch, and a thin terminal a digital camera.

46, The {irst wireiess handheld device of clainy 42, wherein the second wirelass handheld device is a thin
terminal.

47, The first wireless handheld device of glaim 42, wherein the first wireless handheld device inoludes a 2.4 GHZ
transmitisr counled to the processor.

48. An arlicle of manufaciure, including a computer readabie madium, comprising:
& -

a shori-range radio softwara compenent 1o communicaie with a device in a short distance wirgless nelwork
by using a short-rangs radio signal;

& -
a cellular software component to communicate with a cellular natwork by using a cellular signal;

& -
a nebwork software component o selactively iransier an Internet Protocol {("1P7) data packet batween the
davice and the cellular network;

& -
a service repository software component to identify a plurality of avaiiable services from a plurality of
devicas in ths short distance wireless natwork, the servics repository software component having a uniferm
interface so that both a local application soliware component and a remote application software componeant
idantifies the plurality of avaiiable services; and

) -

a phlurality of service logical drivers corresponding to the plurality of availabie services that are used {o
obtain the plurality of services, the plurality of service logical drivars are used in obtaining the plurality of
sarvices.

49 The article of manufaciure of claim 48, wherein the cellular softwars compenant is a GSM component.

50. The article of manufacture of claim 48, wherein the shori-range radio soitware componant is a Blueiooih™
component.

51, The article of manufacture of claim 48, further comprising security software component o conirol access
between the short distance wirsless netwark and the csliular network.

52. The article of manufacture of claim 48, further comprising a network address transiator sofiware component
to translate betwean & first Internet Frotocol (1P} address and a sacond iP address.

53. The articls of manutacture of claim 48 further comprising a domain naming service (“"DNE&”) software
component {o transiate between a human readable name and an internet Protocol ("1F") address.

54. The articls of manufacture ¢f claim 48, furthar comprising a plug and play sofiware component to identify the
terminal in the short distance wireless network and obiain an application software component for the terminal.

55, The article of manufacture of claim 48, wherein the articie of manufacture is a memory sforage device in g
cefiuiar telephone,

58. A handheid device for providing a short distance wirsiess network, comprising:

3 -

http://www .lexis.com/...docnum=1&_fmtstr=FULL&_startdoc=1&wchp=dGl.zVzB-zSkAl&_md5=e62652¢1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]
354



Search - 1 Result - patno=7039033

a siorage device;
L) -

means for identifying an avaiiabiiity of a plurality of services to a plurality of application sofiware
omponents in the short distance wirsless network;

means for seiectivaly providing the piurality of services to the plurality ¢of applicaticn sofiware components
in the shori disiance wireless natwork; and
Q -

means for seiectively transferring an Internet Protocol {"IP7) data packst batween a cellular network and &
selectad applcalion sollware component in the plurality of application softwars compenants in the short
distance wireiess network.
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OFINIONBY: JOHN A HUDALLA

OPINION:

HUBDALLA, Administrative Patent Judgsa.
FINAL WRITTEN DECISION
35 UBC §318{aj and 37 C.FR § 42.73

Samsung Eectronics Co., Lid,, Samsung Electronics America, tnc., and Apple inc. {coilectively "Petitioner”) filed a
Petition ("Fel.") (Paper ¢ ) to instituie an inter partes raview of clalms 1, 4-7, 12, 14, 15, [*2] 22, 23, 25, 28,
34, 38, 4C, 4,./., and 48 of U.S. Patent No. 7,839,833 B2 ("the '033 patent™; (Ex. 1001) pursuant to 35 1U.8.0. §8
311-318. Patent Qwner, 1 X1 1P, LLO ("iXI"}, filed a Preliminary Response {"Prelim. Resp."} {(Faper 8) to the
Fatition. Taking into account the arguments presanted in EX's Preliminary Response, we datarmined that the
information presented in {he Pstition established thal there is a reasonable likelihocod that Pstitionsr would prevail
in challenging claims 1, 4-7, 12, 14, 15, 22, 23, 28, 28, 34, 39, 40, 42, and 46 of the '033 patent under 35
U.5.C. § 103{(a). Pursuant to 35 US.C. § 314, we in {ituted this proceeding on December 30, 2015, as to thess
claims of the "033 patent. Papar 7 {"Dec. on Inst”

During the course of irial, 1Kl filed a Patent Ownaer Response {Paper 14, "PO Resp. "},
to the Pateni Ownar Response (Faper 18, "Pat. Rep!y”). A oral hearing was held on
transcript of the hearing [* 3] is included in the record. Paper 28 ("Tr.").

and Petitioner filed a Reply
Saptember 15, 2016, and a

Patitionar profferad a Declaration of Dr. Sayie Kiasi (Ex. 1603} with its Petiticn, and iX! preffered a Deciaration of
DOr. Narayan Mandayam (Ex. 2301) wiih its Response. The parties also iiled transcripls of the depositions of Dr
Kiasi {Exs. 2303-2305%) and Dr. Mandayam {Exs. 1018, 1019).

EXE filed & Motion to Exclude {(Paper 21} certain exhibits submitted by Petitioner. Petitioner filed an Opposition
{Paper 24} and X! filed a Reply {Paper 25},

We have jurisdiction under 35 U.8.C. § 6. s dacision is a Final Written Decision under 35 LL8.C. § 318{a) as lo
tha patentability of claims 1, 4-7 1? 14, 1 ?? 23, 25, 25, 34, 34, 40, 42, and 46 of the 'C33 patent. For the
raasonsg discussed below, Petmonm has dumuw ated by a prepondarancs of the evidencs that these claims are
unpatentable under § 103{a

b, BACKGROUND

A. Aslated Proceedings

Tha parties identily tha following preoceedings related to the '033 patent: X! Mobile (F&D) Lid. v, Samsung
Electronics Co., Case No. 3:15-¢v-03752-HEG (N.D. Caly; (X! Mobile (R&D) [*4] Lm’ v Apple, inc., Case No.
4:15-cv-03755-PéH (N.D. Caly; and 1X§ Mobiie (R&D) Ltd. v. Blackberry {14, Case No. 3:15-cv-03754-R8 (N.D
Cal). Pat. 1-2 Papei 5, 1-2; Paper 7, 1-2.

B. The '033 Fateni

The 'C33 patent issued from an application filsd on May 7, 2001, B 1001, at {22}, The '033 palent is directad o

“a system ihat accesses information from a wide area network {("WAN'), such as the Internst, and local wireless
devices in response 1o shori-range radio signale.” 1d. at 4:8- 1‘., Figure 1 of the '033 palent is reproduced below:
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Figure 1 ilustrates an axamuplary systam 100 having a parsonal area nelwork {PAN} and a wide area network. Jd.
at 4:8-19. The PAN is made up of gateway device 106 and one or more teminaie 107, such as, for example, a
fapiop compuier, a personal digital assisiant (PDA)Y, or a printer. fd. at 4:17-25. Gateway device 108 is couplad
te cellular netwark 108, which in turn connects [* 58] to Internet 103 througn carrier backbone 104, id. at 4:36-
38, 48-55.

Seitware architeciure 400 for gateway device 108 may include nelwork management software 404 including,
inter alia, PAN apphcaiicn sarver 404a. Jd. at 5:61-6:5, 6:36-42; 6:58-83, Figs. 4, 5a. In turn, PAN application
sarver 404a includas sarvice reposiicory software component 704, which "allows applications 408, which run on &
gateway device 108 or terminale 107, to discover what services are offered by a PAN, and o determine the
characteristics ¢of the avaiable samues.“ ig o at 10:1-9, 12:9-14, Fig. 7; see also id. at 12:33-87 {enumerating
the many functions ¢f sarvice repository soitware component 764},

C. llustrative Claim

Claims 1, 25, 34, and 42 of the "33 patent ars independent. Claims 4-7, 12, 14, 15, 22, and 23 depend from
claim 1; claim 28 depsnds from claim 25; claims 39 and 40 dapend from claim 34, and claim 48 depsnds from
claim 42, Independent claim 1 is iliustrative of the challengad claims and ig reproduced below:

1. A system for providing access te the Internet, comprising:

a first wireless device, in a short distance wireless nstwork, having [* 6] & soitwars componsnt {0
access information from the Intarnet by communicating with a celluiar network in responss o a first
short-range radio signal, wherein the first wireless davice communicates with the cellular network
and receives the first short-range radin signal; and,

a second wireless davice, in the short distance wireless network, to provide the first short-rangs
radio signal,

wherain the software component includes a network addrass translator software component 1o
transiaie betwaan a first Internet Protoco! ("HP") address provided to the first wireless device fro
the calivlar network and a second addrass for the second wireless devics provided by the first

wirelass davice,

wherain the software component inciudes a sarvice repositery software component to idantify a
service provided by the second wirgless devics.

Ex. 1001, 15:40-5

o)

D. The Frior Art

Petitioner relies on the following prior art: PCT Publication Mo, WO 01/76184 AR to Marchand, pt,”hohed Cet. 11,
2001 (B 1005, "Marchand”), which olaims priority 1o U5, Application No. 08/541 528, filed Apr. 3, 2000 {Ex.
10648, "Marchand Priority"};

Handiev et al., Requsest For Comments 25423 SIF: Session initiation [* 7] Frotoce!, The internat Society, March
1989 {Ex. 1007, "RFC 25437,

.8, Patent No. §,836,474 Bl 1o Larsson, filsd Aug. 31, 2000, iesusd Dec. 28, 2004 {Ex. 1008, "Larsson");

K. Arncld et al., The Jini TM Specification, Addison-Wesley, Jung 1, 1898 {(Ex. 1009, "JINI Spec”);

LS. Patent No. 8,560,642 Bl to Nurmann, filed Cot. 23, 1888, issued May 6, 2003 {Ex. 1010, "Nurmann™}; and

5

U.S. Patent No. 8,771,835 Bl io Vilander, filed Mar. 27, 2000, issued Aug. 3, 2004 {bx. 1011, "Vilander”).

&, The Asseried Grounds
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P

We insiituted this proceeding on the following grounds of unpateniability {Dec. on Inst. Z28):

References Basis Claim{s}
Chalienged

Marchand, Nurmann, 35 UL8.C. § 103{a) 1.4, 7,14

and Vilander

Marchand, Nurmann, 35 U.8.C § 103{a) &

Vilandar, and RFC 2543

Marchand, Nurmann, 35 U.5.C § 193{&a) g, 283

Vilander, and Larsson

Marchand, Nurmann, 35 U.S.C. § 108{a} 12, 15, 22,

Yilander, and JINi Spec. 34, 39, 40,
42, 46

Marchand, Larsson, and 35 U.8.C. § 103{a) 25, 28

JNE Spec.

[*8]
F. Claim Interpretation

in an inter partes reviaw, we consirue claims by applying the broadest reasonable interpretation in light of the
specification. 37 C.FR. § 42.100{b); see Cuozzo Speed Techs., LLC v. Lee, 138 5. Gl 2131, 2144-46 {20186}.
Under the broadest reasonable interpretation standard, and absent any special definitions, claim terms are given
their ordinary and customary meaning, as would be undsrsiood by one of ordinary skill in the art in the context
cf the entire disclosure. See in re Translogic Tech. fnc., B04 F.3d 1248, 1257 {Fed. Gir. 2007). Any special
definttions for claim ierms or phrases must be set forth "with reasonable clarity, delibsrateness, and precision,
inre Paulsen, 30 F.3d 1475, 1480 (Fed. Cir. 1884). Only those terms which are in coniroversy neead be
consirusd, and only to the extent necessary 1o resolva the conlrovarsy. Vivid Teohs., Inc. v. Am. Sci. & Eng'g,
ime., 200 F.8d 795, 808 {Fed. Cir. 1989},

El

in our Dacision on instifution, we determinsd that no claim terms required construction. [* 9] Dsc. on inst. 8-7.
Based on our review of the complete record, we maintain our determination that no constructions are necessary,
with the exception of the term "thin ferminal” in claims 7 and 48,

The parties’ arguments require us to consider whether a printer is commaensurate with the broadest reascnable
interpretation of “thin terminal.” Sge Pet. 30-31; PO Resp. 42-43; Pet. Reply 18-20. The '033 palent dascribes
"thin terminais” as having "a relatively low power central processor and operating system” and as being "mainly
used as o narals to an Appiication server in a PAN." &x. 1001, 5:2-5. The main tasks of a thin terminal are
described as "user interaction, rendering ocutput for a user and providing an Application server with a user's
input.” id. at 5:5-7. Examples of thin terminals provided in the '033 patent include a waich and a messaging
terminal. {d. at 5:5-7. Furthermore, the '033 patent contrasts thin terminals with smart terminals having "a
eiatively powerful central processor, operaling system and appiications,” such as "a compuier notebook and
FOA" fd at 4:82-5:2. [*10] in describing & messaging terminal in one embodiment, the '033 patent states
that the terminal "has no embedded application code or data.” id. at 10:18-21.

Petitionar contends a printer is a thin terminal because, at least, a printer "has a low powsr ceniral processer and
operating systam relative 1o a laplop computer or PDA Pet, 31 {ciling x. 1003 125) {internal guotation
omitted). We agree with Petitioner, and we additionally observe thatl a printer Is a paripheral utilized for
randering user culput, which is consistent with the Specification’s descoription of a thin terminal. We alsc agres
with Fetitioner that the Spacification’s reference to "'no embedded application code or data” {(Ex. 10074, 13:18-21}
does not preciude a printer with application code and/or data from being a thin terminal, because the 033 patent
also describes tha thin terminal focating, downloading, and executing software. Pat. 18 {citing Bx. 1001, 10:13-

25). As such, we determine the "thin terminal” recited in claims 7 and 40 encompasses a printer. ni

i Although we acknowledge the different standards for claim wnterpretation before us and before the district
couris, [XFs infringement contentions in the co-pending litigation provide additional exiringic support for our
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delarmination. See Pet. 31 :"‘iiinﬂ Ex. 1012, 20, 45; Ex. 1018, 35, 7). in particular, [Xi contends that a printer
is a typa of "thin terminal” in its infringement case. See id.
- End Fogtnotes- - - - - - - oo oo e - [M11]
Fl. ANALYSIS
A. Obviousness Ground Based on Marchand, Nurmann, and Vilander

Patitioner contends claims 1, 4, 7, and 14 would have bsen obvious over the combination of Marchand, Nurmann,
and Vilander. Pet. 11-28. [ X! disputes Petitioner's contention. PO Resp. 16-43.

i. Principles of Law

A& claim is unpatentable under 35 U.S.C. § 103{a) n2 if the differances between the claimad subject matter and
the prior art are such that the subject matter, a a whoie, would have besn obvicus at the time the invention was
made to a parson having ordinary skiil .h arf to which said subject matter pertains, KSH Intd Co. v. Teleflex

ing., B0 UG, 8885, 408 (2007). The question of obviousnass ig rasolved on the basis of underiying faciual
detarminations, inciuding: (1) the scope and content ¢f the prior art; {2) any differences batween the ciaimed

subject matier and the prior art; (3) ths level of skill in the art; and qt;) where in svidence, so-called secondary
considerations. Graham v. John Deere Co., 383 U3, 1, 17-18 {1968). We also racognize that prior art referances

must be "considered together with [*12] the kﬂowiedge of one of ordinary skill in ths partinent art.” Pauizen, 30
F.3d at Mm@ (citing fnr re Samour, 571 F.2d 558, 882 {COPA 1978)). Wa analyzes Pstitionar's aobvicusness
grounds with the principles identifisd above in mmd.

- Footnotes » » - o v e e e e e e e

n?2 The Leahy-Smith America invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011} ("AIA"), amendead 35 U.S.C.
§§ 102 and 103. Because the '032 patent has an saffective filing dats befors {hse sifective date of the appi icable
AlA amendmants, throughout this Decision wa refer to the pre-AlA versions of 35 U.8.C. 8§ 102 and 1

- End Focinotss - - - - - v m e o - o
2. Level of Ordinary Skill in the Art

in determining ths level of grdinary skill in the art, varicus faciors may be considered, including the "type of
problems ancountered in the art t; prior art soiutions to those problems; rapidity [*13] with which inncvations
are made; sophistication of the technology: and educational lavel of active workers in the tieid." in re GPAC, inc.,
57 F.3d 1573, 1878 (Fed. Cir. 1895} {citing Custom Accessories, fno. v, Jeffrey-Allan indus., ine., 807 F2d 955,
882 (Fed. Cir. 188831, In addition, ths prior arl of record in this procesding--namely, Marchand, Nurmann,
Vilander, RFC 2543, Larsson, and JiNi Spec.--ig indicative of the level of ordinary skill in the art. See Ckajima v.
Bourdeauy, 261 F.3d 1350, 1385 (Fed. Gir. 2001); GRPAC, 57 F.3d at 1578, in re Oelrich, 878 F.2d 88, 91 {CCPA
1978).

Patitionsr contends a person of ordinary skill in the art would have had a Master]] of Scisnce Degres
{cor a simuar technical Master's Degres, or higher deg"'\r) in an academic area emphasizing slectrical
engiree*ma computer engingsring, or computer science with a concantration in communication and
natworking systems or, alisrnatively, a Bachelor's Degres {or higher degree) in an academic arga
emphasizing electrical or computer engineering and [*14] having two or more years of experignce
in communicalion and neiworking systems.

Pat. 7-5. Patiticnar's contantion is supperiad by the tastimony of Dy, Kiael, who bases his tastimony on his
“sxparience working in industry and academia, with undergraduaie and posigraduate students, with collsagues
from academia, and with engineers practicing in industry.” Ex. 1003 PP 15-18. i X! does not dispute FPetitioner’s
definition of the level of ordiqary skill in the ari, and, in fact, 1 X} applies it in | XFs Palent Owner Response. PO
esp. 8, see also Bx. 2301 F 18 (I1XFs declarant, Dr. Mandayam, applying same definition). Accordingly, we apply
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Peiitionar's defintiion f the level of ordinary skill in the art for purposes of this Decision. We further obiservs that
Fetitioner's pr poseﬂ afi mtmn comports with the gualitications a person would need i mr‘erotard and
implameant the teachings of the '033 patent and the prior art of record.

3. Marchand

Marchand is a published intarnational paient application, and Petitioner asseris Marchand's priority date under 35
LS00 § 102(e) is Aprii 3, 2000, the date of [*15] filing for a prior national application (i.e., Marchand Priority)

in the United Slales. See Pet. 4-5. [X! doesg not contest Petitioner's pr o,'iiv dale assartion. Therefore, for
purposes of %hm dacision, we fn*d ?J‘armard gualifies as pfio: a:t 101 h? 033 patent under 35 U.5.C. § 102{e}
becauss April 3, 20006, vred:&te the May 7, 2001, tiling date of ihe '038 patant.

Marchand relales to "an ad-hoc natwork and a gateway thal provides an inieriace between external wirsless P
networks and devices in the ad-hoc network.” &x. 1005, 1:5-7. Fgure 3 of Marchand is reproduced below:

W

Figurs 3 iHlustrates "an ad-hec netwoerk 39 utilizing Blueteocth, 1P [internet Protocol], and JINI technologies ... to
enable the use of a gateway mobile phone” Jd. at 7:7-9. Ad-nhoc network 30 {alse called "Bluetooth Piconet
{3037 includes laptop computer 31, printer 32, and mobile pheone 33, which can communicate via Blustooth radio
link 34, /d. at Absiract, 7:8-11. Mobile phone [*16] 33 acis "as a gateway between the ad-hoc network and a
3G wireless | P network 35 such as the General Packet Radio Service {GPRS) network.” fd. at 7:12-14. Regarding
[P address transiation, [P packets from the GPRS are received at moebile phone 32 through its public 1P address,
and then are forwarded 1o the private | P address of the device on ad-hoc network 30, fd. at 7:14-16. Address
transiation in the cpposite direction is handied similarly. fd. at 7:16-17.

Ni (dava) technology is utilized 1o pubiish and share services between the devices” in network 30, ar*d ihis
technology "provid{es] the capability for an appi cation 21 to discover, join, and download servicas 22 from g JINI
LUS [Lockup Servige] " Id at 6:3-4, b.d 22, "The LUS contains a list of avallable servicas provided by other
devices on the network.” fd. at 3:11-12. Devices in the network "announcs not only valus-added services, but
also their atiributes and capabiiitiss 10 the network,” whereupon these serviges are published through the LUS.
id.at 3:12-15, 10:17-18. The LUS also provides interfaces for sarvices that ars available to the devices in the
network, fd. at 3:13-14, 8:12-15,

Figure [*17] 4 of Marchand is reproduced below.

Figurs 4 dapicts "a simplified {unciional biock diagram of a connaciion betweer‘ two devices such as the laptop

compuier 31 and t!ﬁe maobile phone 33 utilizing the ad-hoc network 30 of FIG. 3.7 {d. at 7:26-28. Gateway mobils
phone 33 publishes in the Biuetocih piconet the call control services that it 'ffers uitlizing JINI LUS 48

4. Nurmann

Nurmann relates to satablishing an "Internet Protoco! (1P} nelwork with several P hosis and with an [P gateway
for connecting the 1P network o the [linternst.” BEx. 1016, 1:9-12. Acting as & Dyﬂa'ﬂic‘ Host Configuration
Protocol (BHOP) client, the 1P gai eway deiermines whether a DHCP server is present in the iP natwork. o, at
2:62-87. 1f a DHCP server i5 present, "[t]he allocation of the |F addresses 10 the IP h()btﬁ functioning as DHCP
clignts takes place from the DHOP sarver” ;’d at 2:8-27. "lf there is no DHCP sarver],] ths {F gateway is
activated automatically as [a] DHCP server,” which "aliocates [P addressas and [P network masks 1o the [P hosts
ina [*18] siandard manner.” fd. al 2:50-57.

&. Vilander

Vilander relates 1o "the allocalion of IF addresses to mobils {erminals and in particular to the allocation of a host
part of an IP address to a maobils terminall” B, 1011, 1:6-8. Vilander teaches that, when a mobiie terminal
raquesis Internat access, the request is directed to a Gateway General Packet Radio Service {GPRS) Switching
Node (GGSN), which may act as an intarnet Accaess Server. {d. at 1:48-52

8. Claim 1
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Fetitioner argues Marchand teaches a "first wireless devics, in g short distance wireless natwork, having &
softwars compenant 1o access information from the internst by communicaling with a celivlar network in
rasponses 10 a first short-range radio signal,” as recited in claim 1. Pet. 21-23. Petitioner maps Marchand's mobiie
phone 33 to the recited “first wireless device,” and Marchand's ad-hoc Blustooth picenst ¢ the recited "short
distance wireless natwork.” fd. at 21-22 {citing Ex. 1005, 1:29-31, 6:23-25, 7:12-14). Regarding the reciied
"second wireless device,” Petitioner maps "[t]he devices in the ad-hoc Bluetcoth Piconet network 30 [that] send
signals 1o the mobile phone 33 over short-range radio finks.” [*19] {d. at 28-24 (citing Ex. 1003 PP 1§, 258-27;
Ex. 1005,7:8-11,7:18-21}. As such, Pelitioner maps Marchand's iaptop computer 31 and/or printer 32 {o the
"second wireless devics. " fo.; Ex. 1005, 7:8-11, Fig. 3.

Regarding "accessfing] information from the Internet by communicating with a cellular network in response toc a
first short-range radio signal,” Petiticner contends the [P packets sent among devices in Marchand's Bluetooth
piconet gver a short-range radio link correspond o the "firgt short-range radio signal.” Pet. 22-23. Petitioner
further contends Marchand's disclosure of connecting devices "to an [P-based network such as the internet” and
ci "data going out of the Ficonet to the GPRS network” {eachas the recited Intarnet access. Id. at 22-24 (citing
Ex. 1003 P27; B 1008,7:14-17,13:12-14}.

According 1o Petitioner, "Marchand discloses a network address translator to transiats batween a first P address
and a secand P address” based on Marchand's description of translating and forwarding betwaan public and
private iP addresssas. fd. at 24 {ciling Ex. 1008 P27 Bx. 1085, 7:14-17, 10:31-11:2). Petitioner

contends [*20] an ordinarily skilled artisan would have medified Marchand in view of Vilander "such that the
public 1P address of the mobile phone galeway 33 was provided by the cellular nelwork 35." fd. at 18 {¢iling Ex.
1003 P 48). In particuiar, Petitioner cites Vilander's implamentation ¢f s device on the ceiluiar network, such as &
GGESN, to allocale the public P addrass to the gateway. {d. (citing Ex. 1011 at 1:48-52, 1:57-59). Petilioner
further contends an ordinarily skilled artisan would have moedifiad Marchand in view of Nurmann "such that the
muobile gateway provides the private [P addresses {0 the devices on the network 30" g, (citing Ex. 1003 P47},
Specitically, Petitioner proposes implementing Nurmann's DHGP server on Marchand's moebiie phone 33 o
accomplish [P addraessing in Marchand's local network 30, 4. {citing Bx. 1010, 4:51-58}. Peiitionsr associates
these citations from Vilander and Nurmann with the recited "netwerk address transiator software component” of
claim 1. See id. al 24-25.

Petitioner maps Marchand's JINI Lookup Servics {LUS) to the recited "service reposiiory software component
[that] identiflies] [*21] a service provided by the second wireless device” of ciaim 1. Pet. 25-28 (citing Ex.
1003 P28, Ex. 1005, 3:11-12, 5:18-14). Claim 1 raguires this "service repository softwars compenent” to be
part of the "software component,” which is itself part of the "first wirsiess device.” Ex. 1601, 15:42-43, 15:57-
53. Dr. Kiael acknowledges "Marchand does nol exprassiy state that the JIN LUS is {ocated on mobile phone 337
Ex. 1003 P 37. Petitioner nonetheless contands an ordinarily skilled artisan "would appreciate that Marchand
implicitly teaches an implamaeantation in which the JINI LUS is iocated in the mobile phone 33." Pei. 28 (ciling Bx.
1003 PP 37-413. In particular, Petitioner cites Marchand's dascription of the maobils phone having "an

interfacs/ Application Programming interiace (AP}, _ . [thai] is downloadsd to ths Blustooth device invoived in an
exiernal wireless call in order to have the device behave as a siave davics toward the maobile phone which is the
masier.” Ex. 1005, 6:27-31; see afse Pel. 28-27 {ciling same}. Relving on testimony from Dr. Kiasi, Patitioner
contends an ordinarily skilled artisan "would [have] undaerst{ood] [*22] that Marchand's AP corresponds io a
JIND proxy objsct” and that such "oroxy objscls are downioaded from a LUS” in JINI. Pet. 27 (citing BEx. 1003 P
38).

Patitionar aiso highlights Marchand's description "that all the davicas in the ad-hoc Blustooth Piconet netwaork 30
pubriish their services when the mobils phone 33 connects io the ad-hoc Biustooth Piconet network 30 and
ceilular network 35.7 id. (citing Ex. 1003 P 38; Ex. 1005, 10:12-18). Because a LUS "identities services provided
by devices on the network 30, Peliticnsr coniends an ordinarily skilled artisan would have concludad from this
description that Marchand teaches a JINI LUS focated on mobile phone 33, {d at 27-28 {citing &x. 1003 F 38)}.
Peiitioner additionally contends an ordinarily skilled artisan would have recognized that implementing Marchand's
LUS in mobile phone 33--the gateway device 1o the celiular network--would best allow for the other devicas in
the ad-hoo Bluetocih piconet {o join or leave without loss of connectivity batween the picons! and the cellular
riatwork, Pat. 256 {citing Ex. 1003 P40). [* 23]

Thus, Patitioner has astablished that Marchand, Vilander, and Nurmann teach every limitation of claim 1.
Petitioner, as supportad by Dr. Kiaei's testimony, also has estabiishad that a person of ordinary skill in the art
would have had reasen to combing the teachings of Marchand, Vilander, and Nurmann to achisve the system
reciled in claim 1. See Pet. 17-20; B 1003 PP 48-51. Wa now consider 1Xl's arguments in opposilion 1o

http://www.lexis.com/...docnum=1&_fmtstr=FULL&_startdoc=1&wchp=dGl.zVzB-zSkAl&_md5=b87{71b0a4b9ce2c2793133788adc3d1[5/16/2017 11:15:37 AM]
362



Search - 1 Result - 7039033 or 7,039,033
Peiitionar's obviousness analysis.

a. How an Crdinarily Skifled Artisan Would Have Interpreted Marchand's Teachings Felated to the
LU8

{XI disputes that Marchand teaches a LUS located on mobile phone 33, becauss 1 X contends an ordinarily skilled
artisan "would not understand Marchand 1o disclose that its JINE LUS is on Marchand's cellular-ensbied mobile
phone 33, and . . . would have no motivation to modify Marchand 1o piace the JNI LUS on the mobile phone in
contradistinction 1o Marchand's expiicit teachings to the contrary.” PG Resp. 26-27. In particular, I Xl contends
Fetitioner and its declarant wrongly analyzed Marchand's Bluetooth piconet. See id. at 12-15, 27-36. iXl's
contention is based on Dr. Mandayam's testimony regarding a Blustooth [*24] scatternst, which is fermed when
a Blustooth device participates concurrently in two or more piconets. See Ex. 2301 PF 28-30. Figure 4 from Dr.
Mandayam's Declaration is reproduced below

id. P30, Figure 4 depicts separate piconets A (In blue) and B {(in red} applied to the devises in Marchand's ad-hoc
network. fd. P31, Dy, Mandayam explains:

[ Tihe laptop computer is the masier (M{A]} of piconet A, with the mobile phone {S[A]) and the

printer {S{A]) as slave devices in piconst A, The mobile phone is the master of piconst B (M[B]}, with

only the laptop (S{RB]) as its siave device. Both the lapiop and the mobils phone simuitansously act

as master and slave devices on independent piconeis, with piconst B, being a "sub-piconet” within

piconet A

id.

Applving Dr. Mandavam's explanation to Marchand, Xl contends an ordinarily skilled artisan "would [have]
appreciateid] that the JNi LUS 48 must be lccated on the master device of the Biustooth piconet, which
Marchand discloses is a laptop as clsarly shown on Marchand's Figurs [*25] 4." PO Resp. 28 {citing Ex. 2301 PP
54-55}. iXi further contends "the gateway mobile phone is the master of a sub-piconst within Marchand's
Bluetcolh piconet.” id. at 27. This purported sub-piconet, in which "the gateway mobiie phone acis as the masier
device with tha raquesting device as its slavae,” is formed "[wihen a device, such as g lapiop, seeks 10 usa the call
control service offered by Marchand's gateway mobile phone.” Id at 30 {citing Bx. 2301 PP B4-558}. in this case,
"the gateway mobile phone sends the requesting davica an APl which allows the gateway mobile phong {0
establish its own, independent Blustooth piconst . . . within the main Bluetooth piconst that connecis all of the
devices in the netwoerk.” fd. {(citing B, 1005, 10:28-29; Ex. 2301 P 54). As such, iX! seeks to distinguish
Marchand's teachings on publishing this call controt AP from Marchand's gther teachings on publishing services
to a NG LUS upon entry of the mebile phone into the picenst. {d. at 32 (citing Bx. 2301 F 58},

FXi's arguments rely heavily on Marchand's Figure 4, which appears o dispose g LUS within [*26] the laptop
computer. /d. at 28 (presenting annciaied version of Marchand's Fig. 4). Based on this drawing fignire, and in
consideration of [Xi's sub-piconet theeory, X argues that an ordinarily skiflad artisan would not have had a
raason o dispose a LUS within Marchand's gatsway mobitls phone. See id. at 28-37. We do not agree Marchand's
disclosure should be read sc narrowly, howaver, particulariy because cbviousness is determined from the
perspective of "a parson having ordinary skill in the art to which said subisct matter perlaing.” 35 U5.C. §
103(a); see also Dann v. Johnston, 425 .S, 218, 230 (1978} ("[Tihe mere existence of differancas between tha
prior art and an invention does not establish the invention's nonobvicusness. ™).

Patitioner presents svidence showing that an ordinarily skilted artisan would havs considarad Marchand's call
controf AP to be a JINI proxy object. See Fet. 28-27 {citing S, 1003 P38, &x. 1005, 6:27-7:2). in turn,
Peiitioner and Dr. Kiaei cile the JINI Spec. as teaching that such proxy chiects ars stored [*27] in a LUS for use
when a client wanis access 1o a service. nd See id. (citing Ex. 1003 P 38; Ex. 1008, 5-12}. Fingily, Petitioner ¢ites
Marchand's claim 8 as explicitly reciting "a JINI cali control AP that is downioaded from the gatsway to the other
devicas on the ad-hoc network.” See id. gt 27 {citing Ex. 1005, 15:25-27). Fetitioner conciudes an ordinarily
skilled artisan would have would have understood Marchand "as impliciily describing an implemeniation in which
the JINI LUS, which identifies services provided by devices on the netwoerk 30, is located on the maohile phane
gateway 33." {d. {citing Bx. 1003 P 38). We are persuaded by this rationale, which gsiablishes how an ordinarily
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skilled artisan would have read Marchand.

n3 We may consider record evidencs cutside of the asserted ground, such as the JINI Spec., that demonstirates
the knowledge and perspective of one of ordinary skill in the art, particularly when it explaing why an ordinarily
skillad artisan would have been motivated o combineg or modify the cited references to arrive at the claimed
invention, See Aricsa Diagnostics v. Verinaia Health, Ine., 805 F.3d 1358, 1368 (Fed. Cir. 2015}, Bandall Mig. v.
flea, 733 F.3d 1355, 1362 (Fed. Cir. 2013).

uuuuuuuuuuuu End Fooinotes- - - = - - = - - - - - - - [*28]

in addition, Marchand does not expressiy pravent the LUS from being disposed on the gateway mobile phone. We
agree with Patitionsr's assessment that Marchand's Figure 4 is mersly exemplary and that nothing in Marchand
imits or praciudes the inclusion of 2 LUS in the gateway mobile phone. See Pet. Reply 11-12. Furthermore, one
of ordinary skill in the art would have known, at least, that it was possible to have muitiple LUSs in a network.
See BEx. 1008, 5 {"Each Jini system is bullt around one or more lookup services.” {original emphasis omitted and
amphasis added)}. nd f muitiple LLSs are possible, and i a LUS must be disposad on a masier devics, as [ Xi
contends {see, a.g., PO Resp. 28 (citing Ex. 2301 PP 54-558)), then Marchand’s {eaching that a gateway mobile
phone is a master {see Pet. 13-14 {citing Bx. 1005, 8:2-2); Pat. Reply 3 (citing Ex. 1008, 3:22-27, 7:28-31, &:1-
31) supporis Petitioner's contention that Marchand suggests disposing a LUS in the galeway mobiie phone. We
also are not persuaded by Dr. Mandayam's testimony and [ Xi's arguments that the LS must be dispesed on a
davice that ls "intrinsic to the Pleonet” and that is "not the gateway.” Ex. 1018, [*29] 16:10-14; Tr. 81:1-886:2.
The notion of an "intrinsic” devics is not apt in Marchand, which is exprassly Cirectad to ad-hoc networks. See,
e.g., Bx. 1005, 7:7-11, Fig. 3 {inciuding gateway mobile phone in discussion of described "ad-hoo network”).

nd Petitioner makes this point citing a referencs that is subject to [Xl's motion o exclude, see Pet. Heply 11-12
{eiting Ex. 1018}, but the same point is supported by the JIN! Spec.

~~~~~~~~~~~~ znd Focinotes- - - - - - m - o - - o o s

Accordingly, based on the arguments befors us, we determine that an ordinarily skilied artisan’s understanding of
Marchand would not have been limited by 1XU's sub-piconet theory in the way suggested by 1Xi Thersfore, we
determine that Marchand would have informad an ordinarily skilled artisan that the "ssrvice repository software
component® may be disposad in the "first wireless davice.”

b, Marchand's Teachings on a Network Address Transiator

EXi alse disputes that Marchand teaches a "network address translator software component” located on mobile
phone 33, as required by claim [*30] 1. PG Resp. 37 in particular, 1 X1 contends that "Marchand discioses that
an AP shouid be used 1o transiate betwssn a public 1P address and a private |P address.” {d. (oiting Ex. 10085,
11:017-12:3; 15:28-31). X cites Marchand's ¢laim 7, which recites the "JINI call control AF includes means for
decontflicting public and privaie 1P addresses when devices in the ad-hoc network are utilizing real-time
applications cver the wireless [P network.” 7d. {(quoting Ex. 1005, 15:28-31}. Dr. Mandayam testifies that an
ordinarily skilied artisan "would have understood thal the use of an AP o transiate belween public and private
addressas is significantly different than using a NAT Instwork address transiator].” n5 Ex. 2301 P 84, [Xi further
contends Marchand discourages utilizing a NAT in the gateway mobile phone and encourages using an AP
transiator 1o avoid the problem of [P address mismatch "for real-time appiications such as Vol F [Voice cver
intarnet Protocoi].” PO Resp. 38 {quoting Ex. 1008, 11:26-12:2; citing Ex. 2301 F &}

n5 bven though both parties referance a network address translator, Marchand actually usss the acronym "NATY
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te refer to a "National Access Transiaior.” See Ex. 10065, 11:28. Given an opportunity at the grai hearing (o
expiain if there were any meaningful ditferences in this terminclogy, 1 Xl's counsel did not oifer any. See Tr.
36:11-37:8.

------------ End Focinotas- - - - -~~~ -~ - - - - [*31]

We do not agres with IXI's characterization of Marchand's teachings on address translation, however. As notad by
Petitioner, Marchand describes forwarding 1P packels recsaived al the gateway mobile phonsg through a public iP
address 1o a destination device in the piconet having a private [P address, and vice versa. Pet. 24 (citing Bx.
10038 P27, Bx. 1005, 7:14-17, 10:31-11:2). In addition, Dr. Mandayam tsalities ihat address translation is done
at the gateway in Marchand. Pet. Reply 13 {citing Ex. 1018, 147:5-7, 152:25-183:1). Accordingly, and regardiess
of wheiher ihis address tranalation is periormed by a NAT or an AP transiaier, Marchand teachss a neiwork
address transiator software component fccated on the gateway mcebile phone. See Fet. Heply 14-15.
Furthermoers, we agras with Petitioner that the use of an AP translator for ceriain real-time applications would
hava baan viewed as "as g supplement 1o NAT [and] not a substitute for NAT." Pet. Reply 14 (citing Ex. 1003 P
27). For these reascns, Petitioner has saiablished thal Marchand teaches a "network address transiator sofiware
component.”

©. Ratinnale for Modifying Marchand [*32] in View of Vilander and Nurmann

PXi disputes Petlitionar's contention that, in view of Vilander, an ordinarily skilled artisan "would have modified
Marchand's systam such that the public I P address of the mobile phone gatsway 33 was provided by ths celiular
rnatwork 35,7 PO Resp. 406 (quoting Pet. 17-18). i Xl arguss that Marchand and Vilandar do not indicate a need for
the cellular network to provids a pullic 1P addrass for ihe gateway mobilg phone. {d {citing BEx. 22301 P 70).
Navertheless, we agree with Petitioner that "using Vilander's address ailccation in Marchand would have
amuounted o nothing more than ths use of a known technigue to improve similar devices in the same way or the
combination of prior art slements according to known methods to yvieid prediciahle results.” Pet. Heply 15 (citing,
inter alia, KER v. Teleflex, 550 U8, 388, 417 (2007}, see also Pet. 19 {ciling same}. Although Marchand
desoribes gateway mobile phone as having "a pubiic | P address recagnized in the wireless P network,” Marchand
does not explicitly describe how the public P address is assigned. Pel. Reply 18 {quoting Ex. 1005, 4:23-30}.
[*33] in light of this, Patitioner identifies avidence that Vilandar's GGEN wouid have improved Marchand by
allocating the public | P addrass to Marchand's gateway mobile phone 33, Pet. 18 {ciling Ex. 1008 P 46, Ex. 1011,
1:45-52, 1:57-59).

EXE likawise disputes Pstitioner's contention that, in view of Nurmann, an ordinarily skilled artisan "would have
modified [Marchand's] mobile gateway 33 such that the mobile gateway provides {he privaie |P addrasses {o the
devices on the network 3C." PO Resp. 40 {qucting Pet. 18}, According to 1XE, a person of ordinary skill in the art
"would have undarsicod that the master device, containing the JINI LUS, . . . providels] the private [P
addresses,” 8o that person "would not have been motivated 1o require g slave device [i.a., the mobile gateway]

in the network to assign privats {P addresses.” PO Resp. 40 (citing Ex. 2201 {sic, 28011 P 71}, For iths same
reasons expressed abeve, however, wa determine that an ordinarily skilled artisan wouid not have read Marchand
to preclude the gateway from being a masier davice with a LUS. See supra § HL.A 4. a.

d. Secondary Congiderations of Nonobviousness
EXi did not put forth any [*34] evidance of sacondary considerations of nonobwvicusness.

)

&. Conciusion Regarding Claim 1

Based an all of the evidence of record, we determine, by a prepondsrancs of the evidencs, thal the subject
matter of claim 1 would have been cbvicus ovar the combination of Marchand, Vilander, and Nurmann under 35
U.8.C. § 103{a}.

=4

Claims 4, 7, and 14

Claim 4 dspends from claim 1 and recites "the service repository software component identifies whether the
servica is available at a particular tima." Ex. 1001, 16:4-8. Building on Petitionsr's analysis for claim 1, in which
Marchand's LUS corresponds to the racifed "sarvice repository soitware compaonent,” Petitioner contends
"Marchand teaches that '[tihe LUS contains a list of available services providad by other devices an the
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nelwork." Pet. 28 {quoting Ex. 1005, 3:11-12) {emphasis added by Petitionar).

Claim 7 depends from claim 1 and reciles "the second wirsless device is a thin {erminall” Ex. 1001, 16:14-158.
Mirrering its unpatentability contentions for claim 1, Petitioner maps Marchand's printar 32 {0 the recited "second
wireiess davice” that is a "thin {erminal.” Pet. 30-31 {(citing, infer alia, B [*35] 1005, 7:9-11}. As siaied
above, we determing a printer is a type of "thin tarminal.” See supra § | F

Claim 14 depends from claim 1 and recites "the second wireless device includes an application seftware
component that ragisters an availabitity of the service with the service repository soliwars componsnt.” . 1001,
18:34-34. Patiticnar citas Marchand for teaching that "[oither devicas {(&.g., printer 32} on [Marchand's] ad-hce
Blustooth Piconsl nelwork 30 may uss thsir respective Java and JIN favers 18 and 20 to discover, join, and
downlcad services 22 from [the] JINI LUK Pat. 31-32 (citing Ex. 100%, 8:18-22, 7:23-25, 8:11-28) {internal
guotation omitisd). Petitioner contends an grdinarily skilled artisan "wouid [have] understicod] that gne or more
softwara slements, such as Marchand's Java technclogy layer 19, JINI technology layer 20, and any other
application {e.g., application 21) in a network 30 device . . . help [to] implamant registration of an availability of
g service with the LUS." {d. a1t 32; Ex. 1003 PP 28, 32.

Therefore, having considered Petitioner's unpatentability contentions and supporting evidence, we are persuadead
that Petitioner [* 36] presents suificient evidence to support a finding that thess prior art relerences teach the
claimed subject matter recited in claime 4, 7, and 14. For the same reasons a5 above with respact to ciaim 1, we
alzo are satisfied thai Petitioner has presented sufficient reasons for the combination, as supporied by Dr. Kiaei's
testimony. See Pet. 17-20; Ex. 1003 PP 46-5%. Furthermore, regarding claims 4 and 14, i Xl relies on its same
argumenis from claim 1 {see PO Resp. 41}, which we do not ind persuasive for the reasons mentioned abovs.
For claim 7, I Xi's arguments pertain to claim interpretation of the term "thin terminal,” {see id. at 42-43), and wa
already have considered those argumanis abovs, See supra § |.F. Thersfore, based on the entire record before
ug, we conclude Petitionsr has demonsirated by a preponderance of the evidance that the subject matter of
claime 4, 7, and 14 would have been obvious cver the combination of Marchand, Vilander, and Nurmann.

B. Obviousness Ground Based on Marchand, Nurmann, Vilander, and RFC 2543

Patitioner contends claim 5 would have been obvigusg over {he combination of Marchand, Nurmann, Vilander,
and [*37] RFC 2543, Pet. 32-35. X! disputas Petitioner's contention. PO Hesp. 43-45.

i. RFC 2543

RFC 2543 is an Internet standards decument relatad to Session initiation Protoco! (8IF), which is "an gpplication-
fayer control (signaling} protoccl {or creating, modifying and terminaling sessions with ocne or more participants.”
Ex. 1007, 1. An SiP-capable "client querias the DNS [Doemain Naming Sarvice] server for address records for the
hiost portion of the Reguest-URI [Uniform Resource tdentifisr].” fd. at 13, Such a client "MAY cache 3 successiul
DNG guary result.” id.

2. Claim &

Claim 5 dapends from claim 1 and recites "the software componant includes a domain naming service {({DNSY)
software component to transiale belwssn a human readable name and a second internet Proiocol (1P address.”
Ex. 1001, 16:7-10. Patitionsr cites BFC 2543's teachings regarding a client querying a DNS server to obtain and
cache an | P addrass corresponding to a human-readable name, such as "company.com.” Pet. 33 {citing Ex. 1008
PP 54-55; Ex. 1007, 13, 1448). Patitionsr proposes adding "RFC 2548's disclosure of DNS query and responsa . .
with Marchand's SiP client in the combination of Marchand, [*38] Nurmann, and Vilandsr to implement full iR
capabiities {e.g., DNS} in Marchand's SiF client and comply with SIP standards.” fd. at 34 {citing Ex. 1003 P 57},
According to Peliticnear, this would be useful whan a davice in Marchand's piconet requests "access to the Infernet
{#.g., a web page, online cafl).” 1d. at 33-34 (citing Ex. 1003 P58},

Supported by Dr. Mandayam's testimeny, [ XF argues that devices on Marchand's piconet access the celiular
network through a call control client, and Marchand does not teach thal the clisnt providas access {0 a webpage.
id. at 44-45; Ex. 2301 PP 74-75. n6 iX! further notes that "Marchand does not teach that the devices in the
Blustooth piconeat have human-readabie names.” Id. at 45 {drawing a contrast with Ex, 1001, 8:25-29). IX! also
argues an ordinarily skilled artisan would not have been motivated o add such unnacessary functions. {d.
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ng Although 1 X! cites paragraphs 75-76 of Dr. Mandayam's deciaration, the context makss clear that X1 intended
to cite paragraphs 74-78.

~~~~~~~~~~~~ End Focinotes- - - -~ -~ - - - - - - - [*39]

As noted by Petiticnar, however, Marchand's gateway mobile phone includes a second interface/ AP, depicted as
SEP ¢lient 42 in Figure 4, which gnablses the use of the tull SIP client capabilitiss. Pet. 33; Pet. Reply 20 {both
citing Ex. 1003 P 54; D, 1005, 8:5-7, 9:20-30). in lght of this teaching, ws ars persuaded that an ordinarily
skillad artisan Wouid have known o implemeant RFC 25435 disclosure of DNE guery, response, and caching in
Marchand's SiP client 42. See BEx. 10023 PR 54, 57. We further agree with Fetitioner that this amounis to using 8
kr‘nwr* technigue o improve similar devices in the same way 10 vield prediciable resulis. See Pet. 34; Pat. Beply
21 {both citing KSK, 550 U.S. at 417},

For thaese reasons, we ars satisfied thai Petitioner has presenied sufficient reasons for the combination of
Marchand, Nurmann, Vilander, and RFC 2543, Wsa also are persuaded that Petitioner presents sufficiant avidence
to support & finding that RFC 2543 {eaches the additional imitation reciied in claim 5. Finally, to the axtant [Xi
again relies on iis arguments for cialm 1 {see PO Rasp. 44}, we do not find them persuasive [* 40] for the samse
reasons mentioned above. Accordingly, based on the compliete trial record, we concludsg Pstitionsr has
demonsirated by a preponderance of the evidence that the subjsct matter of claim 5 would have been dbvious
sver the combination of Marchand, Vilandsr, Nurmann, and RFC 2543,

C. Obvipusness Ground Based on Marchand, Nurmann, Vilander, and Larsson

Patitioner contends claims 8 and 23 wouid have been obvicus over the combination of Marchand, Nurmann,
Vilander, and Larsson. Pet. 35-39.

PXi disputes Petlitionar's contention. PO Resp. 46-48.
7. Larsson
Larsson "relates to WAP [Wirsless Appiication Preoiocol] sessions between a mobiie terminal and a WAP gateway,

and more pariicularly, to the organization of profoco! layvers in a WAP gateway.” Ex. 1008, 1:25-27. Figure 1 of
Larsson is reproduced telow:

Figure 1 illustrates mabile terminal 10, "a pariable laptop computer, personal digital assistant (PDA), mobile
telaphone, pager, elc..” accessing prwate .1ewio,k 1h via WAP gateway 30, fd. at 2:81- 4b FPrivate network 15
may [*41] be a corporais natwork or a virtual private network (VPN). Id. at 2:47-55. The mohiis terminal 10
obtaing access 10 access server 25 via wireless link 28 {o Pubtlic Land Moebite Network {PLMN} 20, /o, at 2:40-44,
Tha WAP m.teway 30 inciudes first stage proxy 35 and sacond stage proxy 40, which are "functionally separated”
by firawall 37. /d. al 2:62-84, 3:1-7.

©

2. Claims 8 and 23

Claim 8 depends from claim 1 and recites "the softwars componant includes a sscurity sofiware componsant o
control access between the callular network and the first wireless device.” Ex. 1001, 18:11-13. Petitioner
proposes adding Larsson o the combination of Marchand, Nurmann, and Vilander for teaching the security
software compaonent. Pet. 37, FPetitioner *nn?ends an ordinarily skilled artisan would have "includeid] security

software componenis such as Larsson's §i rewa!i . lirst stage proxy 35, and second stage proxy 40 in
Marchand mcbile chone gateway 33 which | s ,ata-’ netween two networks {e.g., Marchand's celiular network
35 and ad-hoc Blustooth Picone! network 30).° {cmr:g Ex. 1003 P 81}, Petitioner aiso contends an ordinarily

skitled arthan would [*42] have been motiv '"‘ed o add Larssen's firewall 37, first stage proxy 35, and second
stage proxy 40 in Marchand's gateway 33 o prov:dé- secure access to Marchand's piconet from the cellular
network. /d. {citing Ex. 1003 P 82). According to Petitionear, this would resuit in mare sfficient authentication
because such authentication need only be performed once at the time of the Hirst network access request. /d. at
37-38 c“!tm" Ex. 1003 P82, Bx. 1608, 2:8-15).
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EXi contends Larsson does not teach "that the WAP galeway can be incorporated in the mobile terminal 10 or
gven that the WAP gataway is on a local area network with mobile tarminal 10." PO Resp. 48 (citing &x. 2201 P
78). We agree with Petitioner, however, thal Petitioner's propossd combination seeks to add Larsson's sgcurily
componentis to Marchand's gateway mobile phone, not Larsson's own maobils ter mma! 1. See Fet. Heply 22, rf\e
such, I Xl misapprehends the proposed combination. Furthermore, ws ars parsuaded by Petitioner’s showing tha
Larsson and Marchand both invelve a gateway situated between two networks [ 43] such that an ordinarily
skillad artisan would have known (o appily Larsson's sgcurity features to Marchand's simi‘"' topology. See Pet. 37
{citing Ex. 1003 F &1}; Pei. Reply 23 {citing Bx. 1003 FP 58-81; Ex. 1008, 1:8, 1:67-2:1, 2:30-54, Fig. 1). We
are further cersuaded by Petilioner's conteniion that an ordinarily skillsd :«:u‘tism would mve been motivated by
the efficiency gained through perferming autheantication only once at the time of the first reguest for network
access. See Pel. 37-38 {ciling Ex. 1008 Po2; Ex. 1008, 2:5-15).

Claim 23 depends from claim 1 and recites "the first wireless device further includes a viriuval privats natwaork

(VPN software component.” Bx. 1001, 16:538-81. Regarding the recited VPN, Petitioner conterds the asseried 4-
wc.y chviousness combination "discleses a second slags proxy that resides within the VPN side of a firewa a
gataway cellular phone, and authenticates access requests from users.” Pet. 38 (citing Ex. 1003 959, Ex. 1008,
3:1-7; 4:13-22. This is supporied by Larsson's teachings on private network 15 potantially being a VPN, becauss
the L'*aar:ar'd stage [*44] proxy swteyads with the VPN, the second s:::qa proxy acis as the recited "virtual private
network . . . software component.” See 1003 PP 5&8-59; Ex. 1008, 2:47-55, Fig. 1.

Finally, to the extent X religs on the same argumenis from clalm 1 relative to claims 8 and 23 (PO Rasp. 48},
we find them unparsuasive for the same reasons mantioned abova,

Accordingly, we are persuadsed that Petitioner presents sufficient evidence to support a finding that the
combination of Marchand, Nurmann, Vilander, and Larsson teachsas the subject mailer recitad in claims 8 and 23
{see Pat. 35-38), and that there are sufficient reascns for the combination (see id. at 37-38). Therefore, based
on the entire racord before us, we conclude Petitioner has demonstraied by a preponderance of the evidence that
the subject matier of claims 6 and 23 waouid have baen obvicus over the combination of Marchand, Nurmann,
Vilander, and Larsson.

D0 Obviousness Ground Based on Marchand, Nurmann, Vilander, and JINI Spec.

Petitioner coniends claims 12, 15, 22, 834, 38, 40, 42, and 48 would have been chvious over the combination of
Marchand, Nurmann, Vilander, and \..H\J, Spec. Peat. 38-55. [*45] iX! disputes Petitioner's contention. FO FHesp.
48-56

1. JINT Spec.

The JINI Spec. is a textbook diracted to the Jint architeciure, which is "designad for deploying and using services
ina network.' Ex. 1008, xix. The JINI Spac. teaches a process by which a Lookup Service (LUS) is used to
ragistar proxy objecis assccialed with availiable services. fd. al B-12. A clisnt wishing 1o use a sarvice loads an
appropriate proxy cbiect from the LUS and exacuies the proxy object 1o aocess the service. d gt 72-78; see also
Ex. 1008 PR @3, 68 (explaining the uss of proxy ohiecis in the JINI Spso.).

2. Claim 22, 34, and 38

itions relalive

Endependent claims 1 and 34 include some Himitations that are similar in scops, so the partiss’ posait
nalyses belweaan

to claim 34 are similar fo those in ¢laim 1. Therefore, we foous on certain differsnces in the &
claims 1 and 34.

Patitioner maps Marchand's galeway mobile p ‘one 33 1o the recited "handheld davice” of claimy 34, and Petitioner

maps Marchand's Blustooth piconet 1o the reg “”hort distance wireiess network.” Pet. 44 (citing Ex. 1003 PP
24-28; Ex. 1005, 4:21-23, 6:18-29, 7:18-23, 8:11). For the reciied "storags davice,” Petitioner [*46] cites

Marchand's description of ptogra"qn*sy"g imﬂ:fa 263 ard protocol stack Ek.ver:, and cortends that an ardinarily
skillad artisan would have undersicod that a storage device would have been necessary {o store suftware

associated with these features in Marchand's gateway mobiie phone. Id. at 45 {ciling Ex. 1063 PP 33-36; Ex.
1005, 6:18-22). Petitioner likewise contends an ordinarily skilled artisan would have appreciated that sofiware in

the L.ateway, including software for "implement{ing] rou !nt; arnd communication over the cellular and focal

wirgiess nefworks,” would require axaecution by a processor coupled {0 tha storage device, fd. at 45-48 {citing Ex.
1003 PP 34-36; bx. 1005, 2:14-18, 2:27-31%, 6:18-20, 6 27-30}.
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Regarding claim 34's recitations on providing an 1P data packet 10 a terminal and franslating between first and
second P addresses, Petitionsgr cites Marchand's description of receiving 1P data packeis from a public [F network
at the gateway and forwarding them o other devices in the Biustooth piconet. fd. at 24-28, 46-48 {citing Ex.
1003 P 27; &x. 1005, 7:14-17, 10:31-11:2). For "control{ling] access” between the netwaorks, Petitioner [*47]
cites this same teaching on 1P data packsts and aiso cites Marchand's description of the gateway functioning as
"a cali-control server for client devices in the ad-hoc network, and . . . as a cail-contrel client for a server in the
wireless |P network.” Id. {citing BEx. 1003 PP 2.1 2h) 58-62; Ex. 10(}»..); 4:23-27, 712-14). For enumerating and
<‘ea'f‘h-nu; a list of services, Petitionsr citas Marchand's teachings on listing services in a JINI LUS and on allowing

avi c=9=~ m d scover, join, and downioad sarvices from the LUS. 1ol at 48-49 {citing BEx. 1003 PP 28, 32; Ex. 1005,
6, 8-22, 7:9-25, 8§:11-28, 11:12-14). Petitioner also cites the JINI Spec. for teaching that the LUS can provide a
LIOXyY o"‘ject {o a requesiing device 3o that the device may access the requestad service. Jd. {citing, infer alig,
Ex. 1003 PP 38, €3, 68; Ex. 1008, 4-11, 72-75). Thus, Petitionsr has established that Marchand, Vilander,
Nurmann, and JiNi Spec. teach every limitation of claim 34,

'y

Claim 39 depends from claim 34 and recites "the search includes searching the list of services by ciass, attribute
or instance.™ Ex. 1001, 18:3-4. Citing the JiINI Spec., Pstitionsr contends [* 48] "a JINI LUS stores infoermation
about a service's 1D, its class or *ype, and its attributes,” all of which can be searched. Fet. 50 (citing Ex. 1003 P
684; B 1009, 8-11, 18-20, 73, 77-78, 217-230). Claim 22 depends from claim 1 and coniaing a similar
limitation; Petitioner’s analysis is neariy identical to that of claim 38. See id. at 43-44. Petitioner, therefors, has
established that the combinaliogn of Marchand, Nurmann, Vilander, and JINI Spec. teaches the additional
fimitations in claime 22 and 39.

Building on its reasens for combining Marchand, Nurmann, and Viiaﬂﬂ'er Petitioner contends an ordinarily skilied

artisan would havs combined the JINI Spec. with these references "to fully implement and realize JiNI technology
in Marchand's ad-hoo Biustooth Pleonst -vetwork ”O "id. at 42 rutmﬂ Ex. 1003 P 70). According to Petitioner, this
would aliow each device in Marchand's piconst "to register, ssarch for, and execute services in the [piconst}

accarding to thae JINI Spec.” {d. {citing Ex. 1003 P 703, We ggres with Petitioner that this amounts [*49] to
nothing moere than the use of a known technigue {0 improvs similar devices in the same way or the combination
of prior art elameants according to known methods 1o yieid predictable results. 7d. {citing K&H, 850 1.8, at 417).
As such, Petilioner has esiablished that a parsen of ordinary gkill in the art would have had reason to combine
the teachings of Marchand, Vilander, Nurmarnn, and JINI Spec. 1o achieve the system recited in claim 34,

With respect 1o claims 34 and 38, iX! argues Marchand cannct teach the recited enumerated list of services
operative in the sofiware componant of the handheld device's procassor because Marchand's LUS cannot be in
gateway mobila phone 33, PO Hesp. £3-54. [Xi's regsoning behind this argument is the same as for the argumant
it mads for claim 1. See id. Thereiore, for the same reascens mentioned above with respect to claim 1, we are not
persuaded by this argument. We aiso are unpersuaded by [ Xi's arguments for ciaim 22, which recapitulates
argumentis it made for claim 1. See /g, al B2,

Accordingly, based on the entire trial record, ws conclude Fatitiongr has demonsivated by a preponderancs of the
gvidence that [*50] the subjact matter of claims 22, 34, and 38 would have beern cbvious over the combination
of Marchand, Nurmann, Vilander, and JINI Spsc.

3. Claims 42 and 48

Claim 42 is an indspendent ciaim that shares many similar iimitations o those in independsant claim 34, See Bx.
1001, 18:14-40. Pﬂt‘iionsr'* mapping of prior art elements to ciaim 42 is nearly identical 10 that of ciaim 34, See
Pei. 5C-85. in contrast, however, claim 42 reciles that the processor of a first handheid device provides shori-
range radio signals to second and third wirelass handheld devices. See Ex. 1031 18:14-40. Petitioner maps
Marchand's natwork devices, such as a laptop computer, a printer, or a PDA, tc the second and third wirelgss
handheld devices. Pet. 52 {citing Ex. 1003 PP 25, 28; Ex. 1005, 6:23-27, 7:8- 11 1G:18- ')1). in suppert ¢f its
mapping, Petitioner noles that non-asgseried claim 45 from the '038 patsnt muicaieQ 'i'nat ‘a laptop computer
[and] a parsonal digital assistant” are wireless handheld devices. id. {citing Ex. 10G%, 18:80-54). Petitioner giso
references the '033 patent's dascription of a "hand-held” device 350 in Figure [*51] Sb, which, in one
embodiment, "is one of the terminals 1077 in turn, Petitioner reiermces that a printer is one of the enumerated
terminals 107 in the ‘082 patent. fo at 82 (citing Ex. 1001, 4:17-25, 5:43-48). In light of this, Petitioner
contends an ardinarily skilled artisan "would [havel considar{ed] any of Marchand's network 3C devicas, such as
the lapiop compuler, printer, or PBA, as corresponding to the second and third wirgless handheld davices.” Pel.
52 {citing Dx. 1001, 4:17-25; 5:43-46; Ex. 1003 P 28). Petiticnar additionally notes that i X! mapped a printer to
the "second wireiess handheld device” iimitation in fis infringement conteniions from the related district court
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fitigation. Jd. at B2-523 {citing Ex. 1012, 45; Ex. 1013, 70},

[Xi does not dispuls Petitionsr's svidence showming that an ordinaridy skilied arlisan would have understood
Marchand's laptop computer, printer, and PDA as corresponding to the recited secend and third wireless handhesld

devices. Nor does DX dispuis thal Marchand's taplog computsr, printer, and PDA are "handheld devicels]”
commensurate with claim 42; [*52] indeed, IX| does not propose a construction of "handheld " iXl's only

argument against Patitioner's analysis for claim 42 recapitulaies its argument from claim 34, namaely, i"'xzv‘
Marchand cannot teach g wireless handheid device that enumeratas a Hst of services because Marchand's LUS
cannotl be in the gawway mobiie phone. PO Hesp. 53- ‘\5 Ag staied abovs, we do not agres that Marchand's
teachings on the LUS are so limited. See supra § 1A 8.a. Accardingly, we determine that Marchand teaches the

recited gascond and third "wireless handheid device{s]” of claim 42

Claim 48 ciepefv\is from claim 42 and furihear recites "the second wireless handheld device is a thin terminal.” BEx.
10G1, 18:55-57. As stated above, wa determme g printer is a type of "thin terminal” (see supra § 1.F.}, and
Petitioner n‘aps Marchand's printer 32 o the sscond wireless handheld device. Pet. 55, iXl's ar gwweq s disputing
Petitionar's analysis relate to claim mtevpreta ion (see PO Resp. 42-43, 58), which we have addressed above.

Therefore, having reviewad Patitioner's unpatentability contentions for claims 42 and 46 {see id. at 50-85}), wa
determing Pstitionsr has established [* 53] that Marchand, Vilander, Nurmann, and JINI 8pec. ieach every
limitgtion of these claims. Petitioner's rationals for combining these references is alse suticient for the reasons
stated above. Based on the entire trial racord, wa conclude Pstitionar has demonstrated by a preponderancs of
the svidence that the subject matier of claims 42 and 48 wouid have baen obvious over the combination of
Marchand, Nurmann, Vilander, and NI Spec.

4. Claims 12, 15, and 40

Claim 12 reciies "the software compaonent includes a plug and play softwars componem {0 load and execute
so?twam for the second wireless device.” Bx. 1001, 18:27- PQ CE im 40 recites "the software component includes
clug and play software component o identily the terminal in the shorl distance wireless natwork and obiain the
appi.g.ataon software component for the terminal” Id. at 18.\3 9. Petitioner relies on Marchand and JINI Spec., as
supported by Dr. Kiael's 'testimmy, for tgaching these fimitations. See Pel. 38-43, 50, Spacifically, Petitioner
contends "a natwork 30 device {e.g., printer 32) registars g service (e.gQ., printing service) with the JNI LUS in
gateway mobile phone 33 by ioading a proxy cbhiect corrasponding [*54] 1o its service onte the JINI LUS." id. at
39-42 (citing Ex. 1008 PP 83, 87; Ex. 1008, 4-11, 72-73, 217-230). According to Petitioner, when g request for a
servics is recelved, ths proxy objact is lecadsd and executed {o 9iiiow ccess to the servics. {d. at 41-43 {ciiing Ex.
1003 PP 38, 83, 68-69; &x. 1009, 4-11, 18-20, 73-74, 77-73, 217-230).

r

As supported by Dr. Mandayam’s testimony, X! contends an ardinarily skilled artisan wouid not have understood
JIND Spac's proxy cbject that is published to a LUS upon joining a network as constiiuting a "plug and piay
software component.” PO Resp. B0 (citing Bx. 2301 P 84}, Specifically, Xl contands "there is no disclosure of a
software componeni that functions in a 'plug and play’ manner.” Id. Xl explains "the LUS doss not determiineg,
find, or otherwisa resoive the scitware nacessary 1o support the jeining terminai, consistent with the plain and
grdinary meaning of the term 'plug and play’ and the specification of the -033 Patenl.” fd. al 50-51 {clting Ex.
2301 P24y,

Yei the JINI Spec. describes the concept [*55] of "in]etwork plug-and-work” as being a goal of the JlNi
architecture: "You should be able to plug a service nto the network and have it ba visible and availabie to those
whao want 1o use if. Plugging something into a network should be ali or almaost ali you need to do 1o uepigy tha
service.” Ex. 1008, 4. This is commensuraie with the recited "phlug and piav" canrept racited in claims 12 and 40
The JINI Spec. also describes downloading of code for a proxy objsct and "invoking metheds on the proxy cbject
in response to a request for a service. fd. at 5-7, 9-10. This is commensurats with the 'evxteu inad[ing} and
execut{ing]” of sofiware in claim 12 and "ohiain{ing] the application software component” in claim 40, We
additionally agres with Petitioner (Psl. Repiy 23-24} {hat ceriain of | Xl's argumeants Eu.m on teatures not
appearing in tha cigims, such as "determinfing], findling], or otherwise rescivling] the software.” See PO Rasp
50-51. Thess arguments are not persuasive.

i

Fatitioner's obviousness analysis tor claim 15 is similar to that for claim 12, and it likewise asiablishes that the
asseried ob\,ﬁou ne = combination teaches the additional limitation in ciaim 5. See [* 56] et 43 (citing Ex.
1003 PP 38, 83, 87). Regarding claim 15, IXi again relies on its arguments for claim 1 {see PO Resp. 52), which
are not persuasive for the same reasons mentioned abova.
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Based on all of the evidence of record, we determine, by a preponderance of the svidence, that the subjec
matter of claims 12, 15, and 40 would have been obvious over the compination of Marchand, Vilander, Nurmann,
and JNI Spec. under 35 U.8.0. § 103(a}.

£ Obviousness Ground Based on Marchand, Larsson, and JN! Spec.

Petitioner contends claimse 25 and 28 would have peen obvious gver the combination of Marchand, Larssen, and
JINI Spec. Pat. 85-60. Xl disputes Patitionsr's contention. PO Rasp. 56-57.

Fetitioner's analysis for independent ciaim 25 incorporates elemeanis of the analysis above for independent claim
34 and for dependent claim &, in particular, Petitioner cites Marchand for teaching the basic Bluetooth system
architecturs, ths transfer of 1P data packets, and the use of a JINF LUS. Pet. 58-58. Petitioner cites Larsson for
teaching the racited "securily software component.” fd. at 58-59. Petilicner cites the JiNI Spec. for teaching
details on registering [*57] and listing services with a LUS and using proxy objects to implemeant services, Id. at
59.

For claim 28, which depends from ciaim 235, Fetitioner relles on the same analysis for claim 23, in which Petitioner
cites Larsson for {saching staged proxias that are used with a VPN, See id. at 39, 60; supra § H1.C.2.

Thus, for the same reasons discussed sbove, Pelitioner establishes that the combination of Marchand, Larsson,
and JINI Spec. teaches the subject matier recited in claims 25 and 28, Fetitioner aiso presents sufficient reasons
tor combining Marchand, Larsson, and JINE Spec. that mirror those given with respect to other grounds discussad
above, Pet. 38; see suprg §§ 11.0.2., 11.D.2.

IXi again cantends Marchand dogs not teach or suggest iocating the JINI LUS and g service saarching
capaiilities {i.e., the "sarvice reposilory software component”) on mobile phone 33, which corresponds to the
racitad "sacond wireless device” in claim 25, PO Hesp. 57. For the same reasons discussed above, howevar, we
are not persuaded by this argument.

Accordingly, bassd on the entire irial record, we conclude Petitioner has demonsirated by a preponderance of the
evidence that the subject [*58] matter of claime 25 and 28 would have been obvicus over the combination of
Marchand, Larsson, and JiNI Spec.

F Testimony of Dr. Kiaei

EXi argues that "Dr. Kiaei's opinions are unrelialle becauss they misunderstand and mischaracterize the inner
workings of Marchand's network and davices.” PO Rasp. 12, Dr. Kiasl's "opinions regarding Blustooth, the
proposed modifications of Marchand, and the purported motivaiiong for modifying Marchand shouid be entitled to
litties weight, if any," IXI argues, because of "Dr. Kiael's lack of understanding Bluetooth and failure tc consider
the implicationg of Marchand's reliance on Bluslooth with respect to the proposed comiiinations.” fof. at 15, 1XlI's
argumenis are rocted in [ Xi's sub-piconet theory discussad above. See supra § H1LAB8.a.

Petitionar raplies that the "porticn of Marchand relisd upon in the Petition doas not rely on a davice baing
connected in mors than one piconet.” Pel. Raply 25, Thus, 1X's sub-piconet theory is supportad by hypothetical
drawings and testimaony of Dr. Mandayam, not by Marchand, according to Petitioner. {d. Morsover, Dr. Kiael
tastified thal the question of whsther a device could be connecied in more [*59] than one piconst was a
kypothetical guestion that he could not answer without more information because it was outside of the scope of
what he considsred. See id. al 24-25 {quoting Bx. 2302, §8:2-3, 98:22-98:8}. in sum, Petitigner arguss thal
FXi's "attack on Dr. Kiaei's credinility is misguided and [is] nct germanes 1o any substantive issues invalved in this
proceeding.” id. at 25,

We have the discretion to determing ths appropriate weight io be accorded to the svidence presenied, including
opinion testimony, based on the disclosure of the underlying facts or data upon which the opinion is hased. See,
e.g., Yorkey v. Diab, 801 F.3d 1272, 1284 (Fed. Cir. 2010} (helding ths Board has discretion io credit ong
witness's testimony over another "uniess ne reasonable trier of fact could have done 80"}, in this instance, we
are not persuaded by EXI's arguments that Dr. Klael's {estimony as a whole should be givan "little weight, if any.
Specifically, we have considered [Xi's and Dr. Mandayam's sub-piconet theory in datail, and we determine that it
would not have limited an ordinarily skilled artisan’'s understanding of Marchand. See supra § 11 .A.8.a. [*60]
Thus, we accord an appropriate weight 1o Dr. Kiaei's testimony as indicated in this Decisicn.

http://www.lexis.com/...docnum=1&_fmtstr=FULL&_startdoc=1&wchp=dGl.zVzB-zSkAl&_md5=b87{71b0a4b9ce2c2793133788adc3d1[5/16/2017 11:15:37 AM]
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Search - 1 Result - 7039033 or 7,039,033
G, Motion to Exclude

EXi moves to sxclude Exhibits 1002, 1014, and 1818 on the basis of relavancs "becauss thay are not referancsd
or expiainad at all in the Patition or the Reply.” Paper 21, 10-11. In its Opposition, Petitionsr contends Dr. Kiael
raferenced thase exhibbits in hia declaration. Paper 24, 2-3 (citing Ex. 10038 PP 35, 38, 42, 80}, Because Dr. Kiaesi
reiies on thase exhibits in suppert of his testimony in this case, IXl has not shown that they are irrelevant under
FRE 401 and 482, Accordingly, we deny XI's motion io exciude Exhibits 1002, 1014, and 1015,

X also moves to excluds Exhibits 1016 and 1017 on the basis of relevancs, hearsay, and authenticity. Paper 21,
5-8. 1X further contends Exhibits 1016 and 1017 constitute improper supplemental informaticon that was
submitted without authorization pursuant to 37 CF R § 42,123, id. at 2-5. Because we do not rely upon Exhibits
1016 and 1017 in rendering this Dacision, we dismiss as maot 1XU's motion 1o axclude [*61] these exhibits.

Fil. CONCLUSION

Petitioner has demonstrated, by a preponderance of the svidence, that

{ay claims 1, 4, 7, and 14 are unpatentable over Marchand, Nurmann, and Vilander under 35 U.S.C. § 103(a};

v

() ciaim 5 is unpateniabie over Marchand, Nurmann, Vilander, and RFC 25483 under 35 U.S.C. § 103(a);

-

{c) ciaims & and 28 are unpatentable over Marchand, Nurmann, Vilander, and Larsseon under 35 U.5.C. § 103{a};

{d) cialms 12, 15, 22, 34, 38, 40, 42, and 48 are unpatentable over Marchand, Nurmann, Vilander, and JINi
Spec. under 35 U.S.C. § 103{a); and

i

{e) claims 25 and 28 are unpaieniable over Marchand, Larsson, and JiNI Spec. under 35 U.S.C. § 1038(a).
FV. ORDER
tn consideration of ths foragoing, it is

ORDERED that claims 1, 4-7, 12, 14, 15, 22, 23, 25, 28, 34, 323, 40, 42, and 46 of the '038 patent are held
unpatentable;

FURTHER ORDERED that 1XI's motion to exclude Exhibits 1002, 1014, and 1013 is denied,;
FURTHER ORDERED that 1XI's motion 1o exclude Exhibits 1016 and 1017 is dismissed as moot; and

FIIRTHER ORDERED that [*62] becauss this is a Final Written Decision, parties to the proceading seeking
judicial revisw of the decision musi comply with the notice and service reguirements of 37 C.FR § 90.2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov’

| REEXAM CONTROL NUMBER | FILING OR 371 (c) DATE | PATENT NUMBER |
90/013,925 03/24/2017 7039033
CONFIRMATION NO. 1027
41200 REEXAMINATION REQUEST
PK PATENT LAW NOTICE

Aexandria, VA 25314 I

Date Mailed: 03/29/2017

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Patent Owner Requester)

Requester is hereby notified that the filing date of the request for reexamination is 03/24/2017, the date the
required fee of $12,000 was received. (See CFR 1.510(d)).

A decision on the request for reexamination will be mailed within three months from the filing date of the request
for reexamination. (See 37 CFR 1.515(a)).

Pursuant to 37 CFR 1.33(c), future correspondence in this reexamination proceeding will be with the latest
attorney or agent of the record in the patent file.

The paragraphs checked below are part of this communication:
__ 1. The party receiving the courtesy copy is the latest attorney or agent of record in the patent file.

2. The person named to receive the correspondence in this proceeding has not been made the latest
attorney or agent of record in the patent file because:

__A. Requester's claim of ownership of the patent is not verified by the record.
___ B. The request papers are not signed with a real or apparent binding signature.
___ C. The mere naming of a correspondence addressee does not result in that person being
appointed as the latest attorney or agent of record in the patent file.
3.  Addressee is the latest attorney or agent of record in the patent file.
4. Other

/rbell/

Legal Instruments Examiner
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

POQ. Box 1450

Alexandria, Virginia 22313-1450

WWW.USDLO ZOV

| REEXAM CONTROL NUMBER | FILING OR 371 (c) DATE | PATENT NUMBER |
90/013,925 03/24/2017 7039033
CONFIRMATION NO. 1027
41200 REEXAM ASSIGNMENT NOTICE

PK PATENT LAW

2135 Payne Sirce e

Alexandria, VA 22314
Date Mailed: 03/29/2017

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 3992. All future correspondence to
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit.

A copy of this Notice is being sent to the latest attorney or agent of record in the patent file or to all owners of
record. (See 37 CFR 1.33(c)). If the addressee is not, or does not represent, the current owner, he or she is
required to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
receiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
to 37 CFR 1.36 in order to avoid receiving future communications. If the address of the current owner(s) is
unknown, this communication should be returned within the request to withdraw pursuant to Section 1.36.

NOTICE OF USPTO EX PARTE REEXAMINATION PATENT OWNER STATEMENT WAIVER PROGRAM

The USPTO has implemented a pilot program where, after a reexamination proceeding has been granted a

filing date and before the examiner begins his or her review, the patent owner may orally waive the right to file a
patent owner's statement. See "Pilot Program for Waiver of Patent Owner's Statement in Ex Parte Reexamination
Proceedings,” 75 FR 47269 (August 5, 2010). One goal of the pilot program is to reduce the pendency of
reexamination proceedings and improve the efficiency of the reexamination process.

Ordinarily when ex parte reexamination is ordered, the USPTO must wait until after the receipt of the patent
owner's statement and the third party requester's reply, or after the expiration of the time period for filing the
statement and reply (a period that can be as long as 5 to 6 months), before mailing a first determination of
patentability. The USPTOQO's first determination of patentability is usually a first Office action on the merits or a
Notice of Intent to Issue Reexamination Certificate (NIRC).

Under the pilot program, the patent owner's oral waiver allows the USPTO to act on the first determination
of patentability immediately after determining that reexamination will be ordered, and in a suitable case
issue the reexamination order and the first determination of patentability (which could be a NIRC if the
claims under reexamination are confirmed) at the same time.

Benefits to the Patent Owner for participating in this pilot program include reduction in pendency.

To participate in this pilot program, Patent Owners may contact the USPTO's Central Reexamination Unit
(CRU) at 571-272-7705. The USPTO will make the oral waiver of record in the reexamination file in an interview
summary and a copy will be mailed to the patent owner and any third party requester.

cc: Third Party Requester(if any)

/rbell/

Legal Instruments Examiner
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900

page 1 of 1
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Patent Assignment Abstract of Title

Total Assignments: 7
Application #: 09850399 Filing Dt: 05/07/2001 Patent #: 7039033 Issue Dt: 05/02/2006
PCT #: NONE Intl Reg #: Publication #: US20020163895 Pub Dt: 11/07/2002
Inventors: Amit Haller, Peter Fornell, Avraham Itzchak, Amir Glick, Ziv Haparnas

Title: SYSTEM, DEVICE AND COMPUTER READABLE MEDIUM FOR PROVIDING A MANAGED WIRELESS NETWORK USING
SHORT-RANGE RADIO SIGNALS

Assignment: 1
Reel/Frame: 032239 / 0078 Received: 02/11/2014 Recorded: 02/11/2014 Mailed: 02/20/2014 Pages: S
Conveyance: CHANGE OF NAME (SEE DOCUMENT FOR DETAILS).
Assignor: IXI MOBILE (ISRAEL) LID. Exec Dt: 11/28/2001
Assignee: IXI MOBILE (R & D) LTD.
11 MOSHE LEVI STREET
RISHON LEZION, ISRAEL

Correspondent: JMB DAVIS BEN-DAVID
8 HARTOM STREET
JERUSALEM, ISRAEL
Assignment: 2
Reel/Frame: 013273 / 0484 Received: 09/13/2002 Recorded: 09/13/2002 Mailed: 12/02/2002 Pages: 7
Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

Assignors: HALLER, AMIT Exec Dt: 01/07/2002
FORNELL, PETER Exec Dt: 01/07/2002
ITZCHAK, AVRAHAM Exec Dt: 06/05/2002
GLICK, AMIR Exec Dt: 03/06/2002
HAPARNAS, Z1V Exec Dt: 01/07/2002

Assignee: IXI MOBILE (ISRAEL) LTD.
HA'TIDHAR STREET, #3
RA'ANANA, ISRAEL 43654
Correspondent: VIERRA MAGEN MARCUS ET AL.
KIRK J. DENIRO
685 MARKET STREET, SUITE 540
SAN FRANCISCO, CA 94105
Assignment: 3
Reel/Frame: 017846 / 0872 Received: 06/29/2006 Recorded: 06/29/2006 Mailed: 06/30/2006 Pages: 10
Conveyance: SECURITY AGREEMENT
Assignor: IXI MOBILE (R&D) LTD. Exec Dt: 06/19/2006
Assignee: SOUTHPOINT MASTER FUND LP
623 FIFTH AVENUE
SUITE 2503
NEW YORK, NEW YORK 10022
Correspondent: AARON R. ETTELMAN [680454.0003]
ONE COMMERCE SQUARE
2005 MARKET STREET, SUITE 2200
PHILADELPHIA, PA 19103-7013
Assignment: 4
Reel/Frame: 028055 /0575 Received: 04/17/2012 Recorded: 04/17/2012 Mailed: 04/18/2012 Pages: 5
Conveyance: RELEASE BY SECURED PARTY (SEE DOCUMENT FOR DETAILS).
Assignor: SOUTHPOINT MASTER FUND LP Exec Dt: 03/21/2012

Assignee: IXI MOBILE (R&D) LTD.
11 MOSHE LEVI STREET
RISHON LEZION, ISRAEL

Correspondent: JMB DAVIS BEN-DAVID
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1 HAMARPE STREET
PO BOX 45087
JERUSALEM, ISRAEL
Assignment: 5
Reel/Frame: 033042 / 0985 Received: 06/05/2014 Recorded: 06/05/2014 Mailed: 06/06/2014
Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).
Assignor: IXI MOBILE (R&D) LTD. Exec Dt: 06/05/2014
Assignee: IXIIP, LLC
THE CHRYSLER BUILDING
405 LEXINGTON AVENUE, SUITE 726
NEW YORK, NEW YORK 10174
Correspondent: PERKINS COIE LLP
1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101
Assignment: 6
Reel/Frame: 033098 / 0056 Received: 06/05/2014 Recorded: 06/05/2014 Mailed: 06/16/2014
Conveyance: SECURITY INTEREST
Assignor: IXI1P, LLC Exec Dt: 06/05/2014
Assignee: FORTRESS CREDIT CO LLC
1345 AVENUE OF THE AMERICAS
46TH FLOOR
NEW YORK, NEW YORK 10105
Correspondent: PERKINS COIE LLP
1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101
Assignment: 7
Reel/Frame: 033718 / 0687 Received: 09/11/2014 Recorded: 09/11/2014 Mailed: 09/12/2014
Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).
Assignor: FORTRESS CREDIT CO DBDLLC Exec Dt: 09/11/2014
Assignee: FCOV CLO TRANSFEROR LLC
1345 AVFNIIF NF THF AMFRICAS
46TH FLOOR
NEW YORK, NEW YORK 10105
Correspondent: PERKINS COIE LLP
1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Pages: 6

Pages: 5

Pages: 3

Search Results as of: 03/27/2017 01:46 PM

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
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Doc code: IDS PTO/SB/08a (03-15)

C . . . Approved for use through 07/31/2016. OMB 0651-0031
Doc description: Information Disclosure Statement (IDS) Filed U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Application Number

Filing Date

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT
( Not for submission under 37 CFR 1.99)

First Named Inventor | hmit HALLER
Art Unit | N/A

Examiner Name | N/A

Attorney Docket Number | 0909-010

U.S.PATENTS Remove
. . . . Pages,Columns,Lines where
E)_(gm:ner Cite Patent Number Kind Issue Date Na”."e of Patentee or Applicant Relevant Passages or Relevant
Initial No Code!’ of cited Document )
Figures Appear
1 p560642 B1 P003-05-06 Nurmann
2 B771635 B1 P004-08-03 \ilander et al.
3 H836474 B1 P004-12-28 | arsson et al.
If you wish to add additional U.S. Patent citation information please click the Add button. Add
U.S.PATENT APPLICATION PUBLICATIONS Remove
Examiner| .. Publication Kind | Publication Name of Patentee or Applicant Pages,Columns,Lines where
e Cite No . Relevant Passages or Relevant
Initial Number Code’| Date of cited Document )
Figures Appear
1

If you wish to add additional U.S. Published Application citation information please click the Add button| Add

FOREIGN PATENT DOCUMENTS Remove
Name of Patentee or Pages,Columns,Lines
Examiner| Cite | Foreign Document | Country Kind | Publication Applicant of cited where Relevant T5
Initial* No | Number3 Code2] Code#| Date PP Passages or Relevant
Document .
Figures Appear
1 P001376154 WO A2 2001-10-11 Marchand
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Application Number

Filing Date
INFORMATION DISCLOSURE First Named Inventor |Amit HALLER
STATEMENT BY APPLICANT At Un
L nit | N/A
( Not for submission under 37 CFR 1.99)
Examiner Name | N/A

Attorney Docket Number |0909-010

If you wish to add additional Foreign Patent Document citation information please click the Add button | Add
NON-PATENT LITERATURE DOCUMENTS Remove

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item
(book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue number(s), T5
publisher, city and/or country where published.

Examiner| Cite
Initials* | No

1 Handley et al., "RFC 2543, SIP: Session Initiation Protocol," Network Working Group, Request for Comments: 2543,
Btandards Track, The Internet Society, March 1999.

2 K. Amold et al_, “The JINI™ Specification,” Addison-Wesley, June 1, 1999.

If you wish to add additional non-patent literature document citation information please click the Add button| Add
EXAMINER SIGNATURE

Examiner Signature Date Considered |

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a
citation if not in conformance and not considered. Include copy of this form with next communication to applicant.

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO

Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. ® Applicant is to place a check mark here if|
English language translation is attached.
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Application Number

Filing Date
INFORMATION DISCLOSURE First Named Inventor |Amit HALLER
STATEMENT BY APPLICANT At Un
L nit | N/A
( Not for submission under 37 CFR 1.99)
Examiner Name | N/A

Attorney Docket Number |0909-010

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection{s):

That each item of information contained in the information disclosure statement was first cited in any communication
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the
information disclosure statement. See 37 CFR 1.97(e){(1).

OR

That no item of information contained in the information disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to

[ ] any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2).

See attached certification statement.
The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

X A certification statement is not submitted herewith.

SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature /Peter G Korytnyk/ Date (YYYY-MM-DD) 2017-03-24
Name/Print Peter G Korytnyk Registration Number )43400

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to
process and/aor examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.5.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may he disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
hisfher designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may he disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in
an application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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PTO/AIA/RIR (0713}

Approved for use through 11/30/2014. OMB 0651-0035

U.S. Patent and Tradem ffice; U.S. DEPARTMENT OF COMMERCE

Underthe Paperwork Reduction Act of 1395 ho persons sre reguired to respond to a collection of information unless it displays & valid OMB control nurnber

REEXAMINATION OR SUPPLEMENTAL Control Number(s} Not Yet Assigned

EXAMINATION ~ PATENT OWNER POWER OF Filing Date(s)

ATTORNEY OR REVOCATION OF POWER OF First Named Inventor | Amit Haller

ATTORNEY WITH A NEW POWER OF ATTORNEY Title System, Device and Computer Readable
AND CHANGE OF CORRESPONDENCE ADDRESS Patent Numbe 7,039,033
FOR REEXAMINATION OR SUPPLEMENTAL Examiner Name N/A
\ EXAMINATION AND PATENT Attorney Docket No{s) {iIXI0101RX

. Power of Attorney. This form may be used to change the Power of Atiomey in a reexamination or
suppiemental examination proceeding {or multiple proceedings where merged}. This form may also be used to
change the Power of Attorney in the patent file; in such a case, a copy of this form will be placed in both the patent
file and the reexamination or supplemental examination proceeding.

A. Revocation of Previous Power of Attorney. | hereby revoke all previous patent owner powers of attorney, if
any, giver:

in the above-identified reexamination or supplemental examination proceading control number{s} {more than
ene may be changed only if the proceedings are merged).

Ej in the file of the above-identified patent.

{check BOTH boxes if change in BOTH the patent file and the reexamination or supplemental examination
proceeding is requested).

B. Designation of Power of Attorney.

E:] A Power of Attorney is submitted herewith.

OR

& hereby appoint Practitioner(s) associated with the Customer Number identified in the box at
right as my/our attorney(s} or agent{s) to prosecute the proceeding{s}/patent identified above
and selected in section {A}, and to transact all business in the United States Patent and
Trademark Office connected therewith:

OR

1§ hereby appoint Practitioner{s} named below as my/our attorney(s} or agent{s) to prosecute the proceeding(s}
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith:

41200

oD

Practitioner(s}) Nam Registration Number

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

This collection of information is requirad by 37 CFR 1.31, 1.32, and 1.33. The information is required to obtain or retain 2 benefit by the public,
which is to update {and by the USPTU to process) the file of a patent or reexamination proceeding. Confidentiality is governed by 35 U.5.C. 122
and 37 CFR 1.14. This collection is estimated to take 3 minutes to compiete, including gathering, preparing, and submitting the completed
appiication form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you reguire to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.0O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, B.C, Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT(0-8198 and select option 2.
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PTO/AIA/RIR (0713}

Approved for use through 11/30/2014. OMB 0651-0035

.S, Patent and Tradems DEPARTMENT OF COMMERCE

nder the Paperwork Reduction Act of 1895 no persons are required 1o respond 1o a collection of information uniess plays a valid OMB control number

. Change of Correspondence Address

Please recognize or change the correspondence address for the above-identified reexamination or suppiemental
examination proceeding control number(s} (more than ocne may be changed only if they are merged proceedings)
and for the file of the above-identified patent to be:

D The address associated with the Customer Number identified in the box at right:
OR

Firmor
individual
Name

Address

City |State iZEp i

Country

Telephone | Email

NOTE: THE CORRESPONDENCE ADDRESS FOR THE REEXAMINATION OR SUPPLEMENTAL EXAMINATION
PROCEEDING CONTROL NUMBER({S) MUST BE THE SAME AS THAT FOR THE PATENT. SEE 37 CFR 1.33.

1. Authorization for Power of Attorney and {if selected) Change of Correspondence Address

i am the:
[}| inventor, having ownership of the patent being reexamined.
OR
I Patent owner.

Statement under 37 CFR 3.73(c} {For

&) submitted herewith or filed on

Signature of Inventor or ; ' Y Date
Patent Owner 3 sossavsnsnsen S 3!/9/1 ?
Name Steven Robert Pedersen h Telephone |212-634-7150

Title and

S
Company Manager, IXI 1P, LLC

required. if more than one signature is required, submit muitiple forms, check the box below, and identify the total
number of forms submitted in the blank below.

D A total of forms are submitted. if you need assistonce in completing the form, coll 1-800-
PT0-9199 and sefect option 2.

{Page 2 of 2}
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Total Assignments: 7

Application #: 09850399 Fifing Dt 05/07/2001
BCY #: i Inkd Reg #:

Inveniors: Peter Fornell, Avraham

Issue D 05/
Sub D 13/07/2002

Titde: NORK USING SHORT-RANGE RADIO SIGNALS
Assignment: 1
Reel/Frame: Recorded: 02/11/2014 Mailads 02/20/2014 Fages: 5
Conveyance:
Assignor: X MOB {ISRAEL) LTO. Exoc Dt 11/28/2001

(R& D) LTD,

Bosigrnes: IXIMOBI

Correspondent: IMB DAVIS BEN-DAVID
8 HARTOM
JERUSAL

Assignment: 2
Reel/Frame; 013273/ 0484

I

/2002 Mailad: 12/

Received: 09/13/2002 Recordad; 04/ Pages: 7

Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).
Assignors: HALLER, AMIT Exac Dt 01/07/2002
FORNELL, PETER Exae Bt 01/07/2002
ITZCHAK, AVRAHAM Exac Dt 06/05/2002
GLICK, AMIR Exac Dt 03/05/2002

HAPARNAS, 21V
Assignee: [KIMOBILE (ISRAEL) LTD.
HATIDHAR STREET, #3
RAANANA, ISRAEL 435854
Carrespondant; A MAGEN MARCUS ET AL
HIRK 3. DENIRG
i MARKET

T

D
Assignment: 3
Reel/Frame: O

Recordad: Pages: 10

Conveyarnce:
Asgignar: Exec Ot 08/16/2008
Assignee: SCUTHPOINT MASTER FUND LP
623 FIFTH AVENDE
SUITE 2503

NEW YORK, NEW YORK 108

Cosrrespondant:

CE SQUARE
SYREET, € 2200
PAISL03

2005 MARKET
PHILADELPH]

Agsignment: 4
Reel/Framea: 028055/ 0575 Received: §4/17/2012 Recorded: 04/17/2012 Mailed: 04/18/2012 Pages: &

T FOR DETANL

Conveyance: RILEASE BY URED PARTY (SEE DCCU

Assignor: SCUTHPOINT MASTER FUND LP Exec Bt 03/21/2012

510y LTS,
REET

SRAEL

Assignee: [KI MORILE
11 MC
RISHON U

OGN,

Cosrrespondant: IMB DAVIS BEN-DAVID
1 HAMARPE STREET
PO BOX 45087

JERUSALEM, ISRAEL
Assignment: B
Real/Framea: 033042/ 0985 Received: 06/05/2014 Recorded: O 2014 Mailed: 06/ Pages:

Conveyance: ASSIGNME

Bssigror: [KIM & =2 Exec Ot: 08/1

https://ppair.uspto.gov/pair/PAIRPrintServiet 3/7/2017
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405 GTON AVENUE, SUITE 728

NEW YORK, NEW '

10174
Carrespondent: PERKING COIELLP
1201 THIRD AVENUE, ¢
SEATTLE, WA 23103
Agsignment: &
Reel/Frame;

S 4300

Mailad: D6/16/2014 Fageas: 5

Raceived: 06/05/2014 Recorded:
Conveyance: SECURITY INTEREST
Asgignor: DIIR LLC Exeac 8t 06/05/2014

Assignee; FORTRESS CREDIT CO LLC
3 T £l

46TH FLOOR

NEW YORK, NEW YORK 10105
Correspondent: PERKING COIE LLP

1201 THIRD AVENDE, SUITE 4300

SEATTLE, WA 95101
Assignment: 7

Reel/Frame; /11/2014 Recordad: 08/12/2014 Mailad: 09/12/2014 Fagas: 3

T {SEE DOCUMENT FOR

Conveyancs: EVAILS).

Asgignor: Exac B 09/11/2014

Assignee:

46TH FLOOR

NEW YORK, NEW YORK 10155
Correspondent; PERKING
HTE 4500

Search Resuits as of: 3/07/2017 14:28:20 PM

Disciaimer:

Assignment information on the assignment database reflects assignment documents that have been actually recorded.

if the assignment for a patent was not recorded, the name of the assignee on the patent application publication or patent may be
different.

If you have any comments of guestions concerning the data displaved, contact QPR / Assignments af 871-272-3350

https://ppair.uspto.gov/pair/PAIRPrintServiet 3/7/2017
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PTOQISRGE (07-08)

Approved for use through 07/31/2012. OMB 0551-0031

U.8. Patent and Trademark Office; U.8. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1885, no persons are required to respond to a coliection of information unless it displays a valid OMB contrel number.

STATEMENT UNDER 37 CFR 3.73(b}

Applicant/Patent Owner:; XHIP, LLC

Application No./Patent No.: 7,039,033 Filed/issue Date: May 2, 2008

Titled:

XEiP, LLC .a Corporation

{Name of Assignee) {Type of Assignee, e.g., corporation, partnership, university, government agency, stc.

states that it is:

1. M the assignee of the entire right, title, and interest in;

2. an assignee of less than the entire right, title, and interest in
{The extent (by percentage) of its ownership interest is %} or
3. D the assignae of an undivided interest in the entirety of (a complate assignment from one of the joint inventors was made)
the patent application/patent identifisd above, by virtue of either:
Al D An assignment from the inventor(s} of the patent application/patent identified above. The assignment was recorded in

the United States Patent and Trademark Office atReel ,Frame _,orforwhich a
sopy tharefore is attached.

OR
B. A chain of title from the inventor(s}, of the patent application/patent identified above, to the current assignee as follows:
1. From: Haller, Fornell, itzchak, Glick and Haparnas To: IXi Mobile {ISRAEL) LTD.
The document was recorded in the United States Patent and Trademark Cffice at
Reel 13273 . Frame00484 ., orfor which a copy thereof is attached.
2. From: X1 Mobile (ISRAEL) LTD. Tor X! Mghile (R&D) LTD.
The document was recorded in the United States Patent and Trademark Office at
Reel 32239 ,  Frame 0078 . orfor which a copy thereof is attached.
3. From: IXi Mobile (R&D) LTD. To: IX11P, LLC

The document was recerded in the United States Patent and Trademark Office at

Resl 33042 , Frame 00985 or for which a copy therecf is attached.

U Additional documents in tha chain of title are listed on a supplemental sheetl(s).
Fﬂ As requirad by 37 CFR 3.73(b)(1){i), the documentary evidence of the chain of itle from the crigina! owner io the assignee was,
""" or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s}} must be submitted to Assignment Division in
gecordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. Ses MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

fSteven Robert Pedersen/ 05/13/2015
Signatura Date

Steven Robert Pedersen Manager
Printed or Typad Name Title

This collection of informatio
process) an application. Co

required by 37 CFR 3.73(b}). The information is required to obtain or retain a benefit by the public which is to file {and by the USPTC to
entiality is governed by 35 U.8.C. 122 and 37 CFR 1.11 and 1.14. This coliection is estimaled fo fake 12 minufes fo complete, including
gatherin , and submitting the completed application form to the USPTO. Time will vary depending upen the individual case. Any comments on the amount of time
YOu req his form and/or suggestions for reducing this burden, shouid be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, cali 1-800-PT1-9183 and select eption 2.
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PTO/SB/57 (09-16)

Approved for use through 09/30/2018. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

(Also referred to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to:

Mail Stop Ex Parte Reexam

Commissioner for Patents Attorney Docket No.: 0909-010
P.O. Box 1450

Alexandria, VA 22313-1450 Date:; March 24, 2017

. This is a request for ex parfe reexamination pursuant to 37 CFR 1.510 of patent number 7,039,033
issued May 2, 2006 . The request is made by:

patent owner. |:| third party requester.

2. DThe name and address of the person requesting reexamination is:

-

3. Requester asserts [_| small entity status (37 CFR 1.27) or [_] certifies micro entity status (37 CFR 1.29). Only a
patent owner requester can certify micro entity status. Form PTO/SB/15A or B must be attached to certify micro
entity status.

4, |:| a. A checkin the amount of $ is enclosed to cover the reexamination fee, 37 CFR 1.20(c)(1);
b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)
to Deposit Account No. 503318 ;
|:| ¢. Payment by credit card. Form PTO-2038 is attached; or
d. Payment made via EFS-Web.
5. Any refund should be made by Dcheck or credit to Deposit Account No. 503318
37 CFR 1.26(c). If payment is made by credit card, refund must be to credit card account.
6. A copy of the patent to be reexamined having a double column format on one side of a separate paper is

enclosed. 37 CFR 1.510(b)(4).

7. |:| CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
D Landscape Table on CD

@

|:| Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. — c. are required.

a.[] computer Readable Form (CRF)
b. Specification Sequence Listing on:
i. ] cD-ROM (2 copies) or CD-R (2 copies); or
i. (] paper
c.[] statements verifying identity of above copies
9. |:| A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.

10. [o/] Reexamination of claim(s) 48 56 is requested.

11. A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on
Form PTO/SB/08, PTO-1449, or equivalent.

12. D An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

[Page 1 of 2]
This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) a request for reexamination. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 18 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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PTO/SB/57 (09-16)

Approved for use through 09/30/2018. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

13. The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1).

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2).

14. A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e).

15. I:l It is certified that the statutory estoppel provisions of 35 U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1) do not prohibit
requester from filing this ex parfe reexamination request. 37 CFR 1.510(b)(6).

16. I:l a. It is certified that a copy of this request (if filed by other than the patent owner) has been served in its entirety on
the patent owner as provided in 37 CFR 1.33(c).

The name and address of the party served and the date of service are:

Date of Service: ,or

I:l b. A duplicate copy is enclosed since service on patent owner was not possible. An explanation of the efforts
made to serve patent owner is attached. See MPEP 2220.

17. Correspondence Address: Direct all communication about the reexamination to:

The address associated with Customer Number: 41 200

OR
|:| Firm or
Individual Name
Address
City State Zip
Country
Telephone Email

18. The patent is currently the subject of the following concurrent proceeding(s):
] a. Copending reissue Application No.

] b. Copending reexamination Control No.

[J ¢ Copending Interference No.
d. Copending litigation styled:
See Section II.F of the Request concurrently herewith

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card information and authorization on PTO-2038.

/Peter G Korytnyk/ March 24, 2017
Authorized Signature Date
Peter G. Korytnyk 43400 For Patent Owner Requester
Typed/Printed Name Registration No.
] For Third Party Requester
[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or

patent.

If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to

process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of:
Group Art Unit:  N/A
Haller et al.
Examiner: N/A
Patent No.: 7,039,033
Request for Reexamination Under U.S.C
§§ 302-307 and 37 C.F.R. §1.510

Control No.: N/A
Filed: March 24, 2017
For: SYSTEM, DEVICE AND COMPUTER READABLE MEDIUM

FOR PROVIDING A MANAGED WIRELESS NETWORK
USING SHORT-RANGE RADIO SIGNALS

Attorney Docket No.: 0909-010

PATENT OWNER REQUEST FOR EX PARTE REEXAMINATION
OF U.S. PATENT NO. 7,039,033 INCLUDING AMENDMENT

Mail Stop Ex Parte Reexamination
Attn: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450
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I Introduction

IXI IP, LLC (“IXT”), Patent Owner, requests reexamination of claims 48 and 56 of U.S.
Patent No. 7,039,033 (*“’033 patent”) to amend the claims in light of substantial new questions of
patentability raised by International Publication No. WO 2001/076154 (“Marchand”), U.S. Patent
No. 6,560,642 (“Nurmann”), U.S. Patent No. 6,771,635 (“Vilander”), U.S. Patent No. 6,836,474
(“Larsson”), Handley et al., Request for Comments 2543 SIP: Session Initiation Protocol, The
Internet Society, March, 1999 (“RFC 2543), and K. Arnold et al., The JINI™ 1Specification,
Addison-Wesley, June 1, 1999 (“JINI Spec.”.)

Additionally, Patent Owner submits amended claims 48 and 56, which are patentably
distinct over the prior art grounds raised in IPR2015-01444, NYSD-1-14-cv-04355-RJS, NYSD-
1-14-cv-04428-RJS, NYSD-1-14-cv-07954-RJS, CAND-3-15-cv-03752-HSG, CAND-3-15-cv-
03754-HSG and CAND-3-15-cv-03755-HSG, filed against the ‘033 patent.

While amendments were statutorily available to the patent owner during prosecution of the
IPR, the PTAB has stated that patent owners may alternatively choose reexamination to amend
claims:

If a patent owner desires a complete remodeling of its claim structure according to
a different strategy, it may do so in another type of proceeding before the Office.
For instance, a patent owner may file a request for ex parte reexamination,
relying on the Board’s conclusion of a petitioner having shown reasonable
likelihood of success on certain alleged grounds of unpatentability as raising a

substantial new question of patentability.

ldle Free Systems, Inc. v. Bergstrom, Inc., IPR2012-00027, Paper 26 at p. 6. (informative, boldface
added.)

! “Jini” Trademark of Sun Microsystems
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Accordingly, the patent owner requests reexamination of the ‘033 patent, specifically, that
the Office find a substantial new question of patentability with respect to claims 48 and 56 of the
original claims, order reexamination, and issue a notice of intent to issue a reexamination
certificate that allows the amended claims submitted herewith.

1I. Requirements for Ex Parte Reexamination Under 37 C.F.R. §1.510

Patent Owner satisfies each requirement for ex parte reexamination of the ‘033 Patent as

stated below.

A. 37 C.F.R. §1.510(b)(1): Statement Pointing Out Each Substantial New
Question of Patentability

A statement pointing out each substantial new question of patentability (“SNQ”) based on
the cited patents in accordance with 37 C.F.R. §1.510 (b)(1) and (b)(2) is provided in Section VII.

B. 37 C.E.R. §1.510(b)(2): Detailed Explanation of the Pertinency and
Manner of Applying the Prior Art

See Sections 1V, VII and IX.

C. 37 C.F.R. §1.510(b)(3): Copy of Every Patent or Printed Publication
Cited Against the Claims

Exhibits PA-A, PA-B, PA-C, PA-D, PA-E, and PA-F are Marchand, Nurmann, Vilander,
Larsson, RFC 2543, and JINT Spec respectively:

PA-A Marchand

PA-B Nurmann

PA-C Vilander

PA-D Larsson

PA-E RFC 2543

PA-F JINI Spec

References PA-A through PA-F are also listed on Exhibit SBO8 (i.e. Form PTO-SB/08.)
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D. 37 C.E.R. §1.510(b)(4): Copy of the Entire Patent

A full copy of the 7,039,033 patent is submitted herein as Exhibit PAT-A in accordance
with 37 C.F.R. §1.510(b)(4).

E. 37 C.F.R. §1.510(a): Fee for Requesting Reexamination

In accordance with 37 C.F.R. §1.510(a), the reexamination fee has been paid as part of the
EFS-WEB submission. Any deficiency or overpayment may be debited/credited to Deposit

Account No. 503318.

F. Related Matters

The following is a list of all the matters involving the ‘033 Patent:
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1-14-cv-04355-
RJS

IXI Mobile (R&D) Ltd.
et al v. Samsung
Electronics Co., Ltd et al

United States District
Court Southern District
of New York

June 17, 2014

1-14-cv-04428-
RIS

IXI Mobile (R&D) Ltd.
et al v. Blackberry
Limited et al

United States District
Court Southern District
of New York

June 18, 2014

1-14-cv-07954-
RIS

IXI Mobile (R&D) Ltd.
et alv. Apple, Inc.

United States District
Court Southern District

October 2, 2014

Electronics America,
Inc., and Apple Inc. v.
IXIIP, LLC

of New York
IPR2015-01444 Samsung Electronics Patent Trial and Appeal | June 19, 2015
Co., Ltd., Samsung Board

3-15-cv-03752-
HSG

IXI Mobile (R&D) Ltd.,
et al v. Samsung
Electronics Co., Ltd. et
al

United States District
Court California
Northern District

August 17, 2015

3-15-cv-03754-
HSG

IXI Mobile (R&D) Ltd.,
et al v. Blackberry
Limited et al

United States District
Court California
Northern District

August 17, 2015

3-15-cv-03755-
HSG

IXI Mobile (R&D) Ltd.,
et alv. Apple Inc.

United States District
Court California
Northern District

August 17, 2015

17-1665

IXI IP, LLC v. Samsung
Electronics Co., Ltd

United States Court of
Appeals for the Federal
Circuit

February 22, 2017

Case No. 1-14-cv-04355-RJS was filed by Plaintiff IXI Mobile (R&D) Ltd., and IXI IP,
LLC (“IXI”), in the United States District Court for the Southern District of New York on June
17,2014 (*°4355 Complaint”). The 4355 Complaint was filed against Samsung Electronics Co.,
Ltd, Samsung Electronics America, Inc. and Samsung Telecommunications America, LLC
(“Defendants™) for patent infringement of the 033 patent, U.S. Patent No. 7,039,033, U.S. Patent
No. 7,016,648, U.S. Patent No. 7,295,532, and U.S. Patent 7,426,398. The case was transferred
to the United States District Court California Northern District on August 17, 2015 and assigned

case no. 3-15-cv-03752-HSG. After the filing of IPR2015-01444, the *3752 litigation was stayed.
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Case No. 1-14-cv-004428-RJS was filed by Plaintiff IXI Mobile (R&D) Ltd., and IXI IP,
LLC in the United States District Court for the Southern District of New York on June 18, 2014
(*°4428 Complaint”). The *4428 Complaint was filed against Blackberry Limited and Blackberry
Corporation (“Defendants”) for patent infringement of the *033 patent, U.S. Patent No. 7,039,033,
U.S. Patent No. 7,016,648, U.S. Patent No. 7,295,532, and U.S. Patent 7,426,398. The case was
transferred to the United States District Court California Northern District on August 17, 2015 and
assigned case no. 3-15-cv-03754-HSG. After the filing of IPR2015-01444, the *3754 litigation
was stayed.

Case 1-14-cv-07954-RJS was filed by Plaintiff IXI Mobile (R&D) Ltd., and IXI IP, LLC
in the United States District Court for the Southern District of New York on October 2, 2014
(*°7954 Complaint”). The 7954 Complaint was filed against Apple, Inc. (“Defendant”) for patent
infringement of the *033 patent, U.S. Patent No. 7,039,033, U.S. Patent No. 7,016,648, U.S. Patent
No. 7,295,532, and U.S. Patent 7,426,398. The case was transferred to the United States District
Court California Northern District on August 17, 2015 and assigned case no. 3-15-cv-03755-HSG.
After the filing of IPR2015-01444, the 3755 litigation was stayed.

On June 19, 2015, Samsung Electronics Co., Ltd., Samsung Electronics America, Inc., and
Apple Inc. filed a petition for inter partes review of the 033 patent before the Patent Trial and
Appeal Board (“PTAB”), IPR2015-01444 (°1444 IPR”). The PTAB instituted the 1444 IPR on
December 30, 2015 and issued a Final Written Decision on December 21, 2016.

On February 21, 2017, IXI IP, LLC filed a Notice of Appeal in relation to the ‘1444 Final
Written Decision. On February 22, 2017, the U.S. Court of Appeals for the Federal Circuit
docketed the Appeal and assigned case no. 17-1665.

Below is a summary of the grounds and Final Decision in the *1444 IPR:
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Ground 1 1,4,7, and Invalid under 35 Claims 1,4, 7, and | Claims 1, 4, 7, and
14 U.S.C. § 103(a) as | 14 as obvious over | 14 of U.S. Patent
obvious over Marchand, No. 7,039,033 are
Marchand in view | Nurmann, and held to be
of Nurmann and Vilander under 35 | unpatentable.
Vilander U.S.C. § 103(a).

Ground 2 5 Invalid under 35 Claim 5 as obvious | Claim 5 of U.S.
U.S.C. § 103(a) as | over Marchand, Patent No.
obvious over Nurmann, 7,039,033 are held
Marchand in view | Vilander, and RFC | to be unpatentable.
of Nurmann, 2543 under 35
Vilander, and RFC | U.S.C. § 103(a).

2543

Ground 3 6 and 23 Invalid under 35 Claim 6 and 23 as | Claims 6 and 23 of
U.S.C. § 103(a) as | obvious over U.S. Patent No.
obvious over Marchand, 7,039,033 are held
Marchand in view | Nurmann, to be unpatentable.
of Nurmann, Vilander, and
Vilander, and Larsson under 35
Larsson U.S.C. § 103(a).

Ground 4 12, 15, 22, Invalid under 35 Claim 12, 15, 22, Claims 12, 15, 22,

34, 39, 40, U.S.C. § 103(a) as | 34, 39,40, 42, and | 34, 39, 40, 42, and
42, and 46 obvious over 46 as obvious over | 46 of U.S. Patent
Marchand in view | Marchand, No. 7,039,033 are
of Nurmann, Nurmann, held to be
Vilander, and JINI | Vilander, and JINI | unpatentable.
Spec Spec under 35
U.S.C. § 103(a).

Ground 5 25 and 28 Invalid under 35 Claim 25 and 28 as | Claims 25 and 28 of
U.S.C. § 103(a) as | obvious over U.S. Patent No.
obvious over Marchand, 7,039,033 are held
Marchand in view | Larsson, and JINI | to be unpatentable.
of Larsson and Spec under 35
JINT Spec U.S.C. § 103(a).

1I1. Claim Construction
A. Standard of Claim Construction

In an ex parte reexamination, claims are to be given their "broadest reasonable

construction” consistent with the specification. MPEP §2111; In re Swanson, No. 07-1534 (Fed.
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Cir. 2008). The constructions used in this request and during the reexamination can therefore be

different from constructions based on the standard specified in Phillips v. AWH Corp. 415 F.3d

1303 (Fed. Cir. 2005).

B. Summary of Claim Construction Positions/Holdings

The following chart summarizes the claim construction positions and holdings for the

1444 TPR.

“identifies
whether the
service is
available at a
particular time”

For purposes of this
decision, we agree
that the identified
phrase from claim 4
does not need
explicit
construction at this
time, because
consideration of a
service being
registered does not
bear on our analysis
of Petitioner’s
unpatentability
contentions for this
claim. Inst. 6.

Patent Owner
contends this
phrase does not
need to be
construed.
Prelim. Resp. 9—
10.

Petitioner
contends this
phrase should
be construed
broadly enough
to encompass
the service
being
registered. Pet.
9-10.

Maintained

“thin terminal”
presented by the
Board in the Final
Decision

“thin terminal”
recited in
claims 7 and 46
encompasses a
printer.  Final
Decision 8.

IV. Prior Art

A. Marchand

Bluetooth is a local wireless technology that connects devices using short-range radio
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signals. (Ex. PA-A, “Marchand” at 1:26-31.)> Bluetooth provides a point-to-point connection, if
only two devices are connected, or a point-to-multipoint connection, if more than two devices are
connected. When two or more devices are connected they share the same channel and form a
piconet. (Ex. PA-A, “Marchand” at 2:17-25.)

When a piconet is first established, one device acts as a “master” device and the other
devices (up to seven) act as “slave” devices for the duration of the network establishment so that
all devices in the piconet are synchronized. (Ex. PA-A, “Marchand” at 2:17-25; see also Ex. OTH-
A, “Mandayam Decl.” at 44.)

Marchand is directed to a Bluetooth piconet that has been extended into an Internet
Protocol (IP) wireless local area network implementing JINI/Java technology in order to utilize
the JINI technology to share services between devices in the piconet. (Ex. PA-A, “Marchand” at
Abstract; 5:23-25; 6:25-27.) Additionally, a mobile phone connected to the piconet is configured
to act as a gateway to provide a call control interface between the wireless IP network and other
devices in the piconet. (Ex. PA-A, “Marchand” at Abstract.)

A person of ordinary skill in the art would have understood that the operation of the
network and the devices described in Marchand are dependent on the underlying Bluetooth
technology. Marchand makes it clear that the use of a Bluetooth piconet extended into an Internet
Protocol (IP) wireless LAN implementing JINI/Java technology is essential to the operation of the
network and devices of Marchand. (Ex. OTH-A, “Mandayam Decl.” at 46.) Specifically,

Marchand explains that for devices in the Bluetooth piconet to share services, each device must be

22 For each of the Marchand citations, the original pagination of the reference is being cited, not

the pagination of the Exhibit.
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“Bluetooth-compliant and JINI/Java capable” (Ex. PA-A, “Marchand” at 7:9-11.)
Marchand states that to be Bluetooth compliant, each device would include a Bluetooth
chipset. (Ex. PA-A, “Marchand” at Abstract; 2:11-16.) Further, each device operates using a

specific protocol stack, as defined and illustrated in Marchand’s Figure 2:

appucation - 21 Iservice o2
JINE TECHNOLOGY 20
 JAVA TECHNOLOGY 19

OPERATING SYSTEM g‘m‘ﬁﬁ
NETWORK TRANSPORT (P) b~ 17

UNK LAYER - 16
Faﬁfg;g; LAYER LS
FIG. 2

(Ex. PA-A, “Marchand” at FIG. 2)

BLUETOOM 4

As shown above, each device in Marchand’s Bluetooth piconet includes a physical layer 15 and a
link layer 16, which are identified as Bluetooth layers of the protocol stack. In addition, the
protocol stack includes “a network transport (IP) layer 177, “an operating system layer 18, a Java
technology layer 19, and a JINI technology layer 20”. (Ex. PA-A, “Marchand” at 6:14-22.)

In Marchand, JINT technology is utilized to allow the Bluetooth-networked devices to share
services. (Ex. OTH-A, “Mandayam Decl.” at 48.) Marchand describes JINI technology as “a
Java-technology-centered, distributed software system for simplicity, flexibility and federation.”
(Ex. PA-A, “Marchand” at 2:27-28.) “The JINI architecture provides mechanisms for machines or
programs to enter into a federation where each machine or program offers resources to other

members of the federation and uses resources as needed.” (Ex. PA-A, “Marchand” at 2:28-31.)
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The JINI technology exploits the ability to move java language code from machine to
machine and relies on the use of a JINI lookup service (LUS) to allow various connected devices
to use services offered by other devices in the network. (Ex. PA-A, “Marchand” at 2:28-3:3; Ex.
PA-F, “JINI Spec.” at p. 23; see also Ex. OTH-A, “Mandayam Decl.” at J49.) “The LUS contains
a list of all services offered on a network™ and allows devices to share those services. (Ex. PA-A,
“Marchand” at 3:11-12.) Without the LUS, the devices on Marchand’s network would not be able
to share and use services. (Ex. OTH-A, “Mandayam Decl.” at {49.)

Sharing of services among devices connected on a piconet more effectively utilizes the
software and hardware resources of each device, such as memory, modems, and service software,
as compared to duplicating these software and hardware resources across all devices, which is
“inappropriate, expensive, and cumbersome” and “inefficient from the resource point of view to
require loading a call control client such as H.323 (about 4 MB) in multiple devices on the
Piconet.” (Ex. PA-A, “Marchand” at 4:1-9.) An application programming interface (API) may be
transferred from a device having an available service to only the device requesting use of the
service so that devices not using the service do not need to expend resources (memory, processing,
etc.) for services that are not being used. (Ex. PA-A, “Marchand” at 6:27-7:2.)

When a device implementing JINI technology joins a JINI/Java network, the device
undergoes a discovery and join process in which the joining device discovers the LUS and
publishes the services that it can offer to the network. (Ex. PA-F, “JINI Spec Part 1” at p. 22.)* To

publish its service, the joining device transfers java code (referred to as a proxy object or java

3 For each of the JINI Spec citations, the original pagination of the reference is being cited, not the

pagination of the Exhibit.

10
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object) to the LUS. (/d.) This small amount of java code is used to identify the service(s) the joining
device offers and to establish an interface with that service. (See Ex. PA-F, “JINI Spec Part 1" at
p. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores this java object and creates
a list of the services available on the network. (Ex. PA-F, “JINI Spec Part 1 at pp. 22-23; Ex. PA-
A, “Marchand” at 3:11-12.) For example, if a printer joins a network utilizing JINI technology,
the printer will publish its printing service to the network by transferring java code to the LUS.
(Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includes the printer’s information and a
method to implement its printer interface. (Id. at pp. 23-24; Ex. OTH-A, “Mandayam Decl.” at
q51.)

When a JINI/Java capable device would like to use a service offered by another device in
the network, it sends a request to the LUS, and the LUS then transfers the java code necessary to
access that service. (Ex. PA-F, “JINI Spec Part 1™ at p. 22.) Continuing the above example, when
another device in the network needs to print, the device will ask the LUS if any printer services
are available. (Ex. PA-F, “JINI Spec Part 1 at p. 22.) The LUS provides the printer’s java code to
the requesting device, which will automatically download the code, if it was not previously
downloaded. (Ex. PA-F, “JINI Spec Part 1" at p. 23.) The device can then send the print request
by invoking the methods provided by the java code for implementing the printer interface. (/d.)
That is, the proxy object, now contained on the device requesting the printing services,
communicates with the printer to execute the print request. (Ex. PA-F, “JINI Spec Part 1" at p.
23.) JINI technology does not define the protocol between the proxy object on the device and the
printer. Rather, the protocol is defined by the printer and its proxy object. (Id.) “Whoever writes
the proxy object determines when it talks to whom to get what, constrained, of course, by the

security environment in which it executes.” (Id. at 24.)

11
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Operating in accordance with these underlying technologies, Marchand describes that the
devices are able to connect to form a Bluetooth piconet, with each device including the protocol
stack described above for extending the Bluetooth piconet into an IP wireless LAN and
implementing JINI and Java technologies. (Ex. OTH-A, “Mandayam Decl.” at 53.) Through this
method, the devices in Marchand can share services with one another. (/d.) “Though identifying
other services that can be used, Marchand only particularly describes the protocol for
implementing the call control service offered by the mobile phone 33.” (/d.) Specifically,
Marchand provides that the mobile phone 33 can connect to the Bluetooth piconet and act as a
gateway between the other devices and a wireless IP network. (Ex. PA-A, “Marchand” at 10:15-
16; 12:6-10; 7:12-14.) This gateway mobile phone “publishes” its call control service to the LUS,
thereby allowing other devices in the piconet to detect and subsequently utilize this service through
request. (Id. at 8:11-20; Fig. 3.) For example, other Bluetooth devices on the piconet perform a
JINI-defined add-in “discovery and join” protocol “to locate the LUS and upload all of its services’
interfaces, including call control services.” (Id. at 8:12-20.) After this “discovery and join” process,
other Bluetooth devices are able to utilize the call control client of the gateway mobile phone to

connect to the wireless IP network. (Ex. OTH-A, “Mandayam Decl.” at {53.)

12
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G 3

(Ex. PA-A, “Marchand” at FIG. 3)

As shown in Figure 3 of Marchand above, the gateway mobile phone 33 has both a radio
access modem and a Bluetooth chipset. (Ex. PA-A, “Marchand” at 7:12-25; 11:7.) The radio access
modem provides an interface with a public IP address for accessing the wireless IP network and
the Bluetooth chipset provides an interface with a private IP address for accessing the piconet. (/d.
at 11:7-10.) When another device in the piconet uses the call control client of the mobile phone,
the mobile phone pushes incoming IP packets received on its public IP address to the private IP
address of the device in the piconet, and also translates IP packets in the other direction. (Ex. PA-
A, “Marchand” at 7:14-17; 11:13-16.) The translation between public and private IP addresses is
performed by an API sent from the mobile phone to the device requesting the call control service.
(Id. at 11:17-18; 15:25-31.)

To act as a gateway for other devices in the Bluetooth piconet, the mobile phone includes
“an interface/Application Programming Interface (API) which is an abstraction of a SIP and/or
H.323 call control client.” (Ex. PA-A, “Marchand” at 6:27-29.) When a Bluetooth device in the

piconet seeks to make a call through the gateway mobile phone, the API is downloaded into the

13
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Bluetooth device to have the device behave as a slave device toward the mobile phone which acts
as the master. (Ex. PA-A, “Marchand” at 6:29-31.) Figure 4, below, provides a simplified block
diagram of a connection between a laptop computer and a mobile phone. (/d. at 7:26-27; FIG. 4.)
Marchand establishes three new API interfaces, preferably implemented as JINI services: the first
interface, call control client 41, enables any of the connected Bluetooth devices to behave as a
slave toward the mobile phone; the second interface, SIP client 42, enables the full use of SIP
client capabilities; and the third interface, H.323 client 44, enables the full use of H.323 client

capabilities. (/d. at 7:29-31.)
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(Ex. PA-A, “Marchand” at FIG. 4)

After a mobile phone lists its call control service as an available service on the piconet, a
user can place a call from another device in the piconet. (/d. at 10:24-25.) When the call is initiated,
“the SIP client in the mobile phone sends an API to the [device] that is used to route the call
through the mobile phone to the wireless IP network. The SIP client in the mobile phone behaves
as a server application for the piconet, and another API is downloaded to the [device] to connect

to the server.” (Id. at 10:24-29.) “The phone acts as a server application toward the [device], and

14
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acts as a client and gateway toward the wireless IP network.” (Ex. PA-A, “Marchand” at 10:29-
30.)

B. Nurmann

Nurmann is directed to a method of assigning IP addresses to IP hosts in an IP network.
(Ex. PA-B, “Nurmann” at Abstract.) The IP gateway first functions as a DHCP (Dynamic Host
Configuration Protocol) client and determines whether a DHCP server is present in the IP network.
(1d. at 2:62-67; 5:15-17.) If so, the DHCP server assigns IP addresses to the IP hosts. (Id.) If there
is no DHCP present in the IP network, the IP gateway then functions as a DHCP server and
allocates IP addresses to the IP hosts. (/d. at 2:46-60; 5:18-21.)

C. Vilander

Vilander is directed to a method for allocating IP addresses for mobile terminals. Vilander
discloses that a mobile terminal conducts “a negotiation” with a mobile telecommunications
network “to determine a host part of the IP address.” (Ex. PA-C, “Vilander™ at 3:7-4:3.) The mobile
terminal then “generate[s] an IP address” using the host part negotiated with the mobile
telecommunications network. (/d.) In other words, the IP address of the mobile terminal is
generated by the mobile terminal itself.

Specifically, Vilander discloses that a “suitable host part is negotiated between the mobile
terminal 7 and the radio network 1 during the establishment of (lower) communication layers over
the air interface[.]” (Ex. PA-C, “Vilander” at 4:60-67.) “The negotiation is initiated by the radio
network proposing a suitable host part which it knows is unique within its coverage area.” (Id.)
“[T]he mobile terminal receives the proposed host part and is able to combine this with the received
routing prefix to form an IP address for use in subsequent Internet sessions.” (/d. at 5:7-10.)

Alternatively, the mobile terminal can “generate a temporary host part upon registering with a

15
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radio network.” (Id. at 5:20-25.)

D. RFC 2543

RFC 2543 (SIP: Session Initiation Protocol, RFC 2543) is directed to the Session Initiation
Protocol (“SIP”), “an application-layer control protocol that can establish, modify and terminate
multimedia sessions or calls.” (Ex. PA-E, “RFC 2543 at p. 7*.)

E. Larsson

Larsson is directed to a Wireless Session Protocol (WAP) gateway interconnecting a Public
Land Mobile Network (PLMN) and a private network. (Ex. PA-D, “Larsson” at Abstract.) As
shown in FIG. 1 below, a mobile terminal 10 (e.g., a laptop computer, personal digital assistant,
mobile phone) coupled to the PLMN 20 may access a private network 15 (e.g., a corporate

network) via the WAP gateway 30. (/d. at Fig. 1.)
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(Ex. PA-D, “Larsson” at Fig 1)
The WAP gateway 30 includes a first stage proxy 35 and a second stage proxy 40. (/d. at

2:62-3:1.) “The first stage proxy 35 includes the lowest layer of the WAP protocol stack and is

* For each of the RFC 2543 citations, the original pagination of the reference is being cited, not

the pagination of the Exhibit.
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responsible for granting access of a mobile terminal 10 to the private network 15. The second stage
proxy 40 contains the remainder of the layers of the WAP protocol stack.” (/d.)

F. JINI Spec

The JINI Spec. provides “an overview of the JINI architecture, its design philosophy, and
its application.” (Ex. PA-F, “JINI Spec Part 1 at p. xix.) “T[he] J[INI] architecture is designed for
deploying and using services in a network.” (I/d.) Through JINI, a device that wants to make
services available on the network registers the service with the LUS and provides a proxy object
to the LUS to store. (/d. at 5-12.) A client that wants access to a given service then searches the
LUS for the service, and if available it receives the associated proxy object. (/d.) The proxy object
implements the interface for the service and is thus used by the client to access the service. (/d.)
V. Background of Wireless Technology

As of the 2001 filing date of the ‘033 patent, several technical issues such as battery life,
frequency interference, bandwidth, visual displays, memory, etc. led the wireless industry to
consider convergence—combining multiple applications on a single device—as a “future” goal
and instead researchers worked to actively develop individual user applications, such as a printer,
pager, PDA, phone, etc. (See Ex. 2, “Motorola” at p. 9; Ex. OTH-A “Mandayam Decl.” at {18.)

In the context of mobile phones, the best-selling phones in 2001, by Ericsson and Nokia
lacked Java and had an internal memory ranging from 512 kbyte to 2 Mbytes. (Ex. 22, “Memory
Requirements™ at pp. 2, 4, 8.) At that time, Nokia was the market leader and almost all of their
devices included a similar hardware platform with a MAD2 CPU, running at 13 Mhz
(approximately 13 MIPS). (Ex. 3, “The Evolution of Cell Phone Design Between 1983-2009” at

pp. 17-23.)
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In 2002, RIM, the manufacturer of the Blackberry smartphone combined cellular phone
capability with e-mail messaging—which made them the undisputed “smartphone” leader for at
least 5 years. (Ex. 4, “Blackberry: The Inside Story of Research in Motion™ at p. 3; Ex. 5, “RIM”
at p. 18.) When the iPhone launched on January 9, 2007, Steve Jobs announced he would “change
everything” with three firsts: a touchscreen iPod, a mobile phone, and an Internet communications
device, all on the same device. (Ex. 5, “RIM at p. 19.) Thus, the “convergence” offered by the
iPhone came 6 years after the filing date of the ‘033 patent. (Ex. OTH-A, “Mandayam Decl. at
120.)

Given the state of the industry, available platforms and market demand, convergence was
not an industry-wide goal in 2001. (/d. at 421.) On the contrary, as documented in the book
“Losing the Signal,” Lazaridis, the CEO of the smartphone market leader, RIM, expressed
skepticism at full-scale convergence:

RIM decided to sit out the convergence dance. Lazaridis didn’t buy into the idea
that the handset race would be won by smartphones combining computing, phone
and Internet services. To him, that made no sense. All-purpose operating systems
sucked batteries dry, hogged wireless bandwidth and were awkward to use with
their tap-and-write touch screens or full, shrunken desktop keyboards. He and his
engineers had spent years creating the world’s most efficient handheld device,
focusing on a single, perfect-application: wireless e-mail. It was light on battery
use and e-mails were dispatched so efficiently that an average month of messages

consumed less network spectrum than one local telephone call.
(Ex. 5, “RIM” at pp. 9-10.)

Further, the limited processing and memory capabilities of mobile phones in 2001
prevented mobile phones from including software platforms such as Java or Jini. (Ex. OTH-A,
“Mandayam Decl.” at 22.) Developed by Sun Microsystems, Java is a computer programming

language that allows programs written in a particular Java class to run similarly on all platforms
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that support that Java class without requiring recompilation. (/d. at 423.) Jini, also developed by
Sun Microsystems, provides a network architecture that allows devices and services on a network
to communicate, deploy and share services through a collection of Java-based programs. (Ex. PA-
F “JINI Spec Part 1" at p. 21.) In Jini, the discovery of an available service on the network, such
as a printer or fax, is done via a look-up service (LUS) that allows services to “advertise their
availability” so they can be discovered and then shared with other devices on the network. (Ex.
OTH-A, “Mandayam Decl.” at {{24-25.)

Because Java is class-based, different Java applications are not interchangeable: "you
cannot take a Java application written for one profile and run it on a machine that supports another
profile. Likewise, you cannot take an application written for Java 2 Standard Edition (J2SE) or
Java 2 Enterprise Edition (J2EE) and run it on a machine that supports J2ME [Java 2 Micro
Edition]. You can only use the Java classes provided in the Java class library included in your
target device's profile.” (Ex. 6, “What’s J2ME?” at p. 1.)

To operate the full, mainstream Java application, Java SE (Standard Edition) in 2000 (Ex.
7, “J2SE 2000” at p. 1) the following system requirements were needed: 1) a CPU with at least
166 Mhz (equivalent to 166 Mips); and 2) an internal memory of a minimum of 32 Mbytes,
although 48 Mbytes was recommended. (Ex. 7, “J2SE 2000 at p. 3.) Because Java SE could not
operate on mobile phones, in 1999 Java launched Java 2 Micro Edition (J2ME) for mobile phones,
reducing the memory and CPU requirements—instead of the 32 Mbytes requirement for Java SE
the J2ME application required a “memory budget of 256 kilobytes.” (Ex. 8, “J2ME Step by step”
at p.4.) This stripped down J2ME mobile phone application however lacked the memory needs
for Jini and specifically the LUS feature which by itself required “more than 3 megabytes of static

and runtime storage”. (Ex. 9, “PsiNaptic” at p. 32; see also Ex. OTH-A, “Mandayam Decl.” at
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130.)

The limitations of the J2ME application and specifically its inability to run Jini and the
LUS feature were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at {31.) A 2001 article
by PsiNaptic makes it clear that when designing the Jini LUS, Sun Microsystems “chose to
sacrifice storage for speed; that is, their Jini technology implementation was optimized for access
speed by using extra storage to maintain efficient data access structures. This is important if one
assumes the Jini Lookup Service will host services from several (or many) devices in the network.”
(Ex. 9, “PsiNaptic” at pp. 31-32.) Thus, “[t]he resulting Jini Lookup service implementation is
too large (e.g., typically, requiring more than 3 megabytes of static and runtime storage. Many
networked computing devices are task-specialized; they are very small, low power, low cost,
(hence, resource-constrained) and often mobile—too small to support an RMI-based Jini.” (/d.)

In a 2002 article documenting the development of the Motorola Nextel phone, Motorola
also made it clear that computing limitations in mobile phone platforms meant that “current
technology should not be applied to CPU intensive activities.” (Ex. 2, “Motorola” at p. 8.) The
article specifies that prevailing mobile phone platforms cannot support Jini: “The most limited
devices run Java 2 Micro Edition [J2ME], CLDC[5], but this cannot support Jini as it lacks
dynamic class loading and object serialization. So despite progress in downsizing Java, the value-
proposition of Jini for [mobile phone] devices remains an unattained promise.” (Ex. 2, “Motorola”
at p. 2.) As an alternative, the Motorola authors propose using an intermediary solution (similar
to the one taught in the primary reference for IPR2015-01444, Marchand), in which Jini and the
LUS feature are made available to the mobile phone through a surrogate PC on the network that
hosts the “Jini Technology, since handheld devices are as yet unable to support Jini directly.” (Ex.

2, “Motorola” at p. 9; see also Ex. OTH-A, “Mandayam Decl.” at {[33.)
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Thus, as of the 2001 filing date of the ‘033 patent, mobile phones with at most 2 Mbytes
of memory and 13 Mhz CPU, were unable to run Jini or its LUS technology directly. (Mandayam
Decl. 437.)

VI.  Overview of the ‘033 Patent

A. Prosecution History

U.S. Patent Application No. 09/850,399 (“the ‘399 application”) that resulted in the
issuance of the ‘033 patent was filed on May 7, 2001.

In the first Non-Final Office Action, mailed on April 9, 2003, all claims 1-57 were rejected.
Claims 1-18, 23-50 and 55-57 were rejected under §103(a) as being unpatentable over Rautiola et
al., WO 99/48315, (“Rautiola”) in view of Hardwick et al. (Project P946-GI Smart Devices “When
Things Start to Think™ (“Hardwick™)). (Non-Final Office Action dated April 9, 2003, p. 2.) Claims
19-22 and 51-54 were rejected under §103(a) “as being unpatentable over Rautiola in view of
Hardwick further in view of Parekh” (Operating Systems on Wireless Handheld Devices, pages 1-
8, September 28, 2000)” (“Parekh”). (Non-Final Office Action dated April 9, 2003, p. 20.) Claims
19-22 and 51-54 were rejected under §103(a) “as being unpatentable over Rautiola in view of
Hardwick further in view of Dell (White Paper, Handheld Devices: Comparing The Major
Platforms, pages 1-7)” (“Dell”). (Non-Final Office Action dated April 9, 2003, p. 22.)

In response to the Non-Final Office Action, applicant amended claims 1-18 and 23-54.
Independent claim 1 was amended to state “wherein the first wireless device is capable of
communicating with the cellular network and receiving the first short-range radio signal
concurrently” which is not taught or suggested by Rautiola or Hardwick which limit concurrent
operation (Amendment dated October 14, 2003, p. 17.)

In the subsequent Final Office Action dated January 5, 2004, all claims 1-57 were rejected.
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Claims 1-25 were rejected under §112 first paragraph as failing to comply with the written
description requirement. Claims 45-48 were rejected under §112 second paragraph as being
indefinite for failing to particularly point out and distinctly claim the subject matter which
applicant regards as the invention. Claims 1-18, 23-50, and 55-57 were rejected under §102(e) “as
being anticipated by U.S. Publication No. 2002/0118663 (“Dorenbosch™). (Final Office Action
dated January 5, 2004, p. 3.) Claims 19-22 and 51-54 were rejected under §103(a) as being
unpatentable over Dorenbosch in view of Parekh. (Final Office Action dated January 5, 2004, pp.
16-17.) Claims 19-22 and 51-54 were rejected under §103(a) as being unpatentable over
Dorenbosch in view of Dell. (Final Office Action dated January 5, 2004, p. 18.)

On January 28, 2004, a telephonic interview was conducted between the Examiner and the
Applicant, but no agreement was reached. During the interview, the Examiner advised Applicant
to file a response for consideration. (Examiner Interview Summary dated February 2, 2004, p. 3.)

In response to the Final Office Action, applicant submitted an amendment on April 9, 2004
amending claims 1, 3-6, 26-30, 36, 39-42, 44-49, 51-54 and adding claim 58. As part of that
amendment, in relation to the rejection under §112 first paragraph, the term “concurrently” was
removed from claim 1. In relation to the rejection under §112 second paragraph, claims 45-49
were amended to claim “the first wireless handheld device”. (Amendment dated April 9, 2004, p.
12.) Applicant additionally filed a Declaration of Amit Haller “swearing behind” Dorenbosch et
al. reference to overcome the §102(e) rejection over Dorenbosch, the §103(a) rejection over
Dorenbosch in view of Parekh and the §103(a) rejection over Dorenbosch in view of Dell.
(Amendment dated April 9, 2004, pp. 12-13.)

In the subsequent Non-Final Office Action, mailed on July 7, 2004, all claims, 1-58, were

rejected. Claims 3 and 30 were rejected under §112, second paragraph. Claims 1-58 were rejected
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under §102(a) as “being anticipated by Karagiannis (Mobility support for ubiquitous Internet
access, Ericsson Open report, pages 1-70, December 21, 2000). (“Karagiannis”). (Non-Final
Office Action dated July 7, 2004, p. 3.) Claims 19-22 were rejected under §103(a) as being
unpatentable over Karagiannis in view of Parekh. Claims 19-22 were rejected under §103(a) as
being unpatentable over Karagiannis in view of Dell. (Non-Final Office Action dated July 7, 2004,
pp. 17-18.)

In response to the Non-Final Office Action, applicant submitted an amendment on January
10, 2005, amending claims 1-3, 5-6, 12-17, 23, 26-30, 36-37, 44-45, 49-50, 53, 58 and canceling
claims 4 and 32. (Amendment dated January 10, 2005, p. 12.)

In the subsequent Final Office Action dated May 25, 2005, all claims 1-58 were rejected.
Claim 39 was rejected under §112, second paragraph. Claims 1-3, 5-18, 23-25, 26-31, 33-50 and
55-57 were rejected under §102(e) as being anticipated by Lord et al. U.S. Patent No. 6,763,012
(“Lord”). (Final Office Action dated May 25, 2005, pp. 2-3.) Claims 19-22 and 51-54 were rejected
under §103(a) as being unpatentable over Lord in view of Parekh. (Final Office Action dated May
25, 2005, p. 16.) And, claims 19-22 and 51-54 were rejected under §103(a) as being unpatentable
over Lord in view of Dell. (Final Office Action dated May 25, 2005, pp. 17-18.)

In response to the Final Office Action, applicant submitted an amendment on August 29,
2005, amending claims 1, 14-17, 23, 26, 36, 39-42, 44, 49-50 and 58. (Amendment dated August
29, 2005, p. 12.) Following this amendment, the Examiner issued a notice of allowance. (Notice
of Allowance dated October 24, 2005, p. 1.)

B. Summary of the ‘033 Patent

The *033 Patent is directed to “a system that accesses information from a wide area network

(‘WAN”), such as the Internet, and local wireless devices in response to short-range radio signals.”
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(Ex. PAT-A, *°033 patent” at 4:8-11; Abstract.) The system includes a wireless gateway device
that is coupled to the WAN and to a personal area network (“PAN”). (/d. at Abstract; FIG. 1.) The
wireless gateway device allows devices connected on the PAN to connect to the WAN. The
wireless gateway device also includes software components that allow devices on the PAN to

communicate and share services, and includes the ability to provide security to the network.

Figure 1 provides an illustration of the system described in the *033 Patent and is depicted

below:

Colsay

Fig. 1
(Ex. PAT-A, ‘“°033 Patent”, Fig. 1)

The Gateway Device 106 communicates with one or more terminals 107 to form a personal
area network (“PAN”) using short-range radio signals 110. (/d. at 4:16-21.) The PAN is
implemented using local wireless technology such as Bluetooth or 802.11, which is commonly
referred to as Wi-Fi. (/d. at 4:25-35.) The Gateway Device 106 is coupled to cellular network 105
and can communicate with, for example, Server 101 and Server 102 via carrier backbone 104. (Id.

at 4:36-59.) In so doing, Servers 101 and 102 can provide information, such as web pages or
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application software components, to terminals 107 in the WLAN by way of the Gateway Device
106. (Id. at 4:49-54.)

The software components described in the 033 patent are what enables the Gateway
Device to connect the terminals on the PAN to the WAN and offer network management and
security functions. As part of the architecture, the Gateway Device includes a “[s]ervice repository
software component 704.” The service repository software component “allows applications 406,
which run on a gateway device 106 or terminals 107, to discover what services are offered by a
PAN, and to determine the characteristics of the available services.” (Id. at 12:11-14.)

The Gateway Device 106 also includes a “Plug and Play component.” The “Plug and Play”
capability of Gateway Device 106 allows it to identify a new terminal and determine the necessary
software required to support the new terminal. (/d. at 10:11-37; Fig. 7.) Terminals connecting to
the PAN are not necessarily readily supported by the Gateway Device 106. For example, the 033
Patent identifies the introduction of “thin” terminals to the PAN as an example of utilizing the
“Plug and Play” capability of the Gateway Device 106. (Id. at 10:18-35.) Thin terminals do not
have embedded application code or data. Id. In order to support these types of devices, the “Plug
and Play component” uses the terminals’ identification to find, download, and execute the software
necessary for the Gateway Device 106 to support the terminal. (/d. at 10:11-37.)

VII. 37 C.F.R. §1.510(b)(1): Statement Establishing Substantial New Questions of
Patentability (“SNQs’’) of Claim 48 and 56 of the ‘033 Patent

A. Marchand in view of Nurmann, and Vilander establishes a substantial
new question of patentability with respect to independent claim 48 of
the ‘033 patent.
The combination of Marchand, Nurmann, and Vilander fails to render obvious claim 48

and thus while it raises a substantial new question of patentability it does not render the claim

unpatentable.
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Marchand in view of Nurmann and Vilander was applied against claim 1 in Ground 1 of
the ‘1444 IPR. The PTAB instituted the *1444 IPR on December 30, 2015 and issued a Final
Written Decision on December 21, 2016.

While Marchand in view of Nurmann and Vilander was applied against base claim 1 in the
‘1444 TPR, the combination was not considered in relation to claim 48 of the ‘033 patent, either
by the PTAB or during prosecution of the application that led to the issuance of the ‘033 patent.
Thus, as explained in detail below, Marchand in view of Nurmann and Vilander presents a
substantial new question of patentability with respect to claim 48 that has not previously been
presented to the Office prior to the instant request for reexamination. Moreover, and as explained
in further detail below in reference to each limitation of claim 48, the combination of Marchand in
view of Nurmann and Vilander does not rise to the level of unpatentability.

As seen in the table below, claim 1 and claim 48 have similar limitations and thus a person
of ordinary skill in the art would consider that the combination of Marchand, Nurmann, and
Vilander are important in the consideration of patentability. However, it is the position of the

Patent Owner that while it may raise a substantial new question of patentability the combination

does not render claim 48 unpatentable.

A system for 48. An article of 56. A handheld
providing access to the | manufacture, including a | device for providing a short
Internet, comprising: computer readable medium, | distance wireless network,

comprising: comprising:
a first wireless device, a short-range radio a storage device;
in a short distance wireless | software =~ component  to means for identifying
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communicate with a device 1

an availability of a plurality

component to access | a short distance wireless | of services to a plurality of
information from the Internet | network by using a short- | application software
by communicating with a | range radio signal; | components in the short
cellular network in response to distance wireless network;
a first short-range radio signal,

wherein  the  first a cellular software means for selectively

wireless device communicates
with the cellular network and
receives the first short-range
radio signal; and, a second
wireless device, in the short
distance wireless network, to

provide the first short-range

component to communicate
with a cellular network by
using a cellular signal; a
network software component
to selectively transfer an

Internet Protocol (“IP”) data

packet between the device and

providing the plurality of
services to the plurality of
software

application

components in the short

distance wireless network;
for

and means

selectively transferring an

radio signal, wherein the | the cellular network; a service | Internet Protocol (“IP”) data
software component includes a | repository software | packet between a cellular
network address translator | component to identify a | network and a selected
software component to | plurality of available services | application software
translate  between a first | from a plurality of devices in | component in the plurality of
Internet  Protocol  (“IP”) | the short distance wireless | application software
address provided to the first | network, the service | components in the short
wireless device from the | repository software | distance wireless network.
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address for the second wireless
device provided by the first
wireless device, wherein the
software component includes a
providing the plurality of
services component to identify

a service provided by the

second wireless device.

p g

interface so that both a local

application software
component and a remote
application software
component identifies  the

plurality of available services;
and a plurality of service
logical drivers corresponding
to the plurality of available
services that are used to obtain
the plurality of services, the
plurality of service logical
drivers are used in obtaining

the plurality of services.

B. The ‘1444 TPR Art Does Not Render Claim 48 Unpatentable
Below, relevant limitations of claim 48 will be reviewed in the context of the ‘1444 IPR
art to establish that the claim is patentable over Ground 1 of the 1444 IPR. As the arguments

presented below are not exhaustive of the applicable patentability grounds, Patent Owner reserves

its right to present further arguments to the extent necessary.

48. An article of manufacture, including a computer readable medium,

comprising:
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a short-range radio software component to communicate with a device in a
short distance wireless network by using a short-range radio signal;

Marchand is directed to a Bluetooth piconet that has been extended into an Internet
Protocol (IP) wireless local area network implementing JINI/Java technology to share services
between devices in the piconet through the Jini technology. (Ex. PA-A, “Marchand” at Abstract;
5:23-25; 6:25-27.) Specifically, a mobile phone (article of manufacture in claim 48) connected to
the Bluetooth (a short-range radio signal in claim 48) piconet is configured to serve as a gateway
to provide a call control interface between the wireless IP network and other devices in the piconet.

(Ex. PA-A, “Marchand” at Abstract; see also Ex. OTH-A, “Mandayam Decl.” at 45.)

a cellular software component to communicate with a cellular network by
using a cellular signal; a network software component to selectively transfer an
Internet Protocol (“IP”) data packet between the device and the cellular
network

In Figure 3 of Marchand the gateway mobile phone 33 has both a radio access modem
(cellular software component in claim 48) and a Bluetooth chipset. (Ex. PA-A, “Marchand” at
7:12-25; 11:7.) The radio access modem provides an interface with a public IP address for
accessing the wireless IP network and the Bluetooth chipset provides an interface with a private
IP address for accessing the piconet. (/d. at 11:7-10.) When another device in the piconet uses the
call control client of the mobile phone, the mobile phone pushes incoming IP packets received on
its public IP address to the private IP address of the device in the piconet, and also translates IP
packets in the other direction. (/d. at 7:14-17; 11:13-16.) The translation between public and
private IP addresses is performed by an API sent from the mobile phone to the device requesting

the call control service. (Id. at 11:17-18; 15: 25-31.) (Ex. OTH-A, “Mandayam Decl.” at {54.)
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a service repository software component to identify a plurality of available
services from a plurality of devices in the short distance wireless network, the
service repository software component having a uniform interface so that both a
local application software component and a remote application software

component identifies the plurality of available services;

The combination of Marchand, Nurmann, and Vilander proposed by Petitioner in the IPR
fails to teach or disclose this limitation of claim 48. In Ground 1 of the IPR, Petitioner relied solely
on the teachings of Marchand to suggest that the alleged combination of Marchand, Nurmann, and
Vilander meets the “service repository software component” limitation. More particularly,
Petitioner argued that Marchand teaches this claim element through its description of the JINI
LUS. Petitioner’s arguments, however, are based on a fundamental misunderstanding of the
underlying JINI technology in Marchand and are contrary to Marchand’s explicit teachings. A
person of ordinary skill in the art (POSITA) would not understand Marchand to disclose that its
JINI LUS is physically located on Marchand’s cellular-enabled mobile phone 33, and further, a
POSITA would have no motivation to modify Marchand to place the JINI LUS on the mobile
phone (article of manufacture in claim 48) in view of Marchand’s explicit teachings to the contrary.
(Ex. OTH-A, “Mandayam Decl.” at [{53-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Petitioner’s
own admission, the LUS of Marchand does not explicitly satisfy the “service repository software
component” limitations of claims 1, 4, 7, and 14. (Ex. 1, 1444 Final Decision” at pp. 15-16.) The
PTAB however determined that Marchand would have implicitly informed a person skilled in the
art that the “service repository software component” may be disposed in the “first wireless device”.
(Id. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s reading of the
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reference as Marchand describes several disadvantages associated with duplicating resources such
as a JINI LUS or “service repository software component” on multiple devices within a piconet,
and 2) available mobile phone technology in 2001 filing date of the ‘033 application was incapable
of implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at {64,
72-76.) For these reasons, in addition to the positions presented in Patent Owner’s Response, there
would be no motivation or rationale for a person skilled in the art to modify the previously
established network of Marchand by either 1) duplicating the JINI LUS functionality and having
it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS
from the laptop computer to the mobile phone gateway. (Id.)

Regarding the first reason, Marchand teaches that it is “inefficient from the resource point
of view” and “inappropriate, expensive, and cumbersome” to have the same hardware and software
on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand” at 4:1-9)
or call control client (Ex. PA-A, “Marchand” at 6:31-7:2; see also Ex. OTH-A, “Mandayam Decl.”
at 450, 65. (“The API is downloaded only to the device involved in the call since the other
Bluetooth devices that are not making the call do not need this particular code.”) Accordingly,
Marchand does not support duplicating resources such as an LUS as a service repository
component on both the laptop computer and the mobile phone gateway, as this “defeats the purpose
of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.” at 65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop
computer not the mobile phone gateway. (Ex. PA-A, “Marchand” at FIG. 4; see also Ex. OTH-A,
“Mandayam Decl.” at {55, 66.) In Marchand, when a device joins an existing Bluetooth piconet,
it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUS so those services are then made available to other devices on
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the piconet. (Ex. PA-A, “Marchand” at 8:11-15.) Marchand explicitly defines where the list of
available services is located: “[t]he services menu on the laptop indicates all services available on
the Piconet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4
which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,
the only explicit teachings in Marchand point to the network’s LUS being located on the laptop.
(Ex. OTH-A, “Mandayam Decl.” at ({55, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of
JINI functionality and prevailing limitations regarding hardware and software for mobile phones,
that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone
gateway. (Ex. OTH-A, “Mandayam Decl.” at {73.) The implicit teachings advanced by the
Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marchand, how
the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.
OTH-A, “Mandayam Decl.” at {{72-78.) In its Final Written Decision the Board relied on
Petitioner and their expert Dr. Kiaei’s argument that 1) Marchand’s call control APIis a JINI proxy
object and 2) a JINI call control API is downloaded from the gateway to the other devices on the
ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood
Marchand as implicitly describing an implementation in which the JINI LUS which identifies
services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.
1, 71444 Final Decision” at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUS is to provide a registry of services that can be
registered and searched for within a piconet so that other devices can make use of the available
services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23). As detailed in the background section

above, once a device joins a JINI/Java network, the joining device transfers java code (referred to
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as a proxy object or java object) to the LUS. (/d.) This small amount of java code is used to identify
the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-
F, “JINI Spec Part 1 at pp. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores
this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec
Part 1”7 at pp. 21-22; Ex. PA-A, “Marchand” at 3:11-12.) For example, if a printer joins a network
utilizing JINI technology, the printer will publish its printing service to the network by transferring
java code to the LUS. (Ex. PA-F, “JINI Spec Part 1" at p. 22.) The java code includes the printer’s
information and a method to implement its printer interface. (/d.)

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a given service or how the service is utilized by another device. (See Ex. OTH-A, “Mandayam

Decl.” at 4452-53.) Instead, JINI technology requires that the sharing device provide its own
protocol to control the use of its shared service. (Id.) For example, in Marchand’s system, the
gateway mobile device shares its call control service with other devices on the Bluetooth piconet
through the LUS on the laptop, with the call control service defining the protocol for another device
to utilize this service of Marchand’s mobile phone. (/d.) However, under the described protocol
Marchand’s mobile phone merely provides a calling service” code much as the printer provides a
“printing service” code to the LUS. (/d.)

It follows that regarding the mobile phone, once the call control service is published in the
services menu of the laptop, the details of how the mobile phone shares its call control service—
e.g. through specific API interfaces that are downloaded to each device as a proxy object—to
become a gateway for other devices on the network is not part of the JINI LUS technology. (/d.)

After the service code is published to the LUS, the other devices on the piconet can access the
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published service code and interface method per its defined protocol and use the mobile phone as
a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also Ex. OTH-A,
“Mandayam Decl.” at §66.) Thus, contrary to Petitioner’s arguments, the details of how the phone
interacts with other devices as a gateway cannot be used to establish that the phone serves as the
LUS—Dbecause these details are irrelevant to the workings of JINI’s LUS feature. Like the mobile
phone, when other devices join the network, such as a PDA or printer, they first publish their
service to the LUS and then may use the LUS to discover network services, e.g. the call control
client code of the mobile phone to access its gateway services. (Ex. PA-A, “Marchand” at 10:18-
20.) “For example, other BLUETOOTH devices on the piconet perform a JINI-defined add-in
‘discovery and join’ protocol ‘to locate the LUS and upload all of its services’ interfaces, including
call control services. (Id. at 8:12-20.) The ability for the other devices, including the mobile phone,
to send Java code to the rest of the network to facilitate the sharing of services in no way equates
to the “discover and join” LUS feature itself, which provides the claimed “service repository
software component” and per Marchand is located on the laptop computer. (Ex. OTH-A,
“Mandayam Decl.” at {53)

Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the
Ground 1 argument advanced in the IPR fails. The 033 Patent calls for the service “repository
software component” to be located on the first wireless device-- the cellular device. In the case of
claim 48, the “repository software component” is specifically located on the article of manufacture,
the gateway device. Petitioner in the IPR relied on their expert Dr. Kiaei’s opinions to argue that
Marchand implicitly teaches that its JINI LUS is located on Marchand’s gateway mobile phone.
When the teachings of Marchand are properly considered from the perspective of a person of

ordinary skill in the art, it is however clear that Marchand precludes the JINI LUS from being
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located on its gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.” at 472-78.)

Moreover, the JINI LUS relied on in Marchand required hardware resources (memory and
processor) that exceeded the capabilities of mobile phones at the time (See Ex. 9, “PsiNaptic” at
pp- 31-32; Ex. OTH-A, “Mandayam Decl.” at {67.) As described in the background section above,
the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not
available on mobile phones during the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”
at Jq36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-
2002 were not able to support the JINI application, let alone the LUS feature. (Id.) This limitation
was recognized by the developer of the JINI/Java software platforms, Sun Microsystems, who
developed an alternate, “micro” version of JINI, known as J2ME, that was streamlined for mobile
phones but lacked the functionality required to support the LUS feature. (/d. at {28-29.) The
limitations of the J2ME application and specifically its inability to run Jini and the LUS feature
were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at [{[31-37.) Several articles in 2001-
2002 documented the mismatch between the JINI requirements and mobile phone capabilities:
“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more
than 3 megabytes of static and running storage). Many networked computing devices
are. .. mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2
Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object
serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile
devices remains an unattained promise.” (/d. at q30-31; Ex. 9, “PsiNaptic” at pp. 31-32; Ex. 2,
“Motorola” at p. 2).

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could

be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued

35

429



in the IPR. (Ex. OTH-A, “Mandayam Decl.” at {73). Moreover, even if the JINI LUS feature was
moved to a mobile phone, it would have been inoperable on the mobile phones that existed during
the relevant time-period as they lacked the required system requirements, such as memory and
processing capabilities. As discussed in the background section, the developer of Java and Jini,
Sun Microsystems, recognized that mobile phones could not run the full Java application and
devised a lighter application J2ME for phones, but with its reduced memory and processing
capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,
“Mandayam Decl.” at {73 citing Ex. 2, “Motorola” at p. 2.) While Marchand appears to recognize
that consumer products such as laptops and PDAs may soon be modified to provide multimedia
and telephony applications, (Ex. PA-A, “Marchand” at 7:2-6), there is no teaching or suggestion
that mobile phones may be modified to include laptop computer applications or PDA applications.
As Marchand relies on JINI and the LUS feature and in view of the limitations of mobile phones
to support both platforms, it is not surprising that Marchand only teaches a surrogate approach,
where JINI and LUS are placed on the laptop computer and the phone accesses the technology
through the network. (Ex. OTH-A, “Mandayam Decl.” at {{[37-38).

Thus, in view of the above, one of ordinary skill in the art would not apply the combination
of Marchand, Nurmann and Vilander to arrive at Claim 48, however the combination does rise to

the level of a substantial new question of patentability that has not been previously presented to

the Office for claim 48.
C. Marchand in view of Nurmann, and Vilander establishes a substantial
new question of patentability with respect to independent claim 56 of
the ‘033 patent.

The combination of Marchand, Nurmann, and Vilander fails to render obvious claim 56

and thus while it raises a substantial new question of patentability it does not render the claim
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unpatentable. Marchand in view of Nurmann and Vilander was applied against claim 1 in Ground
1 of the ‘1444 TPR. The PTAB instituted the 1444 IPR on December 30, 2015 and issued a Final
Written Decision on December 21, 2016.

While Marchand in view of Nurmann and Vilander was applied against base claim 1 in the
‘1444 PR, the combination was neither considered by the PTAB nor the PTO during prosecution
of the application against claim 56 of the ‘033 patent. Thus, as explained in detail below,
Marchand in view of Nurmann and Vilander presents a substantial new question of patentability
with respect to claim 56 that has not previously been presented to the Office prior to the instant
request for reexamination. Moreover, and as explained in further detail below in reference to
certain limitations of claim 56, the combination of Marchand in view of Nurmann and Vilander
does not rise to the level of unpatentability.

As seen in the table on pp. 25-26, claim 1 and claim 56 have similar limitations and thus a
person of ordinary skill in the art would consider that the combination of Marchand, Nurmann and
Vilander are important in the consideration of patentability. However, it is the position of the
Patent Owner that while it may raise a substantial new question of patentability the combination
does not render claim 56 unpatentable. As the arguments presented below are not exhaustive of
the applicable patentability grounds, Patent Owner reserves its right to present further arguments
to the extent necessary.

D. The ‘1444 IPR Art Does Not Render Claim 56 Unpatentable

Below, relevant limitations of claim 56 will be reviewed in the context of the ‘1444 IPR
art to establish that the claim is patentable over Ground 1 of the ‘1444 IPR.

56. A handheld device for providing a short distance wireless network,

comprising:

a storage device;
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Marchand is directed to a Bluetooth piconet that has been extended into an Internet
Protocol (IP) wireless local area network implementing JINI/Java technology to use the JINI
technology to share services between devices in the piconet. (Ex. PA-A, “Marchand” at Abstract;
5:23-25; 6:25-27.) Moreover, a mobile phone connected to the piconet is configured to serve as a
gateway to provide a call control interface between the wireless IP network and other devices in

the piconet. (Ex. PA-A, “Marchand” at Abstract; see also Ex. OTH-A, “Mandayam Decl.” at {45.)

means for identifying an availability of a plurality of services to a plurality
of application software components in the short distance wireless network;

The combination of Marchand, Nurmann, and Vilander proposed by Petitioner fails to
teach or disclose this limitation of claim 56. In Ground 1, Petitioner relied solely on the teachings
of Marchand to suggest that the alleged combination of Marchand, Nurmann, and Vilander meets
the “service repository software component” in claim 1. Support for construing the “means for
identifying an availability of a plurality of services to a plurality of application software
components in the short distance wireless network™ limitation as the “service repository software
component” under 35 U.S.C. § 112(6) can be found in the ‘033 patent. (Ex. PA-A, 033 patent”
at 12:11-14.)

More particularly, Petitioner argued that Marchand teaches this claim element through its
description of the JINI LUS. Petitioner’s arguments, however, are based on a fundamental
misunderstanding of the underlying JINI technology in Marchand and are contrary to Marchand’s
explicit teachings. A person of ordinary skill in the art (POSITA) would not understand Marchand
to disclose that its JINI LUS is physically located on Marchand’s cellular-enabled mobile phone
33, and further, a POSITA would have no motivation to modify Marchand to place the JINI LUS

on the mobile phone (article of manufacture in claim 48) in view of Marchand’s explicit teachings
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to the contrary. (Ex. OTH-A, “Mandayam Decl.) at {{53-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Petitioner’s
own admission, the LUS of Marchand does not explicitly satisfy the “service repository software
component” limitations of claims 1, 4, 7, and 14. (Ex. 1, " 1444 Final Decision” at pp. 15-16.) The
PTAB however determined that Marchand would have implicitly informed a person skilled in the
art that the “service repository software component” may be disposed in the “first wireless device”.
(Id. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally
presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s reading of the
reference as Marchand describes several disadvantages associated with duplicating resources such
as a JINI LUS or “service repository component” on multiple devices within a piconet, and 2)
available mobile phone technology in 2001 filing date of the ‘033 application was incapable of
implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at {64,
72-76.) For these reasons, in addition to the positions presented in Patent Owner’s Response, there
would be no motivation or rationale for a person skilled in the art to modify the previously
established network of Marchand by either 1) duplicating the JINI LUS functionality and having
it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS
from the laptop computer to the mobile phone gateway. (Id.)

Regarding the first reason, Marchand teaches that it is “inefficient from the resource point
of view” and “inappropriate, expensive, and cumbersome” to have the same hardware and software
on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand” at 4:1-9)
or call control client (Ex. PA-A, “Marchand” at 6:31-7:2; see also Ex. OTH-A, “Mandayam Decl.”
at 450, 65. (“The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code.”) Accordingly,
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Marchand does not support duplicating resources such as an LUS as a service repository
component on both the laptop computer and the mobile phone gateway, as this “defeats the purpose
of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.” at {[65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop
computer not the mobile phone gateway. (Ex. PA-A, “Marchand” at FIG. 4; see also Ex. OTH-A,
“Mandayam Decl.” at {55, 66.) In Marchand, when a device joins an existing Bluetooth piconet,
it can perform a “discovery and join™ protocol to locate the LUS, hosted on the laptop computer,
and publish its services to the LUS so those services are then made available to other devices on
the piconet. (Ex. PA-A, “Marchand” at 8:11-15.) Marchand explicitly defines where the list of
available services is located: “[t]he services menu on the laptop indicates all services available on
the Piconet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4
which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,
the only explicit teachings in Marchand point to the network’s LUS being located on the laptop.
(Ex. OTH-A, “Mandayam Decl.” at ({55, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of
JINI functionality and prevailing limitations regarding hardware and software for mobile phones,
that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone
gateway. (Ex. OTH-A, “Mandayam Decl.” at J73.) The implicit teachings advanced by the
Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marchand, how
the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.
OTH-A, “Mandayam Decl.” at {{[72-78.) In its Final Written Decision the Board relied on
Petitioner and their expert Dr. Kiaei’s argument that 1) Marchand’s call control APIis a JINI proxy

object and 2) a JINI call control API is downloaded from the gateway to the other devices on the
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ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood
Marchand as implicitly describing an implementation in which the JINI LUS which identifies
services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.
1, “’1444 Final Decision” at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUS is to provide a registry of services that can be
registered and searched for within a piconet so that other devices can make use of the available
services. (See Ex. PA-F, “JINI Spec Part 17 at pp. 22-23.) As detailed in the background section
above, once a device joins a JINI/Java network, the joining device transfers java code (referred to
as a proxy object or java object) to the LUS. (/d.) This small amount of java code is used to identify
the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-
F, “JINI Spec Part 1 at pp. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores
this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec
Part 17 at pp. 22-23; Ex. PA-A, “Marchand” at 3:11-12.) For example, if a printer joins a network
utilizing JINI technology, the printer will publish its printing service to the network by transferring
java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includes the printer’s
information and a method to implement its printer interface. (/d.)

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a given service or how the service is utilized by another device. (See Ex. OTH-A, “Mandayam

Decl.” at q]52-53.) Instead, JINI technology requires that the sharing device provide its own
protocol to control the use of its shared service. (Id.) For example, in Marchand’s system, the
gateway mobile device shares its call control service with other devices on the Bluetooth piconet

through the LUS on the laptop, with the call control service defining the protocol for another device
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to utilize this service of Marchand’s mobile phone. (/d.) However, under the described protocol
Marchand’s mobile phone merely provides a calling service” code much as the printer provides a
“printing service” code to the LUS. (/d.)

It follows that regarding the mobile phone, once the call control service is published in the
services menu of the laptop, the details of how the mobile phone shares its call control service—
e.g. through specific API interfaces that are downloaded to each device as a proxy object—to
become a gateway for other devices on the network is not part of the JINI LUS technology. (/d.)
After the service code is published to the LUS, the other devices on the piconet can access the
published service code and interface method per its defined protocol and use the mobile phone as
a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also Ex. OTH-A,
“Mandayam Decl.” at 66.) Thus, contrary to Petitioner’s arguments, the details of how the phone
interacts with other devices as a gateway cannot be used to establish that the phone serves as the
LUS—because these details are irrelevant to the workings of JINI’s LUS feature. Like the mobile
phone, when other devices join the network, such as a PDA or printer, they first publish their
service to the LUS and then may use the LUS to discover network services, e.g. the call control
client code of the mobile phone to access its gateway services. (Ex. PA-A, “Marchand” at 10:18-
20.) “For example, other BLUETOOTH devices on the piconet perform a JINI-defined add-in
‘discovery and join’ protocol ‘to locate the LUS and upload all of its services’ interfaces, including
call control services. (/d. at 8:12-20.) The ability for the other devices, including the mobile phone,
to send Java code to the rest of the network to facilitate the sharing of services in no way equates
to the “discover and join” LUS feature itself, which provides the claimed “service repository
software component” and per Marchand is located on the laptop computer. (Ex. OTH-A,

“Mandayam Decl.” at {53)

42

436



Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the
Ground 1 argument advanced in the IPR fails. The 033 Patent calls for the service “repository
software component” to be located on the first wireless device-- the cellular device. In the case of
claim 56, the “means for identifying” limitation or “service repository software component” is
specifically located on the handheld device or mobile phone. Petitioner in the IPR relied on their
expert Dr. Kiaei’s opinions to argue that Marchand implicitly teaches that its JINI LUS is located
on Marchand’s gateway mobile phone. (Ex. 1, “’1444 Final Decision” at p. 15.) When the
teachings of Marchand are properly considered from the perspective of a person of ordinary skill
in the art, it is however clear that Marchand precludes the JINI LUS from being located on its
gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.” at q72-78.)

Moreover, the JINI LUS relied on in Marchand required hardware resources (memory and
processor) that exceeded the capabilities of mobile phones at the time (See Ex. 9, “PsiNaptic” at
pp. 31-32; Ex. OTH-A, “Mandayam Decl.” at{67.) As described in the background section above,
the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not
available on mobile phones during the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”
at Jq36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-
2002 were not able to support the JINI application, let alone the LUS feature. (/d.) This limitation
was recognized by the developer of the JINI/Java software platforms, Sun Microsystems, who
developed an alternate, “micro” version of JINI, known as J2ME, that was streamlined for mobile
phones but lacked the functionality required to support the LUS feature. (/d. at {28-29.) The
limitations of the J2ME application and specifically its inability to run Jini and the LUS feature
were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at [{31-37.) Several articles in 2001-

2002 documented the mismatch between the JINI requirements and mobile phone capabilities:

43

437



“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more
than 3 megabytes of static and running storage). Many networked computing devices
are. .. mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2
Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object
serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile
devices remains an unattained promise.” (/d. at {{30-31; Ex. 9, “PsiNaptic” at pp. 31-32; Ex. 2,
“Motorola” at p. 2).

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could
be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued
in the IPR. (Ex. OTH-A, “Mandayam Decl.” at {73). Moreover, even if the JINI LUS feature was
moved to a mobile phone, it would have been inoperable on the mobile phones that existed during
the relevant time-period as they lacked the required system requirements, such as memory and
processing capabilities. As discussed in the background section, the developer of Java and Jini,
Sun Microsystems, recognized that mobile phones could not run the full Java application and
devised a lighter application J2ME for phones, but with its reduced memory and processing
capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,
“Mandayam Decl.” at {73 citing Ex. 2, “Motorola” at p. 2.) While Marchand appears to recognize
that consumer products such as laptops and PDAs may soon be modified to provide multimedia
and telephony applications, (Ex. PA-A, “Marchand” at 7:2-6), there is no teaching or suggestion
that mobile phones may be modified to include laptop computer applications or PDA applications.
As Marchand relies on JINI and the LUS feature and in view of the limitations of mobile phones
to support both platforms, it is not surprising that Marchand only teaches a surrogate approach,

where JINI and LUS are placed on the laptop computer and the phone accesses the technology
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through the network. (Ex. OTH-A, “Mandayam Decl.” at {{[37-38).

Thus, in view of the above, one of ordinary skill in the art would not apply the combination
of Marchand, Nurmann and Vilander to arrive at Claim 56, however the combination does not rise
to the level of a substantial new question of patentability that has not been previously presented to
the Office for claim 56.

VIII. Support for Proposed Amendments

Please see Exhibit OTH-D for Proposed Amendments.

IX. 37 C.F.R. §1.510(b)(2): Detailed Explanation of the Pertinency and Manner

of Applying the Prior Art. Proposed Amendments are Patentably Distinct

over Previously Asserted Grounds.

While new and amended Claims 48 and 56-129 include a number of features that were not
addressed in any of the Grounds of IPR2015-01444 as noted below, claims 48 and 56-129 include
a “‘service repository software component” or its equivalent function (such as enumerating and
searching services) provided on a wireless device that wirelessly connects to both a cellular
network and a short distance wireless network and are therefore not obvious in view of Marchand,
Nurmann, and Vilander. (Ex. OTH-A, “Mandayam Decl.” at [78.)

As described below in relation to the arguments presented in Ground 1, the new and
amended claims are patentably distinct as the proffered combination does not teach or suggest a
mobile phone gateway including the claimed “service repository component.” Further, it would
not have been obvious to move the “service repository component” from the laptop computer in
Marchand to the mobile phone gateway, as that combination would have been inoperable in 2001,
given the hardware and software limitations that existed at the time. As the arguments presented
below are not exhaustive of the applicable patentability grounds, Patent Owner reserves its right

to present further arguments to the extent necessary.
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A number of features have been added by amendment to Claims 48 and 56, and have been
included in new claims 57-129, that are not addressed by the grounds or references as applied in
IPR2015-01444. These features provide separate bases for patentability of the amended and added
claims. For example, features related to 802.11 (or Wi-Fi) technology used alone or in
combination with Bluetooth technology (Ex. OTH-A, “Mandayam Decl.” at 87.), applications to
provide email services, calendaring services and managing contacts (Ex. OTH-A, “Mandayam
Decl.” at [88.), a location application that provides a current location of the wireless device (Ex.
OTH-A, “Mandayam Decl.” at 89.), a tunneling and optimization component (Ex. OTH-A,
“Mandayam Decl.” at 90.), software to establish the short-distance wireless network (Ex. OTH-
A, “Mandayam Decl.” at 91.), and various network management functions performed by the
handheld wireless device (Ex. OTH-A, “Mandayam Decl.” at 92.) further distinguish over the
references as applied in the grounds of IPR2015-01444.

A. Ground 1 - Amended and New Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, and
Vilander

Ground 1 of IPR2015-01444 relied on the teachings Vilander and Nurmann with respect
to a network address translator software component as claimed by the Patent Owner. Ground 1
did not rely on Vilander or Nurmann with respect to teaching a LUS or service repository software
component, or a device to host a LUS or service repository.

While new and amended Claims 48 and 56-129 include a number of features that were not
addressed in any of the Grounds of IPR2015-01444 as noted below, new and amended Claims 48
and 56-129 include a “service repository software component” or equivalent function (such as
enumerating and searching services) provided on a wireless device that wirelessly connects to both

a cellular network and a short distance wireless network and are therefore not obvious in view of
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Marchand, Nurmann, and Vilander.

More particularly, Petitioner argued that Marchand teaches this claim element through its
description of the JINI LUS. Petitioner’s arguments, however, are based on a fundamental
misunderstanding of the underlying JINI technology in Marchand and are contrary to Marchand’s
explicit teachings. A person of ordinary skill in the art (POSITA) would not understand Marchand
to disclose that its JINI LUS is physically located on Marchand’s cellular-enabled mobile phone
33, and further, a POSITA would have no motivation to modify Marchand to place the JINI LUS
on the mobile phone (article of manufacture in claim 48) in view of Marchand’s explicit teachings
to the contrary. (Ex. OTH-A, “Mandayam Decl.” at 53-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Petitioner’s
own admission, the LUS of Marchand does not explicitly satisfy the “service repository software
component” limitations of claims 1, 4, 7, and 14. (Ex. 1, *“’ 1444 Final Decision” at pp. 15-16.) The
PTAB however determined that Marchand would have implicitly informed a person skilled in the
art that the “service repository software component” may be disposed in the “first wireless device”.
(/d. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally
presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s reading of the
reference as Marchand describes several disadvantages associated with duplicating resources such
as a JINI LUS or “service repository component” on multiple devices within a piconet, and 2)
available mobile phone technology in 2001 filing date of the ‘033 application was incapable of
implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at |64,
72-76.) For these reasons, in addition to the positions presented in Patent Owner’s Response, there
would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand by either 1) duplicating the JINI LUS functionality and having
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it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS
from the laptop computer to the mobile phone gateway. (Id.)

Regarding the first reason, Marchand teaches that it is “inefficient from the resource point
of view” and “inappropriate, expensive, and cumbersome” to have the same hardware and software
on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand” at 4:1-9)
or call control client (Ex. PA-A, “Marchand” at 6:31-7:2; see also Ex. OTH-A, “Mandayam Decl.”
at 50, 65. (“The API is downloaded only to the device involved in the call since the other
Bluetooth devices that are not making the call do not need this particular code.”) Accordingly,
Marchand does not support duplicating resources such as an LUS as a service repository
component on both the laptop computer and the mobile phone gateway, as this “defeats the purpose
of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.” at 65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop
computer not the mobile phone gateway. (Ex. PA-A, “Marchand” at FIG. 4; see also Ex. OTH-A,
“Mandayam Decl.” at {55, 66.) In Marchand, when a device joins an existing Bluetooth piconet,
it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,
and publish its services to the LUS so those services are then made available to other devices on
the piconet. (Ex. PA-A, “Marchand” at 8:11-15.) Marchand explicitly defines where the list of
available services is located: “[t]he services menu on the laptop indicates all services available on
the Piconet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4
which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,
the only explicit teachings in Marchand point to the network’s LUS being located on the laptop.
(Ex. OTH-A, “Mandayam Decl.” at {][55, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of

48

442



JINI functionality and prevailing limitations regarding hardware and software for mobile phones,
that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone
gateway. (Ex. OTH-A, “Mandayam Decl.” at J73.) The implicit teachings advanced by the
Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marchand, how
the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.
OTH-A, “Mandayam Decl.” at {{72-78.) In its Final Written Decision the Board relied on
Petitioner and their expert Dr. Kiaei’s argument that 1) Marchand’s call control APIis a JINI proxy
object and 2) a JINI call control API is downloaded from the gateway to the other devices on the
ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood
Marchand as implicitly describing an implementation in which the JINI LUS which identifies
services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.
1, *“’1444 Final Decision” at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUS is to provide a registry of services that can be
registered and searched for within a piconet so that other devices can make use of the available
services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23.) As detailed in the background section
above, once a device joins a JINI/Java network, the joining device transfers java code (referred to
as a proxy object or java object) to the LUS. (/d.) This small amount of java code is used to identify
the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-
F, “JINI Spec Part 1” at pp. 22-23; see also Ex. PA-A, “Marchand” at 3:13-14.) The LUS stores
this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec
Part 17 at pp. 22-23; Ex. PA-A, “Marchand” at 3:11-12.) For example, if a printer joins a network
utilizing JINI technology, the printer will publish its printing service to the network by transferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1 at p. 22.) The java code includes the printer’s
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information and a method to implement its printer interface. (/d.)
While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a given service or how the service is utilized by another device. (See Ex. PA-F, “JINI Spec Part 17

at p. 24; Ex. OTH-A, “Mandayam Decl.” at {52-53.) Instead, the sharing device provides its own
protocol to control the use of its shared service. (/d.) For example, in Marchand’s system, the
gateway mobile device shares its call control service with other devices on the Bluetooth piconet
through the LUS on the laptop, with the call control service defining the protocol for another device
to utilize this service of Marchand’s mobile phone. (/d.) However, under the described protocol
Marchand’s mobile phone merely provides a calling service” code much as the printer provides a
“printing service” code to the LUS. (/d.)

It follows that regarding the mobile phone, once the call control service is published in the
services menu of the laptop, the details of how the mobile phone shares its call control service—
e.g. through specific API interfaces that are downloaded to each device as a proxy object—to
become a gateway for other devices on the network is not part of the JINI LUS technology. (/d.)
After the service code is published to the LUS, the other devices on the piconet can access the
published service code and interface method per its defined protocol and use the mobile phone as
a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also Ex. OTH-A,
“Mandayam Decl.” at 66.) Thus, contrary to Petitioner’s arguments, the details of how the phone
interacts with other devices as a gateway cannot be used to establish that the phone serves as the
LUS—because these details are irrelevant to the workings of JINI's LUS feature. (Ex. OTH-A,
“Mandayam Decl.” at 52.) Like the mobile phone, when other devices join the network, such as

a PDA or printer, they first publish their service to the LUS and then may use the LUS to discover
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network services, e.g. the call control client code of the mobile phone to access its gateway
services. (Ex. PA-A, “Marchand” at 10:18-20.) “For example, other BLUETOOTH devices on the
piconet perform a JINI-defined add-in ‘discovery and join’ protocol ‘to locate the LUS and upload
all of its services’ interfaces, including call control services. (/d. at 8:12-20.) The ability for the
other devices, including the mobile phone, to send Java code to the rest of the network to facilitate
the sharing of services in no way equates to the “discover and join” LUS feature itself, which
provides the claimed “service repository software component’” and per Marchand is located on the
laptop computer. (Ex. OTH-A, “Mandayam Decl.” at {53)

Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the
Ground 1 argument advanced in the IPR fails. Other than including call control service feature 41
(Figure 4 of Marchand) on the mobile phone to access the JINI LUS application on the laptop,
Marchand does not teach or suggest having the JINI LUS application resident on the mobile phone
gateway. The *033 Patent calls for the service “repository software component” to be located on
the first wireless device-- the cellular device. In the case of claim 48, the “repository software
component” is specifically located on the article of manufacture, the gateway device. Petitioner
in the IPR relied on their expert Dr. Kiaei’s opinions to argue that Marchand implicitly teaches
that its JINI LUS is located on Marchand’s gateway mobile phone. (Ex. 1, “’1444 Final Decision”
at pp. 15-16.) When the teachings of Marchand are properly considered from the perspective of a
person of ordinary skill in the art, it is however clear that Marchand precludes the JINI LUS from
being located on its gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.” at q]72-78.)

Moreover, the JINI LUS relied on in Marchand required hardware resources (memory and
processor) that exceeded the capabilities of mobile phones at the time (See Ex. 9, “PsiNaptic” at

pp. 31-32; Ex. OTH-A, “Mandayam Decl.” at§67.) As described in the background section above,
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the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not
available on mobile phones during the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”
at Jq36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-
2002 were not able to support the JINI application, let alone the LUS feature. (/d.) This limitation
was recognized by the developer of the JINI/Java software platforms, Sun Microsystems, who
developed an alternate, “micro” version of JINI, known as J2ME, that was streamlined for mobile
phones but lacked the functionality required to support the LUS feature. (/d. at 428-29.) The
limitations of the J2ME application and specifically its inability to run Jini and the LUS feature
were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at [{[31-37.) Several articles in 2001-
2002 documented the mismatch between the JINI requirements and mobile phone capabilities:
“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more
than 3 megabytes of static and running storage). Many networked computing devices
are. .. mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2
Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object
serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile
devices remains an unattained promise.” (/d. at {{30-31; Ex. 9, “PsiNaptic” at pp. 31-32; Ex. 2,
“Motorola” at p. 2).

As described in the background section and above, the hardware required to operate JINI
LUS—at least 3 megabytes of memory—was not available on mobile phones during the relevant
2001 time-period. See S. Hashman and S. Knudsen, “The Application of Jini Technology to
enhance the Delivery of Mobile Services,” PsiNaptic, December 2001, pages 31-32. Moreover,
even if the JINI LUS feature was moved to a mobile phone, it would have been inoperable on the

mobile phones that existed during the relevant time-period as they lacked the required system
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requirements, such as memory and processing capabilities. ~As discussed in the background
section, the developer of Java and Jini, Sun Microsystems, recognized that mobile phones could
not run the full Java application and devised a lighter application J2ME for phones, but with its
reduced memory and processing capabilities that version of Java was not able to support Jini or its
LUS feature. (Ex. OTH-A, “Mandayam Decl.” at {73 citing Ex. 2, “Motorola” at p. 2.) As
established above, the industry was well-aware of both the system requirements to support Jini and
its LUS feature and the hardware/software limitations in prevailing phones that prevented them
from supporting the more robust Java Standard Edition software and Jini technology.
Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could
be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued
in the IPR. (Ex. OTH-A, “Mandayam Decl.” at {[76). Moreover, even if the JINI LUS feature was
moved to a mobile phone, it would have been inoperable on the mobile phones that existed during
the relevant time-period as they lacked the required system requirements, such as memory and
processing capabilities. (Id.) As discussed in the background section, the developer of Java and
Jini, Sun Microsystems, recognized that mobile phones could not run the full Java application and
devised a lighter application J2ME for phones, but with its reduced memory and processing
capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,
“Mandayam Decl.” at q{74-75 citing Ex. 2, “Motorola” at p. 2.) While Marchand appears to
recognize that consumer products such as laptops and PDAs may soon be modified to provide
multimedia and telephony applications, (Ex. PA-A, “Marchand” at 7:2-6), there is no teaching or
suggestion that mobile phones may be modified to include laptop computer applications or PDA
applications. As Marchand relies on JINI and the LUS feature and in view of the limitations of

mobile phones to support both platforms, it is not surprising that Marchand only teaches a surrogate
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approach, where JINI and LUS are placed on the laptop computer and the phone accesses the
technology through the network. (Ex. OTH-A, “Mandayam Decl.” at {37-38).
B. Ground 2 — New and Amended Claims 48 and 56-129 are not obvious
under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
and RFC2543

Ground 2 of IPR2015-01444 asserted that claim 5 of the ‘033 patent was obvious under 35
U.S.C. § 103 in view of Marchand, Nurmann, Vilander and RFC 2543. Claim 5 depends from
Claim 1 and therefore includes the same limitations described above with respect to the service
repository. Claims 5 adds a domain naming service (“DNS”) software component. The PTAB
determined that claim 5 was unpatentable over the combination of Marchand, Nurmann, Vilander,
and RFC2543 in that a person of ordinary skill in the art would have combined the DNS software
component taught by RFC 2543 with the features of Marchand, Nurmann, and Vilander. However,
RFC2543 provides no additional insight with respect to location of a JINI LUS within a Bluetooth
piconet, or providing multiple devices in a Bluetooth piconet with a JINI LUS. (Ex. OTH-A,
“Mandayam Decl.” at {77.)

While new and amended claims 48 and 56-129 include several features that were not
addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 62, 85, 86, 96,
101, 108, 111 and 125 include DNS software like that present in claim 5 of the ‘033 patent.
Because RFC2543 does not provide any insight with respect to a Jini LUS or service repository
software component or equivalent function (such as enumerating and searching services) provided
on the wireless device present in claims 48 and 56-129 that wirelessly connects to both a cellular
network and a short distance wireless network, these claims are therefore not obvious in view of
Marchand, Nurmann, Vilander and RFC2543. (Ex. OTH-A, “Mandayam Decl.” at 78.)

C. Ground 3 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
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and Larsson.

Ground 3 of IPR2015-01444 asserted that claims 6 and 23 of the ‘033 patent were obvious
under 35 U.S.C. § 103 in view of Marchand, Nurmann, Vilander and Larsson. Claims 6 and 23
depend from Claim 1 and therefore include the same limitations described above with respect to
the service repository. Claims 6 and 23 add a security software component and a virtual private
network software component, respectively. The PTAB determined that claims 6 and 23 were
unpatentable over the combination of Marchand, Nurmann, Vilander, and Larsson in that a person
of ordinary skill in the art would have combined the security software component and VPN
software component taught by Larsson with the features of Marchand, Nurmann, and Vilander.
However, Vilander provides no additional insight with respect to location of a JINI LUS within a
Bluetooth piconet, or providing multiple devices in a Bluetooth piconet with a JINI LUS. As such,
these claims are patentable at least because of their dependency from Claim 1. (Ex. OTH-A,
“Mandayam Decl.” at {79.)

While new and amended claims 48 and 56-129 include many features that were not
addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 63, 87, 88, 102,
104, 112, 115, and 126 include a security software component and/or a virtual private network
software component, that was present in claims 6 and 23 of the ‘033 patent. Because Larsson does
not add any insight with respect to the service repository software component or equivalent
function (such as enumerating and searching services) being provided on the wireless device
present in claims 48 and 56-129 that wirelessly connects to both a cellular network and a short
distance wireless network, these claims not obvious in view of Marchand, Nurmann, Vilander and
Larsson. (Ex. OTH-A, “Mandayam Decl.” at {80.)

D. Ground 4 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
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and the JINI Spec.

Ground 4 of IPR2015-01444 asserted that claims 12, 15, 22, 34, 39, 40, 42, and 46 of the
‘033 patent were obvious under 35 U.S.C. § 103 in view of Marchand, Nurmann, Vilander and the
JINI Spec. Claims 12, 15, and 22 depend from Claim 1 and therefore include the same limitations
described above with respect to the service repository software component. Claims 34 and 42 are
independent claims that include more specific service repository functions such as enumerating a
list of services and searching the list of services, however these functions are performed by a
handheld wireless device that controls access between a short distance wireless network and a
cellular network like the first wireless device having the service repository software component as
recited in Claim 1. Claims 39 and 40 depend from Claim 34. Claim 46 depends from Claim 42.
(Ex. OTH-A, “Mandayam Decl.” at 81.)

The PTAB relied on the JINI spec. for teachings with respect to the JINI LUS as storing
information about a service’s ID, class or type, and attributes, as well as searching the LUS,
providing a plug and play feature, and having more than one LUS in a network, in combination
with the reasoning with respect to Claim 1 for locating the JINI LUS on the mobile phone in -
finding that Claims 12, 15, 22, 34, 39, 40, 42, and 46 unpatentable. (Ex. OTH-A, “Mandayam
Decl.” at {82.)

While new and amended claims 48 and 56-129 include several features that were not
addressed in any of the Grounds of IPR2015-01444 as noted below, new claims 58, 64, 83, 88, 95,
100, 104, 106, 110, 115, and 128 include more specific service repository functions such as
enumerating a list of services and searching the list of services that were present in one or more of
claims 12, 15, 22, 34, 39, 40, 42, and 46 of the ‘033 patent. Because, the JINI Spec does not add

any insight or features with respect to the service repository software component or equivalent
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function (such as enumerating and searching services) provided on the wireless device present in
claims 48 and 56-129 that wirelessly connects to both a cellular network and a short distance
wireless network, these claims are therefore not obvious in view of Marchand, Nurmann, Vilander
and the JINI Spec. (Ex. OTH-A, “Mandayam Decl.” at 83.)
E. Ground 5 — New and Amended Claims 48 and 56-129 are not obvious
under 35 U.S.C. § 103 with respect to Marchand, Larsson and the
JINI Spec.

Ground 5 of IPR2015-01444 asserted that claims 25 and 28 of the ‘033 patent were obvious
under 35 U.S.C. § 103 in view of Marchand, Larsson and the JINI Spec. Claim 25 is an independent
claim that includes a service repository software component on a wireless device in a short distance
wireless network and a cellular network like the service repository software component of Claim
1. Claim 28 depends from Claim 25 and therefore includes the same limitations described above
with respect to the service repository software component, but adds a security software VPN. The
PTAB determined that claims 25 and 28 were unpatentable over the combination of Marchand,
Larsson, and the JINTI Spec. relying on the same reasoning relied upon with respect to Claims 1
and 34. (Ex. OTH-A, “Mandayam Decl.” at {84.)

While new and amended claims 48 and 56-129 include several features that were not
addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 63, 87, 102, 112,
and 126 add a security software or VPN feature, like that present in claims 25 and 28 of the ‘033
patent. Because Larsson does not provide any insight relative to the service repository software
component or equivalent function (such as enumerating and searching services) provided on the
wireless device present in claims 48 and 56-129 that wirelessly connects to both a cellular network
and a short distance wireless network, these claims are therefore not obvious in view of Marchand

in view of Larsson and JINI Spec. (Ex. OTH-A, “Mandayam Decl.” at {85.)
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X. Objective Indicia Supports Nonobviousness

Objective indicia, such as unexpected results, industry praise, teaching away and long-felt
need, “can be the most probative evidence of non-obviousness in the record, and enable the court
to avert the trap of hindsight.” Crocs, Inc. v. ITC, 598 F.3d 1294, 1310 (Fed. Cir. 2010). These
objective criteria “turn back the clock and place the claims in the context that led to their
invention.” Mintz v. Dietz, 679 F.3d 1372, 1378 (Fed. Cir. 2012). As such, the Federal Circuit
requires consideration of these objective indicia because they “provide objective evidence of how
the patented device is viewed in the marketplace, by those directly interested in the product.”
(Demaco Corp. v. F. Von Langsdorff Licensing Ltd., 851 F.2d 1387, 1391 (Fed. Cir. 1988) and
Spectralytics, Inc. v. Cordis Corp., 649 F.3d 1336, 1344 (Fed. Cir. 2011).

IXT’s Personal Mobile Gateway (PMG) embodies the ‘033 patented invention. (Ex. OTH-
A, “Mandayam Decl.” at [97.) As illustrated in {97 of Dr. Mandayam’s declaration, IXI’s PMG
product reads on claim 25 of the ‘033 patent. Objective evidence regarding how PMG has been
received by the wireless industry is thus relevant to establish non-obviousness of the ‘033 patented
invention.

Shortly after the launch of IXI's PMG product, the industry began praising the invention
and touted the claimed features of the ‘033 patent. (Id. at {100-104.) One article entitled
“Cautious Optimism at the 3GSM World Congress” provided “IXI Mobile presented an
innovative GSM/GPRS product called the Personal Mobile Gateway (PMG). . . IXI has an
interesting approach to mobile devices, one that divorces the communications engine from the user
interface.” (Ex. OTH-A, “Mandayam Decl.” at {101 citing Ex. 12, “Cautious Optimism at the

3GSM World Congress™ at p. 12, boldface added.)
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In an article entitled “Consumer Gadgets: 50 Ways to Have Fun & Simplify Your Life with
Today’s Technology, Chapter 39 Using Many Devices with One Connection: Personal Mobile
Gateways”, the author notes “The company offers a personal mobile gateway (PMG) that acts as
a bridge between the devices and the wireless network. . . and serves as the gateway between the
short-range personal area network (PAN). .. The PMG device acts as a pocket-sized microbridge
and microrouter between the PAN and the wireless network. . . Perhaps the most exciting thing
is that all these devices will be able to communicate with one another and the Internet. . .”
(Ex. OTH-A, “Mandayam Decl.” at {102 citing Ex. 13, “Consumer Gadgets” at pp. 4-5, boldface
added.)

In 2000, prior to the launch of IXI’s PMG, the industry and specifically the CEO of market
leader RIM expressed skepticism at the idea of “combining computing, phone and Internet
services. To him, that made no sense. All-purpose operating systems sucked batteries dry, hogged
wireless bandwidth and were awkward to use.” (Ex. OTH-A, “Mandayam Decl.” at {103 citing
Ex. 5, “RIM” at pp. 9-10.)

Approximately one year after IXI’s launch of its PMG, Samsung obtained a license for the
PMG software for its “new breed of Samsung wireless phones,” Samsung SGH-X410. (Ex. OTH-
A, “Mandayam Decl.” at 104 citing Ex. 14, “Brighthand” at p. 1.)

In addition to industry praise, IXI's PMG addressed a long felt but unmet need. (Ex. OTH-
A, “Mandayam Decl.” at {{105-110.) In one article entitled “The Evolving Mobile User
Interface_Strategies for the Wireless Internet” the author states IXI's PMG product provides an
“end-to-end solution” and concludes that “the IXI Mobile has identified a real problem and

proposes a real solution.” (Ex. OTH-A, “Mandayam Decl.” at {105 citing Ex. 15, “The Evolving
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Mobile User Interface_Strategies for the Wireless Internet™ at pp. 62, 48, boldface added.)

This unmet need is also captured in a report entitled “PMGs Set to Explode in 2004” that
provided a “synopsis and forecast analysis of the emerging Personal Mobile Gateway or PMG,
market” and estimated that the market for PMG and PMG Companion devices could “exceed
110 Million units in 2007.” (Ex. OTH-A, “Mandayam Decl.” at 107 citing Ex. 17, “PMGs Set
to Explode in 2004 at pp. 1, 6, boldface added.)

In another report TNI Securities Equity Research outlines how IXI's PMG is leading “first
steps” towards a “paradigm shift” in connectivity that “combines wide area networking
technologies such as GSM/GPRS, CDMA, etc. with short distance wireless such as Bluetooth or
WiFi with micro-router and micro-server functionalities.” (Ex. OTH-A, “Mandayam Decl.” at
9108 citing Ex. 18, “TNI Securities Equity Research™ at pp. 1, 4-5, boldface added.)

IXT’s PMG was also the recipient of the Winning Technology Award “for its end-to-end
software solutions that enable the introduction of a new category of wireless devices including the
Personal Mobile Gateway (PMG). . . Industry recognition of the PMG is continuing to grow.” (Ex.
OTH-A, “Mandayam Decl.” at 110 citing Ex. 20, “Winning Technology Award” at p. 1.)

And, Marchand’s surrogate approach in which the phone accesses a JINI LUS on the laptop
constitutes a teaching away from the ‘033 claimed invention, where the phone serves as a bridge
and router between other devices on the PAN. (Ex. OTH-A, “Mandayam Decl.” at {31, 111.)

Based on the above examples of industry praise, teaching away, and long felt but unmet

need, there is sufficient objective evidence that the claimed invention as embodied in IXI's PMG

5 For each of “The Evolving Mobile User Interface_Strategies for the Wireless Internet” citations,

the original pagination of the reference is being cited, not the pagination of the Exhibit.
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product was “not obvious during the relevant time frame and given the state of the industry at that
time.” (Ex. OTH-A, “Mandayam Decl.” at {[112.)
XI.  Conclusion
The prior art documents presented in the above Request were either not previously
considered by the Office or are now being presented in a new light pursuant to MPEP § 2242.
New and amended claims 48 and 56-129 of the ‘033 patent are patentable over the prior
art documents cited herein. The prior art documents teach the subject matter of the ‘033 patent in
a manner such that substantial new questions of patentability for those claims are raised by this
Request. Accordingly, the Office is requested to grant this Request and to initiate reexamination

with special dispatch.

Respectfully submitted,

VA Y

Dated: March 24, 2017

Peter G. Korytnyk (Reg. No. 43,400)
Attorney for Applicant

213 S. Payne Street
Alexandria, VA 22314
703-892-5210 (telephone)
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