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ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Joicone@hopkinscarley.Com

 
06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/23/2014

06/23/2014

06/26/2014

06/26/2014

06/26/2014

06/27/2014

06/30/2014

07/08/2014

COMPLAINT against Blackberry Corporation, Blackberry Limited. (Filing Fee $ 350.00,
Receipt Number 1098194)Document filed by | XI Mobile (R&D) Ltd., IX! IP, LLC.
(Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online (Entered: 06/23/2014)

SUMMONS ISSUEDasto Blackberry Corporation, Blackberry Limited. (moh) (Entered:
06/23/2014)

CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14-cv-4355. (moh)
(Entered: 06/23/2014)

Case Designated ECF. (moh) (Entered: 06/23/2014)

CIVIL COVER SHEETfiled. (moh) (Entered: 06/23/2014)
STATEMENT OF RELATEDNESSre: that this action be filed as related to 14-cv-4355.

Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(moh) (Entered: 06/23/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project becauseit
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Main Document 4 replaced on 6/23/2014) (laq). (Entered:
06/23/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

Mailed notice to Commissioner of Patents and Trademarksto report the filing of this
action. (moh) (Entered: 03/27/2015)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
|X| IP, LLC.(Biemer, Thomas) (Entered: 06/23/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
|X| Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/23/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of

Assignment to follow. (pgu) (Entered: 06/26/2014)

NOTICE OF CASE ASSIGNMENTto Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 06/26/2014)

Magistrate Judge Debra C. Freemanis so designated. (pgu) (Entered: 06/26/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Blackberry Corporation served on
6/23/2014, answer due 7/14/2014. Service was accepted by Marie Garcia, Process
Specialist for CT Corporation System as Registered Agent. Document filed by | XI Mobile
(R&amp;D) Ltd.; [XI IP, LLC. (Biemer, Thomas) (Entered: 06/27/2014)

ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905, 40 Centre

Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate
Parent IXI Mobile Inc. for |XIl Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)
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07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

07/23/2014

07/23/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

08/20/2014

08/25/2014

08/25/2014

10

11

12

13

14

15

16

17

18

19

LETTER MOTION for Extension of Time To Respond to Plaintiffs’ Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by IX! IP, LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDERgranting 10 Letter Motion for Extension of Time. IT IS HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. |T IS FURTHER ORDERED THATthe initial conference,
currently scheduled for August 26, 2014, is ADJOURNEDto October 7, 2014 at 12:30
p.m. 1T |S FURTHER ORDEREDthat the parties shall submit the joint letter and proposed
case management plan referenced in the Court's June 30, 2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/12/2014; Blackberry Limited
answer due 9/12/2014. Set/Reset Hearings: (Initial Conference reset for 10/7/2014 at
12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915127. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by |XI IP, LLC, 1X! Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, |X! Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt; &gt: &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 12 MOTION for Joshua D. Wolson to Appear Pro HacVice . Filing
fee § 200.00, receipt number 0208-9915127. Motion and supporting papers to be
reviewed by Clerk's Office staff., 13 MOTION for John Joseph Higson to Appear Pro Hac
Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting papers
to be reviewed by Clerk's Office staff.. Provide only one individual case number on the
documents. (sdi) (Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
[XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
[Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff., 14 MOTION for Joshua D.
Wolson to Appear Pro Hac Vice (CORRECTED). Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 07/24/2014)

ORDERgranting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDERgranting 14 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/20/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk's Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and paythe filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 19
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09/10/2014

09/10/2014

09/10/2014

09/10/2014

09/26/2014

09/26/2014

09/29/2014

09/29/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

20

21

22

23

24

25

26

27

28

29

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

NOTICE OF APPEARANCEby Marshall Beil on behalf of Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/10/2014)

LETTER MOTIONfor Extension of Time to File Response/Reply addressed to Judge Richard
J. Sullivan from Marshall Beil dated September 10, 2014. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 09/10/2014)

ORDER granting 21 Letter Motion for Extension of Time to File Response/ Reply. SO
ORDERED. (Signed by Judge Richard J. Sullivan on 9/10/2014) (mro) (Entered:
09/11/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/26/2014; Blackberry Limited
answer due 9/26/2014. (mro) (Entered: 09/11/2014)
FILING ERROR - CORPORATE PARENT/ OTHER AFFILIATE NOT ADDED - RULE7.1

CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Blackberry Corporation, Blackberry Limited.(Beil, Marshall) Modified on 9/29/2014 (Ib).
(Entered: 09/26/2014)

ANSWERto 1 Complaint, with JURY DEMAND; COUNTERCLAIM against | XI Mobile
(R&amp;D) Ltd., IXI IP, LLC. Document filed by Blackberry Corporation, Blackberry
Limited.(Beil, Marshall) Modified on 10/22/2014 (mro). (Entered: 09/26/2014)
*** NOTE TO ATTORNEY TO RE-FILE DOCUMENT - DEFICIENT DOCKET ENTRY ERROR.

Note to Attorney Marshall Beil to RE-FILE Document 23 Rule 7.1 Corporate Disclosure
Statement,. ERROR(S): Corporate Parents were not added. Please re-file this document
and when prompted: Are there any corporate parents or other affiliates?, select the YES
radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST SELECT THE
SEARCH BUTTON. Select the correct name or create a new corporate parent. Add the
Corporate Parent(s) or Affiliate(s) one party name at atime. (lb) (Entered: 09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate Parent Blackberry
Limited for Blackberry Corporation. Document filed by Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/29/2014)

MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Blackberry Corporation, Blackberry Limited.(Riopelle, Brian) (Entered:
09/30/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Jason W. Cook to Appear Pro
Hac Vice . Filing fee $ 200.00, receipt number 0208-10156886. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by Blackberry Corporation,
Blackberry Limited.(Cook, Jason) Modified on 9/30/2014 (bcu). (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 26
MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 27 MOTION for Jason W. Cook to Appear Pro HacVice . Filing
fee $ 200.00, receipt number 0208-10156886. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The filing is deficient for the following reason(s): Missing
Certificate of Good Standing. Certificate of Good Standing must be issued from the
Supreme Court of Texas and not from a State Bar Association. Re-file the document asa
Corrected Motion to Appear Pro Hac Vice and attach a valid Certificate of Good Standing,
issued within the past 30 days. (bcu) (Entered: 09/30/2014)

MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Swanson, Derek)
(Entered: 09/30/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Letter per Court Order of 6-30-14 modified 7-8-14.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 09/30/2014)

&gt; &gt;&gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 28
MOTION for Derek H. Swanson to Appear Pro HacVice . Filing fee $ 200.00, receipt
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10/01/2014

10/01/2014

10/02/2014

10/02/2014

10/03/2014

10/07/2014

10/08/2014

10/17/2014

10/21/2014

10/22/2014

11/07/2014

11/10/2014

12/01/2014

12/08/2014

12/12/2014

30

31

32

33

34

35

36

37

38

39

40

41

42

number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 26 Motion for Brian C. Riopelle to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 28 Motion for Derek H. Swanson to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff. Document filed by Blackberry Corporation, Blackberry
Limited.(Cook, Jason) (Entered: 10/02/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 32
MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 10/02/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 32 Motion for Jason W. Cook to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/3/2014) (kgo) (Entered:
10/03/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs' counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry's counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
11/7/14. (sc) (Entered: 10/08/2014)

ORDERgranting 19 Motion for Mark Halderman to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 10/7/2014) (mro) (Entered: 10/08/2014)

FILING ERROR - WRONG EVENT TYPE SELECTED FROM MENU - ANSWERto Complaint
with JURY DEMAND. Document filed by IXI IP, LLC, IX!I Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 10/17/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated October 21, 2014
re: Request for docket entry number 24 to be corrected. Document filed by Blackberry
Corporation, Blackberry Limited. (Attachments: # 1 Online (Entered: 10/21/2014)

MEMO ENDORSEMENTonre: 36 Letter, filed by Blackberry Limited, Blackberry
Corporation. ENDORSEMENT: The Clerk of the Court is respectfully directed to correct
docket entry 24 to reflect that Defendants Blackberry Limited and Blackberry Corporation
filed an answer with counterclaims against Plaintiffs |Xl Mobile (R&amp:D) Ltd. and I|Xl
IP, LLC. (Signed by Judge Richard J. Sullivan on 10/21/2014) (mro) (Entered:
10/22/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP, LLC, |XIl Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP, LLC, [Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by |XI IP, LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER:All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs' Claim Construction Brief shall be filed by: July 8,
2015. Defendants' Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs’
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Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated December 16,
2014 re: Request to transfer action to the Northern District of California. Document filed
by Blackberry Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 12/16/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
12/19/2014 re: Response to the Pre-Motion Letter from Blackberry, et al. dated 12-16-
14. Document filed by IXI IP, LLC, |Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 12/19/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
|S HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER:After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RUS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RUS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, |T
|S HEREBY ORDERED THATall of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

MOTIONto Transfer Case . Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document filed by
Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered: 02/03/2015)

DECLARATION of Frank Geng in Support re: 47 MOTION to Transfer Case .. Document

12/12/2014

12/16/2014 43

12/19/2014 44

12/22/2014 45

01/05/2015 46

02/03/2015 47

02/03/2015 48

02/03/2015 49

filed by Bl ackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/03/2015)

02/17/2015 50 BRIEF re: 47 MOTION to Transfer Case . Omnibus Brief In Opposition to Motion to
Transfer. Document filed by IXI IP, LLC, |XIl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 02/17/2015)

02/17/2015 51 DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, #
Online, #

3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:

02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 47 MOTION to Transfer Case .. Document
filed by |XI IP, LLC, |XI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

DECLARATION of Derek H. Swanson in Support re: 47 MOTION to Transfer Case ..
Document filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

02/17/2015 52

02/17/2015 53

02/20/2015 54

02/20/2015 55
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02/24/2015

02/25/2015

02/27/2015

02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/05/2015

03/18/2015

03/19/2015

56

57

58

59

60

61

62

63

64

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by |XI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leaveto file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting “that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether | XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, |T |S HEREBY ORDERED
THATPlaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties’ briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), |T IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that |XI be required to provide the Court with the
license" is GRANTED.( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by I XI
IP, LLC, [Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENTonre: (54 in 1:14-cv-04355-RUS) Letter, filed by IXI IP,LLC, IX!
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RUJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between | XI IP and |XI Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 47 MOTION to Transfer Case .
PLAINTIFFS SUR-REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO

TRANSFER. Document filed by IXI IP, LLC, |X! Mobile (R&amp;D) Ltd.. (Biemer, Thomas)
(Entered: 03/02/2015)

DECLARATION of STEVE PEDERSENin Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, [XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 47 MOTION to Transfer Case . Response to IXlIs Sur-
Reply to BlackBerrys Motion to Transfer. Document filed by Blackberry Corporation,
Blackberry Limited. (Beil, Marshall) (Entered: 03/05/2015)

MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Hassett, Shaun)
(Entered: 03/18/2015)

&gt; &gt;&gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 64
MOTIONfor Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
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03/20/2015

04/14/2015

04/14/2015

05/04/2015

05/06/2015

05/11/2015

05/15/2015

05/15/2015

05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

65

66

67

68

69

70

71

72

73

74

75

76

7?

number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
03/19/2015)

ORDER FOR ADMISSION PRO HAC VICE granting 64 Motion for Shaun W. Hassett to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 3/20/2015) (kko) (Entered:
03/20/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883370. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, #
2 Online (Entered: 05/04/2015)

ORDERgranting 68 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STIPULATION OF DISMISSAL OF CLAIMS AND COUNTERCLAIMS RELATED TO U.S.

PATENT NO. 7,426,398: Plaintiffs IXl Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively,
"Plaintiffs") and Defendants BlackBerry Limited and BlackBerry Corporation (collectively
"Defendants"); hereby stipulate and agree to the dismissal with prejudice of the Second
Count for Relief in Plaintiffs’ Complaint alleging infringement of U.S. Patent No. 7,426,398
("the '398 Patent") in the above-captioned action, each party to bear its own costs and
fees related to claims of infringement of the '398 Patent. Further, Plaintiffs and
Defendants hereby stipulate and agree to the dismissal without prejudice of Defendants’
counterclaims of invalidity and non-infringement of the '398 Patent, each party to bearits
own costs and fees related to counterclaims of invalidity and non-infringement of the '398
Patent. (Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

JOINT LETTER addressed to Judge Richard J. Sullivan from Marshall Beil, Esq. dated
05/15/2015 re: mediation. Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 05/15/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP, LLC,
[Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP, LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Blackberry Corporation,
Blackberry Limited, IXI IP, LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by IXI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV (on behalf of all
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07/02/2015

07/08/2015

07/08/2015

07/08/2015

07/10/2015

07/15/2015

08/03/2015

08/03/2015

08/06/2015

08/06/2015

08/12/2015

08/17/2015

08/19/2015

78

79

80

81

82

83

84

85

86

87

88

89

Defendants) dated June 18, 2015 re: Response to IXI's Request for a Pre-motion
Conference for a Motion to Strike. Document filed by Blackberry Corporation, Blackberry
Limited.(Hassett, Shaun) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP, LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATIONre: 79 Brief Declaration of Mark W. Halderman. Document filed by IXI IP,
LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATIONre: 79 Brief Declaration of Joel R. Williams. Document filed by IXI IP, LLC,
[Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated July 10, 2015 re:
Request for pre-motion conference for a motion to stay. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 07/10/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 15, 2015 re: Response to pre-motion letter from Defendant Blackberry requesting a
stay. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 07/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated August 3, 2015
re: Request for additional pages and exhibits for Defendants’ Responsive Claim
Construction Brief. Document filed by Blackberry Corporation, Blackberry Limited. (Beil,
Marshall) (Entered: 08/03/2015)

MEMO ENDORSEMENTonre: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED.(
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDERre: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, 1T |S HEREBY ORDERED THAT Defendants’ motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case number 14--cv-
4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (Asfurther set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-04428.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (farS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/12/2015. Case Management Conference set for 11/19/2015 11:00
AM in Courtroom C, 15th Floor, San Francisco. (farS, COURT STAFF) (Filed on 8/19/2015)
Modified on 8/19/2015 (farS, COURT STAFF). (Entered: 08/19/2015)

 

   

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx?Key=308 154696/0II2I- LIOIO|OI[S/16/2017 9:38:30 AM]

260



261

LexisNexis CourtLink - Show Docket

08/24/2015 90 NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

08/24/2015 91 CONSENT/ DECLINATION to Proceed Before a US Magistrate Judge by IXI IP, LLC, IX]
Mobile (R&amp;D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

08/25/2015 92 NOTICE of Appearance by John V. Picone, III (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 93 NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 94 NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 95 CLERK'S NOTICE OF IMPENDING REASSIGNMENT TO A U.S. DISTRICT COURT JUDGE:

The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS

REASSIGNED. This is atext only docket entry; there is no document associated with this
notice. (IsS, COURT STAFF) (Filed on 8/25/2015) (Entered: 08/25/2015)

08/25/2015 96 ORDER, Case reassigned to Hon. Richard Seeborg. Magistrate Judge Laurel Beeler no
longer assigned to the case.. Signed by Executive Committee on 8/25/15. (ha, COURT
STAFF) (Filed on 8/25/2015) (Entered: 08/25/2015)

08/26/2015 97 CLERK'S NOTICE SCHEDULING CASE MANAGEMENT CONFERENCE. Gase Management
Statement due by 11/12/2015. Case Management Conference set for 11/19/2015 at
10:00 AM in Courtroom 3, 17th Floor, San Francisco. (cl, COURT STAFF) (Filed on
8/26/2015) (Entered: 08/26/2015)

08/31/2015 98 NOTICE of Appearance by Franklin Devin Kang (Kang, Franklin) (Filed on 8/31/2015)
(Entered: 08/31/2015)

09/09/2015 99 ORDER RELATING CASES 15-CV-3752-hsg AND 15-cv-3755-PJH. Signed by Judge
Haywood 8. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)

09/15/2015 100 ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all
further proceedings. Case reassigned to Judge Hon. Haywood S Gilliam, Jr. Judge Hon.
Richard Seeborg no longer assigned to the case. Signed by Executive Committee on
9/15/15. (sv, COURT STAFF) (Filed on 9/15/2015) (Entered: 09/15/2015)

09/15/2015 101 CLERK'S NOTICE SETTING CASE MANAGEMENT CONFERENCE FOR REASSIGNED CIVIL

CASE. Notice is hereby given that a Case Management Conference has been setfor
November 17, 2015, before Judge Haywood S&S. Gilliam, Jr., at 2:00 p.m., in Courtroom
15, 18th Floor, 450 Golden Gate Avenue, San Francisco, CA. Case Management
Statement due by November 10, 2015. (This is a text only docket entry, there is no
document associated with this notice.)(ndrS, COURT STAFF) (Filed on 9/15/2015)
(Entered: 09/15/2015)

09/15/2015 102 CERTIFICATE OF SERVICE by [XI IP, LLC, IXI Mobile (R&amp;D) Ltd. (Coleman, Jennifer)
(Filed on 9/15/2015) (Entered: 09/15/2015)

09/16/2015 103 MOTION for leave to appear in Pro Hac Vice for Joshua D. Wolson( Filing fee $ 305,
receipt number 0971-9841209.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/16/2015)

09/17/2015 104 MOTIONfor leave to appear in Pro Hac Vice for Thomas S. Biemer ( Filing fee $ 305,
receipt number 0971-9844116.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

09/17/2015 105 MOTIONfor leave to appear in Pro Hac Vice for Jason Cook ( Filing fee $ 305, receipt
number 0971-9844163.) filed by BlackBerry Corporation, BlackBerry Limited.
(Attachments: # 1 Online (Entered: 09/17/2015)

09/17/2015 106 MOTIONfor leave to appear in Pro Hac Vice for John J. Higson ( Filing fee $ 305, receipt
number 0971-9844287,) filed by |XI IP, LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

09/17/2015 107 MOTIONfor leave to appear in Pro Hac Vice for Shaun Hassett ( Filing fee $ 305, receipt
number 0971-9844303.) filed by BlackBerry Corporation, BlackBerry Limited.
(Attachments: # 1 Online (Entered: 09/17/2015)
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09/17/2015

09/17/2015

09/17/2015

09/24/2015

09/24/2015

09/24/2015

09/25/2015

09/25/2015

09/25/2015

09/28/2015

09/28/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/01/2015

10/05/2015

10/06/2015

10/13/2015

10/14/2015

10/14/2015

108

109

 
120

121

122

123

124

125

126 
127

MOTION for leave to appear in Pro Hac Vice for Gary D. Colby ( Filing fee $ 305, receipt
number 0971-9844709.) filed by IXI IP, LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Marie-Theres DiFillippo ( Filing fee $ 305,
receipt number 0971-9844885.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

MOTION for leave to appear in Pro Hac Vice for Mark W. Halderman( Filing fee $ 305,
receipt number 0971-9845169.) filed by IXI IP, LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 09/17/2015)

ORDERby Judge HaywoodS.Gilliam, Jr. Granting 103 Motion for Pro Hac Vice for Joshua
D. Wolson. (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDERby Judge HaywoodS.Gilliam, Jr. Granting 104 Motion for Pro Hac Vice for
Thomas S. Biemer (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDERby Judge HaywoodS.Gilliam, Jr. Granting 105 Motion for Pro Hac Vice for Jason
Cook (ndrS, COURT STAFF) (Filed on 9/24/2015) (Entered: 09/24/2015)

ORDER by Judge Hyawood 8S. Gilliam, Jr. Granting 106 Motion for Pro Hac Vice for John J.
Higson. (ndrS, COURT STAFF) (Filed on 9/25/2015) (Entered: 09/25/2015)

ORDER by Judge Haywood 8S. Gilliam, Jr. Granting 107 Motion for Pro Hac Vice for Shaun
Hassett. (ndrS, COURT STAFF) (Filed on 9/25/2015) (Entered: 09/25/2015)

MOTION to Expedite Hearing Date of Case Management Conferencefiled by IXI IP, LLC,
|X| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 09/25/2015)

ORDER by Judge Haywood 8S. Gilliam, Jr. Granting 116 Motion to Expedite Hearing Date
of Case Management Conference (ndrS, COURT STAFF) (Filed on 9/28/2015) (Entered:
09/28/2015)

Reset Deadline/Hearing Pursuant to docket no. 117 : Case Management Statement due
by 10/27/2015; Case Management Conference set for 11/3/2015 02:00 PM. (ndrS,
COURT STAFF) (Filed on 9/28/2015) (Entered: 09/28/2015)

ORDERby Judge HaywoodS.Gilliam, Jr. Granting 108 Motion for Pro Hac Vice for Gary
D. Colby (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDERby Judge Haywood 6S. Gilliam, Jr. Granting 109 Motion for Pro Hac Vice for Marie-
Theres DiFillippo (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

ORDERby Judge HaywoodS.Gilliam, Jr. Granting 110 Motion for Pro Hac Vice for Mark
W. Halderman (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

MOTION to Stay Defendants’ Motion to Stay Pending Inter Partes Review filed by
BlackBerry Corporation, BlackBerry Limited. Motion Hearing set for 11/5/2015 02:00 PM
in Courtroom 15, 18th Floor, San Francisco before Hon. Haywood § Gilliam Jr.. Responses
due by 10/15/2015. Replies due by 10/22/2015. (Attachments: # 1 Online, # 2 Online, #
3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10
Online (Entered: 10/01/2015)

Certificate of Interested Entities by BlackBerry Corporation, BlackBerry Limited Rule 7.1
Corporate Disclosure Statement (Hassett, Shaun) (Filed on 10/1/2015) (Entered:
10/01/2015)

Certificate of Interested Entities by BlackBerry Corporation, BlackBerry Limited (Hassett,
Shaun) (Filed on 10/1/2015) (Entered: 10/01/2015)

Certificate of Interested Entities by IXI IP, LLC, [Xl Mobile (R&amp;D) Ltd. identifying
Corporate Parent IXI Mobile, Inc. for Xl Mobile (R&amp;D) Ltd.. (Coleman, Jennifer)
(Filed on 10/5/2015) (Entered: 10/05/2015)

NOTICE of Appearance by Brian Charles Riopelle on behalf of Blackberry Limited et al.
(Riopelle, Brian) (Filed on 10/6/2015) (Entered: 10/06/2015)

Joint MOTION to Continue the Date of the Case Management Conferencefiled by
BlackBerry Corporation, BlackBerry Limited. (Attachments: # 1 Online (Entered:
10/13/2015)

ORDER by Judge HaywoodS.Gilliam, Jr. Granting (126 in case 3:15-cv-03754-HSG; 110
in case 3:15-cv-03755-HSG; 121 in case 3:15-cv-03752-HSG Motion to Continue the
Date of the Case Management Conference. (ndrS, COURT STAFF) (Filed on 10/14/2015)
(Entered: 10/14/2015)

Set Deadline/Hearing: Case Management Statement due by 10/29/2015; Case
Management Conference set for 11/5/2015 02:00 PM. (ndrs, COURT STAFF) (Filed on
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10/14/2015) (Entered: 10/14/2015)

10/15/2015 128 NOTICE of need for ADR Phone Conference (ADR L.R. 3-5 d) (Cook, Jason) (Filed on
10/15/2015) (Entered: 10/15/2015)

10/15/2015 129 ADR Certification (ADRL.R. 3-5 b) of discussion of ADR options (Cook, Jason) (Filed on
10/15/2015) (Entered: 10/15/2015)

10/15/2015 130 RESPONSE (re 121 MOTION to Stay Defendants’ Motion to Stay Pending Inter Partes
Review ) filed byl XI IP, LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online (Entered: 10/15/2015)

10/16/2015 131 ADR Clerk's Notice Setting ADR Phone Conference on November 3, 2015 at 10:00 AM
Pacific time. Please note that you must be logged into an ECF account of counselof
record in order to view this document. (cmf, COURT STAFF) (Filed on 10/16/2015)
(Entered: 10/16/2015)

10/22/2015 132 REPLY(re 121 MOTION to Stay Defendants’ Motion to Stay Pending Inter Partes Review )
filed byBlackBerry Corporation, BlackBerry Limited. (Attachments: # 1 Online, # 2 Online
(Entered: 10/22/2015)

10/26/2015 133 ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Coleman, Jennifer) (Filed
on 10/26/2015) (Entered: 10/26/2015)

10/29/2015 134 JOINT CASE MANAGEMENT STATEMENTfiled by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..
(Picone, John) (Filed on 10/29/2015) (Entered: 10/29/2015)

11/03/2015 ADR Remark: ADR Phone Conference held on 11/3/2015 with Tamara Lange. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

11/03/2015 ADR Remark: The further ADR Phone Conference date of 12/2/2015 at 9:30 AM discussed

during the 11/3/2015 ADR Phone Conference with Tamara Lange is off calendar. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

11/05/2015 135 Minute Entry for proceedings held before Hon. Haywood S. Gilliam, Jr.: Motion Hearing
and Case Management Conference held on 11/5/2015 (Time: 12 minutes).Court Reporter
Name Pam Batalo. Plaintiff Attorney Thomas Biemer; John Picone. Defendant Attorney
Todd Friedman; Jason Cook; Elizabeth Gillen; Jessica Hannah; Buzz Frahn; Patrick King.
Defendants’ motions to stay (docket no. 119 in case no. 15-3752, docket no. 121 in case
no. 15-3754, and docket no. 106 in case no. 15-3755) are argued and submitted by the
parties, and taken under submission by the Court.(This is a text minute entry, there is no
document associated with this entry.)(ndrS, COURT STAFF) (Date Entered: 11/9/2015)
Modified on 11/10/2015 to correctfile date (ndrS, COURT STAFF). (Entered: 11/09/2015)

11/12/2015 136 ORDERby Judge Haywood 6.Gilliam, Jr. GRANTING(121 in case 3:15-cv-03754-HSG;
106 in case 3:15-cv-03755-HSG; and 119 in case 3:15-cv-03752-HSG MOTION TO STAY.
(ndrS, COURT STAFF) (Filed on 11/12/2015) (Entered: 11/12/2015)

11/30/2015 137 Transcript of Proceedings held on 11/5/2015, before Judge Gilliam. Court Reporter
Pamela A. Batalo, telephone number 626-688-7509; pamela_batalo@sbcglobal.net. Per
General Order No. 59 and Judicial Conference policy, this transcript may be viewed only
at the Clerk's Office public terminal or may be purchased through the Court
Reporter/ Transcriber until the deadline for the Release of Transcript Restriction. After that
date it may be obtained through PACER. Any Notice of Intent to Request Redaction, if
required, is due no later than 5 business days from date of this filing. (Re (121 in 3:15-
cv-03755-HSG) Transcript Order ) Redaction Request due 12/21/2015. Redacted
Transcript Deadline set for 12/31/2015. Release of Transcript Restriction set for
2/29/2016. (Batalo, Pam) (Filed on 11/30/2015) (Entered: 11/30/2015)

12/28/2015 138 NOTICE of Change In Counsel by Aleksandr Korzh (Korzh, Aleksandr) (Filed on
12/28/2015) (Entered: 12/28/2015)

01/05/2016 139 Letter from Thomas S. Biemer on behalf of parties, providing joint status report. (Picone,
John) (Filed on 1/5/2016) (Entered: 01/05/2016)

01/07/2016 140 ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 1/7/2016. (ndrS,
COURT STAFF) (Filed on 1/7/2016) (Entered: 01/07/2016)

12/28/2016 141 Letter from John V. Picone, II] re Update on IPR. (Picone, John) (Filed on 12/28/2016)
(Entered: 12/28/2016)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED

Dilworth Paxson, LLP
1500 Market Street Suite 3500e

Philadlephia , PA 19102
USA
215-575-7075
Fax: 215-575-7200

Email: Gcolby@dilworthlaw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York , NY 10016
USA
212-975-4252

Email: Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia , PA 19103
USA
215-575-7152
Fax: 215-575-7200

Email: Jhnigson@dilworthlaw.Gom

Joshua David Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
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USA
215-575-7295

Email: Jwolson@dilworthlaw.Com

Marie-Theres DiFillippo
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia , PA 19102
USA
215-575-7120
Fax: 215-575-7200

Em ail: Mdifillippo@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP
1500 Market Street Suite 3500e

Philadelphia , PA 19102
USA
215-575-7186
Fax: 215-575-7200

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA
215-575-7025
Fax: 215-575-7200

Email: Toiem er@dilworthlaw.Com

Aleksandr Korzh

[Term: 12/28/2015]
70 So. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Gom

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins & Carley
70 S. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Jcolem an@hopkinscarley.Com

John V. Picone, III
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469
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Ixi Ip,Lle
Plaintiff

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Joicone@hopkinscarley.Com

Gary David Colby
LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street Suite 3500e

Philadlephia , PA 19102
USA
215-575-7075
Fax: 215-575-7200

Email: Gcolby@dilworthlaw.com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York , NY 10016
USA
212-975-4252

Email: Golue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia , PA 19103
USA
215-575-7152
Fax: 215-575-7200

Email: Jhigson@dilworthlaw.Com

Joshua David Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia , PA 19102
USA
215-575-7295

Email: Jwolson@dilworthlaw.Com

Marie-Theres DiFillippo
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500e

Philadelphia, PA 19102
USA
215-575-7120
Fax: 215-575-7200

Em ail: Mdifillippo@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxswon LLP
1500 Market Street Suite 3500e

Philadelphia , PA 19102
USA
215-575-7186
Fax: 215-575-7200

Email: Mwhalderman@dilworthlaw.cCom

Thomas Steven Biemer

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
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Apple Inc
Defendant

1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA
215-575-7025
Fax: 215-575-7200

Email: Tbiem er@dilworthlaw.Com

Aleksandr Korzh

[Term: 12/28/2015]
70 So. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins & Carley
70 S. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Em ail: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Jcolem an@hopkinscarley.Gom

John V. Picone, III
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Joicone@hopkinscarley.cCom

Harrison J. Frahn , |V
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Simpson Thacher & Bartlett
2475 Hanover Street
Palo Alto , CA 94304
USA

(650)251-5025
Fax: 650-251-5002

Email: Hfrahn@stblaw.Ccom

Elizabeth Ann Gillen

[Term: 06/21/2016]
Simpson Thacher and Bartlett - Palo Alto
2475 Hanover St
Palo Alto , CA 94304
USA

(650)251-5000
Fax: 650-251-5002

Email: Egillen@stblaw.Com
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Gregory Todd Chuebon
PRO HAC VICE: ATTORNEY TO BE NOTICED

Simpson Thacher and Bartlett
425 Lexington Avenue
Office 2222

New York , NY 10017
USA
212-455-3353

Email: Gchuebon@stblaw.Com

Patrick E. King
ATTORNEY TO BE NOTICED

Simpson Thacher & Barlett LLP
2475 Hanover Street
650/-51-5000
Palo Alto , CA 94304
USA
Fax: 650-251-5002

Email: Pking@stblaw.Com

 
10/02/2014 1

10/02/2014 SUMMONS ISSUEDasto Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)

10/02/2014 Case Designated ECF. (moh) (Entered: 10/03/2014)
10/02/2014 2 STATEMENT OF RELATEDNESSre: that this action be filed as related to 14cv4355.

Document filed by IXI IP,LLC, |XI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

10/02/2014 3 CIVIL COVER SHEETfiled. (moh) (moh). (Entered: 10/03/2014)

10/02/2014 Mailed notice to Commissioner of Patents and Trademarksto report the filing of this
action. (moh) (Entered: 10/03/2014)

10/02/2014 4 STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK(See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project becauseit
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge ina
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

10/02/2014 Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

10/07/2014 5 MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI 1P,LLC, XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/07/2014)

10/07/2014 &gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

10/07/2014 6 RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

10/07/2014 7 RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate Parent | XI Mobile
Inc. for |X| Mobile (R&amp;D) Ltd.. Document filed by |XI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)
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10/10/2014

10/10/2014

10/10/2014

10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

11/07/2014

11/10/2014

11/10/2014

11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

10

11

12

13

14

15

16

17

18

19

20

21

CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of

Assignmentto follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENTto Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freemanis so designated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; |XI |1P,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTIONfor Extension of Time to File Answer re: 1 Complaint, addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDER granting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTIONfor John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/27/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTIONfor John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDERgranting 11 Motion for Jonn Joseph Higson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated November
7, 2014 re: Apple's Letter regarding filings in |Xl Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and |XI Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Ghuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCEby Harrison J. Frahn, 1V on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Responseto Letter Dated November7, 2014 from Defendant
Apple, Inc. Document filed by IXI |P,LLC, |Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCEby Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWERto 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties’ arguments, IT IS
HEREBY ORDERED THAT, no later than December8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI IP,LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 12/03/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IX! IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
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12/08/2014)

12/12/2014 22 CASE MANAGEMENT PLAN AND SCHEDULING ORDER:All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs’ Claim Construction Brief shall be filed by: July 8,
2015. Defendants’ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs’
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

12/12/2014 Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

12/15/2014 23 LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

12/18/2014 24 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI IP,LLC, [Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

12/22/2014 25 ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
IS HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

01/05/2015 26 ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RUS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RUS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, |T
|S HEREBY ORDERED THATall of the above-captioned parties, including Samsung, shall
appearfor a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RUS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

01/20/2015 Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs’ counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Beil was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants’ motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs’

responses are due on 2/17/15; and the defendants’ replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

02/03/2015 27 MOTIONto Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404(a). Document filed by Apple, Inc..(King, Patrick) (Entered: 02/03/2015)

02/03/2015 28 MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
Inc.. (King, Patrick) (Entered: 02/03/2015)

02/03/2015 29 DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Apple, Inc.. (King, Patrick) (Entered: 02/03/2015)

02/03/2015 30 DECLARATIONof Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Attachments: # 1 Online (Entered: 02/03/2015)

02/17/2015 31 BRIEF re: 27 MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief In Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx?Key=308 15508910II2I- LIOIO|OI[S/16/2017 9:40:02 AM]

270



271

LexisNexis CourtLink - Show Docket

02/17/2015

02/17/2015

02/17/2015

02/20/2015

02/20/2015

02/24/2015

02/24/2015

02/25/2015

02/27/2015

02/27/2015

32

33

34

35

36

37

38

39

40

At

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10
Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
[XI IP,LLC, XI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, Inc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by |Xl
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that I XI be required to provide the Court
with the [IXI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether | XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, 1T |S HEREBY ORDERED
THATPlaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT 1S FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties’ briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), |T |S FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that IXI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by |Xl
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENTon re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI |P,LLC, |X|
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IX! Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between I|XI IP and |XI Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
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03/02/2015

03/02/2015

03/02/2015

03/05/2015

04/14/2015

04/14/2015

05/04/2015

05/04/2015

05/06/2015

05/11/2015

05/15/2015

05/20/2015

05/26/2015

42

43

44

45

46

47

48

49

50

51

52

53

Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MCTIONS TO TRANSFER. Document

filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSENin Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by [XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to IXI's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI 1P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDERgranting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs |Xl Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs’ Complaint, alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
5/20/2015 re: pre-motion conference for motion to dismiss | XI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, Inc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: IXI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20, 2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI |P,LLC, | XI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)
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05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

07/02/2015

07/02/2015

07/08/2015

07/08/2015

07/08/2015

07/08/2015

07/24/2015

07/29/2015

08/03/2015

08/04/2015

08/04/2015

08/04/2015

08/06/2015

54

55

56

57

58

59

60

61

62

63

64

65

66

67

68

69

70

71

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IX! IP,LLC,
|Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI |P,LLC, 1Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., [XI IP,LLC, IXI
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |X|
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
06/18/2015 re: Response to |XI's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, |X|
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATIONre: 61 Brief Declaration of Mark W. Halderman. Document filed by | XI
IP,LLC, IXIl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATIONre: 61 Brief Declaration of Joel R. Williams. Document filed by IX! |P,LLC,
IXl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by I XI IP,LLO, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
7/24/2015 re: Apple's requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: |XI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24, 2015. Document filed by IXI IP,LLC, I|XI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENTonre: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED.(
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTIONfor Leave to File Excess Pages and Exhibits for Defendants’ Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Beil (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDERgranting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPINION AND ORDERre: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
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08/06/2015

08/12/2015

08/17/2015

08/19/2015

08/19/2015

08/21/2015

08/24/2015

08/24/2015

08/24/2015

08/25/2015

08/25/2015

08/25/2015

08/25/2015

09/03/2015

09/09/2015

72

73

74

75

76

7?

78

79

80

81

82

83

84

85

Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, 1T |S HEREBY ORDERED THAT Defendants' motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case number 14--cv-
4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (Asfurther set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-07954.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (vIkS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/11/2015. Case Management Conference set for 11/18/2015 01:30
PM. (vIkKS, COURT STAFF) (Filed on 8/19/2015) (Entered: 08/19/2015)

CLERK'S NOTICEre Transfer of Case (vIkS, GOURT STAFF) (Filed on 8/19/2015)
(Entered: 08/19/2015)

NOTICE of Change In Counsel by Gregory A Blue (Blue, Gregory) (Filed on 8/21/2015)
(Entered: 08/21/2015)

NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

CONSENT/ DECLINATION to Proceed Before a US Magistrate Judge by IXI |P,LLC, | Xl
Mobile (R&amp;D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)
CLERK'S NOTICE OF IMPENDING REASSIGNMENT TOA U.S. DISTRICT COURT JUDGE:

The Glerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICGED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS

REASSIGNED. This is a text only docket entry: there is no document associated with this
notice. (ig, COURT STAFF) (Filed on 8/24/2015) (Entered: 08/24/2015)

ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Phyllis J. Hamilton forall
further proceedings. Magistrate Judge Donna M. Ryu no longer assigned to the case.
Signed by the Executive Committee on August 25, 2015. (cjlS, COURT STAFF) (Filed on
8/25/2015) (Entered: 08/25/2015)

NOTICE of Appearance by John V. Picone, III (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

ORDER SETTING CASE MANAGEMENT CONFERENCE.Joint Case Management Statement
due by 11/12/2015. Initial Case Management Conference set for 11/19/2015 02:00 PM in
Courtroom 3, 3rd Floor, Oakland. Signed by Judge Phyllis J. Hamilton on 9/3/15. (naps,
COURT STAFF) (Filed on 9/3/2015) (Entered: 09/03/2015)

ORDER RELATING CASES 15-cv-3752-HSG and 15-cv-3754-RS. Signed by Judge
HaywoodS.Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)
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09/10/2015 86 ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all
further proceedings. Judge Hon. Phyllis J. Hamilton no longer assigned to the case.
Signed by the Executive Committee on 9/10/2015. (vIkKS, COURT STAFF) (Filed on
9/10/2015) (Entered: 09/10/2015)

09/11/2015 87 CLERK'S NOTICE SETTING CASE MANAGEMENT CONFERENCE FOR REASSIGNED CIVIL

CASE. Notice is hereby given that a Case Management Conference has been setfor
November 17, 2015, before Judge HaywoodS.Gilliam, Jr., at 2:00 p.m., in Courtroom
15, 18th Floor, 450 Golden Gate Avenue, San Francisco, CA. Case Management
Statement due by November 10, 2015. (This is a text only docket entry, there is no
document associated with this notice.)(ndr, COURT STAFF) (Filed on 9/11/2015)
(Entered: 09/11/2015)

09/15/2015 88 CERTIFICATE OF SERVICE by [XI IP,LLC, IXI Mobile (R&amp;D) Ltd. (Coleman, Jennifer)
(Filed on 9/15/2015) (Entered: 09/15/2015)

09/16/2015 89 MOTIONfor leave to appear in Pro Hac Vice for Joshua D. Wolson ( Filing fee $ 305,
receipt number 0971-9841125.) filed by IXI IP,LLC, |XIl Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/16/2015)

09/17/2015 90 MOTIONfor leave to appear in Pro Hac Vice for Thomas S. Biemer ( Filing fee $ 305,
receipt number 0971-9844144.) filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/17/2015)

09/17/2015 91 MOTIONfor leave to appear in Pro Hac Vice for John J. Higson ( Filing fee $ 305, receipt
number 0971-9844305.) filed by |XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

09/17/2015 92 MOTIONfor leave to appear in Pro Hac Vice for Gary D. Colby ( Filing fee $ 305, receipt
number 0971-9844722.) filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online (Entered: 09/17/2015)

09/17/2015 93 MOTIONfor leave to appear in Pro Hac Vice for Marie-Theres DiFillippo ( Filing fee $ 305,
receipt number 0971-9844964.) filed by IXI IP,LLC, |XI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/17/2015)

09/17/2015 94 MOTIONfor leave to appear in Pro Hac Vice for Mark W. Halderman( Filing fee $ 305,
receipt number 0971-9845191.) filed by IXI IP,LLC, |XI Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 09/17/2015)

09/25/2015 95 MOTION to Expedite Hearing Date of Case Management Conferencefiled by IXI |P,LLC,
IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 09/25/2015)

09/28/2015 96 ORDERby Judge Haywood 6.Gilliam, Jr. Granting 95 Motion to Expedite Hearing Date of
Case Management Conference (ndrS, COURT STAFF) (Filed on 9/28/2015) (Entered:
09/28/2015)

09/28/2015 Reset Deadline/Hearing Pursuant to docket no. 96 : Case Management Statement due by
10/27/2015; Case Management Conference set for 11/3/2015 02:00 PM. (ndrS, COURT
STAFF) (Filed on 9/28/2015) (Entered: 09/28/2015)

10/01/2015 97 ORDERby Judge Haywood 6S. Gilliam, Jr. Granting 89 Motion for Pro Hac Vice for Joshua
D. Wolson (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 98 ORDERby Judge HaywoodS.Gilliam, Jr. Granting 90 Motion for Pro Hac Vice for Thomas
S. Biemer (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 99 ORDERby Judge HaywoodS.Gilliam, Jr. Granting 91 Motion for Pro Hac Vice for John J.
Higson (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 100 ORDERby Judge HaywoodS.Gilliam, Jr. Granting 92 Motion for Pro Hac Vice for Gary D.
Colby (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 101 ORDERby Judge HaywoodS.Gilliam, Jr. Granting 93 Motion for Pro Hac Vice for Marie-
Theres DiFillippo (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 102 ORDERby Judge HaywoodS.Gilliam, Jr. Granting 94 Motion for Pro Hac Vice for Mark W.
Halderman (ndrS, COURT STAFF) (Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 103 Certificate of Interested Entities by Apple Inc Corporate Disclosure Statement (Frahn,
Harrison) (Filed on 10/1/2015) (Entered: 10/01/2015

10/01/2015 104 Certificate of Interested Entities by Apple Inc (Frahn, Harrison) (Filed on 10/1/2015)
(Entered: 10/01/2015)

10/01/2015 105 NOTICE of Appearance by Elizabeth Ann Gillen for Defendant Apple Inc. (Gillen, Elizabeth)
(Filed on 10/1/2015) (Entered: 10/01/2015)

10/01/2015 106 MOTION to Stay Defendants’ Motion to Stay Pending Inter Partes Review filed by Apple
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10/05/2015

10/05/2015

10/06/2015

10/14/2015

10/14/2015

10/14/2015

10/14/2015

10/15/2015

10/15/2015

10/16/2015

10/22/2015

10/22/2015

10/26/2015

10/29/2015

11/03/2015

11/03/2015

11/05/2015

11/11/2015

11/12/2015

107

108

109 

120

121

122

Inc. Motion Hearing set for 11/5/2015 02:00 PM in Courtroom 15, 18th Floor, San
Francisco before Hon. Haywood§SGilliam Jr.. Responses due by 10/15/2015. Replies due
by 10/22/2015. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online, # 5
Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
10/01/2015)

MOTION for leave to appear in Pro Hac Vice for Gregory T. Chuebon ( Filing fee $ 305,
receipt number 0971-9890450.) filed by Apple Inc. (Attachments: # 1 Online (Entered:
10/05/2015)

Certificate of Interested Entities by IXI |P,LLC, |Xl Mobile (R&amp;D) Ltd. identifying
Corporate Parent IXI Mobile, Inc. for |1XI Mobile (R&amp;D) Ltd.. (Coleman, Jennifer)
(Filed on 10/5/2015) (Entered: 10/05/2015)

ORDERby Judge HaywoodS.Gilliam, Jr. Granting 107 Motion for Pro Hac Vice for
Gregory T. Chuebon (ndrS, COURT STAFF) (Filed on 10/6/2015) (Entered: 10/06/2015)

Joint MOTION to Continue the Date of the Case Management Conferencefiled by Apple
Inc. (Attachments: # 1 Online (Entered: 10/14/2015)

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Frahn, Harrison) (Filed
on 10/14/2015) (Entered: 10/14/2015)

ORDER by Judge Haywood 8S. Gilliam, Jr. Granting (126 in case 3:15-cv-03754-HSG; 110
in case 3:15-cv-03755-HSG; 121 in case 3:15-cv-03752-HSG Motion to Continue the
Date of the Case Management Conference. (ndrS, COURT STAFF) (Filed on 10/14/2015)
(Entered: 10/14/2015)

Set Deadline/Hearing: Case Management Statement due by 10/29/2015; Case
Management Conference set for 11/5/2015 02:00 PM. (ndrs, COURT STAFF) (Filed on
10/14/2015) (Entered: 10/14/2015)

NOTICE of need for ADR Phone Conference (ADRL.R. 3-5 d) (Picone, John) (Filed on
10/15/2015) (Entered: 10/15/2015)

RESPONSE (re 106 MOTION to Stay Defendants’ Motion to Stay Pending Inter Partes
Review ) filed by| XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online,
# 3 Online, # 4 Online, # 5 Online (Entered: 10/15/2015)

ADR Clerk's Notice Setting ADR Phone Conference on November 3, 2015 at 10:00 AM
Pacific time. Please note that you must be logged into an ECF account of counselof
record in order to view this document. (cmf, COURT STAFF) (Filed on 10/16/2015)
(Entered: 10/16/2015)

REPLY(re 106 MOTIONto Stay Defendants’ Motion to Stay Pending Inter Partes Review )
filed byApple Inc. (Frahn, Harrison) (Filed on 10/22/2015) (Entered: 10/22/2015)

Declaration of Elizabeth A. Gillen in Support of 116 Reply to Opposition/ Responsefiled
byApple Inc. (Attachments: # 1 Online 116 ) (Gillen, Elizabeth) (Filed on 10/22/2015)
(Entered: 10/22/2015)

ADR Certification (ADR L.R. 3-5 b) of discussion of ADR options (Coleman, Jennifer) (Filed
on 10/26/2015) (Entered: 10/26/2015)

JOINT CASE MANAGEMENT STATEMENTfiled by IXI |P,LLC, IX!I Mobile (R&amp;D) Ltd..
(Picone, John) (Filed on 10/29/2015) (Entered: 10/29/2015)

ADR Remark: ADR Phone Conference held on 11/3/2015 with Tamara Lange. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)
ADR Remark: The further ADR Phone Conference date of 12/2/2015 at 9:30 AM discussed

during the 11/3/2015 ADR Phone Conference with Tamara Lange is off calendar. (cmf,
COURT STAFF) (Filed on 11/3/2015) (Entered: 11/03/2015)

Minute Entry for proceedings held before Hon. Haywood S. Gilliam, Jr.: Motion Hearing
and Case Management Conference held on 11/5/2015 (Time: 12 minutes).Court Reporter
Name Pam Batalo. Plaintiff Attorney Thomas Biemer; John Picone. Defendant Attorney
Todd Friedman; Jason Cook; Elizabeth Gillen; Jessica Hannah; Buzz Frahn; Patrick King.
Defendants’ motions to stay (docket no. 119 in case no. 15-3752, docket no. 121 in case
no. 15-3754, and docket no. 106 in case no. 15-3755) are argued and submitted by the
parties, and taken under submission by the Court.(This is a text minute entry, there is no
document associated with this entry.)(ndrS, COURT STAFF) (Date Entered: 11/9/2015)
Modified on 11/10/2015 to correct file date (ndrS, COURT STAFF). (Entered: 11/09/2015)

TRANSCRIPT ORDERby Apple Inc for Court Reporter Pam Batalo. (Frahn, Harrison) (Filed
on 11/11/2015) (Entered: 11/11/2015)

ORDER by Judge Haywood 8.Gilliam, Jr. GRANTING(121 in case 3:15-cv-03754-HSG;
106 in case 3:15-cv-03755-HSG; and 119 in case 3:15-cv-03752-HSG MOTION TO STAY.
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(ndrS, COURT STAFF) (Filed on 11/12/2015) (Entered: 11/12/2015)

11/30/2015 123 Transcript of Proceedings held on 11/5/2015, before Judge Gilliam. Court Reporter
Pamela A. Batalo, telephone number 626-688-7509; pamela_batalo@sbcglobal.net. Per
General Order No. 59 and Judicial Conference policy, this transcript may be viewed only
at the Clerk's Office public terminal or may be purchased through the Court
Reporter/ Transcriber until the deadline for the Release of Transcript Restriction. After that
date it may be obtained through PACER. Any Notice of Intent to Request Redaction, if
required, is due no later than 5 business days from date of this filing. (Re (121 in 3:15-
cv-03755-HSG) Transcript Order ) Redaction Request due 12/21/2015. Redacted
Transcript Deadline set for 12/31/2015. Release of Transcript Restriction set for
2/29/2016. (Batalo, Pam) (Filed on 11/30/2015) (Entered: 11/30/2015)

12/28/2015 124 NOTICE of Change In Counsel by Aleksandr Korzh (Korzh, Aleksandr) (Filed on
12/28/2015) (Entered: 12/28/2015)

01/05/2016 125 Letter from Thomas S. Biemer on behalf of parties, providing joint status report. (Picone,
John) (Filed on 1/5/2016) (Entered: 01/05/2016)

01/07/2016 126 ORDER CONTINUING STAY. Signed by Judge Haywood S. Gilliam, Jr. on 1/7/2016. (ndrS,
COURT STAFF) (Filed on 1/7/2016) (Entered: 01/07/2016)

06/21/2016 127 NOTICE of Change In Counsel by Harrison J. Frahn, |V Notice of Withdrawal of Elizabeth
A. Gillen (Frahn, Harrison) (Filed on 6/21/2016) (Entered: 06/21/2016)

12/28/2016 128 Letter from John V. Picone, II] re Update on IPR. (Picone, John) (Filed on 12/28/2016)
(Entered: 12/28/2016)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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SSRNSUTRASTREASURER

US District Court Civil Docket

4:15¢v3755

ixi Mobile (R&B) Lid. et aly. Apple, Ine.

YTRis case was retrieved from the court on Wacdnesday, September 08, 2875
SESSANNNATS

fe Filed: 08/17/2015

‘o: Honorable Phyllis J. Hamilton : OPEN

fe: 28:1331

ari: Both

&: $0
3: Patent

=: Patent (830)
<a: Fed. Question

si: None

: New York Southern, 1:14-cv-07954
: Federal Question

 
 
Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia , PA 19102
USA

(215)-575-7075
Email: Gcolby@dilworthlaw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York , NY 10016
USA
212-975-4252

Email: Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia , PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhnigson@dilworthlaw.Gom

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE;ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
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Ixi Ip,Lle
Plaintiff

Fax: (215)-575-7200
Email:wolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Reed & Scardino LLP

301 Congress Avenue, Suite 1250
Austin , TX 78701
USA
512-474-2449
Fax: 512-474-2622

Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Email: Thiem er@dilworthlaw.Com

Aleksandr Korzh
ATTORNEY TO BE NOTICED
70 So. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Gom

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins & Carley
70 S. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.com

Jennifer S. Coleman
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Jcolem an@hopkinscarley.Com

John V. Picone, III
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Joicone@hopkinscarley.Com

Gary David Colby
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street
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Philadlephia , PA 19102
USA

(215)-575-7075
Email: Gcolby @dilworthlaw.Com

Gregory A Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
[Term: 08/20/2015]
Dilworth Paxson LLP
99 Park Avenue Suite 320

New York , NY 10016
USA
212-975-4252

Email: Golue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia, PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Reed & Scardino LLP

301 Congress Avenue, Suite 1250
Austin , TX 78701
USA
512-474-2449
Fax: 512-474-2622

Email: Mwhalderman@dilworthlaw.cCom

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Email: Tbiem er@dilworthlaw.Com

Aleksandr Korzh
ATTORNEY TO BE NOTICED
70 So. First Street

San Jose , CA 95113
USA
408-286-9800
Fax: 408-998-4790

Email: Akorzh@hopkinscarley.Com

Jeffrey Michael Ratinoff
ATTORNEY TO BE NOTICED

Hopkins & Carley
70 S. First Street

San Jose , CA 95113
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USA
408-286-9800
Fax: 408-998-4790

Email: Jratinoff@hopkinscarley.Com

Jennifer S. Coleman
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Jcolem an@hopkinscarley.Com

John V. Picone, III
ATTORNEY TO BE NOTICED

Hopkins & Carley
A Law Corporation The Letitia Building 70 South First Street
P.O. Box 1469

San Jose , CA 95109-1469
USA
408-286-9800
Fax: 408-998-4790

Email: Joicone@hopkinscarley.Com

Apple Inc Harrison J. Frahn , IV
Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett
2475 Hanover Street
Palo Alto , CA 94304
USA

(650) 251-5025
Fax: 650-251-5002

Em ail: Hfrahn@stblaw.Com

Gregory Todd Chuebon
ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (NY)
425 Lexington Avenue
New York , NY 10017
USA

(212)-455-3353
Fax: (212)-455-2502
Email: Gchuebon@stblaw.Com

Patrick E. King
ATTORNEYTO BE NOTICED

Simpson Thacher & Barlett LLP
2475 Hanover Street
650/-51-5000
Palo Alto , CA 94304
USA
Fax: 650-251-5002

Email: Pking@stblaw.Com

 
10/02/2014 1 COMPLAINT against Apple, Inc.. (Filing Fee $ 350.00, Receipt Number

465401106289)Document filed by IX! Mobile (R&amp;D) Ltd., IX!I IP,LLC.(moh)
(Additional attachment(s) added on 10/6/2014: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit
C, # 4 Exhibit D) (moh). (Entered: 10/03/2014)

10/02/2014 SUMMONS ISSUED asto Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)
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10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/02/2014

10/07/2014

10/07/2014

10/07/2014

10/07/2014

10/10/2014

10/10/2014

10/10/2014

10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

10

11

12

Case Designated ECF. (moh) (Entered: 10/03/2014)
STATEMENT OF RELATEDNESSre: that this action be filed as related to 14cv4355.

Document filed by IXI IP,LLC, |XI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

CIVIL COVER SHEETfiled. (moh) (moh). (Entered: 10/03/2014)

Mailed notice to Commissioner of Patents and Trademarksto report the filing of this
action. (moh) (Entered: 10/03/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK(See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project becauseit
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge ina
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 10/07/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate Parent |XI Mobile
Inc. for |X| Mobile (R&amp;D) Ltd.. Document filed by |XI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RJS. Notice of

Assignment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENTto Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freemanis so designated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by IXI Mobile (R&amp;D) Ltd.; |XI |P,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTIONfor Extension of Time to File Answer re: 1 Complaint, addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDERgranting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #4
Online (Entered: 10/27/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTIONfor John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDERgranting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
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11/07/2014

11/10/2014

11/10/2014

11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

12/12/2014

12/12/2014

12/15/2014

12/18/2014

12/22/2014

01/05/2015
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14

15

16
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18

19

20

21

22

23

24

25

26

Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated November
7, 2014 re: Apple's Letter regarding filings in |Xl Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and |XI Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCEby Harrison J. Frahn, |V on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI |P,LLC, |XI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCEby Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWERto 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI 1P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online,
# Online (Entered: 12/03/2014)

&gt; &gt;&gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by |XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online (Entered: 12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER:All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs’ Claim Construction Brief shall be filed by: July 8,
2015. Defendants’ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs’
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI IP,LLC, [Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
|S HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER:After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RUS) and 14-cv-4428 (RUS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RUS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx?Key=308 161 698/0II2I- LIOIOIOI[S/16/2017 10:16:30 AM]

283



284

LexisNexis CourtLink - Show Docket

01/20/2015

02/03/2015

02/03/2015

02/03/2015
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02/17/2015

02/20/2015

02/20/2015

02/24/2015

02/24/2015

02/25/2015
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34
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39

Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RUS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, |T
|S HEREBY ORDERED THATall of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs' counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Beil was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants’ motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs’

responses are due on 2/17/15; and the defendants' replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404(a). Document filed by Apple, Inc..(King, Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Apple, Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATIONof Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Attachments: # Online (Entered: 02/03/2015)

BRIEF re: 27 MOTIONto Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief |n Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, |XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, #
Online, # Online, # Online, # Online, # Online, # Online, # Online, # Online, # Online, #
Online, # Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
[XI IP,LLC, |X!I Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, Inc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by | Xl
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
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03/02/2015

03/02/2015

03/02/2015

03/05/2015

04/14/2015

04/14/2015

40

41

42

43

44

45

46

47

Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that |X| be required to provide the Court
with the [|XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether | XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, |T |S HEREBY ORDERED
THATPlaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT |S FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties’ briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), |T 1S FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that |XI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by I XI
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENTon re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IXI
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, 1XI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IX! IP,LLC, [XI Mobile
(R&amp;D) Ltd. ENDORSEMENT:There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between | XI IP and |XI Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MCTIONS TO TRANSFER. Document

filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSENin Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, #
Online, # Online, # Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to IXI's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
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05/26/2015
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06/04/2015

06/05/2015

06/08/2015

06/15/2015
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07/02/2015
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48
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51
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53

54

55
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59

60

Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # Online, #
Online (Entered: 05/04/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDERgranting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs |Xl Mobile (R&amp;D) Ltd. and IX! IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs’ Complaint, alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra GC. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
5/20/2015 re: pre-motion conference for motion to dismiss |XI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, Inc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: |XI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20, 2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI |P,LLC, |X! Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IX! IP,LLC,
|Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., IXI IP,LLC, IX
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |X|
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
06/18/2015 re: Response to |XI's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)
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BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by I XI IP,LLC, |X|
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATIONre: 61 Brief Declaration of Mark W. Halderman. Document filed by | Xl
IP,LLC, IXl Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online, # Online, #
Online, # Online, # Online, # Online, # Online, # Online (Entered: 07/08/2015)

DECLARATIONre: 61 Brief Declaration of Joel R. Williams. Document filed by IX! 1P,LLC,
|XI Mobile (R&D) Ltd.. (Attachments: # Online, # Online, # Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
7/24/2015 re: Apple's requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: |XI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24, 2015. Document filed by IXI IP,LLC, | XI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

MEMO ENDORSEMENTonre: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED.(
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

LETTER MOTIONfor Leave to File Excess Pages and Exhibits for Defendants’ Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Beil (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

ORDER granting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

ORDERgranting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

OPINION AND ORDERre: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Apple,
Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry Limited,
Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung Electronics
America, Inc. Weighing the factors set forth above and having considered all the facts
and circumstances before it, the Court determines that Defendants have demonstrated by
clear and convincing evidence that transfer of these three actions is appropriate.
Accordingly, 1T |S HEREBY ORDERED THAT Defendants’ motions to transfer these actions
to the Northern District of California are GRANTED. The Clerk of the Court is respectfully
directed to terminate the motions pending at docket entries 44 in case number 14--cv-
4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case number 14-cv-7954
(RJS), and to close these cases. SO ORDERED. (Asfurther set forth within this Order.)
(Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

Case transferred in from District of New York Southern; Case Number 1:14-cv-07954.
Original file certified copy of transfer order and docket sheet received. Modified on
8/19/2015 (vIkS, COURT STAFF). (Entered: 08/19/2015)

Initial Case Management Scheduling Order with ADR Deadlines: Case Management
Statement due by 11/11/2015. Case Management Conference set for 11/18/2015 01:30
PM. (vIkS, COURT STAFF) (Filed on 8/19/2015) (Entered: 08/19/2015)

CLERK'S NOTICEre Transfer of Case (vIkS, COURT STAFF) (Filed on 8/19/2015)
(Entered: 08/19/2015)
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08/21/2015 76 NOTICE of Change In Counsel by Gregory A Blue (Blue, Gregory) (Filed on 8/21/2015)
(Entered: 08/21/2015)

08/24/2015 77 NOTICE of Appearance by Jennifer S. Coleman (Coleman, Jennifer) (Filed on 8/24/2015)
(Entered: 08/24/2015)

08/24/2015 78 CONSENT/ DECLINATION to Proceed Before a US Magistrate Judge by IXI |P,LLC, | Xl
Mobile (R&amp;D) Ltd... (Coleman, Jennifer) (Filed on 8/24/2015) (Entered:
08/24/2015)

08/24/2015 79 CLERK'S NOTICE OF IMPENDING REASSIGNMENT TOA U.S. DISTRICT COURT JUDGE:

The Clerk of this Court will now randomly reassign this case to a District Judge because
either (1) a party has not consented to the jurisdiction of a Magistrate Judge, or (2) time
is of the essence in deciding a pending judicial action for which the necessary consents to
Magistrate Judge jurisdiction have not been secured. You will be informed by separate
notice of the district judge to whom this case is reassigned. ALL HEARING DATES
PRESENTLY SCHEDULED BEFORE THE CURRENT MAGISTRATE JUDGE ARE VACATED AND
SHOULD BE RE-NOTICED FOR HEARING BEFORE THE JUDGE TO WHOM THIS CASE IS

REASSIGNED. This is a text only docket entry; there is no document associated with this
notice. (ig, COURT STAFF) (Filed on 8/24/2015) (Entered: 08/24/2015)

08/25/2015 80 ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Phyllis J. Hamilton forall
further proceedings. Magistrate Judge Donna M. Ryu no longer assigned to the case.
Signed by the Executive Committee on August 25, 2015. (cjlS, COURT STAFF) (Filed on
8/25/2015) (Entered: 08/25/2015)

08/25/2015 81 NOTICE of Appearance by John V. Picone, III (Picone, John) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 82 NOTICE of Appearance by Jeffrey Michael Ratinoff (Ratinoff, Jeffrey) (Filed on 8/25/2015)
(Entered: 08/25/2015)

08/25/2015 83 NOTICE of Appearance by Aleksandr Korzh (Korzh, Aleksandr) (Filed on 8/25/2015)
(Entered: 08/25/2015)

09/03/2015 84 ORDER SETTING CASE MANAGEMENT CONFERENCE. Joint Case Management Statement
due by 11/12/2015. Initial Case Management Conference set for 11/19/2015 02:00 PM in
Courtroom 3, 3rd Floor, Oakland. Signed by Judge Phyllis J. Hamilton on 9/3/15. (naps,
COURT STAFF) (Filed on 9/3/2015) (Entered: 09/03/2015)

09/09/2015 85 ORDER RELATING CASES 15-cv-3752-HSG and 15-cv-3754-RS. Signed by Judge
Haywood 8. Gilliam, Jr. on 9/9/2015. (ndrS, COURT STAFF) (Filed on 9/9/2015)
(Entered: 09/09/2015)

09/10/2015 86 ORDER REASSIGNING CASE. Case reassigned to Judge Hon. Haywood S Gilliam, Jr for all Events

  

further proceedings. Judge Hon. Phyllis J. Hamilton no longer assigned to the case. since last
Signed by the Executive Committee on 9/10/2015. (vIkKS, COURT STAFF) (Filed on full update
9/10/2015) (Entered: 09/10/2015)

03/01/2017 129 CLERKS NOTICE REGARDING CHANGE OF LOCATION FOR JUDGE GILLIAM: Effective Events

March 2, 2017, Judge HaywoodS. Gilliam, Jr.'s courtroom and chambers will be located_since last
in the Ronald V. Dellums Federal Building and United States Courthouse, Courtroom 2, full update
4th Floor, 1301 Clay Street, Oakland, CA 94612. On or after March 2, 2017, all filings for
matters pending on Judge Gilliam's docket, all court appearances, and all deliveries of
chambers copies of documents must be made at the Oakland Courthouse. The days and
times for law and motion calendars and all currently scheduled proceedings remain
unchanged.Please note that all of Judge Gilliam's case files will be moved to the Oakland
Courthouse; therefore, all case numbers assigned to him will be changedslightly to
reflect the correct location. Previously, all case numbers started with 3 to indicate the
San Francisco office (Example: 3:15-cv-1129-HSG). As of March 2, 2017 all of Judge
Gilliam's case files will begin with 4 to indicate the Oakland office, but everything else will
stay the same (Example: 4:15-cv-1129-HSG). When e-filing, using the short case
number format will always avoid problems when searching for the correct case: 12-12345
(YY-NNNNN).For information on the Oakland Courthouse please go to:
http://cand.uscourts.gov/locations-oakland (hdjS, COURT STAFF) (Filed on 3/1/2017)
(Entered: 03/01/2017)

03/01/2017 130 Letter from John V. Picone II! re |PR Status. (Picone, John) (Filed on 3/1/2017) (Entered: Events
03/01/2017) since last

full update

03/17/2017 131 ORDER CONTINUING STAY. Signed by Judge HaywoodS.Gilliam, Jr. on 3/17/2017. Events
(ndrS, COURT STAFF) (Filed on 3/17/2017) (Entered: 03/17/2017) since last

full update
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United States Patent Trial and Appeals Board
widefd We ay ay wg RN Lea w aaySeQX Rea: SQA ESS wo Sh soe w sp ee ste csAexe S'S PSs AHP RAISESBde.

 
1PR2015-01444

Samsung Electronics Co., Lid. Vs. EXPE TP, LLC

This case was retrieved fram the court on Tuesday, Nevaember 08, 2018
SESSANNNATS

 
|PR2015-01444

06/19/2015

11/08/2016

Open
Civil

 
s: Trial Instituted

IPR: Inter partes review
e: 2015-12-30

‘> 2600

> 09850399

©: 7039033

 
 
Litigants

Samsung Electronics Co., Ltd.
Petitioner

Ixi Ip, Lle
PatentOwner

 

File Date Details toeentPapertExhibit Filed By Public?
06/19/2015 Powerof Attorney Paper 1 petitioner Yes

06/19/2015 Petition for Inter Partes Review Paper 2 petitioner Yes

06/19/2015 Haller US7039033 Exhibits 1001 petitioner Yes

06/19/2015 Bellovin Network Security Exhibits 1002 petitioner Yes

06/19/2015 Kiaei Declaration Exhibits 1003 petitioner Yes

06/19/2015 Kiaei CV Exhibits 1004 petitioner Yes

06/19/2015 Marchand WO02001076154 Exhibits 1005 petitioner Yes

06/19/2015 Marchand Application 09541529 Exhibits 1006 petitioner Yes
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06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

06/19/2015

07/02/2015

07/09/2015

07/09/2015

10/02/2015

11/04/2015

12/30/2015

12/30/2015

01/13/2016

02/04/2016

02/26/2016

03/22/2016

04/06/2016

04/06/2016

04/06/2016

04/06/2016

04/06/2016

04/06/2016

04/06/2016

04/13/2016

04/14/2016

05/05/2016

05/17/2016

06/21/2016

06/21/2016

06/21/2016

06/21/2016

06/21/2016

06/28/2016

08/03/2016

08/03/2016

08/03/2016

08/10/2016

08/17/2016

08/17/2016

Handley RFC 2543
Larsson US6836474

Jini Specification Part 1

Jini Specification Part 2

Jini Specification Part 3

Jini Specification Part 4

Jini Specification Part 5
Nurmann US6560642

Vilander US6771635

Claim Chart April 9, 2015

Claim Chart March 27, 2015
Rfe 2131

Hoffman US6622017

Notice of Filing Date Accorded to Petition

Power of Attorney
Related Matters

Patent Owner's Preliminary Response Pursuant to 37
C.F.R. Section 42.107

Petitioners Updated Mandatory Notices
Decision Institution of Inter Partes Review

Scheduling Order

Patent Owner's Objections to Petitioner's Evidence
Pursuant to 37 C.F.R. Section 42.64

Petitioners Notice of Additional Back-Up Counsel

Notice of Deposition

Notice of Joint Stipulation to Modify Schedule

Patent Owner Response

Expunged
Exhibit 2302

Exhibit 2303

Exhibit 2304

Exhibit 2305

Exhibit 2306

Notice of Objections to Evidence
Ex. 2301

Petitioner's Notice of Deposition

Petitioners Notice of Designation of Additional Backup
Counsel

Petitioners Reply

A Programmers Guide toJini Technology
Chadha US5963908

Deposition Transcript of Dr. Mandayam, |PR2015-01443

Deposition Transcript of Dr. Mandayam, IPR2015-01444

Patent Owner's Objections to Evidence Relied Upon in
the Reply

Patent Owner's Request for Oral Argument Under 37
C.F.R. Section 42.70

Patent Owner's Motion to Exclude Evidence

Petitioners Request for Oral Argument

Order - Request for Oral Hearing
Sheldon Hess Declaration Part 1

Petitioners Opposition to Motion to Exclude

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper

Paper
Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Exhibits

Paper
Exhibits

Paper

Paper

Paper
Exhibits

Exhibits

Exhibits

Exhibits

Paper

Paper

Paper

Paper

Paper
Exhibits

Paper

1007

1008
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1009
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1014
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08/17/2016 Sheldon Hess Declaration Part 2 Exhibits 1020 petitioner Yes

08/31/2016 Patent Owner's Reply in Support of Motion to Exclude Paper 25 patentowner Yes
Evidence

10/20/2016 Record of Oral Hearing Paper 26 board Yes
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SSRNSUTRASTREASURER

US District Court Civil Docket

PYM PRE ws aS aE o z ~ ‘gy 8 TR oss ders > say wt BWaysed ean eesAS. LENSES TGR+SSW FRR GOYA ss
wad a xSoloay Seuars

LF Qigy QQWares

1:14cv7954

ixi Mobile (R&B) Lid. et aly. Apple, Ine.

This case was retrieved from the court on Monday, February 27, 2017
SESSANNNATS

os: Judge Richard J. Sullivan

Netfearred Magistrate Judge Debra C. Freeman Se: CLOSED

VS: Gettloment) sf: 08/06/2015
:: Patent (830) 81 28:1331

i &: Both
»: Fed. Question

st: $0

: None :: Patent

 
wet: 1:14ev0495s

: Federal Question

 
 
Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Dilworth Paxson, LLP
1500 Market Street

Philadlephia , PA 19102
USA

(215)-575-7075
Email: Gcolby@dilworthlaw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York , NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Email: Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia , PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhnigson@dilworthlaw.Gom

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
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Ixi Ip,Lle
Plaintiff

Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia , PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Email: Thiem er@dilworthlaw.Com

Gary David Colby
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street

Philadlephia , PA 19102
USA

(215)-575-7075
Email: Gcolby@dilworthlaw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York , NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Email: Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
1500 Market Street Suite 3500

Philadelphia , PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Gom

Joshua D. Wolson

LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email:wolson@dilworthlaw.Com

Mark William Halderman
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LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia , PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail: Tbiemer@dilworthlaw.Com

Apple, Inc. Harrison J. Frahn , lV
Defendant LEAD ATTORNEY; ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (CA)
2475 Hanover Street
Palo Alto , CA 94304
USA

(650)-251-5065
Email: Hfrahn@stblaw.Com

Gregory Todd Chuebon
ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (NY)
425 Lexington Avenue
New York , NY 10017
USA

(212)-455-3353
Fax: (212)-455-2502
Em ail: Gchuebon@stblaw.Com

Patrick E. King
ATTORNEY TO BE NOTICED

Simpson Thacher & Bartlett LLP (CA)
2475 Hanover Street
Palo Alto , CA 94304
USA

(650) 251-5000
Email: Pking@stblaw.Com

 
10/02/2014 1 COMPLAINT against Apple, Inc.. (Filing Fee $ 350.00, Receipt Number

465401106289)Document filed by IX! Mobile (R&amp;D) Ltd., IXI 1P,LLC.(moh)
(Additional attachment(s) added on 10/6/2014: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit
C, # 4 Exhibit D) (moh). (Entered: 10/03/2014)

10/02/2014 SUMMONS ISSUEDasto Apple, Inc.. (moh) (Entered: 10/03/2014)

10/02/2014 CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14cv4355. (moh)
(Entered: 10/03/2014)

10/02/2014 Case Designated ECF. (moh) (Entered: 10/03/2014)
10/02/2014 2 STATEMENT OF RELATEDNESSre: that this action be filed as related to 14cv4355.

Document filed by IXI IP,LLC, |XI Mobile (R&amp;D) Ltd..(moh) (moh). (Entered:
10/03/2014)

10/02/2014 3 CIVIL COVER SHEETfiled. (moh) (moh). (Entered: 10/03/2014)

10/02/2014 Mailed notice to Commissioner of Patents and Trademarksto report the filing of this
action. (moh) (Entered: 10/03/2014)

10/02/2014 4 STANDING ORDERIN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES
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10/02/2014

10/07/2014

10/07/2014

10/07/2014

10/07/2014

10/10/2014

10/10/2014

10/10/2014

10/13/2014

10/22/2014

10/22/2014

10/27/2014

10/27/2014

11/04/2014

11/07/2014

11/10/2014

11/10/2014

10

11

12

13

14

15

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK (See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project becauseit
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 10/03/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 10/08/2014)

MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/07/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 5
MOTION to Appear Pro Hac Vice for Joshua D. Wolson. Filing fee $ 200.00, receipt
number 0208-10180198. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
[XI IP,LLC.(Biemer, Thomas) (Entered: 10/07/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate Parent |XI Mobile
Inc. for |XI Mobile (R&amp;D) Ltd.. Document filed by |XI Mobile (R&amp;D) Ltd..
(Biemer, Thomas) (Entered: 10/07/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RUS. Notice of

Assignment to follow. (pgu) (Entered: 10/10/2014)

NOTICE OF CASE ASSIGNMENTto Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 10/10/2014)

Magistrate Judge Debra C. Freemanis so designated. (pgu) (Entered: 10/10/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Apple, Inc. served on 10/3/2014,
answer due 10/24/2014. Service was accepted by Jan Lapinid, Registered Agent.
Document filed by XI Mobile (R&amp;D) Ltd.; |XI |1P,LLC. (Biemer, Thomas) (Entered:
10/13/2014)

LETTER MOTIONfor Extension of Time to File Answer re: 1 Complaint, addressed to
Judge Richard J. Sullivan from Greg Chuebon dated October 22, 2014. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 10/22/2014)

ORDERgranting 9 Letter Motion for Extension of Time to Answer. SO ORDERED. Apple,
Inc. answer due 11/24/2014. (Signed by Judge Richard J. Sullivan on 10/22/2014) (mro)
(Entered: 10/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 10/27/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 11
MOTION for John Joseph Higson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10245229. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (bcu) (Entered:
10/27/2014)

ORDERgranting 11 Motion for John Joseph Higson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 11/3/2014) (mro) (Entered: 11/04/2014)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated November
7, 2014 re: Apple's Letter regarding filings in |Xl Mobile (R &amp; D), LTD. v. Samsung
Electronics Co. and |XI Mobile (R &amp; D), LTD. v. Blackberry, LTD. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/07/2014)

NOTICE OF APPEARANCEby Harrison J. Frahn, IV on behalf of Apple, Inc.. (Frahn,
Harrison) (Entered: 11/10/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November7, 2014 from Defendant
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11/10/2014

11/24/2014

11/24/2014

12/01/2014

12/03/2014

12/04/2014

12/08/2014

12/12/2014

12/12/2014

12/15/2014

12/18/2014

12/22/2014

01/05/2015
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22
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26

Apple, Inc. Document filed by IXI |P,LLC, |Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCEby Patrick E. King on behalf of Apple, Inc.. (King, Patrick)
(Entered: 11/10/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Apple, Inc..(Chuebon, Gregory) (Entered: 11/24/2014)

ANSWERto 1 Complaint, with JURY DEMAND. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 11/24/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties' arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff. Document filed by IXI 1P,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 12/03/2014)

&gt; &gt;&gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 20
MOTION to Appear Pro Hac Vice for Mark W. Halderman, Esquire. Filing fee $ 200.00,
receipt number 0208-10371119. Motion and supporting papers to be reviewed by Clerk's
Office staff.. The document has been reviewed and there are no deficiencies. (wb)
(Entered: 12/04/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER:All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs’ Claim Construction Brief shall be filed by: July 8,
2015. Defendants’ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs’
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Patrick E. King dated 12/15/2014 re:
Motion to Transfer. Document filed by Apple, Inc..(King, Patrick) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
December 18, 2014 re: Response to the Pre-Motion Letter from Apple Inc. dated 12-15-
14. Document filed by IXI IP,LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
12/18/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
|S HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RJS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
|S HEREBY ORDERED THATall of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RUS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
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Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Pre-Motion
Conference was held on 1/20/2015. Plaintiffs’ counsel, Thomas Biemer, was present.
Defense counsel, Gregory Arovas, was present for Defendant Samsung. Marshall Beil was
present for Defendant BlackBerry. Harrison (Buzz) Frahn and Elizabeth Gillen were
present for Defendant Apple. The court reporter was present. Defendants’ motions to
transfer these actions to the Northern District of California are due on 2/3/15. Plaintiffs’

responses are due on 2/17/15; and the defendants’ replies are due on 2/20/15. (sc)
(Entered: 01/22/2015)

MOTIONto Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28
U.S.C. § 1404(a). Document filed by Apple, Inc..(King, Patrick) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Apple,
Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of John William Van Dyke in Support re: 27 MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Apple, Inc.. (King, Patrick) (Entered: 02/03/2015)

DECLARATION of Elizabeth A. Gillen in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Attachments: # 1 Online (Entered: 02/03/2015)

BRIEF re: 27 MOTION to Transfer Case Apple Inc.'s Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief |n Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, |X!I Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10
Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered: 02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
[XI IP,LLC, |X!1 Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Apple, Inc.. (King, Patrick) (Entered: 02/20/2015)

DECLARATION of Gregory T. Chuebon in Support re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by Apple, Inc.. (Chuebon, Gregory) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by |Xl
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated February
24, 2015 re: Plaintiffs request for leave to file a sur-reply in connection with Motion to
Transfer. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leaveto file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether |XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, 1T |S HEREBY ORDERED
THAT Plaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT 1S FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
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03/05/2015
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05/04/2015
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42

43
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47

48

the Court also finds that its review of the license referenced in the parties’ briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), |1T 1S FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that |XI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by | Xl
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENTon re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI |P,LLC, IX!
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments maybe sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between |XI |P and |X! Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 27 MOTION to Transfer Case Apple Inc.'s
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MCTIONS TO TRANSFER. Document

filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSENin Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of John J. Higson in Opposition re: 27 MOTION to Transfer Case Apple
Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document
filed by |XI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 27 MOTION to Transfer Case Apple Inc.'s Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). Response to I XI's Sur-reply
on Apple's Motion to Transfer. Document filed by Apple, Inc.. (Frahn, Harrison) (Entered:
03/05/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)
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&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 48
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883432. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDER granting 48 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs |X| Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively "Plaintiffs")
and Defendant Apple Inc. hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs' Complaint, alleging infringement of U.S. Patent
No. 7.426,398 (the "'398 Patent"), in the above-captioned action, each party to ear its
own costs and fees related to claims of infringement of the '398 Patent. SO ORDERED.
(Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
5/20/2015 re: pre-motion conference for motion to dismiss IXI Mobile (R&amp;D) Ltd.
for lack of standing. Document filed by Apple, Inc..(Frahn, Harrison) (Entered:
05/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
May 26, 2015 re: IXI Mobile (R &amp; D), LTD., et al. v. Apple, Inc. - Response to May
20, 2015 Pre-Motion Letter from Apple, Inc. Document filed by IXI |P,LLC, 1X! Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 05/26/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IX! IP,LLC,
IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP,LLC, |XI Mobile (R&amp:;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Apple, Inc., [XI IP,LLO, IX
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |X|
IP,LLC, IXIl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V dated
06/18/2015 re: Response to |XI's Request for a Pre-motion Conference for a Motion to
Strike. Document filed by Apple, Inc..(Frahn, Harrison) (Entered: 06/18/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated 7/2/2015
re: pre-motion conference for motion to stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/02/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, |X|
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATIONre: 61 Brief Declaration of Mark W. Halderman. Document filed by | Xl
IP,LLC, IXl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 61 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
|X| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)
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07/08/2015 64 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

07/24/2015 65 LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV dated
7/24/2015 re: Apple's requests to transfer/stay. Document filed by Apple, Inc..(Frahn,
Harrison) (Entered: 07/24/2015)

07/29/2015 66 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 29, 2015 re: |XlI Mobile, et al. v. Apple Inc. - Response to Letter from Apple Inc.
dated July 24, 2015. Document filed by IXI IP,LLC, | XI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/29/2015)

08/03/2015 67 MEMO ENDORSEMENTonre: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED.(
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

08/04/2015 68 LETTER MOTIONfor Leave to File Excess Pages and Exhibits for Defendants' Responsive
Claim Construction Brief addressed to Judge Richard J. Sullivan from Marshall Beil (on
behalf of all Defendants) dated August 3, 2015. Document filed by Apple, Inc..(Chuebon,
Gregory) (Entered: 08/04/2015)

08/04/2015 69 ORDERgranting 5 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

08/04/2015 70 ORDERgranting 20 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/4/2015) (mro) (Entered: 08/05/2015)

08/06/2015 71 OPINION AND ORDER #105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404/(a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having consideredall
the facts and circumstancesbefore it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT 1S HEREBY ORDERED THAT Defendants’ motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is

respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RUS), 47 in case number 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RUS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)

08/06/2015 CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

08/12/2015 72 LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, |XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)

08/19/2015 Received e-mail from the United States District Court - Northern District of California

acknowledging receipt of transferred case. Assigned Case Number: 4:15-cv-03755, filed
on 08/17/2015. (sjo) (Entered: 08/20/2015)

09/09/2015 73 ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RJS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RJS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August6,
2015, granting Defendants’ motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C. § 1404(a). In sum, the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly, 1T |S HEREBY ORDERED THATPlaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)
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LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia , PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Com
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LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia , PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com
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Jason W. Cook
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|xi Mobile (R&D) Ltd.
Counter Defendant

 
  06/18/2014 1

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014

06/18/2014 4

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Email: Tbiem er@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia , PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Com

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia , PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Email: Toiem er@dilworthlaw.Com

  
COMPLAINT against Blackberry Corporation, Blackberry Limited. (Filing Fee $ 350.00,
Receipt Number 1098194)Document filed by |X| Mobile (R&D) Ltd., [XI |P, LLC.
(Attachments: # 1 Online, # 2 Online, # 3 Online, # 4 Online (Entered: 06/23/2014)

SUMMONS ISSUEDasto Blackberry Corporation, Blackberry Limited. (moh) (Entered:
06/23/2014)

CASE REFERRED TO Judge Richard J. Sullivan as possibly related to 14-cv-4355. (moh)
(Entered: 06/23/2014)

Case Designated ECF. (moh) (Entered: 06/23/2014)

CIVIL COVER SHEETfiled. (moh) (Entered: 06/23/2014)
STATEMENT OF RELATEDNESSre: that this action be filed as related to 14-cv-4355.

Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(moh) (Entered: 06/23/2014)

STANDING ORDERIN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK(See M-10-468
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06/18/2014

06/18/2014

06/23/2014

06/23/2014

06/26/2014

06/26/2014

06/26/2014

06/27/2014

06/30/2014

07/08/2014

07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

10

11

12

13

Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project becauseit
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge in a
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Main Document 4 replaced on 6/23/2014) (laq). (Entered:
06/23/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

Mailed notice to Commissioner of Patents and Trademarksto report the filing of this
action. (moh) (Entered: 03/27/2015)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
[Xl IP, LLC.(Biemer, Thomas) (Entered: 06/23/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
|X| Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/23/2014)
CASE ACCEPTED AS RELATED. Create association to 1:14-cv-04355-RUJS. Notice of

Assignment to follow. (pgu) (Entered: 06/26/2014)

NOTICE OF CASE ASSIGNMENTto Judge Richard J. Sullivan. Judge Unassigned is no
longer assigned to the case. (pgu) (Entered: 06/26/2014)

Magistrate Judge Debra C. Freemanis so designated. (pgu) (Entered: 06/26/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Blackberry Corporation served on
6/23/2014, answer due 7/14/2014. Service was accepted by Marie Garcia, Process
Specialist for CT Corporation System as Registered Agent. Document filed by | XI Mobile
(R&amp;D) Ltd.; [Xl IP, LLG. (Biemer, Thomas) (Entered: 06/27/2014)

ORDER: Initial Conference set for 8/26/2014 at 12:30 PM in Courtroom 905, 40 Centre

Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate
Parent IXI Mobile Inc. for |XI Mobile (R&amp;D) Ltd.. Document filed by IX! Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

LETTER MOTIONfor Extension of Time To Respondto Plaintiffs’ Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by |XI IP, LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDERgranting 10 Letter Motion for Extension of Time. IT |S HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs’ Complaint is
extended to September 12, 2014. |1T IS FURTHER ORDERED THATthe initial conference,
currently scheduled for August 26, 2014, is ADJOURNED to October 7, 2014 at 12:30
p.m. |1T |S FURTHER ORDEREDthat the parties shall submit the joint letter and proposed
case management plan referenced in the Court's June 30, 2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/12/2014; Blackberry Limited
answer due 9/12/2014. Set/Reset Hearings: (Initial Conference reset for 10/7/2014 at
12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915127. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, |XI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC, |XI Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice . Filing
fee $ 200.00, receipt number 0208-9915127. Motion and supporting papers to be
reviewed by Clerk's Office staff., 13 MOTION for John Joseph Higson to Appear Pro Hac
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07/23/2014

07/23/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

08/20/2014

08/25/2014

08/25/2014

09/10/2014

09/10/2014

09/10/2014

09/10/2014

09/26/2014

09/26/2014

09/29/2014

14

15

16

17

18

19

20

21

22

23

24

Vice . Filing fee $ 200.00, receipt number 0208-9915198. Motion and supporting papers
to be reviewed by Clerk's Office staff.. Provide only one individual case number on the
documents. (sdi) (Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
[XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI IP, LLC,
[XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTIONfor John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff., 14 MOTION for Joshua D.
Wolson to Appear Pro Hac Vice (CORRECTED). Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 07/24/2014)

ORDERgranting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDERgranting 14 Motion for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/20/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk's Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and paythe filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 19
MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032239. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

NOTICE OF APPEARANCEby Marshall Beil on behalf of Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/10/2014)

LETTER MOTIONfor Extension of Time to File Response/Reply addressed to Judge Richard
J. Sullivan from Marshall Beil dated September 10, 2014. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 09/10/2014)

ORDER granting 21 Letter Motion for Extension of Time to File Response/ Reply. SO
ORDERED. (Signed by Judge Richard J. Sullivan on 9/10/2014) (mro) (Entered:
09/11/2014)

Set/Reset Deadlines: Blackberry Corporation answer due 9/26/2014; Blackberry Limited
answer due 9/26/2014. (mro) (Entered: 09/11/2014)
FILING ERROR - CORPORATE PARENT/ OTHER AFFILIATE NOT ADDED - RULE7.1

CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Blackberry Corporation, Blackberry Limited.(Beil, Marshall) Modified on 9/29/2014 (lb).
(Entered: 09/26/2014)

ANSWERto 1 Complaint, with JURY DEMAND; COUNTERCLAIM against | XI Mobile
(R&amp;D) Ltd., |XI IP, LLC. Document filed by Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) Modified on 10/22/2014 (mro). (Entered: 09/26/2014)
*** NOTE TO ATTORNEY TO RE-FILE DOCUMENT- DEFICIENT DOCKET ENTRY ERROR.

Note to Attorney Marshall Beil to RE-FILE Document 23 Rule 7.1 Corporate Disclosure
Statement,. ERROR(S): Corporate Parents were not added. Please re-file this document
and when prompted: Are there any corporate parents or other affiliates?, select the YES
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09/29/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

09/30/2014

10/01/2014

10/01/2014

10/02/2014

10/02/2014

10/03/2014

10/07/2014

25

26

27

28

29

30

31

32

33

radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST SELECT THE
SEARCH BUTTON. Select the correct name or create a new corporate parent. Add the
Corporate Parent(s) or Affiliate(s) one party name at atime. (lb) (Entered: 09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate Parent Blackberry
Limited for Blackberry Corporation. Document filed by Blackberry Corporation, Blackberry
Limited. (Beil, Marshall) (Entered: 09/29/2014)

MOTION for Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Blackberry Corporation, Blackberry Limited.(Riopelle, Brian) (Entered:
09/30/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Jason W. Cook to Appear Pro
Hac Vice . Filing fee $ 200.00, receipt number 0208-10156886. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by Blackberry Corporation,
Blackberry Limited.(Cook, Jason) Modified on 9/30/2014 (bcu). (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 26
MOTIONfor Brian C. Riopelle to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10156826. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 27 MOTIONfor Jason W. Cook to Appear Pro Hac Vice . Filing
fee $ 200.00, receipt number 0208-10156886. Motion and supporting papers to be
reviewed by Clerk's Office staff.. The filing is deficient for the following reason(s): Missing
Certificate of Good Standing. Certificate of Good Standing must be issued from the
Supreme Court of Texas and not from a State Bar Association. Re-file the document asa
Corrected Motion to Appear Pro Hac Vice and attach a valid Certificate of Good Standing,
issued within the past 30 days. (bcu) (Entered: 09/30/2014)

MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Swanson, Derek)
(Entered: 09/30/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Letter per Court Order of 6-30-14 modified 7-8-14.
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 09/30/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 28
MOTION for Derek H. Swanson to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10156919. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (sdi) (Entered:
09/30/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 26 Motion for Brian C. Riopelle to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 28 Motion for Derek H. Swanson to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/1/2014) (kgo) (Entered:
10/01/2014)

MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff. Document filed by Blackberry Corporation, Blackberry
Limited.(Cook, Jason) (Entered: 10/02/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 32
MOTION for Jason W. Cook to Appear Pro Hac Vice . Motion and supporting papers to be
reviewed by Clerk's Office staff.. The document has been reviewed and there are no
deficiencies. (wb) (Entered: 10/02/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 32 Motion for Jason W. Cook to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 10/3/2014) (kgo) (Entered:
10/03/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs' counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry's counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
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10/08/2014

10/17/2014

10/21/2014

10/22/2014

11/07/2014

11/10/2014

12/01/2014

12/08/2014

12/12/2014

12/12/2014

12/16/2014

12/19/2014

12/22/2014

01/05/2015

34

35

36

37

38

39

40

41

42

43

44

45

46

11/7/14. (sc) (Entered: 10/08/2014)

ORDERgranting 19 Motion for Mark Halderman to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 10/7/2014) (mro) (Entered: 10/08/2014)

FILING ERROR - WRONG EVENT TYPE SELECTED FROM MENU - ANSWERto Complaint
with JURY DEMAND. Document filed by IXI IP, LLC, [Xl Mobile (R&D) Ltd.. (Attachments:
# 1 Online (Entered: 10/17/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated October 21, 2014
re: Request for docket entry number 24 to be corrected. Document filed by Blackberry
Corporation, Blackberry Limited. (Attachments: # 1 Online (Entered: 10/21/2014)

MEMO ENDORSEMENTonre: 36 Letter, filed by Blackberry Limited, Blackberry
Corporation. ENDORSEMENT: The Clerk of the Court is respectfully directed to correct
docket entry 24 to reflect that Defendants Blackberry Limited and Blackberry Corporation
filed an answer with counterclaims against Plaintiffs |Xl Mobile (R&amp;D) Ltd. and |X|
IP, LLC. (Signed by Judge Richard J. Sullivan on 10/21/2014) (mro) (Entered:
10/22/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP, LLC, [XI Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November 7, 2014 from Defendant
Apple, Inc. Document filed by IXI IP, LLC, IXIl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties’ arguments, IT 1S
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by |XI IP, LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER:All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs’ Claim Construction Brief shall be filed by: July 8,
2015. Defendants’ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs’
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated December 16,
2014 re: Request to transfer action to the Northern District of California. Document filed
by Blackberry Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 12/16/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
12/19/2014 re: Response to the Pre-Motion Letter from Blackberry, et al. dated 12-16-
14. Document filed by IXI IP, LLC, |XI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 12/19/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
|S HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

ORDER:After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RUS) and 14-cv-4428 (RUS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RUS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
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02/03/2015

02/03/2015

02/03/2015

02/17/2015

02/17/2015

02/17/2015

02/17/2015

02/20/2015

02/20/2015

02/24/2015

02/25/2015

02/27/2015

47

48

49

50

51

52

53

54

55

56

57

58

to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, |T
|S HEREBY ORDERED THATall of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

MOTIONto Transfer Case . Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document filed by
Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered: 02/03/2015)

DECLARATION of Frank Geng in Support re: 47 MOTION to Transfer Case .. Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/03/2015)

BRIEF re: 47 MOTION to Transfer Case . Omnibus Brief In Opposition to Motion to
Transfer. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 02/17/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online, # 10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:
02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 47 MOTION to Transfer Case .. Document
filed by |XI IP, LLC, |XI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 47 MOTION to Transfer Case . . Document
filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

DECLARATION of Derek H. Swanson in Support re: 47 MOTIONto Transfer Case..
Document filed by Blackberry Corporation, Blackberry Limited. (Beil, Marshall) (Entered:
02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Brief. Document filed by |XI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leaveto file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting "that IXI be required to provide the Court
with the [|XI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether | XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, |T |S HEREBY ORDERED
THATPlaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT |S FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties’ briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), |T 1S FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that |XI be required to provide the Court with the
license" is GRANTED. ( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by I XI
IP, LLC, [Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)
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02/27/2015

03/02/2015

03/02/2015

03/02/2015

03/05/2015

03/18/2015

03/19/2015

03/20/2015

04/14/2015

04/14/2015

05/04/2015

59

60

61

62

63

64

65

66

67

68

MEMO ENDORSEMENTon re: (54 in 1:14-cv-04355-RJS) Letter, filed by IXI IP,LLC, IX!
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IXI Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by IXI IP,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between | XI IP and |XI Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 47 MOTION to Transfer Case .
PLAINTIFFS SUR-REPLY IN FURTHER OPPOSITION TO DEFENDANTS MOTIONS TO

TRANSFER. Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas)
(Entered: 03/02/2015)

DECLARATION of STEVE PEDERSENin Cpposition re: 47 MOTIONto Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of John J. Higson in Opposition re: 47 MOTION to Transfer Case ..
Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)

RESPONSE in Support of Motion re: 47 MOTION to Transfer Case . Response to IXIs Sur-
Reply to BlackBerrys Motion to Transfer. Document filed by Blackberry Corporation,
Blackberry Limited. (Beil, Marshall) (Entered: 03/05/2015)

MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by Blackberry Corporation, Blackberry Limited.(Hassett, Shaun)
(Entered: 03/18/2015)

&gt; &gt; &gt; NOTICE REGARDING PRO HAG VICE MOTION. Regarding Document No. 64
MOTION for Shaun William Hassett to Appear Pro Hac Vice . Filing fee $ 200.00, receipt
number 0208-10716319. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
03/19/2015)

ORDER FOR ADMISSION PRO HAC VICE granting 64 Motion for Shaun W. Hassett to
Appear Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 3/20/2015) (kko) (Entered:
03/20/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883370. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP, LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, #
2 Online (Entered: 05/04/2015)
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05/06/2015

05/11/2015

05/15/2015

05/15/2015

05/28/2015

06/04/2015

06/05/2015

06/08/2015

06/15/2015

06/18/2015

07/02/2015

07/08/2015

07/08/2015

07/08/2015

07/10/2015

07/15/2015
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71

72
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74
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76

77
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79

80

81
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83

ORDERgranting 68 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (mro) (Entered: 05/06/2015)
JOINT STIPULATION OF DISMISSAL OF CLAIMS AND COUNTERCLAIMS RELATED TO U.S.

PATENT NO. 7,426,398: Plaintiffs IXl Mobile (R&amp;D) Ltd. and IXI IP, LLC (collectively,
"Plaintiffs") and Defendants BlackBerry Limited and BlackBerry Corporation (collectively
"Defendants"); hereby stipulate and agree to the dismissal with prejudice of the Second
Count for Relief in Plaintiffs’ Complaint alleging infringement of U.S. Patent No. 7,426,398
("the '398 Patent") in the above-captioned action, each party to bear its own costs and
fees related to claims of infringement of the '398 Patent. Further, Plaintiffs and
Defendants hereby stipulate and agree to the dismissal without prejudice of Defendants’
counterclaims of invalidity and non-infringement of the '398 Patent, each party to bearits
own costs and fees related to counterclaims of invalidity and non-infringement of the '398
Patent. (Signed by Judge Richard J. Sullivan on 5/11/2015) (kko) (Entered: 05/11/2015)

JOINT LETTER addressed to Judge Richard J. Sullivan from Marshall Beil, Esq. dated
05/15/2015 re: mediation. Document filed by Blackberry Corporation, Blackberry Limited.
(Beil, Marshall) (Entered: 05/15/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra GC. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IXI IP, LLC,
|XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by Blackberry Corporation,
Blackberry Limited, IXI IP, LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by | XI IP,
LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn |V (on behalf of all
Defendants) dated June 18, 2015 re: Response to IXI's Request for a Pre-motion
Conference for a Motion to Strike. Document filed by Blackberry Corporation, Blackberry
Limited.(Hassett, Shaun) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by I XI IP, LLC, IX]
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATIONre: 79 Brief Declaration of Mark W. Halderman. Document filed by I XI IP,
LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATIONre: 79 Brief Declaration of Joel R. Williams. Document filed by IX! IP, LLC,
[Xl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated July 10, 2015 re:
Request for pre-motion conference for a motion to stay. Document filed by Blackberry
Corporation, Blackberry Limited.(Beil, Marshall) (Entered: 07/10/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 15, 2015 re: Response to pre-motion letter from Defendant Blackberry requesting a
stay. Document filed by IXI IP, LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 07/15/2015)

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx?Key=308175456/0II2I- LIOIOIOI[S/16/2017 11:12:35 AM]

315



316

LexisNexis CourtLink - Show Docket

08/03/2015

08/03/2015

08/06/2015

08/06/2015

08/12/2015

08/19/2015

09/09/2015

 

84

85

86

87

88

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil dated August 3, 2015
re: Request for additional pages and exhibits for Defendants’ Responsive Claim
Construction Brief. Document filed by Blackberry Corporation, Blackberry Limited. (Beil,
Marshall) (Entered: 08/03/2015)

MEMO ENDORSEMENTonre: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED.(
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER #105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having consideredall
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT |S HEREBY ORDERED THAT Defendants’ motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is

respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP, LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)
Received e-mail from the United States District Court - Northern District of California

acknowledging receipt of transferred case. Assigned Case Number: 3:15-cv-03754, filed
on 08/17/2015. (sjo) (Entered: 08/20/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RJS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RUS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August6,
2015, granting Defendants’ motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C. § 1404(a). In sum, the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly, 1T |S HEREBY ORDERED THATPlaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA 1S FOR INFORMATIONAL PURPOSES ONLY** *
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Ixi Mobile (R&D) Ltd. Gary David Colby
Plaintiff LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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1500 Market Street

Philadlephia , PA 19102
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(215)-575-7075
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Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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99 Park Avenue Suite 320

New York , NY 10016
USA
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Fax: (212) 208-6874
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Ixi Ip,Lle
Plaintiff

Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia , PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Email: Thiem er@dilworthlaw.Com

Gary David Colby
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson, LLP
1500 Market Street

Philadlephia , PA 19102
USA

(215)-575-7075
Email: Gcolby@dilworthlaw.Com

Gregory A. Blue
LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (NY)
99 Park Avenue Suite 320

New York , NY 10016
USA

(917)-675-4252
Fax: (212) 208-6874
Email: Gblue@dilworthlaw.Com

John Joseph Higson
LEAD ATTORNEY; PRO HAC VICE; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP
3200 Mellon Bank Ctr 1735 Market Street

Philadelphia , PA 19103
USA

(212)575-7152
Fax: (215)-575-7200
Email: Jhigson@dilworthlaw.Gom

Joshua D. Wolson

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
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Samsung Electronics Co., Ltd.
Defendant

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Em ail: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
1500 Market Street Suite 3500e

Philadelphia , PA 19102-2101
USA

(215)-575-7025
Fax: (215)-575-7200
Em ail: Tbiemer@dilworthlaw.Com

David Rokach
ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (IL)
300 North Lasalle Street

Chicago , |L 60654
USA

(312)-862-3169
Fax: (312)-862-2200
Email: David. Rokach@kirkland.Com

Gregory Steven Arovas
ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212) 446-4800 X4766
Fax: (212) 446-4900
Email: Greg. Arovas@kirkland.Com

James E. Marina
ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212)-446-4800
Email: Jmarina@kirkland.Com

James Henry McConnell
ATTORNEY TO BE NOTICED
Kirkland & Ellis LLP

601 Lexington Avenue
New York , NY 10022
USA

(212) 446-4895
Fax: (212) 446-4900
Em ail: James. Mcconnell@kirkland.cCom

Todd M. Friedman
ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (NYC)
601 Lexington Avenue
New York , NY 10022
USA

(212)446-4800 X.4786
Fax: (212)446-4900
Email: Todd. Friedman@kirkland.Com

https://courtlink.lexisnexis.com/ControlSupport/UserControls/ShowDocket.aspx?Key=30817573210II2I- LIOIOIOI[S/16/2017 11:13:26 AM]

319



320

LexisNexis CourtLink - Show Docket

Samsung Electronics America, Inc. David Rokach
Defendant ATTORNEY TO BE NOTICED

Kirkland & Ellis LLP (IL)
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Gregory Steven Arovas
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Samsung Telecommunications America, Llc David Rokach
[Term: 03/06/2015] ATTORNEY TO BE NOTICED
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Samsung Electronics America, Inc.
Counter Claimant

Samsung Electronics Co., Ltd.
Counter Claimant

Samsung Telecommunications America, Llc
[Term: 03/06/2015]
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Philadelphia, PA 19102-2101
USA

(215)-575-7295
Fax: (215)-575-7200
Email: Jwolson@dilworthlaw.Com

Mark William Halderman

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP

1500 Market Street, Suite 3500(E)
Philadelphia , PA 19102
USA

(215)-575-7186
Fax: (215)-575-7200
Email: Mwhalderman@dilworthlaw.Com

Thomas Steven Biemer

LEAD ATTORNEY; ATTORNEY TO BE NOTICED
Dilworth Paxson LLP (PA)
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Philadelphia , PA 19102-2101
USA
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06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/17/2014

06/19/2014

06/19/2014

06/27/2014

COMPLAINT against Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Filing Fee $ 350.00, Receipt Number
1097884)Document filed by IXI Mobile (R&amp;D) Ltd., [XI 1P,LLC.(moh) (Additional
attachment(s) added on 6/19/2014: # 1 Exhibit Exhibit A, # 2 Exhibit Exhibit B, # 3
Exhibit Exhibit C, # 4 Exhibit Exhibit D) (moh). (Entered: 06/18/2014)

SUMMONS ISSUEDas to Samsung Electronics America, Inc., Samsung Electronics Co.,
Ltd., Samsung Telecommunications America, LLC. (moh) (Entered: 06/18/2014)

Magistrate Judge Debra C. Freemanis so designated. (moh) (Entered: 06/18/2014)

Case Designated ECF. (moh) (Entered: 06/18/2014)

CIVIL COVER SHEETfiled. (moh) (moh). (Entered: 06/18/2014)

STANDING ORDER IN RE PILOT PROJECT REGARDING CASE MANAGEMENT TECHNIQUES

FOR COMPLEX CIVIL CASES IN THE SOUTHERN DISTRICT OF NEW YORK(See M-10-468
Order filed November 1, 2011). This case is hereby designated for inclusion in the Pilot
Project Regarding Case Management Techniques for Complex Civil Cases in the Southern
District of New York (the Pilot Project), unless the judge to whom this case is assigned
determines otherwise. This case is designated for inclusion in the Pilot Project becauseit
is a class action, an MDL action, or is in one of the following Nature of Suit categories:
160, 245, 315, 355, 365, 385, 410, 830, 840, 850, 893, or 950. The presiding judge ina
case that does not otherwise qualify for inclusion in the Pilot Project may nevertheless
designate the case for inclusion in the Pilot Project by issuing an order directing that the
case be included in the Pilot Project. The description of the Pilot Project, including
procedures to be followed, is attached to this Order. (Signed by Judge Loretta A. Preska
on 10/31/2011) (moh) (Entered: 06/23/2014)

Case Eligible for Patent Pilot Program. (moh) (Entered: 06/23/2014)

Mailed notice to Commissioner of Patents and Trademarksto report the filing of this
action. (moh) (Entered: 03/26/2015)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXI IP,LLC.(Biemer, Thomas) (Entered: 06/19/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/19/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Samsung Telecom munications
America, LLC served on 6/20/2014, answer due 7/11/2014. Service was accepted by
Dion Miles, Agent in Charge of CSC Corporation Service Company. Document filed by | Xl
Mobile (R&amp;D) Ltd.; IXI IP,LLC. (Biemer, Thomas) (Entered: 06/27/2014)
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06/30/2014

07/02/2014

07/08/2014

07/08/2014

07/08/2014

07/08/2014

07/22/2014

07/22/2014

07/23/2014

07/23/2014

07/23/2014

07/24/2014

07/24/2014

07/28/2014

07/28/2014

08/20/2014

7

10

11

12

13

14

15

16

17

18

ORDER:Initial Conference set for 8/26/2014 at 12:30 PMin Courtroom 905, 40 Centre

Street, New York, NY 10007 before Judge Richard J. Sullivan, and as further set forth in
this document. (Signed by Judge Richard J. Sullivan on 6/25/2014) (cd) (Entered:
07/01/2014)

AFFIDAVIT OF SERVICE of Summons and Complaint,. Samsung Electronics America, Inc.
served on 6/27/2014, answer due 7/18/2014. Service was accepted by Monica Reed,
Corporate Operations Specialist, The Corporation Trust Company. Document filed by |XI
Mobile (R&amp;D) Ltd.; IXI |P,LLC. (Biemer, Thomas) (Entered: 07/02/2014)

SUPPLEMENTAL RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Corporate
Parent IXI Mobile Inc. for |XIl Mobile (R&amp;D) Ltd.. Document filed by IXI Mobile
(R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

LETTER MOTIONfor Extension of Time To Respond To Plaintiffs’ Complaint addressed to
Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated 7/8/2014. Document
filed by |XI IP,LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2014)

ORDER granting 10 Letter Motion for Extension of Time. IT |S HEREBY ORDERED THAT
Defendants time to answer, move against or otherwise respond to Plaintiffs' Complaint is
extended to September 12, 2014. |1T 1S FURTHER ORDERED THATthe initial conference,
currently scheduled for August 26, 2014, is ADJOURNEDto October 7, 2014 at 12:30
p.m. IT 1S FURTHER ORDEREDthat the parties shall submit the joint letter and proposed
case management plan referenced in the Court's June 30, 2014 Order no later than
September 30, 2014 at 4:00 p.m. (Signed by Judge Richard J. Sullivan on 7/8/2014) (cd)
(Entered: 07/09/2014)

Set/Reset Deadlines: Samsung Electronics America, Inc. answer due 9/12/2014:
Samsung Electronics Co., Ltd. answer due 9/12/2014; Samsung Telecommunications
America, LLC answer due 9/12/2014. Set/Reset Hearings: (Initial Conference reset for
10/7/2014 at 12:30 PM before Judge Richard J. Sullivan.) (cd) (Entered: 07/09/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for Joshua D. Wolson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915096. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IX! IP,LLC, |X! Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION for John Joseph Higson to Appear
Pro Hac Vice . Filing fee $ 200.00, receipt number 0208-9915160. Motion and supporting
papers to be reviewed by Clerk's Office staff. Document filed by IX! IP,LLC, |X!I Mobile
(R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/22/2014)

&gt; &gt;&gt; NOTIGE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 13 MOTION for John Joseph Higson to Appear Pro Hac Vice .
Filing fee $ 200.00, receipt number 0208-9915160. Motion and supporting papers to be
reviewed by Clerk's Office staff., 12 MOTION for Joshua D. Wolson to Appear Pro Hac Vice
. Filing fee $ 200.00, receipt number 0208-9915096. Motion and supporting papers to be
reviewed by Clerk's Office staff.. Please put one Case number on the document. (wb)
(Entered: 07/23/2014)

MOTION for Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI |P,LLC,
[XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff. Document filed by IXI |P,LLC,
[XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online (Entered: 07/23/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 15
MOTION for John Joseph Higson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff.. The document has been
reviewed and there are no deficiencies. (sdi) (Entered: 07/24/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 14
MOTIONfor Joshua D. Wolson to Appear Pro Hac Vice (CORRECTED). Motion and
supporting papers to be reviewed by Clerk's Office staff.. The document has been
reviewed and there are no deficiencies. (sdi) (Entered: 07/24/2014)

 
ORDERgranting 14 Application for Joshua D. Wolson to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

ORDERgranting 15 Motion for John J. Higson to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 7/28/2014) (cd) (Entered: 07/28/2014)

FILING ERROR - DEFICIENT DOCKET ENTRY - MOTION to Appear Pro Hac Vice for Mark
W. Halderman. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP,LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
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08/20/2014

08/25/2014

08/25/2014

08/26/2014

09/11/2014

09/11/2014

09/26/2014

09/26/2014

09/29/2014

09/29/2014

09/30/2014

10/07/2014

10/09/2014

19

20

21

22

23

24

25

26

27

Online (Entered: 08/20/2014)

&gt; &gt: &gt; NOTICE REGARDING DEFICIENT MOTION TO APPEAR PRO HAC VICE. Notice
regarding Document No. 18 MOTION to Appear Pro Hac Vice for Mark W. Halderman.
Motion and supporting papers to be reviewed by Clerk's Office staff.. The filing is deficient
for the following reason(s): Filing fee not paid.Missing Certificate of Good Standing.
Certificate of Good Standing must be issued from the Supreme Court of Texas and not
from a State Bar Association. Re-file the document as a Corrected Motion to Appear Pro
Hac Vice and attach a valid Certificate of Good Standing, issued within the past 30 days
and pay the filing fee. (bcu) (Entered: 08/20/2014)

MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032281. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by IXI IP,LLC, |XI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 08/25/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 19
MOTION to Appear Pro Hac Vice for Mark Halderman. Filing fee $ 200.00, receipt number
0208-10032281. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
08/25/2014)

ORDERgranting 19 Motion for Mark W. Halderman to Appear Pro Hac Vice. (Signed by
Judge Richard J. Sullivan on 8/26/2014) (ajs) (Entered: 08/26/2014)

LETTER MOTIONfor Extension of Time to File Answer addressed to Judge Richard J.
Sullivan from Todd M. Friedman dated September 11, 2014. Document filed by Samsung
Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications
America, LLC.(Friedman, Todd) (Entered: 09/11/2014)

ORDER granting 21 Letter Motion for Extension of Time to Answer. SO ORDERED.
Samsung Electronics America, Inc. answer due 9/26/2014; Samsung Electronics Co., Ltd.
answer due 9/26/2014; Samsung Telecommunications America, LLC answer due
9/26/2014. (Signed by Judge Richard J. Sullivan on 9/11/2014) (mro) (Entered:
09/12/2014)
FILING ERROR - CORPORATE PARENT/ OTHER AFFILIATE NOT ADDED- RULE7.1

CORPORATE DISCLOSURE STATEMENT. No Corporate Parent. Document filed by
Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
Telecommunications America, LLC.(Friedman, Todd) Modified on 9/29/2014 (Ib).
(Entered: 09/26/2014)

ANSWERto 1 Gomplaint, with JURY DEMAND., COUNTERCLAIM againstAll Plaintiffs.
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC.(Friedman, Todd) (Entered: 09/26/2014)
*** NOTE TO ATTORNEY TO RE-FILE DOCUMENT - DEFICIENT DOCKET ENTRY ERROR.

Note to Attorney Todd M. Friedman to RE-FILE Document 23 Rule 7.1 Corporate
Disclosure Statement,. ERROR(S): Corporate Parents were not added. Please re-file this
document and when prompted: Are there any corporate parents or other affiliates?,
select the YES radio button and enter the Corporate Parent(s) or Affiliate(s). YOU MUST
SELECT THE SEARCH BUTTON. Select the correct name or create a new corporate parent.
Add the Corporate Parent(s) or Affiliate(s) one party name at atime. (lb) (Entered:
09/29/2014)

RULE 7.1 CORPORATE DISCLOSURE STATEMENT.Identifying Other Affiliate Samsung
Electronics America, Inc. for Samsung Telecommunications America, LLC; Corporate
Parent Samsung Electronics Co., Ltd. for Samsung Electronics America, Inc.. Document
filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
Telecommunications America, LLC.(Friedman, Todd) (Entered: 09/29/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated September 30, 2014 re: Joint Submission Pursuant to Court Order Dated June 30,
2014 modified 7-8-14. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd..
(Attachments: # 1 Online, # 2 Online (Entered: 09/30/2014)

Minute Entry for proceedings held before Judge Richard J. Sullivan: Initial Pretrial
Conference was held on 10/7/2014. Plaintiffs' counsel John Higson and Thomas Biemer
were present. Defendant Samsung's counsel Todd Friedman and Greg Arovis were
present. Defendant Blackberry's counsel Jason Cook and Marshal Beil were present. The
parties are directed to confer with counsel for the defendant in the newly-filed related
case and to submit a revised case management plan and joint letter no later than
11/7/14. (sc) (Entered: 10/08/2014)

NOTICE OF APPEARANCEby Gregory Steven Arovas on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
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10/09/2014
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28

29

30

31

32

33

34

35

36

37

38

39

40

LLC. (Arovas, Gregory) (Entered: 10/09/2014)

NOTICE OF APPEARANCEby Todd M. Friedman on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC. (Friedman, Todd) (Entered: 10/09/2014)

NOTICE OF APPEARANCEby James E. Marina on behalf of Samsung Electronics America,
Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC.
(Marina, James) (Entered: 10/09/2014)

ANSWERto 24 Counterclaim. Document filed by IX! IP,LLC, |XI Mobile (R&D) Ltd..
(Attachments: # 1 Online (Entered: 10/17/2014)

MOTION for David Rokach to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10273866. Motion and supporting papers to be reviewed by Clerk's Office staff.
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Attachments: # 1 Online, # 2 Online
(Entered: 11/03/2014)

&gt; &gt; &gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 31
MOTION for David Rokach to Appear Pro Hac Vice . Filing fee $ 200.00, receipt number
0208-10273866. Motion and supporting papers to be reviewed by Clerk's Office staff..
The document has been reviewed and there are no deficiencies. (wb) (Entered:
11/04/2014)

ORDER FOR ADMISSION PRO HAC VICE granting 31 Motion for David Rokach to Appear
Pro Hac Vice. (Signed by Judge Richard J. Sullivan on 11/5/2014) (mro) (Entered:
11/07/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 11/7/2014 re: Joint Submission Pursuant to Order during October 7, 2014
Conference. Document filed by IXI IP,LLC, IX! Mobile (R&D) Ltd.. (Attachments: # 1
Online, # 2 Online (Entered: 11/07/2014)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
November 10, 2014 re: Response to Letter Dated November7, 2014 from Defendant
Apple, Inc. Document filed by IXI |P,LLC, |Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas)
(Entered: 11/10/2014)

NOTICE OF APPEARANCEby James Henry McConnell on behalf of Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC. (McConnell, James) (Entered: 11/26/2014)

ORDER: The Court is in receipt of the parties' letters concerning disputes about the
proposed case management plan. Having considered the parties’ arguments, IT IS
HEREBY ORDERED THAT, no later than December 8, 2014, the parties shall jointly submit
a revised case management plan that reflects a 30-day extension of all contested dates.
So Ordered (Signed by Judge Richard J. Sullivan on 12/1/2014) (js) Modified on
12/2/2014 (js). (Entered: 12/02/2014)

JOINT LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire
dated 12/8/2014 re: Proposed Case Management Plan and Scheduling Order. Document
filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online (Entered:
12/08/2014)

CASE MANAGEMENT PLAN AND SCHEDULING ORDER:All parties do not consent to
disposition of this case by a Magistrate Judge, pursuant to 28 U.S.C. § 636(c). These
cases are to be tried to juries. Plaintiffs’ Claim Construction Brief shall be filed by: July 8,
2015. Defendants’ Claim Construction Briefs shall be filed by: August 7, 2015. Plaintiffs’
Reply Claim Construction Brief shall be filed by: August 14, 2015. Depositions shall be
completed by: 11/10/2015. Completion of Fact Discovery: 11/10/2015. The Court will
conduct a post-discovery conference on 11/24/2015. Referral to a Magistrate Judge for
settlement discussions. (Signed by Judge Richard J. Sullivan on 12/8/2014) (mro)
(Entered: 12/15/2014)

Set/Reset Deadlines: Brief due by 8/14/2015. (mro) (Entered: 12/15/2014)

ORDER: The Court seeks input from Defendants Samsung Electronics Co., Ltd., et al.
("Samsung") as to their views concerning a potential 28 U.S.C. § 1404(a) motion to
transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. Accordingly, IT
|S HEREBY ORDERED THAT Defendants Samsung shall submit a letter response to a
potential 28 U.S.C. § 1404(a) motion to transfer to the Northern District of California by
Tuesday, December 30, 2014. (Signed by Judge Richard J. Sullivan on 12/22/2014)
(mro) (Entered: 12/22/2014)

LETTER addressed to Judge Richard J. Sullivan from Todd M. Friedman dated December
30, 2014 re: Potential Motion to Transfer. Document filed by Samsung Electronics
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51

America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications America,
LLC.(Friedman, Todd) (Entered: 12/30/2014)

ORDER: After receiving pre-motion letters from the parties in Case Nos. 14-cv-7954
(RJS) and 14-cv-4428 (RJS) (Doc. Nos. 23, 24, No. 14-cv-7954 (RUS); Doc. Nos. 43, 44,
No. 14-cv-4428 (RJS)), the Court, on December 22, 2014, issued an Order to Defendants
Samsung Electronics Co., Ltd., el at. ("Samsung") in a related case, Case No. 14-cv-4355
(RJS), seeking input as to their views concerning a potential 28 U.S.C. § 1404(a) motion
to transfer Case No. 14-cv-4355 (RJS) to the Northern District of California. (Doc. No. 39,
No. 14-cv-4355 (RJS).) The Court is in receipt of Samsung's letter dated December 30,
2014, supporting Apple's and BlackBerry's motions to transfer but declining, at this time,
to file their own motion to transfer. (Doc. No. 40, No. 14-cv-4355 (RJS).) Accordingly, IT
|S HEREBY ORDERED THATall of the above-captioned parties, including Samsung, shall
appear for a conference on January 20, 2015 at 4:00 p.m. in Courtroom 905 at 40 Foley
Square concerning the anticipated motions to transfer Case Nos. 14-cv-7954 (RJS) and
14-cv-4428 (RJS) to the Northern District of California pursuant to 28 U.S.C. § 1404(a). (
Status Conference set for 1/20/2015 at 04:00 PM in Courtroom 905, 40 Centre Street,
New York, NY 10007 before Judge Richard J. Sullivan.) (Signed by Judge Richard J.
Sullivan on 1/5/2015) (mro) (Entered: 01/05/2015)

TRANSCRIPT of Proceedings re: conference held on 1/20/2015 before Judge Richard J.
Sullivan. Court Reporter/ Transcriber: Khristine Sellin, (212) 805-0300. Transcript may be
viewed at the court public terminal or purchased through the Court Reporter/ Transcriber
before the deadline for Release of Transcript Restriction. After that date it may be
obtained through PACER. Redaction Request due 2/23/2015. Redacted Transcript
Deadline set for 3/5/2015. Release of Transcript Restriction set for 5/4/2015.(McGuirk,
Kelly) (Entered: 01/30/2015)

NOTICE OF FILING OF OFFICIAL TRANSCRIPT Notice is hereby given that an official
transcript of a conference proceeding held on 1/20/2015 has been filed by the court
reporter/transcriber in the above-captioned matter. The parties have seven (7) calendar
days to file with the court a Notice of Intent to Request Redaction of this transcript. If no
such Noticeis filed, the transcript may be made remotely electronically available to the
public without redaction after 90 calendar days...(McGuirk, Kelly) (Entered: 01/30/2015)

MOTIONto Transfer Case Samsung's Notice of Motion to Transfer Venue Pursuant to 28
U.S.G. § 1404(a). Document filed by Samsung Electronics America, Inc., Samsung
Electronics Co., Ltd., Samsung Telecommunications America, LLC.(Friedman, Todd)
(Entered: 02/03/2015)

MEMORANDUM OF LAW in Support re: 44 MOTION to Transfer Case Samsung's Notice of
Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by Samsung
Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung Telecommunications
America, LLC. (Friedman, Todd) (Entered: 02/03/2015)

DECLARATION of Todd M. Friedman in Support re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by Samsung Electronics America, Inc., Samsung Electronics Co., Ltd.,
Samsung Telecommunications America, LLC. (Attachments: # 1 Online, # 2 Online, # 3
Online, # 4 Online (Entered: 02/03/2015)

BRIEF re: 44 MOTIONto Transfer Case Samsung's Notice of Motion to Transfer Venue
Pursuant to 28 U.S.C. § 1404(a). Omnibus Brief |n Opposition to Motion to Transfer.
Document filed by IXI IP,LLC, |XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
02/17/2015)

DECLARATION of John J. Higson in Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9
Online, # 10 Online, # 11 Online, # 12 Online, # 13 Online, # 14 Online (Entered:
02/17/2015)

DECLARATION of Zion Hadad in Opposition re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a).. Document filed by
[Xl IP,LLC, |X! Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 02/17/2015)

DECLARATION of Steve Pedersen in Opposition re: 44 MOTIONto Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
02/17/2015)

REPLY MEMORANDUM OF LAW in Support re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). . Document filed by
Samsung Electronics America, Inc., Samsung Electronics Co., Ltd., Samsung
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Telecommunications America, LLC. (Friedman, Todd) (Entered: 02/20/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 24, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Venue Transfer Brief. Document filed by |Xl
IP,LLC, IXl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/24/2015)

ORDER: The Court is in receipt of Plaintiff's letter, dated February 24, 2015, requesting
leave to file a sur-reply to Apple's reply brief. (Doc. No. 37, No. 14-cv-7954 (RJS).) The
Court also is in receipt of Defendant Apple Inc.'s letter, dated February 24, 2015,
responding to Plaintiff's letter and requesting “that IXI be required to provide the Court
with the [IXI License Agreement]." (Doc. No. 38, No. 14-cv-7954 (RJS).) Because the
Court finds that limited supplemental briefing as to whether | XI Mobile (R&amp;D), Inc.
lacks standing to be a Plaintiff in these actions would be helpful, |T |S HEREBY ORDERED
THATPlaintiff's request for leave to file a sur-reply is GRANTED. Plaintiff shall limit the
sur-reply to three pages and submit the sur-reply by March 2, 2015. IT IS FURTHER
ORDERED THAT Defendant Apple Inc.'s request "to respond to any new facts, evidence,
or arguments introduced in the sur-reply" is GRANTED. Defendant Apple Inc. shall limit
its response to three pages and submit the response by March 5, 2015. Finally, because
the Court also finds that its review of the license referenced in the parties’ briefing and
letters would help the Court resolve the motion to transfer these actions to the Northern
District of California pursuant to 28 U.S.C. § 1404(a), |T IS FURTHER ORDERED THAT
Defendant Apple Inc.'s request "that |XI be required to provide the Court with the
license" is GRANTED.( Responses due by 3/5/2015, Surreplies due by 3/2/2015.)
(Signed by Judge Richard J. Sullivan on 2/25/2015) (mro) (Entered: 02/26/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
February 27, 2015 re: IXI Mobile (R&amp;D), LTD., et al. v. Samsung Electronics Co.,
Blackberry, LTD, et al., and Apple, Inc. Transfer Venue Sur-Reply. Document filed by I XI
IP,LLC, IXIl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 02/27/2015)

MEMO ENDORSEMENTonre: (54 in 1:14-cv-04355-RUS) Letter, filed by IXI IP,LLC, IX!
Mobile (R&amp;D) Ltd., (58 in 1:14-cv-04428-RJS) Letter, filed by IXI IP, LLC, IX! Mobile
(R&amp;D) Ltd., (40 in 1:14-cv-07954-RJS) Letter, filed by 1XI IP,LLC, IXI Mobile
(R&amp;D) Ltd. ENDORSEMENT: There is a well-established presumption in the Second
Circuit in favor of open court records. See United States v. Amodeo, 44 F.3d 141, 146 (2d
Cir. 1995). To overcome this presumption, a party must demonstrate that sealing a
judicial document is "essential to preserve higher values and is narrowly tailored to serve
that interest." United States v. Alcantara, 396 F.3d 189, 199 (2d Cir. 2005); see also
Lugosch v. Pyramid Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) ("
[D]ocuments may be sealed if specific, on the record findings are made demonstrating
that closure is essential to preserve higher values and is narrowly tailored to serve that
interest." (quotation marks and citations omitted)). Because Plaintiff represents that the
license agreement between | XI IP and |XI Mobile contains "confidential information" and
that the patent purchase agreement includes information relating to the strategy and
financing of this litigation, the Court will allow Plaintiff to file the license and redacted
patent purchase agreements under seal, and to submit the unredacted patent purchase
agreement in camera. However, the Court may reach a different conclusion upon
reviewing the materials in question and, at that time, will direct the parties to address
whether the various documents should remain under seal. (Signed by Judge Richard J.
Sullivan on 2/27/2015) (mro) (Entered: 03/02/2015)

REPLY MEMORANDUM OF LAW in Opposition re: 44 MOTION to Transfer Case Samsung's
Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). PLAINTIFFS SUR-
REPLY IN FURTHER OPPOSITION TO DEFENDANTS MCTIONS TO TRANSFER. Document

filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered: 03/02/2015)

DECLARATION of STEVE PEDERSENin Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd.. (Biemer, Thomas) (Entered:
03/02/2015)

DECLARATION of JOHN J. HIGSONin Opposition re: 44 MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a)..
Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online, # 3 Online, # 4 Online, # 5 Online, # 6 Online (Entered: 03/02/2015)
STIPULATION OF DISMISSAL OF CLAIMS AGAINST SAMSUNG TELECOMMUNI CATIONS

AMERICA, LLC: IT 1S HEREBY STIPULATED AND AGREEDbythe parties as follows: |.
Claims asserted by |XI against STA in the above-captioned action will be dismissed,
without prejudice, pursuant to Rule 41(a) of the Federal Rules of Civil Procedure, and STA
will no longer be a party to the above-captioned action. 2. SEA is STA's successor in
interest for the purposes of this lawsuit and will assume any liability that STA bears in
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this lawsuit. 3. Nothing in this stipulation shall be construed as an admission or
concession ofliability by any defendant. (Signed by Judge Richard J. Sullivan on
3/6/2015) (mro) (Entered: 03/09/2015)
AGREED PROTECTIVE ORDER REGARDING THE DISCLOSURE AND USE OF DISCOVERY

MATERIALS...regarding procedures to be followed that shall govern the handling of
confidential material... (Signed by Judge Richard J. Sullivan on 4/14/2015) (mro)
(Entered: 04/15/2015)

ORDER: This Addendum is an integral part of the Order of today's date granting
confidentiality protection to certain materials. Notwithstanding any other provision, no
document may be filed with the Clerk under seal without a further Order of this Court
addressing the specific documents to be sealed. Any application to seal shall be
accompanied by an affidavit or affidavits and a memorandum of law, demonstrating that
the standards for sealing have been met and specifically addressing Lugosch v. Pyramid
Co. of Onondaga, 435 F.3d 110, 119-20 (2d Cir. 2006) and any other controlling
authority. Nothing herein is intended to alter or modify the applicability of Federal Rule of
Civil Procedure 5.2 to this case. The redactions expressly authorized by Rule 5.2 may be
made without further application to the Court. (Signed by Judge Richard J. Sullivan on
4/14/2015) (mro) (Entered: 04/15/2015)

MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883328. Motion and supporting papers to be reviewed by Clerk's Office
staff. Document filed by IXI IP,LLC, IXI Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2
Online (Entered: 05/04/2015)

&gt; &gt;&gt; NOTICE REGARDING PRO HAC VICE MOTION. Regarding Document No. 62
MOTION to Appear Pro Hac Vice for Gary D. Colby, Esquire. Filing fee $ 200.00, receipt
number 0208-10883328. Motion and supporting papers to be reviewed by Clerk's Office
staff.. The document has been reviewed and there are no deficiencies. (wb) (Entered:
05/04/2015)

ORDERgranting 62 Motion for Gary D. Colby to Appear Pro Hac Vice. (Signed by Judge
Richard J. Sullivan on 5/5/2015) (kl!) (Entered: 05/06/2015)
JOINT STIPULATION OF DISMISSAL OF CLAIMS RELATED TO U.S. PATENT NO.

7,426,398: Plaintiffs |Xl Mobile (R&amp;D) Ltd. and IX! IP, LLC (collectively, "Plaintiffs")
and Defendants Samsung Electronics Co., Ltd. and Samsung Electronic America, Inc.
(collectively "Defendants"); hereby stipulate and agree to the dismissal with prejudice of
the Second Count for Relief in Plaintiffs’ Complaint alleging infringement of U.S. Patent
No. 7,426,398 ("the '398 Patent") in the above-captioned action, each party to bear its
own costs and fees related to claims of infringement of the '398 Patent. Further, Plaintiffs
and Defendants hereby stipulate and agree to the dismissal without prejudice of
Defendants’ counterclaims of invalidity and non-infringement of the '398 Patent, each
party to bear its own costs and fees related to counterclaims of invalidity and non-
infringement of the '398 Patent. SO ORDERED. (Signed by Judge Richard J. Sullivan on
5/11/2015) (kko) (Entered: 05/11/2015)
ORDER REFERRING CASE TO MAGISTRATE JUDGE. Order that case be referred to the

Clerk of Court for assignment to a Magistrate Judge for Settlement: The parties shall
contact Magistrate Judge Debra Freeman by May 19, 2015 to schedule a settlement
conference. Referred to Magistrate Judge Debra C. Freeman. (Signed by Judge Richard J.
Sullivan on 5/15/2015) (tn) (Entered: 05/18/2015)

Minute Entry for proceedings held before Magistrate Judge Debra C. Freeman: Settlement
Conference held via telephone on 5/28/2015. Telephone conference scheduled for
8/25/15 at 12:00 p.m. (aba) (Entered: 05/28/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
June 4, 2015 re: Claim Construction Technology Tutorial. Document filed by IX! IP,LLC,
[Xl Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/04/2015)

AMENDED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer,
Esquire dated June 5, 2015 re: Claim Construction Technology Tutorial. Document filed
by IXI |P,LLC, [XI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/05/2015)

JOINT CLAIM CONSTRUCTION STATEMENT. Document filed by IXI IP,LLC, IX!I Mobile
(R&amp;D) Ltd., Samsung Electronics America, Inc., Samsung Electronics Co., Ltd..
(Biemer, Thomas) (Entered: 06/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated June 15,
2015 re: Pre-Motion Request to Strike Joint Claim Terms Chart. Document filed by |X|
IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 06/15/2015)

LETTER addressed to Judge Richard J. Sullivan from Harrison J. Frahn IV (on behalf of all
Defendants) dated June 18, 2015 re: Response to IXI's Request for a Pre-motion
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07/08/2015

07/08/2015

07/08/2015

08/03/2015

08/03/2015

08/06/2015

08/06/2015

08/06/2015

08/12/2015

08/20/2015

09/09/2015

72

71

73

74

75

76

7?

78

79

80

81

Conference for a Motion to Strike. Document filed by Samsung Electronics America, Inc.,
Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 06/18/2015)

ENDORSED LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer dated
7/2/2015 re: Plaintiffs respectfully request 5 additional pages for their Opening Claim
Construction Brief due on July 8, 2015, as well as 5 additional pages for their supporting
expert declaration. ENDORSEMENT: SO ORDERED. (Signed by Judge Richard J. Sullivan
on 7/2/2015) (mro) (Entered: 07/06/2015)

LETTER addressed to Judge Richard J. Sullivan from Todd M. Friedman dated July 2, 2015
re: Pre-Motion Conference for Motion to Stay. Document filed by Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 07/03/2015)

BRIEF Plaintiffs Opening Claim Construction Brief. Document filed by IXI IP,LLC, |X|
Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered: 07/08/2015)

DECLARATIONre: 73 Brief Declaration of Mark W. Halderman. Document filed by I Xl
IP,LLC, IXl Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online, # 4
Online, # 5 Online, # 6 Online, # 7 Online, # 8 Online, # 9 Online, # 10 Online (Entered:
07/08/2015)

DECLARATION re: 73 Brief Declaration of Joel R. Williams. Document filed by IXI IP,LLC,
|X| Mobile (R&D) Ltd.. (Attachments: # 1 Online, # 2 Online, # 3 Online (Entered:
07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
July 8, 2015 re: Response to pre-motion letter from Defendants Apple and Samsung
requesting a stay. Document filed by |XI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer,
Thomas) (Entered: 07/08/2015)

LETTER addressed to Judge Richard J. Sullivan from Marshall Beil (on behalf ofall
Defendants) dated August 3, 2015 re: Request for additional pages and exhibits for
Defendants’ Responsive Claim Construction Brief. Document filed by Samsung Electronics
America, Inc., Samsung Electronics Co., Ltd..(Friedman, Todd) (Entered: 08/03/2015)

MEMO ENDORSEMENTonre: (84 in 1:14-cv-04428-RJS) Letter, filed by Blackberry
Limited, Blackberry Corporation, (77 in 1:14-cv-04355-RJS) Letter, filed by Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc. ENDORSEMENT: SO ORDERED.(
Brief due by 8/7/2015.) (Signed by Judge Richard J. Sullivan on 8/3/2015) (mro)
(Entered: 08/04/2015)

OPINION AND ORDER #105941 re: (27 in 1:14-cv-07954-RJS) MOTION to Transfer Case
Apple Inc.'s Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Apple, Inc., (47 in 1:14-cv-04428-RJS) MOTION to Transfer Case . filed by Blackberry
Limited, Blackberry Corporation, (44 in 1:14-cv-04355-RJS) MOTION to Transfer Case
Samsung's Notice of Motion to Transfer Venue Pursuant to 28 U.S.C. § 1404(a). filed by
Samsung Electronics Co., Ltd., Samsung Telecommunications America, LLC, Samsung
Electronics America, Inc. Weighing the factors set forth above and having consideredall
the facts and circumstances before it, the Court determines that Defendants have
demonstrated by clear and convincing evidence that transfer of these three actions is
appropriate. Accordingly, IT |S HEREBY ORDERED THAT Defendants’ motions to transfer
these actions to the Northern District of California are GRANTED. The Clerk of the Court is

respectfully directed to terminate the motions pending at docket entries 44 in case
number 14--cv-4355 (RJS), 47 in case number 14--cv-4428 (RJS), and 27 in case
number 14-cv-7954 (RJS), and to close these cases. SO ORDERED. (As further set forth
within this Order.) (Signed by Judge Richard J. Sullivan on 8/6/2015) (ajs) Modified on
10/13/2015 (ca). (Entered: 08/07/2015)
CASE TRANSFERRED OUT ELECTRONICALLYfrom the U.S.D.C. Southern District of New

York to the United States District Court - Northern District of California. (ajs) (Entered:
08/14/2015)

Terminate Transcript Deadlines (ajs) (Entered: 08/14/2015)

LETTER addressed to Judge Richard J. Sullivan from Thomas S. Biemer, Esquire dated
August 12, 2015 re: Requesting Reconsideration of the Order entered August 7, 2015.
Document filed by IXI IP,LLC, IXI Mobile (R&amp;D) Ltd..(Biemer, Thomas) (Entered:
08/12/2015)
Received e-mail from the United States District Court - Northern District of California

acknowledging receipt of transferred case. Assigned Case Number: 3:15-cv-03752, filed
on 08/17/2015. (sjo) (Entered: 08/21/2015)

ORDER: The Court is in receipt of a letter from Plaintiffs, dated August 12, 2015 (No. 14-
cv-4355 (RUS), Doc. No. 80; No. 14-cv-4428 (RJS), Doc. No. 87; No. 14-cv- 7954 (RUS),
Doc. No. 72), requesting that the Court reconsider its Opinion and Order, dated August 6,
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2015, granting Defendants’ motions to transfer these three related patent infringement
actions to the Northern District of California pursuant to 28 U.S.C. § 1404(a). In sum, the
Court finds that there is no "manifest injustice" here and that these actions bear little
resemblance to the Eastern District of Texas decisions cited by Plaintiffs. Thus, Plaintiffs
have failed to persuade the Court to reconsider its August 6, 2015 Opinion and Order.
Accordingly, 1T |S HEREBY ORDERED THATPlaintiffs' motion for reconsideration is
DENIED. (As further set forth in this Order.) (Signed by Judge Richard J. Sullivan on
9/9/2015) (kko) (Entered: 09/09/2015)

Copyright © 2017 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY***
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880399 (09) 7088033 May 2, 2008
 

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT

7O393033

Get Drawing Sheet 1 of 9
Access PDF of Official Patent *

Order Patent File History / Wrapper fram REEDFAX®
Link ta Glaims Section

 

May 2, 2006

System, device and comouter readable madium for providing a managed wireless neiwork using short-range
radio signals

EXPIRATION:

May 2, 2010 - due to failure to pay maintenance teas. , (O.G. June 22, 2070}
Ostobar 6, 2010 - REINSTATED due te acceptance of delayed payment of maintenance fee. , (O.G. November 2,
20710)

MEEXAM-LITIGATE:

NOTICE OF LITIGATION

ixi Moblie (FSD) Lid. et aly. Samsung Electronics Co., Lid. at al, Filed June 17, 2014, D.G. S.D. New York, Dne.
No. ti 14ev4355

OTICE OF LITIGATION

Ixi Mobile (R&D) Lid. at alv. Blackberry Limited at al, Filed June 18, 2014, O.G. S.D. New York, Doc. No.
1: t4ev44e8

NOTEGE OF LITIGATION

Aray
Ixi Mobile (R&D) Lid. et alv. Apple, inc., Filed October 2, 2074, 0.0. 5.D. New York, Doc. No. 1:14ev79 [on

NOTICE OF LITIGATION

ixt Mobiie (R&D) Lid. et alv. Samsung Electronics Go., Lid. et al, Filed August 17, 2075, D.C. N.D. Caitfornia,
Doe, No. 3:1Seva7S2

NOTICE OF LITIGATION

ixi Mobile (R&D) Lid. et alv. Blackberry Limited at al, Filed August 77, 2075, D.C. NLD. Gallfarnia, Boe. No.
a: 15nva754

NOTIGE OF LITIGATION

Ixi Mobile (R&D) Lid. ef aly. Apple, inc., Filed August 17, 2015, D.G. ND. Oallfarnia, Doc. No. 3:1Sev3755

NOTICE OF LITIGATION

ixi Moblie (ASD) Lid. et alv. Apole, inc., Filed August 17, 20175, D.G. ALD. Oallfarnmia, Doc. No. 4:t5cev3755

miENVENTOR: Haller, Amit - Belmont, CalHornia, United States of Amarica (US), United States of America 0) |
Fornell, Peter - Lake Oswego, Oregon, United States of America (US), United States of America (} : ltzchak,
Avraham - Fla’anana, State of Israsi (IL), State of Israel G | Glick, Amir - Tel Aviv, State of Isreal (1L}, State of
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Israel () ; Haparnas, Ziv - Tal Aviv, State of israel (11), State of Israal 6

APPL-NO: G50398 (49)

FILED-DATE: May 7, 2001

GRANTED-DATE: May 2, 2006

PRIORITY: May 7, 2007 - 09850899, Untied States of America (US}

ASS] GNEE- PRE-ISSUE:

Sepiember 13, 2002 - ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCLIMENT FOR DETAILS}., [Xi MOBILE
(ISRAEL) LTO. HATTIDHAR STREET, #3, RA'ANANA, ISRAEL (}), 43654, Reel and Frame Number: 019273/0484

ASS! GNEE-AT-1SSUE:

Ix! Mobile (israel) Lid., Ra'Anana, State of Israel (IL), Foreign campany or corporation (03)

ASSIGNES- AFTER-ITSSUE:

dune 29, 2006 - SECURITY AGREEMENT, SQUTHPOINT MASTER FUND LP, SUITE 2503, 623 FIFTH AVENUE, NEW

YORK, NEW YORK, UNITED STATES OF AMERICA (US), 10022, Reel and Frame Number: 017846/0872
Apri t?, 2012 - RELEASE BY SECURED PARTY (SEE DOGUMENT FOR DETAILS)... [XE MOBILE (R&D) LTD., 14
MOSHE LEVE STREET, RISHON LEZION, ISRAEL (3, Reel and Frame Number: 026055/0575
February 11, 2074 - CHANGE OF NAME (SEE DOCUMENT FOR DETAILS)... IX] MOBILE (R & D) LTD, 14 MOSHE
LEVE STREET, RISHON LEZION, ISRAEL (3, Real and Frame Number: 092239/0078
June 5, 2014 - ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS)... EXP EP, LLG, 405
LEAPNGTON AVENUE, SUITE 728, THE CHAYSLER BUILDING, NEW YORK, NEW YORK, UNITED STATES OF

AMERICA (US), 1G174, Reel and Frame Number: 033042/0985
June 8, 20714 - SEGURITY INTEREST, FORTRESS CREDIT CO LLG, 46TH FLOOR, 1345 AVENUE OF THE AMERICAS,

NEW YORK, NEW YORK, UNITED STATES OF AMERICA (US), 10105, Reel and Frame Number: 033098/9056
September 11, 2074 - ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS)., FOO V CLO
THANGFEROR LLCO, 48TH FLOOR, 1945 AVENUE OF THE AMERICAS, NEW YORK, NEW YORS, UNITED STATES OF

AMERICA (U5), 10105, Rael and Frame Number: 033718/0887

    
 
 

  

    

LEGAL-REP: Vierra Magen Marcus Harman & DeNiro LLP

PUS-TYPE: May 2, 2006 - Patent with a pre-grant publication (B?}

PUS-COUNTRY: United States of America (LUIS)

LEGAL- STATUS:

September 13, 20028 - ASSIGNMENT
dune 29, 2006 - ASS! GNMENT
December 7, 2009 - MAINTENANCE FEE REMINDER MAILED

May 2, 2010 - REINSTATEMENT AFTER MAINTENANCE FEE PAYMENT CONFERMED
June 22, 2970 - EXPIRED DUE TO FAILURE TO PAY MAINTENANCE FEE

duly 23, 2070 - FEE PAYMENT
July 23, 2070 - SURCHARGE FOR LATE PAYMENT
October 4, 2010 - PATENT REINSTATED DUE TO THE AGCEPTANGE OF A LATE MAINTENANGE FEE

Aoriia?, 2912 - ASSIGNMENT
December 13, 2673 - MAINTENANCE FEE REMINOER MAILED

February 17, 2014 - ASSIGNMENT
Apri 3G, 2014 - FEE PAYMENT
Aprii 30, 2014 - SURCHARGE FOR LATE PAYMENT
dune 5, 2014 - ASSIGNMENT

June 5, 2014 - ASSIGNMENT

September 11, 20714 - ASSIGNMENT
duly 28, 2015 - AIA TREAL PROCEEDING FILED BEFORE THE PATENT AND APPEAL BOARD: INTER PARTES
REVIEW

December 7, 2009 - Maintenance Fae Reminder Maiad.
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Ney2, 2010 - Patent Reinstated Aiter Maintenance Fee Payment Gontirmed.May 13, 207i - Entity Status Set io Small
duly 23, 2070 - Sur onarge, Patition to Accept Pymt After Exo, Unintentional,July 23, 2070 - Payment of Maintenance Fae, 4ih Yr, Small Entity.
July 23, 2070 - Petition Related ta Maintenance Fess Filet.
October 8, 2070 - Petition Related to Maintenance Fees Granted,

duly 18, 2073 - Payor Number Asstaned.
December 14, 2013 - Maintenance Fee Reminder Mailed.

Apri 30, 2014 - Paymant of Maintenance Fee, 8th Yr, Smal Entity.

April 30, eo Ta - 7.5 yi surcharge ~ late omit w/in 6 mo, Small Ernthy.
 

dune 4, 2075 - Payor Number Assigned.

June 4, 204 "Payer Number De-assigned.July 24, 20 6 weEntity Status Set to Undiscaunted
PILENG-LANG: English (EN) (ENG)

PUB-LANG: English CEN) (ENG)

REL-DATA:

Prior Publication 20020163895, November 7, 20u2

US-MAEN-OCL: 370# 338

US-ADDL-CL: S7O0# 401, 370# 466, 3708469

Gh: O79

SEARCH-FLD: 3708259, S70#200, 3702220, 270# 321, S70# 228-399, B70 B42, B7O8 347, 27 OH 400-401,
S7O# 395.5, 9708395.54, S708 465-649, 4558403, 4558422, 45597550, 4558556, 4558557, 70GR 203,
FOGH# 208

PPOC-MAIN-GL: (8) GOTR G371#9e (20060101) Advanced Inventive 20060502 (A FI BH US)

PPO ADDL-CL: (8) HO4L O12#46 (200601071) Advanced inventive 20051220 (A Fi RM uP}

IPC-ADDL-CL: [8] HO4L 042824 (20080101) Advanced Inventive 20051008 (Al RMEPY 
PPC-ADDL-CL: [8] HO4L O12#28 (20060101) Advanced inventive 20051008 (Al AM EP:

PPO. ADOL-CL: TS? HO4L O28 56 (20060101) Advanced Inventive 20051008 (Al AMER

PPC-ADDL-CL: [8] HO4M 001#725 (20060101) Advanced Inventive 20051008 (Al RM EP)

PPC-ADOL-Gi: 1S) HOAW 0048 60 (20090101) Advanced Non-Inventive 20090105 (AN RM EP}

iPC-ADDL-CL: [SP HO4W 084804 (20090101) Advanced Nor-Inventive 20090105 (A N ROM EP}

PPC-ADDL-CL: [SP HO4W 084810 (20080101) Advanced Non-Inventive 20090105 (A N RM EP)

PPC-ADDL-OL: [8) HO4W 084818 (20090101) Advanced Nor-Inverntive 20090105 {A N ROM EP}

PPC-ADOL-Gi: [S) HOdW 0888 16 (20G90101) Advanced Non-Inventive 20 m990105 (A N RM EP}

PRIM-EXMAR: Duong, Frank

REP-CITER:

~

5442689, August 75, 1995, Scchellinger at al., United States of America (US)
5457737, October 10, 1995, Wen, Linited States of America (US)
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5572628, November 5, 1996, Shuen, United States of America (US)
8742237, Apriiei, 1998, Bledsee, United States of America CUS}
5771438, June 23, 1998, Palermo et al, United States of America (US)
5774791, June 30, 1996, Strohallan at al, United States of Amarica (US)
5793763, August 11, 1998, Mayes at al., United States af America (US)
B8o5166, Saptamber &, 1998, Hall et al., United States of America (US)
5828252, November t7, 1998, Kikinis, United States of America (US)
5AaS6s es of America (US)April 20, 7 999, Warsta et ai, 

 1Ooce oS miomHcw6 ftoF ©  
 

5229648, July 27, 1999, Aloukerk ef al, aies of America (US)
BO7S386, November 2, 1999, Hamalainen ef al., United States of America (US)

5967014, November i 1883S, Toh, United States of America (US)
5987033, Novembe , 1888, Boer et al., United States of America (US)GO64 734, May 16, 2000. Hasegawa et a _ Unitfed Slates of America (US}
6067291, May 23, 2000, Kamerman at al , Linited States of America (LES)
§O8989E8, May 30, 2000, Borgsiahi st al., United Staies of America (US}

6078789, June 20, 2000, Bocenmann at al., United States af America (US)COBS098, July 4, 2000, Moon et al., United States of America (US)
GB1320602, October 10, 2000, oToole et al., United States of Ama@rica (US)
8151628, Novernber 21, 2000, Xu et al., United States of America (US)
67192257, February 20, aon ey United States of America (US)6788948, March 6, 2001, Sucio et al., United States of America (US}

6218958, April 17, 2907, ichstaedt at al., United States of America ae
§229029, April 24, 2907, Stenman et al, United States of America CUS}
6243581, June 5, 2004, Jawanda, United States of America (UNS)
6265788, duly 24, 2001, Davidson et al., United States of America CUS}
6282183, August ae, 2001, Harris ef al., United States of America (US)
6298443, October 2, 2004, Colligan ai ai., es States of America (US}6326928, December 4, 2001, Shoobridge et al., Unded States of America (US)
6333973, December 25, S001, Smith st al, United States af America (US}
6943276, January 28, 2002, Barnett, Untied States cf America (US}

6405027, June 11, 2002, Bell, United St‘ales of America (LES}6430408, August 6, 2002, Doarenbosch, United States of America (US)
S434537, August 13, 2002, Grimes, United States of America (US}
b446127, September 3, 2002, Schuster et al., United States of America (US)
6452919, Seplember 17, 2002, Vij et al., United Siaies of America (US}
6459882, October 1, 2002, Palermo et al., Lintted States of America (US)
6463078, October &, 2002, Engstrom et al., United Siates of America (US)
6487180, November 26, 2002, Borgstah! et al., United States of America (US)

§519460, February 11, 2003, Haartsen, vated Slates of America (US)
65329668, March Se2005, Chung et al., United States of America (US)6600428, duly 29, 2003, O'Taale et al., Janes States of America (US}
6600734, duly 29, 2003, Gernert, United States of America (US)

 

8680625 October 7, 20038, &Ouml: siergoeree etal., United States of America (US)
6633759, October 14, 00s, &Kobayasn . United States of America (US)6636489, October 21, 2003, Fingerhul,"United States of America (US)
6654618, November 25, 2008, Pope et al, ss States of America (US)
6665549, Decamber 16, 2003, Reed, United States of America (US)66e0Ge9, February 10, 2004, Yeh, United Stales of America (US)
6763012, duly 13, 2004, Lord et al., United States of America (US6763247, July 13, 2004, Hollstrom at al., United States of Americarus)
8871063, March 22, 2005, Sonar United States of America (US}O01 GG4 7484, November eG, 2001, Alastalo et al., United States of America {US}2SOG2C01G008, January 24, 2002, Bork ei al., Uniled States of America (US)
POCSC01 0883, January 24, 2002, Auns, Linited States of America (US}
29020037709, March 28, 2002, Dooley et al., United Siates of America (US)
20020055333, May 9, 2002, Davies et al., United States of America (US}
20C20088502, May 16, 2002, Stanforth, United States of America (US)
20020083472, May 30, 2002, Irvin, United States of America (US)
20020085089, May 30, 2002, Blorndahl, United States of America (US)
20020085817, May 30, 2008, lie et al., United States of America (US}
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20088559, dune 2062, Sharma et al, United States of America (US)
  
 NOPD

ms

aa

  

OO200ESHC0, June os, 2002, Chihara et al., Untied States of America {US}
20020089037, June 6, 2002, Hendrickson et ai., Unitec States of America (US)
20020082054, June 27, 2002, Keinonen et al, United States of America (US)
2OGLGO86718, duly 4, 2002, Biqweaod et al.United States of America (US}
20020081833, July 14, 2008, Pracstor, United States of America (US}
20020102974, August 1, 2002, Raith, United States of America (US)
20020118663, August 29, 2002, Dorenbosen et al., United States of America (US)
20620128051, September te, 2002, Liebenow, United States of America (US)
20020132810, September 19, 2002, Chaplin et al., United States of America (US)
20020142762, Cctober 3, 2002, Chmayteli et al., United States of America (US)

20020143952, October 3, 2002, ougiane at al., United States of America (us)20620155820, October 24, BOG2, | yer, United States of America (US)
70020160764, Cetober 31, 2002, Gorsuch, Linited States of America (US)
20030018438, January 16, 2003, Darby, United States of America (US)
eO0S00T 7810, January 23, 2003, Janninck et al., United States of America (US)

20030022889, January 38, 2003, Lin, Unit ee States of America (US)20030027563, February 6, 2003, Herle et al., United States of America (US)20080032417, February £3, 20108, Mingar ot al., Urdted States of America (US)
20030050058, March 13, 2003, Walsh ef al, United States of Americaae20030054765, March 20, 20103, Batteck, United States of America (US
ZO0SG060188, March 27, 20093, Gidron, United States of America (US),
2003800680189, March 27, 2003, Minear at al., United States of America we)29030076088, April 24, 2003, Chang at al., United States of America (USae O30091S17, May 15, 2003, Davenpart st al., United States af Amer: ca (us)

0350114105, June 18, 2003, Haller et al., United |States of America (US)
C301753571, June 18, 2003, Giobbi, United States of America (US)ADNRGPO mc  0030122858, July 3, 2003, Hubbard, United States of America (US)

20030143992, July 31, 2003 : umphrey et al., United States of America (US)20050153280, August 14, 200:&, Kone et al., United States of America (US)
20030187867, Cctaber 2, 2003, Maisubara al ai., United States of America (US)
eO036e14949, November eg, 2008, Takken, United States of America (US)
20030224773, December 4, 2003, Deeds, wintes States of America (US)2OCSG2392818, Dacamber 18, 2003, Gidron at al., United States of America (US)20040001467, January 1, 2604, Cromer et al, UIn}ited States of America (US}
20046048671, March 11, 2004, Rowe, United States of America (US)
SOb40086769, April 8, 2004, Ahmavaara et al., United States of America (US)
20040192304, September 36, 2004, Anastasakos et al., United States of America (US)
20040196812, Cctuber 7, 2004, Barber, United States of America {US}

STh3e13, April 3 , 2004, Japan (JPSoo4eais, September, 18S9, World Intellectual Properiy Organization (WEPO} (WO}
OOOSSS67, July, 2000, World Intellectual Property Organization CWEPO) (WO)
GiO48S77, July, 2001, World Intellectual Property Organization GWIPO) WO}

NON-PATENT LITERATURE:

Hardwick et al, Project P94A6-Gi Smart Davicas “When Things Start to Think", po. 1-30, dan. 2000.
Guinery et al, The WebSiM- Clever Smartcards Listen to Port G0, pp. 7-78 _ Dec. 1999.
Jahianssen @t al, Short Range Radio Sased Ad-hoc Networking: Performance and Properties, GEE, pp. 1414-14296,

 

Foes.

Hagrisen, BLUETHOOTH—The universa! radio interface for ad hoc, wireless connectivity, Ericsson Review N. 3,

pp. 12o- um .
Lee et al, integrating Blustooth with Wireless and Richocheting, 1EEE, pp. fee000.VOKaragiannis, Mobility support for ubiquitous internet access, ERICSSON Span report : BP. 1-70, Dec. 27, 2000.
Guthery et al, “The WebSiM—cClaver Smartcards Listen ta Port 80", version Dec. 15, 1998.
Projecl F946-Gi, Smart Devices “When Things Start io Think’, Jan. 2600, 2006 EURESCOMParticipants in Projeci
P946-31.

Frodigh et al., “Wireless ad hoc networking—The art of networking witheut a network”, Ericsson Review Ne. 4,
2000, pp. 248-263.

Farugue et al, “Design and Analysis of Ad Hoc Wireless Networks tor Baltletiald Appears Part of the SPIEConference on Digitization of the Baitlesnace IV, Orlanda, Flarida, Agr., 1999, op. 122.
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Garcia-Luna-Aceves et al., “Wireless Internet Gateways (Wings)", 1997 [EEE oo. 1271-1276.
White Paper, Handheld Devices: Gamparing the Major Platforms, www.dell.com/r&d, Dee. 2000.
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CORE TERMS: iarminal’s, software, gateway, wireless, néiwark, server, bluetooth, coupled, router, ranository,

ceiiviar, processor, profocai, sno ange. Olug, layer, user, alternate, radio signals, communicate, abstraction,memory, accessing, storage, package, thin, operating aystem, technology, manager, backend
 

ENGLISH-ABST:

A sysiem, a wireless hand-held device, and scitware component icr accessing information responsive to shart-

range radio signals is provided. Thea system includes a wireless gateway cevice coupled ta a netwark, such a5 a
cellular network. The wireless gateway device includes a network manager software componeni for accassing
information fram the network responsive to a first short-range radio signal. The network may ce a corporate,
privais or public network, such as ihe Internet. A first wirsless device Is coupled ia ine wireless gateway device.
The first wireless davice provides the tirst short-range radie signal. In an embodimant of the present invention,
the first wireless device is a callular telanhone, personal digilal assistani or thin terminal having a Bluetooth™
processor and transmitter. in an embodiment of the oresent invention, the network manager software component
includes a oclug and play software component for laacing and execuiing sofiware for the first wirelass device. in
an embadiment of the oresent invention, a second wiirelass device accesses information on the first wireless
device using the wireless gateway device.

 

  

 

NO-OF-CLAPMS: 56

EXMPL-CLADM: 4

NO-OF-FIGURES: 10

NO-DRWNG-PP: 9

SUMMARY:

FEELD OF THE INVENTION

fag01] This invention relates generally to wireless devices In a wireless network using short-range radio signals.

BACKGROUND OF THE INVENTION 

O00zZ|A user has numerous wireless devices for accessing and oracessing informatian. For example, a user mey
nave a cellular telephone for communicating with others, a persoral digital assistant ("PBA") for staring sontact
iarmation, @lantop computer for storing and pracessing files, a digital camera jar obtaiining images and @ page:
for being contacted. Each one of these devices also may access remote information on a private or public
network, such as the Internet. However, this system suffers fram several disadvantages.

[O003] First, typically only a single device originates and can access the Interne! af a time.

focodd| Second, Internet protacc! CIP’) addresses are hela while carinected to the internet. This can be expensive
and use scarce 1P address resources.

OO05) Third, each device requires iis own security mManagemeni, such as a Virtual Private Network C VPN") and
firewall sofiware component.
 
OO06| Fourth, there is no ability to share, add to ar manage the services of tha numerous wireless devices, in
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particular, there is no cogimunication between wireless davices. |f a user obtains a wireless device having an
additional service, such as extra persistence storage, ather wireless devices typically are not capable of using the
extra persistence storage.

[O07] Bluetooth™technology (www. bluetooth.com}) orovides wirelass cammunications between davicas. Yet,
Bluetcoth'™technology alse suffers fram many disadvantages. Bluetooth™ technology daes not allow for a “plug
and play” capability at a wireless device application level. in ather words, a wireless device cannot merely be
turned on and Bluetooth’technology recognizes ff and establishes 4 communication protocal. if a user dasiras a
wireless device ta communicate with a Bluetooth™technology device, ine added wireless device must have
software drivers and acplications icaded to onerate. Cinerwiss, the Bluetocth’technology device is mot able tc
communicate with the newly added wireless davice. This makes i difficul to acd new functionally or tyoes af
wireless devices. Bluetooth™technciogy does not provide an apen environment ior software programmers to
provide appication software componenis for wireiess devices. Further, Bluetooth™technology does mat allow
devices to share information and resources at an application level.

 

  

[9008] Therefore, it is desirable ta provide a system of wireless devices which can effectively communicate with
each other and access information on the Iniernet. The system of wireless devices should efficiently use [TP
resources and security management, The wireless devices should effectively share and manage services and
allow for seamless plug anc play canabillty. The system should allow for new functionality and types of wirgless
devices.

 

SUMMARY OF THE INVENTION

[OO0S]A system, coupied to a cellular network, provides access to the Internet accerding to an embodiment af
the present invention. The system coniprises a wireless gateway device, coupled ta the cellular network, having a
network manager scitware component ior accessing information from ihe internet responsive to a first short-
range radia signal. A first wireless device is coupled to the wirelass gateway device. The tirst wireless device
provides the first short-range radio signal.

 

[Q0t Ob} According to an embodimant of ithe present invention, the first wirelass device is selected from a group
consisting of a desktop camputer, a laptop computer, a personal digital assistan!, a headset, a printer, a pager, &
waich, digital camera and an equivalent ihereof.

(O07 i[ According to an embodiment of ihe present invention, ing wireless gateway device is a cailuiar telephone
sing a Global System for Mobile communications GSM") proteccl.

[OO0tz2] According ta an embociment of the present invention, the wireless gateway device is a cellular telephone
using a Geode Division Mullinle Access (CDMA) orotocal.

food S]Accarding ta an embodiment of the oresent invention, the wireless gateway device |
sing a Time Division Multiple Access ("TDMA") protecal.

s acelhiar telephons

[o014] Accarding to an ambacdiment of the present invention, the first wireless device is a thin terminal,

 0075] According to an embodiment of the present invention, the first wireless device includes a Bluetooth™
ro "cessor having a 2.4 GHZ transmilter.

OO G]According io an ambocimeni of the present invention, the wireless gateway device includes a Bluetooth™
processor having a 2.4 GHZ transmitter.

[ 7|Accarding io an embaciment of the present invention, the network manager sofiware component includes
a glug anc play software componeni for loading and execuling software far ihe first wireless device.

  
[0078] According to an embocimant of ihe present invention, ihe network manager software component includes
a PIN number management sofiware component for obtaining and supplying PIN numbers.

fo0iS] According ta embodiment of the present Invention, the network manager sofiware component includes a
service repository soliware component for obtaining and providing an availability of a service from the first
wireless device.
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[0020] Accarding to an embodiment of the present invention, the first wireless device includes an application
software componant for providing a services. The network manager software component inchides a management
sditware camponent tor accessing the service.

 

[0021] Accarding to an embodiment of the present invention, the system further comprises a secand wireless
device coupled to the wireless gateway device. The second wireless device provides a short-range signal. The first
wireless devise communicates with the secand wireless device tnraugh tne wireless gateway device.

[O02] According to an embodiment of the present invention, the sysiem further comorises a secand wireless
device coupled to the wireless gateway device. The wireless gateway device provides access to the internet for
the first and second wireless devices.

[O023] According to an embodiment of the presant invention, the network manager software component operates
wh an operating system software component.

1fooed] Accarding to an embodiment of the present invention, the operating sysiam component is a Linux, EROC
or a Pocket PO operating system.

[O025]Accarding ta an embodiment of the present Invention, the wireless gateway device includes 1) an
application software component for providing a service, and 2) an application server sofiware component coupled
to the network management sofiware component.

[O026]Accarding ta an embodiment of the present Invention, the wireless gateway device further includes a
frawall software componeni.

{| O027]According to an embodiment of ihe present invention, the wireless gateway device includes a VPN
soltware camnponent.

[O02] According to an embociment of the present invention, a hand-held device for providing @ personal area
network is provided. The hand-held device comprises a siarage device coupled io a processor. The storage device
stores a software camponent for controlling the processor. The orocessor operates with the component to provide
@ short-range radio Internel oratasel communication oeiween the first hand-held wireless device and a secand
hand-held wireless device.

 
[o029]Accarding to an ambadiment of the present invention, a Bluetooth’transmitter is coupled to the
processor,

[O36] According to an embociment af the present invention, a GSM transmitier is coupled io ihe processor.

foo31]Accarding to an embodiment of the present invention, a wireless hand-held device accesses a router in a
personal network. The wireless hand-held device comprises a siorage device coupled tc @ processor. The storage
device siores a sofiware component for controling the processor. The processor operates with the component te
provide a first short-range radic signal to the router for accessing the Internet and a second short-range radio
signal ia the router for accessing another wireless hand-held device.

[O032] According to an embodimant of ihe present invention, an article of manufacture, including a computer
readable medium is provided. The article of manufacture comprises an application software component for
provicing a service. An applicalion server saliware component orovides the appiicatian software component. The
articie of manufacture aiso includes an Internet protocc! network manager soliware camponent and an cperating
system sofiware component. Also, a short-range radio sofliware component for providing a shori-range racic
signal and a callular sottware component for providing @ communications signal to a cellular network is included
with tne article cof manufacture.

 

 

[OGSa Other aspects and acvantages of ihe present invention can be seen upon review of the figuras, the
detailed description, and the claims that follow.

DRAW DESC:
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BREEF DESGRIPTION OF THE FIGUR)

OCS4]) FIG. 1 ulustrates a system according io an embediment of the present inventian.

[OOS5]FIG. 2 ilusirates thin terminalis and a wireless gateway device according to an embodiment of the presant
invention.

[OCS6) FIGS. 3a-P are hardware Slock diagrams of a wireless gateway device and wireless hand held device
according to ar embodiment of the present invention.

OOS7]FIGS. 4 ard 5a-6 are software biock diagrams for a wirgiess gaieway device according to an embodiment
of ihe present invention.

[OCSS] FIG. 6 iNustrates network management software Interfaces according to an emoodiment af the present
invention.

[OO3S) FIG. 7 llusirates neiwork management sofiware components according to an embodiment of the oraseni
invention.

  
[OO4O] FIGS. Ga-b illusirate multipie wireless devices coupled to a wireless gateway device according to an
embodiment of the present invention.

DETDESC:

DETAILED DESCRIPTION

i. System Overview

[Q0¢1] The icllowing descristion and claims relate to a system that accesses information from a wide area

network (OWEARD), such as the internet, and focal wireless deviogs in response ta short-range radio signals. Thenetwork may aiso be arn iP based piublic or orivate network, such as acopara’t@ Sacurad network using VPN.

pocse| FIG. 1 Hlustrates system 189 accarding to an embodiment of: ine present invantion. System 1049 includes
terminals 167 coupled to wireless gateway device 106. in an ambodiment of the present invention, gateway
device 106 and one or more terminals 187 communicate to form a personal area network (PAN"). En an
embodiment of the prasent invention, terminals 147 are counled to gateway device 106 by short-range radio
signals 470. in an embodiment af the oraseni invention, ierminals 107 are a daskicp compuier, a laplop
computer, a personal digital assistant, a headset, a pager, a printer, a watch, thin terminal, digital camera or an
equivalent thereof. In an embodiment of the present invention, terminals YO? include a Bluetcoih™2.4 GH
transmitter/receiver, Likewise, gateway device 146 includes a Bluetooth™ e.4 GHZ transmitter/receivar. in an
alternate ambociment of the orasent invention, a Bluetooth™ 5 7 GHZ transmitter/receiver is used. Gateway
device 106 and terminalis 107 hardware are liustrated in FIGS. 3a—b.

 

 
 

  

 

 

[O043]in alternate emocdiments of the oresert invention, other local wireless technologies such as 802.71 or
HomeRF signals are used to cammunicate between gaieway davice 166 and terminals 187.

foo44]in an embociment of ihe present invention, gateway device 146 is coupled to cellular network 705 by
cellular signals 144 using a protocol, such as a Gichal and System jor Mobile cammunications ("GSM") protocol.
In aliernate ambodiments, a Code Division Multipie Access (°CDMA’), CDMA 2000 or Time Division Mullipie
&ocess (“TOMA’), of General Packet Radio Service (“GPRS”) protocol is used.

 

  

[OOs&lin an alternate embodiment of the gresent invention, qateway device 166 is coupled ta a landline network
by an Ethernet, Digital Subscriber Ling MOS Lo}, or cabie modem conmection, singly or in combination,

[O046]in an embociment of ihe present invention, gateway device 106 is a cellular telephone.

[0047] Cellular network 185 is coupled ta a wirelass carrier infernal nelwaork or carrier backbone 104. In an
embodiment of the present invention, garver 102 is coucled to carrier backbane 164. In an alternate
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embodiment of the present invention, carrier backbone 164 is coupled to Iniernet 143. Server 104 is coupled te
Internet 183. in an embodiment of tha oresent invention, servers 47 and 102 provide information, such as
web pages or application soitware campoanents to terminals 147 by way of gaiaway device 166. in an
embodiment of the present inverition, terminalis 1@7 share services and communicate by way of gaieway davice
196.

Hi. Gateway/Handhald Device Hardware

[OO48]F1G. 2 ilusirates terminais 107. in an embodiment of the present invention, there are hwo iypes af
terminais: 1} Smart terminals and @} Thin terminals. Smart terminais have a relatively powerful central
processor, operaling sysiem and apolications. Their main needs from a PAN are access io a WAN through TOR/IP
and ather network services such as storage and axecution. For exampie, a computer notebook and PDA are smart
terminals. Thin tarminals have a relatively low power central processor and operaiing sysiem. They are mainly
used as oerioherais to an Application server in a PAN and thelr main task is user interaction, rendering output for
a user and providing an Application server with a user's input. For example, a watch or a messaging tarminal are
thin terminals.

 

[OC4S9]FIG. 2 ilustrates thin terminais. Voice terminal 204 includes a display 204 and a retractable keypad
20424. Messaging Terminal 203 fs iiustrated In a clased pasition with a hinge 2834 used to open andoeterminal 203. Terminal 203 aiso includes a miniature QWERTY keyboard and display when opened. Gatewa
device 204 incluctes clip 202 for a belt.

  

POCSGlin an ambadiment, PMG device 201 is algo Hustrated in FIG. 2

[OOS] FIG. Sa ilusirates a hardware biock diagram of gaieway device 106 in an ambociment of the present
inverition. Gateway device 146 includes both internal and remiovable memory. in particuiar, gateway davice 106
includes internal FLASH (or Electrically Erasabie Programmabie Head-Oniy Mamary ("EEPROM") and static
Random Access Memory (“SRAM”) memory 302 and 383, respectively. Removable FLASH memary 304 Is also
used in an ambocdimeni of the present invention. Mamories 302, 303 and 304 are coupied to bus 305. in an
embodiment of the oresent invention, bus 285 is an address and data bus. Application proceescr 341 is Hkewise
coupled to bus 305. in an ambaciment of the oresent invention, processor 304 is a 32 ON processor

  
°

[O052] Bluetooth™processor 307 is also coupled te bus 345. Bluetooth’ AF circull 309 is coupled to Bluetooth™
processor 307 and antenna S13. Processor $07, RF circull 309 and anterina 313 transmit and receive short-
range radio signals to and from terminals 107 iHustrated in FIG. ft, or device 330 tlustrated in Fite. 30.

[O053] Cellular, such as GSM, signals are tranamitted and received using digital circull 34@, analog circult G8,
transmitter 310, receiver 344 and antenna 342. Digital circuit 366 is coupled to bus 3048. In alternate
embodiments, gateway device 106 includes a display, a speaker, a micrephone, a keypad and a touchscreen,
singly or in combination thereof.

[OOS4] FG, 36 ilustrates device oe that is a hand-held device in an embodiment of ihe present invention.Davice 880, in an ambaciment of ine present inverition, is ane of the terminals 1O7 ilustrated in FIG. 1. Similar
te gateway device 106. device 380 includas SRAM and FLASH memory 387 and 332, raspectively. Memories
$51 and $82 are couniec to bus 387. in an embodiment of tne present invention, ous 387 is an address and
data bus. Keypad 333 is also coupled to bus 387. Short-range radia signais are transmitted and raceived using
Bluetooth™ oracessor 954 and Bluetooth™ AF circult 8385. Antenna 356 is coupled te Bluetooth™ AF circult 388.
In an ambaciment of the present invention, anterina 386 transmits and receives short-range radio signals fram
gateway device 369. In aliarnate embodiments, device 358 includes a display, a speaker, a microphone, a
keypad and a touchscreen, singly or in combination thereoi,

Hl, Gateway Sottware

[OOSS] FIG. 4 illustrates a software architecture 480 for gateway device 146 Hlustrated in FIG. 3a acearding ta an

embodiment af the oraseni invention. Gateway software $60is storec in FLASH 302. in an embodiment ai the
praesent invention, software componenis referenced in FIGS. 4-7 reocrasent a sofiware program, a safiware

obiect, a software furwee on, a software subrouting, a coltware method, a sofiware instance, a code fragment,
singly or in combination. In an alternate embodiment, functions performed by software components ilustrated inFIGS. 4—7 are carned cet 6completely or partially by hardware.
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POos G]in an embodiment of the present invention, gateway sofiware 46%, ar camponenis of gateway software
400, is stored in an articie of manulacture, such as @ computer readable medium. For example, qateway
soitware 400 ia stared in a magnetic hard disk, an optical disk, a floppy disk, GD-FROM (Compact Disk ReadOnly
Mammary), RAM (Random Access Memory}, ROM (Read-Only Memory}, or other readable or writeable data sterage
technologies, singly or in cambination. In yet another embodiment, gateway sofiware 489, or componenis
thereof, is downloaded tram server 164 itustrated in FIG. 1

 

[9057] Gateway sofiware 4086 includes telecommunication software or physical layer protacal stacks, in particular
c@iluiar communications software 4941 and short-range radio communications soliware 462. in an embodiment,
communication software 407 is a GPRS caseband software component used with processor 306 to transmit an d
receive cailuiar signals. Im an embodiment, communication software 482 is a Bluetooth™ baseband soliware
component used with processor 307 to |transmit and receive short- range radio signals.

fOOSalin an embodiment of ine present invention, operating system 403 is used to camimunioate with
telecommunicaiions software 401 and 402. In an embodiment of the present invention, cparating sysiem 403 is
@ Linux operating system, EPOG operating system available fram Symbian sottware of Landan, United Kingdom or
a PockeiPS or a Stinger cpsrating system availiable from Microsoft af Redmond, Wash. Operatingg system 403
manages hardware and enables execution space for gateway device software components.

 

59|Network Management software 484 is used to provide a number of functions accarding to embodiments of
the present invention: 7) routing, 2) device plug and play, 2} PIN number management, 4} network device

Panagement, and 5) service renositery. in an embodiment of the prasent invention, nebwork management
soitware 404 is programmed in C++ acftware language.

fooso] Smart phane application saotiware 408 communicaias wiih operating system 403 and is used in a cellular
telephone ambodimert of the prasent invention.

[O061]1st and 2nd software application components 406 communicate with management sofiware 404 and
provide additional services to a usar. For example, application componenis 406 may include: 1} a stock quote
application for providing stock quotes, 2) a personal information manager angiication including calendars, ta ds
ists, emails, or conmiacts, 3) a synchronization software application for synchronizing databases, 4) a teleohony

application for oreviding telephone services, or 5) @ location apolication for providing a current location of a
galeway device.

 
   

{O062] Furthermore, Grachics User Intertase ("GUI") 407 is provided to allow a user-friendly interface.

[OOG6S FIG. 5a ifusirates detailed gaieway software architecture 800. in an embodiment of ihe present
invention, network management software 404 iustrated in FIG, 4 includes three software components as

Hiustrated in Fic. Sa: 4) PAN router 404. 2) PAN server 4045; an a op}: cation server 4042. GPRS baseband503 and Bluetooth™baseband 482 are software camecren’s ul © ganerate communication signals to acellular network 108 and terminais 1Q7 asillustrated | . an alternate embodiment, other baseband

software components 801 are used to generate communication signals. Media abstraction layer 804 allows
operating system 403 ta communicaia with basebands $03, $02, and S84, respectively. Mercia abstraction layer
504 and other abstraction layers, described herein, translate a particular communication orotecc!, such as GPRS,

into a standard cammarnc! set used by a gateway devise and/or terminal The purpase of an abstraction layer ia to
isclate the ohysical stacks from ihe resi of the galeway device software components. This enables future usageof different physical stacks without changing any of the upper layer soltware and allows the gateway device
soitware io work with any communication pratacal.

 
 

 

[O084] PAN router 4G4¢ establishes a PAN network, implementing communication primitives, iP networking, IP
services and similar tasks.

fogSS] PAN server 404 is resconsible for implementing PAN orienied services such as plug and play, terminal
enumeration, apolication loading, storage space and other services. In an embodiment, PAN server 4040
communicates directly wilh applicaiions 406 using application drivers

fOO86) PAN application server 404ais respansibie for implementing user and terminal oriented services and
enables thin terminals. In an embodiment of the present invention, PAN acplication server 4044 implements such
applications as a GUI A07, a remote terminal driver application, a location application, a ielephony application ar
an equivalant thereof,
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fOOS67] FIG. Sa, ike FIG. 4, Husirates ist and 2nd software componeni applications 406 and GUI 407.

A. PAN Router

[OCSS]PAN router 404c enables a fully meshed IP based network. In an embodiment af the present inventiaéach tarminal can average the existing |P protecal, exchange data with oiher terminalis and gain access to a
WAN through PAN router 404c.

[OOSS] FIG. 55 illustrates saliware components of PAN rouler 4G4c. In an embodiment of the present invention,
routing component 586, Sluetooth’™LAN access Profile component $81, Dynamic Host Contiguration
Pratacol/Point-to-Paint Protocol(DHCP/ PPP’) component 632 and Network Address Transiator (“NAT”)
component $53 are used in FAN router 4@4c. in an alternate embodiment, Damain Naming Service ("ONS")
companent $84, Tunneling and Optimization component $88 and Security component 586. singly ar in
combination are used in PAN router 404.

 
  

. Routing Camponent

[OO7O] Routing component 580 is implamented in Router A04c im order to realize a fully meshed | P network with
access to a WAN. A routing component is responsible ior imitating a fully meshed network based on a
Master/Slave network.

[O071] Routing component $80 enables exchangs of 1P packets belwesn two terminals, broaceasting of iP
ckets between all terminals on a PAN and routing of |F packets to and from a WAN.

ox
Aa
3

. Bluetooih™ LAN Access Profile OLAP’) Component

[OO7Z2]A Blustooth™LAN Access Profile (“LAP') component $81 is used in order to enable terminals to
seamlessly use IF base networking. LAP component 884 enables ierminals to exchange IP packets between
thamselves and PAN router 404c. LAP component 881 Is implemented over a PPP serfal Bluetooth™connection.
In an embocimant of the present invention, tarminals, such as Smart terminals, incluce LAP chipsets.

S$. DHGOP/ PPP Companent

POO? 3, DHCP ancl PPP components 482 are used in order io enable an IP neiwark. PPP realizes an IP network
layered over LAP component $81.

[O074] DHCP component manages a PAN's iP address space and |F services, enabling terminais to get IFnetworking properties, such as an |P address for a terminal, an address cof a DNS and an address of a default
gateway device

 

ye

4, NAT Component

 [OO75] NAT componeni $83 translates a privaie [P address ta and from areal iP address. Since mobiie networks

are typicaily capable at only providing a single |P adcress, the terminals will have io use private IP addresses
ipolied by NAT componeni 883.

&, DNS Component

[OO76)/ONS component $34 translates services between human readable names and iP addresses. DNS
component 884 enables a terminal to query another terminal's acddrass based on ihe ather terminal's name and
to query for the IP address of a named service on a WAN.

 

6. Turmeling and Octimization Componeni
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  [0077] Tunneling and Optimization component 888 allows terminals to use siandard protocols. For examipi
accessing a WANthrough a cellular GPRS/ COMA network using TOP/:P yields poor resulls because TOPR/IP does
ne t belhave well over a bandwidih limited, high latency and high packet lass network, such as GPRS/CDMA.

 

  

[0078] Tunneling and Cpotimization component 48% is used tn anable practical usage af IP in such networks.
When using cellular, the turmel will be between a mobile device having a FAN router and a landiine operator's
network. The tunneling and optimization network translates IP sackets fo more efficient tramsoart methods for
ihe specific access technology, and vice versa in a fully transparent fashion.

7. Sscurity Component

[o07S] Accessing a WAN can typically be done in two ways: unsecured when accessing a public network, such as
the Internet, or secured when accessing a private neiwark, such as an Enterorise neiwark, ile system or
Exchanges server. 

[O08] Security camponent $86 is a centralized managed way for controlling access to a secured private WAN. In

order to avoid each one ai tne term nals fram implementing its own securlly scheme and mathods, a centralized
securiiy component 896 is used. in an ambociment of the present invention, securiy component 886 is a
firewall 8864, VPN S866 or URL fiter 836, singly or in combination,

 

&. Usage Scenana

[O08i]in this scenaria, @ user is a traveling professional, who has a PDA and neacds to synchronize the PDA
against a corporate Exchange server while on the read. This synchronization needs to be dome securely as the
only way io enter the corporate network is via a certified and an information technology ("IT") manager approved
VEN,

 

[2082] The user has a gateway device enabled nandsel with arn embedded PAN router 4G4cand VPN client, whicn
the ET manager installed.

fOO83]As the user turns on the PDA, which is a Bluetooth™equipped PDA with a LAP component 851, the PDA
connects to a galeway device handsei via ihe LAP. The PDA recsives a local PAN | address.

[0054] The user loads tne PDA synchronization software, which is configured to synchronize against the corporate
Exchange server. When hitting the “Synchronize” button, the POA apans a TCF conmaction to the IP address

 [oO85]}] The iP packets travel acrass the Bluetooth™ air interface to the handset using a PPP protocol. Af thehandssat, the packets go throuaynha NAT samoonernt and 4 local |/P address is translated to a real Internet EP
address. The real iP address qaes te the VPN, which identifies the destination as the carporate LAN. The VPN
packages the packet over iis internet tunnel, enerypis and signs The packet is then sent through the celiuia:
air interface to the operator and the Internet, reaching the corpar @ ¥PN and Exchangs servers. The PDA is
totally unaware of this process.

 
 

 

B. PAN Server

[O086] PAN server 4045 allows code to oe downloaded to a PAN and executed in a central way. Similarly, PAN
server 4045 snares and stores data in a centralized manner.

1. FAN Server interfaces

  
 

[OOS87]FIG. 6 Hlustrates software interfaces for PAN server 404 shown in FIG. 5a. PAN server 4045 provides

application program interfaces (API") to0 applesaiions 498. Applications 498 aiso>quer’igs PAN server 4045 forspecific services and/or terminal atirioutes in @ PAN. Annlications 486 provice at least three types of information
 to PAN server 4046. Applications 406 provide a Personal identification Number ( PIN’) number, network

configuration information, service registration and unregistration information. PAN server 404 aprovidas services
and devices enumeration information ie applications 406. In an embodiment of the present invention, a FIN
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number is an authorization code ta anabie a terminalia canmect ta a PAN.

[OCSS8]PAN server 4045 uses media abstraction layer $04 In order to communicate with terminals 187. onserver 4046 transfers services and devices enumerations to PAN router 464c while, a terminal 1D number

proviced to PAN server 4045 from PAN router 484c¢. Atarminal 1D is a unique code for identifying a particularterminal, Finally, a PIN number Is transtorred from PAN server 404516 PAN router 404c.
[o08S]in an embodiment of ine present invention, PAN server 4046 loads an executable application saitware

component io a selected terminal, Application server 4944 retrieves the appiication soarscomponent locailyfrom gateway device 106 memory or from either server 182 or 1@3 as illustrated in FIG

 

[O08C] Backend middleware 48% provides a PIN number ta router 404c. in an embodiment of the presen
invention, backend middiaware 485 is stored on a server coupled te cellular neiwork 785 snown in AG. 1. In an

embodiment of the ocrasent invention, backend middleware 485 is a software component for supplying FIN
numbers anc accessing application companents for a particular terminal,

2, PAN Server Components

POOSTPFIG. 7 dusterales soliware campaonents of PAN server 4044 according to an embodiment ot the oresant
invention: 1) plug and olay software component 7617, 2} PIN number management soliware com ponen{ FO2, 3)management software component 703, 4) sarvice repository soafiware component 744, and 5) application loader
YOS. in alternate embodiments, more or leas campanents are used.

a. Flug and Play Component

[o08e] When a new terminal is intracuced to a PAN, the sofiware to support this terminal needs to be iocated,
downloaded and executed. The Plug and Play component is resconsible for identifying tne introduction of the new
terminal and deciding on the sofiware needed to be downloaded.

fOCa3] An onan of the Plug and Play usage ig when anew thin terminal, ike a massaging terminal, isintroduced to a PAN. The terminal liself ng thin, has no embedded appication cede or daia. The appropriate
soltware package (massaging software in this case} needs to be iound, downloaded and axecuted. The Plug and
Play componeni will identily the messaging terminal and resolve ihe needed soliware to support it.

 

fOOS4) FIG. 7 tlusirates the operation of Plug & Play componeni 7014. in response to a ierminal [D from PAN

router 404c, Plug and Play comocnent 7017 will access the sofiware package for a selected terminal fram
backend middieware 485 or locally fram gaisway device 106 memory. ifihe selecied package is nai locally
available in gateway device 146 memory, a URL is provided from backend middieware 485 for aocessing the
package remoiely. in an ambodiment of the present invention, the selected package wil install and run on
different modules (typically but not necessarily a shell, service/terminal drivers and app!leat: ons that can run on
the terminal.

 

b. Application Loader Component

[O085] Adding new capabilities to a PAN involves the loading of executable code to a PAN exaculion environment,
Aoplication loading can be aresuli of many events: plug and slay componeni 784 can ganerate an apsiication
loading for supporting a new terminal on a FAN, a user can decide te actively load an application to a PAN or an
operator on @ cellular network can decide to ioad an aoplication ic a PAN. Apniication loader 705 is responsible
for application software coce transier and execution.

c. PIN Number Management Component

[O096] Whenever galeway device 186 and a terminal become aware of gach ather, a pairing process takes piace

between them. For examole, seen ay davice 604 and terminal 8G2 are paired as ifustraied in FIG. Ba. Whenthis pairing takes place for a firsi time (or whan the link key that they were sharing has been fost In one or both
sides for any reason}, a@ cha nant side (for example, gateway device 867) must know 4a PIN number of terminal
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 82 in order to carry out a sucnessful pairing. PAN server 404 bwill suooly PIN number informalion to PAN router

4Q4ctor that purpose. A PIN number is used to generate an initialization key that is used as an encryotion key
or the exchange of iniilal parameters between 4a gaieway device and terminals. In an embodiment of the present

invention, PAN server 4040 musi be able to supply PIN number informaation according to oiierent criteria. Forexample, PAN server 4845 supplies PIN numbers for only those tarminais that ara associated with a certain
terminal class or 1D number.

 

[O087] FAN sarver 4046 will supply a PIN number upon an exotlell request of another component such as PANrouter d04c. in an alternate embodiment, Acplication server 4045 will supply PIN aumber information forterminals in order for them to establish a Biuetoocth'™channel with other terminals without asateway device 107
as a mediator.

{QG9S]in an embodiment of ine present invention, PIN numbers are available trom backand middieware 48§. in

alternate ambodiments of the present invention, applications 406 provice a PIN number. For example, an
application may allow a user ic enier a FIN nuimber or an application may cause backend middleware 488 to

generate a ae number. fn an embodiment of the present invention, an appucation that supplies a PIN numberstates its origi

[O08] There are two mathods for obtaining PIN numbers. First, a push methad accurs when the source of tha PIN
number transiars the PIN number when = becomes available. Second, a query method occurs when router 484c
queries the source of the PIN number for a PIN number according to a certain eriteria. A push methodis
preferred beacause it enables an immediate response to a request for a PIN number. However, if the PIN number
isnot available when @ request arrives ai ihe source of ihe PIN number, PAN server 4046 aliemnpis to obtain the
PIN number using the query method. When the push method is used, ihe stimulus comes from the PIN number
information sourse.

 

[OTOG PIN number management soliware component 7O2 maintains a focal database of PIN numbers wiih some
aiiributes. An attribute may include a terminal class or terminal 1D. PIN number management sofiware

component 7O2 adds, deletes and retrieves PIN numbers fram the database. PIN number sofiware component
702 aiso may retrieve all PIN numbers associated with a screen hermina! class. [mn an embodiment, PIN number
managemeni software component 702 will have a persistent database. in an alternate embocimeni, PIN number
management sofiware component 702 will nat have @ persistent database

 

(ot O1jin alternate embcdi ments of the present invention, PIN number management FOS is a central storage
location for PAN databases and/ar caching. The slarage component supporis imeclamentation of a He system ihal
can be accessed by 4 terminal. Also, 4 storage component may have automatic backup te a backend server or
irarnsparent siorage.

co. Network Management Component

0102] Management software component 702 provides tunctions to confiqure a PAN.

[O1OO]First, management sofiware component 703 provides a disconnect service function that forces specific
apmications fe disconnect fram a apecilis service.

 

Sci o oO1o4) Second, management sofliware sompansnt 703 provides a disconnect terminal function that forces s
applications to disconnect tram all services of @ specific tarminal,

[O19] Third, management sofware component 703 provides a disable service function that halts any usage of a
specific terminal's service.

O06] Fourth, management software component 793 provicies a disable terminal function thai halts any usage of
all services of @ specific terminal.

 
[O107] The disconnecting functions described above allow a high priority application to obtain @ service from an
application using the service. The cisabling functions allow for high pricerity applicalions to creaie perscnal area
network restrictions.

 
O1O08] Service repasitory sofware componant 704 is used to cease offering services. PIN Number management
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702 is usec ta delete a PIN number and abstraction layer 1/O is usec to halt service's cata traffic

é. Enumeration or Service Repasitary Comporant

[0198] Service repository sotiwareSampeners 704 allows applicatians 406, which run an a gateway device 196or tarminals 107, to discover what services are offered by a PAN, and to detterming the characteristics of the
available services. The service could be offered by remote terminal, such as an application im terminal 808
Hiustrated in FiG. 85. For example, terminal 806 could be a prinier having 2 printing service. Also, the service
could be offered by an application stored on gateway davice 186, such as the application in gateway cevice 864
Hiustrated im Fica. Sa. For example, galeway device 8G4 is a cellular telephone having 2 telephony service
provided by a callular telenhone application. Remote services are ofiered with the assistance of service logical

drivers (SLDs) that are stored on gateway gevics 186. Whenever an application is interested in using a terminalservice, the terminal interoperates with the corr esponding gateway device SLD. Far example, an apolication on
terminal BOS, shown in FIG. 8b, accesses a driver in gateway device 808 for a service provided by an applicatio
on terminal 806. Therefore, from an apslication'’s point af view, the SLD of the ramote service acts the same wa
as a local apolication.

 

9

¥

[Ot iG] Service repository software component 704 offers a plurality af functions

[O11] First, service repository software component 704 provides service registration ai a service ofierad by
application, or a hardware capanilty offered by terminal driver

Té] Second, service repository software component 784 provides service unregistration thal cancels a
stgred service.

[Otia] Third, service repository software component 704 orovides registered servicas that suli a specific class.

2 T4]Fourth, service repository software component 704 also orovidas searching of services. This functionribes whether listed farminals support Usted services. This function enables an application to quickly locate a
sificeo service. A search of a general class of service, such as a search for a printers may be performed.

ikewise, & search for specific attributes associated with that service, for example laser or colar, is provided.
Further, a search far specitic insiance of a service, for examole a HP Lasaerlet model GTi, is also provided,

ie service reposiiory software component 704 provides ihe capabilly of describing the participatingterminals in a oersonal area network. The existence of these terminals is derived from a4 service registration
function,

O16] Sixth, sarviee repository software compoanen provides a disabling function ihat ceases affering an[O146] Sixth, y soft E784 pb d disabli ihat f g
unfriendly service.

Oli 7] Seventh, service repository soliware camponent 784 also provides an enabling function that cancels
service disabling.

nth, service repasitary safiware component 704 provides a iarminal disabling function thai ceases[OPTS] Es

g all the services associated with an unfriendly terminal.

g
oiering a

 [O41 7S] Ninth, service repository software component 704 provides a terminal enabling function that cancels
terminal disabling.
  
O120]in an embodiment, an applicattron does net have to discover a service in order to connect wilh a terminal.

if an application has previous knowledge of a terminal's service, the anpileation needs to anly search for the
specific terminal,

[Ot21jin an embodiment of the present invention, service repository component 74 describes the

the services that are s vagve at a particular time, but service repository software camponent 744 does notescribe the current sta of ihe services. A service mighi be available in a PAN bul noi necessarily accessiblesince another apaplicationiis exclusively using the service.

 

[O12e] Since service repository software camponent 744 operaias with local and remote applications, a uniferm
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interface Is used. in an embod: ment of ihe present invenilon, remote applications use a Bluetoaih™ ServiceDiscovery Pratecal ("SOP") to discover what services gateway device 146 offers, Similarly, iocal applications use
SOP in an ambacdiment of the present invention.

G. Application Server

[O123] Application Server component 4042 dlustrated in FIG. 5a allows far ramaving redundant capabilities fram
terminais and consalidating them in a ceniralizec application server. This allows sigailicant added vatue in
minimizing the cost and complexity of the terminais in a FAN, as well as making their design intuitive and easy to
use.

component{ 4044 includes twe caompanenis:{Oi24]in an embodiment of ine present invention, application server
: sstuily execute software on a multi-terminal

1 Sery

1} an execution environment and 2} services for being able to suce
PAN, such as a file system.

6g
2

fO125] Thin tarminals, being cptimized for low soest will not include an iP capability in most cases. instead, they
will use the native orotocels offered by the FAN's physical layer. This does not conflict with the PAN router 4@4e
since thin terminals are an extended remote 1/0 for applications running on a PAN applicalion server 4844. A
the logic, protocals and standard compatibility is implemented in the application server, in which stancard
protocols ike iP are implemented anc used.

 
 

1. Usage Scenario

fOTee}in aieambaciorent of the present irvention, a ihin messaging tarminal includes a calor Liquid CrystalDisplay (SLOD’}, QWERTY keypad, Bluetooth™ chinsel and a small software stack for displaying graphical screens
received over the Bluetooth™ air interiace and transmit keypad actions back aver the Bluetooth™air interface.

 
 

[O127] When a terminal is turned on for the first time, a Plug and Play comnocnent 74 in the gateway device 166identifies that this is a new terminal. Gaieway devics 186 commun:voates +with Flug and Play component 764 in
oe to retrieve the needed software package to be executed on an application server 4044. |n an embodimentithe present invention, a Plug and Play camponeni 764 contains a UAL for a chattin gq application oackage.

[O128]Application loader 785 geis the URL and Joads the new package to PAN application server 4044 in a
gateway device 166 and executes ihe chatting software application. The chatting application software identifies
the messaging davice by enumerating a PAN for terminals and capabilites, and ailaches Itself te the right remate
graphical driver and the remote keypad driver,

 

 

[O12S] Now, all user interactions for the chatting application is displayed on the messaging terminal, and the
keypad entries on the terminal are sent io the chatting application.

  
 

[O1aGlin itis embodiment of the present invention, the terminalis used only for 1/O and user interaction. The
actual chatting logic is executed in apnlication server 404 a, which is located in gateway device 186.

iV. Gateway Device/ Terminal Gnerations

A. Tarminal Joins Personal Area Network

fO1S1]Firsi, PAN router 404c requests a PIN number fram PIN number management component 792. Second, i
a PIN number is available, PIN number management! 782 transfers the PIN number io PAN router 404c
Otherwise, PIN number management 702 attemots to obtain the PIN qumber irom other sources, such as

applications 406 or paekend middleware 488, and transfers the FIN number to PAN router 404e. Third, PAN
router 404c notifies giug and play 704 that a pairing nas andec and delivers a terminal ID ia plug and piay FO.Fourth, plug and slay FOU rascives the terminal package URL with backend middleware 488 # a package is not
locaily avaliable; otherwise, the package is loaded and execuied. Finally, Hf ihe package co ntains drivers, the
driver's services are offered to service repositary 704.
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B. Pin Number Raceivect

 [Ot32] Backend middleware 48§ ar an anpiication acquires a PIN number. Second, the acquired PIN number is
offered to PIN number management 702 by elther backend middieware 485 or applications 406. in an alternate
embodiment of the present invention, a PIN number is offered with additional characteristics of the associated
terminal, FIN number information is ihen accepted and stored with the attributes in a database of PIN number
management 7O2.

G. Gateway Device Application Queries far a Specific Service

[G133] There are two methods for ag a snecitic service. The first
terminal meihed includes the appication asking service repoasitary 704 io describe tha terminals in the current
personal area network and to describe whether any of these terminals pravide the requested service. In an
ambodiment af the present invention, an application sorts the available terminals in arder of preference. The
application then queries abstraction layer 1/O whether the most preferred terminal's service is availadla,

 

[O34] The second service method includes an application querying searvice repository 7&4 to provide the
registered services that sult a recuested service class. The application then searches ihe registered services to
determine which capabilities are provided by the registered services. In an embodiment of the present invention,
an application soris the available services in ord orefersrice. The application then queries abstract layer [/O
whether thea most preferred service is available.

  
 

 

DB. Terminal Application Queries for a Gateway Device Servise

[Ot25| Media abstraction layer 804 obiains an SDP of a ramoie terminal apnlication. Media abstraction iayer $04
passes the SDP call to service repository 704. Service repository 784 answers media abstraction layer #04,
using SDP, according to services that are registered. The abstraction layar 304 then sends the answers to an
application on remote terminal.

[O136]in an alternate embodiment, service repasitary 784 pushes mew services to 4 Bluetooth™stack SOF
database. The Blueicoih'™stack replies automatically and ganerates an SOP request.

E. High Priority Apslication Prevents Terminal Usage

[O1S7]in response te a network configuration signa! from a high pricrity application in apolications 406,
management component 793 generates a delaie PIN number signal te PIN number management campaonent 782
which deletes the FIN number associated with the selected terminal, Management component 783 gene:
disable signal ta service repository sompanent 704 to cease offering all ihe services associated with the selected
terminal. Management component 7O3 generates a disable service signal to abstraction layer !/Qin order to halt
all ihe transport to and fram the selected terminal's services,

 

  

[0138] Abstraction layer 1/O sends hall notifications ta ihe anoications that are currently using the selecied
terminal's servicas. Abstraction layer 1/OG then stops any data transport to and from the selected terminal's
services,

 

¥. Conclusion

[O139] The foregoing description of the preferred embodiments of the praseni invention has been provided for the
purposes of Hlustration and description. [ft is not intended to be exhaustive or to limd the invention fo the precise
forms disclosed. Obviously, many modifications and varialions will be apparent to oractitioners lect in the art.
The embodiments were chosen and described in order to best expiain the principies of the invention and ifs
oractical applications, thereby enabling others skilled in the art to understand ihe invention for various
embodiments and with the various modifications as are suited to the particular use contemplated. it is intended
thal ihe scope of ihe invention be cetined by the following claims and their equivalents.

 

ENGLISH-CLAINMS:

Raturn to Top of Fatent
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What is claimed is:

1. Asystermn for providing access to the Intarnet, comprising:

& ~

a first wireless device, in a short distance wireless network, having a safiwars component to access

information fram the internet by comm uNicaling wiih a cellular network in response to 2A rst shart-range
radio signal, wherein the first wireless device communicates with the cellular network and racelves the first
short-range radio signal: and,Fy 7

a second wireless device, in the short distance wireless network, to provide the first short-range radio
signal,= -

wherein the software component itincliudes a network address translater software camponent to transiaie
betweer a first internel Protoce! (1 P"} address provided to Ine first wireless device fram the cellular
network and a second addrass for the second wireless device oravided by the first wireless device,a “

wherein ihe software componeni inciudes a Service rapository soliware camponernt to icanilfy a service
proviced by the second wirelass device.

The system of claim 1, wherein ihe second wirgless device is selected fram a graup consisting of a desktop
mputer, a iaptao computer, a personal digital assistant, a heaadsei, a pager, a printer, a watch, and 9 digial

camera.

3. The system of claim 1, wherein the first wireless device is a celular telephone using a protocal selected tram a

graup consisting of a Global System for Mobile Gammunications ("GSM") protacol, a Cade Division vee Ascess(“CDMA") protocal, a cellular telephone using a GOMA 2000 protocel, and a Time Division Multiple Access
(“TDMA”) protocol.

4. The system of claim 1, whersin the service repository software component identifies whether the serviceis
available at a particular time.

 adomain naming service (CDfares} softwareiain 1, wherein the software component nelugUdes at
aig between a human readable name and @ secand Internat Prataco! ("EP") a

5. The system of a
omponaent to trans

 

 

§. The system of claim 1, wherein the software component includes a security software component ia coniral
access between the cellular network and the first wireless device.

 

7. The system of claim 1, wherein the second wireless device is a thin terminal,

8. The system of claim 1, wherein the second wireless device includes a Bluetootn™processor and a 2.4 GHZ
transmitter,  
9. The system of claim 1, wherein the first wireless device includes a Bluetooth™pracessar and a 2.4 GH#
transmitter.

10. The system of claim 7, wherein the second wireless device includes a Bluetooth’pracessar and a 5.7 GHZ
transmitter.

4

7. The system of claim 7, wherein the firat wireless device includes a Bluetooth! processor and a 6.7 GHZ
transmitter.

2. The system of claim 1, wherein the software commanent includes a plug and play sofiware component to load
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and execute software ior the second wirelass device.

13. The system of claim 7, wherein the sofiware component inciudes a PIN number management software
component to obtain anc pravide PIN numbers.

14. The system of claim 7, wherein the second wireless device includes an application software component that
registers an availability of the service with the service repository sofiware camponent.

15. The system of claim 7+, furthering comorising:

S -

a third wireless device, in the short distance wireless netwark, having an aophcation software component to
obtain the service from the second wireless davice.

 
16. The system of claim 15, wherein ihe first wirelass device includes a sarvice logical driver corresponding to the
service, and wherein the aoplleation software component uses ihe service logical driver ta obtain the service from
the second wireless device,

4
{?. The system af claim 1, wherein the sofiware component operates with an operating system soliware
component,

15. The system of claim 17, wherein ine operating sysiem soliware component is a Slinger operating system.

18. The system of claim 717, wherein ihe operating system seltware component! is a Linux operating system.

29. The sysiem of claim 17, whergin ine operaling sysiem sollware componeni is a EPOS operating system.

th 1. The system of claim 77, whergin ihe operating system scitware component is a PocketPCongrating system.

22. The sysiem of claim 1, wherein the service repository software component identifies a class, attribute and
imstance of the sarvice,

23. The sysiem of claim 7, wherein the first wireigss device further inciudes a virtual privaie neiwark ("VFN")
sditware camponent.

24. The system of claim 7, wherein the first wireless device further includes a flrawall software component.

25. A system for providing access ta Information on a cellular network, comprising:

  

2

a first wireless device, im a shori distance wireless network, to orovide a first short-range radio signal, and,e -

@ second wireless device, in the short distance wireless network and the cellular nelwark, to selectively
iransier information, including [qternat Protacal ("TP") data packets, beiween ihe firsi wireless device and
the cellular network In respanse to 4 securily soltware campanent,» -

wherein ihe second wirsless device Includes a service repository soliware component that identifies a
plurality of services, in the short distance wirelass network, associated with a plurality of wireless devices,
and wherein the service repository software component searches for a service, in ine plurality of services,
to be used by an application software component! stored in tne first wirelass device.

i”

26. The system of claim 25, wherein ing first wireless device provides execution space for executable soliware
from the second wireless davice.

http:/Avww.lexis.com/...docnum=1 &_fmtstr=FULL&_startdoc=1&wehp=dGLzVzB-zSkAl&_md5=e62652e1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]

351



352

Search- 1 Result - patno=7039033

e?. The system of claim 25, wherein ihe security sofiware component is a firewall soitware component to cantral
access to the cellular net fork.

28. The sysiem of claim 25, wherein the security soliware component is a virtual private netwark (“¥PN") to
canirol access to the cellular network,

29. Phe system of claim 25, wherein the security software component is a uniform resource locator (SURL"} filter
to control access ta the cellular network,

$4. The system of claim 25, wherein ihe firsi snori-range radio signal is selected from a group consisting af a
HomeRF signal, an $02.71 signal and Rinetooth™.,

Gi. The system of claim 25, whersin ihe information is provided in the farm of data packets,

32. The system of claim 25, whersin the second wireless device is coupfed to the cellular neiwark by a landline
retwork.

 
33. The system of claim 25, wherein ihe second wireless device is cousted to ite cellular metwork by eliher an
Ethernet connection, DSL connection or a cable modem,

S4. A handheld device ior providing a short distance wirgiess network, comprising:

> -

a Storage device;2 -

& processor, coupled to the siorage device; and,& ~

the storage device to siore a soliware comboneni; and, ine processor operalive wilh the software
component ta:S -

provide an Internet Frotoca: ("1 P") data packet fram ihe handheld device to a iarminal using short-range
radio signals,S -

corral gaecess between the short distance wireless network and 4 cellular network,2 ~

translate between a first [P address provided to the handheld device and a second IF address for the
terminal provided by the handheld device in the short distance wireless network,S ~

enumeraiéea list of services available fram ihe handheld device and the terminal, wherein the handheld

device and terminal register services availabie on the list, andJ -

search the list af services far a service to be used by an application software camponent stared on the
terminal.

36. The device af claim 34, wherein ihe software component includes a management soliware compeanent.

36. The device of claim 34, wherein the application software component uses a service jagical driver siarad in the
siorage device to obtain a service avallabie on the handheld cavice

37. The device of claim 34, further cemprising: a Bluetcoth'transmitter, coupled to the processor, to gerierate

http:/Avww.lexis.com/...docnum=1 &_fmtstr=FULL&_startdoc=1&wehp=dGLzVzB-zSkAl&_md5=e62652e1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]

352



353

Search- 1 Result - patno=7039033

the shori-range radio signals,

38. The devise of claim 34, further comprising: a GSMtransmitter, coupied to the pracessar.

33. The device of claim $4, wherein ihe search includes searching ihe list of services by class, attribute or
instance,

45, The device of claim 34, wherein the software component includes a plug and play sofiware component toiddentily tne terminalin ihe short disiance wireless network and obtain the application software component for the
terminal,

41. Tne davice of claim 34, wherein the software component includes a FIN number management software
omponant io provide a PIN number used in pairing the handnald device to tne terminal in ihe sneri disiance

wireless network.

42. Afirst wireless handheld device, comprising:

 

 

> “

a@ siorage device;= ”

@ processar, coupled to the storage device: and,a ~

the storage device to store a software component; and, the processor operative with the software
component ta:& =

access the internet through a cellular network,= -

provide a first shori-range radio signal to @ secand wireless handheld device and @ and shart-range
radio signal to a third wireless handheld device,s ~

control eccass between the Internet and the first, second and third wireless handheld devices,2 “

iransiaie between a first Internet Frotece! ("IP") address provided to the iirst wireless handheld device
from the cellular network and a second address for the second wireless handheid device proviced by the
tirst wireless handheld device, ana a third address ior the ihird wireless handheld device provided by ihe
first wireless davics,s ~

enumerate 2 list of services availabie from ing first, second and third wireless handheld devices, wherein

the first, scone and third wireless handheld devices register services available on the list, and&

search ihe jist of services far a class af service to ba usad by an application satiware component! at a
particular time, the application soitwars companent stored on the second wireless handheld device.

43. Fre first wireless nandheld device of claim 42, wherein the first wireless handheld device includes a service

logical driver corresponding to a sarvice avrailable frrom the third wireless device, and the a lication soltwareon

componant uses the service fogical driver to obtain the service from the third wireless device.

 44. The first wirel ess handheld device of claim 42, wherein the first wireless handheld device includes a 5.7 GHZ
transmitter coupled ta ine processor.

http:/Avww.lexis.com/...docnum=1 &_fmtstr=FULL&_startdoc=1&wehp=dGLzVzB-zSkAl&_md5=e62652e1258974d7cbd998d1b656673d[5/16/2017 11:14:34 AM]

353



354

Search- 1 Result - patno=7039033

 45. The first wireless handheld device of claim 42, wherein the second wireless handheld clevice is selanited fram

&@ group consisting of a desktop computer, a iaptoo computer, a personal digial assistant, a headsel, a pager, a
watch, and aihin terminal a digital camera,

 

46. The first wireless handheld device of claim 42, wherein the second wireless handheld device is a ihin
terminal,

47. The firs! wireless handheld device of claim 42, wherein the first wireless handheld device includes a 2.4 GHZ

transmitter counled to the processor.

43. An ariicie of manufaciure, inciuding a computer readabie madium, comprising:

2 7

@ short-range radio software component to communicaie with a device in e shart distance wireless network
by using a short-range radie signal:= -

@ cellular software component to communicate with a cellular network by using a callular signal:s ~

a network software component to selectively transier an Internet Protocol (°1P") data packet between ihe
device and the cellular network;a ~

a services repository sotiware component to identify a piurality of available services from 4 plurality at
devices in ihe short cistance wirelass network, the service repository soltware component having a uniform
interface so that both a lacal application saliware companent and a ramote application soltware component
idantifies the plurality of available services; and> -

a plurality of service iagieal drivers corresponding io the plurality of avaiable services that are used ta
obtain ihe plurality of services, the plurality af service logical drivers are used in obtaining the plurality af
SSrVviCEs.

  a

49. The article of manufacture of claim 48, wherein the cellular software component is a GSM component.

50. The article ai manufacture of claim 48, wherein the shori-range radio sefiware component is a Bluetooth™
component.

51. The article of manufacture cfcclaim 48, further comprising security software component ie contra! access
between the short distance wireless network and the cellular network.

52. The article of manufacture of claim 48, further comprising a network addrass translator software campanent
to translate between a first Internet Protocol (IP’) address and a second iP address.

55. The article of manutacture of claim 46 further comprising a domain naming service (“DNS”) software
component to translate between a human readable name and an internet Protccol (“IP} actress.

54. The article af manufacture cf clai

terminal in the short distance wireless network and obtain an application sofiware component for the terminal.
 

  
85. The article of manufacture of claim 48, wherein the article of manufacture is a memory storage device ina
cellular telephane.

56. A handhaid device far providing a short distance wirgiess network, comprising:

2 ~
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a storage device:> ~

means for kdentifying an availablity of a plurality of services to a plurality of application sofiware
components in the short distance wireless network:2 ~

means for selectively providing the plurality of services to the pluralily of application software comnmonents
in the shori distance wireless network: and

2 ~

means for selectively transferring an internet Protacol (1P’) data packet batween a cellular network and 4@
selected applicaiion sofiware component in the plurality of apolicaiion scitware comecnents in the shart
distance wireless network,
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OPDPNPONBY: JOHN A. HUDALLA

OPLNEON:

HUDALLA, Administrative Patent Judge.

FINAL WRITTEN DECISION

B5 USC. § 218l(a) and 37 CEA § 42.73

Samsung Electronics Mo Lid., Samsung Electronics America, Inc., and Apple Inc. perenne "Fetitioner’) filled aPatition ("Pei.") (Paper 2) ta institute an infer partes review of claims 1, 4-7, 12, 14, 18, [*2] 22, 23, 25, 28,24, 39, 46, 42, and 46 of ULS4ent No. 7,039,033 Be (ihe ‘033 patent")) (Ex. oe! } pursuant fo 35 U.S.C. $§S41-31S9. Patent Qwner, ix! IP, LLG ("iXd"}, filed a Preliminary Response ("Pra im. Resp."} (Paper 8) to theFetition. Taking into account the wrniments presented in IX!'s Preliminary Resnmonse, wa dater mined that the
informailon presented in ihe Petition established that there is a reasonaple fikelihoad that Patitionar would prevail

a shallenging claims 1, 4-7, 12, 14, 15, 22, & 25, 28, 34, 29, 40, 42, and 46 of the ‘035 patent under 35
6. $ 193(a}. Pursuant to 35 U.S.C. § 314, we instituted Tthis proceeding on December 36, 2015, asta ihesssain of the “33 patent. Paper 7 (“Dec. on whet

  

elitioner fled a Reply
mober 15, 2015, and a

During the course of trial, 1X! filed a Patent Owner Resmonse (Paper 14, "PO Resn."}, an
to the Pateni Owner Response (Paper 18, “Pet. Reply"). Ar oral hearing was neld on Sent
transcript of the hearing [*3] js included in the record. Paper @8 (“Tr.").

mn

Ga&x

Pethioner provierad a Deciaration of Dr. Sayie Kiaai (Ex. 1003} with ite Petition, and iXi proffered a Deciaratian af
Dr. Narayan Marndayam (Ex. 2307) wih its Response. The parties aiso filed transcripis of the depositions of Dr
Kiasi (Exs. 2303-2305} and Dr. Mandayam (Exs. 1018, 1019).

 
 

IX? filed a Motion to Exclude (Paper 27) certain exhibits submitted by Petitioner. Petitioner fled an Opnositicn
BA)(Paper 24} and |Xt flied a Reply (Paper 25}

 We have jurisdiction under 35 U.5.0. 3 6. This dasisia inal mites Decision under 85 US.0. § 318fa) as iothe patentab’ lity ot elaims 1, 4-7, 12, 14, 15, 22, 23, 25, 28, 34, 34, 40, 42, and 46 of the 038 patent. forareasons discussed below, Patitioner has demonstrated by a?sreponderance of the evidence ihat ihese claimea are
unpatentable under § 103fa).
I. BACKGROUND

A. Aelated Proceedings

The patties identity ine following proceedings r#lated to the ‘633 patent: (xk) Mobile (A&D) Lio. v. Samsung

Electronics Co., Case No. 3:15-ev-03752-HSG COND. Cal: im oe (ee) Ua Lid. v. Apple, ine., Case No.4:15-cv-03785-PJH OND. Call; and (xX? Mobile (R&D) Lid. v. Blackberry Lid., Gase No. 3:18-cv-03754-RS (ND.
Gal). Pet. 4-2; Papsr 5, 1-2; Paper 7, 1-2,

B. The ‘033 Patent!

The ‘G33 patent issued from an application filed on May 7, 2001. Ex. 1001. at 122]. The ‘033 patent is directed te"8 syste m ihat accesses information from a wide area network ( WAN’), such as the Internet, and local wirelessdevices in response to short-range radio signals.” fd. at 4:8- it Figure i ot the ‘035 patent is reproduced below:
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Figure 7 illustrates an exemplary system 100 having a personal area network (PAN) and a wide area network. fd.

ai 4.8-19. The PAN is mace up af <gateway device 105 and one or more rerminals 137, such as, for exemple, a
lapiog computer, a persona! digital assistant (PDA), or a printer. fa. at 4:17-25. Gateway device 106 is coupledto cellular network 105, which in turn connects [* 5] to Internet 103 through carrier backbone 104. fd. at 4:36-
33, 49-55

  

Software architecture 4090 for gateway device 106 may include network management software 404 including,
inter alia, PAN anpiication server 4044. id. at 5:61-8:5, 6:36-42; 6:58-83, Figs. 4, 5a. In turn, PAN application

server 40¢a includes service epee software component 704, which “allows applications 406, which run ona
gateway device 105 or terminals 107, 0 discover what services are offered by a PAN, and to determing
characteristics of the avaiable services.” fa. at 14:1-9, 12:8-14, Pig. 7; see also id. at 12:33-67 (enumerating
the many functions of service repository soltware component 704).

 

G. filustrative Claim

Gaims 1, 25, 34, and 42 of the ‘033 patent ara independent. Claims 4-7, 12, 14, 15, 22, and @3 cepand from
claim 4; claim 28 depends fram claim 25; claims 39 and 40 dspend from claim 34: and claim 46 depends fram
claim 4é¢. Independent claim 1 is dlustrative of the challenged claims and is reproduced below:

1. A system for providing access to the Internet, comprising:

a first wireless device, in a shori distance wirelass network, having [*6] 4 software compenant ia
access information from the Internet by communicating with a cellular network In response ta @ first
short-range radio signal, wherein the first wireless device communicates with the cellular neiwark
ane receives the first short-range radio signal; and,

  

a second wireless device, in the shart distance wireless network, to provide tne first short-range
radio signal,

wherein ihe sofiware component inciudes a network addrass translator software component to

transiaie beiwaan a first Internet Protoca! ("EF") address provided to the first wireless novice fromthe callular network and a second address for the second wireless device provided by the first
wirelass device,

 

wherein the safiware component includes a service repository software camponent to idantify a
service orovided by the second wireless device.

 

Ex. 1004, 15:40-5 io)

QO. The Prior Art

Petitioner relies on the following prior ari: PCT Publication No. WO 01/76154 A2 to Marchand, published Oct. 17,
2007 (Ex. 1005, "Marchand"}, which claims priority ia U.S. Apnlication No. 03/541,529, filed Aor. 3, 2000 (Ex.
70068, "Marchand Priority");

Handiey et al., Request For Commantis 2543 SIP: Session initiation [* 7] Frotecol, The Internal Society, March
Poss (Ex. 1007, "RFC 2543");

US. Patent No. 6,896,474 Bito Larsson, filed Aug. 31, 2000, issued Dec. 28, 2004 (Ex. 1008, “Larsson"):

K. Arnold et al., The vin’ TM Specification, Addison-Wesley, June 1, 1999 (Ex. 1009, “HNi Spec’);

U.S. Patent No. 6,560,642 Bltio Nurmann, filed Oct. 23, 1993, issued May 6, £963 (Ex. 1010, "Nurmann"}: and

US. Patent No. 6,771,635 Blie Vilander, Hed Mar. 27, 2900, issued Aug. S, 2064 (Ex. 1077, “Vilancder’) 

fhe Asseried Grounds
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We insiftuted this proceeding on the finllowing grounds of unpatentability (Dec. an Inst. 26):

References Basis Claim {3s}

Challenged

1,4, 7, 14ca wa o> ton co oo ahMarchand, Nurmann, 35

and Vilander

Marchand, Nurmann, 35 ULS.G. § 1923¢3} §

Vilander, and RFC 2543

Marchand, Nurmann, 35 LLS.G. § 1934) 6,23

Vilander, and Larsson

Marchand, Nurmann, 35 U.S.C. § 108Ca}

Vilander, and JIN: Spec. ©oT
NS BS

3, 40,fyG3we fhfkBS fato Oe

nD uMMarchand, Larsson, and B35 US

JENT Spec.

oH a) a in a 2 ND oi

[* 8]
. Claim interpretatian

in an inter paries review, we cansirué claims by applying the broadest reasonable interpretation in ight of the
specification. O7 C.F.A. § 42.100¢b}; see Cuczzo Speed Techs., LLC v, Lee, 196 8. Ci. 2191, 2144-46 (2016).
Under the broadest reasonable interpretation standard, and absent any special definitions, claim terms are given
their ordinary and customary meaning, as would be undaerstaad by one of ordinary skill in the art in the cantext
of the entire disclosure. See fn re fransiogic Tech. inc., 504 F. Sd 1249, 1257 (Fea. Gir. 2007). Any special
definitions for claim terms or phrases musi be set forth “with reasonabie clarity, delibarateness, and precision.
in-re Paulsen, 30 F.3d 1475, 1480 (Fed. Gir. 1994). Only these farms which are in controversy need be
construed, and only to the extent necessary ta resolve ihe controversy. Vivid Techs., inc. v. Am. Sel. & Eng’g,
ime, 200 F.3d 7G5, 503 (Fed. Cir. 1999).

 
4

 

in our Decision on institution, we determined that no claim terms required construction. [*9] Dec. on inst. 6-7.
Based on our review of ihe complete record, wa maintain aur determination thai no constructions are necessary,
with ine exception of the term “thin terminal” in claims 7 and 48.

 

The parties’ arguments require us to consider whether a printer is commensurate with the broadest reasonable
interpretation of “thin terminal.” See Pat. 20-31; PO Resp. 42-49; Pst. Reply 18-20. The '033 catent describes
"thin terminalis” as having “a relatively low power central processor and operating system" and as being “"mainiy
used as peripherals to an Appiication server in a PAN.” Ex, 1G01, 6:2-5. The main tasks of a ihin terminal are
described as "user interaction, rendering cutpuf far a user and providing an Application server with a user's
input." f@, at 5:5-7. Examples of thin terminals provided in the ‘033 patent include a watch anc a massaging
terminal, fag. at 4:5-7. Furthermore, the '033 patent contrasts thin terminals with smart tarminals having “a

tively powerful central pracessor, operaiing system and applications,” such as “a compulier notebook and
POA" Jal at 4:62-5:2. [*10] in descrising a messaging terminal in one embodiment, the ‘033 paterstates
that the termural “has no embedded application code or data.” fd. at 10:18-21.

 

  
 

  
 

 
Petitioner contends a printer is a thin terminal because, at least, a printer “has a low power central processor and
operating system relative fo a laptop computer or PDA.” Pat. 37 g Ex. 10603 125) (internal quotation
omitted). We agree with Petitlaner, and we additionally observe thai a printer is a peripheral utlized for
randering user Gufgut, which is consistent with the Specitication’s descristion of a thin terminal. We alse agree
with Fat er that the Spectication’s reference to "no embedded application code or data" (Ex. 1407, 10:18-24}
does nol preciude a prinier wilh apolication code and/or data from being a thin terminal, because the ‘033 patent
also describes ihe thin terminal jocating, downloading, and executing software. Pat. 19 (siting Ex. 1404, 10:13-
25). As such, we determine the “thin terminal’ recited in cial 4

 

 

 

 
 

ms 7 and 46 encompasses a printer. nt

te ee ee FootIGIaS ~~ ee ee ee ee ee ee

ni Although we acknowledge the different standards for claim interpretation before us and Before the district
courts, [XFs infringement contentions in the ce-pending litigation provide additional extrinsic support far our
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Getarmination. See Pet. 31 (citing Ex. 1O%2, 20, 48; Ex. 1073, 34, 7O). In particular, IX! contends thai a printer
is a type of "thin terminal” in its infringement case. See id.
 

- Enc Footnotes. - - - - - 2 eee eee 1% 11]

H ANALYS!S

A. Obyiousness Ground Based on Marchand, Nurmann, and Wilander

Petitioner cantends claims 7, 4, 7, and 14 would have been obvious over the combination of Marchand, Nurmann,

and Vilander. Pet. 11-29. 1&1 disputes Petitioner's contention. FO Resp. 16-45.

!, Princioles af Law

&caim is unpatentable under 35 U.S.C. § 103(aa) n2 if the differancas between the claimed sublect matter and
the prior art are such inat the subject matter, as a whole, would have been obvicus at the time the invention was
made to a persan Naving ordinary s the art to which seid subject matter pertains. ASA lary Co. v. Teletier
ine., 850 LS. 388, 406 (2007). The question of obviousness is resolved on the basis of underlying factual
determinations, including: (1} the scope and content of the prior art; (2) any differences balween the claimed

subject matter anc the prier art: (3) the level of skill in the art: and (4) where in evidence, so-called secondary

 
 

considerations. Graham v. John Deere Co., 383 U.S. 1, 17-15 (1966). We also recegnize that priar @artt relerencesmusi be “considered together with [*12] the cnowledge of one of ordinary skillin ihe pertinent art.” Paulsen, 30
F.3d at 1466 eens in re Samour, 571 F.2d 559, 562 (COPA 1978)}. We analyze Petitioner's obviousness
grounds with the principles identified above in mind.

- Footnotes <= 5  - eee eee

 The Leahy-Smith America invents Act, Pub. Lb. No. 14 iA, amended 35 U.S.CSs TO2 anc! 103. Because the ‘032 patent has an eiiective : } t date of the aereabie
AA amendments, throughout this Decision we refer to the pre-ALA versions of 38 U.S.C. §§ 102 and i

- End Fooinataas- - - +ee ee

2. Level af Ordinary Skill in the Art

In determining ihe level of ordinary skill in the art, varicus factors may be considered, including the "type of
problems ancounteredin the ari; prior art solutions to those problems; rapicity [*13] with which innovations
are made; sophistication of the technolagy: and educational level of active workers in the figid.” fa re GPAC, Ine.,

BY F.3d 1573, 1573 (Fad. Gir. 1838) {cling Custom Accessories, inc. v. Jeffray-Allan indus... ine, 807 F.2d 955,
Se (Fed. Cir. 79863). inhadaHan eprier art of record in ihis pracesding--namely, Marchand, Nurmann,Vanier FO 254 3, La Ni Spec.--is indicative of the leval of ordinary ski in ine art. See Okajima v.

Bourdeau, 261 Fad 4 360, 1 ABS {(Fed. Gir. 2001): GFAC, 57 F.3d at 1879: In re Oelrich, 579 F.2d 86, 91 (OGRA
1878).

 

   

 

 Patitioner contends a person of ordinary skillin the arf would nave had a Masterf{} of Science Degrees
(or a similar technical Master's Degree, or higher degras) in an academic area emphasizing electrical
engineering, computer engineering, or computer science with a concentration in communication and
netwo g systems or, alternatively, a Bachelor's Degree (or higher degree) in an acadamic area
emphasizing electrical or computsr enginsering and [* 14] having two or mars years of experience
in communication and networking systems.

 

 

  

Pet. 7-8. Patitionar's contention Is supported by the testimony of Dr. Kiael, who cases his tastimony on his
“axnerience working iindustry and academia, with aaa@ and posteee siudents, with colleaguesfrom academia, and with engineers practicing in industry.’ 1000 PP 15-16. ix] does nat dispute Petitioner'sdefinition cf the level af ordinary skili in the ari, and, in jact,a applies it inXFS Palant Owner Response. PO
Ress. 8; see also Ex. 2301 P16 (XFs declarant, Or. Mancayam, aonlying same definition}. Accardingly, we apply

  

 

http://Awww.lexis.com/...docnum=1 &_fmtstr=FULL&_startdoc=1&wehp=dGLzVzB-zSkAl&_md5=b87f7 1b0a4b9ce2c2793 133788ade3d1 [5/16/2017 11:15:37 AM]

360



361

Search - 1 Result - 7039033 or 7,039,033

 Pailtioner’s daliniion of the level of ordinary skill in tne art for purpases of this Decision. We further observe ihal

Petitioner's proposed oe nitian comparts with the au alific:ations a person would need te understand and
implement ine teachings of ihe ‘O33 patent and the prior art of resord,

3. Marchand

Marchand is a published international patent application, and Petitioner asseris Marchand’s priority date under 35
ULS.G. § 102(e) is April 3, 2006, the date of [* 15] filing ior a pricr national apolication U.e., Marchand Priarity)
in the United States. See Pet. 4-5. |X! does not contest Petitioner's oriority date assertion. Tharstere, fer
purposes of this decision, we find Marchand qualifies as priar art ta ine ‘G33 patent under 35 U.S.C. § 1o2(e)mye
because April 3, 2000, oredates the May 7, 2001, tiling date of the ‘O33 patent.

 

Marchand reiates to "an ad-hoc network and a gateway thal provides an inieriace between external wireless IP
networks and devices in the ad-hoc network.” Ex. 1005, 1:5-7. Fiqure 3 of Marchand is reproduced helow:

 

Figure 3 illustrates “an ad-hoc network 20 utilizing Bluetooth, [P [internet Protocol], and JINI technologies ... to
enable the use of a gateway mobile shane." fad. at 7:7-9. Ad-hoc network 30 (alsa called “Bluetaoth Pleane(30}") includes laptop camputer 371, printer $2, and mobile phone $3, which can communicate via Bluetooth radia
link G4. Jd. at Abstract, 7:9-11. Mobile phone [* 16] 33 acis "as a gateway between the ad-hoc network and a
3G wireless 1P network35 such as the General Packet Radio Service (GPRS) network.” fd. ai 7:12-t4. Regarding
iP address transiation, |F packets fram the GPHSare received at mobile phone 33 through iis public IP address,
and then are forwarded to the private [P address of the device on ad-hoc network 30. fd. at 7:14-168. Address
translation in the opposite direction is handled similarly. fo. at 7:78-17.

 

 

 

an

Ni (Java} technology is utilized to publish and share services between the devices” in network 30, and this
technology “pravid[feas} the capability for an application 21 to discover, join, and download services 22 from a wiNI
LUS [Lookup Service." fod at 6:5-4, 6:27-22. “The LUS contains a isi of available services provided by olher
devices on the network." fd. at 3: 11-12. Devices in the network “announce not only value-added services, but

also their atiributes and capabiilties fo the network,” whereupon these services are peeses through the LUS.fd. at 3:12-15, 10:17-18. The LUS also provides interfaces for sarvices that are available to the devices in the

network. fd. af 3:13-14, 8:12-15

 
 

 

 

Figure [*17] 4 of Marchand is reproduced below.

 
: is “a simplified functional biock diagram of a sonneciion peiweet. two devices such as the laptopcomputter 31 and the mobile phone 32 ulllizing the ad-hoc network 30 of FIG. 3." fal at 7:26-88, Gafeway mobilephone 33 publishes in the Bluetooth picanet ihe sail control services that it oiters uillizging JEN: LUS 4

OGmo

4. Murmanna

Nurmann relates to establishing an “Internet Protocol CIP) neiwork with several [P hasis and with an [IP gateway

for correcting the [P network to the [linternet.” Ex, 1070, 1:9-12. Acting as @ oynam's Host Configuration
Protoce P{DHCP) clent, the [FP gateway celermines whether a DHCP server is present in ihe iP network. jdat2:62-87. lf a DHGP server |is present, “[t]he allocation of the [PF acdkiresses te the iP hosts functioning as DHOP
client § takes place from the DHCP sarver.” fo. at 2:6-27. “li tnere is no DHCP server],] ihe iP gateway is
activated automatically as fal DHCP server," which “allocates [FP addressas and [P network masks te the [F hests
ina [*18] standard manner.” Ia. ai 2:50-57.

 

 

VYilander

Vilander rdlates ta “the allocaiion of IF addresses to mobile terminals and in particular to ihe allacation of a hest
part of an [P accress to a mobile terminal.” Ex. 1077, 1:6-8. Vilander teaches that, when a mobile termina!
raquesis Internet access, ine request is directed to a Gatgway General Packet Radio Service {GPHS) Switching
Node (GGSNi, which may act as an Internet Access Server. fa. at 1:48-58.

&. Glaim 7
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Petitioner argues Marchand teaches a “first wireless device, in a short distance wireless network, having a

software component to access information from the internat by pomanats with a celiudar network inresponse ia @ firal short-range radio signal," as recited in claim 1. Pet. 21-23. Petitioner maps Marchand’s mobile
phone 33 to the recited “first wireless device,” and Marchand’s ad- noc Bluetooth piconel to the recited "shart
distance wireless network.” fd. at 21-22 Cclting Ex. 18708, 1:29-31, 6:23-25, 7:12-14). Regarding the reciiad
"second wireless device,” Pettioner maps “[i]he devices in the ad-hoc Bluetooth Picanet network 30 [that] send
signals to fhe mobile phone 39 aver short-range radio inks.” [* 19] fd. at 23-24 felling Ex. 1003 PP 1S, 25-27;
Ex. 1005,7:9-4P1821. As such, Petitioner maps Marchaned's iaptop computer Ot and/or printer 32 io the
“second wireless device.” fa.; Ex. 1005, 7:9-11, Fig. 3.

 

Regarding “access{ ing] information from the iniernet oy communicating with a cellular netwark in response to a

first short-range radia signal,” Petitioner coniends the iP patckets seni among devices in Marchana's Bluetooth
piconet over a shert-range radio | correspond to the "first short-range radia siqnal.” Pet. 22-23. Petitioner

further contends Marchand’s cisnlosure af connecting devices “to an IP-based network such as ihe Internet” and
of “data going out of the Ficonet to the GRPRS network’ i@aches ihe recited Internet access. fd. at 22-24 (citing
Ex. 1003 P27: Ex. 1005,7:14-17,13:12-14).

 
 

 

According to Petitioner, “Marchand discloses a network address translator io transiate between a first iP address

and a second iP address" based on Marchanad's description of translating and ponwarding celween public andprivate iP addresses. fd. at 24 coring Ex. 1003 P27; Ex. 1005, 7:14-77, 10:34-14:2). Petitionercontends [* 20] an ordinarily skilled artisan would have modifiied Marchand in view“ok Vilander “such that the
eee iF address of the mobile phone gaieway 93 was orovided by the cellular network 35.° fod. af 18 (eHing Ex.
1003 P46). In particular, Petitioner cites Vilander's implementation of a device on the cellular network, such as 4
GGSN, to allocaia ihe public 1P address to the gateway. fo. (citing Ex. 1041 af 1:48-52, 1:57-59). Petitioner

rans contends an ordinarily skilled artisan wouki have modified Marchand in view of Nurmann “such that theobie gateway orovides the private iP addresses to the devices on the network 30." Jol (citing Ex. 1003 P47}.Specifically, PetHioner proposes implementing Nurmann'’s DHCP server on Marchand's mobile phone 33
accomplish TP addressing in Marchand’s local network 20. fd. (citing Ex. 1010, 4:54-56). Pelitioner associates
these citations fram Vilander and Nurmann with the recited "network address transiaior software companent” of
claim 1. See id. at 24-25,

 

 
  

Peiltioner maps Marchand’s JINi Lookup Service (LUS) to the recited Service peposiiary software component
[that] identities! [*21] a service cravided by the second wireless device" of claim 1. Pet. 25-28 (citing Ex.1003 Pek: Ex. 1005, 3:77-12, 5:18-74). Claim f requires this “service apositery soiiware component” to be
part of the “software component," which is itself part of the "first wireless device." Ey. 1001, 15:42-43, 15:57-
50. Dr. Kige: acknowilenges “Marchand does net exprassly state that the JIN] LUS is located on mobile mhane 33."
Ex, 1003 PO?. Petitioner nanetheless centands an ordinarily skilled artisan “would appreciate that Marchand

 

 implicitly teacnes an implementation in which the JIN: LUS is located in the mobile phone 33." Pei. 26 Calling Ex.
1903 PP 37-44}. In particular, Petitioner cites Marchand’s dascription of the mobile phone having “an
interface/Apolication Programming Interface (API)... [that] is downloaded to the Bluetooth device involved in an
external wireless call in order te have the device behave as a siave device toward the mobile phone which is the
masier.” Ex. 1005, 6:27-31; see aiso Pei. 26-2? (cling same}. Relying on testimony from Dr. Kiasi, Petitioner
contends an ordinarily skilled artisan “would [havel underst[aad] [* 22] that Marchand's AFi corresponds ta a
JIN? proxy object’ anc ihat such “sroxy obiecis are downloaded from a LUS" in JUNI. Pei. 27 Cciting Ex. 1003 P
38).

Petitioner aisa highlights Marchand'’s descrintion "that all the devicas in the ad-hoc Bluetooin Ficonel netwark 30

 publish iheir services when the mabile phone 33 cannects io the ad- hoc Bluetooth Piconei network 36 and
cellular network 35." fd Celting Ex. 1003 P39; Ex. 1005, 10-42-18). Because a LUS "identities services provided
by devices on ihe network 30," Pailtioner contends an ordinarily skilled artisan would have concluded irom this
oescription that Marchand teaches a JIN] LUS located an mobile phone 35. fa af 27-28 (citing Ex. 1003 P39).
Peiltioner additionally contends an ordinarily skilled artisan would have recognized ihat implementing Marchannd’s
LUS in mobile phone 35--the gateway device to tne cellular network--would best allow for the other devices in
the ad-hoc Bluetooth piconet io icin or leave without floss af connectivity between the piconeal and ihe cellular
network, Pal. 25 (citing Ex. 1003 P 40). [* 23]

Thus, Petitioner passtablished that Marchand, Vilander, and Nurmann teach every limitation of claim 4.
Petitioner, as suoparted by Dr. Kiael’s iestimany, also has established that a persan of ordinary skill in ihe art

would have had reason te combine the teachings of Marchand, Vilander, ard Nurmann to achieve thesystem
recited in claim 1. See Pet. 17-20; Br. 1003 PP 46-51. We now consider ix!’s arcuments in opposiiian to
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Peiltioner’s obviousness analysis.

a. How an Ordinarily Skilled Artisan Would Haye interpreted Marchand'’s Teachings Related to the
LUS

An
iAl disputes that Marcnand teaches a LUS Jocaied on mobile phone 35, because [XI contends an ordinarily skilled

artisan “would not understand Marchand io disclose that its JINT LUS is on Marc hand’s cellular-enabled mobile
phone 23, and... would have no motivation ie modily Marchand to2Blace the JINIT LUS on the mobile phone in
contradistinction to Marchand’s explicit teachings to the contrary.” PO Resp. 26-27. In particular, [AE contends

Petitioner and its declarant wrongly analyzed Marohaca’s Bluetooth picone . See id. at 12-15, 27-36. ixl's
contention is based on Dr. Mandayam's testimony r rding a Bluetooth [* 24] scatternat, which is formed when
a Bluetooth device participates concurrently in iwa or more piconats. See Ex. 2301 PP 22-30. Figure 4 from Dr.
Mandayam's Declaration is reproduced below

  

 

 
fd. P30. Figure 4 depicts separate piconets A (in blue} and B Gin red) applied to the devices in Marchand’s ad-hac
network. fg. P31. Or. Mandayam explains:

iT)he laptop computer is the master (MIPA}} of piconet A, with tha mobile phone (S[A]) and the

printer (S[A]} as slave coves in piconet A. The mobile phone is the master of piconet B (MEBE}, withonly the laptop (SP Bh iis slave device. Both the laptop and the mobile pnone simultaneously actas master and slave devices en independent piconets, with piconet B, being a “sub-piconet” within
piconet A.

id.

Aoplying Or. Mandayain's explanation to Marchand, 1X! contercis an ordinarily skilled artisan “would [have]
appreciated] that the GN! LUS 46 must be located on the master device of the Bluetacth piconet, which
Marchand discloses is alaptoo as clearly shown on Marchand’s Figura [*25] 4." PO Resn. 28 (citing Ex. 2301 PP
54-55). Xl further contends “ihe gateway mobile phone is the master of a sub-piconet within Marchand’s
Blueicoih piconet.” fd. at 27. This ourported sub-piconet, in which “the gateway mobile phone acts as the masier
device wilh ihe requesting device as its slave,” is formed "[wihen a device, such as a laptop, seeks io use ine call
control service offered by Marchand’s gaieway mobile phone.” id. at 30 (cling Ex. 2307 PR 54-55). in ihis case,
"the gateway mobile shone sends the requesting davice an API which allows the gateway mobile phone ta
establish its own, independent Bluetooth piconsat .. . within ihe main Bluetooth cicenet ihat sonnecis all al the
davices in the network.” fd. Colting Ex. 1005, 10:25-e9; Ex. 2301 P54), As such, [X! seeks to distinguish
Marchand's ieachings on publishing this call contro! AR) from Marchand’s other teachings cn publishing services
to a JEN: LUS upon entry of the mobile shone inte the siconat. fol at 32 (citing Ex. 2207 FP 58}.

 

 

 

 

[Al's arguments rely heavily on Marchand’s Figure 4, which appears to dispose a LUS within [* 26] the laptan
computer. fa. at 28 (presenting annoiated version of Marchand’s Fig. 4). Based on ihis drawing figure, and in
consideration of [Al's sub-piconet theory, |X! arques that an ordinardy skilled artisan would not have had a

reason to dispose a LUS within Marcnand’s gateway manile phone. See id. at 26-37. We cio nat agree Marcharic's
disclosure should be reac so narrowly, however, particularly because cbhvicusness is determined from the

Poeea.of "a person naving ardinary skillin the art to which said subject matter pertains.” 35 U.S.C. §103{a}; see also Dann v. Johnsien, 425 U.S. 218, 230 (1876) (Cl The mere existence of diiarencas betweer the
prior art and an invention does nat establish the invention’s nonobviousness.").

 

 

Patitioner presents avidence showing that an ordinarily skilled artisan would have considered Marenands callcontre! APL to be a JIN] proxy oblect. See Fet. 26-27 {citing Ex. 1903 P38; Ex. 1005, @:27-7:2). in turn,Peittioner and Dr. Kieaei ce the JIN! Spec. as teaching that such praxy obiects are sttored [* 37) ina LUS for use
when a clenl wants access to a service. no See id. (citing Ex. 1903 P38; Ex. 1908, 5-12}. Finally, Fettioner cites
Marchand's claim 6 as explicitly reciting "a JIN! cali cordrol API that is downloaded fram ithe gateway to the other
devieas an the ad-hoe network.” See id. at e7 (olting Ex, 1005, 15:28-27). Petitioner concludes an ordinarily
skilled artisan would have would nave understood Marchand “aa implicitly desening an implementation in which
the JINT LOS, which identifies services pravided by devices on the network 34, Is located on ihe mobile phone

ateway 33." fd. (olting Ex. 1004 P38). We are persuaded by this rationale, which esiablishes how an ordinarily
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skited artisan would have read Marchand.

-- ~~ Paotnotes -- 2 ee ee

no We may consider record evidence autside of the asserted ground, such as the JIN! Spec., that demonstrates
the knoawledge and perspective of one at ordinary skiliin tne art, particularly when it explains why an ordinarily
skillact artisan would have been motivated fc combine ar modify the cited references to arrive at the claimed
invention. See Arigsa Diagnostics v. Verinata Health, ine., 805 Fd 1359, 1365 (Fed. Cir. 2015): Aandall Mig. v.
fea, 733 F.3d 1385, 1362 (Fed. Cir. 2043).

wo ee mend Footnotes- -------------([*28]

in addition, Marchand does not expressiy praveni the LUS from being disposed on the gateway mobile onone. We
agree with Patitionar's assessment that Marchand’s Figure 4 is meraly exemplary and that nothing in Marchane
limiiis or precludes the inclusion of a LUS in the gateway mobile phone. See Pat. Reply 11-12. Furthermore, ane
of ordinary skill in the art would have known, at jeast, that It was possible to have multiple LUSs in a network.
See kx. 1009, 5 (“Rach Jin) system is dulll around one or more lookup services." (original emphasis omitted and
emphasis acded}}. n4 1? multiple LUSs are possible, and Hf a LUS must be disposed on a master davice, as IX!
contends (see, e.g., PO Resp. 28 (citing Ex. 2301 PRP 64-553), then Marchand’s taaching Ihai a gateway mabile
phone is a master (see Pet. 14-14 (citing Ex. 1905, 8:2-2); Pat. Reply 3 (citing Ex. 1005, S:22-27, 7:26-31, 8:4-
$3) supporis Pethioner's contention that Marchand suggests disposing a LUS in the gateway mobile phone. We
also are mot persuaded by Dr. Mandayam's iastimony and [X!’s arguments that the LUS must be disposed on a
device that is "intrinsic te the Plecnet" and that is “not the gateway.” Ex. 1078, [*29] 16:10-14; Tr. 81:1-86:2.
The motion of an “intrinsic” device is nat apt in Marchand, which is expressly directed ta ad-hoc networks. See,
é.g., Ex. 1005, 7:7-17, Fig. 3 (including gateway mabile phone in discussion of described "ad-hoc network’).

 
 

 
 

- eee tt tee ee eee Footnotes ---------------

 n4 Petiiloner makes this point cling a reference that is subject to [XI'’s motion ta exclude, see Pet. Reply 11-12
(ctting Ex. 1978), but the same point is supported by the JINI Spec.

teEnd Footnates- -------------

Accordingly, based on the arguments bafora us, we determine that an ordinarily skilled artisan's understanding of
Marchand would not have been limited by [Al's sub-piconel theary in tne way suggested by I X!. Therefore, we
determing that Marchand would have informed an ordinarily skilled arfisan ihat the "service repository sottware
component’ may be disposed in ihe “rst wireless device.”

 

b. Marchand's Teachings on a Network Address Transiatar

IX? alse disputes that Marchand teaches a “network address transiator software component” located an mobile
phone 33, as required by claim [*30] 1. PO Reso. 27. in particular, [Xi contends that "Marchand discloses that
an AP! should be used to transiate betwesn a public IP address and a orivate 1P address." fd. (citing Ex. 1005,
Pi:t?-12:3; 15:29-37}. Xi ches Marchand’s claim 7, which recites the "JINE call control AFT includes means far
deconflicting cublic and privaie [PF addresses when devises in tne ad-hoc natwork are ulllzing real-iime
applications over the wirelass |P network." Jd. (quoting Ex. 1005, 15:29-91}. Dr. Mandayam testifies that an
ordinarily skilled artisan “would have understood inal tne use of an API fo translate between publuc and private
addresses is significantly different than using a NAT [network address transiator]." n5 ex. 2301 P 4. EX! further
contends Marchand discourages uillizing a NAT in the gaiaway mobile phane and encourages using an AP!
translator to avoid the problem of IP address mismatch “for real-time applications such as ValF [Voice cver
Internet Protocel].“ PO Ress. 38 (quoting Ex. 1005, 11:26-i2:2; citing Ex. 23801 P Se}.

  

 

wt te ee eee Footnotes «+--+ ee ee ee eee

m5 Even thaugh both parties reference a network address translator, Marchand actually uses the acronym "NAT"
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to refer fo a "National Access Transiator.” See Ex. 1005, 11:28. Giver an opportunity at the oral hearing to
explain if there were any meaningful difarences in this terminology, lAE's counse! did mot otfer any. See Tr
B6:71-37:8.

 

ate ee ee ind Footnotas- -------------[*31]

We do not agree with (Al's characterization of Marchand’s teachings an address translation, however. As nated by
Peittioner, Marchand describes forwarding |P packets received al tne gateway mobile chone through a public IP
address6 a destination device in the piconet having a private [P address, and vice versa. Pet. 24 (citing Ex.
1903 P27, Ex. 1905, 7.14-17, 16:37-17:2). In addition, Or. Mandayam teatities ihat address translation is done
ai the gateway in Marchand. Pet. Renly 93 (citing Ex. 1018, 147:5-7, 152:25-153:1). Accardingly, and regardiess
ciwheiher this address translation is periormed by a NAT ar an API transiaior, Marchand teaches a neiwork
address transiator sofiware component located on the gateway mobile chone. See Fat. Reply 14-15
Furthermore, we agree with Petitioner that the use of an APE translator for ceriain real-time apolications would
have bean viewed as "AS & Supplement to NAT fand] not a substitute far NAT." Pet. Reply t4 (citing Ex, 100 P
27). For ihese reasons, Petitioner has ssiabiished that Marchand teaches a "nelwork address iransia or soliware 

companent."

ce. Rationale for Modifying Marchand [*32] in View of Viander and Nurmann

IAL disputes Petitioner's contention that, in view of Viander, an ordinarily skilled artisan “would have modified

Marchand's sysiam such that the oublic [P acidress of the mooile phons gateway 33 was proviced: by ihe cellular
network 35." PO Reso. 40 (quoting Pet. 17-18}. IX! argues that Marchand and Vilander de not indicate a need for
the cellular néiwork to provide a public 1P address far ihe gateway mobie ohone. fd. (citing Ex. 2301 P70).
Nevertheless, we agree with Petiioner thal “using Viencer's address allocation in Marchand would have
amounted to nothing more than ifs use of a known technique to imorave similar devices in the same way oar the
combination of prior art elements according to known methods to yield predictable results." Pet. Reply 15(citing,
infer alia, NSA vy. Teieflex, 550 US. 398, 417 (2007)); see aiso Pet. 19 (cling same). Although Marchand
describes gateway mobile phone as having "a public | P address recognized in the wireless |P network,” Marchand
does riot exilicitly describe how the public |P address is assigned. Pet. Reply 1S (quoting Ex. 1005, 4:23-30).[*33] in dight of this, Petitioner identities evidence that Vilander's GGSN would have improved Marchand by
allocating u8 public /P address to Marchand'’s galaway mobile phone 33. Pet. 78 Cetting Ex. 1003 P46, Ex. 1014,
1:48-52, 1:57-59).

 

PxG likewise disputes Petitioner's contention that, in view of Nurmann, an ordinarily skilled artisan “would have
ed i[Marchand’s} mobile gateway 23 such thal ne moblie gateway crovides ihe privaie |P addresses ia ihe 

devices on the network 36." PO Reso. 40 (quoting Pet. 16). According ta lxl, a person of ordinary skillin the art“would have understood ihat the master device, Sontaiehing Ehe JIN] LUS, . pravidelsathe orivate EP 

addresses,” so thal parson "would not have been|motivated {io require @ slave device fi sine mobile gateway]inthe network to assign private IP addresses.” PO Resp. 40 (citing Ex. 2201 [sic, 230 4e71}. For ihe same
reasons expressed above, however, wa detarmine that an ordinarily skilled arti san would not have read Marchand
to mreclude the gaiaway irom being a masiar device with a LUS. See sumra § iA4a.

  

d. Secandary Considerations of Nonobviousness

cid not put forth any [* 34] evidence of sacondary considerations of nonobviousness.

&. Conclusion Regarding Claim 1

Based on ali of the evidence of record, we determine, by a preponderance of the evidences, that the subject
matter of claim 7 would have been cbvious over the combination of Marchand, Vilander, and Nurmann under 35

U.S.C. 8 103fa}.

 

?,. Glainis 4, 7, ark! 14

Gaim 4 depends trem claim 7 and racites “the service reposilory software component identifies whether iheservice is available at 4 particular time." Ex, 1007, 16:4-8. Building on Petitioner's analysis far claim 1, in which
Marchand's LUS corresponds f othe recited ° service repository scitware component,” Petitioner cantends
"Marchand teaches that ‘itihe LUS contains a lst of available services provided by other devices an the
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network.” Pat. 29 (quoting Ex. 1905, 3:414-12) (emohasis added by Peiltioner}.

Gaim 7 depends from claim 7 and raciies “the second wirsless device is a thin tarminal.” Ex. 1007, 6:14-45

Mirroring iis unpatentabuity cantentians for clan 1, Petitioner m aps Marchand'’s printer 382eta ihe recited “second
wireless device” thatis a “tnin terminal.” Pet. 20-31 (citing, ialer alia, Ex. [*35] 1005, 7:9-411)}. As siaiad
above, we getermine a printer is a iype of “thin farminal.” See supra § iF.

Claim 14 depends from claim 1 and recites “the second wireless device includes an apoication sefiware
component ihat ragisters an availabilty of the service with ihe service repository sofiware component.” Ex, 1601,
16:54-36. Petitioner cies Marchand for teaching that “[olther devices (¢.g., printer 32} on [Marchand's}] ad-hoc
Bluetooth Piconel neiwork 2G may use ihelr respective Java and JIN] layers 19 and 20 io discover, jain, and
download services 22 fram [thel JIN] LUS.” Pet. @1-32 (citing Ex. 1005, 6:719-22, 7:23-25, 8:47-28) Uinternal
quotation emitted). Petitioner contends an ordinarily skilled artisan “wouid [have] understicod] that one or more
software elements, such as Marchancd’s Java technology layer 19, JIN! technology layer 20, and any other

application fe.g. , application 2i) in a neiwark 30 device... help [ia] implement registrallion of an availability of
@ service with ftthe|WIS.” if af 22; Ex. 1003 PP 28

 

  

 

 

Therefore, having cansidered Petitioner's unpatentability contentions and supporting evidence, we are persuaded

that Petitioner [* 36] presents sufficient evidence to support a finding that these pricr ari raferances teach neclaimed subject matter recited in claims 4, 7, and 14. For tha same reasons as above with respect to claim 1,aisa are satisfied thai Petitioner has presented sufficient reasons for ihe combination, as supporied by Dr. Kiers5
testimony. See Pet. 17-20; Ex. 1003 PP 46-57. Furthermore, regarding claims 4 and 14, IX! relies on its same

argumenis fram claim 7 (see PO Resp. 413, which we da nat find persuasive for the reasons mentioned ahave.
For claim 7, iX!'s arguments pertain to claim|inferoretation oF thea term “thin terminal,” (see id. at 42-43), and we
already have considered those arguments above. See supra § 1.F. Therefore, based on the enilre reeard before
us, We concluce Petitioner has demonstrated by a pr apondera:nce of ihe evidence that the sublect matiar af
claims 4, 7, and 14 would have been obvious over ihe combination of Marchand, Vilander, and Nurmann.

 

8. Obviousness Ground Based on Marchand, Nurmann, Viander, and AFC 2543

have been obvious over ihe combination af Marchand, Nurmann, Vilancer,Patitioner contends claim 5 would

32-25. |X! disputes Pethloner’s contention. PO Ress. 45-46.and [*37] BFC 2543. Pet.

$. APC 2843

REG 2543 is an Internet standards dccument related to Session initiation Protecal (SIP), which is “an application-
layer control (signaling) crolecel for creating, modifying and terminating sessions with one or more participants

Ex. 1007, 1. An SiP-capable “chent queries the DNS [Domain Naming Service] sarver far address records far the
host partion of the Request-URE [Uniform Resource ldentifier]." fd al 19. Such a cent "MAY cache a successiul
ONS query result.” fd.

4. Claim &

Claim 5 dapends from claim ft and recites "the safiware component includes a domain naming service (CONS)
software camroneni fo transiate between a human readable name and a second Internet Protocol CIP) ariiress.”
ex. 1007, 16:7-10. Patitioner cites RFC 2543's teachings regarding a clent querying a DNSserver to obtain and
cache an [P address corresponding to a human-raadabie name, such as “company.com.” Pet. 23 {elting Ex. 1003

PP 54-55; Ex. Poc?, $3, 148). Petitioner proposes adding "RFC 2549's disclasure af DNS query and response...
with Marchand’s SIP chent inthe combination of Marchand, [*38] Nurmann, and Vilander to implement full SIP
capabiiities (e.g., DNS) in Marchand’s SEP cent and comply with SIP standards.” fa. at 34 (citing Ex. 1003 PS7}.
According to Petitioner, this would be useful when a device in Marchand’s piconet requesis “access to the Intarnel
(@.g., awed page, online callj.” fd. at 83-34 (citing Ex, 1003 P 56).

 

  

 

Supported by Or. Mandayam's testimony, | XP arques that devices on Marchanad’s pleonet access the callular
network through a call control client, and Marchand coes not teach thai the cllant provides access io a webpage.

id. at 44-45; Ex. 2301 PP 74-75. n6 iX! further notes that “Marchand does not teach that the devices in the
Blueicoih piconet have human-readabie names.” fd. ai 45 (drawing a contrast with Ex, 1907, 8:25-29). |X also
argues an ordinarily skilled artisan would not have been motivated to add such unnecessary functions. fa.

a
=

Tote FoGimoteg - se ttee
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§ Although IX cites paragraphs 75-76 of Dr. Mandayam's declaration, the cantext makes clear that IX! intendedto cite paragrapns 74-75.

toe inc Fooinatas- -------------[*39]

eway moiiie phone includes @ secand interface/AP!, depicted as

SIP client 42 in Figure 4, which enables the of the full SIP chent apart Pet. 33; Pet. Reply 20 (bothcHing Ex. 1003 P54; Ey. 1005, 8:5-7, 9:20-30). in light of this teaching, we are persuaded that an ordinarily
skilled artisan would have known to implement RFC 2549's disclosure of DNS query, response, and caching in
Marchand'’s SIP cant 42. See Ex. 1003 PF 54, 57. We further agree with Petitioner that this amounts to using a
spowe technigue to improve similar devices in the same way to yield predictable results. See Pet. 34; Pet. Reply
27 {both cling KSA, S50 LS. at 417}.

 
 
  As noted by Peitioner, however, Marchand'su

a
¥
8

al
e

 

 
 

For these reasons, we are satisfied thai Peiltioner has presented sufficieni reasons for the cambination of
Marchand, Nurmarin, Vilander, and RFC 2543, We also ara persuaded that Petitioner presents sufficient evidence
tg support a finding that RFO 2543 teaches the additional imitation recited in claim 5. Finally, to the axtent |x!
again relies on iis arguments for claim 1 (see PO Resp. 44), we da not find them persuasive [* 40] jor the same
reasons mentioned above. Accordingly, based on the complete trial racord, we conclude Patitioner has

demonstrated by a preponderance ci the evidence that the suibject matter of claim 5 would have been obviscus
over the cambination of Marchand, Viander, Nurmann, and HFC 2543.

 

GC. Obviousness Ground Based on Marchand, Nurmann, Vilandar, and Larsson

Patilianer cantends claims 6 and 23 would have been obvious avar the combination af Marchand, Nurmann,

Vilander, and Larsson. Pet. 35-39.

[Al disputes Petitioner's contention. PO Rasp. 46-46.

7. Larsson

Larsson "relates to WAP [Wireless Application Protocol] sessions between a mobile terminal and a WAP gateway,
and more particularly, to the organization of oroiaccl layers in a WAP gaieway."” Ex. 1008, 1:25-27. Figure i of
Larsson is reproduced below:

 

Figure i ilustrates mobile terminal 19, L.e., “a portable lapiop camputer, personal digital! assistant (PBA), mobiletelephone, pager, etc.,” accessing private network 15 via WAP gateway 3C. fo. at 2:31-46. Private network 15
may [*41] be @ corporate network or a virtual orivate network (VPN). fd. at 2:47-55. The mobile terminal 10obtains access io access server 25 via wireless link 28 ta Public Land vobie Network (PLMN} 26. fa. at 2:40-44,
Tha WAP gateway 30 includes first stage praxy 35 and second stage proxy 49, which are “functionally separated"
by firawall $7. fd. at 2:62-64. 3:1-7.
“9
é, Gaims @ and 23

Claim 6 desends fram claim + and recites “the sofiwar
control access between the callular network and the first wireless device." Ex. 4001, 16:71-12. Petitioner
proposes adding Larsson to the combination of Marchand, Nurmann, and Vilancer foe teaching the security
soltware component. Pet. 37. Petitioner contenan ordinarily skiled artisan would have “includeid] securtly
software campanenis such as Larsson’s firawall O7, firsi stage proxy 35, and second stage roxy 40 inMarchand's mobile chone gateway 33 which is sitei between two netwarks (@.g., Marchand’s cellular network
35 and ad-hoc Bluetooth Pieanet neiwark S0).° fa. ening Ex. 1003 P64). Petitions: aisa sontend® an ordinarily
skilled artisan would [*42] heave Seen motivated to add Larsson's firewall 37, firsi stage proxy 05, and second

stage proxy 40 in Marchan a's gateway 33 to provide secure access ta Marchand’s piconet from tne ¢cellular
network. fd. (cling Ex. 1903 P62). Accarding to Petitioner, this would result in more effictent authentication

because such authent!ication need only be performed once al the time of the first network access request. /d. at
37-38 (ating Ex. 1003 P62; Ex. 1008, 2:8-15).

 s componsnt includes a security sofliware component to  
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IX! cantends Larsson does not teach “that the WAP galiaway can be incarporated in the mobile terminal 10 ar
even that the WAP gateway is on @ local area network with mobile terminal 10." PO Resp. 46 (citing Ex, 2201
73). We agree with Petitioner, however, that Petitioner's proposed combination seeks ta ace Larsson's security

components to Marchand's gateway mobile phone, not Larsson’s own mobile terem inal 10. See Pet. Reply 22. As
such, [XP misapprehends the proposed combination. Furthermore, we are persuaded by Petitioner's showing thatLarsson and Marchand both invelve a gateway situated between two networks.Tr 43] such that an ordinarily
skillect artisan would have known to apply Larsson’s security features to Marchand’s similar topology. See Pet. 37
(alting Ex. 1003 Fad}; Pat. Reply 22 (citing Ex. 1003 FP 58-61; Ex. 1908, 1:8, 1:67-2:1, 2:30-54, Fig. 1). Weare further persuaded oy Petitioner's contention that an ordinarily skilled! artisan woulc have been motivated 6by
the efficiency gained through performing authentication only once at ine time of the first request for network
access. See Pel. 37-38 (cling Ex. 1803 P@2: Ex. 1008, 2:8-15).

 

Claim 23 depends from claim 1 and recites "the first wireiesa device further includes a viriual private matwark

(VPN) software component.” Ex. 1001, 16:59-61. Regarding the recited VPN, Petitioner ronensthe asserted 4-way obviousness combination "discloses a second siage proxy that resides within the VPN side ofafrewagateway cellular shane, and auihenticates access requests fram users." Pet. 39 (citing Ex. 1003 O66. Ex. 1008,
S:4-7: 4:413-22. This is supporied by Larsson's teachings on private network 15 patentially being a VPN; because
the second stage [* 44] proxy interacts with the VPN, the second stage proxy acts as the recited “virtual private
network... sofiware component.” See 1003 PP 58-59; Ex. 1906, 2:47-55, Fig. |

 

a 

Finally, toto the extent IX! relles on the same argumenis from claim 7 relative to claims 6 and 23 (PO Res
we find thermunpaersuasive for the same reasons mentioned above.

ae fo Se

Accordingly, we are persuaded thal Petitioner presents sufficient evidence to suppeart a finding that the

combination of Marchand, Nurmann, viHanger, and Larsson teaches the subject matier recited in claims 6 and 23
(see Pat. 398-39}, and that there are sufficient reasons for the combination (see jd. at 37-38). Therefore, based
on the entire record before us, we conclude Petitioner has Cemonstraied by 4 oraponderance of the evidence thai
the sublect matiar of claims 6 and @3 wauld have been abvicus over the combination of Marchand, Nurmann,
Vilancer, and Larsson.

 

D2. Obviousness Ground Based on Marchand, Nurmann, Vilander, and JIN! Spec.

Petitioner contends claims t2, 19, 22, 34, 39, 40, 42, and 48 would have been cbvious over the combination of
Marchand, Nurmarin, Vilander, and JIN! Spec. Pet. 39-55 . [* 45] i! disputes Petitioner's contention. FO Resp.
48-56

1. JEINT Spec.

The JEN! Specs. is a textbook diracted to the Jin: architecture, which is "designed for deploying and using servicesma network." Ex. 1009, xix. The INI Spec. teaches a process by which a Lookun Service (LUS} is used to
register proxy objecis associated with avaiable services, /d. ai 8-12. A client wishing io use a service loads an

appropriate oroxy object fram tne LUS and execu'es the proxy oblect ta access the service. id. at 72-75; see aisoEx. 1008 PP 63, 68 (explaining the uss of proxy oblects in the JINI Spes.).

  
 

2. Glaim 22, 34, and 39

lons relativeIndependent claims 1 and 34 Include some limitations that are similar in scope, so the parties’ past
nalyses betweento claim 34 are similar to those in claim’ 1. Therefere, we focus an cartain cifferences in theo

claims t and 3

 

Petitioner maps Marchand’s gateway mobile hone 33 to the recited “hanctheld device” of claim 34, and Petitioner

maps Marchand'’s Bluetooth Piconet to the recited “shart distance wireless network.” Pet. 44 {citing Ex. 10038 PP24-26: Ex. 10605, 4:21-23, 6:18-29, 7118-23, B11). For the recitied “storage device,” Petitioner [*46] cites
Marchand'’s description of programming interfaces and protocal stack layers and comtends that an arcinarily
skilleéci artisan would have uncersiced i @ storage device would have seen necessary io store sofiware
associated with these fgatures in Marchand's gateway mobile phone. fd. at 45 (citing Ex. 1003 PP 33-36) Ex.
1065, 6:16-29). Petitioner iixewise contends an ordinarily skilied artisan would have appreciated that satiware in

the gateway. inclucing software for “implement[ing] routing and communication over the cellular and local
wireless networks,” would require execution by8@ piesessor coupled to the storage device. fd. at 45-46 (citing Ex.1003 PP 34-36; Ex. 1005, 2:14-16, 2:27-31, 6:18-20, 6:27-30}.
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Regarding claim 34’s recitations on providing an IP data packei io a terminal and translating beiween first and
second iP eddresses, Petitioner cites Marchanci’s description of receiving iP data packets from a public IF network

ai the gateway andeens them to other devices in ihe Bluetooth pleonet. fd. at 24-25, 46-48 folting Ex.
  

 1OO3 P27; Ex. 1O05, ue 17, 1G:34-14:2). For scontrolliling] access” between the networks, Petitioner [* 47]cHes this same reaching 0 iPGata packets and also cites Marchand’s description of the gateway functioning as
"a call-contral server for olient devices in the ad-hoc network, and... ag a call-contrel client for a server in the
wireless iP network." fo. (clting Ex. 1003 PP 24, 25, 58-62) Ex. 1005, 4:23-27, 7:12-14). For enumerating and
searching a list of services, Petitioner cies Ma:rohand's5 tearhings on listing services in a JEN! LUS and on allowing

devices to discover, join, and download services from the LUS. fo) at ioe {citing Ex. 1063 PP 2S Se: Ex. 1905,6:19-28, 7:9-25, 841-28, 1i:12-14). Petitioner also ches the JIN] Spec. for teaching that the LUS can pravide a

piony object to aA Fequesting device so that the device may access the resquested service. fa. fciting, inter alia,
Ex. 1003 PrP a8, 63, 68; Ex. 1009, 4-11, 72-75). Thus, Patitioner has established that Marchand, Vilander,
Nurmann, and JIN Spec. teach every limitation of claim 34.

 

Claim 39 depends fram claim 34 and recites “the search includes searching the list of services by class, aesor instance.” Ex. £0067, 18:3-4. Gling ihe JUNE Spec, Patitorer contends [*48] “a JINT LUSstores infor matis
about a service's 1D, iC class or fypa, and its eftributes,“ all of which can be searched. Fet, 50 (citing Ex, 1003. P

 

 

 
 

64; Ex. 1009, 9-11, 16-20, 73, 77-79, 217-230). Claim 22 depends from claim 1 and contains a similarlimitation; Setitioner's8 analysis is nearly identical to that of claim 38. See jd. at 45-44. Petitioner, therefore, has
established thal the combination of Marchand, Nurmann, Vilancer, and JIN] Spec. teaches the additiona

ions in claims @2 and 32. limita

 
Building an iis reasons for cambining Marchand, Nurmann, and veneer Petitioner contends an ordinarily ekiledariisan would have combined the JIN Spec. with these reaferances "| 9 ful ly implement anc realize JINi technology
in Marchand’s ad-hoc Bluetooth Piecnet network 30." joa at 4e ‘siting Ex. 1003 ° 70). According to Petitioner, this
would alow each device inn aoranes& piconet “to register, search jer, and execule services in the [oiconat}according ta the JINI Spec." fd. (citing Ex. 4003'P 70). We agree with Petitioner that this amounts [*49] ic
nothing mora ihan the use3 0! a known Lechnigue to imorove similar devices In tha same way or the combination
of prior art elements according ta known methods to yisid predictable results. fol (cting KSA, 550 US. at 417).
As such, Petiifoner has esiablished ihat a parsen of ordinary skill in the art would have had reason to combine
the teachings of Marchand, Wilander, Nurmann, and JENE Spec. to achieve the system recited in claim 34,

 

With respect t 6 claims $4 and 39, 1X! arques Marchand cannot teach the recited enumerated list of servicesoperative in the sofiware component ottihe handhetc device's processor oecause Marchand’s LUS cannot be in
gateway mobile ohane 33. PO Reso. 53-54. | X!'s reasoning behind this argument is the same as for the argument
iit made for claim 1. See id. Therefore, for the sameresB0ns mentioned above wiih respect to claim 7, we are not
persuaded by this argument. We aiso are unpersuaded by |Xi's arguments for claim 22, which recapitulate
arguments i made for claim 1. See id, ai S2.

 

Accordingly, based on the entire tral record, wa conciude Petitioner has demonstrated by a preponderance of the
evidence that [*50] ihe subject matter of claims 22, 34, and 39 would nave deen cbhvious aver the combination
of Marchand, Nurmann, Vilancder, and JIN] Spec.

 

3. Glaims 42 and 48

Gaim 42 is an independent claim that shares nmany similar imitations to those in independent claim 34. See Ex.
TOO?, 18:14-40. Pathionar’s mapping of prior art slemenis to claim 4¢ is nearly identical to that of claim 34. See
Pei. 50-55. in contrast, hawever, claim 42 recites that tne processor ai a first hancheid device prevides shori-

range radio siaqnals to second and third wireless handheld devices. See Ex. 1001, 18:74-40. Petitioner Maps
Marchand'’s network devices, such as a laptop camputer, aprinier, or a PDA, te the second and third wireless

handheld devices. Pet.2 (ctting Ex. 1003 PP 25, 26; Ex. 1005, 6: 23-27, 7:9-71, 10:18-214). in support of its
mapping, Petilioner ncias that non-asseried claim 45 fram ihe ‘O30 patent indicaies that “a laptop camputerfand] aersonal digital assistant” are wireless handheld devices. fa. {citing Ex. 1001, 16:50-54). Petitioner aise
references th 8 ‘833 patent's desscription of a “hand-held” device 350 in Figure [* 51] 35, which, in one
embodiment, “is one of the terminais 1O7"; in turn, Petitioner ralerences that a printer is one of the enumerated
terminais 107 In the ‘O83 patent. /o. at 52 (citing Ex. 10017, 4:17-25, 8:43-46). In lighi of tnis, Petitioner
contends an ordinarily skilled artisan “would [have] considerfed? any of Marchand's network 30 devices, such as
the lapiop comouter, printer, or PDA, as corresponding ta ihe second and third wireless handheld devices." Pal.
52 (eting Ex. 1904, 4:47-25; 5:43-46; ex. 1903 P26). Petitioner additionally notes that iXl mapoed a printer io
the “second wireless handheld device” limitation in iis infringement contentians fram the related district court
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, 45; Ex. $013, 70}.nDHiigation. fo at 52-53 oScitiEx. $94

IX? Goes not disputes Patitioner'’s evidence showing ihat an ordinarily okilled ariisan would have understood
Marchand's laptop computer, printer, and PRA as corresponding to the recited second and third wireless handheld
devices. Nor does ix! cispuie that Marcharnd’s lapiop computer, printer, and PDA are “handheld devi
commensurate with claim 42; [*52] indeed, |X} does nat prepose a construction of “handheld.” ix

argument against Petitioner's analysis for claim 42 recapitulates tts argument from claim 34, namely,
Marchand cannot teach a wireless handheld device that enumerates a lst of services because Marchnand’s LUS

cannoli be in the parenay mobile phone. PO Hesp. '53- 55. As stated above, we de not agree that Marchand’s
teachings on the LUS are so limited. See supra § |f.A.S.a. Accordingly, we determine that Marchand teaches the
recited second and third “wirsiess nandheid deviceis]” of claim 42

 

Claim 48 depends from claim 42 and further recites “ihe second wireless nandheid device is aihin terminal.” Ex.
7OO1, 15:55-57. As stated above, we determine a orinter is a type of “thin terminal” (see supra § 1.7.3, and
Patitioner maos Marchand’s printer 32 te the secand wireless handheld device. Pet. 55. EXi's arguments disputing
Pettioner's analysis relate to claim interoretation (see PO Aesn. 42-43, 56), which we have addressed above.

Therefore, having reviewed Petitianer's unpatentability contentions for claims 42 and 46 (see iv. al 50-55), we
determing Patitioner has established [*53] that Marchand, Vilarcer, Nurmann, and JIN] Spec. teach every
limation of these claims. Petilioner's rationale for combining these reterencesis also sufficient for the reasons
stated above. Based on the entre trial record, we conciuce Patitianer has damonstrated by a preponderance af
the evidence that the subject matier claims 42 and 48 would have been obvious over the combination of
Marehand, Nurmann, Viander, and JN! Spec.

4. Claims 12, 74, and 40

Claim J2 recites “the software component includes a plug and play sofiware component to load and execute
soltware ior the sacond wireless device.” Ex. 1001, 16:27-29. Claim 40 recitas “the sotiware cammoneni includes

a oclug anc play software component to identity the terminal in ihe shori distance wireless network and obtain ineapplication software component for the terminal.” fd. at 18:5-9. Petitioner relies on Marchand and JIN] Spec.,

supported by Dr. sare testimony, for teaching these limitations. See Pal. 39-435, 50. Specitically, Petitioner
contends “a network 30 device (e.9g., printer 32} registers a service (@.g., priinting service} with thewy LUS ingaleway mobile shane 33 by loading a praxy obiect cor responWing [54] io Hs service onte the JIN: LUS." fal at39-42 (citing Ex. 1003 PP 63, 67; Ex. 1009, 4-11, 72-73, 217-230). According to Fetifloner, when a» equiee for a
service is received, ihe proxy object is aces and sxecutecdto allow access to the service. id. ai 44-43 (cling Ex.1003 PP 38, 63, 68-69: Ex. 1009, 4-11, 16-20, 73-74, 77-79, 217-220),

 

As supported sy Dr. Mandayam’s testimony, IX! contends an ordinarily skilled artisan would not have understood
diN! Spec's proxy object that is published to a LUS upon joining a network as constituting a “plug and play

soltware camponent.” PO Resp. 50 (oting Ex. 2301 F 64}. Specifically, IX} contends "there is mo disclosure of a
software component that functions in a‘plug and play’ manner.” fd. 1X! exolains “ihe LUS dass nol determine,

find, or otherwise resolve the scitware nacessary to support ihe joining terminal, consistent with the plain and
ordinary meaning of thea term ‘oclug and play’ and ihe speciisation of ihe -0393 Patent.” fd at 50-51 (siting Ex.
est? P64),

 

   
 

 
 

Yet the JIN Spec. describes the concept [*55] of "[n]etwork plug-and-work" as being a goal of the aarchitecture: “You should be able to plug a servise into ihe network and have it be visibie and availabie te ihasewhe want to use it. Plugging sarething into a network should be ali or almast all you need to do te Heploy ihe
service.” Ex. 7009, 4. This is commensurate with the recited “plug and play” concept racitec in claims 72 and 40.
The JIN! Spec. also describes downloading of code for a mroxy obiect and "Invoking methods on the proxy obiect"
in response to a request for a service. /d. at 5-7, 9-16. This is commensurate with the recited “loadfing! and

executfing}]" of software in claim 12 and “obtainfing] the application software component! in claim 40. Weadditionally agree with Petitioner (Pat. Reply 23-24} that certain of ixl'’s argument 8 turn on features neat
appearing in the claims, such as “determinfing], findfing], or otherwise rascly[ing] the software.” See PO Rasp
50-571. These argumenis are not persuasive.

ae

 
 

a

Peiitioner’s obviousness analysis jer claim 75 is similar te that for claim 72, and it Hkewise esiablishes that the

asserted obviousness combination teaches the additional limiation in claim 15. See [* 56] Pet, 43 (citing Ex.
19003 PP 38, 63, 87}. Ragarding claim 18, [Xi again rales on its arguments for claim 1 (see PO Resp. 42), which
are not persuasive for the same reasons mentioned above.
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of record, we determine, by a preponderance of ihe evidence, that the subleci
the combination of Marchand, Viander, Nurmann,

 
Based on all of the evidence

matter of claims 12, £5, and éa0 would have been covicus ove:and JN: Soec. under 35 U.S.C. § 103fa}.
 

& Obviousness Ground Based on Marchand, Larsson, and JNi Spec.

Petitioner cantends claims 25 and 28 would nave oeen obvious aver the combination of Marchand, Larsson, and

JIN; Spec. Pei. 55-60. 1X! disputes Patitioner's contention. PO Resp. 56-57.

Petitioners analysis for independent claim 25 incorporates elements of ine analysis abovefor independent claim
34 and for dependent claim 6. in particular, Petitioner cites Marchand for teaching the basic Bluetoath system

architecture, the iransfer of 1 date packets, and the use of a J NI LUS. Pet. 56-59. FPetifloner cites Larsson for
teaching ine recited “security software component.” fd. al 58-59. Patitioner cites ine JIN] Spec. for teachingdetails on registering [*57] and listing services with a LUS and using proxy objects to implement services. fd. at
59.

 

 

For claim 28, which danends fram cle 5, Petitioner reles on ihe same analysis for claim 238, in which PetHlonerna
cites Larsson for teaching staged proxies thai are used with a VPN. See id. at 39, 60; supra 8 11.0.2

   

Thus, for the came re ms discussed above, Petitioner establishes that the combination of Marchand, Larsson,and GENE Spee. he Su 
for scoembining Macanan3. Lars
above. Pet. 56; see supra §§

vtne matter recited |inciaims @5 and 28. Petitioner aiso presenis sufficient reasonssc more JEN! Spec. that mirror ihose given with respect to ather grounds discussedi J TEDL.

fAl again contends Marchand does noi teach or sugges? locating tne JIN! LUS and its service searching

sapapenes (.e., ine “service reposilary software component") on mobile phone 23, which corresponds to therecited ° econd wirelass device” in caim 25. PO Resp, 57. For the same reasons discussed above, however, we
ara not pe ruaded by this argument.

Accardingly, based on ihe entire irial record, we conclude Petitioner has demonstrated by a preponderance of the
evidence that the subject [*58] matter of claims 25 and 28 would have been oovious over the combination of
Marchard, Larsson, and JIN! Spec.

FE. Testimony of Dr. Kiael

IX! argues that "Dr. Kigei's opimons are unreliable because they misunderstand and mischaracterize the inner
workings of Marchand's network and devices.” PO Resp. 12. Dr. Kiaei’s “opinions regarding Bluetooth, theproposed moditisaiions of Marchand, and the purported masotivations for modifying Marchand should be eniltied te
little weight, ff any," [Xl argues, because of “Dr. Kigel's si understanding Bluetooth and failure to consider
the implications of Marchand's reliance on Bluetooth with respect to the proposed cambinations." fd. at 15. 1XI's
arguments are rooted in iX!'s sub-picenet theory discussed ahove. See supra § 11.A.6.a

 

  

Petitioner reniias that the “portion of Marchandreli ad upon in the Pethion does nof rely on a device being
connected in more than ane piconei." Pei. Ranly 25. Thus, iXi’s sub-piconet theery is supported by hypothetical
drawings and testimony of Dr. Mandayam, not by Marchand , according to Petitioner. fal Moreaver, Dr. Kiael
testitied thal the question of whether a device could be connected in more [*59] than one piconet was a
hypothetical question that he could not answer without more information bacause it was outside of the scape ai

what née considered. See id. al 24-252 saueting mx. £002, $$:2-3, 98:22-98:9). in sum, Pethioner argues thaiPAP vattack on Dr. Kiael'scredibility is misguided and [is] nof germane iso any substantive issues invalved in thisprocsedinewp." fol at 25.

  

We have the discretion to determina ihe appropriate weight io be accarded to the evidense preseniad, Inchuding

opinion testimony, based on the Sees of the underlying facts ar data upon which the oninion is based. See,e.g., Yorkey v. Diab, 601 F.3d 12 1284 (Fed. Gir, 2010) (holding %ihe Board has checretion io credit onewitness's testimony over another |Unless no reasonable trier of tact could have done so"}. in this instance, we
ara nol persuaded by |Xi’s arguments ihat Dr. Kiael’s iastimany as a whole should be given "Httle weight, Hany.”

Soecifically, we have considered [XI's and Or. Manceyam § sub-piconet theory in datall, and we come that iwould mot have limited an ordinary skiliad artisan’s understanding of Marchand. See supra § 11. A.6.a. [* 60]Thus, we accord an appropriate weight ta Dr. Kisel's iestimo ny as indicated in this Decision.
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G. Mation to Exclude

IXi moves to exclude Exhibits eee 1074, ano 10756ned at all
thease exhibits in his

relies on these exhibits in support of his
FRE 4971 and 402. Accordingly,

oF expiai
 

referariced

IX? also moves to exclude Exhibits
&-S, 1X) further contends Exhibits 10716 and 10

submitted without authorization pursuant to 37CER § 42.723.
1 1017 in rendering this Decision, we dismiss as moat516 and

. CONG

Petitioner has demonstra

(aj claims 1, 4,

IV. ORDER

In cons

ORDERED ihat claims

nthe basis af relevance “because they are rot referenced
y¢ ine Reply.” Paper 27, 10-11. fn its Opposition, PetHionar contends Dr. Kiaeildeclaration Paper 24 (citing Ex. 1003 PP 35, 36, 42, 60). Because Dr. Kael

testimony in inis case, 1X1 has not shown ihat ihey are irrelevant under
to exclude Exhibits 1002, 1014, and 1015

in thie Petition
 

 
, 2.3

we deny iXI's motion

4016 and yor on the basis af relevance,7 cons hearsay, and authenticity. Paper 21,
titute improper supplemental information that was

id. at 2-5. Because we do not rely upon Exhibits
iXl’s motion to exclude [*61] these exhibits.

BLUS| OR

ted, by a preponderance af the evidence, that

7, and 74 are unpatentabdle over Marchand, Nurmann, and Viander undar ¢

s unpatentable over Marchand, Nurmann, Vilander, and RFC 2543 under 35 U.S.C. § 103¢a);

nand, Nurmann, Vilancer, and Larsson under 35 U.S.C. @ 1934):

40, 42; and Jini
3a) : and

and 46 are unpatentable over Marchand, Nurmann, Vilander,

and 28 are unpatentable over Marchand, Larsson, and JIN! Spec. under 325 U.S.C. § 103(a).

ideration of ihe forageing, it is

28, 34, 33, 40,42, and 46 of thewh tp teed
A

Ny —* DS at am Ro RS RY us PS os po ‘O93 patent are held
unpatentabte;
 

FURTHER

FURT

ORDERED that [Al's motion to exclude Exhibits 1002, 1074, and 1015 is denied;

and 1017 is dismissed as moot. and

   
FURT

 

judicial review of the decision musi comply with the

Source:

Terms:
View:
Time:Date/

ER ORD GRED that [XI's motion to axciude Exhibits 1076

 ERED that [*62] because this is a Final Written
é notice and service requirement

Decision, parties to ihe proceeding seeking5 o137 CER. § 90.2.

Combined Source Set 3 4)- Inietlectual Properly Cases, Administrative Oscisions & Hegulalions
7039033 or 7,039,033 (Suggest Terms for My Search}
Full
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UNITED STATES PATENT AND TRADEMARK OFFICE TINITED STATES DEPARTMENT OF COMMERCE
United States Patent and 'lrademarkOffice
Address: COMMTSSIONER, FOR PATENTSP.C. Box 1450

Alexandria, Virgnia 22313-1450Wwww.uspto.gov
 
 REEXAM CONTROL NUMBER FILING OR371 (¢) DATE PATENT NUMBER

90/013,925 03/24/2017 7039033
CONFIRMATION NO.1027

41200 REEXAMINATION REQUEST
PK PATENT LAW NOTICE

213 S. Payne Street

nlenanatia, VA 22914 000WL
Date Mailed: 03/29/2017

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Patent Owner Requester)

Requester is hereby notified that the filing date of the request for reexamination is 03/24/2017, the date the
required fee of $12,000 was received. (See CFR 1.510(d)).

A decision on the requestfor reexamination will be mailed within three monthsfrom thefiling date of the request
for reexamination. (See 37 CFR 1.515(a)).

Pursuant to 37 CFR 1.33(c), future correspondencein this reexamination proceedingwill be with the latest
attorney or agent of the record in the patentfile.

The paragraphs checked below are part of this communication:

dt. The party receiving the courtesy copyis the latest attorney or agent of record in the patentfile.

2. The person namedto receive the correspondencein this proceeding has not been madethelatest
attorney or agent of record in the patentfile because:

___ A. Requester's claim of ownership of the patent is not verified by the record.

____B. The request papers are not signed with a real or apparent binding signature.

____G. The mere naming of a correspondence addressee doesnotresult in that person being
appointed asthe latest attorney or agent of record in the patentfile.

3. Addresseeis the latest attorney or agent of record in the patentfile.
4. Other 

/rbell/
 

Legal Instruments Examiner
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900

page 1 of 1
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UNITED STATES PaTENT AND TRADEMARK OFFIGE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTSPC. Box 1450

Alexandria, Yirg,nia 22313-1450Wwww.uspto.gov
 
 
 REEXAM CONTROL NUMBER FILING OR 371 (c) DATE PATENT NUMBER

90/013,925 03/24/2017 7039033
CONFIRMATION NO. 1027

41200 REEXAM ASSIGNMENT NOTICE
PK PATENT LAW

D198 Payne Sire 010.000
Alexandria, VA 22314

Date Mailed: 03/29/2017

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 3992. All future correspondence to
the proceeding should beidentified by the control number listed above and directed to the assigned Art Unit.

A copy of this Notice is being sent to the latest attorney or agent of record in the patentfile or to all owners of
record. (See 37 CFR 1.33(c)). If the addresseeis not, or does not represent, the current owner, he or she is
required to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
receiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
to 37 CFR 1.36in order to avoid receiving future communications. If the address of the current owner(s) is
unknown, this communication should be returned within the request to withdraw pursuant to Section 1.36.

NOTICE OF USPTO EX PARTE REEXAMINATION PATENT OWNER STATEMENT WAIVER PROGRAM

The USPTO has implementeda pilot program where, after a reexamination proceeding has been granted a
filing date and before the examiner begins his or her review, the patent owner mayorally waive therightto file a
patent owner's statement. See "Pilot Program for Waiver of Patent Owner's Statement in Ex Parte Reexamination
Proceedings," 75 FR 47269 (August 5, 2010). One goalof the pilot program is to reduce the pendencyof
reexamination proceedings and improvethe efficiency of the reexamination process.

Ordinarily when ex parte reexamination is ordered, the USPTO must wait until after the receipt of the patent
owner's statement and the third party requester's reply, or after the expiration of the time periodforfiling the
statement and reply (a period that can be as long as 5 to 6 months), before mailing a first determination of
patentability. The USPTO'sfirst determination of patentability is usually a first Office action on the merits or a
Notice of Intent to Issue Reexamination Certificate (NIRC).

Underthe pilot program, the patent owner's oral waiver allows the USPTOto act onthefirst determination
of patentability immediately after determining that reexamination will be ordered, and in a suitable case
issue the reexamination order and thefirst determination of patentability (which could be a NIRC if the
claims under reexamination are confirmed) at the sametime.

Benefits to the Patent Ownerfor participating in this pilot program include reduction in pendency.

To participate in this pilot program, Patent Owners may contact the USPTO's Central Reexamination Unit
(CRU) at 571-272-7705. The USPTOwill make the oral waiver of record in the reexaminationfile in an interview
summary and a copywill be mailed to the patent ownerand anythird party requester.

cc: Third Party Requester(if any):

/rbcll/
 

Legal Instruments Examiner
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900

page 1 of 1
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Patent AssignmentAbstractof Title

Total Assignments: 7
Application #: 09850399 Filing Dt: 05/07/2001 Patent #: 7039033 Issue Dt: 05/02/2006

PCT #: NONE Intl Reg #: Publication #: US20020163895 Pub Dt; 11/07/2002
Inventors: Amit Haller, Peter Fornell, Avraham Itzchak, Amir Glick, Ziv Haparnas

Title: SYSTEM, DEVICE AND COMPUTER READABLE MEDIUM FOR PROVIDING A MANAGED WIRELESS NETWORK USING
SHORT-RANGE RADIO SIGNALS

Assignment:1
Reel/Frame: 032239/0078 Received: 02/11/2014 Recorded: 02/11/2014 Mailed: 02/20/2014 Pages: 5S

Conveyance: CHANGE OF NAME (SEE DOCUMENTFOR DETAILS).

Assignor: [XI MOBILE (ISRAEL) LID. Exec Dt: 11/28/2001

Assignee:IXIMOBILE(R&D)LTD.
11 MOSHE LEVI STREET

RISHON LEZION, ISRAEL

Correspondent: JMB DAVIS BEN-DAVID
8 HARTOM STREET

JERUSALEM, ISRAEL

Assignment: 2
Reel/Frame: 013273/0484Received: 09/13/2002 Recorded: 09/13/2002 Mailed: 12/02/2002 Pages: 7

Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENTFORDETAILS).
 

 

 

 

Assignors: HALLER, AMIT Exec Dt: 01/07/2002
FORNELL, PETER Exec Dt: 01/07/2002

ITZCHAK, AVRAHAM Exec Dt: 06/05/2002

GLICK, AMIR Exec Dt: 03/06/2002

HAPARNAS, ZIV Exec Dt: 01/07/2002

Assignee:IXIMOBILE(ISRAEL)LTO.
HA'TIDHAR STREET, #3
RA’ANANA, ISRAEL 43654

Correspondent: VIERRA MAGEN MARCUS ET AL.
KIRK J. DENIRO

685 MARKET STREET, SUITE 540
SAN FRANCISCO, CA 94105

Assignment: 3
Reel/Frame: 017846/0872Received: 06/29/2006 Recorded: 06/29/2006 Mailed: 06/30/2006 Pages: 10

Conveyance: SECURITY AGREEMENT

Assignor: IXI MOBILE (R&D) LTD. Exec Dt: 06/19/2006

Assignee:SOUTHPOINTMASTERFUNDLP
623 FIFTH AVENUE
SUITE 2503

NEW YORK, NEW YORK 10022

Correspondent: AARON R. ETTELMAN [680454.0003]
ONE COMMERCE SQUARE
2005S MARKET STREET, SUITE 2200
PHILADELPHIA, PA 19103-7013

Assignment: 4
Reel/Frame: 028055/0575 Received: 04/17/2012 Recorded: 04/17/2012 Mailed: 04/18/2012 Pages: 5

Conveyance: RELEASE BY SECURED PARTY (SEE DOCUMENT FOR DETAILS).

Assignor: SOUTHPOINT MASTER FUND LP Exec Dt: 03/21/2012

Assignee: IX] MOBILE (R&D) LTD.
11 MOSHE LEVI STREET

RISHON LEZION, ISRAEL

Correspondent: JMB DAVIS BEN-DAVID
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1 HAMARPE STREET
PO BOX 45087

JERUSALEM, ISRAEL

Assignment: 5
Reel/ Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

033042/0985 Received: 06/05/2014 Recorded: 06/05/2014 Mailed: 06/06/2014 Pages: 6

ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENTFOR DETAILS).

IX] MOBILE (R&D) LTD. Exec Dt: 06/05/2014

IXLIP,LLC
THE CHRYSLER BUILDING

405 LEXINGTON AVENUE, SUITE 726
NEW YORK, NEW YORK 10174
PERKINS COIE LLP

1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Assignment: 6
Reel/Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

033098 / 0056 Received: 06/05/2014 Recorded: 06/05/2014 Mailed: 06/16/2014 Pages: 5
SECURITY INTEREST

IXLIP, LLC Exec Dt: 06/05/2014
FORTRESS CREDIT CO LLC
1345 AVENUE OF THE AMERICAS
46TH FLOOR

NEW YORK, NEW YORK 10105
PERKINS COTE LLP

1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Assignment: 7
Reel/Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

033718/0687 Received: 09/11/2014 Recorded: 09/11/2014 Mailed: 09/12/2014 Pages: 3

ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENTFOR DETAILS).

FORTRESS CREDIT CO DBDLLC Exec Dt: 09/11/2014
FCO V CLO TRANSFEROR LLC
1345 AVFENIIF AF THF AMFRICAS

46TH FLOOR

NEW YORK, NEW YORK 10105
PERKINS COIE LLP

1201 THIRD AVENUE, SUITE 4900
SEATTLE, WA 98101

Search Results as of: 03/27/2017 01:46 PM

ee

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
Webinterface last modified: Aug 20, 2015 v.2.5
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Doc code: IDS PTO/SB/08a (03-15)
Parr : : . Approved for use through 07/31/2016. OMB 0651-0034

Doc description: Information Disclosure Statement (IDS) Filed U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number.

Application Number

First Named Inventor | Amit HALLER
N/AArt Unit

Examiner Name

 
  

 
  
 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)   
  

N/A

 Attorney Docket Number 0909-010 

 

U.S.PATENTS [Remove|
 
 
 
 
 

  
 Pages,Columns,Lines where

Relevant Passages or Relevant
Figures Appear

Kind
Code’

Examiner) Cite
Initial* No

 Nameof Patentee or Applicant
of cited Document

;

If you wish to add additional U.S. Patent citation information please click the Add button.

U.S.PATENT APPLICATION PUBLICATIONS

Patent Number Issue Date
 

  

  
 

   
  
 

Pages,Columns,Lines where
Relevant Passages or Relevant
Figures Appear

Examiner Cite No Publication Kind|Publication Nameof Patentee or Applicant
Initial* Number Code} Date of cited Document     
If you wish to add additional U.S. Published Application citation information please click the Add button| Add

FOREIGN PATENT DOCUMENTS Remove

Name of Patentee or Pages,Columns,Lines
Examiner] Cite|Foreign Document Country Kind|Publication . . where Relevant

: Applicantof cited
Code?! Code+| Date Document Passages or Relevant

Figures Appear

  
  
 |P001076154 Po 2001-10-11 jarchand

EFS Web 2.1.17

377



378

 
 

 

 Application Number

Filing Date

First Named Inventor|Amit HALLER

Art Unit 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

( Not for submission under 37 CFR 1.99)

 

 
  

  

 

Examiner Name | N/A 
Attorney Docket Number 0909-010 

If you wish to add additional Foreign Patent Documentcitation information pleaseclick the Add button|Add
 

 

NON-PATENTLITERATURE DOCUMENTS

Examiner] Cite Include name of the author (in CAPITAL LETTERS),title of the article (when appropriate), title of the item
Initials®|No (book, magazine, journal, serial, symposium, catalog, etc), date, pages(s), volume-issue number(s), TS

publisher, city and/or country where published.

1 andley et al., "RFC 2543, SIP: Session Initiation Protocol," Network Working Group, Request for Comments: 2543,
Standards Track, The Internet Society, March 1999.

2 . Amold et al., “The JINI™ Specification,” Addison-Wesley, June 1, 1999.
   

If you wish to add additional non-patentliterature documentcitation information please click the Add button

EXAMINER SIGNATURE

*EXAMINER:Initial if reference considered, whetheror not citation is in conformance with MPEP 609. Draw line through a
citation if not in conformance and not considered. Include copy of this form with next communication to applicant.

 

  

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enteroffice that issued the document, by the two-letter code (WIPO
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial numberof the patent document.
4 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. ° Applicant is to place a check mark hereif]
English language translation is attached.

  
 

EFS Web 2.1.17
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 Application Number

Filing Date

First Named Inventor|Amit HALLER

Art Unit N/A 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT

 

 
( Not for submission under 37 CFR 1.99)   Examiner Name | N/A 
  Attorney Docket Number 0909-010 

CERTIFICATION STATEMENT

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s):

That each item of information contained in the information disclosure statement wasfirst cited in any communication
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the
information disclosure statement. See 37 CFR 1.97(e)(1).

OR

That no item of information contained in the information disclosure statement was cited in a communication from a

foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to
any individual designated in 37 CFR 1.56(c) more than three monthsprior to the filing of the information disclosure
statement. See 37 CFR 1.97(e)(2).

 

  
 

See attached certification statement.

The fee set forth in 37 CFR 1.17 (p) has been submitted herewith.

*  Acertification statement is not submitted herewith.
SIGNATURE

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the
form of the signature.

Signature ‘Peter G Korytnyk/ Date (YYYY-MM-DD) 2017-03-24

Name/Print Peter G Korytnyk Registration Number 43400 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the
public whichis to file (and by the USPTOto process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amountof time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

  
 

EFS Web 2.1.17
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonmentof the application or expiration of the patent.

The information provided by youin this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom ofInformation Act
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Departmentof Justice to determine whether the Freedom ofInformation Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counselin the course of settlement
negotiations.

A record in this system of records may be cisclosed, as a routine use, to a Member of Congress submitting a
requestinvolving an individual, to whom the record pertains, when the individual has requested assistance fram the
Memberwith respect to the subject matter of the record.

A recordin this system of records maybe disclosed, as a routine use, to a contractor of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant
to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSAaspart of that agency's responsibility to
recommend improvements in records managementpractices and programs,underauthority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and anyotherrelevant(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations aboutindividuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record wasfiled in
an application which became abandonedorin which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency,if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS Web 2.1.17
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PTO/AIA/B 1B (07-13}

Approved for use through 11/30/2014. OM8 065 35
US. Patent and Trader Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persans are required to respond to a collection of information unless it displays a valid OMB control number

REEXAMINATION OR SUPPLEMENTAL Control Number(s)__[Not Yet Assigned

 

 
   

 
  
 

EXAMINATION ~ PATENT OWNER POWER OF ting Date(s)
ATTORNEY OR REVOCATION OF POWER OF

ATTORNEY WITH A NEW POWER OF ATTORNEY

AND CHANGE OF CORRESPONDENCE ADDRESS

FOR REEXAMINATION OR SUPPLEMENTAL

EXAMINATION AND PATENT a
I. Power of Attorney. This form may be used to change the Power of Attomey in a reexamination or

supplemental examination proceeding (or multiple proceedings where merged}. This form mayalso be used to
change the Powerof Attorney in the patent file; in such a case, a copy of this form will be placed in both the patent

file and the reexamination or supplemental examination croceeding.

A. Revocation of Previous Power of Attorney. | hereby revoke all previous patent owner powers of attorney,if
any, given:

in the above-identified reexamination or supplemental examination proceeding contral number(s} (more than
one may be changed only if the proceedings ara merged).

E| in the file of the above-identified patent.
{check BOTH boxesif change in BOTH the patent file and the reexamination or supplemental examination
proceeding is requested}.

B. Designation of Power of Attorney.
CI A Power of Attorney is submitted herewith.
OR

thereby appoint Practitioner(s} associated with the Customer Numberidentified in the box at
right as rny/our attorney(s} or agentis) to prosecute the proceeding{s}/satent identified above

and selected in section HA}, and to transact all business in the United States Patent and
Trademark Office connected therewith:

oR

 

i hereby appoint Practitioner(s) named below as my/our attorneyls} or agent{s} to prosecute the proceecting(s)
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith:

Registration Number

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

 
This collection of information is required by 37 CFR 1.31, 1.32, and 1.33. The information is required to obtain or retain a benefit by the public,
which is to update {and by the USPTO ta process) the file of a patent or reexamination proceeding. Confidentiality is gaverned by 35 U.S.C. 122
and 37 CFR 1.14. This collection is estimated to take 3 minutes to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Tima will vary depending upon the individual casa. Any comments on the ariount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US. Patent and Trademark
Office, US. Departrnent of Commerce, P.G. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, B.C, Box 1450, Alexandria, VA 22313-1450.

if you need assistance in compieting the form, cail 1-800-PTO-9199 and select optian 2.
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PTO/AIA/S1B {07-13}
Approved f 11/20/2014. OMB 0654-0035

US. Patent and Trader DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 no persans are required to respond to a collection of information unless it displays a valid OMB control number

  

i. Change of Correspondence Address

Please recognize or change the correspondence address for the above-identified reexamination or supplemental
examination proceeding control number(s} (more than one may be changed only if they are merged proceedings}

and for the file of the above-identified patent to be:

The address associated with the above-identified Custorner Number.

Ci The address associated with the Customer Number identified in the box at right:|OR

Firm or

individual
Name

Address

Country

Telephone|el |
NOTE: THE CORRESPONDENCE ADDRESS FOR THE REEXAMINATION OR SUPPLEMENTAL EXAMINATION

PROCEEDING CONTROL NUMBER(S} MUST BE THE SAME AS THAT FOR THE PATENT. SEE 37 CFR 1.33.

i. Authorization for Power of Attorney and (if selected) Change of Correspondence Address

fam the:

Ci inventor, having ownership of the patent being reexamined.
OR

} submitted herewith or filed on

Signature of TS Date
Patent Owner ~ 3A?
Name | Ste Telephone [212-634-7159
Title and 5

Company 

NOTE: Signatures of all the inventors or patent owners of the entire interest or their representative(s) are
required. if rnore than one signature is required, submit muiltipie forms, check the box below, and identify the tota!
number of forms submitted in the blank below.

CI Atotalofoforms are submitted. if you need assistance in completing the forrn, call 1-800-
PTO-91599 and select option 2.

 
[Page 2 of 2]
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USIN RYT-RAN  
“Patent Assignment Abstract of THie

Total Assignments: 7
  

 
 

Application #: 50339 Filing Bt: 05/07/2004 Patent #: 7039033 Issue Dt: 05/0
BOT #: fe Int! Reg #; Publication #5 US2002016289 Pub Ot; 14/07/2002

Inventors: r, Peter Fornell, Avraham
Fithes 39 hy SOMPUTE E FOR Py ING A MANAGED WIRELESS NETWORK USING SHORT-RANGE RADIO SIGNALS

Assignment: i
Reel/ Frame: Recorded: 02/11/2014 Mailed: 02/26/2014 Pages: 5
Conveyance:

Assignor: Exac Rts 21/28/2008
Sssignes: 

 
Correspondent: IME DAVIS BEN-DAVID

8 HARTOM STREET
JERUSALEM, ISRAEL

Assignment: 2
Reel /Frame:   273 / G484 Received: 06/12/2002 Recorded: 06/13/2002 Mailed: 12/ Pages: ?

aConveyance; ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS)

 Assignors: Exac Be: 01/07/2002
FORNELL, PETER Exec Bk:
TTZCHAK, AVRAHAM Exac Bh:

Exac Bf: Exec Of: 
RAANANA, ISRAEL 43554
 A MAGEN MARCUS ET AL

Rie. DENIRG
i MARKET STREET, &

Carressondent:

  Reel Frame: Recorded: (30/2006 Pages: 10
Conveyance:

Assigner: Exec St: 06/19/2006
Assignee:
 
623 FIFTH AVE!
SUITE 2503
NEW YORK, NEW YORK dot

 
 

 
 

Carrespondant: AARON PR. ETTELMAN [6804 544.
ONE COMMERCE SQUARE
2005 MARKET STRE
PHILADEL

Assignment: 4

 

 

 
  

 

Reei/Frame: 928655 / 0575 Receis Recorded: 04/17/2012 Mailed: 04/18/2012 Pages: 5
Canveyance: RELEASE BY URED PARTY

Assignor: SOUTHPOINT MASTER FUND LP Bree Gt: 03/21/2042
Assignee:

Carrespondent: IME GAVIS BEN-DAVID
A HAMAPE

Assignment: 3
Reel/Frame: 033042 / 0985 Received: 06/05/2014 Recorded: 0 2014 Pages: 6 
 Conveyance: IGNORS INTEREST (SEE DOCUMENT FOR DETAILS)

 
  

Sasignar: OX  
Assignee: [x

htips://ppair.uspto.gov/pair/PAIRPrintGerviet B/F/2O17
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NGTON AVENUE, SUITE 726
YORK, NEW‘YORK 101 74
  
  

Carrespondent; PERKINS COIE LLP
1204 THIRD AVENUE,§
SEATTLE, WA 28101

Assignment: 6
Reel /Frame:

 24900 

095 / GOES Received: 

Conveyance: SECURITY INTEREST
Assignor: DAP1P, LLC
Assignee: FORTRESS CREDIT CO LLC

  YORK, NEWYORK 10105

 
 
 

INS COTE LLP
FHIRD AVENQE, SUITE

TLE, WA QA 108

Correspondent:
 2900

Assignment: 7
Reel /Frame: 

 

 
 

 
Canveyance:

ASSignor: CO DBDLUC

 assignee: EROR LLO
THE AMERICAS

Carrespandent:

Disclaimer:

 

Received: 06/14/2014
S INTEREST (SEE DOCUMENTFOR E

Recorded: D

Recorded: 09/11/2014
DETAILS)

 

Exec Bk: Cast

Page 2 of 2

Mailed: 06/1 

 

 Mailed: 0¢/

Search Resutts as of 7.

Pages: 5

Pages: 3

S/S7/2917 14:38:26 PM

Assignment information on the assignment database reflects assignment documents that have been actually recorded.
if the assignment for a patent was not recorded, the name of the assignee on the patent application publication or patent may bea
differant.

ifyou have any comments or questions concerning the data displayed, contact OPR /Assignments at 377-272-3350

 

hitps://ppair.uspto.gov/pair/PAIRPrintGerviet
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PTOISRBIR6 (07-08)
Approved for use through 07/34/2042. OMB 0551-0031

‘ U.S. DEPARTMENT OF COMMERCE
plays a valid OMB contral number.Under the Paperwork Reduci  

STATEMENT UNDER 37 CER 3.73(b}

Applicant/Patent Owner: EXLIP,LLCeee
| Application No./Patent No.: 7,039,033 Filed/issue Date: May 2, 2006
| Titled:

PIXEIP, LLC _a Gorporation
iName af Assignee} (Type of Assignee, e.g., corporation, partnership, unt ity, government ag

states thatit is:

x the assignee of the entire right, title, and interest in;

an assignee of less than the entire right, title, and interest in
(The extent (by percentage) ofits ownership interest is %\ or

the assignee of an undivided interest in the entirety of (a complete assignment from cone of the joint inventors was made)

the patent application/patent identified above, by virtue of either:

tA. [| An assignment from the inventor(s} of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Reel _, of for which a
copy therefore is attached.

| on

B. A chain of title from the inventer(s}, of the patent application/patent identified above, to the current assignee as follows:

1.From: Haller, Fornell, tzchak, Glick and Haparnas To, IXi Mobile (SRAEL) LTD.

The document was recorded in the United States Patent and Trademark Office at

Reel 13273 Frame 00484 , orfor which a copy thereofis attached.

2.From: [X] Mobile (ISRAEL) LTD. fo: IX! Mobile (R&D) LTD.

The document was recorded in the United States Patent and Trademark Office at

Ree] 32239 , Frame GO7E or for which a copy thereof is attached.

3, From:

The dacument was recorded in the United States Patent and Trademark Office at

Real 33042 , Frame 00985 , of for which a copy thereof is attached.

i| Additional documentsin the chain of Utle are listed on 4 supplemental sheet(s).

[x] As required by 37 CFR 3.78(b}(1)4j), the documentary evidence of the chain oftitle from the original ownerto the assignee was, |
or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: & separate capy (1e., a true capy of the original assignment document(s}} must be submitted to Assignment Division in
accordance with 37 CFR Part 3, to record the assignmentin the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

| ‘Steven Robert Pedersen/ 05/13/2015

Signature Date

Steven Robert Pedersen Manager

 
  

This collection of information is required by 37 CFR 3.73(b). The informationisreq
process) an apoiication. Ce

red to obtain or retain a benefit by the public whichis to file (and by the USPTOta
entiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including

  
 
   gatherin itting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time

you req miple form and/ar sugges s for reducing this burden, showid be sent to the Chief Information Officer, US. Patent and Trademark Office, US. 

Department of Cammerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, cali 1-800-PTO-9199 and select option 2.
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PTO/SB/57 (09-16)
Approved for use through 09/30/2018. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit displays a valid OMB control number.

(Also referred to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Addressto:

Mail Stop Ex Parte Reexam
Commissionerfor Patents Attorney Docket No.: 0909-010
P.O. Box 1450

Alexandria, VA 22313-1450 Date; March 24, 2017

. This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number 7,039,033
issued May2, 2006 . The requestis madeby:

patent owner.[]third party requester.
. [|The name and address of the person requesting reexaminationis:

 

Requester asserts [_]smail entity status (37 CFR 1.27) or [_] certifies micro entity status (37 CFR 1.29). Only a
patent owner requester can certify micro entity status. Form PTO/SB/15A or B must be attached to certify micro
entity status.

A checkin the amountof $ is enclosed to cover the reexamination fee, 37 CFR 1.20(c)(1);

The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)
to Deposit Account No. 503316 ;

Paymentby credit card. Form PTO-2038is attached; or

d. Payment made via EFS-Web.

. Any refund should be made by [_ check or [v] credit to Deposit Account No._503318
37 CFR 1.26(c). If payment is madeby credit card, refund must be to credit card account.

. A copy of the patent to be reexamined having a double column format on one side of a separate paperis
enclosed. 37 CFR 1.510(b)(4).

. [| CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
CI Landscape Table on CD

. [| Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. —c. are required.

a.[] Computer Readable Form (CRF)

b. Specification SequenceListing on:

i. [-.] CD-ROM (2 copies) or CD-R (2 copies); or

i. [0 paper

c.[_] Statements verifying identity of above copies

9. [| A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patentis included.
10.[]Reexamination ofclaim(s) 48.56 is requested.

11. A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on
Form PTO/SB/08, PTO-1449, or equivalent.

12. [| An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

 
[Page 1 of 2]

This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTO
to process) a request for reexamination. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR1.11 and 1.14. This collection is estimated to take 18 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

!fyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/SB/57 (09-16)
Approved for use through 09/30/2018. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit displays a valid OMB control number.

13. The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1).

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and mannerof applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2).

14. A proposed amendmentis included (only where the patent owner is the requester). 37 CFR 1.510(e).

15. [| It is certified that the statutory estoppel provisions of 35 U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1) do not prohibit
requesterfrom filing this ex parte reexamination request. 37 CFR 1.510(b)(6).

16. [| a. It is certified that a copy of this request(if filed by other than the patent owner has been servedin its entirety on
the patent owneras provided in 37 CFR 1.33(c).
The name and addressof the party served and the date of service are:

Date of Service: ‘or

[| b. A duplicate copy is enclosed since service on patent owner wasnot possible. An explanation of the efforts
made to serve patent owneris attached. See MPEP 2220.

17. Correspondence Address: Direct all communication about the reexaminationto:

The address associated with Customer Number: 41 200
OR

| Firm orIndividual Name
Address

City

Country

Telephone

18. The patentis currently the subject of the following concurrent proceeding(s):

[-] a. Copending reissue Application No.

[_] b. Copending reexamination Control No.

L] c. Copending Interference No.

d. Copendinglitigation styled:

See Section II.F of the Request concurrently herewith

 

 

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card information and authorization on PTO-2038.

/Peter G Korytnyk/ March 24, 2017

Authorized Signature Date

PeterG.Korytnyk————(‘i‘—CSCSC~S B40 For Patent Owner Requester
Typed/Printed Name Registration No.

  

[CJ For Third Party Requester

 
[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.
A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(C)).
A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
wasfiled in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.
A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency,if the USPTO becomes awareofa violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of:
Group Art Unit: N/A

Halleret al.

Examiner: N/A

Patent No.: 7,039,033

Request for Reexamination Under U.S.C
§§ 302-307 and 37 C.F.R. $1.510

Control No.: N/A

Filed: March 24, 2017

For: SYSTEM, DEVICE AND COMPUTER READABLE MEDIUM
FOR PROVIDING A MANAGED WIRELESS NETWORK

USING SHORT-RANGE RADIO SIGNALS

Attorney Docket No.: 0909-010

PATENT OWNER REQUEST FOR EX PARTE REEXAMINATION
OF U.S. PATENT NO.7,039,033 INCLUDING AMENDMENT

Mail Stop Ex Parte Reexamination
Attn: Central Reexamination Unit

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450
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I Introduction

IXI IP, LLC (“IXT’), Patent Owner, requests reexamination of claims 48 and 56 of U.S.

Patent No. 7,039,033 (*’033 patent’) to amend the claims in light of substantial new questions of

patentability raised by International Publication No. WO 2001/076154 (“Marchand”), U.S. Patent

No. 6,560,642 (“Nurmann’”), U.S. Patent No. 6,771,635 (“Vilander’), U.S. Patent No. 6,836,474

(“Larsson”), Handley et al., Request for Comments 2543 SIP: Session Initiation Protocol, The

Internet Society, March, 1999 (“RFC 2543”), and K. Armold et al., The JINI™ ‘Specification,

Addison-Wesley, June 1, 1999 (“JINI Spec.”’.)

Additionally, Patent Owner submits amended claims 48 and 56, which are patentably

distinct over the prior art grounds raised in IPR2015-01444, NYSD-1-14-cv-04355-RJS, NYSD-

1-14-cv-04428-RJS, NYSD-1-14-cv-07954-RJS, CAND-3-15-cv-03752-HSG, CAND-3-15-cv-

03754-HSG and CAND-3-15-cv-03755-HSG,filed against the *033 patent.

While amendments were statutorily available to the patent owner during prosecution of the

IPR, the PTAB has stated that patent owners may alternatively choose reexamination to amend

claims:

If a patent ownerdesires a complete remodeling of its claim structure according to

a different strategy, it may do so in another type of proceeding before the Office.

For instance, a patent owner may file a request for ex parte reexamination,

relying on the Board’s conclusion of a petitioner having shown reasonable

likelihood of success on certain alleged grounds of unpatentability as raising a

substantial new question of patentability.

Idle Free Systems, Inc. v. Bergstrom, Inc., TPR2012-00027, Paper 26at p. 6. (informative, boldface
added.)

' “Jini” Trademark of Sun Microsystems
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Accordingly, the patent owner requests reexamination of the “033 patent, specifically, that

the Office find a substantial new question of patentability with respect to claims 48 and 56 of the

original claims, order reexamination, and issue a notice of intent to issue a reexamination

certificate that allows the amended claims submitted herewith.

Il. Requirements for Ex Parte Reexamination Under 37 C.F.R. §1.510

Patent Ownersatisfies each requirement for ex parte reexamination of the ‘033 Patent as

stated below.

A. 37 C.F.R. §1.510(b)(1): Statement Pointing Out Each Substantial New
Question of Patentability

A statement pointing out each substantial new question of patentability (“SNQ”) based on

the cited patents in accordance with 37 C.F.R. §1.510 (b)(1) and (b)(2) is provided in Section VII.

B. 37 C.F.R. §1.510(b)(2): Detailed Explanation of the Pertinency and
Mannerof Applying the Prior Art

See Sections IV, VII and IX.

Cc. 37 C.F.R. §1.510(b)(3): Copy of Every Patent or Printed Publication
Cited Against the Claims

Exhibits PA-A, PA-B, PA-C, PA-D, PA-E, and PA-F are Marchand, Nurmann, Vilander,

Larsson, RFC 2543, and JINI Spec respectively:

PA-A Marchand

PA-B Nurmann

PA-C Vilander

PA-D Larsson

PA-E RFC 2543

PA-F JINI Spec

References PA-A through PA-Farealso listed on Exhibit SB08 (i.e. Form PTO-SB/08.)
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D. 37 C.F.R. §1.510(b)(4): Copy of the Entire Patent

A full copy of the 7,039,033 patent is submitted herein as Exhibit PAT-A in accordance

with 37 C.F.R. §1.510(b)(4).

E. 37 C.F.R. §1.510(a): Fee for Requesting Reexamination

In accordance with 37 C.F.R. §1.510(a), the reexamination fee has been paid as part of the

EFS-WEB submission. Any deficiency or overpayment may be debited/credited to Deposit

Account No. 503318.

F, Related Matters

The followingis a list of all the matters involving the ‘033 Patent:
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1-14-cv-04355-

RJS

1-14-cv-04428-

RJS

IXI Mobile (R&D) Ltd.
et al v. Samsung
Electronics Co., Ltd et al

IXI Mobile (R&D) Ltd.
et al vy. Blackberry
Limited et al

United States District

Court Southern District

of New York

United States District

Court Southern District

of New York

 
June 17, 2014

June 18, 2014

 

1-14-cv-07954-

RJS
IXI Mobile (R&D) Ltd.
et al vy. Apple, Inc.

United States District

Court Southern District

October 2, 2014

 

3-15-cv-03752-

HSG

3-15-cv-03754-

HSG

3-15-cv-03755-

HSG

Electronics America,

Inc., and Apple Inc. v.
IXT IP, LLC

IXI Mobile (R&D) Ltd.,
et al v. Samsung
Electronics Co., Lid. et
al

IXI Mobile (R&D) Ltd.,
et al v. Blackberry
Limited et al

IXI Mobile (R&D) Ltd.,
et al y. Apple Inc.

United States District

Court California

Northern District

United States District

Court California

Northern District

United States District

Court California

Northern District

of New York

IPR2015-01444 Samsung Electronics Patent Trial and Appeal|June 19, 2015
Co., Ltd., Samsung Board

August 17, 2015

August 17, 2015

August 17, 2015

 

17-1665

  
IXTIP, LLC v. Samsung
Electronics Co., Ltd

 
United States Court of

Appeals for the Federal
Circuit

 
February 22, 2017

 

 
Case No. 1-14-cv-04355-RJS was filed by Plaintiff [XI Mobile (R&D) Ltd., and IX] IP,

LLC (‘IXY’), in the United States District Court for the Southern District of New York on June

17, 2014 ¢°4355 Complaint’). The 4355 Complaint was filed against Samsung Electronics Co.,

Ltd, Samsung Electronics America, Inc. and Samsung Telecommunications America, LLC

(“Defendants”) for patent infringement of the °033 patent, U.S. Patent No. 7,039,033, U.S. Patent

No. 7,016,648, U.S. Patent No. 7,295,532, and U.S. Patent 7,426,398. The case was transferred

to the United States District Court California Northern District on August 17, 2015 and assigned

case no. 3-15-cv-03752-HSG. After the filing of IPR2015-01444, the ’3752 litigation was stayed.
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Case No. 1-14-cv-004428-RJS wasfiled by Plaintiff IXI Mobile (R&D) Ltd., and [XI IP,

LLC in the United States District Court for the Southern District of New York on June 18, 2014

(4428 Complaint’). The ’4428 Complaint was filed against Blackberry Limited and Blackberry

Corporation (“Defendants”) for patent infringementof the °033 patent, U.S. Patent No. 7,039,033,

U.S. Patent No. 7,016,648, U.S. Patent No. 7,295,532, and U.S. Patent 7,426,398. The case was

transferred to the United States District Court California Northern District on August 17, 2015 and

assigned case no. 3-15-cv-03754-HSG. After the filing of IPR2015-01444, the °3754 litigation

wasstayed.

Case 1-14-cv-07954-RJS was filed by Plaintiff IXI Mobile (R&D) Ltd., and IXI IP, LLC

in the United States District Court for the Southern District of New York on October 2, 2014

(7954 Complaint’). The ’7954 Complaint wasfiled against Apple, Inc. (“Defendant”) for patent

infringementof the ’033 patent, U.S. Patent No. 7,039,033, U.S. Patent No. 7,016,648, U.S. Patent

No. 7,295,532, and U.S. Patent 7,426,398. The case was transferred to the United States District

Court California Northern District on August 17, 2015 and assigned case no. 3-15-cv-03755-HSG.

After the filing of IPR2015-01444, the °3755 litigation was stayed.

On June 19, 2015, Samsung Electronics Co., Ltd., Samsung Electronics America, Inc., and

Apple Inc. filed a petition for infer partes review of the ’033 patent before the Patent Trial and

Appeal Board (“PTAB”), IPR2015-01444 (1444 IPR”). The PTABinstituted the ’1444 IPR on

December 30, 2015 and issued a Final Written Decision on Decemher 21, 2016.

On February 21, 2017, [XI IP, LLC filed a Notice of Appeal in relation to the ‘1444 Final

Written Decision. On February 22, 2017, the U.S. Court of Appeals for the Federal Circuit

docketed the Appeal and assigned case no. 17-1665.

Below is a summary of the grounds and Final Decision in the ’1444 IPR:
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Ground 1 Invalid under 35

U.S.C. § 103(a) as 14 as obvious over

 
Claims1, 4, 7, and
14 of U.S. Patent

 

 

 
II. Claim Construction

A.

  
U.S.C. § 103(a) as
obvious over

Marchand in view

of Larsson and

JINI Spec

Standard of Claim Construction

 
obvious over

Marchand,

Larsson, and JINI

Spec under 35
U.S.C. § 103(a).

obvious over Marchand, No. 7,039,033 are
Marchand in view|Nurmann, and held to be

of Nurmann and Vilander under 35|unpatentable.
Vilander U.S.C. § 103(a).

Ground 2 5 Invalid under 35 Claim 5 as obvious|Claim 5 of U.S.

U.S.C. § 103(a) as_| over Marchand, Patent No.
obvious over Nurmann, 7,039,033 are held

Marchand in view|Vilander, and RFC|to be unpatentable.
of Nurmann, 2543 under 35

Vilander, and RFC|U.S.C. § 103(a).
2543

Ground 3 6 and 23 Invalid under 35 Claim 6 and 23 as_|Claims 6 and 23 of

U.S.C. § 103(a) as_| obvious over U.S. Patent No.
obvious over Marchand, 7,039,033 are held

Marchand in view|Nurmann, to be unpatentable.
of Nurmann, Vilander, and
Vilander, and Larsson under 35

Larsson U.S.C. § 103(a).
Ground 4 12, 15, 22, Invalid under 35 Claim 12, 15, 22, Claims 12, 15, 22,

34, 39, 40, U.S.C. § 103(a) as|34, 39, 40, 42, and|34, 39, 40, 42, and
42, and 46 obvious over 46 as obvious over|46 of U.S. Patent

Marchand in view|Marchand, No. 7,039,033 are

of Nurmann, Nurmann, held to be

Vilander, and JINI|Vilander, and JINI|unpatentable.
Spec Spec under 35

U.S.C. § 103(a).
Ground 5 25 and 28 Invalid under 35 Claim 25 and 28 as|Claims 25 and 28 of

U.S. Patent No.

7,039,033 are held

to be unpatentable.

In an ex parte reexamination, claims are to be given their "broadest reasonable

construction” consistent with the specification. MPEP §2111; Im re Swanson, No. 07-1534 (Fed.
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Cir. 2008). The constructions used in this request and during the reexamination can therefore be

different from constructions based on the standard specified in Phillips v. AWH Corp. 415 F.3d

1303 (Fed. Cir. 2005).

B. Summaryof Claim Construction Positions/Holdings

The following chart summarizes the claim construction positions and holdings for the

 

1444 IPR.

“identifies For purposes of this|Patent Owner Petitioner Maintained
whetherthe decision, we agree|contendsthis contendsthis
service is that the identified phrase does not|phrase should
available al a

particular time”
phrase from claim 4
does not need

explicit
constructionat this

tume, because
consideration of a

service being
registered does not
bearon ouranalysis
of Petitioner’ s

unpatentability
contentions for this

claim.Inst. 6.

need to be

construed.

Prelim. Resp. 9—
10.

be construed

broadly enough
to encompass
the service

being
registered. Pet.
9-10.

 

“thin terminal”

presented by the
Board in the Final

Decision

 
IV. Prior Art

A. Marchand

  “thin terminal”

recited in

claims 7 and 46

encompasses a

printer. Final
Decision 8.

Bluetooth is a local wireless technology that connects devices using short-range radio
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signals. (Ex. PA-A, “Marchand”at 1:26-31.)? Bluetooth provides a point-to-point connection,if

only two devices are connected, or a point-to-multipoint connection, if more than two deviccsare

connected. When two or more devices are connected they share the same channel and form a

piconet. (Ex. PA-A, “Marchand”at 2:17-25.)

Whena piconetis first established, one device acts as a “master” device and the other

devices (up to seven) act as “slave” devices for the duration of the network establishmentso that

all devices in the piconet are synchronized. (Ex. PA-A, “Marchand”at 2:17-25; see also Ex. OTH-

A, “Mandayam Decl.”at 944.)

Marchand is directed to a Bluetooth piconet that has been extended into an Internet

Protocol (IP) wireless local area network implementing JINI/Java technology in order to utilize

the JINI technology to share services between devices in the piconet. (Ex. PA-A, “Marchand”at

Abstract; 5:23-25; 6:25-27.) Additionally, a mobile phone connected to the piconet is configured

to act as a gateway to provide a call control interface between the wireless IP network and other

devices in the piconet. (Ex. PA-A, “Marchand”at Abstract.)

A person of ordinary skill in the art would have understood that the operation of the

network and the devices described in Marchand are dependent on the underlying Bluetooth

technology. Marchand makesit clear that the use of a Bluetooth piconet extended into an Internet

Protocol (IP) wireless LAN implementing JINI/Java technologyis essential to the operation of the

network and devices of Marchand. (Ex. OTH-A, “Mandayam Decl.” at 946.) Specifically,

Marchand explains that for devices in the Bluetooth piconetto share services, each device must be

2 For each of the Marchandcitations, the original pagination of the reference is being cited, not

the pagination of the Exhibit.
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“Bluetooth-compliant and JINI/Java capable” (Ex. PA-A, “Marchand”at 7:9-11.)

Marchandstates that to be Bluctooth compliant, cach device would include a Bluctooth

chipset. (Ex. PA-A, “Marchand” at Abstract; 2:11-16.) Further, each device operates using a

specific protocol stack, as defined and illustrated in Marchand’s Figure 2:

| APPLICATION
JIN: TECHNOLOGY

~ JAVA TECHNOLOGY.

BLUETOOTH 4
 

__PAYSICAL_UAYER

FIG. 2

(Ex. PA-A, “Marchand”at FIG.2)

As shown above, each device in Marchand’s Bluetooth piconet includes a physical layer 15 anda

link layer 16, which are identified as Bluetooth layers of the protocol stack. In addition, the

protocol stack includes “ta network transport (IP) layer 17”, “an operating system layer 18, a Java

technology layer 19, and a JINT technology layer 20”. (Ex. PA-A, “Marchand”at 6:14-22.)

In Marchand,JINI technologyis utilized to allow the Bluetooth-networked devices to share

services. (Ex. OTH-A, “Mandayam Decl.” at 748.) Marchand describes JINI technology as “a

Java-technology-centered, distributed software system for simplicity, flexibility and federation.”

(Ex. PA-A, “Marchand”at 2:27-28.) “The JINI architecture provides mechanisms for machines or

programs to enter into a federation where cach machine or program offers resources to other

members of the federation and uses resources as needed.” (Ex. PA-A, “Marchand”at 2:28-31.)
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The JINI technology exploits the ability to move java language code from machine to

machine and relics on the use of a JINI lookup service (LUS) to allow various connected devices

to use services offered by other devices in the network. (Ex. PA-A, “Marchand”at 2:28-3:3; Ex.

PA-F, “JINI Spec.” at p. 23; see also Ex. OTH-A, “Mandayam Decl.”at J49.) “The LUS contains

a list of all services offered on a network” and allows devices to share those services. (Ex. PA-A,

“Marchand”at 3:11-12.) Without the LUS, the devices on Marchand’s network would not be able

to share and use services. (Ex. OTH-A, “Mandayam Decl.”at 749.)

Sharing of services among devices connected on a piconet more effectively utilizes the

software and hardware resources of each device, such as memory, modems, and service software,

as compared to duplicating these software and hardware resources across all devices, which is

“inappropriate, expensive, and cumbersome”and “inefficient from the resource point of view to

require loading a call control client such as H.323 (about 4 MB) in multiple devices on the

Piconct.” (Ex. PA-A, “Marchand”at 4:1-9.) An application programming interface (API) may be

transferred from a device having an available service to only the device requesting use of the

service so that devices not using the service do not need to expend resources (memory, processing,

etc.) for services that are not being used. (Ex. PA-A, “Marchand”at 6:27-7:2.)

When a device implementing JINI technology joins a JINI/Java network, the device

undergoes a discovery and join process in which the joining device discovers the LUS and

publishes the servicesthat it can offer to the network. (Ex. PA-F, “JINI Spec Part 1”at p. 22.)° To

publish its service, the joining device transfers java code (referred to as a proxy object or java

* For each of the JINI Speccitations, the original pagination of the reference is being cited, not the

pagination of the Exhibit.
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object) to the LUS. (/d.) This small amountofjava codeis used to identify the service(s) the joining

device offers and to establish an interface with that service. (See Ex. PA-F, “JINI Spec Part 1”at

p. 22-23; see also Ex. PA-A, “Marchand”at 3:13-14.) The LUSstores this java object and creates

a list of the services available on the network. (Ex. PA-F, “JINI Spec Part 1”at pp. 22-23; Ex. PA-

A, “Marchand”at 3:11-12.) For example, if a printer joins a network utilizing JINI technology,

the printer will publish its printing service to the network by transferring java code to the LUS.

(Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includes the printer’s information and a

method to implementits printer interface. (/d. at pp. 23-24; Ex. OTH-A, “Mandayam Decl.”at

qS1.)

When a JINI/Java capable device would like to use a service offered by another device in

the network,it sends a request to the LUS, and the LUSthen transfers the java code necessary to

access that service. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) Continuing the above example, when

another device in the network necdsto print, the device will ask the LUSif any printer services

are available. (Ex. PA-F, “JINI Spec Part 1”at p. 22.) The LUS providesthe printer’s java code to

the requesting device, which will automatically download the code, if it was not previously

downloaded. (Ex. PA-F, “JINI Spec Part 1” at p. 23.) The device can then send the print request

by invoking the methods provided by the java code for implementing the printer interface. (/d.)

That is, the proxy object, now contained on the device requesting the printing services,

communicates with the printer to execute the print request. (Ex. PA-F, “JINI Spec Part 1” at p.

23.) JINI technology doesnot define the protocol between the proxy object on the device and the

printer. Rather, the protocol is defined by the printer and its proxy object. Ud.) “Whoever writes

the proxy object determines when it talks to whom to get what, constrained, of course, by the

security environment in which it executes.” Ud. at 24.)

11
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Operating in accordance with these underlying technologies, Marchand describes that the

devices are able to connect to form a Bluctooth piconct, with cach device including the protocol

stack described above for extending the Bluetooth piconet into an IP wireless LAN and

implementing JINI and Java technologies. (Ex. OTH-A, “Mandayam Decl.”at {53.) Throughthis

method, the devices in Marchand canshare services with one another. Ud.) “Though identifying

other services that can be used, Marchand only particularly describes the protocol for

implementing the call control service offered by the mobile phone 33.” (/d.) Specifically,

Marchand provides that the mobile phone 33 can connect to the Bluetooth piconet and act as a

gateway between the other devices and a wireless IP network. (Ex. PA-A, “Marchand”at 10:15-

16; 12:6-10; 7:12-14.) This gateway mobile phone“publishes”its call control service to the LUS,

thereby allowing other devicesin the piconet to detect and subsequently utilize this service through

request. Ud. at 8:11-20; Fig. 3.) For example, other Bluetooth devices on the piconet perform a

JINI-defined add-in “discovery and join” protocol “to locate the LUS and uploadall of its services’

interfaces, including call control services.” Vd. at 8:12-20.) After this “discovery and join” process,

other Bluetooth devices are able to utilize the call control client of the gateway mobile phone to

connect to the wireless IP network. (Ex. OTH-A, “Mandayam Decl.”at 53.)

12
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BRLEROCTY®24RtADOC SRG 
FIG. 3

(Ex. PA-A, “Marchand”at FIG.3)

As shown in Figure 3 of Marchand above, the gateway mobile phone 33 has both a radio

access modem and a Bluetooth chipset. (Ex. PA-A, “Marchand”at 7:12-25; 11:7.) The radio access

modem provides an interface with a public IP address for accessing the wireless IP network and

the Bluetooth chipset provides an interface with a private IP address for accessing the piconet. (/d.

at 11:7-10.) When another device in the piconet uses the call control client of the mobile phone,

the mobile phone pushes incoming IP packets received on its public IP address to the private IP

address of the device in the piconet, and also translates IP packets in the other direction. (Ex. PA-

A, “Marchand”at 7:14-17; 11:13-16.) The translation between public and private IP addressesis

performed by an API sent from the mobile phone to the device requesting the call control service.

(Ud. at 11:17-18; 15:25-31.)

To act as a gateway for other devices in the Bluetooth piconet, the mobile phone includes

“an interface/Application Programming Interface (API) which is an abstraction of a SIP and/or

H.323 call control client.” (Ex. PA-A, “Marchand” at 6:27-29.) When a Bluetooth device in the

piconet seeks to makea call through the gateway mobile phone, the API is downloaded into the

13
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Bluetooth device to have the device behave as a slave device toward the mobile phone which acts

as the master. (Ex. PA-A, “Marchand”at 6:29-31.) Figure 4, below, provides a simplified block

diagram of a connection between a laptop computer and a mobile phone. (/d. at 7:26-27; FIG.4.)

Marchand establishes three new APIinterfaces, preferably implemented as JINI services: the first

interface, call control client 41, enables any of the connected Bluetooth devices to behave as a

slave toward the mobile phone; the second interface, SIP client 42, enables the full use of SIP

client capabilities; and the third interface, H.323 client 44, enables the full use of H.323 client

capabilities. (/d. at 7:29-31.)

  
ateROGLS PHONE2d

5
i:
;:
:

 

  

(Ex. PA-A, “Marchand”at FIG. 4)

After a mobile phonelists its call control service as an available service on the piconet, a

user can place a call from another devicein the piconet. (/d. at 10:24-25.) Whenthecallis initiated,

“the SIP client in the mobile phone sends an API to the [device] that is used to route the call

through the mobile phoneto the wireless IP network. The SIP client in the mobile phone behaves

as a server application for the piconet, and another API is downloaded to the [device] to connect

to the server.” Ud. at 10:24-29.) “The phone acts as a server application toward the [device], and

14
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acts as a client and gateway toward the wireless IP network.” (Ex. PA-A, “Marchand”at 10:29-

30.)

B. Nurmann

Nurmannis directed to a method of assigning IP addresses to IP hosts in an IP network.

(Ex. PA-B, “Nurmann” at Abstract.) The IP gateway first functions as a DHCP (Dynamic Host

Configuration Protocol) client and determines whether a DHCPserveris present in the IP network.

Ud. at 2:62-67; 5:15-17.) If so, the DHCPserver assigns IP addresses to the IP hosts. (/d.) If there

is no DHCPpresent in the IP network, the IP gateway then functions as a DHCPserver and

allocates IP addresses to the IP hosts. (/d. at 2:46-60; 5:18-21.)

Cc. Vilander

Vilanderis directed to a method for allocating IP addresses for mobile terminals. Vilander

discloses that a mobile terminal conducts “a negotiation” with a mobile telecommunications

network “to determinea hostpart of the IP address.” (Ex. PA-C, “Vilander”at 3:7-4:3.) The mobile

terminal then “generate[s] an IP address” using the host part negotiated with the mobile

telecommunications network. (/d.) In other words, the IP address of the mobile terminal is

generated by the mobile terminalitself.

Specifically, Vilander discloses that a “suitable host part is negotiated between the mobile

terminal 7 and the radio network 1 during the establishment of (lower) communication layers over

the air interface[.]” (Ex. PA-C, “Vilander” at 4:60-67.) “The negotiation is initiated by the radio

network proposing a suitable host part which it knows is unique within its coverage area.” (/d.)

“[T]he mobile terminal receives the proposed host part and is able to combinethis with the received

routing prefix to form an IP address for use in subsequent Internet sessions.” (/d. at 5:7-10.)

Alternatively, the mobile terminal can “generate a temporary host part upon registering with a
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radio network.” (/d. at 5:20-25.)

Dz RFC 2543

RFC 2543 (SIP: Session Initiation Protocol, RFC 2543) is directed to the Session Initiation

Protocol (“SIP”), “an application-laycr control protocol that can establish, modify and terminate

multimedia sessionsorcalls.” (Ex. PA-E, “RFC 2543”at p. 77.)

E. Larsson

Larssonis directed to a Wireless Session Protocol (WAP) gateway interconnecting a Public

Land Mobile Network (PLMN)and a private network. (Ex. PA-D, “Larsson” at Abstract.) As

shownin FIG. 1 below, a mobile terminal 10 (e.g., a laptop computer, personal digital assistant,

mobile phone) coupled to the PLMN 20 mayaccess a private network 15 (e.g., a corporate

network) via the WAP gateway 30. (/d. at Fig. 1.)

i Second
i Sage 

(Ex. PA-D, “Larsson”at Fig 1)

The WAPgateway 30 includesa first stage proxy 35 and a second stage proxy 40. (/d. at

2:62-3:1.) “The first stage proxy 35 includes the lowest layer of the WAP protocol stack and is

* For each of the RFC 2543 citations, the original pagination of the reference is being cited, not

the pagination of the Exhibit.
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responsible for granting access of a mobile terminal 10 to the private network 15. The second stage

proxy 40 contains the remainderof the layers of the WAP protocol stack.” (/d.)

F. JINI Spec

The JINI Spec. provides “an overview of the JINI architecture, its design philosophy, and

its application.” (Ex. PA-F, “JINI Spec Part 1 at p. xix.) “T[he] J[INI] architecture is designed for

deploying and using services in a network.” (/d.) Through JINI, a device that wants to make

services available on the network registers the service with the LUS and provides a proxy object

to the LUS to store. (/d. at 5-12.) A client that wants access to a given service then searchesthe

LUSforthe service, and if available it receives the associated proxy object. (/d.) The proxy object

implements the interface for the service andis thus used by the client to access the service. (/d.)

V. Background of Wireless Technology

As of the 2001 filing date of the ‘033 patent, several technical issues such as battery life,

frequency interference, bandwidth, visual displays, memory, etc. led the wireless industry to

consider convergence—combining muluple applications on a single device—asa “future” goal

and instead researchers workedto actively develop individual user applications, such as a printer,

pager, PDA, phone, etc. (See Ex. 2, “Motorola”at p. 9; Ex. OTH-A “MandayamDecl.”at 118.)

In the context of mobile phoncs, the best-selling phones in 2001, by Ericsson and Nokia

lacked Java and had an internal memory ranging from 512 kbyte to 2 Mbytes. (Ex. 22, “Memory

Requirements” at pp. 2, 4, 8.) At that time, Nokia was the market leader and almost all of their

devices included a similar hardware platform with a MAD2 CPU, running at 13 Mhz

(approximately 13 MIPS). (Ex. 3, “The Evolution of Cell Phone Design Between 1983-2009”at

pp. 17-23.)
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In 2002, RIM, the manufacturer of the Blackberry smartphone combined cellular phone

capability with c-mail messaging—which made them the undisputed “smartphone” Icader forat

least 5 years. (Ex. 4, “Blackberry: The Inside Story of Research in Motion”at p. 3; Ex. 5, “RIM”

at p. 18.) When the iPhonelaunched on January 9, 2007, Steve Jobs announced he would “change

everything” with three firsts: a touchscreen iPod, a mobile phone, and an Internet communications

device, all on the same device. (Ex. 5, “RIM at p. 19.) Thus, the “convergence” offered by the

iPhone came 6 years after the filing date of the ‘033 patent. (Ex. OTH-A, “Mandayam Decl.at

q20.)

Given the state of the industry, available platforms and market demand, convergence was

nol an industry-wide goal in 2001. (Cd. at 921.) On the contrary, as documented in the book

“Losing the Signal,” Lazaridis, the CEO of the smartphone market leader, RIM, expressed

skepticism at full-scale convergence:

RIM decided to sit out the convergence dance. Lazaridis didn’t buy into the idea

that the handset race would be won by smartphones combining computing, phone

and Internet services. To him, that made no sense. All-purpose operating systems

sucked batteries dry, hogged wireless bandwidth and were awkward to use with

their tap-and-write touch screensorfull, shrunken desktop keyboards. He and his

engineers had spent years creating the world’s most efficient handheld device,

focusing on a single, perfect-application: wireless e-mail. It was light on battery

use and e-mails were dispatched so efficiently that an average month of messages

consumedless network spectrum than one local telephonecall.

(Ex. 5, “RIM”at pp. 9-10.)

Further, the limited processing and memory capabilities of mobile phones in 2001

prevented mobile phones from including software platforms such as Java or Jini. (Ex. OTH-A,

“Mandayam Decl.” at (22.) Developed by Sun Microsystems, Java is a computer programming

language that allows programs written in a particular Java class to run similarly on all platforms
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that support that Java class without requiring recompilation. (/d. at [23.) Jini, also developed by

Sun Microsystems, provides a network architecture that allows devices and services on a network

to communicate, deploy and share services through a collection of Java-based programs. (Ex. PA-

F “JINI Spec Part 1” at p. 21.) In Jini, the discovery of an available service on the network, such

as a printer or fax, is done via a look-up service (LUS) that allows services to “advertise their

availability” so they can be discovered and then shared with other devices on the network. (Ex.

OTH-A, “Mandayam Decl.”at [{24-25.)

Because Java is class-based, different Java applications are not interchangeable: "you

cannottake a Java application written for one profile and run it on a machine that supports another

profile. Likewise, you cannot take an application written for Java 2 Standard Edition (J2SE) or

Java 2 Enterprise Edition (J2EE) and run it on a machine that supports J2ME [Java 2 Micro

Edition]. You can only use the Java classes provided in the Java class library included in your

target device's profile." (Ex. 6, “What’s J2ME?”at p. 1.)

To operate the full, mainstream Java application, Java SE (Standard Edition) in 2000 (Ex.

7, “J2SE 2000”at p. 1) the following system requirements were needed: 1) a CPU with atleast

166 Mhz (equivalent to 166 Mips); and 2) an internal memory of a minimum of 32 Mbytes,

although 48 Mbytes was recommended. (Ex. 7, “J2SE 2000”at p. 3.) Because Java SE could not

operate on mobile phones, in 1999 Java launched Java 2 Micro Edition (J2ME) for mobile phones,

reducing the memory and CPU requirements—instead of the 32 Mbytes requirement for Java SE

the J2MEapplication required a “memory budget of 256 kilobytes.” (Ex. 8, “J2ME Step by step”

al p.4.) This stripped down J2ME mobile phoneapplication however lacked the memory needs

for Jini and specifically the LUS feature which by itself required “more than 3 megabytesof static

and runtime storage”. (Ex. 9, “PsiNaptic” at p. 32; see also Ex. OTH-A, “MandayamDecl.”at
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430.)

The limitations of the J2ME application and specifically its inability to run Jini and the

LUS feature were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at 31.) A 2001 article

by PsiNaptic makes it clear that when designing the Jini LUS, Sun Microsystems “chose to

sacrifice storage for speed; that is, their Jini technology implementation was optimized for access

speed by using extra storage to maintain efficient data access structures. This is important if one

assumesthe Jini Lookup Service will host services from several (or many) devices in the network.”

(Ex. 9, “PsiNaptic” at pp. 31-32.) Thus, “[t]he resulting Jini Lookup service implementation is

too large (e.g., typically, requiring more than 3 megabytes of static and runtime storage. Many

networked computing devices are task-specialized; they are very small, low power, low cost,

(hence, resource-constrained) and often mobile—too small to support an RMI-based Jini.” (/d.}

In a 2002 article documenting the development of the Motorola Nextel phone, Motorola

also made it clear that computing limitations in mobile phone platforms meant that “current

technology should not be applied to CPU intensive activities.” (Ex. 2, “Motorola” at p. 8.) The

article specifies that prevailing mobile phone platforms cannot support Jini: “The most limited

devices run Java 2 Micro Edition [J2Z2ME], CLDC[5], but this cannot support Jini as it lacks

dynamic class loading and object serialization. So despite progress in downsizing Java, the value-

proposition of Jini for [mobile phone] devices remains an unattained promise.” (Ex. 2, “Motorola”

at p. 2.) As an alternative, the Motorola authors propose using an intermediary solution (similar

to the one taught in the primary reference for IPR2015-01444, Marchand), in which Jini and the

LUS feature are made available to the mobile phone through a surrogate PC on the network that

hosts the “Jini Technology, since handheld devices are as yet unable to support Jini directly.” (Ex.

2, “Motorola”at p. 9; see also Ex. OTH-A, “MandayamDecl.”at 33.)
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Thus, as of the 2001 filing date of the *033 patent, mobile phones with at most 2 Mbytes

of memory and 13 Mhz CPU,were unable to run Jini or its LUS technology directly. (Mandayam

Decl. [37.)

VI.=Overview ofthe ‘033 Patent

A. Prosecution History

U.S. Patent Application No. 09/850,399 (“the ‘399 application’) that resulted in the

issuance of the ‘033 patent was filed on May 7, 2001.

In the first Non-Final Office Action, mailed on April 9, 2003, all claims 1-57 were rejected.

Claims 1-18, 23-50 and 55-57 were rejected under §103(a) as being unpatentable over Rautiolaet

al., WO 99/483 15, (“Rautiola”) in view of Hardwicket al. (Project P946-GI Smart Devices “When

Things Start to Think” (““Hardwick’”)). (Non-Final Office Action dated April 9, 2003, p. 2.) Claims

19-22 and 51-54 were rejected under §103(a) “as being unpatentable over Rautiola in view of

Hardwick further in view of Parekh” (Operating Systems on Wireless Handheld Devices, pages 1-

8, September 28, 2000)” (*Parekh’’). (Non-Final Office Action dated April 9, 2003, p. 20.) Claims

19-22 and 51-54 were rejected under §103(a) “as being unpatentable over Rautiola in view of

Hardwick further in view of Dell (White Paper, Handheld Devices: Comparing The Major

Platforms, pages 1-7)” (“Dell”). (Non-Final Office Action dated April 9, 2003, p. 22.)

In response to the Non-Final Office Action, applicant amended claims 1-18 and 23-54.

Independent claim 1 was amended to state “wherein the first wireless device is capable of

communicating with the cellular network and receiving the first short-range radio signal

concurrently” which is not taught or suggested by Rautiola or Hardwick which limit concurrent

operation (Amendment dated October 14, 2003, p. 17.)

Tn the subsequent Final Office Action dated January 5, 2004, all claims 1-57 were rejected.
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Claims 1-25 were rejected under §112 first paragraph as failing to comply with the written

description requirement. Claims 45-48 were rejected under §112 second paragraph as being

indefinite for failing to particularly point out and distinctly claim the subject matter which

applicant regardsas the invention. Claims 1-18, 23-50, and 55-57 were rejected under §102(e) “as

being anticipated by U.S. Publication No. 2002/0118663 (“Dorenbosch”). (Final Office Action

dated January 5, 2004, p. 3.) Claims 19-22 and 51-54 were rejected under §103(a) as being

unpatentable over Dorenbosch in view of Parekh. (Final Office Action dated January 5, 2004, pp.

16-17.) Claims 19-22 and 51-54 were rejected under §103(a) as being unpatentable over

Dorenbosch in view of Dell. (Final Office Action dated January 5, 2004, p. 18.)

On January 28, 2004, a telephonic interview was conducted between the Examinerand the

Applicant, but no agreement was reached. During the interview, the Examiner advised Applicant

to file a response for consideration. (Examiner Interview Summary dated February 2, 2004,p. 3.)

In response to the Final Office Action, applicant submitted an amendment on April 9, 2004

amending claims 1, 3-6, 26-30, 36, 39-42, 44-49, 51-54 and adding claim 58. As part of that

amendment, in relation to the rejection under §112 first paragraph, the term “concurrently” was

removed from claim |. In relation to the rejection under §112 second paragraph, claims 45-49

were amended to claim “the first wireless handheld device’. (Amendmentdated April 9, 2004,p.

12.) Applicant additionally filed a Declaration of Amit Haller “swearing behind” Dorenboschet

al. reference to overcome the §102(e) rejection over Dorenbosch, the §103(a) rejection over

Dorenbosch in view of Parekh and the §103(a) rejection over Dorenbosch in view of Dell.

(Amendmentdated April 9, 2004, pp. 12-13.)

In the subsequent Non-Final Office Action, mailed on July 7, 2004,all claims, 1-58, were

rejected. Claims 3 and 30 were rejected under §112, second paragraph. Claims 1-58 were rejected
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under §102(a) as “being anticipated by Karagiannis (Mobility support for ubiquitous Internet

access, Ericsson Open report, pages 1-70, December 21, 2000). (‘“Karagiannis”). (Non-Final

Office Action dated July 7, 2004, p. 3.) Claims 19-22 were rejected under §103(a) as being

unpatentable over Karagiannis in view of Parekh. Claims 19-22 were rejected under $103(a) as

being unpatentable over Karagiannis in view of Dell. (Non-Final Office Action dated July 7, 2004,

pp. 17-18.)

In response to the Non-Final Office Action, applicant submitted an amendmenton January

10, 2005, amending claims 1-3, 5-6, 12-17, 23, 26-30, 36-37, 44-45, 49-50, 53, 58 and canceling

claims 4 and 32. (Amendmentdated January 10, 2005, p. 12.)

In the subsequent Final Office Action dated May 25, 2005, all claims 1-58 were rejected.

Claim 39 was rejected under §112, second paragraph. Claims 1-3, 5-18, 23-25, 26-31, 33-50 and

55-57 were rejected under §102(e) as being anticipated by Lord et al. U.S. Patent No. 6,763,012

(“Lord”). (Final Office Action dated May 25, 2005, pp. 2-3.) Claims 19-22 and 51-54 were rejected

under §103(a) as being unpatentable over Lord in view of Parekh. (Final Office Action dated May

25, 2005, p. 16.) And, claims 19-22 and 51-54 were rejected under §103(a) as being unpatentable

over Lord in view of Dell. (Final Office Action dated May 25, 2005, pp. 17-18.)

In response to the Final Office Action, applicant submitted an amendment on August 29,

2005, amending claims 1, 14-17, 23, 26, 36, 39-42, 44, 49-50 and 58. (Amendmentdated August

29, 2005, p. 12.) Following this amendment, the Examinerissued a notice of allowance. (Notice

of Allowance dated October 24, 2005, p. 1.)

B. Summary ofthe ‘033 Patent

The ’033 Patentis directed to “a system that accesses information from a wide area network

(‘WAN’), such as the Internet, and local wireless devices in responseto short-range radio signals.”
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(Ex. PAT-A, “’033 patent’ at 4:8-11; Abstract.) The system includes a wireless gateway device

that is coupled to the WANandto a personal arca network (“PAN”). (/d. at Abstract; FIG. 1.) The

wireless gateway device allows devices connected on the PAN to connect to the WAN. The

wireless gateway device also includes software components that allow devices on the PAN to

communicate and share services, and includes the ability to provide security to the network.

Figure 1 providesan illustration of the system described in the ’033 Patent and is depicted

below:

 ONa8Ba ok. .
Cota

QP
Saust Faye
Rake Shenk

ig.

(Ex. PAT-A,“033 Patent”, Fig. 1)

The Gateway Device 106 communicates with one or more terminals 107 to form a personal

area network (“PAN”) using short-range radio signals 110. (Ud. at 4:16-21.) The PAN is

implemented using local wireless technology such as Bluetooth or 802.11, which is commonly

referred to as Wi-Fi. (/d. at 4:25-35.) The Gateway Device 106 is coupled to cellular network 105

and can communicate with, for example, Server 101 and Server 102 via carrier backbone 104. (/d.

at 4:36-59.) In so doing, Servers 101 and 102 can provide information, such as web pages or
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application software components, to terminals 107 in the WLANby wayof the Gateway Device

106. Ud. at 4:49-54.)

The software components described in the ’033 patent are what enables the Gateway

Device to connect the terminals on the PAN to the WAN and offer network management and

security functions. Aspart of the architecture, the Gateway Device includesa “[s]ervice repository

software component 704.” The service repository software component “allows applications 406,

which run on a gateway device 106 or terminals 107, to discover what services are offered by a

PAN,and to determine the characteristics of the available services.” (/d. at 12:11-14.)

The Gateway Device 106 also includes a “Plug and Play component.” The “Plug and Play”

capability of Gateway Device 106 allowsil to identify a new terminal and determine the necessary

software required to support the new terminal. (/d. at 10:11-37; Fig. 7.) Terminals connecting to

the PAN are not necessarily readily supported by the Gateway Device 106. For example, the ’033

Patent identifics the introduction of “thin” terminals to the PAN as an cxample of utilizing the

“Plug and Play” capability of the Gateway Device 106. Ud. at 10:18-35.) Thin terminals do not

have embedded application code or data. /d. In order to support these types of devices, the “Plug

and Play component”uses the terminals’ identification to find, download, and execute the software

necessary for the Gateway Device 106 to support the terminal. (/d. at 10:11-37.)

VIL «37 C.F.R. §1.510(b)(1): Statement Establishing Substantial New Questionsof
Patentability (‘SNQs’’) of Claim 48 and 56 of the ‘033 Patent

A, Marchandin view of Nurmann,and Vilander establishes a substantial
new question of patentability with respect to independent claim 48 of
the ‘033 patent.

The combination of Marchand, Nurmann, and Vilander fails to render obvious claim 48

and thus while it raises a substantial new question of patentability it does not render the claim

unpatentable.
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Marchand in view of Nurmann and Vilander was applied against claim 1 in Ground 1 of

the ‘1444 IPR. The PTABinstituted the ’1444 IPR on December 30, 2015 and issued a Final

Written Decision on December21, 2016.

While Marchand in view of Nurmann and Vilander was applied against base claim 1 in the

“1444 IPR, the combination was not considered inrelation to claim 48 of the ‘033 patent, either

by the PTAB or during prosecution of the application that led to the issuance of the ‘033 patent.

Thus, as explained in detail below, Marchand in view of Nurmann and Vilander presents a

substantial new question of patentability with respect to claim 48 that has not previously been

presented to the Office prior to the instant request for reexamination. Moreover, and as explained

in further detail below in reference to each limitation of claim 48, the combination of Marchand in

view of Nurmann and Vilander doesnotrise to the level of unpatentability.

Asseen in the table below, claim 1 and claim 48 have similar limitations and thus a person

of ordinary skill in the art would consider that the combination of Marchand, Nurmann, and

Vilander are important in the consideration of patentability. However, it is the position of the

Patent Ownerthat while it may raise a substantial new question of patentability the combination

does not render claim 48 unpatentable.

  

    
 

A system=for 48. An article of 56. A handheld

providing access to  the| manufacture, including a|device for providing a short

Internet, comprising: computer readable medium,|distance wireless network,

comprising: comprising:

a first wireless device, a short-range radio a storage device;

in a short distance wireless|software component to means for identifying
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network, having a software

component to access

information from the Internet

by communicating with a

cellular network in response to

a first short-range radio signal,

wherein the first

wireless device communicates

with the cellular network and

receives the first short-range

radio signal; and, a second

wireless device, in the short

distance wireless nctwork, to

provide the first short-range  
communicate with a device in

a short distance wireless

network by using a shott-

radiorange signal;

a cellular software

component to communicate

with a cellular network by

using a cellular signal; a

network software component

to selectively transfer an

Internet Protocol (“IP”) data

packet between the device and  
an availability of a plurality

of services to a plurality of

softwareapplication

components in the—short

distance wireless network;

means for selectively

providing the plurality of

services to the plurality of

soltwareapplication

components in the—short

distance wireless network;

forand means

selectively transferring an

 

radio signal, wherein the|the cellular network; a service|Internet Protocol (“IP”) data

software componentincludes a|repository software|packet between a cellular

network address translator|component to identify a| network and a_ selected

software component to|plurality of available services|application software

translate between a_ first|from a plurality of devices in|componentin the plurality of

Internet Protocol (“IP”)|the short distance wireless|application software

address provided to the first|network, the service|components in the short

wireless device from_the|repository software|distance wireless network.

27

421

 



422

  u w vingauniformP

address for the second wireless|interface so that both a local

device provided by the first|application software

wireless device, wherein the|component and a_ remote

software componentincludes a|application software

providing the plurality of|component identifies—the

services componentto identify|plurality of available services;

a service provided by the|and a plurality of service

second wireless device. logical drivers corresponding

to the plurality of available

servicesthat are used to obtain

the plurality of services, the

plurality of service logical

drivers are used in obtaining

the plurality of services.

    
B. The ‘1444 IPR Art Does Not Render Claim 48 Unpatentable

Below,relevant limitations of claim 48 will be reviewed in the context of the ‘1444 IPR

art to establish that the claim is patentable over Ground | of the ‘1444 IPR. As the arguments

presented below are not exhaustive of the applicable patentability grounds, Patent Ownerreserves

its right to present further arguments to the extent necessary.

48. An article of manufacture, including a computer readable medium,

comprising:
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a short-range radio software cemponent to communicate with a device in a

short distance wireless network by using a short-range radio signal;

Marchand is directed to a Bluetooth piconet that has been extended into an Internet

Protocol (IP) wireless local area network implementing JINI/Java technology to share services

between devices in the piconet through the Jini technology. (Ex. PA-A, “Marchand”at Abstract;

5:23-25; 6:25-27.) Specifically, a mobile phone (article of manufacture in claim 48) connected to

the Bluetooth (a short-range radio signal in claim 48) piconet is configured to serve as a gateway

to provide a call control interface between the wireless IP network and other devicesin the piconet.

(Ex. PA-A, “Marchand”at Abstract; see also Ex. OTH-A, “Mandayam Decl.” at (45.)

a cellular software component to communicate with a cellular network by

using a cellular signal; a network software componentto selectively transfer an

Internet Protocol (“IP”) data packet between the device and the cellular

network

In Figure 3 of Marchand the gateway mobile phone 33 has both a radio access modem

(cellular software component in claim 48) and a Bluetooth chipset. (Ex. PA-A, “Marchand”at

7:12-25; 11:7.) The radio access modem provides an interface with a public IP address for

accessing the wireless IP network and the Bluetooth chipset provides an interface with a private

IP address for accessing the piconet. (/d. at 11:7-10.) When another device in the piconet uses the

call control client of the mobile phone, the mobile phone pushes incoming IP packets received on

its public IP address to the private IP address ofthe device in the piconet, and also translates IP

packets in the other direction. (/d. at 7:14-17; 11:13-16.) The translation between public and

private IP addresses is performed by an API sent from the mobile phoneto the device requesting

the call control service. (Ud. at 11:17-18; 15: 25-31.) (Ex. OTH-A, “Mandayam Decl.” at (54.)
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a service repository software component to identify a plurality ofavailable

services from a plurality of devices in the short distance wireless network, the

service repository software component having a uniform interface so that both a

local application software component and a remote application software

componentidentifies the plurality ofavailable services;

The combination of Marchand, Nurmann, and Vilander proposed by Petitioner in the IPR

fails to teach or disclose this limitation of claim 48. In Ground 1 of the IPR, Petitionerrelied solely

on the teachings of Marchandto suggest that the alleged combination of Marchand, Nurmann,and

Vilander meets the “service repository software component” limitation. More particularly,

Petitioner argued that Marchand teaches this claim element throughits description of the JINI

LUS. Petitioner’s arguments, however, are based on a fundamental misunderstanding of the

underlying JINI technology in Marchand and are contrary to Marchand’s explicit teachings. A

person of ordinary skill in the art (POSTTA) would not understand Marchand to disclose that its

JINI LUSis physically located on Marchand’s cellular-enabled mobile phone 33, and further, a

POSITA would have no motivation to modify Marchand to place the JINI LUS on the mobile

phone(article of manufacture in claim 48) in view of Marchand’s explicit teachingsto the contrary.

(Ex. OTH-A, “MandayamDecl.” at53-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Pctitioner’s

own admission, the LUS of Marchand does not explicitly satisfy the “service repository software

component”limitations of claims 1, 4,7, and 14. (Ex.1, “’1444 Final Decision”at pp. 15-16.) The

PTAB however determined that Marchand would have implicitly informed a person skilled in the

art that the “service repository software component” maybe disposedin the “first wireless device”.

(/d. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s readingofthe
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reference as Marchand describes several disadvantages associated with duplicating resources such

as a JINI LUS or “service repository software component” on multiple devices within a piconct,

and 2) available mobile phone technology in 2001 filing date of the ‘033 application was incapable

of implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at 9964,

72-76.) For these reasons, in additionto the positions presented in Patent Owner’s Response,there

would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand by either 1) duplicating the JINI LUS functionality and having

it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS

from the laptop computer to the mobile phone gateway. (/d.)

Regarding the first reason, Marchand teachesthat it is “inefficient [rom the resource point

of view” and “inappropriate, expensive, and cumbersome”to have the same hardware and software

on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand”at 4:1-9)

or call control clicnt (Ex. PA-A, “Marchand”at 6:31-7:2; see also Ex. OTH-A, “Mandayam Decl.”

at [50, 65. (‘The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code.) Accordingly,

Marchand does not support duplicating resources such as an LUS as a service repository

componenton both the laptop computer and the mobile phone gateway,asthis “defeats the purpose

of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.”at 65.)

According to the explicit teachings in Marchand, JINT LUS is hosted by the laptop

computer not the mobile phone gateway. (Ex. PA-A, “Marchand”at FIG.4; see also Ex. OTH-A,

“Mandayam Decl.” at (9/55, 66.) In Marchand, when a device joins an existing Bluetooth piconet,

it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUS so those services are then made available to other devices on
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the piconet. (Ex. PA-A, “Marchand”at 8:11-15.) Marchand explicitly defines where the list of

available services is located: “[t]he services menu on the laptop indicates all services available on

the Piconet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4

which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,

the only explicit teachings in Marchandpoint to the network’s LUS being located on the laptop.

(Ex. OTH-A, “Mandayam Decl.” at [955, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of

JINT functionality and prevailing limitations regarding hardware and software for mobile phones,

that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone

gateway. (Ex. OTH-A, “Mandayam Decl.” at 4/73.) The implicit teachings advanced by the

Petitioner and adopted by the PTABin the Final Written Decision, are contrary to Marchand, how

the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.

OTH-A, “Mandayam Decl.” at {{[72-78.) In its Final Written Decision the Board relicd on

Petitioner and their expert Dr. Kiaei’s argument that 1) Marchand’s call control APIis a JINI proxy

object and 2) a JINI call control API is downloaded from the gatewayto the other devices on the

ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood

Marchandas implicitly describing an implementation in which the JINI LUS which identifies

services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.

1, “1444 Final Decision”at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUSis to provide a registry of services that can be

registered and searched for within a piconet so that other devices can makeuse ofthe available

services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23). As detailed in the background section

above, once a device joins a JININava network, the joining device transfers java code (referred to
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as a proxy object or java object) to the LUS. Ud.) This small amountofjava codeis used to identify

the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-

F, “JINI Spec Part 1” at pp. 22-23; see also Ex. PA-A, “Marchand”at 3:13-14.) The LUSstores

this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec

Part 1” at pp. 21-22; Ex. PA-A, “Marchand”at 3:1 1-12.) For example, if a printer joins a network

utilizing JINI technology,the printer will publish its printing service to the networkby transferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includesthe printer’s

information and a method to implementits printer interface. (/d.)

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements
 

a_given service or how the service is utilized by another device. (See Ex. OTH-A, “Mandayam

Decl.” at 9952-53.) Instead, JINI technology requires that the sharing device provide its own

protocol to control the use of its shared service. Ud.) For example, in Marchand’s system, the

gateway mobile device shares its call control service with other devices on the Bluetooth piconet

through the LUS onthe laptop, with the call control service defining the protocol for another device

to utilize this service of Marchand’s mobile phone. Ud.) However, under the described protocol

Marchand’s mobile phone merely provides a calling service” code muchasthe printer provides a

“printing service” code to the LUS. (d.)

Tt follows that regarding the mobile phone,oncethe call control service is published in the

services menu of the laptop, the details of how the mobile phonesharesits call control service—

e.g. through specific API interfaces that are downloaded to each device as a proxy object—to

become a gateway for other devices on the network is not part of the JINI LUS technology. (/d.)

After the service code is published to the LUS, the other devices on the piconet can access the
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published service code and interface method perits defined protocol and use the mobile phone as

a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also Ex. OTH-A,

“Mandayam Decl.” at 66.) Thus, contrary to Petitioner’s arguments, the details of how the phone

interacts with other devices as a gateway cannot be used to establish that the phone servesas the

LUS—becausethese details are irrelevant to the workings of JINI’s LUS feature. Like the mobile

phone, when other devices join the network, such as a PDA orprinter, they first publish their

service to the LUS and then may use the LUSto discover network services, e.g. the call control

client code of the mobile phoneto access its gateway services. (Ex. PA-A, “Marchand”at 10:18-

20.) “For example, other BLUETOOTH devices on the piconet perform a JINI-defined add-in

‘discovery and join’ protocol ‘to locate the LUS and uploadall of its services’ interfaces, including

call control services. (/d. at 8:12-20.) The ability for the other devices, including the mobile phone,

to send Java code to the rest of the network to facilitate the sharing of services in no way equates

to the “discover and join” LUS feature itsclf, which provides the claimed “service repository

software component” and per Marchand is located on the laptop computer. (Ex. OTH-A,

“Mandayam Decl.” at (53)

Absent some teaching in Marchandthat the LUS feature resides on the mobile phone,the

Ground | argument advanced in the IPR fails. The °033 Patent calls for the service “repository

software component”to be located on the first wireless device-- the cellular device. In the case of

claim 48, the “repository software component”is specifically located on the article of manufacture,

the gateway device. Petitioner in the IPR relied on their expert Dr. Kiaei’s opinionsto argue that

Marchand implicitly teaches that its JINI LUS is located on Marchand’s gateway mobile phone.

Whenthe teachings of Marchand are properly considered from the perspective of a person of

ordinary skill in the art, it is however clear that Marchand precludes the JINI LUS from being
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located on its gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.”at 972-78.)

Morcover, the JINI LUS relied on in Marchand required hardware resources (memory and

processor) that exceeded the capabilities of mobile phonesat the time (See Ex. 9, “PsiNaptic”at

pp. 31-32; Ex. OTH-A,“Mandayam Decl.” at {67.) As described in the backgroundsection above,

the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not

available on mobile phonesduring the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”

at (36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-

2002 were not able to support the JINT application, let alone the LUSfeature. (/d.) This limitation

was recognized by the developer of the JINIJava software platforms, Sun Microsystems, who

developed an alternate, “micro” version of JINL known as J2ME,that was streamlined for mobile

phones but lacked the functionality required to support the LUS feature. (/d. at 928-29.) The

limitations of the J2ME application and specifically its inability to run Jini and the LUS feature

were well known in 2001 (Ex. OTH-A, “Mandayam Decl.” at §{[31-37.) Several articles in 2001-

2002 documented the mismatch between the JINI requirements and mobile phone capabilities:

“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more

than 3 megabytes of static and running storage). Many networked computing devices

are... mabile—too small to support an RMI based Jini”; “The most limited devices run Java 2

Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object

serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile

devices remains an unattained promise.” (/d. at 730-31; Ex. 9, “PsiNaptic” at pp. 31-32; Ex.2,

“Motorola”at p. 2).

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could

be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued
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in the IPR. (Ex. OTH-A, “MandayamDecl.” at 173). Moreover, even if the JINI LUS feature was

moved to a mobile phone,it would have becn inoperable on the mobile phoncsthat existed during

the relevant time-period as they lacked the required system requirements, such as memory and

processing capabilities. As discussed in the background section, the developer of Java and Jini,

Sun Microsystems, recognized that mobile phones could not run the full Java application and

devised a lighter application J2ME for phones, but with its reduced memory and processing

capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,

“Mandayam Decl.” at {73 citing Ex. 2, “Motorola” at p. 2.) While Marchand appears to recognize

that consumer products such as laptops and PDAs may soon be modified to provide multimedia

and telephony applications, (Ex. PA-A, “Marchand”at 7:2-6), there is no teaching or suggestion

that mobile phones may be modified to include laptop computer applications or PDA applications.

As Marchandrelies on JINI and the LUS feature and in view ofthe limitations of mobile phones

to support both platforms, it is not surprising that Marchand only teaches a surrogate approach,

where JINI and LUS are placed on the laptop computer and the phone accesses the technology

through the network. (Ex. OTH-A, “Mandayam Decl.”at 937-38).

Thus, in view of the above, one of ordinary skill in the art would not apply the combination

of Marchand, Nurmann and Vilanderto arrive at Claim 48, however the combination doesrise to

the level of a substantial new question of patentability that has not been previously presented to

the Office for claim 48.

Cc. Marchandin view of Nurmann,and Vilanderestablishes a substantial
new question of patentability with respect to independent claim 56 of
the ‘033 patent.

The combination of Marchand, Nurmann, and Vilander fails to render obvious claim 56

and thus while it raises a substanuial new question of patentability it does not render the claim
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unpatentable. Marchand in view of Nurmann and Vilander was applied against claim 1 in Ground

1 of the ‘1444 IPR. The PTABinstituted the ’1444 IPR on December30, 2015 and issued a Final

Written Decision on December21, 2016.

While Marchand in view of Nurmann and Vilander was applied against base claim 1 in the

“1444 IPR, the combination was neither considered by the PTAB nor the PTO during prosecution

of the application against claim 56 of the ‘033 patent. Thus, as explained in detail below,

Marchand in view of Nurmann and Vilander presents a substantial new question of patentability

with respect to claim 56 that has not previously been presented to the Office prior to the instant

request for reexamination. Moreover, and as explained in further detail below in reference to

certain limitations of claim 56, the combination of Marchand in view of Nurmann and Vilander

doesnotrise to the level of unpatentability.

Asseen in the table on pp. 25-26, claim 1 and claim 56 have similar limitations and thus a

person of ordinary skill in the art would considerthat the combination of Marchand, Nurmann and

Vilander are important in the consideration of patentability. However, it is the position of the

Patent Ownerthat while it may raise a substantial new question of patentability the combination

does not render claim 56 unpatentable. As the arguments presented below are not exhaustive of

the applicable patentability grounds, Patent Ownerreservesits right to present further arguments

to the extent necessary.

D. The ‘1444 IPR Art Does Not Render Claim 56 Unpatentable

Below,relevant limitations of claim 56 will be reviewed in the context of the ‘1444 IPR

art to establish that the claim is patentable over Ground 1 of the “1444 IPR.

56. A handheld device for providing a short distance wireless network,

comprising:

a storage device;
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Marchand is directed to a Bluetooth piconet that has been extended into an Internet

Protocol (IP) wireless local area network implementing JINI/JJava technology to use the JINI

technology to share services between devices in the piconet. (Ex. PA-A, “Marchand”at Abstract;

5:23-25; 6:25-27.) Moreover, a mobile phone connected to the piconet is configured to serve as a

gateway to provide a call control interface between the wireless IP network and other devices in

the piconet. (Ex. PA-A,“Marchand”at Abstract; see also Ex. OTH-A,“Mandayam Decl.” at 745.)

meansfor identifying an availability ofa plurality ofservices to a plurality

ofapplication software components in the short distance wireless network;

The combination of Marchand, Nurmann, and Vilander proposed by Petitioner fails to

teach or disclose this limitation of claim 56. In Ground 1, Petitioner relied solely on the teachings

of Marchand to suggest that the alleged combination of Marchand, Nurmann, and Vilander meets

the “service repository software component” in claim 1. Support for construing the “means for

identifying an availability of a plurality of services to a plurality of application software

components in the short distance wireless network”limitation as the “service repository software

component” under 35 U.S.C. § 112(6) can be found in the “033 patent. (Ex. PA-A, “’033 patent”

at 12:11-14.)

Moreparticularly, Petitioner argued that Marchand teaches this claim element throughits

description of the JINI LUS. Petitioner’s arguments, however, are based on a fundamental

misunderstanding of the underlying JINI technology in Marchand andare contrary to Marchand’s

explicit teachings. A person of ordinary skill in the art (POSITA) would not understand Marchand

to disclose that its JINI LUS is physically located on Marchand’s cellular-enabled mobile phone

33, and further, a POSITA would have no motivation to modify Marchand to place the JIN] LUS

on the mobile phone(article of manufacture in claim 48) in view of Marchand’s explicit teachings
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to the contrary. (Ex. OTH-A, “MandayamDecl.) at [953-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Petitioner’s

own admission, the LUS of Marchand does not explicitly satisfy the “service repository software

component”limitations of claims 1, 4,7, and 14. (Ex.1, “’1444 Final Decision”at pp. 15-16.) The

PTAB however determined that Marchand would have implicitly informed a person skilled in the

art that the “service repository software component” maybe disposedin the “first wireless device”.

(Ud. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: 1) Marchand teaches away from the PTAB’s reading ofthe

reference as Marchand describes several disadvantages associated with duplicating resources such

as a JINI LUSor “service repository component” on multiple devices within a piconet, and 2)

available mobile phone technology in 2001 filing date of the ‘033 application was incapable of

implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “MandayamDecl.” at64,

72-76.) For these reasons, in additionto the positions presented in Patent Owncer’s Response,there

would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand by either 1) duplicating the JINI LUS functionality and having

it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS

from the laptop computer to the mobile phone gateway. (/d.)

Regarding the first reason, Marchand teachesthat it is “inefficient from the resource point

of view” and “inappropriate, expensive, and cumbersome”to have the same hardware and software

on all the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand”at 4:1-9)

or call control client (Ex. PA-A, “Marchand”al 6:31-7:2; see also Ex. OTH-A, “Mandayam Decl.”

at (50, 65. (‘The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code.) Accordingly,
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Marchand does not support duplicating resources such as an LUS as a service repository

componenton both the laptop computer and the mobile phone gateway,asthis “defeats the purpose

of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.”at 65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop

computer not the mobile phone gateway. (Ex. PA-A, “Marchand”at FIG.4; see also Ex. OTH-A,

“Mandayam Decl.” at {955, 66.) In Marchand, whena device joins an existing Bluetooth piconet,

it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUSso those services are then made available to other devices on

the piconet. (Ex. PA-A, “Marchand”at 8:11-15.) Marchand explicitly defines where the list of

available services is located: “[(]he services menu on the laptop indicates all services available on

the Piconet.”” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4

which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,

the only explicit teachings in Marchandpoint to the network’s LUS being located on the laptop.

(Ex. OTH-A, “Mandayam Decl.” at (955, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of

JINI functionality and prevailing limitations regarding hardware and software for mobile phones,

that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone

gateway. (Ex. OTH-A, “Mandayam Decl.” at 73.) The implicit teachings advanced by the

Petitioner and adopted by the PTAB in the Final Written Decision, are contrary to Marchand, how

the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.

OTH-A, “Mandayam Decl.” at §/72-78.) In its Final Written Decision the Board relied on

Petitioner and their expert Dr. Kiaei’s argumentthat 1) Marchand’s call control APIis a JINI proxy

object and 2) a JINI call control API is downloaded fromthe gateway to the other devices on the
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ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood

Marchand as implicitly describing an implementation in which the JINI LUS which identifics

services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.

1, “’ 1444 Final Decision”at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUSis to provide a registry of services that can be

registered and searched for within a piconet so that other devices can makeuse of the available

services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23.) As detailed in the backgroundsection

above, once a device joins a JINI/Java network, the joining device transfers java code (referred to

as a proxy object or java object) to the LUS. (/d.) This small amountofjava code is used to identify

the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-

F, “JINI Spec Part 1” at pp. 22-23; see also Ex. PA-A, “Marchand”at 3:13-14.) The LUSstores

this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec

Part 1” at pp. 22-23; Ex. PA-A, “Marchand”at 3:11-12.) For example,if a printer joins a nctwork

utilizing JINI technology, the printer will publish its printing service to the network bytransferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includesthe printer’s

information and a method to implementits printer interface. (/d.)

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a_ given service or how the service is utilized by another device. (See Ex. OTH-A, “Mandayam

Decl.” at §§[52-53.) Instead, JINI technology requires that the sharing device provide its own

protocol to control the use of its shared service. Ud.) For example, in Marchand’s system, the

gateway mobile device shares its call control service with other devices on the Bluetooth piconet

through the LUS onthe laptop, with the call control service defining the protocol for another device
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to utilize this service of Marchand’s mobile phone. Ud.) However, under the described protocol

Marchand’s mobile phone merely provides a calling service” code muchasthe printer provides a

“printing service” code to the LUS. (d.)

It follows that regarding the mobile phone,oncethe call control service is published in the

services menu of the laptop, the details of how the mobile phonesharesits call control service—

e.g. through specific API interfaces that are downloaded to each device as a proxy object—to

become a gateway for other devices on the network is not part of the JINI LUS technology. (/d.)

After the service code is published to the LUS, the other devices on the piconet can access the

published service code and interface methodperits defined protocol and use the mobile phone as

a galeway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also Ex. OTH-A,

“Mandayam Decl.” at 66.) Thus, contrary to Petitioner’s arguments, the details of how the phone

interacts with other devices as a gateway cannot be used to establish that the phone serves as the

LUS—becausethese details are irrelevant to the workings of JINI’s LUS feature. Like the mobile

phone, when other devices join the network, such as a PDA or printer, they first publish their

service to the LUS and then may use the LUSto discover network services, e.g. the call control

client code of the mobile phoneto access its gateway services. (Ex. PA-A, “Marchand”at 10:18-

20.) “For example, other BLUETOOTHdevices on the piconet perform a JINI-defined add-in

“discovery and join’ protocol ‘to locate the LUS and uploadall of its services’ interfaces, including

call control services. (/d. at 8:12-20.) The ability for the other devices, including the mobile phone,

to send Java codeto the rest of the network to facilitate the sharing of services in no way equates

to the “discover and join” LUS [eature itself, which provides the claimed “service repository

software component” and per Marchand is located on the laptop computer. (Ex. OTH-A,

“MandayamDecl.” at (53)
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Absent some teaching in Marchand that the LUS feature resides on the mobile phone, the

Ground 1 argument advanced in the IPR fails. The ’033 Patent calls for the service “repository

software component”to be located on the first wireless device-- the cellular device. In the case of

claim 56, the “means for identifying” limitation or “service repository software component”is

specifically located on the handheld device or mobile phone. Petitioner in the IPR relied ontheir

expert Dr. Kiaei’s opinions to argue that Marchand implicitly teaches that its JINI LUS is located

on Marchand’s gateway mobile phone. (Ex. 1, “’1444 Final Decision” at p. 15.) When the

teachings of Marchand are properly considered from the perspective of a person of ordinary skill

in the art, it is however clear that Marchand precludes the JINI LUS from being located on its

gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.”at {{{[72-78.)

Moreover, the JINI LUSrelied on in Marchand required hardware resources (memory and

processor) that exceeded the capabilities of mobile phonesat the time (See Ex. 9, “PsiNaptic’”at

pp. 31-32; Ex. OTH-A, “Mandayam Decl.” at 67.) As described in the backgroundsection above,

the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not

available on mobile phonesduring the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”

at ((36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-

2002 were not able to support the JINI application, let alone the LUS feature. (/d.) This limitation

was recognized by the developer of the JININJava software platforms, Sun Microsystems, who

developed an alternate, “micro” version of JINI, known as J2ME, that was streamlined for mobile

phones but lacked the functionality required to support the LUS feature. (/d. at 928-29.) The

limitations of the J2ME application and specifically its inability to run Jini and the LUS [eature

were well knownin 2001 (Ex. OTH-A, “Mandayam Decl.” at §{/31-37.) Several articles in 2001-

2002 documented the mismatch between the JINI requirements and mobile phone capabilities:
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“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more

than 3 megabytes of static and running storage). Many networked computing devices

are... mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2

Micro Edition [JZ2ME], but this cannot support Jini as it lacks dynamic class loading and object

serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile

devices remains an unattained promise.” (/d. at J§[30-31; Ex. 9, “PsiNaptic” at pp. 31-32; Ex. 2,

“Motorola”at p. 2).

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could

be duplicated or repositioned from the laptop computer to the mobile phone as Petitioner argued

in the IPR. (Ex. OTH-A,“Mandayam Decl.” at 773). Moreover, even if the JINI LUS feature was

moved to a mobile phone,it would have been inoperable on the mobile phonesthat existed during

the relevant time-period as they lacked the required system requirements, such as memory and

processing capabilitics. As discussed in the backgroundsection, the developer of Java and Jini,

Sun Microsystems, recognized that mobile phones could not run the full Java application and

devised a lighter application J2ME for phones, but with its reduced memory and processing

capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,

“Mandayam Decl.” at {73 citing Ex. 2, “Motorola”at p. 2.) While Marchand appears to recognize

that consumer products such as laptops and PDAs may soon be modified to provide multimedia

and telephony applications, (Ex. PA-A, “Marchand”at 7:2-6), there is no teaching or suggestion

that mobile phones may be modified to include laptop computer applications or PDA applications.

As Marchandrelies on JINI and the LUS [feature and in view ofthe limitations of mobile phones

to support both platforms, it is not surprising that Marchand only teaches a surrogate approach,

where JINI and LUS are placed on the laptop computer and the phone accesses the technology
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through the network. (Ex. OTH-A, “MandayamDecl.”at 937-38).

Thus, in view of the above, onc of ordinary skill in the art would not apply the combination

of Marchand, Nurmann and Vilanderto arrive at Claim 56, howeverthe combination does notrise

to the level of a substantial new question of patentability that has not been previously presented to

the Office for claim 56.

VIII. Support for Proposed Amendments

Please see Exhibit OTH-D for Proposed Amendments.

IX. 37 C.E.R. §1.510(b)(2): Detailed Explanation of the Pertinency and Manner
of Applying the Prior Art. Proposed Amendments are Patentably Distinct
over Previously Asserted Grounds.

While new and amended Claims 48 and 56-129 include a numberof features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, claims 48 and 56-129 include

a “service repository software component” or its equivalent function (such as enumerating and

searching services) provided on a wireless device that wirelessly connects to both a cellular

network and a short distance wireless network and are therefore not obvious in view of Marchand,

Nurmann,and Vilander. (Ex. OTH-A, “Mandayam Decl.” at 178.)

As described below in relation to the arguments presented in Ground 1, the new and

amended claims are patentably distinct as the proffered combination docs not teach or suggest a

mobile phone gateway including the claimed “service repository component.” Further, it would

not have been obvious to movethe “service repository component” from the laptop computer in

Marchand to the mobile phone gateway, as that combination would have beeninoperable in 2001,

given the hardware and software limitations that existed at the time. As the arguments presented

below are not exhaustive of the applicable patentability grounds, Patent Owner reserves its right

to present further arguments to the extent necessary.
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A numberof features have been added by amendment to Claims 48 and 56, and have been

included in new claims 57-129, that arc not addressed by the groundsor references as applied in

IPR2015-01444. These features provide separate bases for patentability of the amended and added

claims. For example, features related to 802.11 (or Wi-Fi) technology used alone or in

combination with Bluetooth technology (Ex. OTH-A, “Mandayam Decl.”at 87.), applications to

provide email services, calendaring services and managing contacts (Ex. OTH-A, “Mandayam

Decl.” at (88.), a location application that provides a current location of the wireless device (Ex.

OTH-A, “Mandayam Decl.” at (89.), a tunneling and optimization component (Ex. OTH-A,

“Mandayam Decl.” at (90.), software to establish the short-distance wireless network (Ex. OTH-

A, “Mandayam Decl.” at (91.), and various network management functions performed by the

handheld wireless device (Ex. OTH-A, “Mandayam Decl.” at {92.) further distinguish over the

references as applied in the grounds of IPR2015-01444.

A. Ground 1 — Amended and New Claims48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, and
Vilander

Ground 1 of IPR2015-01444relied on the teachings Vilander and Nurmann with respect

to a network address translator software component as claimed by the Patent Owner. Ground 1

did not rely on Vilander or Nurmann with respect to teaching a LUSor service repository software

component, or a device to host a LUS or service repository.

While new and amended Claims 48 and 56-129 include a numberof features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new and amended Claims 48

and 56-129 include a “service repository software component” or equivalent function (such as

enumerating and searching services) provided on a wireless device that wirelessly connects to both

a cellular network and a short distance wireless network and are therefore not obvious in view of
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Marchand, Nurmann, and Vilander.

Moreparticularly, Petitioner argued that Marchand teachesthis claim clement throughits

description of the JINI LUS. Petitioner’s arguments, however, are based on a fundamental

misunderstanding of the underlying JINI technology in Marchandandare contrary to Marchand’s

explicit teachings. A person of ordinary skill in the art (POSITA) would not understand Marchand

to disclose that its JINI LUS is physically located on Marchand’s cellular-enabled mobile phone

33, and further, a POSITA would have no motivation to modify Marchandto place the JINI LUS

on the mobile phone(article of manufacture in claim 48) in view of Marchand’s explicit teachings

to the contrary. (Ex. OTH-A, “Mandayam Decl.” at53-54.)

With respect to Ground 1 of IPR2015-01444, the PTAB acknowledged that by Petilioner’s

own admission, the LUS of Marchand doesnotexplicitly satisfy the “service repository software

component”limitations of claims 1, 4,7, and 14. (Ex. 1, “1444 Final Decision”at pp. 15-16.) The

PTAB however determined that Marchand would have implicitly informed a person skilled in the

art that the “service repository software component” may be disposed in the “first wireless device”.

(Ud. at p. 20.) The PTAB’s conclusion is incorrect for at least two reasons that were not originally

presented in Patent Owner’s response: |) Marchand teaches away from the PTAB’s reading of the

reference as Marchand describes several disadvantages associated with duplicating resources such

as a JINI LUS or “service repository component” on multiple devices within a piconet, and 2)

available mobile phone technology in 2001 filing date of the ‘033 application was incapable of

implementing JINI and/or the JINI LUS application. (Ex. OTH-A, “Mandayam Decl.” at (164,

72-76.) For these reasons, in addition to the positions presented in Patent Owner’s Response,there

would be no motivation or rationale for a person skilled in the art to modify the previously

established network of Marchand byeither 1) duplicating the JINI LUS functionality and having
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it resident in both the laptop computer and the mobile phone gateway or 2) repositioning the LUS

from the laptop computer to the mobile phone gateway. (d.)

Regarding the first reason, Marchand teachesthatit is “inefficient from the resource point

of view”and “inappropriate, expensive, and cumbersome”to have the same hardware and software

onall the devices in the piconet, such as a cellular radio modem (Ex. PA-A, “Marchand”at 4:1-9)

or call control client (Ex. PA-A, “Marchand”at 6:31-7:2; see also Ex. OTH-A, “Mandayam Decl.”

at (50, 65. (“The API is downloaded only to the device involved in the call since the other

Bluetooth devices that are not making the call do not need this particular code.”) Accordingly,

Marchand does not support duplicating resources such as an LUS as a service repository

componenton both the laptop computer and the mobile phone gateway,as this “defeats the purpose

of forming a piconet to share services among devices.” (Ex. OTH-A, “Mandayam Decl.”at 65.)

According to the explicit teachings in Marchand, JINI LUS is hosted by the laptop

computer not the mobile phone gateway. (Ex. PA-A, “Marchand”at FIG.4; see also Ex. OTH-A,

“Mandayam Decl.” at [955, 66.) In Marchand, whena device joins an existing Bluetooth piconet,

it can perform a “discovery and join” protocol to locate the LUS, hosted on the laptop computer,

and publish its services to the LUS so those services are then made available to other devices on

the piconet. (Ex. PA-A, “Marchand”at 8:11-15.) Marchand explicitly defines where the list of

available services is located: “[t]he services menu on the laptop indicatesall services available on

the Piconet.” (Ex. PA-A, “Marchand” at 10:24; boldface added.) It is also clear from Figure 4

which explicitly shows the LUS feature on the laptop computer and not any other device. Thus,

the only explicit teachings in Marchand point to the network’s LUS being located on the laptop.

(Ex. OTH-A, “Mandayam Decl.” at (955, 66).

Regarding the second reason, it is clear from Marchand, when viewed in the context of
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JINI functionality and prevailing limitations regarding hardware and software for mobile phones,

that a POSITA in 2001 would not infer that JINI LUS could be implemented on the mobile phone

gateway. (Ex. OTH-A, “Mandayam Decl.” at 73.) The implicit teachings advanced by the

Petitioner and adopted by the PTABin the Final Written Decision, are contrary to Marchand, how

the JINI LUS feature functions and the limitations of wireless phone technology in 2001. (Ex.

OTH-A, “Mandayam Decl.” at [[/72-78.) In its Final Written Decision the Board relied on

Petitioner and their expert Dr. Kiaei’s argumentthat 1) Marchand’s call control APIis a JINI proxy

object and 2) a JINT call control APT is downloaded from the gateway to the other devices on the

ad-hoc network to support its conclusion that an ordinary skilled artisan “would have understood

Marchand as implicitly describing an implementation in which the JINI LUS which identifies

services provided by devices on the network 30, is located on the mobile phone gateway 33.” (Ex.

1, “’ 1444 Final Decision”at pp. 14-15; 18-19.)

Per the JINI Spec, the purpose of an LUSis to provide a registry of scrviccs that can be

registered and searched for within a piconet so that other devices can make use of the available

services. (See Ex. PA-F, “JINI Spec Part 1” at pp. 22-23.) As detailed in the backgroundsection

above, once a device joins a JINIJava network, the joining device transfers java code (referred to

as a proxy object or java object) to the LUS. (/d.) This small amountofjava code is used to identify

the service(s) the joining device offers and to establish an interface with that service. (See Ex. PA-

F, “JINI Spec Part 1” at pp. 22-23; see also Ex. PA-A, “Marchand”at 3:13-14.) The LUSstores

this java object and creates a list of the services available on the network. (Ex. PA-F, “JINI Spec

Part 1” at pp. 22-23; Ex. PA-A,“Marchand”at 3:11-12.) For example, if a printer joins a network

utilizing JINI technology,the printer will publish its printing service to the network bytransferring

java code to the LUS. (Ex. PA-F, “JINI Spec Part 1” at p. 22.) The java code includesthe printer’s
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information and a method to implementits printer interface. (/d.)

While JINI technology defines an architecture for JINI/Java capable devices to publish and

share services using the JINI LUS, it does not define how a device offering its services implements

a given service or how the service is utilized by another device. (See Ex. PA-F, “JINI Spec Part 1”

at p. 24; Ex. OTH-A, “Mandayam Decl.”at 952-53.) Instead, the sharing device provides its own

protocol to control the use of its shared service. (/d.) For example, in Marchand’s system, the

gateway mobile device sharesits call control service with other devices on the Bluetooth piconet

through the LUS onthe laptop, with the call control service defining the protocol for another device

to utilize this service of Marchand’s mobile phone. (/d.) However, under the described protocol

Marchand’s mobile phone merely provides a calling service” code muchasthe printer provides a

“printing service” code to the LUS. (d.)

It follows that regarding the mobile phone, oncethe call control service is published in the

services menu of the laptop, the details of how the mobile phonesharesits call control service—

e.g. through specific API interfaces that are downloaded to each device as a proxy object—to

become a gateway for other devices on the network is not part of the JINI LUS technology. (/d.)

After the service code is published to the LUS, the other devices on the piconet can access the

published service code and interface methodperits defined protocol and use the mobile phone as

a gateway to the IP network. (Ex. PA-A, “Marchand” at 10:12-16; see also Ex. OTH-A,

“Mandayam Decl.” at [66.) Thus, contrary to Petitioner’s arguments, the details of how the phone

interacts with other devices as a gateway cannot be usedto establish that the phone serves as the

LUS—because these details are irrelevant to the workings of JINI’s LUS [eature. (Ex. OTH-A,

“Mandayam Decl.” at 52.) Like the mobile phone, when other devices join the network, such as

a PDAorprinter, they first publish their service to the LUS and then may use the LUSto discover
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network services, e.g. the call control client code of the mobile phone to access its gateway

services. (Ex. PA-A, “Marchand”at 10:18-20.) “For example, other BLUETOOTHdevices on the

piconet perform a JINI-defined add-in ‘discovery and join’ protocol ‘to locate the LUS and upload

all of its services’ interfaces, including call control services. (/d. at 8:12-20.) The ability for the

other devices, including the mobile phone, to send Java codeto the rest of the network to facilitate

the sharing of services in no way equates to the “discover and join” LUS feature itself, which

provides the claimed “service repository software component” and per Marchandis located on the

laptop computer. (Ex. OTH-A, “Mandayam Decl.”at (53)

Absent some teaching in Marchandthat the LUS feature resides on the mobile phone,the

Ground 1] argument advanced in the IPR fails. Other than including call control service feature 41

(Figure 4 of Marchand) on the mobile phone to access the JINI LUS application on the laptop,

Marchand doesnot teach or suggest having the JINI LUS application resident on the mobile phone

gateway. The °033 Patentcalls for the service “repository software component”to be located on

the first wireless device-- the cellular device. In the case of claim 48, the “repository software

component”is specifically located on the article of manufacture, the gateway device. Petitioner

in the IPR relied on their expert Dr. Kiaei’s opinions to argue that Marchand implicitly teaches

that its JINI LUS is located on Marchand’s gateway mobile phone. (Ex.1, “’1444 Final Decision”

at pp. 15-16.) When the teachings of Marchand are properly considered from the perspective of a

person of ordinary skill in the art, it is however clear that Marchand precludes the JINI LUS from

being located on its gateway mobile phone. (Ex. OTH-A, “Mandayam Decl.”at ][72-78.)

Moreover, the JINI LUSrelied on in Marchand required hardware resources (memory and

processor) that exceeded the capabilities of mobile phonesat the time (See Ex. 9, “PsiNaptic’’ at

pp. 31-32; Ex. OTH-A, “MandayamDecl.” at ]67.) As described in the background section above,
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the hardware required to operate the JINI LUS—at least 3 megabytes of memory—was not

available on mobile phonesduring the relevant 2001 time period. (Ex. OTH-A, “Mandayam Decl.”

at (36-37). With a memory of at most 2 megabytes and 13 MHz CPU, mobile phones in 2000-

2002 were not able to support the JINI application, let alone the LUS feature. (/d.) This limitation

was recognized by the developer of the JININJava software platforms, Sun Microsystems, who

developed an alternate, “micro” version of JINI, known as J2ME,that was streamlined for mobile

phones but lacked the functionality required to support the LUS feature. Ud. at 928-29.) The

limitations of the J2ME application and specifically its inability to run Jini and the LUSfeature

were well knownin 2001 (Ex. OTH-A, “Mandayam Decl.” at §[31-37.) Several articles in 2001-

2002 documented the mismatch between the JINI requirements and mobile phone capabilities:

“The resulting Jini LookUp Service implementation is too large (e.g., typically requiring more

than 3 megabytes of static and running storage). Many networked computing devices

arc... mobile—too small to support an RMI based Jini”; “The most limited devices run Java 2

Micro Edition [J2ME], but this cannot support Jini as it lacks dynamic class loading and object

serialization. So despite progress in downsizing Java, the value-proposition of Jini for mobile

devices remains an unattained promise.” (/d. at J§[30-31; Ex. 9, “PsiNaptic” at pp. 31-32; Ex. 2,

“Motorola”at p. 2).

As described in the background section and above, the hardware required to operate JINI

LUS
 

at least 3 megabytes of memory—wasnotavailable on mobile phones during the relevant

2001 time-period. See S. Hashman and S. Knudsen, “The Application of Jini Technology to

enhance the Delivery of Mobile Services,” PsiNaptic, December 2001, pages 31-32. Moreover,

even if the JINI LUS feature was moved to a mobile phone, it would have been inoperable on the

mobile phones that existed during the relevant time-period as they lacked the required system
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requirements, such as memory and processing capabilities. As discussed in the background

section, the developer of Java and Jini, Sun Microsystems, recognized that mobile phones could

not run the full Java application and devised a lighter application J2ME for phones, but with its

reduced memory and processing capabilities that version of Java was not able to support Jini or its

LUS feature. (Ex. OTH-A, “Mandayam Decl.” at {73 citing Ex. 2, “Motorola” at p. 2.) As

established above,the industry was well-aware of both the system requirements to support Jini and

its LUS feature and the hardware/software limitations in prevailing phones that prevented them

from supporting the more robust Java Standard Edition software and Jini technology.

Accordingly, a person skilled in the art, would not infer that the JINI LUS feature could

be duplicated or repositioned [rom the laptop computer to the mobile phone as Petitioner argued

in the IPR. (Ex. OTH-A, “Mandayam Decl.” at (76). Moreover, even if the JINI LUS feature was

moved to a mobile phone,it would have been inoperable on the mobile phonesthat existed during

the relevant time-period as they lacked the required system requirements, such as memory and

processing capabilities. Ud.) As discussed in the background section, the developer of Java and

Jini, Sun Microsystems, recognized that mobile phones could not run the full Java application and

devised a lighter application J2ME for phones, but with its reduced memory and processing

capabilities that version of Java was not able to support Jini or its LUS feature. (Ex. OTH-A,

“Mandayam Decl.” at {974-75 citing Ex. 2, “Motorola” at p. 2.) While Marchand appears to

recognize that consumer products such as laptops and PDAs may soon be modified to provide

multimedia and telephony applications, (Ex. PA-A, “Marchand”at 7:2-6), there is no teaching or

suggestion that mobile phones may be modified to include laptop computer applications or PDA

applications. As Marchand relies on JINI and the LUS feature and in view ofthe limitations of

mobile phones to support both platforms, it is not surprising that Marchand only teaches a surrogate
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approach, where JINI and LUS are placed on the laptop computer and the phone accesses the

technology through the nctwork. (Ex. OTH-A, “Mandayam Decl.” at (37-38).

B. Ground 2 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
and RFC2543

Ground 2 of IPR2015-01444 asserted that claim 5 of the ‘033 patent was obvious under35

U.S.C. § 103 in view of Marchand, Nurmann, Vilander and RFC 2543. Claim 5 depends from

Claim 1 and therefore includes the same limitations described above with respect to the service

repository. Claims 5 adds a domain naming service (“DNS”) software component. The PTAB

determined that claim 5 was unpatentable over the combination of Marchand, Nurmann, Vilander,

and RFC2543 in that a person of ordinary skill in the art would have combined the DNS software

component taught by RFC 2543 with the features of Marchand, Nurmann, and Vilander. However,

RFC2543 provides no additional insight with respect to location of a JIN] LUS within a Bluetooth

piconet, or providing multiple devices in a Bluetooth piconet with a JINI LUS. (Ex. OTH-A,

“MandayamDecl.” at 77.)

While new and amended claims 48 and 56-129 include several features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 62, 85, 86, 96,

101, 108, 111 and 125 include DNS software like that present in claim 5 of the ‘033 patent.

Because RFC2543 does not provide any insight with respect to a Jini LUS or service repository

software componentor equivalent function (such as enumerating and searching services) provided

on the wireless device present in claims 48 and 56-129 that wirelessly connects to both a cellular

network and a short distance wireless network, these claims are therefore not obvious in view of

Marchand, Nurmann, Vilander and RFC2543. (Ex. OTH-A, “Mandayam Decl.” at 78.)

C. Ground 3 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
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and Larsson.

Ground 3 of IPR2015-01444 asserted that claims 6 and 23 of the ‘033 patent were obvious

under 35 U.S.C. § 103 in view of Marchand, Nurmann, Vilander and Larsson. Claims 6 and 23

depend from Claim 1 and therefore include the same limitations described above with respect to

the service repository. Claims 6 and 23 add a security software componentand a virtual private

network software component, respectively. The PTAB determined that claims 6 and 23 were

unpatentable over the combination of Marchand, Nurmann, Vilander, and Larssonin that a person

of ordinary skill in the art would have combined the security software component and VPN

software component taught by Larsson with the features of Marchand, Nurmann, and Vilander.

However, Vilander provides no additional insight with respect to location of a JINI LUS within a

Bluetooth piconet, or providing multiple devices in a Bluetooth piconet with a JINILUS. As such,

these claims are patentable al least because of their dependency from Claim 1. (Ex. OTH-A,

“Mandayam Decl.” at 79.)

While new and amended claims 48 and 56-129 include many features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 63, 87, 88, 102,

104, 112, 115, and 126 include a security software componentand/ora virtual private network

software component, that was present in claims 6 and 23 of the ‘033 patent. Because Larsson does

not add any insight with respect to the service repository software component or equivalent

function (such as enumerating and searching services) being provided on the wireless device

present in claims 48 and 56-129 that wirelessly connects to both a cellular network and a short

distance wireless network, these claims not obvious in view of Marchand, Nurmann, Vilander and

Larsson. (Ex. OTH-A, “Mandayam Decl.” at (80.)

D. Ground 4 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Nurmann, Vilander
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and the JINI Spec.

Ground 4 of IPR2015-01444 asserted that claims 12, 15, 22, 34, 39, 40, 42, and 46 of the

“033 patent were obvious under 35 U.S.C. § 103 in view of Marchand, Nurmann, Vilander and the

JINI Spec. Claims 12, 15, and 22 depend from Claim 1 and therefore include the samelimitations

described above with respect to the service repository software component. Claims 34 and 42 are

independentclaims that include more specific service repository functions such as enumerating a

list of services and searching the list of services, however these functions are performed by a

handheld wireless device that controls access between a short distance wireless network and a

cellular network like the first wireless device having the service repository software componentas

recited in Claim 1. Claims 39 and 40 depend from Claim 34. Claim 46 depends from Claim 42.

(Ex. OTH-A, “Mandayam Decl.” at 181.)

The PTAB relied on the JINI spec. for teachings with respect to the JINI LUSas storing

information about a service’s ID, class or type, and attributes, as well as searching the LUS,

providing a plug and play feature, and having more than one LUS in a network, in combination

with the reasoning with respect to Claim 1 for locating the JINI LUS on the mobile phone in -

finding that Claims 12, 15, 22, 34, 39, 40, 42, and 46 unpatentable. (Ex. OTH-A, “Mandayam

Decl.” at [82.)

While new and amended claims 48 and 56-129 include several features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new claims 58, 64, 83, 88, 95,

100, 104, 106, 110, 115, and 128 include more specific service repository functions such as

enumerating a list of services and searchingthelist of services that were present in one or more of

claims 12, 15, 22, 34, 39, 40, 42, and 46 of the ‘033 patent. Because, the JINI Spec does not add

any insight or features with respect to the service repository software component or equivalent
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function (such as enumerating and searching services) provided on the wireless device present in

claims 48 and 56-129 that wirelessly connects to both a cellular network and a short distance

wireless network, these claims are therefore not obvious in view of Marchand, Nurmann, Vilander

and the JINI Spec. (Ex. OTH-A, “Mandayam Decl.” at [83.)

E. Ground 5 — New and Amended Claims 48 and 56-129 are not obvious

under 35 U.S.C. § 103 with respect to Marchand, Larsson and the
JINI Spec.

Ground 5 of IPR2015-01444 asserted that claims 25 and 28 of the ‘033 patent were obvious

under 35 U.S.C. § 103 in view of Marchand, Larsson and the JINI Spec. Claim 25 is an independent

claim that includes a service repository software component on a wireless device in a short distance

wireless network and a cellular network like the service repository software component of Claim

1. Claim 28 depends from Claim 25 and therefore includes the same limitations described above

with respect to the service repository software component, but adds a security software VPN. The

PTAB determined that claims 25 and 28 were unpatentable over the combination of Marchand,

Larsson, and the JINI Spec. relying on the same reasoning relied upon with respect to Claims 1

and 34. (Ex. OTH-A, “Mandayam Decl.”at 184.)

While new and amended claims 48 and 56-129 include several features that were not

addressed in any of the Grounds of IPR2015-01444 as noted below, new Claims 63, 87, 102, 112,

and 126 add a security software or VPN feature, like that present in claims 25 and 28 of the ‘033

patent. Because Larsson does not provide any insight relative to the service repository software

component or equivalent function (such as enumerating and searching services) provided on the

wireless device present in claims 48 and 56-129 that wirelessly connects to both a cellular network

and a short distance wireless network, these claimsare therefore not obvious in view of Marchand

in view of Larsson and JINI Spec. (Ex. OTH-A, “Mandayam Decl.”at 185.)
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X. Objective Indicia Supports Nonobviousness

Objective indicia, such as unexpected results, industry praise, teaching away and long-felt

need, “can be the most probative evidence of non-obviousness in the record, and enable the court

to avert the trap of hindsight.” Crocs, Inc. v. ITC, 598 F.3d 1294, 1310 (Fed. Cir. 2010). These

objective criteria “turn back the clock and place the claims in the context that led to their

invention.” Mintz v. Dietz, 679 F.3d 1372, 1378 (Fed. Cir. 2012). As such, the Federal Circuit

requires consideration of these objective indicia because they “provide objective evidence of how

the patented device is viewed in the marketplace, by those directly interested in the product.”

(Demaco Corp. v. F. Von Langsdorff Licensing Ltd., 851 F.2d 1387, 1391 (Ped. Cir. 1988) and

Spectralytics, Inc. v. Cordis Corp., 649 F.3d 1336, 1344 (Fed. Cir. 2011).

IXI’s Personal Mobile Gateway (PMG) embodiesthe ‘033 patented invention. (Ex. OTH-

A, “Mandayam Decl.” at (97.) As illustrated in (97 of Dr. Mandayam’s declaration, IXI’s PMG

product reads on claim 25 of the ‘033 patent. Objective evidence regarding how PMGhasbeen

reccived by the wireless industry is thus relevantto establish non-obviousness of the “033 patented

invention.

Shortly after the launch of IXI’s PMG product, the industry began praising the invention

and touted the claimed features of the ‘033 patent. (Ud. at J§100-104.) One article entitled

“Cautious Optimism at the 3GSM World Congress” provided “IXI Mobile presented an

innovative GSM/GPRSproduct called the Personal Mobile Gateway (PMG)... IXI has an

interesting approach to mobile devices, one that divorces the communications engine from the user

interface.” (Ex. OTH-A, “Mandayam Decl.” at {101 citing Ex. 12, “Cautious Optimism at the

3GSM World Congress”at p. 12, boldface added.)
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In an article entitled “Consumer Gadgets: 50 Ways to Have Fun & Simplify Your Life with

Today’s Technology, Chapter 39 Using Many Devices with One Connection: Personal Mobile

Gateways’, the author notes “The company offers a personal mobile gateway (PMG)that acts as

a bridge between the devices and the wireless network... and serves as the gateway between the

short-range personal area network (PAN)... The PMGdeviceacts as a pocket-sized microbridge

and microrouter between the PAN andthe wireless network. .. Perhaps the most exciting thing

is that all these devices will be able to communicate with one another and the Internet. . .”

(Ex. OTH-A, “Mandayam Decl.” at {102 citing Ex. 13, “Consumer Gadgets”at pp. 4-5, boldface

added.)

In 2000,prior to the launch of IXI’s PMG,the industry and specifically the CEO of market

leader RIM expressed skepticism at the idea of “combining computing, phone and Internet

services. To him, that made no sense. All-purpose operating systems sucked batteries dry, hogged

wireless bandwidth and were awkward to usc.” (Ex. OTH-A, “Mandayam Decl.” at {103 citing

Ex. 5, “RIM”at pp. 9-10.)

Approximately one year after IXI’s launch of its PMG, Samsung obtained a license for the

PMGsoftware for its “new breed of Samsung wireless phones,” Samsung SGH-X410. (Ex. OTH-

A, “Mandayam Decl.” at {104 citing Ex. 14, “Brighthand”at p. 1.)

In addition to industry praise, IXI’s PMG addressed a long felt but unmet need. (Ex. OTH-

A, “Mandayam Decl.” at 99105-110.) In one article entitled “The Evolving Mobile User

Interface_Strategies for the Wireless Internet” the author states IXI’s PMG product provides an

“end-to-end solution” and concludes that “the [XI Mobile has identified a real problem and

proposesa real solution.” (Ex. OTH-A, “Mandayam Decl.” at {105 citing Ex. 15, “The Evolving
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Mobile UserInterface_Strategies for the Wireless Internet™”at pp. 62, 48, boldface added.)

This unmetnecd is also captured in a report entitled “PMGs Sct to Explode in 2004” that

provided a “synopsis and forecast analysis of the emerging Personal Mobile Gateway or PMG,

market” and estimated that the market for PMG and PMG Companion devices could “exceed

110 Million units in 2007.” (Ex. OTH-A, “Mandayam Decl.”at {107 citing Ex. 17, “PMGsSet

to Explode in 2004 at pp. 1, 6, boldface added.)

In another report TNI Securities Equity Research outlines how IXI’s PMGis leading “first

steps” towards a “paradigm shift” in connectivity that “combines wide area networking

technologies such as GSM/GPRS, CDMA,etc. with short distance wireless such as Bluetooth or

WiFi with micro-router and micro-server functionalities.” (Ex. OTH-A, “Mandayam Decl.”at

{108 citing Ex. 18, “TNI Securities Equity Research”at pp. 1, 4-5, boldface added.)

IXI’s PMG wasalso the recipient of the Winning Technology Award “for its end-to-end

software solutions that enable the introduction of a new category of wireless devices including the

Personal Mobile Gateway (PMG). . . Industry recognition of the PMG is continuing to grow.” (Ex.

OTH-A, “Mandayam Decl.” at 110 citing Ex. 20, “Winning Technology Award”at p. 1.)

And, Marchand’s surrogate approach in whichthe phone accesses a JINILUS onthe laptop

constitutes a teaching away from the ‘033 claimed invention, where the phoneserves as a bridge

and router between other devices on the PAN. (Ex. OTH-A, “Mandayam Decl.” at §9]31, 111.)

Based on the above examples of industry praise, teaching away, and long felt but unmet

need, there is sufficient objective evidence that the claimed invention as embodied in IXI’s PMG

> For eachof “The Evolving Mobile User Interface_Strategies for the Wireless Internet”citations,

the original pagination of the reference is being cited, not the pagination of the Exhibit.
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product was “not obvious during the relevant time frame and given the state of the industry at that

time.” (Ex. OTH-A, “Mandayam Decl.”at (112.)

XI. Conclusion

The prior art documents presented in the above Request were cither not previously

considered by the Office or are now being presented in a new light pursuant to MPEP § 2242.

New and amended claims 48 and 56-129 of the “033 patent are patentable over the prior

art documents cited herein. The prior art documents teach the subject matter of the ‘033 patent in

a manner such that substantial new questions of patentability for those claims are raised by this

Request. Accordingly, the Office is requested to grant this Request and to initiate reexamination

with special dispatch.

Respectfully submitted,

Jit 4 Plogtrp,
Dated: March 24, 2017
 

Peter G. Korytnyk (Reg. No. 43,400)
Attorney for Applicant

213 S. Payne Street
Alexandria, VA 22314

703-892-5210 (telephone)
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