Petition for Inter Partes Review of U.S. Patent No. 5,699,275

Paper No. 1

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION

Petitioner,

IRON OAK TECHNOLOGIES, LLC,

Patent Owner.

Patent No. 5,699,275
Issued: December 16, 1997
Filed: April 12, 1995

Inventors: Dale E. Beasley et al.

Title: SYSTEM AND METHOD FOR REMOTE PATCHING OF OPERATING
CODE LOCATED IN A MOBILE UNIT

Inter Partes Review No. IPR2019-00106

PETITION FOR INTER PARTES REVIEW OF U.S. PATENT NO. 5,699,275

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Patent No. 5,699,275

TABLE OF CONTENTS

L. INTRODUCTION ..ucuciiiuiensnnissnncsssnsssssesssssssssssssasssssssssssssssssssssssssasssssssssssss
II. COMPLIANCE WITH REQUIREMENTS FOR A PETITION

FOR INTER PARTES REVIEW.......ciuiiiinnninnsnissnnisssnnsssassssasssssssssans

A.  Certification the 275 Patent May Be Contested by Petitioner ............

B.  Fee for Inter Partes Review (§ 42.15(2))...ccccuvveeeeeciiiiieieeeieeeeeee.

C.  Mandatory Notices (37 CFR § 42.8(b)) .cceovveeeriiieeeieeeeiee e,

1. Real Party in Interest (§42.8(b)(1)).ccccuveeeeiiiieeiiiieeeiee e

2. Related Proceedings........ccceeevuvieeiiiiiieeiie et

3. Lead and Backup Counsel (§42.8(b)(3)) «oovveeeerreeeiiieeeiiieeeireeens

4. Service Information (§42.8(b)(4))...ueeeecveeeeirireeiiiee e,

D.  Proof of Service (§§ 42.6(e) and 42.105(2)) ..vveevveeerrreenirenieenieeenieens

III. Identification of Claims Being Challenged (§ 42.104(b))..cccccccevreccccnenees

IV. Relevant Information Concerning the Contested Patent ..........cccoeeuueeee.

A.  Effective Filing Date of the 275 Patent..........ccccevvveviiinienienenenen

B.  Person of Ordinary Skill in the Art........ccceeviiieriiiiiiieiieeeeeieeeee

1. Technical Overview of 275 Patent..........ccccoeevveevieeniieniieenieeennn,

2. Prosecution HiStOTY .......cccvieeriiiieieiiie e e

C.  Construction of Terms Used in the Claims...........cccoccvvveerieeennneennne.

LY (0] o)1 (ST 53§ L PSR

2. “Current Operating Code” .........ccccvvieeviiieeiiiie e e

3. “Manager Host Operable to Initiate Transmission Through
a Wireless Network of At Least One Discrete Patch
Message Defining At Least One Patch...........cccocovveeviiiieninnnne,

4. “Merging The At Least One Patch With Current Operating

5. “Manager Host is Further Operable To Address The At
Least One Discrete Patch Message™ .........coovveeeeieeeiiieniieenieeeieenns

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Patent No. 5,699,275

V.  Overview of the Prior Art.....iccinineniiccsssssnneccsssssnseccssssssssscssssssssssssnes 20
A, Sugitad (EX.1005) it 20

B.  Ballard (EX.1006) .......c.oooiuiiiiiieiieeeieeeiee ettt 22

C.  Kirouac (EX.T007) ..ciiioiiiieeeeieee e 25

D.  Burson (EX.1008) .....ooiiiiiiiiiiieeiiiee ettt e 26

VI. Precise Reasons for Relief Requested ..........cccovveieiscniicicnnrcnssnnicsscnsicscnnnes 27
A.  Sugita Anticipates Claim 1........cccceeviiiiiiiiiiiiiieeeee e 27

L. Preamble.......ooioeiiieceeeee s 27

2. Manager HOSt ......oooeiiiiiieeeiiiee et 30

3. A First and Second Mobile Unit.........ccceeeeiiieeiiieeeiiieeeieeeee. 35

4. Creating a Patched Operating Code.........ccceveveiieievcieeeiieeee. 38

5. Switching Execution to the Patched Code...........cccoeeeeviiennnnns 42

6. Addressing the Patched Message..........cccoecvveeeeiieeieciieeeieeeeee. 43

B.  Sugita Renders Obvious Claim 1 ..........cccooeiiiiiiiiiiiiicceeeeiee e 47

1. Switching Execution to the Patched Code..........cccccvvevviiniinnnnnns 47

C.  Sugita in view of BUISON ......cccciiiiiiiiiiiiieceeeee e 48

1. A First and Second Mobile Unit...........ccceeverieeiiieniiieniieeie e, 48

D.  Sugita in view of Kirouac (with or without Burson) ..............c........... 51

1. Creating a Patched Operating Code.........ccccvvveveiiieeciieeeiieeeee, 51

E. Sugita in view of Ballard (with or without Burson or Kirouac)......... 56

1. Switching Execution to the Patched Code........c.ccccecvvvveevinennnnn. 56

VII. CONCLUSION ..uuiiiiuicnnicsnnssnncssnsssnssssssssssssssssssssssssssssssssssssssssssssssssssssssssses 61

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Patent No. 5,699,275

TABLE OF AUTHORITIES

Page(s)

Cases
Amneal Pharmaceuticals LLC v. Purdue Pharma L.P.,

IPR2016-01413, Paper 9 (P.T.A.B. Jan. 18, 2017) c..cccceevrieerieieerieiieeeeeie e, 6
General Plastic Industries Co., Ltd. v. Canon Kabushiki Kaisha,

[PR2017-01357, Paper 19 (P.T.A.B. Sept. 6, 2017) ....oeeverieeeiieeieeeieeeeeene 6
Phillips v. AWH Corp.,

415 F.3d 1303 (Fed. Cir. 2005) ...uvviiieeeeee e 13
Square, Inc. v. J. Carl Cooper,

IPR2014-00157, Paper 17 (P.T.A.B. June 23, 2014) .....cccceevreeieeieeeereeereee. 13
Sud-Chemie, Inc. v. Multisorb Techs., Inc

554 F.3d 1001 (Fed. Cir. 2009) .....ccviierieeiieeeee et 33
Statutes
B5US.Co§ 102 et 5,20, 22, 25,26
B5ULS.C.§ 103 ettt ettt e 5
35 U.S.C. 8§ 314(8) weeerieeiie ettt ettt 6,7,8
35 U.S.C. § 3I5(D) ettt et et 7
35 U.S.C. 8§ 325(d) oot et 6

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petition for Inter Partes Review of U.S. Patent No. 5,699,275
L. INTRODUCTION

Petitioner Microsoft Corporation respectfully requests the Board institute
inter partes review of claim 1 of U.S. Patent No. 5,699,275 (“the 275 Patent™)
(Ex.1001). The 275 patent describes a system that allows centralized operators,
such as fleet operators, and others to upgrade existing software in mobile units.
Ex. 1001, 1:12-15. That is precisely what Sugita—a published, unexamined
Japanese application—discloses, as described by Petitioner in detail below.
However, Petitioner expects that Patent Owner will argue that certain limitations
from the specification should be read in to the challenged claim 1, or that certain
other limitations are not expressly taught in Sugita. Even if one were to accept
those arguments, Petitioner has shown how Sugita in view of several prior art
references nonetheless render claim 1 obvious.

II. COMPLIANCE WITH REQUIREMENTS FOR A PETITION
FOR INTER PARTES REVIEW

A.  Certification the 275 Patent May Be Contested by Petitioner

Petitioner certifies it is not barred or estopped from requesting inter partes
review of U.S. Patent No. 5,699,275 (Ex.1001). Neither Petitioner, nor any party
in privity with Petitioner, has filed a civil action challenging the validity of any
claim of the 275 Patent. The 275 Patent has not been the subject of a prior inter

partes review by Petitioner or a privy of Petitioner.
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