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Pursuant to the Board’s Decision to institute an inter partes review, (Paper 8) 

(“Institution Decision”), Patent Owner Qualcomm, Inc. (“Qualcomm” or “Patent 

Owner”) submits this Response in opposition to the Petition for Inter Partes Review 

of U.S. Patent No. 9,154,356 (“the ’356 Patent”). 

I. INTRODUCTION 

Each of Petitioner’s alleged grounds of unpatentability in this IPR is based on 

Jeon in view of the Xiong reference.  However, Jeon in view of Xiong fails to 

disclose, among other limitations, the two “independently enabled or disabled” 

amplifier stages recited by the challenged claims.  Petitioner concedes that Jeon fails 

to disclose the limitation.  Xiong fails to disclose it as well.  Xiong discloses a single 

differential amplifier stage that has one differential input and one differential output.  

This single amplifier stage includes a first and second gain path that can be switched, 

not to independently enable or disable the gain paths but to alter the amplifier’s total 

gain.  Furthermore, Petitioner fails to sufficiently articulate a motivation to modify 

Jeon to include Xiong’s gain path switches.  Accordingly, the patentability of the 

challenged claims of the ’356 Patent should be confirmed. 

As an additional independent reason to confirm their patentability, 

Petitioner’s grounds are based on an unreasonably broad construction of the term 

“carrier aggregation.”  During prosecution, the applicant amended each of the 

independent claims of the ’356 patent limiting their scope to an input RF signal 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

2 
 

“employing carrier aggregation.”  This narrowing amendment and the 

accompanying remarks distinguished the claimed invention over U.S. Patent 

7,317,894 to Hirose.  At the time, a person of ordinary skill would have understood 

that the term carrier aggregation, as recited in that amendment, meant “simultaneous 

operation on multiple carriers that are combined as a single virtual channel to 

provide higher bandwidth.”  This understanding is supported by the specification, 

the file history, and extrinsic evidence.   

Jeon in view of Xiong fails to disclose the “employing carrier aggregation” 

limitation.  Jeon discloses a dual carrier input signal, not a carrier aggregated input 

signal.  Petitioner does not argue that the limitation is disclosed by combining Jeon 

with Xiong.  Recognizing this deficiency in Jeon’s disclosure, Petitioner proposes 

an unreasonably broad construction—“simultaneous operation on multiple 

carriers”—in order to argue that the ’356 Patent claims read on Jeon’s input signal.  

Petitioner’s proposed construction is so broad, however, that it violates the doctrine 

of prosecution disclaimer by attempting to recapture the subject matter that was 

disclaimed in order to overcome Hirose.   

Furthermore, Petitioner’s proposed construction reads out the term 

“aggregation.”  This failure to construe the term to indicate an “aggregation” of 

carriers improperly renders the term superfluous in the claims.  Petitioner also fails 

to adequately explain how a person of ordinary skill understood that carriers are 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


