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Ignoring the plain language of the statute and the Federal Circuit’s directives 

in Click-to-Call and Bennett Regulator, Hewlett-Packard Company (“HP”) asserts 

that Congress intended the filing of a civil action not bar institution of an IPR under 

the same set of facts where serving a complaint would do so.  HP cites no authority 

for that distinction.  Under 35 U.S.C. §315(a), if a party files a civil action for a 

declaratory judgment of patent invalidity, the Board may not institute an IPR, period.   

The PTAB already decided in related Petitions by HP that under these 

circumstances: “§315(a)(1) bars institution of an inter partes review even though 

Petitioner voluntarily dismissed its earlier civil action challenging the validity of the 

‘760 patent without prejudice.”  Cisco Systems, Inc. v. Chrimar System, Inc., Case 

IPR 2018-01511, Paper 11 (January 31, 2019); See also, Cisco Systems, Inc. v. 

Chrimar System, Inc., Case IPR 2018-01514, Paper 10 (February 4, 2019); Cisco 

Systems, Inc. v. Chrimar System, Inc., Case IPR 2018-01508, Paper 11 (January 31, 

2019). 

HP’s effort to distinguish “civil action” from “complaint” to avoid the Federal 

Circuit directives is unavailing.  The two go hand-in-hand, as Fed. R. Civ. P. 3 make 

clear: “A civil action is commenced by filing a complaint with the court.”  The PTAB 

has also confirmed that no distinction exists: “When the statute [§315(a)(1)] refers 

to filing a civil action, it refers to filing a complaint with a court to commence a 

civil action.” Noven Pharms., Inc. v. Novartis AG, IPR2014-00549, Paper 10, at 6-7 
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(PTAB Oct. 14, 2014). 

HP does not deny that its filing of the declaratory judgment complaint 

triggered the bar of §315(a)(1)—i.e., it does not deny that the bar would be in effect 

had HP not later dismissed the complaint.  HP contends that subsequent events can 

eliminate the bar, a contention the Federal Circuit expressly rejected in Bennett 

Regulator: “We recently held that serving a complaint alleging infringement—an 

act unchanged by the complaint’s subsequent success or failure—unambiguously 

implicates §315(b)’s time bar.”  Bennett Regulator Guards, Inc. v. Atlanta Gas Light 

Co., 905 F.3d 1311, 1314-15 (Fed. Cir. 2018), citing Click-to-Call Techs., LP v. 

Ingenio, Inc., 899 F.3d 1321, 1329–32 (Fed. Cir. 2018).  More pointedly, the Federal 

Circuit held, “The statute endorses no exceptions for dismissed complaints . . . . .” 

Id. at 1315.  Section 315(a)(1) states, without exceptions, “[a]n inter partes review 

may not be instituted if, before the date on which the petition for such a review is 

filed, the petitioner or real party in interest filed a civil action challenging the 

validity of a claim of the patent.”  Unquestionably, Bennett Regulator’s holding 

applies equally to §315(a)(1) because filing a civil action — “an act unchanged by 

the complaint’s subsequent success or failure” — unambiguously implicates 

§315(a)’s time bar.  Bennett Regulator, 905 F.3d at 1314-15.  In golf vernacular, the 

statute does not allow HP to take a Mulligan. 

Section 315(a)(1) is more stringent—not less—than §315(b) because, under 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


