UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.
Petitioner

V.

COREPHOTONICS, LTD.,
Patent Owner

Case IPR2019-00030
Patent 9,857,568

PATENT OWNER’S PRELIMINARY RESPONSE
TO PETITION FOR INTER PARTES REVIEW

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Table of Contents

L. INEFOTUCTION ..ttt 1
I1. Overview of the 568 Patent and Challenged Claims ...........cccocevvvveriieiiieennn. 3
1. Claim CONSIUCTION. ......viiiiiiiie et sree s 6

A, Legal Standards..........cooiiiiiiii 6

B. The Petition Relies on a Construction of “Total Track Length (TTL)” that
Contradicts the Patent’s Express Definition. ..........ccccocvvviiiiniinic e 8

IV. The Petition fails to establish the reasonable likelihood of success at least
because it fails to show how Ogino discloses a lens assembly with ““a ratio

TTL/EFL of less than 1.0.” ......cooiiiiiiii e 12
A. The Petition fails to show that Ogino discloses the “TTL” of Example 6
according to its definition in the 568 patent. .........cccccveriiiiie i 12
B. Even applying Apple’s proposed construction, the Petition fails to show that
Example 6 has “a ratio of TTL/EFL less than 1.0.”.......ccccocooiiiiiniiie, 15
C. The Petition also fails to demonstrate that Ogino’s disclosure of “telephoto”
lens assemblies implies that the TTL/EFL of Example 6 is less than 1.0. .......... 20

V. CONCIUSTON ..ttt sb e b e 23

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Table of Authorities

Cases
ActiveVideo Networks, Inc. v. Verizon Commc ’'ns, Inc.,

694 F.3d 1312 (Fed. Cir. 2012).....cccveieeieiieiee e 16, 19
Apple Inc. v. Uniloc Luxembourg S.A.,

IPR2018-00420, Paper 7 (PTAB, Aug. 6, 2018) ......ccceiiririiiiierieie e 8
Ariosa Diagnostics v. Verinata Health, Inc.,

805 F.3d 1359 (Fed. Cir. 2015).....ucciiiiiieiieie e seestee e eie e sie e 14
Honeywell Int'l, Inc. v. Universal Avionics Sys. Corp.,

493 F.3d 1358 (Fed. Cir. 2007)....c.cciueiieiieeiieeie e sieesteesie e see e se e srae e sreenee e 8
In re Magnum Oil Tools Int’l, Ltd.,

829 F.3d 1364 (Fed. Cir. 2016).....cccueiueiieriieiiaie e sieesieesie e sessreesiesseesseesneesneas 14
In re Smith Int'l, Inc.,

871 F.3d 1375 (Fed. Cir. 2017)..cuiiieiieeeese et 7
Martek Biosciences Corp. v. Nutrinova, Inc.,

579 F.3d 1363 (Fed. Cir. 2009).......c.ciimiiiiiiiesiiesiee e 8
Net MoneyIN, Inc. v. VeriSign, Inc.,

545 F.3d 1359 (Fed. Cir. 2008).......c.ccoeiiieriieieaiesiesiesieesie e seeseesiesseesseessnessens 15
Phillips v. AWH Corp.,

415 F.3d 1303 (Fed. Cir. 2005).......ccueiiieiieiieeiieeieseesee e e seeseesreesrae e eee e sneens 6, 8
SAS Institute, Inc. v. lancu,

138 S.CL. 1348 (2018) ...cveeiieieiiiesieesie ettt re s 6
United Microelectronics Corp., et al. v. Lone Star Silicon Innovations LLC,

IPR2017-0153, Paper 10 (PTAB, May 22, 2018)......c.ccccevveieiirieeneeiesieseeneens 13
V-Formation, Inc. v. Benetton Grp. SpA,

401 F.3d 1307 (Fed. Cir. 2005)......cccutiiuiiieniiaienie e siee e sie et 11
Vitronics Corp. v. Conceptronic, Inc.,

90 F.3d 1576 (Fed. Cir. 1996).......cccueiiieiieiiiiesiiesie e see e 8
Vivid Techs., Inc. v. Am. Sci. & Eng'g, Inc.,

200 F.3d 795 (Fed. Cir. 1999).......cciiiieie e 8
Wasica Finance GMBH v. Continental Auto. Systems,

853 F.3d 1272 (Fed. Cir. 2017)..ccuieiiieeiie ittt 14
Statutes
K O o o B S 0 TS 11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner’s Exhibit List for IPR2019-00030

Pursuant to 37 C.F.R. § 42.63(e), Patent Owner Corephotonics Ltd., hereby
submits its exhibit list associated with the above-captioned inter partes review of

U.S. Patent No. 9,857,568.

Exhibit No. | Description

2001 U.S. Patent Publication No. 2011/0249346 Al “Tang”
2002 U.S. Patent Publication No. 2011/0279910 Al “Tang”
2003 U.S. Patent Publication No. 2011/0261470 A1 “Chen”
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. Introduction

At this stage of the proceedings, the Petition fails on at least one threshold
issue: The Petition fails to demonstrate that Ogino alone discloses the “total track
length” (“TTL”) limitations of Claim 1 of the *568 patent. And, the second ground
combining Ogino with Beich does not further address these limitations. The Petition
as a whole, therefore, fails to demonstrate a reasonable likelihood of prevailing.
Institution should be denied.

The Petition’s central defect is its incorrect construction of the claim term
“total track length (TTL).” The Petition defines TTL in reference to the distance
from the first lens element to the “image plane.” This directly contradicts the *568
patent’s definition of TTL. The correct construction is found in the plain text of the

specification: “the total track length on an optical axis between the object-side

surface of the first lens element and the electronic sensor is marked ‘TTL’.” EX.
1001 at 2:2-4 (emphasis added).

Applying this correct construction of “TTL,” the Petition fails to explain how
Ogino discloses cither that the “TTL is less than 6.5 mm” or that the “ratio of
TTL/EFL is less than 1.0.” Instead, the Petition misleadingly cites t0 Ogino’s
disclosures about “total lens length (TL)”"—a different term for which Ogino
provides an express definition that differs from “TTL.” The Petition, in turn, relies

on disclosures in Ogino that say nothing about the distance between the first lens
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