
Paper No. 34 

 
 
 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

APPLE INC., 
Petitioner, 

 
v. 
 

COREPHOTONICS, LTD., 
Patent Owner. 
____________ 

 
Case No. IPR2019-00030 
U.S. Patent No. 9,857,568 

____________ 
 
 

PATENT OWNER’S PETITION FOR REVIEW BY THE DIRECTOR 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2019-00030 
U.S. Patent No. 9,857,568 

i 

TABLE OF CONTENTS 

I.	 BACKGROUND ............................................................................ 1	

II.	 THE BOARD ERRONEOUSLY MODIFIED THE OGINO 
REFERENCE’S TOTAL TRACK LENGTH .................................... 3	

III.	 THE BOARD IMPERMISSIBLY MODIFIED OGINO IN LIGHT OF 
A SECOND REFERENCE THAT WAS NOT PART OF THE 
PETITION’S GROUNDS ............................................................... 8	

IV.	 THE BOARD APPLIED NOTHING BUT HINDSIGHT IN 
COMBINING OGINO AND BEICH .............................................. 10	

V.	 THE DIRECTOR SHOULD REVIEW AND REVERSE THE 
BOARD’S FINAL WRITTEN DECISION ...................................... 13	

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2019-00030 
U.S. Patent No. 9,857,568 

ii 

TABLE OF AUTHORITIES 

Cases	

In re Stepan Co., 
868 F.3d 1342 (Fed. Cir. 2017) .......................................................................... 10 

Procter & Gamble Co. v. Teva Phar. USA, Inc., 
566 F.3d 989 (Fed. Cir. 2009) ............................................................................ 10 

Sirona Dental Sys. GmbH v. Institut Straumann AG, 
892 F.3d 1349 (Fed. Cir. 2018) ............................................................................ 4 

United States v. Arthrex, Inc., 
141 S.Ct. 1970 (2021) ............................................................................... 1, 3, 15 

 
Statutes	

5 U.S.C. §§ 3345, et seq. ........................................................................................ 15 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2019-00030 
U.S. Patent No. 9,857,568 

1 

Patent Owner Corephotonics Ltd.. (“Corephotonics”) respectfully requests re-

view by the Director of the Final Written Decision issued by the Board in this matter. 

Pursuant to the Supreme Court’s recent decision in United States v. Arthrex, Inc., 

141 S.Ct. 1970 (2021), such review must be conducted by a principal officer 

properly appointed by the President and confirmed through advice and consent of 

the Senate. This matter has been remanded to the Patent and Trademark Office for 

purposes of requesting such review. Corephotonics submits that the Board’s Final 

Written Decision in this matter must be reviewed and rejected because it impermis-

sibly relied on modification of a prior art reference despite the Petition’s reliance 

solely on explicit disclosure in finding claims 1-4 unpatentable, and it failed to per-

form the proper analysis of the motivation to combine teachings of two references 

in finding obviousness as to challenged claim 5. These actions by the Board require 

that its Final Written Decision of unpatentability be reversed. 

I. BACKGROUND 

The ’568 patent at issue in this proceeding involves innovative camera technol-

ogy for optical zoom lenses that can fit inside a small mobile device (like a mobile 

phone) and provide better performance than prior art lenses. The ’568 patent partic-

ularly involves claims directed to fixed focal-length telephoto lens assemblies that 

have a small total track length (TTL), which influences how thick the mobile device 
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must be to accommodate the lens, a higher effective focal length (EFL), which al-

lows the camera to capture images of distant objects at higher resolution, and a par-

ticular ratio between the optical axis thickness and the edge thickness of the first lens 

element. To achieve such a lens, the ’568 patent teaches the use of multiple individ-

ual lens elements with particular design rules for their shape, thickness, individual 

lens focal length, and material properties. These individual lens elements are com-

bined into an overall lens assembly. Exemplary Figure 1A from the ’568 patent (re-

produced below) shows such a lens assembly with light passing from left to right 

toward an image sensor in the figure. As shown in Figure 1A, the lens assembly also 

includes a rectangular element labeled 112, which is a cover glass over the image 

sensor. This cover glass serves the important function of protecting the sensitive sur-

face of the sensor, and also filters out damaging infrared light before it reaches the 

sensor. 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


