
UNITED STATES PATENT AND TRADEMARK OFFICE 

   

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

   

 

SAMSUNG ELECTRONICS AMERICA, INC. 

Petitioner 

v. 

UNILOC LUXEMBOURG, S.A.1 

Patent Owner 

   

 

IPR2018-01664 

PATENT 8,872,646 

   

 

PATENT OWNER PRELIMINARY RESPONSE TO PETITION 

PURSUANT TO 37 C.F.R. §42.120 

  

                                           

 
1 The owner of this patent is Uniloc 2017 LLC. 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2018-01664 
U.S. Patent 8,872,646 

ii 

Table of Contents 

 

I. INTRODUCTION .................................................................................... 1 

II. THE PETITION SHOULD BE DENIED UNDER 35 U.S.C. § 
325(D) ....................................................................................................... 1 

III. PETITIONER WILL BE ESTOPPED UNDER 35 U.S.C. § 
315(E)(1) ................................................................................................... 4 

IV. THE ’646 PATENT .................................................................................. 5 

V. THE PETITION FAILS TO PROVE OBVIOUSNESS .......................... 6 

A. The Petition fails to resolve the level of ordinary skill in 
the art .............................................................................................. 7 

B. Claim construction .......................................................................... 9 

1. “glitch” ................................................................................. 9 

2. “a change in dominant axis”............................................... 14 

3. “logic to” limitations .......................................................... 14 

C. No obviousness for “determine whether the motion data 
includes one or more glitches” and “remove the one or 
more glitches from the motion data” (claim 20) .......................... 15 

1. Petitioner fails to prove that McMahan’s “error” 
maps onto the claimed “one or more glitches” .................. 15 

2. Petitioner fails to prove that McMahan’s 
“modify” teaching maps onto the claimed 
“remove the one or more glitches from the motion 
data” .................................................................................... 18 

3. Petitioner fails to explain why it would have been 
obvious to a person of ordinary skill in the art to 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2018-01664 
U.S. Patent 8,872,646 

iii 

combine McMahan as proposed ......................................... 20 

D. The Petition Fails to Prove obviousness for dependent 
claim 22 ........................................................................................ 23 

VI. THE CONSTITUTIONALITY OF INTER PARTES REVIEW 
IS THE SUBJECT OF A PENDING APPEAL ..................................... 23 

VII. CONCLUSION ....................................................................................... 24 

 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2018-01664 
U.S. Patent 8,872,646 

1 

I. INTRODUCTION 

Uniloc 2017 LLC (“Uniloc” or “Patent Owner”) submits this Preliminary 

Response to Petition IPR2018-01664 for Inter Partes Review (“Pet.” or “Petition”) 

of United States Patent No. 8,872,646 (“the ’646 patent” or “EX1001”) filed by 

Samsung Electronics American, Inc. (“Petitioner”). The instant Petition should be 

denied in its entirety for the reasons set forth herein. 

II. THE PETITION SHOULD BE DENIED UNDER 35 U.S.C. § 325(d) 

The Board should exercise its discretion under 35 U.S.C. § 314(a) and 35 

U.S.C. § 325(d) to deny this follow-on Petition. Petitioner has previously filed a 

petition against this same patent in IPR2018-01383 on July 11, 2018, which seeks 

joinder to IPR2018-00289. The instant follow-on Petition, filed on September 6, 

2018, acknowledges that Petitioner had filed a previous petition and motion for 

joinder in its IPR2018-01383. Pet. 15 at n.7.  

The Board should exercise its discretion to deny the instant Petition because:  

First, Petitioner was already aware of all of the asserted prior art in the instant 

Petition at the time Petitioner filed the earlier petition in IPR2018-013832. This is 

demonstrably shown by comparing the instant Petition with the previously filed 

petition in IPR2018-01383: 

• In the instant Petition, Petitioner asserts the following five references 

(Pasolini, Goldman, McMahan, Mizell, and Park): 

                                           

 
2 See LG Elecs. Inc. v. Core Wireless Licensing S.A.R.L., IPR2016-00986, Paper 12 
at 6–7 (“LG Elecs.”), Fourth factor. 
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Pet. at 16 (highlighting added). 

• In IPR2018-01383, Petitioner asserted the exact same references: 

 
IPR2018-01383, Paper 1 at 18 (highlighting added). 

Second, as expressly admitted by Petitioner itself, the newly challenged claim 
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