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I. INTRODUCTION 

As authorized by the Board (Paper 8), Petitioners submit this Reply to Patent 

Owner’s argument that a parallel investigation before the International Trade 

Commission (“ITC”) justifies denying institution “for efficiency reasons,” on the 

grounds that IPR would be duplicative of the ITC investigation. Paper 7 at 60-62. 

Patent Owner’s position is meritless, not least because the ITC—unlike the PTAB 

in an IPR—is not “empowered under existing law to set aside a patent as being 

invalid or to render it unenforceable.” Bio-Tech. Gen. Corp. v. Genentech, Inc., 80 

F.3d 1553, 1564 (Fed. Cir. 1996).  

This Board has recently rejected the precise argument advanced by Patent 

Owner. Wirtgen Am., Inc., et al. v. Caterpillar Paving Products Inc., IPR2018-

01202, Paper 10 at 10 (PTAB Jan. 8, 2019). The relevant facts of Wirtgen are 

identical to the present proceeding. In Wirtgen, the patent owner argued that 

“instituting inter partes review would be inefficient and would waste the Board’s 

resources” in view of an ongoing ITC proceeding involving similar invalidity ground 

and with an earlier ruling date. Id. at 9. There—as it should here—the Board soundly 

rejected this argument, stating that the “ITC’s decision in the co-pending 

investigation…does not render our proceeding duplicative or amount to a waste of 

the Board’s resources.” Id. at 10. Finally, Patent Owner’s position amounts to a 

policy where any ITC action filed after an IPR petition is grounds for denying 

institution. Patent Owners, as a general matter of policy, should not be allowed to 
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subvert and avoid the Board’s authority by filing a post-hoc proceeding before the 

ITC. This type of gamesmanship should not be countenanced.  

II. THE BOARD SHOULD INSTITUTE IPR BECAUSE THE ITC 
ACTION INVOLVES DIFFERING REMEDIES, STANDARDS, AND 
INVALIDITY GROUNDS  

Patent Owner erroneously argues that because the same prior art may be at 

issue in both proceedings, “[c]onducting an IPR on that prior art will be repetitive to 

the ITC proceeding.” Paper 7 at 61-62 (emphasis added). But Patent Owner fails to 

appreciate the overt distinctions between these proceedings, including their distinct 

remedies, distinct standards, and differing invalidity grounds that may be pursued.  

A. The IPR is non-duplicative of the ITC proceeding because each 
have different remedies that reflect the different functions of the 
distinct administrative bodies.  

Section 7 of the AIA granted the PTAB authority to review adverse decisions 

of examiners, review appeals of reexaminations, conduct derivation proceedings, 

and conduct IPRs and post-grant reviews—all functions directed to ensuring only 

novel and nonobvious patent claims are deemed valid. AIA § 7. Specific to IPRs, 

this AIA-created proceeding allows a petitioner to “request to cancel as 

unpatentable 1 or more claims of a patent only on a ground that could be raised 

under section 102 or 103.”  35 U.S.C. § 311(b) (emphasis added). Thus, the remedy 

in an IPR proceeding is cancelling challenged claims.  

In contrast, Section 337 of the Tariff Act of 1930, which defines the ITC’s 

authority, was enacted to protect patent owners against infringing imported products. 
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Pursuant to Section 337, the ITC may exclude articles at issue from entry into the 

United States, issue a cease and desist order, and/or issue an order to seize and forfeit 

the articles in violation to the United States. 19 U.S.C. § 1337(d), (f), and (i). But 

the ITC is not “empowered under existing law to set aside a patent as being invalid 

or to render it unenforceable.” Bio-Tech. Gen. Corp, 80 F.3d at 1564 (noting the ITC 

may only “take into consideration [invalidity] defenses and [] make findings thereon 

for the purposes of determining whether section 337 is being violated”); see also 

Wirtgen Am. Inc., et al. v. Caterpillar Paving Products Inc., IPR2018-01201, Paper 

13 at 12 (PTAB Jan. 8, 2019) (Wirtgen II) (confirming this view).1  

B. The IPR is non-duplicative because the ITC applies different claim 
construction standards and burdens of proof.  

For IPR petitions filed before Nov. 13, 2018, like the petition at issue here, 

the Board applies a Broadest Reasonable Interpretation (“BRI”) standard for 

interpreting claim language. 37 C.F.R. § 42.100(b); see also RPX Corp. v. 

Publishing Tech., LLC, IPR2018-01131, Paper 10 at 7-8, n. 6 (PTAB Dec. 3, 2018) 

(noting that Phillips will apply to Petitions filed on or after Nov. 13, 2018, but 

clarifying that “this rule does not apply retroactively”). The ITC, however, uses the 

same claim construction standard used by Article III federal courts (i.e., the Phillips 

                                                        
1 The Senate Report accompanying the Trade Act of 1974 clarified that the 
Commission's primary responsibility is to administer the trade laws, not the patent 
laws. S. Rep. No. 93-1298, 93d Cong.; 2d Sess. (1974) at 197-198.   
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standard). These differing standards justify and may require that parties take 

independent, different positions on claim construction in each forum. Caterpillar, 

Inc. v. Wirtgen Am., Inc., IPR2017-02188, Paper 8 at 12 (PTAB May 23, 2018) 

(holding that different claim construction positions under § 112(6) in a parallel ITC 

investigation are justified). In Caterpillar, the Board noted that the differing legal 

and evidentiary standards may even justify inconsistencies between the fora. Id.  

Further, invalidity in the ITC (for purposes of determining whether a section 

337 violation has occurred) must be proven by clear and convincing evidence. 

Linear Tech. Corp. v. Int'l Trade Comm'n, 566 F.3d 1049, 1066 (Fed. Cir. 2009). 

But, in an IPR proceeding, a petitioner must establish unpatentability only by a 

preponderance of the evidence. 35 U.S.C. § 316(e).  

The differing claim construction standards and burdens of proof have led 

panels in past IPR proceedings to reject ITC findings as not determinative of even 

the same substantive issues in an IPR proceeding. Asustek Computer, Inc., et al. v. 

Avago Technologies General IP (Singapore) Pte. Ltd., IPR2016-00646, Paper 11 at 

20 (PTAB Aug. 22, 2016). It follows that Patent Owner’s request to avoid this IPR 

proceeding in favor of a non-determinative ITC investigation should be rejected. 

C. The IPR is non-duplicative because IPR and ITC proceedings 
permit different invalidity theories and issues.  

IPR proceedings are limited to §§ 102-103 theories based solely on patents or 

printed publications. 35 U.S.C. § 311(b).  By contrast, in the ITC a respondent may 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


