
 
 
 
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

    
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

    
 
 

BLUEHOUSE GLOBAL LTD. 
Petitioner 

 
v. 
 

SEMICONDUCTOR ENERGY LABORATORY CO., LTD., 
Patent Owner 

 
    

 
 

Case IPR2018-01405 
Patent 9,298,057 

 
    

 
 

PATENT OWNER’S 
PRELIMINARY RESPONSE 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2018-01405 
Attorney Docket No: 12732-1925IP1 

 
TABLE OF CONTENTS 

 Pages 

i 

 

  Introduction ...................................................................................................... 1 

  Petitioner’s proposed Grounds 1 and 2 fail to show a reasonable likelihood 
that the challenged claims are obvious over Yamazaki .................................. 2 

A.  Ground 1 - Petitioner’s Alleged Motivation for a Person of Ordinary 
Skill in the Art (POSITA) to Combine Yamazaki’s Embodiments is 
Fatally Flawed ....................................................................................... 4 

i.  Petitioner Fails to Establish “an adequate evidentiary basis” and 
Provide “a satisfactory explanation” that Yamazaki’s Pixel 
Electrode Layer 4030 is a “Metal Pixel Electrode” .................. 10 

ii.  Petitioner Fails to Establish “an adequate evidentiary basis” and 
Provide “a satisfactory explanation” that a POSITA Would 
Have Wanted to Protect Insulating Layer 4021 From Impurities
 ................................................................................................... 17 

iii.  Petitioner Fails to Establish “an adequate evidentiary basis” and 
Provide “a satisfactory explanation” that Yamazaki’s Pixel 
Electrode Layer 4030 Would “react” With Organic Material in 
Layer 4021 ................................................................................ 23 

B.  Ground 2 - Petitioner Provides Only Conclusory Statements as to 
Why a POSITA would be Motivated to Combine the Teachings of 
Morimoto with Yamazaki, Falling Far Short of the Required 
“Reasoned Explanation” to Support Prima Facie Obviousness ......... 27 

i.  Claim 2 ...................................................................................... 27 

ii.  Claim 13 .................................................................................... 29 

  Claim construction ......................................................................................... 34 

  Level of ordinary skill ................................................................................... 35 

  The Flasck statement should be given little or no weight ............................. 35 

A.  Mr. Flasck’s Statement Is Not a Declaration or a Sworn Testimony 
Under 37 C.F.R. §1.68 ........................................................................ 35 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2018-01405 
Attorney Docket No: 12732-1925IP1 

 
TABLE OF CONTENTS (cont’d) 

 Pages 

ii 

B.  Mr. Flasck’s Statement Merely Repeats Attorney Argument ............. 39 

  Conclusion ..................................................................................................... 48 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2018-01405 
Attorney Docket No: 12732-1925IP1 

 
TABLE OF AUTHORITIES 

iii 

 

CASES PAGES 

Apple Inc. v. Chestnut Hill Sound Inc., IPR2015-01464 ......................................... 40 

Ashland Oil, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 294  
(Fed. Cir. 1985) .................................................................................................. 40 

Bumble Bee Foods v. Kowalski, IPR2014-00224 .................................................... 37 

Complex Innovations, LLC v. Astrazeneca AB, IPR2017-00631 .............................. 9 

Corning Inc. v. DSM IP Assets B.V., IPR2013-00048 ............................................. 40 

Fedex v. Katz, CBM2015-00053 ............................................................................. 37 

General Electric Co. v. TAS Energy Inc., IPR2014-00163 ....................................... 9 

General Electric Co. v. TAS Energy Inc., IPR2014-00163 ..................................... 40 

IBM Corporation v. Intellectual Ventures II LLC, IPR2015-01323 .................. 37, 38 

In re Am. Acad. of Sci. Tech Ctr., 367 F.3d 1359, 1368 (Fed. Cir. 2004) ................. 9 

In re Kahn, 441 F.3d 977, 988 (CA Fed. 2006) ......................................................... 3 

In re Magnum Oil Tools Int’l, 829 F.3d 1364, 1380  
(Fed. Cir. 2016) ................................................................................ 16, 23, 26, 39 

In re Nuvasive, Inc., 842 F.3d 1376, 1383 (Fed. Cir. 2016) ..........3, 8, 12, 28, 31, 39 

KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007) .... 3, 4, 8, 12, 18, 19, 25, 29 

Microsoft v. Enfish, No. 2015-1734 at 14-15 (Fed. Cir. Nov. 30, 2016) ................. 29 

Rolls-Royce, PLC v. United Techs. Corp., 603 F.3d 1325, 1339  
(Fed. Cir. 2010) .................................................................................................. 29 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2018-01405 
Attorney Docket No: 12732-1925IP1 

 

iv 
 

STATUTES PAGES 

18 U.S.C. § 1001 ...................................................................................................... 38 

28 U.S.C. § 1746 ...................................................................................................... 38 

35 U.S.C. § 312 ........................................................................................ 2, 17, 23, 26 

35 U.S.C. § 314 ...................................................................................................... 2, 9 

 

REGULATIONS PAGES 

37 C.F.R. § 1.68 ....................................................................................................... 37 

37 C.F.R. § 2.20 ....................................................................................................... 38 

37 C.F.R. § 42.2 ....................................................................................................... 38 

37 C.F.R. § 42.65 ........................................................................................... 9, 21, 24 

37 C.F.R. § 42.53 ..................................................................................................... 38 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


