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Universal Secure Registry LLC (“Patent Owner”) submits this Reply in 

support of its Conditional Motion to Amend, Paper 13 (“MTA”), and in response to 

Petitioner’s Opposition to the MTA, Paper 17 (“Opp.”).  

I. MTA PRESENTS A REASONABLE NUMBER OF CLAIMS 

Title 35 U.S.C. § 316(d) allows PO to file one motion to amend having a 

reasonable number of substitute claims per instituted IPR proceeding. Here, PO’s 

MTA submits one substitute claim for each of challenged claims 1-4, 9, 16, 21-25, 

31, 37, and 38, which is presumptively a reasonable number of substitute claims. See 

37 C.F.R. § 42.121(a)(3).  

Petitioner (“VISA”) complains that if other substitute claims for the ’539 

patent are granted in another currently pending IPR proceeding (IPR2018-00812), 

Petitioner will have had no opportunity to be heard. See Opp. at 2. VISA has no right 

to be heard in a proceeding before this Board for which it is not a petitioner. 

Petitioner also wrongly implies that the present MTA is defective because it does 

not allegedly “explain whether the requested amendments are patentably distinct 

from those sought in the Apple CMTA.” See id. The Rules preclude a patent owner 

from obtaining in any patent a claim that is not patentably distinct from a “finally 

refused or canceled claim.” 37 C.F.R. § 42.73(d)(3)(i). But a claim is not finally 

refused and estoppel does not apply according to § 42.73(d)(3)(i) until the claims at 
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