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l. INTRODUCTION

Visa Inc. and Visa U.S.A. Inc., (together, “Petit@r”) hereby request
review of U.S. Patent No. 8,856,539 to Weiss eff@reinafter “the '539 patent,”
Ex-1001) that issued on October 7, 2014, and igeatly assigned to Universal
Secure Registry LLC (“Patent Owner”). This Peftitbemonstrates that there is a
reasonable likelihood that claims 1-9, 16-31, 3l @8 of the '539 patent are
unpatentable over the cited prior art. Thus, ctais®, 16-31, 37, and 38 of the
'539 patent should be found unpatentable and cadcel

The '539 patent purports to be broadly directed teecure registry system”
involving selective access to information stored idatabase, and a multicharacter
code corresponding to a user with information storethe database. Ex-1001 at
Abstract. Embodiments of the invention disclosgdhe patent involve
anonymous online transactions, such as online pgeshwhere a customer’s credit
card number is disclosed to an authorizing findnogtitution but not the online
merchant, or where the customer’s address is regti¢ala shipper but not the
merchant. Ex-1002, 116. As might be expectedfi¢hed of e-commerce was rife
with disclosure of such systems prior to the M&001 priority date.ld., 17.
The '539 patent’s requirement of a time-varying tichiaracter code representing
an identity of a user such as a customer doesamvey a point of noveltyld.

The use of such time-varying multicharacter codadéntify or authenticate a
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user was well-known, as demonstrated by the namezhtor’'s own prior art
patent disclosures predating the '539 patent by ewar a decade as well as other
prior art disclosing the use of such codes in amgmous transaction contexd.

A. Brief Overview of the '539 Patent

The '539 patent is entitled “Universal Secure Regis Ex-1001. Ina
general sense, the '539 patent is directed to systand methods for providing
controlled access to secure data stored on a d&taisang a time-varying
multicharacter codeSee, e.g.Ex-1001, Abstract, claim 1; Ex-1002, 1Y14-24.eTh
secure registry system is “used to selectively ®yersonal, financial or other
information about a person to authorized user*1@01, 3:5-9.

As the Background section of the '539 patent stdtbsre are times when
the individual may wish to be identified or at leasrified without providing
personal information.”ld., 2:17-19. Identification and authentication maguc¢
for example, when “a person may wish to purchaselg@nd/or services without
publicly providing his/her credit card informatidor fear that the credit card
information may be stolen and used fraudulentlg?, 2:19-22;see alsad., 22-27
(“Likewise, the person may wish to purchase goadsrder goods to be delivered
to an address without revealing the address ted¢hdor.”); Ex-1002, 118.

Patent Owner has characterized the 539 patentested to “an

anonymous identification system that allows useifigation without requiring the

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

user to share personal information with "
. ] . ] User Initiates Purch;Jsé
whomever is requesting verification, g0z
User Enters Secret Code
e.g., allows a person to purchase goqds in Secure 1D
-804
- - - - - ! - - //
without publicly providing credit card Merchant Transmits to USR
(1) Code from Secure ID
. . (2) Store Number
information to the merchant, for fear (3) Amount of Purchase
I /f"’isas
that the credit card information may be | "USR Determines if Code is Valid
808
stolen or used fraudulently.” Ex-1014, [ USR Accesses Use's Creat car
| Information and Transmits to CCC
. - « . ] (1) Credit Card Number
17;see also id.19 (describing “claim (2) Store Number
(3) Amount of Purchase
I
, . . . | p— 810
22’s innovation that allows transaction : ’
CCC Checks Credit Worthiness and
. . . Declines Card or Debits USEI‘:S Account
approval\NIthout pI‘OVIdI ng account and Transfers $ to Merchant's Account
l _—812
identifying information to the CCC Notifies USR of
Result of Transaction
" . . _—814
merchant.”) (emphasis original). -~
USR Notifles Merchant of
Result of Transaction
Consistent with this description, the
FIG. 8

specification discloses “a system for

facilitating purchases without providing financiaformation to the merchant as
set forth in FIG.8.” Ex-1001 at 12:19-54. As sé&ene in Figure 8, a user
(customer) initiates a purchase and provides a twdanerchant, without
providing identifying information or a credit candmber. Id., 12:21-24. The
merchant then sends the purchase request to thersali secure registry system

(USR), which uses the secret code to determineldity of the customer and
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