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Pursuant to 37 C.F.R. § 42.70(a), Patent Owner Qualcomm Incorporated 

(“Qualcomm”) hereby requests an opportunity to present oral argument regarding 

the patentability of the instituted claims of U.S. Patent No. 8,063,674 (“the ’674 

patent”).  

Specifically, Qualcomm plans to present arguments on: 

1. Applicant admitted prior art (“AAPA”) is not proper prior art in inter 

partes review proceedings; 

2. Why claims 8, 9, 12, 13, and 17-21 are not obvious under 35 U.S.C. § 103 

over the alleged AAPA and Majcherczak; 

3. Why claims 16 and 22 are not obvious under 35 U.S.C. § 103 over the 

alleged AAPA, Majcherczak, and Matthews; 

4. Why claims 8, 9, 12, 13, and 16-22 are not obvious under 35 U.S.C. § 103 

over Steinacker, Doyle, and Park; and 

5. Any additional issues on which the Board seeks clarification, or which the 

Board deems necessary for issuing a final written decision. 

Qualcomm requests to use audio/visual equipment to display demonstrative 

exhibits, including the use of a projector and screen for a PowerPoint display.  In 

accordance with the Trial Practice Guide, 77 Fed. Reg. at 48768, Qualcomm will 

contact the Board Trial Division paralegal to discuss this request. 
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Dated: September 18, 2019 
 
 
 

Respectfully submitted, 
 
 
/David B. Cochran/    
David B. Cochran (Reg. No. 39,142) 
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CERTIFICATE OF SERVICE 

 
The undersigned hereby certifies that a copy of the foregoing Patent 

Owner’s Request for Oral Argument was served on September 18, 2019 by email, 

as follows: 

W. Karl Renner 
IPR39521-0053IP2@fr.com 
axf-ptab@fr.com 
 
Thomas A. Rozylowicz 
PTABInbound@fr.com 
rozylowicz@fr.com 
tar@fr.com 
 
Timothy W. Riffe 
PTABInbound@fr.com 
riffe@fr.com 
 
David L. Holt 
holt2@fr.com 
 
Whitney A. Reichel 
wreichel@fr.com 
 

Date:  September 18, 2019 / Joshua R. Nightingale /  
Joshua R. Nightingale, Reg. No. 67,865 
JONES DAY 
500 Grant Street, Suite 4500       
Pittsburgh, PA 15219 
 
Counsel for Patent Owner  
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