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I. Introduction

Petitioner Netflix, Inc.! challenges claims 1-14 of U.S. Patent No. 8,934,535
(“’535 patent”). The Petition presents a single ground for invalidity: that all
challenged claims are obvious based on Imai as the primary reference and Ishii as
the secondary reference. The lynchpin of Petitioner’s theory is combining Imai’s
Fig. 5 embodiment with Ishii’s alleged disclosure of (i) tracking access frequency
and (i1) encoder selection based on access frequency. But as discussed more fully in
this Response, Petitioner’s theory fails because:

e Petitioner’s Imai-Ishii combination depends on applying Ishii’s
“frequency of access” to Imai’s requested digital signals.

e But Petitioner alleges that the claimed “data block™ is satisfied by Imai’s
units of frame, which are not digital signals and in fact created by cutting
the entire digital signal. And the frequency of access of digital signals is
entirely different from the frequency of access of units of frame.

e There is no evidence that that Ishii’s disclosure of frequency of access of
the data block to be compressed is applicable to Imai’s “digital signals”
before data blocks are even created.

e Further, a POSITA would not be motivated to modify Imai’s encoder
selector to account for frequency of access. Nor would a POSITA know
how or be motivated to this given the differences between Imai and Ishii.

! The original Petitioners were Hulu, Inc., Amazon.com, Inc. and Netflix, Inc. On
October 18, 2018, the Board granted the parties’ joint motion to terminate as to
Petitioners Hulu and Amazon.com. Paper 18. Thus, Netflix, Inc. is the only
remaining Petitioner in this proceeding.
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