AOQ 120 (Rev. 08/10)

TO:

Mail Stop 8
Director of the 1.S. Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

[n Complizmee with 35 U.S.C. § 290 and/or 15 U.S.C, § LEI6 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshali Division on the following
[ ‘Trademarks or [A Patents.  { [ the patent action involves 35 U.S.C. §292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:17-cv-424 May 12, 2017 Eastern District of Texas - Marshall Division

PLAINTIFF
BLITZSAFE TEXAS, LLC

DEFENDANT
TATAMOTORS LTD., ET AL.

TRADEN AR, Ok TRAD AT HOLDER OF PATENT OR TRADEMARK
1 7,489,786 February 10, 2009 Blitzsafe Texas, LLC
2 8,155,342 April 10, 2012 Blitzsafe Texas, LLC
3
4
5
tn the above—entitled case, the following patent(s)/ trademark(s) have been included:
WH{ INCLUDED INCLUDED BY
[ Amendment [J Answer [ Cross Bill [ Other Pleading
R K’{\)[IEE\IR‘}?T\I o, %?{[fliiﬁ)];};;,d}ilrjli HOLDER OF PATENT OR TRADEMARK
1
2
3
4
3

In the above-—entitled case. the tollowing decision has been rendered or Judgement issued:

DECISIONAUDGEMENT

CLERK

(BY) DEPUTY CLERK DATE

Copy 1-—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s),

Page 1 of 1462

Copy 3—Upon termination of action, mail this copy to Director
mail this copy to Dirvector  Copy 4—Case file copy
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Case: 4:17-cv-00052-DMB-JMV Doc #: 3 Filed: 05/05/17 1 of 1 PagelD #: 23
AQ 120 {Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 1.S.C. § 290 and/or 15 U.S.C. § [116 you are herchy advised that a court action has heen
filed in the U.S. District Court Northern District of Mississippi on the following
[] Trademarks or [ Patents. ( O the patent action involves 35 U.S.C. § 292y

DOCKET NO. DATE FILED U.S, DISTRICT COURT

4:17-cv-00052-DMB- 4/27/2017 Northern District of Mississippi
PLAINTIFE DEFENDANT

Hawk Technology Systems, LLC Popeyes Louisiana Kitchen, Inc.

PATENT OR DATE, OF PATENT - :
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 RE43462 6/12/2012 Hawk Technology Systems, LLC
2
4
5

In the above-—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
[] Amendment [J Answer [} Cross Bill [J Other Pleading
TRE’SE&T&% o R TRADIAMA HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

In the above—entitied case. the tollowing decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK {BY) DEPUTY CLERK
David Crews,

DATE
5/512017

U

Copy 1—Upon initiation of action, mail this copy to Director  Copy 3—Upon termination of action, mail this copy to Rirector
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy

Page 2 of 1462



Case 2:17-cv-00423-JRG Document 4 Filed 05/12/17 Page 1 of 1 PagelD #: 19

AQ 120 (Rev. 08/10;}

TO:

Mail Stop 8

Birector of the U.S. Patent and Trademark Office
P.O. Box 1456

Alexandria, VA 22313-1456

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.5.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the £astern District of Texas - Marshall Division

on the folowing

7] Trademarks or (X Patents. (] the patent acticn involves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED 1.5, DISTRICT COURT

2:17-cv-423

May 12, 2017

Eastam District of Texas - Marshall Division

PLAINTEFF
BLITZSAFE TEXAS, LLC

DEFENDANT

OPERATIONS, INC,

FATENT OR DATE OF PATENT N :
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
17,489,786 February 10, 2009 Biitzsafe Texas, LLC

2 8,155,342

Aprii 10, 2012

Blitzsafe Texas, LLC

4
5
In the above—entitled case, the foilowing patent(s) trademark(s) have been incinded:
DATE INCLUDED NCLUDED BY
1 Amendment [ Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT N i
TRADEMARK N{O. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i

3

4

5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK

(BY) DEPUTY CLERK

DATE

Copy —Upon initiatien of action, wail this copy te Director
{opy 2—Upen filing decument adding patent(s), mail this copy to Birector

Page 3 of 1462

Copy 3—Upon termination of action, mail this copy te Director
Copy 4-—Case file copy

MAZDA MOTOR CORPORATION and MAZDA MOTOR
OF AMERICA, INC., d/b/a MAZDA NORTH AMERICAN




AQ 120 (Rev. 08410

TO:

Director of the U.S, Patent and Trademark Office

P

Mail Stop 8

.O. Box 1450

Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 13 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the ULS. Distri

et Court

for the Eastern District of Texas - Marshall Division

on the foliowing

[ Trademarks or ﬁ[’atcnts‘ 7 {7 rtjwlhcrp‘;ilcﬁl :;clion involves 335 U\( $202:

DOCKET NO.
2:17-cv-430

DATE FILED
5/15/2017

LS. DISTRICT COURT
for the Eastern District of Texas - Marshall Division

PLAINTIFF
BLITZSAFE TEXAS, LLC

DEFENDANT
MITSUBISHI ELECTRIC CORPORATION, ET AL.

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

I 7,489,786 2/10/2009 BLITZSAFE TEXAS, LLC
2 8,155,342 4/10/2012 BLITZSAFE TEXAS, LLC
3
4
3

[n the above—entitled case, the following patent(s) trademark(s) have been included:

DATE INCLUDED

INCLUDELD BY

[0 Amendment

1 Answer [1 Cross Bill {1 Other Pleading

PATENT OR
IRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

In the above—entitked case, the following decision has been rendered or judgement issued:

DECISION/IUDGEMENT

CLERK

(BY) DEPUTY CLERK

DATE

Copy 1—Upon initiation of action, mail this copy to Director  Copy 3—Upon termination of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director

Page 4 of 1462

Copy +—Case file copy




Case 2:17-cv-00422-JRG Document 10 Filed 05/25/17 Page 1 of 1 PagelD #: 29

AQ 120 (Rev. 08/10;}

TO- Mail Stop 8 REPORT ON THE
’ Birector of the 1.5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1458 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-145¢ TRADEMARK

In Compliance with 35 U.5.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following
7] Trademarks or (X Patents. (] the patent acticn involves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED 1.5, DISTRICT COURT
2:17-cv-422 May 12, 2017 Eastern District of Texas - Marshall Division
PLAINTEFF DEFENDANT
BLITZSAFE TEXAS, LLC DAIMLER AG, ET AL
FATENT OR DATE OF PATENT —— :
TRADEMARK NQO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
17,489,786 February 10, 2009 Biitzsafe Texas, LLC
2 8,155,342 Aprit 10, 2012 Blitzsafe Texas, LLC
4
5
In the above—entitled case, the foilowing patent(s) trademark(s) have been incinded:
DATE INCLUDED INCLUDED BY
1 Amendment [ Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT N :
TRADEMARK N{O. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
i
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy i—Upon initiatien of action, mail this copy to Director  Copy 3—Upon termination of action, mail this copy te Birector
{opy 2—Upen filing decument adding patent(s}, mail this copy to Birector Copy 4-—Case file copy

Page 5 of 1462



Case 2:17-cv-00430-JRG Document 4 Filed 05/15/17 Page 1 of 1 PagelD #: 22

AQ 120 (Rev. 08/10;}

TO- Mail Stop 8 REPORT ON THE
’ Birector of the 1.5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

In Compliance with 35 U.5.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court

7] Patents.

7] Trademarks or

for the Eastern District of Texas - Marshall Division

on the folowing

{ ] the patent action involves 35 U.S.C. § 292

DOCKET NG.
2:17-cv-430

DATE FILED
B5/15/2017

{5, DISTRICT COURT

for the Eastern District of Texas - Marshali Division

PLAINTEFF

BLITZSAFE TEXAS, LLC

DEFENDANT

MITSUBISHI ELECTRIC CORPORATION, ET AL.

PATENT OR DATE OF PATENT —— .
TRADEMARK NQO, OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 7,489,786 2/10/2009 BLITZSAFE TEXASG, LLC
2 8,155,342 4/10/2012 BLITZSAFE TEXAS, LLC
4
5
In the above—entitled case, the foilowing patent(s) trademark(s) have been incinded:
DATE INCLUDED NCLUDED BY
1 Amendment [ Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT N i
TRADEMARK N{O. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
i
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy i—Upon initiatien of action, mail this copy to Director  Copy 3—Upon termination of action, mail this copy te Birector
{opy 2—Upen filing decument adding patent(s}, mail this copy to Birector Copy 4-—Case file copy

Page 6 of 1462



Case 2:17-cv-00418-JRG Document 4 Filed 05/11/17 Page 1 of 1 PagelD #: 24

AQ 120 (Rev. 08/10;}

TO- Mail Stop 8 REPORT ON THE
’ Birector of the 1.5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

In Compliance with 35 U.5.C. § 296 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

7] Trademarks or X Patents. (] the patent action involves 35 U.S.C. § 202.):

DOCKET NG.
2:17-cv-418

DATE FILED
May 11, 2017

U5, DISTRICT COURT
Eastam District of Texas - Marshall Division

PLAINTEFF

BLITZSAFE TEXAS, LLC

DEFENDANT
BAYERISCHE MOTOREN WERKE AG, ET AL.

PATENT OR DATE OF PATENT —— .
TRADEMARK NQO, OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
17,489,786 February 10, 2009 Biitzsafe Texas, LLC
2 8,155,342 Aprit 10, 2012 Blitzsafe Texas, LLC
4
5
In the above—entitled case, the foilowing patent(s)/ trademark(s) have been included:
DATE INCLUDED NCLUDED BY
1 Amendment [ Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT N i
TRADEMARK NO. OR TRAIDEMARK HOLDER OF PATENT OR TRADEMARK
)
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 3—Upon texmination of action, mail this copy te Birector
Copy d-—Case file copy

Copy 1—Upon initiatien of action, mwail this copy to Director
{opy 2—Upen filing decument adding patent(s), mail this copy to Birector

Page 7 of 1462



Case 2:17-cv-00420-JRG Document 4 Filed 05/12/17 Page 1 of 1 PagelD #: 20

AQ 120 (Rev. 08/10;}

TO- Mail Stop 8 REPORT ON THE
’ Birector of the 1.5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1458 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-145¢ TRADEMARK

In Compliance with 35 U.5.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following
7] Trademarks or (X Patents. (] the patent acticn involves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED 1.5, DISTRICT COURT
2:17-cv-420 May 11, 2017 Eastern District of Texas - Marshall Division
PLAINTEFF DEFENDANT
BLITZSAFE TEXAS, LLC ZHEJANG GEELY HOLDING GROUP CO., LTD. ET AL,
FATENT OR DATE OF PATENT —— :
TRADEMARK NQO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
17,489,786 February 10, 2009 Biitzsafe Texas, LLC
2 8,155,342 Aprit 10, 2012 Blitzsafe Texas, LLC
4
5
In the above—entitled case, the foilowing patent(s) trademark(s) have been incinded:
DATE INCLUDED INCLUDED BY
1 Amendment [ Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT N :
TRADEMARK N{O. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
)
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy i—Upon initiatien of action, mail this copy to Director  Copy 3—Upon termination of action, mail this copy te Birector
{opy 2—Upen filing decument adding patent(s}, mail this copy to Birector Copy 4-—Case file copy

Page 8 of 1462



Case 2:17-cv-00421-JRG Document 4 Filed 05/12/17 Page 1 of 1 PagelD #: 20

AQ 120 (Rev. 08/10;}

TO- Mail Stop 8 REPORT ON THE
’ Birector of the 1.5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

In Compliance with 35 U.5.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

7] Trademarks or (X Patents. (] the patent acticn involves 35 U.S.C. § 202.):

DOCKET NO.
2:17-cv-421

DATE FILED
May 11, 2017

U5, DISTRICT COURT
Eastam District of Texas - Marshall Division

PLAINTEFF

BLITZSAFE TEXAS, LLC

DEFENDANT
SUBARU CORPORATION, ET AL

PATENT OR DATE OF PATENT —— .
TRADEMARK NQO, OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
17,489,786 February 10, 2009 Biitzaafe Texas, LLO
2 8,155,342 Aprit 10, 2012 Blitzsafe Texas, LLC
4
5
In the above—entitled case, the foilowing patent(s) trademark(s) have been incinded:
DATE INCLUDED NCLUDED BY
1 Amendment [ Answer [ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT N i
TRADEMARK N{O. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
i
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 3—Upon termination of action, mail this copy te Director
Copy 4-—Case file copy

Copy —Upon initiatien of action, wail this copy te Director
{opy 2—Upen filing decument adding patent(s), mail this copy to Birector

Page 9 of 1462



Case 2:17-cv-00424-JRG Document 4 Filed 05/12/17 Page 1 of 1 PagelD #: 20

AQ 120 (Rev. 08/10;}

TO- Mail Stop 8 REPORT ON THE
’ Birector of the 1.5, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1458 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1456 TRADEMARK

In Compliance with 35 U.5.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division on the following

7] Trademarks or (X Patents. (] the patent acticn involves 35 U.S.C. § 202.):

DOCKET NO.
2:17-cv-424

DATE FILED
May 12, 2017

U5, DISTRICT COURT
Eastam District of Texas - Marshall Division

PLAINTEFF

BLITZSAFE TEXAS, LLC

DEFENDANT
TATAMOTORS LTD,, ET AL

FATENT OR DATE OF PATENT N :
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
17,489,786 February 10, 2009 Biitzsafe Texas, LLC

2 8,155,342

Aprii 10, 2012

Blitzsafe Texas, LLC

In the above—entitled case, the foilowing patent(s) trademark(s) have been incinded:

DATE INCLUDED

INCLUDED BY

1 Ameundment

[ Answer [ Cross Bill [] Other Pleading

PATENT OR

TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

03

[

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 3—Upon termination of action, mail this copy te Director
Copy 4-—Case file copy

Copy —Upon initiatien of action, wail this copy te Director
{opy 2—Upen filing decument adding patent(s), mail this copy to Birector

Page 10 of 1462



AQ 120 (Rev, D810)

TO:

Mail Stop 8

Director of the U.S. Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.8.C. § 290 and/or 15 U.S.C. § 1116 you are hereby udvised that a court action has been

filed in the U.S. District Court for the Eastern District of Texas - Marshall Division
(& Patents.  ( [ the patent action involves 35 U.S.C. §292.):

[ Trademarks or

on the following

DOCKET NO.,
2:17-cv-422

DATE FILED
May 12, 2017

LS, DISTRICT COURT
Eastern District of Texas - Marshall Division

PLAINTIFF
BLITZSAFE TEXAS, LL.C

DEFENDANT
DAIMLER AG, ET AL.

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

| 7,489,786 February 10, 2009 Blitzsafe Texas, LLC
2 8,155,342 April 10, 2012 Biitzsafe Texas, LLC
3
4
5

In the above—-cntitled case, the following patent(s) trademark(s) have been included:

DATE INCLUDED

INCLUDED BY

] Amendment

[ Answer O Cross Bill [ Other Pleading

PATENT OR
TRADEMARK NO.

DATLE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

[5%]

h

In the above-—cntitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

CLERK

DATE

(BY) DEPUTY CLERK

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing decument adding patent(s)

Page 11 of 1462

, maijl this copy to Director

Copy 3—Uipen termination of action, mail this copy te Director
Copy 4—Case file copy




AQ 120 (Rev 08/10)

TOr

Mail Stop 8

Director of the U.5, Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that 4 court action has been

ftled in the U.S. District Court for the Eastern District of Texas - Marshall Division

[ Frademarks or

on the following

[A Patents, ¢ Dlhc patent action involves 33 US.C.§ 292

DOCKET NO.
2.17-cv-418

DATE FILED
May 11, 2017

U.S. DISTRICT COURT
Eastern District of Texas - Marshall Division

PLAINTIFE
BLITZSAFE TEXAS, LLC

DEFENDANT
BAYERISCHE MOTOREN WERKE AG, ET AL.

PATENT OR
TRADEMARK NO,

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

b 7,489,786

February 10, 2009

Blitzsafe Texas, LLC

2 8,155,342

April 10, 2012

Blitzsafe Texas, LLC

3

3

In the above—entitled case, the following patent(s) trademark(s) have been included:

DATE INCLUDED INCLUDED BY

[ Amendment ] Answer [ Cross Bil {J Other Pleading

PATENT OR DATE OF PATEN . A TN (T T A T .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

In the above—entitled case, the tollowing decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—LUpen initiation of action, mail this copy to Director  Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file cop¥

Page 12 of 1462



AO 120 (Rev. 08/10)

TO:

Mail Stop 8

Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court

] Trademarks or

Eastern District of Texas - Marshall Division

on the following

[ Patents.

( [J the patent action involves 35 U.S.C. § 292.):

DOCKET NO.
2:17-CV-105

DATE FILED
2/3/12017

U.S. DISTRICT COURT o
Eastern District of Texas - Marshall Division

PLAINTIFF
Blitzsafe Texas, LLC

DEFENDANT
Robert Bosdh LLC and Robert Bosch GmbH

TR/E?)I{%E\IR(IQRN o. [)Ox?{lfR(fL;;ﬁ:El(r HOLDER OF PATENT OR TRADEMARK
I 7,489,786 2/10/2009 Blitzsafe Texas LLC
2 8,155,342 B2 4/10/2012 Blitzsafe Texas, LLC
3
4
5

In the above—entitled case, the following patent(s)/ irademark(s) have been included:

DATE INCLUDED

INCLUDED BY

[ Amendment

[ Cross Bill [0 Other Pleading

] Answer

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

w

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK

(BY) DEPUTY CLERK

DATE

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

Page 13 of 1462

Copy 3—Upon termination of action, mail this copy to Director
Copy 4—Case file copy




CaSast 1516+ T273RIRBIRSFOADomeNneA68 Filed 02/08/183 Page 1 of 1 PagelD #: 38296

AO 120 (Rev. 08/10)

TO:

Mail Stop 8

Director of the U.S. Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court
[ Patents.

[] Trademarks or

Eastern District of Texas, Marshall Division

on the following

( [ the patent action involves 35 U.S.C. § 292.):

DOCKET NO.
2:15-cv-01274-JRG

DATE FILED
7/16/2015

U.S. DISTRICT COURT
Eastern District of Texas, Marshall Division

PLAINTIFF

BLITZSAFE TEXAS, LLC

DEFENDANT
HONDA MOTOR CO., LTD., et al.

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

1 U.S. No. 7,489,786

2/10/2009

BLITZSAFE TEXAS, LLC

2 U.S. No. 8,155,342

4/10/2012

BLITZSAFE TEXAS, LLC

3

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED

INCLUDED BY

[0 Amendment

] Answer O Cross Bill [0 Other Pleading

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

it is hereby ORDERED that all claims and causes of action asserted by Plaintiff Blitzsafe in this action again
Defendants Honda Motor Co., Ltd. and the U.S. Honda Defendants, and all Counterclaims filed by the U.S
Honda Defendants against Plaintiff Blitzsafe, are hereby dismissed with prejudice

St

CLERK

N

(BY) DEPUTY CLERK
Nakisha Love

DATE

4/4/17

Copy 1—Upon initiation of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

Page 14 of 1462

Copy 3—Upon termination of action, mail this copy to Director
Copy 4—Case file copy



Case 2 15 a7 IR RGP [pmumestit2l  FRicst AABIE A 11 aif 11 PRy [D#E: 6581

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[] Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:15-cv-01276-JRG 7/16/2015 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT
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PATENT OR DATE OF PATENT
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In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
ORDER OF DISMISSAL
CLERK (BY) DEPUTY CLERK DATE
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AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[] Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:15-cv-01277-JRG 7/16/2015 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT
BLITZSAFE TEXAS, LLC TOYOTA MOTOR CORPORATION, et al.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 U.S. No. 7,489,786 2/10/2009 BLITZSAFE TEXAS, LLC
2 U.S. No. 8,155,342 4/10/2012 BLITZSAFE TEXAS, LLC
3
4
5
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment ] Answer O Cross Bill [0 Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
ORDERED that all claims and causes of action asserted by Plaintiff Blitzsafe in this action against Defendants
Toyota and all Counterclaims filed by Toyota against Plaintiff Blitzsafe are hereby dismissed with prejudice.
CLERK ) (BY) DEPUTY CLERK DATE
T A, O ek Nakisha Love 2/21/17

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Trials@uspto.gov Paper 28
Tel: 571-272-7822 - Entered: February 21, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TOYOTA MOTOR CORPORATION,
Petitioner,

V.

BLITZSAFE TEXAS, LLC,
Patent Owner.

Case IPR2016-00421
Patent 7,489,786 B2

Before JAMESON LEE, MIRIAM L. QUINN, and KERRY BEGLEY,
Administrative Patent Judges.

LEE, Administrative Patent Judge.

JUDGMENT
Joint Motion to Terminate
37CFR §42.72
On February 17, 2017, the parties filed a joint motion to terminate this
inter partes review with respect to both Petitioner and Patent Owner, on the
basis that they have settled. Paper 26, 1. Also on February 17, 2017, the

parties filed a copy of their written settlement agreement covering Patent
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No. 7,489,786 B2 involved in this inter partes review (Ex. 2001), and a joint
request to have their settlement agreement treated as business confidential
information under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c) (Paper 27).

Under 35 U.S.C. § 317(a), “[a]n inter partes review ins_tituted under
this chapter shall be terminated with respect to any petitioner upon the joint
request of the petitioner and patent owner, unless the Office has decided the
merits of the proceeding before the request for termination is filed.” The
requirement for terminating this proceeding with respect to Petitioner is met.

Under 35 U.S.C. § 317(a), “If no petitioner remains in the inter partes
review, the Office may terminate the review or proceed to a final written
decision under section 318(a).” Toyota Motor Corporation is the sole
petitioner in this proceeding. The Board has discretion to terminate this
proceeding with respect to Blitzsafe Texas, LLC as Patent Owner.

In this proceeding, all substantive papers have been filed by the
parties, and we have ordered that no oral hearing will be held. Paper 25. A
final written decision is expected by July 7, 2017, one year from institution
of trial on July 7, 2016. In the joint motion, the parties indicate that they
have settled their related district court action involving Patent No. 7,489,786
B2 and have moved before the district court for dismissal of the action.
Paper 26, 1. They also indicate that they have agreed to seek termination of
this inter partes review proceeding. Id.

In the circumstances of this case, particularly in light of the fact that a

final written decision is not due until more than four months from now, we
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determine that termination with respect to both Petitioner and Patent Owner
is appropriate.

It is

ORDERED that the joint motion to terminate IPR2016-00421 both as
to Petitioner and Patent Owner is granted, and that this inter partes review is
hereby terminated as to all parties including Toyota Motor Corporation as
Petitioner and Blitzsafe Texas, LLC as Patent Owner; and

FURTHER ORDERED that the parties’ joint request (Paper 27) to
have their settlement agreement (Exhibit 2001) treated as business
confidential information under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c)

is also granted.

PETITIONER:

William H. Mandir
John F. Rabena

Brian K. Shelton
Sughrue Mion PLLC
wmandir@sughrue.com
jrabena@sughrue.com
bshelton@sughrue.com

PATENT OWNER:

Peter Lambrianakos
Brown Rudnick LLP
plambrianakos@brownrudnick.com
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Trials@uspto.gov Paper No. 7
571-272-7822 Filed: February 2, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

AMERICAN HONDA MOTOR CO., INC.,
Petitioner,

V.

BLITZSAFE TEXAS, LLC,
Patent Owner.

Case IPR2016-01472
Patent 7,489,786 B2

Before JAMESON LEE, MIRIAM L. QUINN, and KERRY BEGLEY,
Administrative Patent Judges.

LEE, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
37CHR §42.108
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I. INTRODUCTION

A.  Background

On July 21, 2016, Petitioner filed a Petition (Paper 1, “Pet.”) to
institute inter partes review of claims 1, 5-8, 10, 14, 57, 60—62, 64, and 65
of U.S. Patent No. 7,489,786 B2 (Ex. 1001, “the 786 patent”). On
November 15, 2016, Patent Owner filed a Preliminary Response (Paper 6,
“Prelim. Resp.”).

To institute an inter partes review, we must determine that the
information presented in the Petition shows “that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” 35 U.S.C. § 314(a). Having considered
both the Petition and the Preliminary Response, we determine that Petitioner
has not demonstrated a reasonable likelihood that it would prevail in
establishing the unpatentability of any of claims 1, 5-8, 10, 14, 57, 60-62,
64, and 65. We do not institute an inter partes review of any claim of the
”786 patent.

B.  Related Matters

Petitioner indicates that the *786 patent was asserted by Patent Owner
against Petitioner in Blitzsafe Texas, LLC v. Honda Motor Co., Ltd. et al.,
No. 2:15-cv-1274 (E.D. Tex.). Pet. 2. The parties indicate that the
786 patent is the subject of four other actions in the Eastern District of
Texas. Pet. 58-59; Paper 3, 1. The parties further indicate that the
>786 patent is the subject of two concluded matters in the District of New
Jersey. Pet. 59; Paper 3,2. The *786 patent also is the subject patent in
these inter partes review proceedings: IPR2016-00421, IPR2016-00422,
IPR2016-01448, and IPR2016-01477. U.S. Patent No. 8,155,342 B2 is a
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related patent, and that related patent is involved in IPR2016-00118,
IPR2016-00418, IPR2016-00419, IPR2016-01445, IPR2016-01449,
IPR2016-01473, IPR2016-01476, IPR2016-01533, IPR2016-01557, and
IPR2016-01560.

C.  The ’786 Patent
The *786 patent is titled “Audio Device Integration System.”
Ex. 1001, (54). The Abstract portion of the Specification explains:

[O]ne or more after-market audio devices, such as a CD player,
CD changer, MP3 player, satellite receiver, DAB receiver, or the
like, is integrated for use with an existing OEM or after-market
car stereo system, wherein control commands can be issued at
the car stereo and responsive data from the audio device can be
displayed on the stereo.

Id. at Abstr.
In the Background of the Invention portion of the Specification, a
problem with which the *786 patent is concerned is described as follows:

A particular problem with integrating after-market audio
systems with existing car stereos is that signals generated by the
car stereo is in a proprietary format, and is not capable of being
processed by the after-market system. Additionally, signals
generated by the after-market system are also in a proprietary
format that is not recognizable by the car stereo. Thus, in order
to integrate after-market systems with car stereos, it is necessary
to convert signals between such systems.

Id at 1:36—44. In the Summary of the Invention portion of the
Specification, it is stated:

The commands generated at the control panel [of a car stereo]
are received by the present invention and converted into a format
recognizable by the after-market audio device. The formatted
commands are executed by the audio device, and audio therefrom
is channeled to the car stereo. Information from the audio device
is received by the present invention, converted into a format

Page 22 of 1462



IPR2016-01472
Patent 7,489,786 B2

recognizable by the car stereo, and forwarded to the car stereo
for display thereby.

Ex. 1001, 2:35-42.
The °786 patent describes:

Control commands generated at the car stereo are received,
processed, converted into a format recognizable by the audio
device, and dispatched to the audio device for execution.
Information from the audio device, including track, disc, song,
station, time, and other information, is received, processed,
converted into a format recognizable by the car stereo, and
dispatched to the car stereo for display thereon.

Id  Additional auxiliary sources also may be integrated together, and “a user
can select between the [audio] device or the one or more auxiliary input
sources by issuing selection commands through the car stereo.” Id.

Figures 2A—2C are reproduced below:

FIG. 2A FIG. 28 FI6. 2C
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Figure 2A illustrates an embodiment integrating a CD player with the car
stereo; Figure 2B illustrates an embodiment integrating a MP3 player with a
car stereo; and Figure 2C illustrates an embodiment integrating a satellite or
DARB receiver with a car stereo. Id. at 3:14-23. A more versatile

embodiment is shown in Figure 1:
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Figure 1 illustrates an embodiment integrating a CD player, a MP3 player,
and a satellite radio or DAB receiver, and a number of auxiliary input
sources with a car stereo. Ex. 1001, 3:12-13. As shown in the above
figures, central to the >786 patent is an “interface” positioned between the
car stereo and the audio device(s) and auxiliary input(s) being integrated.
With specific regard to Figure 2B, the *786 patent describes:

The interface 20 allows data and audio signals to be exchanged
between the MP3 player 30 and the car radio 10, and processes
and formats signals accordingly so that instructions and data
from the radio 10 are processable by the MP3 player 30, and vice
versa. Operational commands, such as track selection, pause,
play, stop, fast forward, rewind, and other commands, are entered
via the control panel buttons 14 of car radio 10, processed by the
interface 20, and formatted for execution by the MP3 player 30.
Data from the MP3 player, such as track, time, and song
information, is received by Lhe interface 20, processed theteby,
and sent to the radio 10 for display on display 13. Audio from
MP3 player 30 is selectively forwarded by the interface 20 to the
radio 10 for playing.

Id. at 6:11-24. Similar description is provided with respect to Figures 2A
and 2C. Id at 5:49-55, 6:35-43.
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Of all of the challenged claims, claims 1 and 57 are the only
independent claims. Claim 1 is directed to a system that connects an
after-market audio device as well as one or more auxiliary input sources to a
car stereo. Claim 1 recites a first connector electrically connectable to a car
stereo, a second connector electrically connectable to an after-market device,
and a third connector electrically connectable to one or more auxiliary input
sources. Ex. 1001, 21:33-38. Claim 1 also recites an interface connected
between the first and second electrical connectors, and that the interface
includes a microcontroller pre-programmed to execute:

a first pre-programmed code portion for remotely controlling the
after-market audio device using the car stereo by receiving a
control command from the car stereo through said first
connector in a format incompatible with the after-market
audio device, processing the received control command into
a formatted command compatible with the after-market audio
device, and transmitting the formatted command to the
after-market audio device through said second connector for
execution by the after-market audio device;

a second pre-programmed code portion for receiving data from
the after-market audio device through said second connector
in a format incompatible with the car stereo, processing the
received data into formatted data compatible with the car
stereo, and transmitting the formatted data to the car stereo
through said first connector for display by the car stereo; and

a third pre-programmed code portion for switching to one or
more auxiliary input sources connected to said third electrical
connector.

Id at 21:44-64.
Claim 57 is directed to a systcm including an interface that connects a
portable MP3 player to a car stereo. Unlike claim 1, claim 57 does not

require the additional connection of the car stereo to one or more auxiliary
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input sources. Claim 57 also does not require conversion of data from a
format incompatible with the car stereo to a format compatible with the car
stereo. But claim 57 requires the generation, within the interface, of a
device presence signal that is transmitted to the car stereo to maintain the car
stereo in an operational state. Claim 57 is reproduced below:

57. An audio device integration system comprising:
a first electrical connector connectable to a car stereo;

a second electrical connector connectable to a portable MP3
player external to the car stereo

an interface connected between said first and second electrical
connectors for transmitting audio from a portable MP3 player
to a car stereo, said interface including a microcontroller in
electrical communication with said first and second electrical
connectors,

said microcontroller pre-programmed to execute:

a first pre-programmed code portion for generating a
device presence signal and transmitting the signal to
the car stereo to maintain the car stereo in an
operational state; and

a second pre-programmed code portion for remotely
controlling the MP3 player using the car stereo by
receiving a control command from the car stereo
through said first electrical connector in a format
incompatible with the MP3 player, processing the
control command into a formatted control command
compatible with the MP3 playcr, and transitling
the formatted control command to the MP3 player
through said second electrical connector for
execution by the MP3 player.

Ex. 1001, 26:13-37.
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D.

Petitioner relies on the following references:

Evidence Relied Upon

Reference Date Exhibit
Bhogal U.S. Patent No. 6,629,197 B1 | Sept. 30, 2001, | Ex. 1004
filed
Nov. 3, 2000
Berry U.S. Patent No. 6,559,773 B1 | May 6, 2003, | Ex. 1005
filed
Dec. 21, 1999
Onishi Japanese Patent Application May 11,2001 | Ex. 1006
Publication 2001-128280"
Ohmura U.S. Patent Application Oct. 11,2001 | Ex. 1008
Publication 2001/0028717 A1 |~
Okagaki EPO Patent Application Nov. 3, 1999 | Ex. 1009
Publication EP 0 953 486 A2
Owens U.S. Patent Application July 4, 2002 Ex. 1010
Publication 2002/0084910 A1
JP 9542 Japanese Utility Model Jan. 31,1995 | Ex. 1011
Application Publication
H7-6954
Knobl U.S. Patent Application Sept. 27,2001 | Ex. 1013
Publication 2001/0025376 Al

Petitioner also relies on the Declaration of James T. Geier. Ex. 1014.

I All citations to specific content of Onishi refers to its English translation

(Ex. 1007).

2 All citations to specific content of JP°954 refer to its English translation

(Ex. 1012).
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E. The Asserted Grounds

Petitioner asserts the following grounds of unpatentability:

Claim(s) Challenged Basis References
57,60, 61, 64, and 65 § 103(a) | Bhogal, Berry, and Onishi
62 § 103(a) | Bhogal, Berry, Onishi, and Ohmura
64 and 65 § 103(a) | Bhogal, Berry, Onishi, and Okagaki
1,6,7, 10, and 14 § 103(a) | Bhogal, Onishi, and Owens
5 § 103(a) | Bhogal, Onishi, Owens, and Berry
8 § 103(a) | Bhogal, Onishi, Owens, and Ohmura
10 § 103(a) | Bhogal, Onishi, Owens, and Knobl
;;13,671’ 10,14, 57, 60, § 103(31) JP ’954, Onishi, and Owens
5 § 103(a) | JP 954, Onishi, Owens, and Berry
8 and 62 § 103(a) | JP °954, Onishi, Owens, and Ohmura
64 and 65 § 103(a) | JP 954, Onishi, Owens, and Okagaki

II. ANALYSIS

The question of obviousness is resolved on the basis of underlying

factual determinations including: (1) the scope and content of the prior art;

(2) any differences between the claimed subject matter and the prior art;

(3) the level of ordinary skill in the art; and (4) objective evidence of
nonobviousness. Graham v. John Deere Co.,383 U.S. 1, 17-18 (1966).

One seeking to establish obviousness based on more than one reference also
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must articulate sufficient reasoning with rational underpinning to combine
teachings. See KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007).

With regard to the level of ordinary skill in the art, we determine that
no express finding is necessary, on this record, and that the level of ordinary
skill in the art is reflected by the prior art of record. See Okajima v.
Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In re GPAC Inc., 57 F.3d
1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579 F.2d 86, 91 (CCPA 1978).

A.  Claim Construction

In an inter partes review, claim terms in an unexpired patent are
interpreted according to their broadest reasonable construction in light of the
specification of the patent in which they appear. 37 C.F.R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 214246 (2016).
Consistent with that standard, claim terms also are given their ordinary and
customary meaning, as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. See In re Translogic Tech., Inc.,
504 F.3d 1249, 1257 (Fed. Cir. 2007). There are, however, two exceptions
to that rule: “1) when a patentee sets out a definition and acts as his own
lexicographer,” and “2) when the patentee disavows the full scope of a claim
term either in the specification or during prosecution.” Thorner v. Sony
Computer Entm’t Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012).

If an inventor acts as his or her own lexicographer, the definition must
be set forth in the specification with reasonable clarity, deliberateness, and
precision. Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d 1243,
1249 (Fed. Cir. 1998). It is improper to add into a claim an extraneous
limitation, i.e., one that is added wholly apart from any need for the addition.

See, e.g., Hoganas AB v. Dresser Indus., Inc., 9 F.3d 948, 950 (Fed. Cir.

10
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1993); E.I. du Pont de Nemours & Co. v. Phillips Petroleum Co., 849 F.2d
1430, 1433 (Fed. Cir. 1988). Although it is improper to read a limitation
from the specification into the claims, In re Van Geuns, 988 F.2d 1181, 1184
(Fed. Cir. 1993), claims still must be read in view of the specification of
which they are a part. Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d
1340, 1347 (Fed. Cir. 2004).

Only terms which are in controversy need to be cohstrued, and only to
the extent necessary to resolve the controversy. See Wellman, Inc. v.
Eastman Chem. Co., 642 F.3d 1355, 1361 (Fed. Cir. 2011); Vivid Techs.,
Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

1. “portable”

Independent claim 57 recites a portable MP3 player. It may be that
the term requires no express construction, and simply would be understood
by one with ordinary skill in the art. We note that even the *786 patent itself
and Bhogal, both using the term “portable” in their written description, do
not provide a definition therefor. Nevertheless, an express construction is
helpful to this proceeding. We construe “portable,” in the context of the
>786 patent, as meaning capable of being carried by a user.?

2. “interface”

Each of independent claims 1 and 57 recites an “interface.” Claims 1

and 57 each tequire the interface to be connected between a first electrical

3 This is the same construction provided by the Board in IPR2015-00421
when instituting trial in that proceeding. Both Petitioner and Patent Owner
have urged that that construction be adopted in this proceeding. Pet. 9;
Prelim. Resp. 3.

11
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connector and a second electrical connector, where the first connector is
connectable to a car stereo and the second connector is connectable to an
after-market audio device (claim 1), or a portable MP3 player (claim 57).
Also, claim 57 recites that the interface is “for transmitting audio from
a portable MP3 player to a car stereo”; and claim 1 recites that the interface
is “for channeling audio signals to the car stereo from the after-market audio
device.” With regard to an “interface,” the Specification states: “Thus, as
can be readily appreciated, the interface 20 of thé present invention allows
for the integration of a multitude of devices and inputs with an OEM or
after-market car radio or stereo.” Ex. 1001, 5:33-36. “As mentioned earlier,
the interface 20 of the present invention allows for a plurality of disparate
audio devices to be integrated with an existing car radio for use therewith.”
Id. at 6:4-17.

Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for displaying on display 13. Audio from
the MP3 player 30 is selectively forwarded by the interface 20 to
the radio 10 for playing.

Id. at 6:19-24. Thus, the Specification refers to the interface receiving
information from an audio device and forwarding information to the car
stereo, and to the interface allowing integration of a plurality of disparate
audio devices with a car radio.

During prosecution, the Applicants of the 786 patent distinguished
U.S. Patent 6,993,615 B2 (“Falcon”)* in part by arguing that the reference

4 Falcon discloses a portable computing device connectable to a car stereo
through an interface configurable within the portable computing device.
Ex. 3001, Abstr.

12
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failed to disclose an interface connected between a car stereo system and an
external audio source. Ex. 1002, 267. Specifically, in distinguishing the
invention from Falcon, Applicants stated: “[Falcon’s graphical user
interface] is an entirely different concept than the interface of the present
invention, which includes a physical interface device connected between a
car stereo system and an external audio source (e.g., a plurality of auxiliary
input sources).” Id.

Construing the term “interface” in light of the Specification, other
language in the claims, as well as the prosecution history of the 786 patent,
we determine that—interface is a physical unit that connects one device to
another and that has a functional and structural identity separate from that
of both connected devices.’

In the specific context of claim 1, the connected devices are the car
stereo and an after-market device. In the specific context of claim 57, the
connected devices are the car stereo and a portable device. Each of claims 1
and 57 further requires the interface to include a microcontroller.

3. “device presence signal”

Claim 57 requires within the interface a microcontroller having a first
pre-programmed code portion “for generating a device presence signal and
transmitting the signal to the car stereo to maintain the car stereo in an
operational state.” (Emphasis added). Claim 6 depends from claim 1 and

further recites: “wherein said interface generates a device presence signal

5 This is the same construction provided by the Board in IPR2015-00421
when instituting trial in that proceeding. Both Petitioner and Patent Owner
have urged that that construction be adopted in this proceeding. Pet. 9,
Prelim. Resp. 3.

13

Page 32 of 1462



IPR2016-01472

Patent 7,489,786 B2

for maintaining the car stereo in a state responsive to processed data and
audio signals.” A description of “device presence signal” is contained in the
Specification in the discussion of an embodiment that is for connecting a CD
player to the car stereo:

Beginning in step 110, a signal is generated by the present
invention indicating that a CD player/changer is present, and the
signal is continuously transmitted to the car stereo. Importantly,
this signal prevents the car stereo from shutting off, entering a
sleep mode, or otherwise being unresponsive to signals and/or
data from an external source.

Ex. 1001, 12:29-35. All other disclosed embodiments, whether they are for
connecting an MP3 player or an auxiliary device to the car stereo, refer back
to the above-quoted description of the device presence signal. Id. at 13:15-
18, 13:62—65, 14:48-51, 15:35-38, 16:12-15, 16:57-60.

We construe “device presence signal,” as a signal indicating that an

audio device, other than the car stereo, is connected to the interface.®

B.  Alleged Obviousness of Claims 1, 5-8, 10, 14, 57,
6062, 64, and 65 over Prior Art Including Bhogal

Seven of Petitioner’s eleven alleged grounds of unpatentability rely in
part on Bhogal. Because these seven grounds share a common deficiency
with respect to Petitioner’s application of Bhogal to meet a limitation
regarding the “interface” recited in independent claims 1 and 57,7 we group

them for discussion purposes. We determine that Petitioner has not shown a

6 This is essentially the same construction as that provided by the Board in
IPR2015-00421 when instituting trial in that proceeding. Both Petitioner
and Patent Owner have urged that that construction be adopted in this
proceeding. Pet. 9, Prelim. Resp. 3.

" Claims 5-8, 10, and 14 depend, directly or indirectly, from claiml, and
claims 60-62, 64, and 65 depend, directly or indirectly, from claim 57.

14
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reasonable likelihood that it would prevail in establishing unpatentability of
any claim on the basis of any alleged ground of patentability relying in part
on Bhogal.
1. Bhogal

Bhogal is titled “Method and System for Storing Digital Audio Data
and Emulating Multiple CD-Changer Units.” Ex. 1004, (54). With regard
to a problem that it addresses, Bhogal describes:

Typically, CD-changer units and car stereo units are
designed so that they are compatible only if they are made by the
same manufacturer. In other words, CD-changers and car stereos
usually have a proprietary interface, and no industry standard
currently exists for interfacing different makes of CD-changers
and car stereos.

Id at 4:57-62. To solve that problem, Bhogal provides a digital audio unit
that is capable of emulating the operation of multiple CD-changers. Id.

at 3:10-13. Regarding which one of many CD-changers to emulate, Bhogal
describes:

In one case, the digital audio unit can detect a control signal
[from a car stereo] for a CD-changer unit and then automatically
select the type of CD-changer unit to be emulated based on the
detected control signal. In a second case, the digital audio unit
can receive a user selection for selecting a type of CD-changer
unit to be emulated. The softcopy digital audio files stored within
the digital audio unit are thereby accessed through the controls
and commands for a CD-changer unit.

Ex. 1004, 3:13-20 (emphasis added). Bhogal describes that by emulating
the operations of multiple types of CD-changer units, a single digital audio
unit can be inserted in many different digital audio systems, “thereby

extending the functionality of a digital audio system to include storage of
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softcopy digital audio files that may be accessed through controls and
commands for a CD-changer unit.” Id. at Abstr.

Figure 2 of Bhogal is reproduced below:

200 \
CAR STEREO UNIT DIGITAL AUDIO STORAGE AND CD-CHANGER
202 CD-CHANGER EMULATOR UNIT UNIT
: 208 204
USER DIGITAL AUDIO
CONTROLS FILES CD-ROM's
208 22 210

Figure 2 illustrates an embodiment of Bhogal’s audio system. /d.
at 3:31-33. Emulator 206 is connected between car stereo 202 and actual
CD-changer 204. Id. at 5:11-16. Emulator 206 contains digital audio
files 212, organized as virtual CD-ROMs, that may be accessed by a user
through the car stereo. Id. at 5:39—42. Bhogal describes that, in one
embodiment, “the emulator unit may be positioned in an independent
docking station that accepts portable electronics, possibly in a standard
manner such that the docking station also accepts other types of MP3
players.” Id. at 5:61-64 (emphasis added). When the emulator is not in the
docking station, the car stereo and the actual CD-exchanger may operate
together. Id. at 5:65-67.

Bhogal describes that, in a preferred embodiment, emulator 206 is a
portable device. Id. at 6:18-21. Bhogal also describes that the emulator
may connect to a personal computer in many different ways, including by
use of “serial, Universal Serial Bus (USB), or parallel I/O connections, in a

manner similar to that found on other types of commercially available

16

Page 35 of 1462



IPR2016-01472
Patent 7,489,786 B2

portable digital audio devices.” Id. at 6:32—40. Music files may be
downloaded from any external source and stored within a digital audio file
database within the emulator. Id. at 6:40—45. Bhogal thus provides access
to softcopy digital audio files. In that regard, Bhogal states:

By recognizing the demand for softcopy digital audio files
and the issue of backward compatibility, the present invention
takes advantage of the interface between stereo units and
CD-changer units to implement a methodology for providing
access to softcopy digital files. The present invention emulates
the CD-changer interface, which is usually a hardware interface
for providing access to hardcopy digital audio files stored on CDs
that are stored within the CD-changer, so that a stereo unit using
the CD-changer interface can access softcopy digital audio files
through its CD-changer interface.

Id. at 4:63-5:6. The softcopy digital audio files are organized as virtual
CD-ROMs. Id. at 5:39-43. Additionally, the existing functionality of the
actual CD-changer is not eliminated. In that connection, Bhogal states: “In
addition, the present invention enables a CD-changer to ‘piggyback’ on a
digital audio device containing the present invention so that the current
jukebox functionality of storing and accessing CDs within a CD-changer is
still available.” Id. at 5:6—-10. In summary, Bhogal states:

By emulating the operations of multiple types of CD-changer
units, the present invention enables a single digital audio device
to be inserted in many different configurations of digital audio
systems. The present invention thereby extends the functionality
of a digital audio system to include storage of softcopy digital
audio files that may be accessed through controls and commands
for a CD-changer unit.

Id. at 9:65-10:5.
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2. Independent Claims 1 and 57
For reasons discussed below, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing unpatentability of either
claim 1 or claim 57 on any ground of obviousness relying in part on Bhogal.

a)  pre-programmed code portion for remotely
controlling an audio device or MP3 player
(claims 1 and 57)

Claim 1 requires a microcontroller within the interface to execute a
pre-programmed code portion that is:

for remotely controlling the after-market audio device using the
car stereo by receiving a control command from the car stereo
through said first electrical connector in a format incompatible
with the after-market audio device, processing the received
control command into a formatted command compatible with the
after-market device, and transmitting the formatted command to
the after-market device through said second connector for
execution by the after-market audio device.

Ex. 1001, 21:45-54. Claim 57 includes a similar limitation that differs from
the above-quoted limitation of claim 1 by reciting a portable MP3 player
instead of an after-market audio device. Id. at 22:28-37. Thus, claim 1
pertains to a car stereo remotely controlling an after-market audio device,
and claim 57 pertains to a car stereo remotely controlling a portable MP3
player.

Tor this rcmote control aspect of claims 1 and 57, and aside from the
specific requirement of a portable MP3 player of claim 57, Petitioner relies
on Bhogal’s disclosure. Bhogal pertains to an actual CD-changer and an
emulator unit that emulates CD-changers, as discussed above.

According to Petitioner, Bhogal discloses the above-noted limitation

for remotely controlling the audio device that is connected to the interface.
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Pet. 19. Petitioner’s argument is as follows:

Bhogal explains that typically, car stereos are designed to
communicate only with CD-changers made by the same
manufacturer. Ex. 1004, at 4:57-62. The emulator unit in
Bhogal contains a “CD-changer unit specification database 312”
which “contains operational information about various models of
CD-changer units and the manner in which emulator unit 302 can
interface with a particular type of CD-changer unit.” Id. at 7:1-
4, FIG. 3. A signal/command interpreter unit 314 inside the
emulator unit monitors for signals and commands from the car
stereo intended for the selected type of CD-changer. Id. at 7:12—
24. For example, when a user of the car stereo presses controls
on the car stereo for changing CDs or for obtaining information
about CDs, the emulator unit captures the commands and
“performs appropriate processing.” Id. at 8:21-26. In doing so,
the emulator unit “operates in a particular manner that is
compatible with the CD-changer to which the emulator unit is
connected.” Id. at 7:7-11. See Geier Decl., Ex. 1014, § 53-55.

Id

The argument is unpersuasive. None of the cited disclosure and
explanations, as presented by Petitioner, pertains to remotely controlling an
audio device that is connected to Bhogal’s emulator unit. The operations
identified by Petitioner support the emulator unit’s role as an emulator,
where the emulator interprets commands from the car stereo intended for an
actual CD-changer, and uses the interpreted commands to access audio data
files within the emulator itself that are organized as virtual CD-ROMs.

The claim limitation requires receiving a control command from the
car stereo in a format incompatible with the connected audio device,
processing it into a formatted control command that is compatible with the
audio device, and transmitting the formatted command to the audio device.

Petitioner has not identified any disclosure in Bhogal that describes

19

Page 38 of 1462



IPR2016-01472

Patent 7,489,786 B2

transmitting such a converted command to the connected audio device to
control the audio device remotely.

There is an operation mode of the emulator called “pass-thru mode” in
which the emulator passes commands from the car stereo to the audio device
that is connected. Ex. 1004, 7:36—46. However, as described in Bhogal, the
“pass-thru mode” does not involve any conversion of a command from a
format that is incompatible with the connected audio device to a format that
is compatible with the connected audio device. Id. In Bhogal, the car stereo
and the actual CD-changer already. communicate with each other
compatibly, without the need for an intermediate interface to do any
conversion of signals. As discussed above, Bhogal describes that when the
emulator is not in the docking station, the car stereo and the actual CD-
exchanger may operate together. Id. at 5:65-67.

In addition, there is an operation mode of the emulator called
“end-unit” mode, in which the emulator replaces the CD-changer entirely
and itself emulates the presence of the CD-changer. Id. at 7:47—49. Nothing
in that mode of operation involves conversion of any command to be sent to
the CD-changer to control the CD-changer remotely.

There also is an operation mode of the emulator called “combination
mode,” in which the emulator also reads tracks and track information from
the actual CD-changer unit connected to it, “to create virtual CDs with tracks
from both sources.” Id. at 8:4-20. Petitioner identifies no disclosure in
Bhogal that any conversion is performed on car stereo commands that are
incompatible with the actual CD-changer to make them compatible with the
CD-changer, much less transmitting such converted commands to the

CD-changer to effect remote control of the CD-changer by the car stereo.
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As noted above, the car stereo and the actual CD-changer already
communicate with each other compatibly without need for an intermediate
interface to do any conversion. Petitioner’s reference to Bhogal’s
“processing” alone is insufficient to persuade us that Bhogal discloses the
required conversion.

The foregoing reason alone constitutes sufficient basis to conclude
that Petitioner has not shown reasonable likelihood that it would prevail in
establishing unpatentability of any challenged claim on any ground based in
part on Bhogal. We discuss below an additional deficiency with respect to
claim 1 and claims dependent thereon, and an additional deficiency with
respect to claim 57 and claims dependent thereon.

b)  receiving, processing, transmitting data, and
converting data from incompatible format to
compatible format (claim 1)

Claim 1 further requires the microcontroller within the interface to
have a pre-programmed code portion that is:

for receiving data from the after-market audio device through
said second connector in a format incompatible with the car
stereo, processing the received data into formatted data
compatible with the car stereo, and transmitting the formatted
data to the car stereo through said first connector for display by
the car stereo.

Ex. 1001, 21:55-61. According to Petitioner, Bhogal discloses format
conversion of the display data from the CD-changer unit for display on the
car stereo. Pet. 22, 32. Specifically, Petitioner argues: “Because the car
stereo [of Bhogal] is designed to communicate using proprietary formats, see
[Ex. 1004,] 4:57-62, the emulator unit generates data ‘in the necessary
format’ to be sent to the car stereo.” Pet. 22. Petitioner’s argument is

unpersuasive.
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Petitioner cites no disclosure in Bhogal to the effect that data from the
actual CD-changer is originally incompatible with the car stereo and requires
a conversion in format to be compatible with and thus understood by the car
stereo. Petitioner also cites no disclosure in Bhogal to the effect that any
such data conversion is performed by the emulator unit of Bhogal. Although
there is a necessary format for data from the audio device to be understood
by the car stereo, Petitioner identifies no disclosure in Bhogal that indicates
the car stereo and the audio device do not already share the same format
without involvement of the emulator.

As discussed above, Bhogal describes that when the emulator is not in
the docking station, the car stereo and the actual CD-exchanger may operate
together. Ex. 1004, 5:65-67. Also, although the emulator has a “pass-thru
mode,” operation in the pass-thru mode does not involve any conversion of
data from a format that is incompatible with the car stereo to a format that is
compatible with the car stereo. Id. at 7:36—46. As noted above, in the
context of Bhogal, the car stereo and the audio device already communicate
with each other compatibly without need for an interface to do any
conversion of signals.

c) generating and transmitting a device presence
signal (claim 57) '

Claim 57 further requires the microcontroller within the interface to
have a pre-programmed code portion that is “for generating a device
presence signal and transmitting the signal to the car stereo to maintain the
car stereo in an operational state.” Ex. 1001, 26:22-26. According to
Petitioner, neither Bhogal nor Berry discloses this limitation regarding the
generation and transmission of a device presence signal, but Onishi does.

Pet. 19-21. Specifically, Petitioner explains as follows:
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Onishi discloses an on-vehicle audio device 50 (a car stereo) that
includes a source selector 63. Ex. 1007, at [0060], [0063],
FIG. 5. Source selector 63 accepts audio signals input from the
on-vehicle device’s tuner and CD player, as well as audio signals
received by the on-vehicle device’s AUX input terminal 55. Id.
at [0064], FIG. 5. A system controller 60 in the on-vehicle
device controls which of these audio signals is selected by the
source selector and output through speakers. Id. at [0065].
Onishi describes at least two methods for the system
controller 60 to detect that an AUX device is present. In one
method, the system controller recognizes display information
DD received from the AUX device through AUX input
terminal 55. Id. at [0082]. In another method, the AUX input
terminal 55 contains a voltage detector. /d. at [0083]. Based on
the voltage detection, the system controller 60 determines if an
AUX device is present. Id When the AUX device has been
detected, “a control is performed” (i.e., a device presence signal
is sent) to the source selector 63 to select the AUX input as the
audio source. Id. at [0084], FIG. 6 (S105). Consequently, analog
audio signals from the MD player/recorder are output as sound
from the vehicle speakers, id. at [0085], FIG. 6 (S106), and the
car stereo is maintained in an operational state.

Id. at 19-20 (emphasis added).

Petitioner’s explanation is misdirected and unpersuasive. The term
“device presence signal” has been construed as a signal indicating that an
audio device, other than the car stereo, is connected to the interface. The
construction is the same as that urged by Petitioner. Pet. 9. Petitioner’s
above-quoted explanation does not support its assertion that Onishi
discloses the generation of a device presence signal and transmitting that
signal to the car stereo. Figure 5 of Onishi, as referenced by Petitioner, is

reproduced below:
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Figure 5 is a block diagram illustrating an internal configuration of an
embodiment of the on-vehicle audio device of Onishi. Ex. 1007, 14.

As explained by Petitioner, the on-vehicle audio device, e.g., car
stereo, detects the presence of an auxiliary device not by receiving a device
presence signal, but by itself detecting the presence of an auxiliary device.
Mere presence of data on an input line does not satisfy the requirements of a
device presence signal as we have construed the term. For instance, the
data could be received directly from an auxiliary device and not through an
interface to which the auxiliary device is connected. According to claim 57,
it is the microcontroller within the interface that has to generate the device

presence signal and to transmit that device presence signal to the car stereo.
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Also, what Petitioner identifies as a device presence signal actually is a
control signal the on-vehicle audio device sends to an internal source
selector, after it already has recognized that an auxiliary device is present,
in order to select that auxiliary device as input. Id. { 84.

Thus, Petitioner has not made a sufficient showing that Onishi
discloses the generation of a device presence signal from outside of the car
stereo and transmission of that signal to the car stereo. It follows, also, that
Petitioner has not made a sufficient showing that Onishi’s alleged teaching
regarding the generation of a device presence signal and transmission of
that signal to the car stereo, when applied to JP *954, results in satisfaction
of claim 57’s limitation directed to a device presence signal.

3. Dependent Claims 5-8, 10, 14, 6062, 64, and 65

Each of claims 5-8, 10, 14, 60—62, 64, and 65 depends directly or
indirectly from either claim 1 or 57. The deficiencies noted above with
regard to claims 1 and 57 carry through to the claims depending therefrom.
Accordingly, Petitioner has not shown a reasonable likelihood that it would
prevail in establishing unpatentability of any of claims 5-8, 10, 14, 6062,
64, and 65 on any alleged ground of obviousness relying in part on Bhogal.

C.  Alleged Obviousness of Claims 1, 6, 7, 10, 14, 57,
60, and 61 as Obvious over JP ’954, Onishi, and Owens

Tor reasous discussed below, we determine that Petitioner has not
shown a reasonable likelihood that it would prevail in establishing
unpatentability of any of claims 1, 6, 7, 10, 14, 57, 60, and 61 as obvious
over JP’954, Onishi, and Owens.
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1. JP °954

JP ’954 is directed to solving the problem of equipment
incompatibility, in the environment of automotive audio equipment, between
a main unit made by one company and a CD changer made by another
company. Ex. 1012, Abstr. Specifically, JP 954 describes the
disadvantages associated with prior art systems as follows:

When installing an audio device in a vehicle on the
occasion of a vehicle purchase, it is common for a so-called
“basic” main unit to be installed. If one were to subsequently
attempt to add a CD changer capable of automatically changing
and playing a plurality of loaded CDs, prior to now it would have
been necessary to purchase and install a model produced by the
same manufacturer as the “basic” main unit, as the format of
signals connecting the respective devices vary from
manufacturer to manufacturer. Furthermore, if a user had
installed both of these devices produced by the same
manufacturer, and at a later point wished to upgrade the main
unit to, for example, a model produced by company A, it would
have been necessary for the same reason to also purchase a new
CD changer made by company A.

Id 2. JP 954 describes its objective as: “to make it possible to add a CD
changer made by company B to a main unit made by company A, as well as
to add a CD changer made by company A to a main unit made by

company B.” Id. § 3. JP ’954 achieves that objective by providing an
interface unit as noted helow:

(PROBLEM) Provide an interface unit for automotive audio
equipment that renders possible the addition of a CD changer
made by company B to a main unit made by company A as well
as the addition of a CD changer made by company A to a main
unit made by company B.

Ex. 1012, Abstr. JP 954 summarizes its interface unit as follows:
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(MEANS FOR SOLVING) The [interface] unit is constituted
by splitting signals into three systems, namely a control system,
audio system and power system, and providing a conversion
circuit for each of these systems.

Id. Figure 1 of JP ’954 is reproduced below:

(Fig. 1)

1

/ 4\__{ {

cD L

chan ﬁj H. U
ger

Figure 1 illustrates a block diagram of the structure of the audio system

according to JP ’954. Id. § 6. Interface unit 1 “converts the format of the
signal that links the CD changer 2 and the main unit 3, etc.” Id. Interface
unit 1 links main unit 3 and CD changer 2, and is provided with control
system conversion portion 4, audio system conversion portion 5, and power
conversion portion 6. Id. at Abstr. Control conversion portion 4 is for the
bus line, clock control signal, etc.; audio conversion portion 5 is for the

audio signal; and power conversion portion 6 is for the power supply. Id.

q6.
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Figure 2 of JP *954 is reproduced below:

(Fig. 2) -
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Figure 2 illustrates control system conversion portion 4. Id. 7.
Microcomputer 4a is provided to convert and unify different signal formats
between the CD changer and the main unit. /d.

Figure 4 is reproduced below:
(Fig. 4)
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Figure 4 illustrates audio system conversion portion 5. Id. § 11. It includes

differential amplifiers 5a and 5b and amplifiers 5¢ and 5d. /d.

JP ’954 states: “[a]lthough one embodiment example was described
above, to expand the range of available inter-company format conversions, a
switch can be provided on the microcomputer 4a to enable application to
various models using a connection adapter between the CD changer and

main unit. Id. § 10.
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2. Claims 57, 60, and 61

As noted above, claim 57 requires the microcontroller within the
interface to have a pre-programmed code portion that is “for generating a
device presence signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state.” Ex. 1001, 26:22-26.
According to Petitioner, Onishi discloses this limitation. Pet. 52-53.
Specifically, Petitioner refers back to and incorporates its discussion of this
limitation of claim 57 in the context of its assertion that claim 57 is
unpatentable as obvious over Bhogal, Berry, and Onishi. Id. at 52.

For the same reasons discussed above, in the alleged obviousness of
claim 57 over Bhogal, Berry, and Onishi, Petitioner has not made an
adequate showing that Onishi discloses the generation of a device presence
signal and transmitting that signal to the car stereo. The same deficiency
carries through to claim 60 which depends from claim 57, and to claim 61
which depends from claim 60.

Accordingly, Petitioner has not shown a reasonable likelihood that it
would prevail in establishing unpatentability of any of claims 57, 60, and 61
as obvious over JP ’954, Onishi, and Owens.

3. Claim 1

For reasons discussed below, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing unpatentability of claim 1 as
obvious over JP ’954, Onishi, and Owens.

a)  receiving, processing, transmitting data, and
converting data from incompatible format to
compatible format

Claim 1 requires a microcontroller within the interface to execute a

pre-programmed code portion that is:
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for receiving data from the after-market audio device through
said second connector in a format incompatible with the car
stereo, processing the received data into formatted data
compatible with the car stereo, and transmitting the formatted
data to the car stereo through said first connector for display by
the car stereo.

Ex. 1001, 21:55-61 (emphasis added). The same microcontroller also has to
execute a pre-programmed code portion that 1s:

for remotely controlling the after-market audio device using the
car stereo by receiving a control command from the car stereo
through said first electrical connector in a format incompatible
with the after-market audio device, processing the received
control command into a formatted command compatible with the
after-market device, and transmitting the formatted command to
the after-market device through said second connector for
execution by the after-market audio device.

Id. at21:45-54.

Petitioner first accounts for the control command conversion or
remote control limitation of claim 1, by referring to control system
conversion 4 of JP °954. Pet. 44-45. In that regard, Figure 2 of JP ’954 is

again reproduced below:

(Fig. 2)
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Figure 2 illustrates control system conversion portion 4. Ex. 1012 § 7.
Petitioner explains:

The control signals converted by control conversion portion 4
include incoming signals from the main unit on “Data in” line
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4g, which are converted and forwarded to the CD changer via
“Data out” line 2c. Id at FIG. 2; Geier Decl., Ex. 1004, at
99 133-34. The control conversion portion 4 also converts
“operational status” data such as “PLAY, FWD, BWD, etc.”
received from the CD changer via “Data in” line 2a and forward
such data to the main unit via “Data out” line 4f. JP ’954,
Ex. 1012, at (0008), (0009), FIG. 2. The ability of the interface
unit to convert signal formats make it possible for a CD changer
and a main unit made by different companies to communicate.
Id. at (0005). See also Geier Decl., Ex. 1014, at ] 145—46.

Pet. 44-45.

Then, to satisfy the limitation about converting data and sending
converted data for display in the car stereo, Petitioner cites to Onishi and
interface unit 1 of JP °954. Petitioner explains:

Onishi teaches that once the MD recorder/player is connected to
the on-vehicle audio device, information from the MD
recorder/player can be transmitted to and displayed by display
unit 53 on the on-vehicle audio device (car stereo). Ex. 1007, at
[0030], [0073]. This information reflects the track being played
back, such as “track number,” “track name,” and “playback
progress time.” Id. at [0086].

Pet. 45.

As shown by Onishi, it was a known technique to display on the
car stereo information relating to an audio track being played,
including information on the playback progress time, so that the
user of the car stereo could be informed about status of playback.
See Onishi, Ex. 1007, at [0030], [0073], [0086]; Geier Decl,, Ex.
1014, 91 147-49. JP ’954 recognized the need to inform the car
stereo of “operational status” data of the after-market device. See
Ex. 1012, at (0009). It would have been obvious for a person of
ordinary skill in the art at the time of the filing of the *786 patent
to modify the interfuce unit of JP 954 to include the feature of
processing and forwarding operational data such as time and
track information to the car stereo to display. Geier Decl.,
Ex. 1014, § 149. Such modification would have resulted in the
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predictable improvement of allowing the interface unit to provide
more information to the user. /d.

Id. at 45-46 (emphasis added).

Patent Owner responds and argues as follows:

Essentially Petitioner argues that because transmitting data from
media players was known, it would have been obvious to
implement it in JP °954. This argument is woefully short of a
proper obviousness analysis. First, Petitioner does not address
the analysis set forth by the Board [in [PR2016-00421 (Paper
13)], particularly that “conversion portion 4 in interface unit 1 is
for communicating and converting control signals, not any data
for display on a car stereo, such as song title and artist
information.” Petitioner does not identify which microprocessor
should include the pre-programmed code portion, particularly in
light of the fact that conversion portion 4 is not meant for sending
data, such as title and artist information, to the head unit.

PO Resp. 24-25.

We find the above-quoted arguments of Petitioner to be deficient and
the above-quoted arguments of Patent Owner to be persuasive. Petitioner
fails to make a sufficient distinction between interface unit 1 of JP *954
and control system conversion portion 4 within interface unit 1 of JP *954.
Even assuming that, in light of Onishi, it would have been obvious to one
with ordinary skill to send song and artist information back to the car
stereo for display, Petitioner, in order to demonstrate that claim 1 would
have been obvious, has to address why it would havc been obvious to one
with ordinary skill in the art to use control system conversion portion 4,
and in particular microcomputer 4a within control system conversion
portion 4, in JP *954 to perform that task. Interface unit 1 of JP ’054 is not

just control system conversion portion 4. Rather, it also includes audio
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system conversion portion 5 and power conversion portion 6, as is shown

in its Figure 1 reproduced below:

(Fig. 1)
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Figure 1 illustrates a block diagram of the structure of the audio system
according to JP *954. Ex. 1012 § 6.

Petitioner fails to account for why one with ordinary skill in the art
would have modified control system conversion portion 4, specifically, and
not something else, to add the functionality of sending song and artist
information back to the car stereo for display. The omission is significant
because we understand that control system conversion portion 4 of JP *954
relates to operational control and status of the CD-changer, and time and
track information of songs do not reflect the operational status of the CD-
changer but the content of the music being played or to be playéd. We
recognize that microcomputer 4a sends back to the car stereo operational
status of the CD-changer. But operational status data relate to operational
control of the CD-changer, and are not information about songs and artists.
Also, JP ’954 does not describe that operational status data are for display at
the car stereo. On this record, Petitioner has not provided reasoning with
rational underpinning to support its conclusion that one with ordinary skill in

the art would have selected microcomputer 4a in control system conversion
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portion 4 of JP *954 to perform data conversion of song and artist
information to send back to the car stereo for display.
b)  switching to one or more auxiliary input sources

Claim 1 further requires the microcontroller within the interface to
execute a pre-programmed code portion that is “for switching to one or more
auxiliary input source connected to said third electrical connector.”
Petitioner acknowledges that neither JP *954 nor Onishi discloses this
limitation but asserts that Owens does. Pet. 46. Petitioner states:

Owens discloses an auxiliary input source such as VCR 44,
tuner 46, or game station 48, which is connectable to A/V source
selector 40. Ex. 1010, at [0025], [0026], [0009], FIG. 7. Owens
also discloses a microprocessor that performs switching to one
or more auxiliary input sources as required in claim 1. Id.
at [0034]; Geier Decl., Ex. 1014, §{ 151-152.

Id. at 47. Figure 7 of Owens is reproduced below:
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Figure 7 of Owens illustrates a schematic diagram of an embodiment

according to Owens. Ex. 1010, Fig. 7. Petitioner regards the A/V interface
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module and A/V source selector in Owens as an interface between the car
stereo and multiple audio or video devices. Pet. 48.

Petitioner argues:

As shown in Owens, it was well-known in the art to use devices
like the A/V interface module and A/V source selector of Owens
to provide an interface to serially connect multiple audio or
video devices to a car stereo. Geier Decl., Ex. 1014, 99 154-57.
Such a configuration would allow consumers to obtain a car
stereo without a large initial investment and gradually buy and
add additional modules to accommodate additional input
sources. See Owens, Ex. 1009, at [0008]; Geier Decl., Ex. 1014,
9 157. As such, modifying the interface unit taught by JP *954,
in view of Onishi, to permit one or more auxiliary audio or video
sources, other than the after-market CD-changer unit, to be
connected to a car stereo, and to configure the microprocessor
inside JP ’954°s interface unit to be able to switch between
(claim 1) and channel audio from (claim 14) those auxiliary
sources, would have resulted in the predictable improvement of
increasing the utility and versatility of the interface unit. Id. at
9 158.

Id. Petitioner’s argument is unpersuasive.

It is not adequately explained by Petitioner why one with ordinary
skill in the art would have chosen microcomputer 4a within control system
conversion portion 4 of interface unit 1 within JP 954 to perform source
switching. Petitioner’s explanation is conclusory. The explanation also is
without rational underpinning. For instance, microcomputer 4a in JP ’954
does not itself perform all of the communication between the car stereo and
the connected CD-changer. Some of the communication are conducted
through audio system conversion portion 5. Ex. 1012, Abstr., Fig. 1. Also,
in Owens, the processor that performs source selecting or switching is
located within the car stereo. Ex. 1010 § 33-34, Fig. 9. Petitioner does not

explain why that location would have been moved to within control system
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conversion portion 4 in JP *954, which is disposed in a link dedicated to a
single audio or auxiliary device. For these reasons, Petitioner’s stated
rationale to combine teachings to arrive at the claim limitation pertaining to
source switching is conclusory, illogical, and lacks a rational underpinning.
4. Claims 6, 7, 10, and 14

Claims 6, 7, 10, and 14 each depend, directly or indirectly, from
claim 1, and thus incorporate all of the limitations of claim 1. The
deficiencies discussed above in the context of claim 1 carry through to each
of dependent claims 6, 7, 10, and 14. In addition, we note that claim 6
further recites: “wherein said interface generates a device presence signal
for maintaining the car stereo in a state responsive to processed data and
audio signals.” Petitioner’s arguments with regard to the limitation added by
claim 6 are deficient for the same reasons discussed above, which explain
why Petitioner’s arguments are deficient with regard to the limitation in
claim 57 that requires the microcontroller to execute a pre-programmed code
portion “for generating a device presence signal and transmitting the signal
to the car stereo to maintain the car stereo in an operational state.”

Petitioner has not shown a reasonable likelihood that it would prevail
in establishing unpatentability of any of claims 6, 7, 10, and 14 as obvious

over JP ’954, Onishi, and Owens.

D.  Alleged Obviousness of Claim 5
over JP ’954, Onishi, Owens, and Berry

Claim 5 depends from claim 1 and further recites: “wherein said
interface further comprises a plug-and-play mode for automatically detecting

device type of the after-market audio device connected to said second
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electrical connector and integrating the after-market audio device based
upon the device type.”

Petitioner’s addition of Berry does not cure the deficiencies discussed
above in the context of the alleged ground of unpatentability of claim 1 over
JP °954, Onishi, and Owens. Accordingly, Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability

of claim 5 as obvious over JP 954, Onishi, Owens, and Berry.

E.  Alleged Obviousness of Claims 8 and 62
over JP ’954, Onishi, Owens, and Ohmura

Claim 8 depends directly from claim 1. Claim 62 depends indirectly
from claim 57. Petitioner’s addition of Ohmura does not cure the
deficiencies d'iscussed above in the context of the alleged ground of
unpatentability of claims 1 and 57 over JP 954, Onishi, and Owens.
Accordingly, Petitioner has not shown a reasonable likelihood that it would
prevail in establishing the unpatentability of either claim 64 or claim 65 as

obvious over JP ’954, Onishi, Owens, and Ohmura.

F. Alleged Obviousness of Claims 64 and 65
over JP ’954, Onishi, Owens, and Okagaki

Claim 64 depends from claim 57. Claim 65 depends from claim 64.
Petitioner’s addition of Okagaki does not cure the deficiencies discussed
ahove in the context of the alleged ground of unpatentability of claun 57
over JP °954, Onishi, and Owens. Accordingly, Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability
of either claim 64 or claim 65 as obvious over JP *954, Onishi, Owens, and

Okagaki.
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II. CONCLUSION

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 57, 60, 61, 64,
and 65 as obvious over Bhogal, Berry, and Onishi.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 62 as obvious over
Bhogal, Berry, Onishi, and Ohmura.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of either claim 64 or claim 65 as
obvious over Bhogal, Berry, Onishi, and Okagaki.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 6, 7, 10, and 14
as obvious over Bhogal, Onishi, and Owens.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 5 as obvious over Bhogal,
Onishi, Owens, and Berry.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 8 as obvious over Bhogal,
Onishi, Owens, and Ohmura.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 10 as obvious over
Bhogal, Onishi, Owens, and Knobl.

~ Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 1, 6, 7, 10, 14, 57, 60,

and 61 as obvious over JP ’954, Onishi, and Owens.
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Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 5 as obvious over
JP ’954, Onishi, Owens, and Berry.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 8 and 62 as obvious over
JP ’954, Onishi, Owens, and Ohmura.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 64 and 65 as obvious
over JP 954, Onishi, Owens, and Okagaki.

IV. ORDER

It is

ORDERED that the Petition is denied, and no trial is instituted with
respect to any claim of U.S. Patent No. 7,489,786 B2 on any alleged ground
of unpatentability.
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I. INTRODUCTION

A.  Background

On July 21, 2016, Petitioner filed a Petition (Paper 1, “Pet.”) to
institute inter partes review of claims 1, 5-8, 10, 14, 57, 60-62, 64, and 65
of U.S. Patent No. 7,489,786 B2 (Ex. 1001, “the *786 patent”). On
November 15, 2016, Patent Owner filed a Preliminary Response (Paper 6,
“Prelim. Resp.”).

To institute an inter partes review, we must determine that the
information presented in the Petition shows “that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” 35 U.S.C. § 314(a). Having considered
both the Petition and the Preliminary Response, we determine that Petitioner
has not demonstrated a reasonable likelihood that it would prevail in
establishing the unpatentability of any of claims 1, 5-8, 10, 14, 57, 60-62,
64, and 65. We do not institute an inter partes review of any claim of the
786 patent.

B.  Related Matters

Petitioner indicates that the 786 patent was asserted by Patent Owner
against Petitioner in Blitzsafe Texas, LLC v. Honda Motor Co., Ltd. et al.,
No. 2:15-cv-1274 (E.D. Tex.). Pet. 2. The parties indicate that the
’786 patent is the subject of four other actions in the Eastern District of
Texas. Pet. 58-59; Paper 3, 1. The parties further indicate that the
>786 patent is the subject of two concluded matters in the District of New
Jersey. Pet. 59; Paper 3, 2. The *786 patent also is the subject patent in
these inter partes review proceedings: IPR2016-00421, IPR2016-00422,
IPR2016-01448, and IPR2016-01477. U.S. Patent No. 8,155,342 B2 is a
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related patent, and that related patent is involved in IPR2016-00118,
IPR2016-00418, IPR2016-00419, IPR2016-01445, IPR2016-01449,
IPR2016-01473, IPR2016-01476, IPR2016-01533, IPR2016-01557, and
IPR2016-01560.

C.  The ’786 Patent
The *786 patent is titled “Audio Device Integration System.”
Ex. 1001, (54). The Abstract portion of the Specification explains:

[O]ne or more after-market audio devices, such as a CD player,
CD changer, MP3 player, satellite receiver, DAB receiver, or the
like, is integrated for use with an existing OEM or after-market
car stereo system, wherein control commands can be issued at
the car stereo and responsive data from the audio device can be
displayed on the stereo.

Id. at Abstr.
In the Background of the Invention portion of the Specification, a
problem with which the *786 patent is concerned is described as follows:

A particular problem with integrating after-market audio
systems with existing car stereos is that signals generated by the
car stereo is in a proprietary format, and is not capable of being
processed by the after-market system. Additionally, signals
generated by the after-market system are also in a proprietary
format that is not recognizable by the car stereo. Thus, in order
to integrate after-market systems with car stereos, it is necessary
to convert signals between such systems.

1d. at 1:36—44. In the Summary ot the Invention portion of the
Specification, it is stated:

The commands generated at the control panel [of a car stereo]
are received by the present invention and converted into a format
recognizable by the after-market audio device. The formatted
commands are executed by the audio device, and audio therefrom
is channeled to the car stereo. Information from the audio device
is received by the present invention, converted into a format
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recognizable by the car stereo, and forwarded to the car stereo
for display thereby.

Ex. 1001, 2:35-42.
The *786 patent describes:

Control commands generated at the car stereo are received,
processed, converted into a format recognizable by the audio
device, and dispatched to the audio device for execution.
Information from the audio device, including track, disc, song,
station, time, and other information, is received, processed,
converted into a format recognizable by the car stereo, and
dispatched to the car stereo for display thereon.

Id. Additional auxiliary sources also may be integrated together, and “a user
can select between the [audio] device or the one or more auxiliary input
sources by issuing selection commands through the car stereo.” Id.

Figures 2A—2C are reproduced below:

FIG. 24 FIG. 28 FIG. 2C
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Figure 2A illustrates an embodiment integrating a CD player with the car

stereo; Figure 2B illustrates an embodiment integrating a MP3 player with a

car stereo; and Figure 2C illustrates an embodiment integrating a satellite or

DAB receiver with a car stereo. Id at 3:14-23. A more versatile

embodiment is shown in Figure 1:
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Figure 1 illustrates an embodiment integrating a CD player, a MP3 player,

and a satellite radio or DAB receiver, and a number of auxiliary input

sources with a car stereo. Ex. 1001, 3:12—-13. As shown in the above

figures, central to the *786 patent is an “interface” positioned between the

car stereo and the audio device(s) and auxiliary input(s) being integrated.
With specific regard to Figure 2B, the *786 patent describes:

The interface 20 allows data and audio signals to be exchanged
between the MP3 player 30 and the car radio 10, and processes
and formats signals accordingly so that instructions and data
from the radio 10 are processable by the MP3 player 30, and vice
versa. Operational commands, such as track selection, pause,
play, stop, fast forward, rewind, and other commands, are entered
via the control panel buttons 14 of car radio 10, processed by the
interface 20, and formatted for execution by the MP3 player 30.
Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for display on display 13. Audio from
MP3 player 30 is selectively forwarded by the interface 20 to the
radio 10 for playing.

Id at 6:11-24. Similar description is provided with respect to Figures 2A
and 2C. Id at 5:49-55, 6:3543.

Page 64 of 1462



IPR2016-01472
Patent 7,489,786 B2

Of all of the challenged claims, claims 1 and 57 are the only
independent claims. Claim 1 is directed to a system that connects an
after-market audio device as well as one or more auxiliary input sources to a
car stereo. Claim 1 recites a first connector electrically connectable to a car
stereo, a second connector electrically connectable to an after-market device,
and a third connector electrically connectable to one or more auxiliary input
sources. Ex. 1001, 21:33-38. Claim 1 also recites an interface connected
between the first and second electrical connectors, and that the interface
includes a microcontroller pre-programmed to execute:

a first pre-programmed code portion for remotely controlling the
after-market audio device using the car stereo by receiving a
control command from the car stereo through said first
connector in a format incompatible with the after-market
audio device, processing the received control command into
a formatted command compatible with the after-market audio
device, and transmitting the formatted command to the
after-market audio device through said second connector for
execution by the after-market audio device;

a second pre-programmed code portion for receiving data from
the after-market audio device through said second connector
in a format incompatible with the car stereo, processing the
received data into formatted data compatible with the car
stereo, and transmitting the formatted data to the car stereo
through said first connector for display by the car stereo; and

a third pre-programmed code portion for switching to one or
more auxiliary input sources connected to said third electrical
connector.

Id at 21:44-64.
Claim 57 is directed to a system including an interface that connects a
portable MP3 player to a car stereo. Unlike claim 1, claim 57 does not

require the additional connection of the car stereo to one or more auxiliary
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input sources. Claim 57 also does not require conversion of data from a
format incompatible with the car stereo to a format compatible with the car
stereo. But claim 57 requires the generation, within the interface, of a
device presence signal that is transmitted to the car stereo to maintain the car
stereo in an operational state. Claim 57 is reproduced below:

57. An audio device integration system comprising:
a first electrical connector connectable to a car stereo;

a second electrical connector connectable to a portable MP3
player external to the car stereo

an interface connected between said first and second electrical
connectors for transmitting audio from a portable MP3 player
to a car stereo, said interface including a microcontroller in
electrical communication with said first and second electrical
connectors,

said microcontroller pre-programmed to execute:

a first pre-programmed code portion for generating a
device presence signal and transmitting the signal to
the car stereo to maintain the car stereo in an
operational state; and

a second pre-programmed code portion for remotely
controlling the MP3 player using the car stereo by
receiving a control command from the car stereo
through said first electrical connector in a format
incompatible with the MP3 player, processing the
control command into a formatted control command
compatible with the MP3 player, and transmitting
the formatted control command to the MP3 player
through said second electrical connector for
execution by the MP3 player.

Ex. 1001, 26:13-37.
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D. Evidence Relied Upon

Petitioner relies on the following references:

Reference Date Exhibit
Bhogal U.S. Patent No. 6,629,197 B1 | Sept. 30, 2001, | Ex. 1004
filed
Nov. 3, 2000
Berry U.S. Patent No. 6,559,773 B1 | May 6, 2003, | Ex. 1005
filed
Dec. 21, 1999
Onishi Japanese Patent Application May 11,2001 | Ex. 1006
Publication 2001-128280!
Ohmura U.S. Patent Application Oct. 11,2001 | Ex. 1008
Publication 2001/0028717 Al
Okagaki EPO Patent Appiication Nov. 3, 1999 | Ex. 1009
Publication EP 0 953 486 A2
Owens U.S. Patent Application July 4, 2002 Ex. 1010
Publication 2002/0084910 A1
JP °9542 Japanese Utility Model Jan. 31,1995 | Ex. 1011
Application Publication
H7-6954
Knobl U.S. Patent Application Sept. 27,2001 | Ex. 1013
Publication 2001/0025376 Al

Petitioner also relies on the Declaration of James T. Geier. Ex. 1014.

! All citations to specific content of Onishi refers to its English translation

(Ex. 1007).

2 All citations to specific content of JP’954 refer to its English translation

(Ex. 1012).
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E. The Asserted Grounds

Petitioner asserts the following grounds of unpatentability:

Claim(s) Challenged Basis References
57, 60, 61, 64, and 65 § 103(a) | Bhogal, Berry, and Onishi
62 § 103(a) | Bhogal, Berry, Onishi, and Ohmura
64 and 65 § 103(a) | Bhogal, Berry, Onishi, and Okagaki
1,6,7, 10, and 14 § 103(a) | Bhogal, Onishi, and Owens
5 § 103(a) | Bhogal, Onishi, Owens, and Berry
8 § 103(a) | Bhogal, Onishi, Owens, and Ohmura
10 § 103(a) | Bhogal, Onishi, Owens, and Knobl
211;13’671, 10, 14, 57, 60, § 103(a) | JP °954, Onishi, and Owens
5 § 103(a) | JP °954, Onishi, Owens, and Berry
8 and 62 § 103(a) | JP °954, Onishi, Owens, and Ohmura
64 and 65 § 103(a) | JP >954, Onishi, Owens, and Okagaki

II. ANALYSIS
The question of obviousness is resolved on the basis of underlying
factual determinations including: (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;
(3) the level of ordinary skill in the art; and (4) objective evidence of
nonobviousness. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).

One seeking to establish obviousness based on more than one reference also
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must articulate sufficient reasoning with rational underpinning to combine
teachings. See KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007).

With regard to the level of ordinary skill in the art, we determine that
no express finding is necessary, on this record, and that the level of ordinary
skill in the art is reflected by the prior art of rec;ord. See Okajima v.
Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In re GPAC Inc., 57 F.3d
1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579 F.2d 86, 91 (CCPA 1978).

A.  Claim Construction

In an inter partes review, claim terms in an unexpired patent are
interpreted according to their broadest reasonable construction in light of the
specification of the patent in which they appear. 37 C.F.R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 214246 (2016).
Consistent with that standard, claim terms also are given their ordinary and
customary meaniﬁg, as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. See In re Translogic Tech., Inc.,
504 F.3d 1249, 1257 (Fed. Cir. 2007). There are, however, two exceptions
to that rule: “1) when a patentee sets out a definition and acts as his own
lexicographer,” and “2) when the patentee disavows the full scope of a claim
term either in the specification or during prosecution.” Thorner v. Sony
Computer Entm’t Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012).

If an inventor acts as his or her own lexicographer, the definition must
be set forth in the specification with reasonable clarity, deliberateness, and
precision. Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d 1243,
1249 (Fed. Cir. 1998). It is improper to add into a claim an extraneous
limitation, i.e., one that is added wholly apart from any need for the addition.

See, e.g., Hoganas AB v. Dresser Indus., Inc., 9 F.3d 948, 950 (Fed. Cir.

10
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1993); E.I du Pont de Nemours & Co. v. Phillips Petroleum Co., 849 F.2d
1430, 1433 (Fed. Cir. 1988). Although it is improper to read a limitation
from the specification into the claims, In re Van Geuns, 988 F.2d 1181, 1184
(Fed. Cir. 1993), claims still must be read in view of the specification of
which they are a part. Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d
1340, 1347 (Fed. Cir. 2004).

Only terms which are in controversy need to be construed, and only to
the extent necessary to resolve the controversy. See Wellman, Inc. v.
Eastman Chem. Co., 642 F.3d 1355, 1361 (Fed. Cir. 2011); Vivid Techs.,
Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

1.  “portable”

Independent claim 57 recites a portable MP3 player. It may be that
the term requires no express construction, and simply would be understood
by one with ordinary skill in the art. We note that even the *786 patent itself
and Bhogal, both using the term “portable” in their written description, do
not provide a definition-therefor. Nevertheless, an express construction is
helpful to this proceeding. We construe “portable,” in the context of the
*786 patent, as meaning capable of being carried by a user.’

2. “interface”
Each of independent claims 1 and 57 recites an “interface.” Claims 1

and 57 each require the lerface W0 be connected between a first electrical

3 This is the same construction provided by the Board in IPR2015-00421
when instituting trial in that proceeding. Both Petitioner and Patent Owner
have urged that that construction be adopted in this proceeding. Pet. 9;
Prelim. Resp. 3.

11
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connector and a second electrical connector, where the first connector is
connectable to a car stereo and the second connector is connectable to an
after-market audio device (claim 1), or a portable MP3 player (claim 57).
Also, claim 57 recites that the interface is “for transmitting audio from
a portable MP3 player to a car stereo”; and claim 1 recites that the interface
is “for channeling audio signals to the car stereo from the after-market audio
device.” With regard to an “interface,” the Specification states: “Thus, as
can be readily appreciated, the interface 20 of the present invention allows
for the integration of a multitude of devices and inputs with an OEM or
after-market car radio or stereo.” Ex. 1001, 5:33-36. “As mentioned earlier,
the interface 20 of the present invention allows for a plurality of disparate
audio devices to be integrated with an existing car radio for use therewith.”
Id. at 6:4-7.

Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for displaying on display 13. Audio from
the MP3 player 30 is selectively forwarded by the interface 20 to
the radio 10 for playing.

Id. at 6:19-24. Thus, the Specification refers to the interface receiving
information from an audio device and forwarding information to the car
stereo, and to the interface allowing integration of a plurality of disparate
audio devices with a car radio.

During prosecution, the Applicants of the *786 patent distinguished
U.S. Patent 6,993,615 B2 (“Falcon™)* in part by arguing that the reference

4 Falcon discloses a portable computing device connectable to a car stereo
through an interface configurable within the portable computing device.
Ex. 3001, Abstr.

12
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failed to disclose an interface connected between a car stereo system and an
external audio source. Ex. 1002, 267. Specifically, in distinguishing the
invention from Falcon, Applicants stated: “[Falcon’s graphical user
interface] is an entirely different concept than the interface of the present
invention, which includes a physical interface device connected between a
car stereo system and an external audio source (e.g., a plurality of auxiliary
input sources).” Id.

Construing the term “interface” in light of the Specification, other
language in the claims, as well as the prosecution history of the *786 patent,
we determine that—interface is a physical unit that connects one device to
another and that has a functional and structural identity separate from that
of both connected devices.’

In the specific context of claim 1, the connected devices are the car
stereo and an after-market device. In the specific context of claim 57, the
connected devices are the car stereo and a portable device. Each of claims 1
and 57 further requires the interface to include a microcontroller.

3. “device presence signal”

Claim 57 requires within the interface a microcontroller having a first
pre-programmed code portion “for generating a device presence signal and
transmitting the signal to the car stereo to maintain the car stereo in an
vperalional state.” (Emphasis added). Claim 6 depends from claim | and

further recites: “wherein said interface generates a device presence signal

3 This is the same construction provided by the Board in IPR2015-00421
when instituting trial in that proceeding. Both Petitioner and Patent Owner
have urged that that construction be adopted in this proceeding. Pet. 9,
Prelim. Resp. 3.
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for maintaining the car stereo in a state responsive to processed data and
audio signals.” A description of “device presence signal” is contained in the
Specification in the discussion of an embodiment that is for connecting a CD
player to the car stereo:

Beginning in step 110, a signal is generated by the present
invention indicating that a CD player/changer is present, and the
signal is continuously transmitted to the car stereo. Importantly,
this signal prevents the car stereo from shutting off, entering a
sleep mode, or otherwise being unresponsive to signals and/or
data from an external source.

Ex. 1001, 12:29-35. All other disclosed embodiments, whether they are for
connecting an MP3 player or an auxiliary device to the car stereo, refer back
to the above-quoted description of the device presence signal. Id. at 13:15-
18, 13:62—65, 14:48-51, 15:35-38, 16:12—15, 16:57-60.

We construe “device presence signal,” as a signal indicating that an
audio device, other than the car stereo, is connected to the interface.®

B.  Alleged Obviousness of Claims 1, 5-8, 10, 14, 57,
60-62, 64, and 65 over Prior Art Including Bhogal

Seven of Petitioner’s eleven alleged grounds of unpatentability rely in
part on Bhogal. Because these seven grounds share a common deficiency
with respect to Petitioner’s application of Bhogal to meet a limitation
regarding the “interface” recited in independent claims 1 and 57,7 we group

them for discussion purposes. We determine that Petitioncr has not shown a

¢ This is essentially the same construction as that provided by the Board in
[PR2015-00421 when instituting trial in that proceeding. Both Petitioner
and Patent Owner have urged that that construction be adopted in this
proceeding. Pet. 9, Prelim. Resp. 3.

7 Claims 5-8, 10, and 14 depend, directly or indirectly, from claim1, and
claims 60—-62, 64, and 65 depend, directly or indirectly, from claim 57.
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reasonable likelihood that it would prevail in establishing unpatentability of
any claim on the basis of any alleged ground of patentability relying in part
on Bhogal.
1. Bhogal

Bhogal is titled “Method and System for Storing Digital Audio Data
énd Emulating Multiple CD-Changer Units.” Ex. 1004, (54). With regard
to a problem that it addresses, Bhogal describes:

Typically, CD-changer units and car stereo units are
designed so that they are compatible only if they are made by the
same manufacturer. In other words, CD-changers and car stereos
usually have a proprietary interface, and no industry standard
currently exists for interfacing different makes of CD-changers
and car stereos.

Id. at 4:57-62. To solve that problem, Bhogal provides a digital audio unit
that is capable of emulating the operation of multiple CD-changers. Id.

at 3:10-13. Regarding which one of many CD-changers to emulate, Bhogal
describes:

In one case, the digital audio unit can detect a control signal
[from a car stereo] for a CD-changer unit and then automatically
select the type of CD-changer unit to be emulated based on the
detected control signal. In a second case, the digital audio unit
can receive a user selection for selecting a type of CD-changer
unit to be emulated. The softcopy digital audio files stored within
the digital audio unit are thereby accessed through the controls
and commands for a CD-changer unit.

Ex. 1004, 3:13—-20 (emphasis added). Bhogal describes that by emulating
the operations of multiple types of CD-changer units, a single digital audio
unit can be inserted in many different digital audio systems, “thereby

extending the functionality of a digital audio system to include storage of
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softcopy digital audio files that may be accessed through controls and
commands for a CD-changer unit.” Id. at Abstr.

Figure 2 of Bhogal is reproduced below:

200 \
CAR STEREO UNIT DIGITAL AUDIO STORAGE AND CD-CHANGER
CO-CHANGER EMULATOR UNIT UNIT
208 04
USER DIGITAL AUDIO
CONTROLS FILES CD-ROM's
208 212 210

Figure 2 illustrates an embodiment of Bhogal’s audio system. Id.
at 3:31-33. Emulator 206 is connected between car stereo 202 and actual
CD-changer 204. Id. at 5:11-16. Emulator 206 contains digital audio
files 212, organized as virtual CD-ROMs, that may be accessed by a user
through the car stereo. Id. at 5:39—42. Bhogal describes that, in one
embodiment, “the emulator unit may be positioned in an independent
docking station that accepts portable electronics, possibly in a standard
manner such that the docking station also accepts other types of MP3
players.” Id. at 5:61-64 (emphasis added). When the emulator is not in the
docking station, the car stereo and the actual CD-exchanger may operate
together. Id. at 5:65-67.

Bhogal describes that, in a preferred embodiment, emulator 206 is a
portable device. Id. at 6:18-21. Bhogal also describes that the emulator
may connect to a personal computer in many different ways, including by
use of “serial, Universal Serial Bus (USB), or parallel I/O connections, in a

manner similar to that found on other types of commercially available
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portable digital audio devices.” Id. at 6:32—40. Music files may be
downloaded from any external source and stored within a digital audio file
database within the emulator. Id. at 6:40—45. Bhogal thus provides access
to softcopy digital audio files. In that regard, Bhogal states:

By recognizing the demand for softcopy digital audio files
and the issue of backward compatibility, the present invention
takes advantage of the interface between stereo units and
CD-changer units to implement a methodology for providing
access to softcopy digital files. The present invention emulates
the CD-changer interface, which is usually a hardware interface
for providing access to hardcopy digital audio files stored on CDs
that are stored within the CD-changer, so that a stereo unit using
the CD-changer interface can access softcopy digital audio files
through its CD-changer interface.

Id. at 4:63-5:6. The softcopy digital audio files are organized as virtual
CD-ROMs. Id. at 5:39-43. Additionally, the existing functionality of the
actual CD-changer is not eliminated. In that connection, Bhogal states: “In
addition, the present invention enables a CD-changer to ‘piggyback’ on a
digital audio device containing the present invention so that the current
jukebox functionality of storing and accessing CDs within a CD-changer is
still available.” Id. at 5:6—10. In summary, Bhogal states:

By emulating the operations of multiple types of CD-changer
units, the present invention enables a single digital audio device
to be inserted in many different configurations of digital audio
systems. The present invention thereby extends the functionality
of a digital audio system to include storage of softcopy digital
audio files that may be accessed through controls and commands
for a CD-changer unit. '

Id at 9:65 10:5.
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2. Independent Claims 1 and 57
For reasons discussed below, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing unpatentability of either
claim 1 or claim 57 on any ground of obviousness relying in part on Bhogal.

a)  pre-programmed code portion for remotely
controlling an audio device or MP3 player
(claims 1 and 57) '

Claim 1 requires a microcontroller within the interface to execute a
pre-programmed code portion that is:

for remotely controlling the after-market audio device using the
car stereo by receiving a control command from the car stereo
through said first electrical connector in a format incompatible
with the after-market audio device, processing the received
control command into a formatted command compatible with the
after-market device, and transmitting the formatted command to
the after-market device through said second connector for
execution by the after-market audio device.

Ex. 1001, 21:45-54. Claim 57 includes a similar limitation that differs from
the above-quoted limitation of claim 1 by reciting a portable MP3 player
instead of an after-market audio device. Id. at 22:28-37. Thus, claim 1
pertains to a car stereo remotely controlling an after-market audio device,
and claim 57 pertains to a car stereo remotely controlling a portable MP3
player.

For this remote control aspect of claims 1 and 57, and asidc from thc
specific requirement of a portable MP3 player of claim 57, Petitioner relies
on Bhogal’s disclosure. Bhogal pertains to an actual CD-changer and an
cmulator unit that emulates CD-changers, as discussed above.

According to Petitioner, Bhogal discloses the above-noted limitation

for remotely controlling the audio device that is connected to the interface.
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Pet. 19. Petitioner’s argument is as follows:

Bhogal explains that typically, car stereos are designed to
communicate only with CD-changers made by the same
manufacturer. Ex. 1004, at 4:57-62. The emulator unit in
Bhogal contains a “CD-changer unit specification database 312”
which “contains operational information about various models of
CD-changer units and the manner in which emulator unit 302 can
interface with a particular type of CD-changer unit.” Id. at 7:1-
4, FIG. 3. A signal/command interpreter unit 314 inside the
emulator unit monitors for signals and commands from the car
stereo intended for the selected type of CD-changer. Id. at 7:12—
24. For example, when a user of the car stereo presses controls
on the car stereo for changing CDs or for obtaining information
about CDs, the emulator unit captures the commands and
“performs appropriate processing.” Id. at 8:21-26. In doing so,
the emulator unit “operates in a particular manner that is
compatible with the CD-changer to which the emulator unit is
connected.” Id. at 7:7-11. See Geier Decl., Ex. 1014, § 53-55.

Id

The argument is unpersuasive. None of the cited disclosure and
explanations, as presented by Petitioner, pertains to remotely controlling an
audio device that is connected to Bhogal’s emulator unit. The operations
identified by Petitioner support the emulator unit’s role as an emulator,
where the emulator interprets commands from the car stereo intended for an
actual CD-changer, and uses the interpreted commands to access audio data
files within the emulator itself that are organized as virtual CD-ROMs.

The claim limitation requires receiving a control command from the
car stereo in a format incompatible with the connected audio device,
processing it into a formatted control command that is compatible with the
audio device, and transmitting the formatted command to the audio device.

Petitioner has not identified any disclosure in Bhogal that describes
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transmitting such a converted command to the connected audio device to
control the audio device remotely.

There is an operation mode of the emulator called “pass-thru mode” in
which the emulator passes commands from the car stereo to the audio device
that is connected. Ex. 1004, 7:36—46. However, as described in Bhogal, the
“pass-thru mode” does not involve any conversion of a command from a
format that is incompatible with the connected audio device to a format that
is compatible with the connected audio device. /d. In Bhogal, the car stereo
and the actual CD-changer already communicate with each other
compatibly, without the need for an intermediate interface to do any
conversion of signals. As discussed above, Bhogal describes that when the
emulator is not in the docking station, the car stereo and the actual CD-
exchanger may operate together. /d. at 5:65-67.

In addition, there is an operation mode of the emulator called
“end-unit” mode, in which the emulator replaces the CD-changer entirely
and itself emulates the presence of the CD-changer. Id. at 7:47—49. Nothing
in that mode of operation involves conversion of any command to be sent to
the CD-changer to control the CD-changer remotely.

There also is an operation mode of the emulator called “combination
mode,” in which the emulator also reads tracks and track information from
the actual CD-changer unit connected to it, “t;) create virtual CDs with tracks
from both sources.” Id. at 8:4-20. Petitioner identifies no disclosure in
Bhogal that any conversion is performed on car stereo commands that are
incompatible with the actual CD-changer to make them compatible with the
CD-changer, much less transmitting such converted commands to the

CD-changer to effect remote control of the CD-changer by the car stereo.
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As noted above, the car stereo and the actual CD-changer already
communicate with each other compatibly without need for an intermediate
interface to do any conversion. Petitioner’s reference to Bhogal’s
“processing” alone is insufficient to persuade us that Bhogal discloses the
required conversion.

The foregoing reason alone constitutes sufficient basfs to conclude
that Petitioner has not shown reasonable likelihood that it would prevail in
establishing unpatentability of any challenged claim on any ground based in
part on Bhogal. We discuss below an additional deficiency with respect to
claim 1 and claims dependent thereon, and an additional deficiency with
respect to claim 57 and claims dependent thereon.

b)  receiving, processing, transmitting data, and
converting data from incompatible format to
compatible format (claim 1)

Claim 1 further requires the microcontroller within the interface to
have a pre-programmed code portion that is:

for receiving data from the after-market audio device through
said second connector in a format incompatible with the car
stereo, processing the received data into formatted data
compatible with the car stereo, and transmitting the formatted
data to the car stereo through said first connector for display by
the car stereo.

Ex. 1001, 21:55-61. According to Petitioner, Bhogal discloses format
conversion of the display data from the CD-changer unit for display on the
car stereo. Pet. 22, 32. Specifically, Petitioner argues: “Because the car
stereo [of Bhogal] is designed to communicate using proprietary formats, see
[Ex. 1004,] 4:57-62, the emulator unit generates data ‘in the necessary
format’ to be sent to the car stereo.” Pet. 22. Petitioner’s argument is

unpersuasive.
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Petitioner cites no disclosure in Bhogal to the effect that data from the
actual CD-changer is originally incompatible with the car stereo and requires
a conversion in format to be compatible with and thus understood by the car
stereo. Petitioner also cites no disclosure in Bhogal to the effect that any
such data conversion is performed by the emulator unit of Bhogal. Although
there is a necessary format for data from the audio device to be understood
by the car stereo, Petitioner identifies no disclosure in Bhogal that indicates
the car stereo and the audio device do not already share the same format
without involvement of the emulator.

As discussed above, Bhogal describes that when the emulator is not in
the docking station, the car stereo and the actual CD-exchanger may operate
together. Ex. 1004, 5:65-67. Also, although the emulator has a “pass-thru
mode,” operation in the pass-thru mode does not involve any conversion of
data from a format that is incompatible with the car stereo to a format that is
compatible with the car stereo. Id. at 7:36—46. As noted above, in the
context of Bhogal, the car stereo and the audio device already communicate
with each other compatibly without need for an interface to do any
conversion of signals.

c)  generating and transmitting a device presence
signal (claim 57)

Claim 57 further requires the microcontroller within the interface to
have a pre-programmed code portion that is “for generating a device
presence signal and transmitting the signal to the car stereo to maintain the
car stereo in an operational state.” Ex. 1001,-26:22—26. According to
Petitioner, neither Bhogal nor Berry discloses this limitation regarding the
generation and transmission of a device presence signal, but Onishi does.

Pet. 19-21. Specifically, Petitioner explains as follows:

22

Page 81 of 1462



IPR2016-01472
Patent 7,489,786 B2

Onishi discloses an on-vehicle audio device 50 (a car stereo) that
includes a source selector 63. Ex. 1007, at [0060], [0063],
FIG. 5. Source selector 63 accepts audio signals input from the
on-vehicle device’s tuner and CD player, as well as audio signals
received by the on-vehicle device’s AUX input terminal 55. Id.
at [0064], FIG. 5. A system controller 60 in the on-vehicle
device controls which of these audio signals is selected by the
source selector and output through speakers. Id. at [0065].
Onishi describes at least two methods for the system
controller 60 to detect that an AUX device is present. In one
method, the system controller recognizes display information
DD received from the AUX device through AUX input
terminal 55. Id. at [0082]. In another method, the AUX input
terminal 55 contains a voltage detector. Id. at [0083]. Based on
the voltage detection, the system controller 60 determines if an
AUX device is present. Id. When the AUX device has been
detected, “a control is performed” (i.e., a device presence signal
is sent) to the source selector 63 to select the AUX input as the
audio source. Id. at [0084], FIG. 6 (S105). Consequently, analog
audio signals from the MD player/recorder are output as sound
from the vehicle speakers, id. at [0085], FIG. 6 (S106), and the
car stereo is maintained in an operational state.

Id. at 19-20 (emphasis added).

Petitioner’s explanation is misdirected and unpersuasive. The term
“device presence signal” has been construed as a signal indicating that an
audio device, other than the car stereo, is connected to the interface. The
construction is the same as that urged by Petitioner. Pet. 9. Petitioner’s
abovc-quotcd explanation does not support its assertion that Onishi
discloses the generation of a device presence signal and transmitting that
signal to the car stereo. Figure 5 of Onishi, as referenced by Petitioner, is

reproduced below:
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Figure 5 is a block diagram illustrating an internal configuration of an
embodiment of the on-vehicle audio device of Onishi. Ex. 1007, 14.

As explained by Petitioner, the on-vehicle audio device, e.g., car
stereo, detects the presence of an auxiliary device not by receiving a device
presence signal, but by itself detecting the presence of an auxiliary device.
Mere presence of data on an input line does not satisfy the requirements of a
device presence signal as we have construed the term. For instance, the
data could be received directly from an auxiliary device and not through an
interface to which the auxiliary device is connected. According to claim 57,
it is the microcontroller within the interface that has to generate the device

presence signal and to transmit that device presence signal to the car stereo.
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Also, what Petitioner identifies as a device presence signal actually is a
control signal the on-vehicle audio device sends to an internal source
selector, after it already has recognized that an auxiliary device is present,
in order to select that auxiliary device as input. Id. § 84.

Thus, Petitioner has not made a sufficient showing that Onishi
discloses the generation of a device presence signal from outside of the car
stereo and transmission of that signal to the car stereo. It follows, also, that
Petitioner has not made a sufficient showing that Onishi’s alleged teaching
regarding the generation of a device presence signal and transmission of
that signal to the car stereo, when applied to JP *954, results in satisfaction
of claim 57’s limitation directed to a device presence signal.

3. Dependent Claims 5-8, 10, 14, 6062, 64, and 65

Each of claims 5-8, 10, 14, 60—62, 64, and 65 depends directly or
indirectly from either claim 1 or 57. The deficiencies noted above with
regard to claims 1 and 57 carry through to the claims depending therefrom.
Accordingly, Petitioner has not shown a reasonable likelihood that it would
prevail in establishing unpatentability of any of claims 5-8, 10, 14, 60-62,
64, and 65 on any alleged ground of obviousness relying in part on Bhogal.

C.  Alleged Obviousness of Claims 1, 6, 7, 10, 14, 57,
60, and 61 as Obvious over JP *954, Onishi, and Owens

For reasons discussed below, we determine that Petitioncr has not
shown a reasonable likelihood that it would prevail in establishing
unpatentability of any of claims 1, 6, 7, 10, 14, 57, 60, and 61 as obvious
over JP’954, Onishi, and Owens.
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1. JP’954
JP ’954 is directed to solviﬁg the problem of equipment
incompatibility, in the environment of automotive audio equipment, between
a main unit made by one company and a CD changer made by another
company. Ex. 1012, Abstr. Specifically, JP *954 describes the
disadvantages associated with prior art systems as follows:

When installing an audio device in a vehicle on the
occasion of a vehicle purchase, it is common for a so-called
“basic” main unit to be installed. If one were to subsequently
attempt to add a CD changer capable of automatically changing
and playing a plurality of loaded CDs, prior to now it would have
been necessary to purchase and install a model produced by the
same manufacturer as the “basic” main unit, as the format of
signals connecting the respective devices vary from
manufacturer to manufacturer. Furthermore, if a user had
installed both of these devices produced by the same
manufacturer, and at a later point wished to upgrade the main
unit to, for example, a model produced by company A, it would
have been necessary for the same reason to also purchase a new
CD changer made by company A.

Id. 9§ 2. JP °954 describes its objective as: “to make it possible to add a CD
changer made by company B to a main unit made by company A, as well as
to add a CD changer made by company A to a main unit made by

company B.” Id. § 3. JP ’954 achieves that objective by providing an
interface unit as noted below:

(PROBLEM) Provide an interface unit for automotive audio
equipment that renders possible the addition of a CD changer
made by company B to a main unit made by company A as well
as the addition of a CD changer made by company A to a main
unit made by company B.

Ex. 1012, Abstr. JP ’954 summarizes its interface unit as follows:
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(MEANS FOR SOLVING) The [interface] unit is constituted
by splitting signals into three systems, namely a control system,
audio system and power system, and providing a conversion
circuit for each of these systems.

Id. Figure 1 of JP °954 is reproduced below:

Fig. 1)

c{) 4\’——‘ £

chan Eyj—l H., U
cer

Figure 1 illustrates a block diagram of the structure of the audio system

according to JP ’954. Id. 4 6. Interface unit 1 “converts the format of the
signal that links the CD changer 2 and the main unit 3, etc.” Id. Interface
unit 1 links main unit 3 and CD changer 2, and is provided with control
system conversion portion 4, audio system conversion portion 5, and power
conversion portion 6. Id. at Abstr. Control conversion portion 4 is for the
bus line, clock control signal, etc.; audio conversion-portion 5 is for the

audio signal; and power conversion portion 6 is for the power supply. Id.

q6.
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Figure 2 of JP *954 is reproduced below:

(Fig. 2)
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Figure 2 illustrates control system conversion portion 4. Id. § 7.
Microcomputer 4a is provided to convert and unify different signal formats
between the CD changer and the main unit. /d.
Figure 4 is reproduced below:
(Fig. 4

5a Be /[

\D—%
CD
H. Y]
chan »
ger ﬁ}._{ %
Sb/ d

Figure 4 illustrates audio system conversion portion 5. /d. §11. It includes

differential amplifiers Sa and 5b and amplifiers Sc and 5d. Id.

JP 954 states: “[a]lthough one embodiment example was described
above, to expand the range of available inter-company format conversions, a
switch can be provided on the microcomputer 4a to enable application to
various models using a connection adapter between the CD changer and

main unit. /d. 10.
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2. Claims 57, 60, and 61

As noted above, claim 57 requires the microcontroller within the
interface to have a pre-programmed code portion that is “for generating a
device presence signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state.” Ex. 1001, 26:22-26.
According to Petitioner, Onishi discloses this limitation. Pet. 52-53.
Specifically, Petitioner refers back to and incorporates its discussion of this
limitation of claim 57 in the context of its assertion that claim 57 is
unpatentable as obvious over Bhogal, Berry, and Onishi. Id. at 52.

For the same reasons discussed above, in the alleged obviousness of
claim 57 over Bhogal, Berry, and Onishi, Petitioner has not made an
adequate showing that Onishi discloses the generation of a device presence
signal and transmitting that signal to the car stereo. The same deficiency
carries through to claim 60 which depends from claim 57, and to claim 61
which depends from claim 60.

Accordingly, Petitioner has not shown a reasonable likelihood that it
would prevail in establishing unpatentability of any of claims 57, 60, and 61
as obvious over JP 954, Onishi, and Owens.

3. Claim 1

For reasons discussed below, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing unpatentability of claim 1 as
obvious over JP 954, Onishi, and Owens.

a)  receiving, processing, transmitting data, and
converting data from incompatible format to
compatible format

Claim 1 requires a microcontroller within the interface to execute a

pre-programmed code portion that is:
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for receiving data from the after-market audio device through
said second connector in a format incompatible with the car
stereo, processing the received data into formatted data
compatible with the car stereo, and transmitting the formatted
data to the car stereo through said first connector for display by
the car stereo.

Ex. 1001, 21:55-61 (emphasis added). The same microcontroller also has to
execute a pre-programmed code portion that is:

for remotely controlling the after-market audio device using the
car stereo by receiving a control command from the car stereo
through said first electrical connector in a format incompatible
with the after-market audio device, processing the received
control command into a formatted command compatible with the
after-market device, and transmitting the formatted command to
the after-market device through said second connector for
execution by the after-market audio device.

Id. at 21:45-54.

Petitioner first accounts for the control command conversion or
remote control limitation of claim 1, by referring to control system
conversion 4 of JP ’954. Pet. 44—45. In that regard, Figure 2 of JP °954 is

again reproduced below:

(Fig. 2)
4v 5 4t
2 22 [ 4o f /[
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~
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Figure 2 illustrates control system conversion portion 4. Ex. 1012 § 7.
Petitioner explains:

The control signals converted by control conversion portion 4
include incoming signals from the main unit on “Data in” line
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4g, which are converted and forwarded to the CD changer via
“Data out” line 2c. Id at FIG. 2; Geier Decl., Ex. 1004, at
99 133-34. The control conversion portion 4 also converts
“operational status” data such as “PLAY, FWD, BWD, etc.”
received from the CD changer via “Data in” line 2a and forward
such data to the main unit via “Data out” line 4f. JP ’954,
Ex. 1012, at (0008), (0009), FIG. 2. The ability of the interface
unit to convert signal formats make it possible for a CD changer
and a main unit made by different companies to communicate.
Id. at (0005). See also Geier Decl., Ex. 1014, at | 145-46.

Pet. 44-45.

Then, to satisfy the limitation about converting data and sending
converted data for display in the car stereo, Petitioner cites to Onishi and
interface unit 1 of JP °954. Petitioner explains:

Onishi teaches that once the MD recorder/player is connected to
the on-vehicle audio device, information from the MD
recorder/player can be transmitted to and displayed by display
unit 53 on the on-vehicle audio device (car stereo). Ex. 1007, at
[0030], [0073]. This information reflects the track being played
back, such as “track number,” “track name,” and “playback
progress time.” Id. at [0086].

Pet. 45.

As shown by Onishi, it was a known technique to display on the
car stereo information relating to an audio track being played,
including information on the playback progress time, so that the
user of the car stereo could be informed about status of playback.
See Onishi, Ex. 1007, at [0030], [0073], [0086]; Geier Decl., Ex.
1014, 99 147—49. JP ’954 recognized the need to inform the car
stereo of “operational status” data of the after-market device. See
Ex. 1012, at (0009). It would have been obvious for a person of
ordinary skill in the art at the time of the filing of the *786 patent
to modify the interface unit of JP ’954 to include the feature of
processing and forwarding operational data such as time and
track information to the car stereo to display. Geier Decl.,
Ex. 1014, § 149. Such modification would have resulted in the
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predictable improvement of allowing the interface unit to provide
more information to the user. Id.

Id. at 4546 (emphasis added).

Patent Owner responds and argues as follows:

Essentially Petitioner argues that because transmitting data from
media players was known, it would have been obvious to
implement it in JP 954. This argument is woefully short of a
proper obviousness analysis. First, Petitioner does not address
the analysis set forth by the Board [in IPR2016-00421 (Paper
13)], particularly that “conversion portion 4 in interface unit 1 is
for communicating and converting control signals, not any data
for display on a car stereo, such as song title and artist
information.” Petitioner does not identify which microprocessor
should include the pre-programmed code portion, particularly in
light of the fact that conversion portion 4 is not meant for sending
data, such as title and artist information, to the head unit.

PO Resp. 24-25.

We find the above-quoted arguments of Petitioner to be deficient and
the above-quoted arguments of Patent Owner to be persuasive. Petitioner
fails to make a sufficient distinction between interface unit 1 of JP *954
and control system conversion portion 4 within interface unit 1 of JP ’954.
Even assuming that, in light of Onishi, it would have been obvious to one
with ordinary skill to send song and artist information back to the car
stereo for display, Petitioner, in order to demonstrate that claim 1 would
have been obvious, has to address why it would have been obvious to one
with ordinary skill in the art to use control system conversion portion 4,
and in particular microcomputer 4a within control system conversion
portion 4, in JP 954 to perform that task. Interface unit 1 of JP 054 is not

just control system conversion portion 4. Rather, it also includes audio
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system conversion portion 5 and power conversion portion 6, as is shown

in its Figure 1 reproduced below:

(Fig. 1)

chan 3:'—‘ H, U]
ger

Figure 1 illustrates a block diagram of the structure of the audio system
according to JP ’954. Ex. 1012 q 6.

Petitioner fails to account for why one with ordinary skill in the art
would have modified control system conversion portion 4, specifically, and
not something else, to add the functionality of sending song and artist
information back to the car stereo for display. The omission is significant
because we understand that control system conversion portion 4 of JP *954
relates to operational control and status of the CD-changer, and time and
track information of songs do not reflect the operational status of the CD-
changer but the content of the music being played or to be played. We
recognize that microcomputer 4a sends back to the car stereo operational
status of the CD-changer. But operational status data relate to operational
control of the CD-changer, and are not information about songs and artists.
Also, JP °954 does not describe that operational status data are for display at
the car stereo. On this record, Petitioner has not provided reasoning with
rational underpinning to support its conclusion that one with ordinary skill in

the art would have selected microcomputer 4a in control system conversion
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portion 4 of JP *954 to perform data conversion of song and artist
information to send back to the car stereo for display.
b)  switching to one or more auxiliary input sources

Claim 1 further requires the microcontroller within the interface to
execute a pre-programmed code portion that is “for switching to one or more
auxiliary input source connected to said third electrical connector.”
Petitioner acknowledges that neither JP 954 nor Onishi discloses this
limitation but asserts that Owens does. Pet. 46. Petitioner states:

Owens discloses an auxiliary input source such as VCR 44,
tuner 46, or game station 48, which is connectable to A/V source
selector 40. Ex. 1010, at [0025], [0026], [0009], FIG. 7. Owens
also discloses a microprocessor that performs switching to one
or more auxiliary input sources as required in claim 1. /Id.
at [0034]; Geier Decl., Ex. 1014, ] 151-152.

Id. at 47. Figure 7 of Owens is reproduced below:
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Figure 7 of Owens illustrates a schematic diagram of an embodiment

according to Owens. Ex. 1010, Fig. 7. Petitioner regards the A/V interface
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module and A/V source selector in Owens as an interface between the car
stereo and multiple audio or video devices. Pet. 48.

Petitioner argues:

As shown in Owens, it was well-known in the art to use devices
like the A/V interface module and A/V source selector of Owens
to provide an interface to serially connect multiple audio or
video devices to a car stereo. Geier Decl., Ex. 1014,  154-57.
Such a configuration would allow consumers to obtain a car
stereo without a large initial investment and gradually buy and
add additional modules to accommodate additional input
sources. See Owens, Ex. 1009, at [0008]; Geier Decl., Ex. 1014,
9 157. As such, modifying the interface unit taught by JP *954,
in view of Onishi, to permit one or more auxiliary audio or video
sources, other than the after-market CD-changer unit, to be
connected to a car stereo, and to configure the microprocessor
inside JP ’954°s interface unit to be able to switch between
(claim 1) and channel audio from (claim 14) those auxiliary
sources, would have resulted in the predictable improvement of
increasing the utility and versatility of the interface unit. Id. at
9 158.

Id. Petitioner’s argument is unpersuasive.

It is not adequately explained by Petitioner why one with ordinary
skill in the art would have chosen microcomputer 4a within control system
conversion portion 4 of interface unit 1 within JP *954 to perform source
switching. Petitioner’s explanation is conclusory. The explanation also is
without rational underpinning. For instance, microcomputer 4a in JP *954
does not itself perform all of the communication between the car stereo and
the connected CD-changer. Some of the communication are conducted
through audio system conversion portion 5. Ex. 1012, Abstr., Fig. 1. Also,
in Owens, the processor that performs source selecting or switching is
located within the car stereo. Ex. 1010 9 3334, Fig. 9. Petitioner does not

explain why that location would have been moved to within control system
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conversion portion 4 in JP 954, which is disposed in a link dedicated to a
single audio or auxiliary device. For these reasons, Petitioner’s stated
rationale to combine teachings to arrive at the claim limitation pertaining to
source switching is conclusory, illogical, and lacks a rational underpinning.
4. Claims 6, 7, 10, and 14

Claims 6, 7, 10, and 14 each depend, directly or indirectly, from
claim 1, and thus incorporate all of the limitations of claim 1. The
deficiencies discussed above in the context of claim 1 carry through to each
of dependent claims 6, 7, 10, and 14. In addition, we note that claim 6
further recites: “wherein said interface generates a device presence signal
for maintaining the car stereo in a state responsive to processed data and
audio signals.” Petitioner’s arguments with regard to the limitation added by
claim 6 are deficient for the same reasons discussed above, which explain
why Petitioner’s arguments are deficient with regard to the limitation in
claim 57 that requires the microcontroller to execute a pre-programmed code
portion “for generating a device presence signal and transmitting the signal
to the car stereo to maintain the car stereo in an operational state.”

Petitioner has not shown a reasonable likelihood that it would prevail
in establishing unpatentability of any of claims 6, 7, 10, and 14 as obvious

over JP 954, Onishi, and Owens.

D. Alleged Obviousness of Claim 5
over JP ’954, Onishi, Owens, and Berry

Claim 5 depends from claim 1 and further recites: “wherein said
interface further comprises a plug-and-play mode for automatically detecting

device type of the after-market audio device connected to said second
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electrical connector and integrating the after-market audio device based
upon the device type.”

Petitioner’s addition of Berry does not cure the deficiencies discussed
above in the context of the alleged ground of unpatentability of claim 1 over
JP ’954, Onishi, and Owens. Accordingly, Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability

of claim 5 as obvious over JP ’954, Onishi, Owens, and Berry.

E.  Alleged Obviousness of Claims 8 and 62
over JP ’954, Onishi, Owens, and Ohmura

Claim 8 depends directly from claim 1. Claim 62 depends indirectly
from claim 57. Petitioner’s addition of Ohmura does not cure the
deficiencies discussed above in the context of the alleged ground of
unpatentability of claims 1 and 57 over JP *954, Onishi, and Owens.
Accordingly, Petitioner has not shown a reasonable likelihood that it would
prevail in establishing the unpatentability of either claim 64 or claim 65 as

obvious over JP °954, Onishi, Owens, and Ohmura.

F.  Alleged Obviousness of Claims 64 and 65
over JP 954, Onishi, Owens, and Okagaki

Claim 64 depends from claim 57. Claim 65 depends from claim 64.
Petitioner’s addition of Okagaki does not cure the deficiencies discussed
above in the context of the alleged ground of unpatentability of claim 57
over JP ’954, Onishi, and Owens. Accordingly, Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability
of either claim 64 or claim 65 as obvious over JP ’954, Onishi, Owens, and

Okagaki.
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III. CONCLUSION

Petitioner has not demonstratcd a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 57, 60, 61, 64,
and 65 as obvious over Bhogal, Berry, and Onishi.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 62 as obvious over
Bhogal, Berry, Onishi, and Ohmura.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of either claim 64 or claim 65 as
obvious over Bhogal, Berry, Onishi, and Okagaki.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 6, 7, 10, and 14
as obvious over Bhogal, Onishi, and Owens.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 5 as obvious over Bhogal,
Onishi, Owens, and Berry.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 8 as obvious over Bhogal,
Onishi, Owens, and Ohmura.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in cstablishing the unpatentability of claiin 10 as obvious vver
Bhogal, Onishi, Owcns, and Knobl.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 1, 6, 7, 10, 14, 57, 60,

and 61 as obvious over JP ’954, Onishi, and Owens.
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Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 5 as obvious over
JP °954, Onishi, Owens, and Berry.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 8 and 62 as obvious over
JP 954, Onishi, Owens, and Ohmura.

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 64 and 65 as obvious
over JP ’954, Onishi, Owens, and Okagaki.

Iv. ORDER

Itis

ORDERED that the Petition is denied, and no trial is instituted with
respect to any claim of U.S. Patent No. 7,489,786 B2 on any alleged ground
of unpatentability.
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Trials@uspto.gov Paper No. 13
571.272.7822 Filed: January 27, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

HYUNDAI MOTOR COMPANY, HYUNDAI MOTOR AMERICA,
HYUNDAI MOTOR MANUFACTURING ALABAMA, LLC,
KIA MOTORS CORPORATION, KIA MOTORS AMERICA, INC., and
KIA MOTORS MANUFACTURING GEORGIA, INC.,
Petitioner,

V.

BLITZSAFE TEXAS, LLC,
Patent Owner.

Case IPR2016-01477
Patent 7,489,786 B2

Before JAMESON LEE, MIRIAM L. QUINN, and
KERRY BEGLEY, Administrative Patent Judges.

BEGLEY, Administrative Patent Judge.
DECISION

Denying Institution of Inter Partes Review
35US.C. §314(a), 37 CFR §42.108

Hyundai Motor Company, Hyundai Motor America, Hyundai Motor
Manufacturing Alabama, LLC, Kia Motors Corporation, Kia Motors

America, Inc., and Kia Motors Manufacturing Georgia, Inc. (collectively,
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“Petitioner”) filed a Petition requesting inter partes review of claims 1, 5-8,
10, 14, 23, 24, 57, 60—62, 64, and 65 (“challenged claims™) of U.S. Patent
No. 7,489,786 B2 (Ex. 1001, “the *786 patent”). Paper 1 (“Pet.”). Blitzsafe
Texas, LLC (“Patent Owner”) filed a Preliminary Response to the Petition.
Paper 11 (“Prelim. Resp.”).

Pursuant to 35 U.S.C. § 314(a), an inter partes review may not be
instituted unless “the information presented in the petition . . . and any
response . . . shows that there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims challenged in the
petition.” Having considered the Petition and the Preliminary Response, we
determine that the information presented does not show that there is a
reasonable likelihood that Petitioner would prevail in establishing the
unpatentability of any of the challenged claims of the ’786 patent.
Accordingly, we dény institution of an inter partes review.

I. BACKGROUND
A. RELATED MATTERS

The parties represent that the >786 patent is the subject of five ongoing
infringement actions before the U.S. District Court for the Eastern District of
Texas and was previously the subject of two infringement actions before the
U.S. District Court for the District of New Jersey. Paper 8, 1-2; Pet. 2. In
addition, the *786 patent is or was previously the subject of several inter
partes review proceedings before the Office, namely IPR2016-00421,
I[PR2016-00422, IPR2016-01448, and IPR2016-01472. Paper 8, 2; see
Pet. 2. Related U.S. Patent No. 8,155,342 B2 is or was previously involved
in IPR2016-00118, IPR2016-00418, IPR2016-00419, IPR2016-01445,
IPR2016-01449, IPR2016-01473, IPR2016-01476, IPR2016-01533,
IPR2016-01557, and IPR2016-01560. See Paper 8, 2.

2
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B. THE *786 PATENT

The *786 patent explains that integrating an after-market audio system
with an existing car stereo, such as a stereo from an original equipment
manufacturer (“OEM”), presents a problem because signals generated by
both systems are in a “proprietary format” and “are not capable of being
processed” or recognized by the other system. Ex. 1001, 1:36—42; see id. at
2:26-29. Thus, “in order to integrate after-market systems with car stereos,
it is necessary to convert signals between such systems.” Id. at 1:42-44.

The *786 patent is directed to an audio device integration system that
allows after-market audio devices to be integrated for use with an existing
car stereo system, such that control commands can be issued at the car stereo
for execution by the audio device and data from the audio device can be
displayed on the car stereo. Id. at [S7], 2:12—42. More specifically, control
commands generated at the car stereo are received, converted into a format
recognizable by the after-market audio device, and dispatched to the device
for execution. Id. at [57], 2:35—40. In addition, information from the audio
device, such as track, channel, song, and artist information, is received,
processed, converted into a format recognizable by the car stereo, and
dispatched to the stereo for display. Id. at [57], 2:40—47. The audio device
could, for example, comprise a “CD player, CD changer, MP3 player,
satellite receiver, [or] digital audio broadcast (DAB) receiver.” Id. at 4:28—
30; see id. at [57], 2:23-26. Figures 2A—2C are reproduced below:
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Figures 2A—C illustrate embodiments in which a car stereo is integrated with
a CD player (Figure 2A), an MP3 player (Figure 2B), and a satellite radio or
DAB receiver (Figure 2C). Id. at 3:14-23.

In addition, an audio device as well as auxiliary input sources may be
integrated with a car stereo. Id. at [S7], 2:53-56. A user then “can select
between the external audio device and the auxiliary input using the controls

of the car stereo.” Id. at 2:56-57. Figure 1 is reproduced below:
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Figure 1 illustrates an embodiment integrating a car stereo with a CD player,

a MP3 player, and a satellite radio or DAB receiver, as well as a number of
auxiliary input sources. Id. at 3:12-13, 5:14-27.

As shown in the above figures, central to the 786 patent is an
“interface” positioned between the car stereo and the audio device(s) and

auxiliary input(s). See, e.g., id. at Fig. 1, 2A—C, 5:33—-36. The interface
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allows for the integration of the audio (ievices and auxiliary inputs with the
OEM or after-market car bstereo. Id. at 5:33-36. |
C. ILLUSTRATIVE CLAIM
Of the challenged claims, claims 1 and'57 of the >786 patent are
independent. Claim 1, reproduéed below, is illustrative:.

1. An audio device integration system comprising:

a first connector electrically connectable to a car stereo;

a second connector electrically connectable to an after-market
audio device external to the car stereo;

a third connector electrically connectable to one or more
auxiliary input sources external to the car stereo and the
after-market audio device;

an interface connected between said first and second electrical
connectors for channeling audio signals to the car stereo
from the after-market audio device, said interface including
a microcontroller in electrical communication with said first
and second electrical connectors, said microcontroller
pre-programmed to execute:

a first pre-programmed code portion for remotely controlling
the after-market audio device using the car stereo by
receiving a control command from the car stereo through
said first connector in a format incompatible with the
after-market audio device, processing the received
control command into a formatted command compatible
with the after-market audio device, and transmitting the
formatted command to the after-market audio device
through said second connector for execution by the
after-market audio device;

a second pre-programmed code portion for receiving data
from the after-market audio device through said second
connector in a format -incompatible with the car stereo,
processing . the received data into formatted data
compatible with the car stereo, and transmitting the
formatted data to the car stereo through said first
connector for display by the car stereo; and
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a third pre-programmed code portion for switching to one or
more auxiliary input sources connected to said third
electrical connector.

Ex. 1001, 21:31-64.
D. ASSERTED PRIOR ART
The Petition relies upon the following asserted prior art references:

U.S. Patent No. 5,794,164 (issued Aug. 11, 1998) (Ex. 1007,
“Beckert *164”);

U.S. Patent No. 6,009,363 (issued Dec. 28, 1999) (Ex. 1008,
“Beckert *363”);

U.S. Patent No. 7,085,710 B1 (filed Jan. 7, 1998) (issued Aug. 1, 2006)
(Ex. 1006, “Beckert *710);

Clarion AutoPC 310C Owner’s Manual (1998) (Ex. 1009, “AutoPC
Manual”);

Universal Serial Bus Device Class Definition for Audio Data Formats
(Release 1.0 1998) (Ex. 1011, “USB ADF”);

Sony Corporation, FM/MW/LW Cassette Car Stereo (1999) (Ex. 1012,
“Sony XR-C5120R Manual”); and

Universal Serial Bus Specification (Rev. 2.0 2000) (Ex. 1010, “USB 2.0”).

In addition to these references, the Petition supports its contentions with the
Declaration of Chris Kyriakakis, Ph.D. (Ex. 1003).
E. ASSERTED GROUNDS OF UNPATENTABILITY

Petitioner asserts the following grounds of unpatentability. Pet. 8-9.

- Challenged | Basis | - : References
Claim(s)
1,10, 14, | § 103! | Beckert *710 and Beckert >164
23, and 24

! The Leahy-Smith America Invents Act (“AIA”), Pub. L. No. 112-29, 125
Stat. 284, 287-88 (2011), revised 35 U.S.C. § 103, effective March 16,
2013. Because the patent application resulting in the 786 patent was filed
before the effective date of the AIA, we refer to the pre-AIA version of

§ 103 throughout this Decision.

6

Page 105 of 1462



IPR2016-01477

Patent 7,489,786 B2

5 § 103 | Beckert *710, Beckert *164, AutoPC
Manual, and USB 2.0

6 § 103 | Beckert *710, Beckert 164,
and Beckert ’363 ,

7 § 103 | Beckert *710, Beckert 164, and AutoPC
Manual

8 § 103 | Beckert *710, Beckert 164, and Sony

XR-C5120R Manual
57, 60,64, |{§ 103 | Beckert 710, Beckert 164, and USB ADF

and 65

61 § 103 | Beckert *710, Beckert 164, USB ADF, and
AutoPC Manual

62 § 103 | Beckert *710, Beckert °164, USB ADF, and

Sony XR-C5120R Manual

II. ANALYSIS
A. LEVEL OF ORDINARY SKILL IN THE ART

We begin our analysis by addressing the level of ordinary skill in the
art. We determine that in this case, no express articulation of the level of
ordinary skill is necessary and that the level of ordinary skill in the art is
reflected by the prior art of record. See Okajima v. Bourdeau, 261 F.3d
1350, 1355 (Fed. Cir. 2001); In re GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir.
1995); In re QOelrich, 579 F.2d 86, 91 (CCPA 1978).

B. CLAM CONSTRUCTION

The Board interprets claims terms of an unexpired patent using the
“broadest reasonable construction in light of the specification of the patent.”
37 C.F.R. § 42.100(b); Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2144—46 (2016). Under this standard, we presume a claim term carries its
“ordinary and customary meaning,” which “is the meaning that the term
would have to a person of ordinary skill in the art” at the time of the
invention. In re Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir.

2007). A claim term will be interpreted more narrowly than its ordinary and
7
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customary meaning only where: (1) the “patentee sets out a definition and
acts as [its] own lexicographer,” or (2) the “patentee disavows the full scope
of a claim term either in the specification or during prosecution.” Aventis
Pharma S.A. v. Hospira, Inc., 675 F.3d 1324, 1330 (Fed. Cir. 2012).

1. “device presence signal”

Independent claim 57 and dependent claim 6 each recite a “device
presence signal.” Ex. 1001, 22:13-15, 26:23-27. Specifically, claim 57
requires that a microcontroller within an interface be pre-programmed to
execute “a first pre-programmed code portion for generating a device
presence signal and transmitting the signal to the car stereo to maintain the
car stereo in an operational state.” Id. at 26:17-27 (emphasis added).
Similarly, claim 6, which depends directly from independent claim 1,
requires that the “interface generates a device presence signal tor
maintaining the car stereo in a state responsive to processed data and audio
signals.” Id. at 22:13—15 (emphasis added).

Petitioner states that in a prior Institution Decision in IPR2016-00421,
the Board construed the term “device presence signal” as: “a signal
indicating that an audio device (claim 57) or video device (claim 86) or
portable audio device (claim 92), other than the car stereo, is connected to
the interface.” Pet. 17-18 (quoting Toyota Motor Corp. v. Blitzsafe Texas,
LLC, Case IPR2016-00421, slip op. at 18 (PTAB July 7, 2016) (Paper 13)
(“IPR2016-00421 Inst. Dec.”)) (emphasis omitted). Petitioner represents
that it adopts and applies this construction in the Petition. /d. at 18. Patent
Owner also adopts this construction of the term. Prelim. Resp. 3.

Having reconsidered the issue, we maintain our construction of the

term “device presence signal” from the Institution Decision in
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IPR2016-00421 for the reasons given in that decision. IPR2016-00421 Inst.
Dec. 16-18. We repeat the relevant analysis below.

A description of a “device presence signal” is contained in the
specification of the *786 patent in the discussion of an embodiment that is
for connecting a CD player to the car stereo:

Beginning in step 110, a signal is generated by the present
invention indicating that a CD player/changer is present, and
the signal is continuously transmitted to the car stereo.
Importantly, this signal prevents the car stereo from shutting
off, entering a sleep mode, or otherwise being unresponsive to
signals and/or data from an external source.

Ex. 1001, 12:29-35 (emphasis added). All other disclosed embodiments,
whether they are for connecting an MP3 player or an auxiliary device to the
car stereo, refer back to this description of the device presence signal. Id.
at 13:15-18, 13:62-65, 14:48-51, 15:35-38, 16:12-15, 16:57—60.

As we explained in IPR2016-00421, continuous transmission of a
signal is not necessary to accord meaning to “device presence signal.”
IPR2016-00421 Inst. Dec. 17. The manner of transmission simply reflects
how the signal is transmitted and does not change what the signal was
generated and intended to accomplish, and actually accomplishes. Id. The
specification also does not put continuous transmission in the same category
of importance as the requirements in the italicized portion of the
above-quoted text. Id.

Moreover, in claims 6 and 57, the device presence signal is generated
and transmitted by the interface that is connected between the first and
second electrical connector, where the first electrical connector is
connectable to a car stereo and the second electrical connector is connectable

to an after-market audio device (claim 6) or portable MP3 player (claim 57).
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See Ex. 1001, 21:3044, 22:13-15, 26:13-27; IPR2016-00421 Inst.

Dec. 17-18. Claim 6, based on its dependency from claim 1, recites that the
interface is for “channeling audio signals to the car stereo from the
after-market audio device.” Ex. 1001, 21:38—44. Claim 57 recites that the
interface is for “transmitting audio from a portable MP3 player to a car
stereo.” Id. at 26:17-22. In the context of these claims, the device the
presence of which is signaled by the interface is the device that connects to
the interface to communicate with the car stereo.

Accordingly, for purposes of this Decision, we adopt our previous
construction of “device presence signal” from IPR2016-00421 and adjust
this construction to reflect the relevant challenged claims in this proceeding;:
a signal indicating that an audio device (claim 6) or portable MP3 player
(claim 57), other than the car stereo, is connected to the interface.

2. Other Claim Terms

Based on our review of the record and the dispositive issues in our
determination of whether to institute inter partes review on the asserted
grounds of unpatentability, we need not address the construction of any
other claim terms. See Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d
795, 803 (Fed. Cir. 1999) (holding that only claim terms that “are in
controversy” need to be construed and “only to the extent necessary to
resolve the controversy”); Pet. 14—18; Prelim. Resp. 3-5.

C. ALLEGED OBVIOUSNESS OVER BECKERT 710 AND BECKERT ’164

Petitioner argues claims 1, 10, 14, 23, and 24 of the *786 patent are
unpatentable as obvious over Beckert *710 and Beckert *164. Pet. 8, 1845.

1. Beckert '710

Beckert *710 discloses a vehicle computer system, implementing an

audio entertainment system, that is designed to support multiple audio
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sources, such as radio, CD, and auxiliary inputs. Ex. 1006, [57], 1:5-9,
1:60-63, 12:57-61. The disclosed vehicle computer system 20 includes
three modules: (1) faceplate module 80, (2) support module 82, and

(3) computer module 84. Id. at 1:63—65, 5:34-37, Fig. 3. Beckert *710
explains that support module 82 and computer module 84 typically reside in
a stationary base unit that is mounted in the dashboard of a vehicle, whereas
faceplate module 80 resides on a faceplate to the base unit. Id. at 5:55-58,
6:48-49, 6:62—63, Fig. 1. Figure 3 is reproduced below.
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Figure 3 depicts one implementation of the vehicle computer system
disclosed in Beckert *710. Id. at 3:34-36.

Beckert *710 explains that support module 82 includes logic unit 110,
which “performs many of the functions for the audio entertainment system.”
Id. at 1:65-67, 5:55-58, 7:49-54. Logic unit 110 can be implemented as a
“field programmable gate array (FPGA), application specific integrated
circuit (ASIC), customized processor, or the like.” Id. at 1:67-2:3; see id.
at 5:64—6:4. Support module 82 also features hardware interfaces, including

universal serial bus (“USB”) interface 112, which connects support
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module 82 to various USB peripheral devices, such as a CD-ROM changer
and a TV tuner. Id at 5:44-54, 6:5-11.

Beckert *710 discloses that computer module 84 features
microprocessor 150, which runs an operating system. Id. at 2:6-9, 6:62-65.
According to Beckert ’710, “computer module 84 is operatively connected
to the support module 82 via a multi-bit bus 86,” which is preferably a
peripheral component interconnect (“PCI”) bus. Id. at 5:37—40; see id.
at 2:9-11. In addition, faceplate module 88 is attached to support module 82
through a “detachable connector.” Id. at 6:48-53.

Beckert 710 explains that “[a] more detailed explanation of the three
modules in the vehicle computer system is provided in” the patent
application that resulted in Beckert *164 and “[a] detailed description of one
implementation of the logic unit 110 is provided in” the patent application
that resulted in Beckert *363. Id. at 7:19-25, 7:37-47; Ex. 1007, [21];

Ex. 1008, [21]. Beckert 710 “incorporate[s]” these applications “by
reference.” Ex. 1006, 7:19-25, 7:37-47.

In addition, Beckert >710 discloses that “computer system 20
implements an audio manager API (application program interface) to enable
applications running on the computer to control the various audio sources
without knowing the hardware and implementation details of the underlying
sound system.” Id. at 12:65—-13:2; see id. at [54], 2:64—3:1. Figure 8 of
Beckert *710 is reproduced below. |

12
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Figure 8 illustrates the “application-to-hardware architecture” discussed in
Beckert °710. Id at 13:7; see id. at 3:44—45. Audio hardware 270 forms the
lowest level of the architecture. Id. at 13:8-9. Audio hardware abstraction
layer (“HAL”) 272, in turn, “defines a basic interface layer between the
audio related drivers for the hardware 270 and the audio manager API
layer 274.” Id. at 13:9-12. Next, audio manager API 274—which has five
core components, audio source control API 278, wave-in and wave-out
API 280, surround sound decoder API 282, equalization API 284, and
volume/balance/fade API 286—defines the APIs to access and control the
underlying audio system.” Id. at 13:14-18. “[A]udio manager API 274
communicates with the audio device drivers for specific devices via the
audio HAL interface 272 and “transfers calls made by the applications to
the appropriate device driver(s).” Id. at [57], 3:4-6, 13:5-6, 14:38-40.
Finally, “[a]top the audio manager API 274 are the applications 276.” Id.
at 13:13-14.

Beckert *710 further explains that “[d]ifferent APIs control different

aspects of the audio system.” Id. at 13:19-20. For example, wave-out
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API 280 controls foreground audio sources, whereas audio source control
API 278 “control[s]” and “is used to select” background audio sources,
including the “AM/FM tuner, CD player, auxiliary inputs, and other sources
from the USB.” Id. at 13:22-32, 13:39-47.
2. Beckert '164

Similar to Beckert *710, Beckert *164 discloses a vehicle computer
system with three modules, namely a computer module, support module, and
faceplate module. Ex. 1007, [57], 1:4-5, 1:65, 2:22—42. Computer
module 64 includes a processor that runs the operating system “to support
the vehicle-related applications,” including “navigation, security,
diagnostics, communications, and entertainment systems.” Id. at [57], 2:21—
30, 3:14-17, R:34-39.

3. Discussion

A patent claim is unpatentable as obvious under 35 U.S.C. § 103(a) if
“the differences between” the claimed subject matter “and the prior art are
such that the subject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in the art to which
said subject matter pertains.” 35 U.S.C. § 103(a). As the Supreme Court
explained in KSR International Co. v. Teleflex Inc., 550 U.S. 398 (2007), an
invention “composed of several elements is not proved obvious merely by
demonstrating that each of its elements was, independently, known in the
prior art.” Id at 418. Rather, “it can be important to identify a reason that
would have prompted a person of ordinary skill in the relevant field to
combine the elements in the way the claimed new invention does.” Id. In
other words, “there must be some articulated reasoning with some rational
underpinning to support the legal conclusion of obviousness.” Id. (quoting
Inre Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006)). Accordingly, the U.S.
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Court of Appeals for the Federal Circuit has made clear that a petitioner in
an inter partes review proceeding cannot “satisfy its burden of proving
obviousness” by “employ[ing] mere conclusory statements” and “must
instead articulate specific reasoning, based on evidence of record” to support’
an obviousness determination. In re Magnum Qil Tools Int’l, Ltd., 829 F.3d
1364, 138081 (Fed. Cir. 2016).

a. Independent Claim 1

Independent claim 1 of the *786 patent recites that the

“microcontroller,” included in the “interface,” is “pre-programmed to
execute: a first pre-programmed code portion for:”

remotely controlling the after-market audio device using the car
stereo by receiving a control command from the car stereo
through said first connector in a format incompatible with
the after-market audio device,

processing the received control command into a formatted
command compatible with the after-market audio device,
and .

transmitting the formatted command to the after-market audio
device through said second connector for execution by the
after-market audio device.

Ex. 1001, 21:38-54 (line breaks added). Accordingly, the claim requires
that the recited microcontroller perform a format conversion of a control
command received from the car stereo, specifically converting the command
from a format incompatible with the after-market audio device to one
compatible with the after-market audio device.

Relevant to this claim requirement, Petitioner identifies support
module 82 of Beckert *710 as the recited “interface,” a customized processor
implementing logic unit 110 of Beckert *710 as the recited
“microcontroller,” and computer module 84 of Beckert 710 and

corresponding computer module 64 of Beckert *164 as the recited “car
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stereo.” See Pet. 2224, 29-31. Specifically regarding the recited “first
pre-programmed code portion for . . . processing the received control
command into a formatted command compatible with the after-market audio
device,” the Petition argues, and Dr. Kyriakakis opines, that audio manager
API 274 and hardware abstraction layer 272 of Beckert 710 perform the
required format conversion. Id. at 32—-35; Ex. 1003, 40—43; see Pet. 31-32;
Ex. 1003, 39-40. The Petition and Dr. Kyriakakis’s declaration represent
that in Beckert *710, “commands issued by the car stereo (e.g., from the
Computer Applications 276) . . . are converted through the Audio Manager
API and the hardware abstraction layer to be able to communicate with a
connected USB audio hardware device.” Pet. 35; Ex. 1003, 43. According
to Petitioner, Beckert *710 describes using the hardware abstraction layer “to
process received commands from the car stereo into formatted commands
for transfer to the audio system hardware.” Pet. 33; Ex. 1003, 41. Petitioner
relies exclusively on these alleged teachings of Beckert *710 and does not
refer to Beckert *164 for the “first pre-programmed code portion” limitation.
See Pet. 31-35; Ex. 1003, 39-43.

Patent Owner contests Petitioner’s arguments that Beckert *710
teaches the “first pre-programmed code portion” limitation, asserting that
Petitioner merely “make[s] general allegations regarding an ‘API,”” but the
API of Beckert *710 “does not receive commands in an incompatible format,
or translate commands.” Prelim. Resp. 12—13. Patent Owner argues that
Beckert *710 instead refers to “several other components involved in the
command structure including device ‘drivers’ as well as the hardware itself.”
1d. at 13. According to Patent Owner, Beckert *710 expressly states only
that the API “‘transfers calls made by the applications to the appropriate
> and does not “describe the format that commands are

16
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relayed from an API to a device driver and then subsequently to the
devices.” Id. (quoting Ex. 1006, 2:64-3:6). Moreover, Patent Owner faults
Petitioner for failing to “allege the location of the API with any further
specificity” than Beckert *710 itself, which states merely that the API is
within the “vehicle computer system.” Id. Therefore, according to Patent
Owner, Petitioner’s allegations are insufficient to demonstrate that

Beckert ’710’s teaches the claim limitation because the vehicle computer
system contains not only the component Petitioner identifies as the alleged
“interface” but also the components Petitioner identifies as the alleged “car
stereo” and “after-market audio device.” Id. Moreover, with regard to the
hardware abstraction layer, Patent Owner asserts that Petitioner does “not
map the hardware abstraction layer to the conversion limitations” and does
“not explain where the . . . [l]ayer is located or how it represents
‘pre-programmed’ code.” Id.

We agree with Patent Owner that Petitioner has not sufficiently

explained and supported its position that Beckert *710 teaches or suggests
.claim 1’s requirement that a microcontroller “process[] the received control
command into a formatted command compatible the after-market audio
device.” See id. Nor has Petitioner adequately supported and explained its
supporting assertion that this recitation is performed by audio manager

API 274 and hardware abstraction layer 272, as opposed to, for example, the
device drivers for specific audio devices. Moreover, even if this
functionality is covered by audio manager API 274 and hardware abstraction
layer 272, it is not explained adequately why or how either one maps to a
“microcontroller” performing those functions.

With regard to hardware abstraction layer 272, Petitioner’s citation to

Figure 8 and the accompanying general disclosure that “audio hardware
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abstraction layer . . . 272 defines a basic interface layer between the audio
related drivers for the hardware 270 and the audio manager API layer 274”
fails to specify and show adequately that the hardware abstraction layer,
rather than the device drivers of the audio devices, perform the format
conversion of control commands required by claim 1. Ex. 1006, 13:9-12,
Fig. 8; see Pet. 33-34 (citing Ex. 1006, 13:7-15, Fig. 8); Ex. 1003, 4142
(citing Ex. 1006, 13:7-15, Fig. 8).
The relevant citations to Beckert *710 regarding audio manager
API 274 fare no better. Although Petitioner proffers citations to disclosures
of Beckert 710 that audio manager API 274 “enable[s] applications running
on the computer to control the various audio sources without knowing the
hardware and implementation details of the underlying sound system” and
similarly, “defines the APIs to access and control the underlying audio
system,” these general statements regarding “control” of audio sources do
not show that audio manager API 274, in particular, converts a command
into a format compatible with the relevant audio source device. Ex. 1006,
 [57], 2:64-3:1, 12:65-13:2, 13:14~15; see Pet. 32-34 (citing Ex. 1006,
2:64-3:6, 13:7-15); Ex. 1003, 4042 (citing Ex. 1006, 2:64-3:6, 13:7-15).
Moreover, the cited discussion in Beckert *710 explaining that audio source
control 278, a component of audio manager API 274, “control[s]” and “is
used to select” background audio sources, such as “sources from the USB,”
similarly lacks detail sufficient to demonstrate that audio manager API 274
performs the recited format conversion. Ex. 1006, 13:16-18, 13:28-31,
13:3941, Fig. 9; see Pet. 32, 34-35 (citing Ex. 1006, 13:22-31, 13:3742,
Fig. 9); Ex. 1003, 40, 4243 (citing Ex. 1006, 13:22-31, 13:3742, Fig. 9).
In more particularly addressing the function of audio manager
API 274, Beckert *710 explains that its role is to “communicate[] with the
18
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audio device drivers for specific devices via the audio HAL interface 272”
and “transfer[] calls made by the applications fo the appropriate device
driver(s).” Ex. 1006, [57], 3:2—6, 13:2-6, 14:37-40 (emphases added); see
Pet. 32-34 (citing Ex. 1006, 2:64-3:6); Ex. 1003, 4042 (citing Ex. 1006,
2:64-3:6). Petitioner has not explained or demonstrated sufficiently, with
adequate record support, that a person of ordinary skill in the art would have
understood the function of audio manager API 274, including transferring
calls to device drivers for audio devices through the hardware abstraction
layer, to involve the recited format conversion of control commands.

Petitioner also fails to address or provide explanation as to why it is
not the device driver(s) for each specific audio device that perform such a
conversion of a control command into a format compatible with the
particular device. We find Petitioner’s failure in this regard particularly
problematic given that device drivers were known in the art at the relevant
time period to perform functionality consistent with the required format
conversion. See Ex. 3001 (MICROSOFT COMPUTER DICTIONARY (5th ed.
2002)), 155 (explaining that a “device driver” is “[a] software component
that permits a computer system to communicate with a device” and performs
“data translation™); Ex. 1001, [22]. Moreover, it is unclear why the
individual device drivers for particular audio devices in Beckert 710 would
be necessary, and what function they would perform, if audio manager
API 274 or hardware abstraction layer 272 converts control commands into a
format compatible with the relevant audio device before the drivers receive
the command.

In addition, Petitioner has not addressed or shown that the device
drivers in Beckert *710 are part of the customized processor implementing
logic unit 110 in support module 82, which Petitioner identifies as the
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“microcontroller” of the “interface” recited in claim 1. See Pet. 29-35;
Ex. 1003, 37-43; see also, e.g., Ex. 1006, [57], 3:2-3, 13:2-3 (“Different
audio devices and their drivers control different functionality of the audio
system . . ..”); id. at 13:10—-12 (“‘audio related drivers for the

hardware 270”); id. at 14:37—41 (“audio device drivers for specific
devices”). Therefore, we are not persuaded that there is adequate basis in
the record to conclude that Beckert *710 teaches, suggests, or otherwise
would have conveyed a “microcontroller,” within an “interface,” |
“pre-programmed to execute: a first pre-programmed code portion for . . .
processing the received control command into a formatted command
compatible the after-market audio device,” as claim 1 requires.

With specific regard to Dr. Kyriakakis’s stated opinion in his
declaration that one of ordinary skill in the art would have understood that in
Beckert *710, commands issued by computer applications are “converted
through the Audio Manager API and the hardware abstraction layer to be
able to communicate with” an “audio hardware device,” and that “command
translation is at the core of HAL functionality,” these representations lack
sufficient explanation and evidentiary support. Ex. 1003, 41, 43; see Prelim.
Resp. 18 (arguing Dr. Kyriakakis’s declaration should be afforded no weight
because it “fails to disclose the underlying facts [on] which it bases its
obviousness conclusions . . . ; neglects to show how a person of ordinary
skill in the art would understand . . . the references; and merely amounts to
broad conclusory statements™). In particular, for the reasons explained
above, Dr. Kyriakakis’s representations that hardware abstraction layer 272
and audio manager API 274 perform the recited format conversion of control
commands are not supported adequately by the disclosures in the cited
passages of Beckert *710. Dr. Kyriakakis does not address or offer any
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explanation as to why one of ordinary skill in the art would not have
understood the device drivers in Beckert 710 to perform the format
conversion of control commands. In addition, Dr. Kyriakakis’s
representations are particularly unconvincing and of minimal probative
weight given that they generally repeat verbatim the precise statements in
the claim chart of the Petition, with the mere addition of phrases like “it is
my opinion that” and a single new sentence. Compare Pet. 32-35, with

Ex. 1003, 40—43. Therefore, we are not persuaded by and do not credit these
conclusory and unexplained representations as to what the cited disclosures
of Beckert >710 would have conveyed to a person of ordinary skill. See

37 C.F.R. § 42.65(a); In re Am. Acad. of Sci. Tech Ctr., 367 F.3d 1359, 1368
(Fed. Cir. 2004) (explaining that “the Board has broad discretion” to weigh
declarations and “conclude that the lack of factual corroboration warrants
discbunting the opinions expressed™); Rohm & Haas Co. v. Brotech Corp.,
127 F.3d 1089, 1092 (Fed. Cir. 1997) (“Nothing in the [federal] rules [of
evidence] or in our jurisprudence requires the fact finder to credit the
unsupported assertions of an expert witness.”); Ashland Oil, Inc. v. Delta
Resins & Refractories, Inc., 776 F.2d 281, 294 (Fed. Cir. 1985) (“Lack of
factual support for expert opinion going to factual determinations . . . may
render the testimony of little probative value . . . .”).

Accordingly, for the reasons given above, Petitioner has not supported
sufficiently its argument that Beckert *710 teaches or suggests claim 1°s
requirement that a microcontroller “process[] the received control command
into a formatted command compatible the after-market audio device,” and
Petitioner’s supporting representation that this recitation is performed by
audio manager API 274 and hardware abstraction layer 272, rather than the
device drivers. In addition, even if we assume Petitioner had shown
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sufficiently that audio manager API 274 and hardware abstraction layer 272
of Beckert *710 perform the recited format conversion of control commands,
as it contends, Petitioner still would not have demonstrated adequately that
Beckert *710 teaches or suggests that this functionality is performed by a
“microcontroller,” within an “interface,” as claim 1 requires. In particular,
we agree with Patent Owner that the Petition, as well as Dr. Kyriakakis’s
supporting declaration, has not alleged or shown adequately where within
the disclosed computer system any relevant code of audio manager API 274
and hardware abstraction layer 272 is executed, particularly whether any
such code is executed by the processor within logic unit 110 of support
module 82, which Petitioner identifies as the “microcontroller.” See Prelim.
Resp. 13; Pet. 31-35; Ex. 1003, 39—43. The closest Petitioner comes to
addressing this location is providing, without any supporting analysis or
argument, a block quotation of Beckert *710’s statement that “logic unit 110
in support module 82 performs many of the functions for the audio
entertainment system.” Ex. 1006, 7:50—52 (emphasis added); see Pet. 32-33
(quoting Ex. 1006, 7:49-54); Ex. 1003, 40—41 (quoting Ex. 1006, 7:49-54).
Many functions, however, are not all. Petitioner has not provided sufficient
argument or explanation to support that a person of ordinary skill in the art
would have understood that customized processor of logic unit 110 performs
the particular relevant functionality, specifically executing any code for
format conversion of control commands for audio manager API 274 and
hardware abstraction layer 272. For example, we note that computer
module 84, which Petitioner identifies as the recited “car stereo,” also
contains a processor, processor 150, which runs the computer system’s

operating system and supports all vehicle applications. See Ex. 1006, 2:6-9,
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7:1-5. Petitioner, however, fails to address why this other processor would
not have executed any such code.

Nor do the cited disclosures of Beckert 710 specify the precise
location of code for audio manager API 274 and hardware abstraction
layer 272. Rather, as Patent Owner argues, Beckert *710, in addressing the
location of the API, states only that “computer system 20 implements an
audio manager APL.” Id. at 12:65—66; see id. at [57], 2:64—65; Prelim.
Resp. 13. Yet Beckert *710’s vehicle computer system 20 includes
computer 22, featuring both computer module 84 (“car stereo™) and support
module 82 (“interface”), as well as peripheral devices. See Ex. 1006, 1:60—
64, 3:59-65, 5:34-37, Fig. 1; Pet. 22-23, 29-30. As to hardware abstraction
layer 272, Beckert *710, as noted above, explains only that this layer
“defines a basic interface layer between the audio related drivers for the
hardware 270 and the audio manager API layer 274.” Ex. 1006, 13:9-12,
Fig. 8; see id. at 14:37-40; Pet. 34 (quoting Ex. 1006, 13:7-15). Thus,
Beckert *710 describes audio manager API 274 and hardware abstraction
layer 272 as abstractions and does not limit their functionalities to a specific
location within the disclosed computer system or more particularly, to logic
unit 110 of support module 82. Accordingly, for the additional reason that
Petitioner has not shown sufficiently that the processor within logic unit 110
(“microcontroller”) executes any relevant code of audio manager API 274
and hardware abstraction layer 272—which Petitioner contends performs the
recited format conversion—Petitioner’s assertions and evidence are
inadequate to show that Beckert 710 teaches or suggests claim 1°s
requirement that a “microcontroller,” within an interface, is

“pre-programmed to execute” a format conversion of a control command.
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For the reasons given, Petitioner has not made a sufficient showing,
with adequate record support, that Beckert *710 and Beckert *164 teach,
suggest, or otherwise would have conveyed to one of ordinary skill “said
microcontroller pre-programmed to execute: a first pre-programmed code
portion for . . . processing the received control command into a formatted
command compatible the after-market audio device,” as recited in claim 1 of
the *786 patent.

b. Dependent Claims 10, 14, 23, and 24

Claims 10, 14, 23, and 24 of the *786 patent depend, difectly or
indirectly, from independent claim 1. See Ex. 1001, 22:28-67.

Accordingly, the deficiencies discussed above with respect to Petitioner’s
showing regarding the “first pre-programmed code portion” limitation of
independent claim 1 carry through to these claims. Petitioner’s specific
arguments directed to the additional limitations of these dependent claims do
not cure the deficiencies. See Pet. 3945.

c. Conclusion

For the reasons given, we determine that the Petition does not show a
reasonable likelihood that Petitioner would prevail in showing that
Beckert 710 and Beckert ’164 render obvious claims 1, 10, 14, 23, and 24
of the *786 patent.

D. ALLEGED OBVIOUSNESS OVER BECKERT *710, BECKERT ’ 164, AND
USB ADF
Petitioner contends claims 57, 60, 64, and 65 of the 786 patent are

unpatentable as obvious over Beckert 710, Beckert 164, and USB ADF.
Pet. 9, 60—66.
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1. Independent Claim 57
a. “second pre-programmed code portion”

Independent claim 57 includes a “second pre-programmed code
portion” limitation that is very similar to the “first pre-programmed code
portion” limitation of independent claim 1, with the main difference being
that the “second pre-programmed code portion” limitation of claim 57
recites an “MP3 player” rather than the more general “after-market audio
device” recited in claim 1. See Ex. 1001, 22:44-54, 26:27-38. In this
asserted ground, the Petition’s analysis of the “second pre-programmed code
portion” limitation of claim 57 consists only of an internal cross-reference to
the claim charts for the corresponding limitations of claim 1 in the asserted
ground of obviousness over Beckert 710 and Beckert 164. See Pet. 63—64;
see also id. at 31-35. Accordingly, for substantially the same reasons given
above in our analysis of the asserted ground challenging claim 1 as obvious
over Beckert *710 and Beckert *164 that the Petition fails to show
sufficiently that these references teach, suggest, or otherwise would have
conveyed to a person of ordinary skill in the art the “first pre-programmed
code portion” limitation of claim 1, we likewise are not persuaded that
Petitioner has demonstrated adequately that these references teach, suggest,
or otherwise would have conveyed to one of ordinary skill the “second
pre-programmed code portion” limitation of claim 57.

b. “first pre-programmed code portion”

Claim 57 recites “a first pre-programmed code portion for generating
a device presence signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state.” Ex. 1001, 26:23-27
(emphasis added). The Petition’s analysis of this limitation features only an
internal cross-reference to its discussion of a limitation of claim 1 in the
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asserted ground of obviousness over Beckert *710 and Beckert *164. See
Pet. 6263 (“See discussion of claim limitation 1[f] in Ground 1.”); id.
at 30-31 (analysis of limitation that the Petition refers to as limitation 1[f]).

Independent claim 1, however, does not recite a “device presence
signal.” Ex. 1001, 21:31-64. Thus, the Petition’s analysis of claim 1,
including the particular cross-referenced limitation, does not address or
explain how Beckert 710 and Beckert *164 teach, suggest, or otherwise
would have conveyed to one of ordinary skill in the art a “device presence
signal”—i.e., a signal indicating that a portable MP3 player, other than the
car stereo, is connected to the interface—and a code portion for generating
and transmitting such a signal, as claim 57 requires. See Pet. 22-39.
Moreover, based on our review of the portions of Beckert *710 and
Beckert *164 cited in the Petition’s analysis of claim 1, they are insufficient
to demonstrate that these references would have conveyed such a teaching or
suggestion to a person of ordinary skill in the art.

Therefore, the Petition does not make a sufficient showing that
Beckert *710, Beckert 164, and USB ADF would have rendered obvious a
“a first pre-programmed code portion for generating a device presence signal
and transmitting the signal to the car stereo to maintain the car stereo in an
operational state,” as recited in claim 57.

2. Dependent Claims 60, 64, and 65

Claims 60, 64, and 65 of the *786 patent depend, directly or indirectly,
from independent claim 57. See Ex. 1001, 26:43—63. Accordingly, the
deficiencies discussed above with respect to Petitioner’s showing regarding
the “first pre-programmed code portion” and “second pre-programmed code

portion” limitations of independent claim 57 also apply to these claims.
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Petitioner’s specific arguments directed to the additional limitations of these
dependent claims do not cure the deficiencies. See Pet. 64—66.
3. Conclusion

Based on our analysis above, we determine that the Petition does not
demonstrate a reasonable likelihood that Petitioner would prevail in showing
that claims 57, 60, 64, and 65 of the 786 patent would have been obvious
over Beckert *710, Beckert 164, and USB ADF.

E. OTHER ASSERTED GROUNDS

In addition to the asserted grounds of obviousness relying on
Beckert *710 and Beckert 164 as well as Beckert 710, Beckert *164, and
USB ADY, addressed above, Petitioner asserts six other obviousness
grounds challenging dependent claims 5-8, 61, and 62 of the *786 patent.
See Pet. 8-9, 45-59, 66—69.

Dependent claims 5-8 each depend directly from independent claim 1.
Ex. 1001, 22:8-23. As addressed above, Petitioner challenges independent
claim 1 as obvious over Beckert 710 and Beckert *164. Petitioner argues
that dependent claims 5—-8 would have been obvious over these two
references in addition to the AutoPC Manual and USB 2.0 for claim 5;
Beckert *363 for claim 6; the AutoPC Manual for claim 7; and the Sony
XR-C5120R Manual for' claim 8. See Pet. 89, 45-59. The Petition’s
analysis of dependent claims 5—8 and specific arguments directed to the
additional limitations of these claims do not cure the deficiencies outlined
above in Petitioner’s showing that Beckert 710 and Beckert *164 teach,
suggest, or otherwise would have conveyed the “first pre-programmed code
portion” limitation of independent claim 1, from which these claims depend.
See id. at 45—49. The Petition does not rely on the additional asserted
references—AutoPC Manual, USB 2.0, Beckert 363, and Sony XR-C5120R
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Manual—to address this limitation. See id. Accordingly, for the reasons
given above in our analysis of independent claim 1, we determine that the
Petition does not show a reasonable likelihood that Petitioner would prevail
in showing that dependent claims 5-8 of the *786 patent are unpatentable.

In addition, dependent claims 61 and 62 each depend indirectly from
independent claim 57. Ex. 1001, 26:44-55. Petitioner asserts that claim 57
would have been obvious over Beckert 710, Beckert 164, and USB ADF,
as addressed in our analysis above. Petitioner argues that dependent
claims 61 and 62 would have been obvious over these three references in
addition to the AutoPC Manual for claim 61 and the Sony XR-C5120R
Manual for claim 62. See Pet. Y, 66—6Y. 'L'he Petition does not rely on the
additional asserted references, AutoPC Manual and Sony XR-C5120R
Manual, to address the “first pre-programmed code portion” and “second
pre-programmed code portion” limitations of independent claim 57, from
which claims 61 and 62 depend. See id. at 66—69. Moreover, the specific
arguments directed to the additional limitations of claims 61 and 62 do not
cure the deficiencies outlined above in Petitioner’s showing that
Beckert *710, Beckert 164, and USB ADF teach, suggest, or otherwise
would have conveyed to one of ordinary skill in the art these limitations of
independent claim 57. See id. Therefore, for the reasons given above in our
analysis of independent claim 57, we determine that the Petition does not
show 4 reasonable likelihood that Petitioner would prevail in showing that
dependent claims 61 and 62 of the *786 patent are unpatentable.

III. CONCLUSION

For the reasons given, we determine that the information presented in
the Petition does not establish a reasonable likelihood that Petitioner would
prevail in showing that any of the challenged claims of the *786 patent,
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claims 1, 5-8, 10, 14, 23, 24, 57, 60-62, 64, and 65, are unpatentable.
Therefore, we do not institute an inter partes review of any of the challenged
claims on any of the asserted grounds.
IV. ORDER

For the reasons given, it is:

ORDERED that pursuant to 35 U.S.C. § 314(a), the Petition is denied,
and no trial is instituted with respect to any claim of U.S. Patent
No. 7,489,786 B2. |
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I. INTRODUCTION

A Background

On July 20, 2016, Petitioner filed a Petition (Paper 2, “Pet.”) to
institute inter partes review of claims 1, 2, 4-8, 13, 14, 23, 24, 44, 47, 57,
58, 60—65, 86, 88-92, 94, 97, and 98 of U.S. Patent No. 7,489,786 B2
(Ex. 1001, “the >786 patent”). On November 10, 2016, Patent Owner filed a
Preliminary Response (Paper 6, “Prelim. Resp.”).

To institute an inter partes review, we must determine that the
information presented in the petition shows “that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” 35 U.S.C. § 314(a). Having considered
both the Petition and the Preliminary Response, we determine that Petitioner
has not demonstrated a reasonable likelihood that it would prevail in
establishing the unpatentability of any challenged claim. Thus, we do not
institute an inter partes review of any claim of the 786 patent.

B.  Related Matters

The parties indicate that the *786 patent was asserted in five
infringement actions before the United States District Court for the Eastern
District of Texas and two infringeinent actions before the United States
District Court for the District of New Jersey. Pet. 1; Paper 5, 1-2. The
>786 patent also is involved in [IPR2016-00421, [PR2016-00422,
IPR2016-01472, and IPR2016-01477. Paper 5, 2. Related U.S. Patent No.
8,155,342 B2 is involved in [IPR2016-00118, IPR2016-00418,
IPR2016-00419, IPR2016-01445, IPR2016-01449, IPR2016-01473,
IPR2016-01476, IPR2016-01533, IPR2016-01557, and IPR2016-01560.
Pet. 1; Paper 5, 1-2.
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C. The 786 Patent

The °786 patent is titled “Audio Device Integration System.”
Ex. 1001, at [S4]. It states:

One or more after-market audio devices, such as a CD player,
CD changer, MP3 player, satellite receiver, DAB receiver, or the
like, is integrated for use with an existing OEM or after-market
car stereo system, wherein control commands can be issued at
the car stereo and responsive data from the audio device can be
displayed on the stereo.

Id. at Abstr. The ’786 patent also states:

Control commands generated at the car stereo are received,
processed, converted into a format recognizable by the audio
device, and dispatched to the audio device for execution.
Information from the audio device, including track, disc, song,
station, time, and other information, is received, processed,
converted into a format recognizable by the car stereo, and
dispatched to the car stereo for display thereon.

Id. Additional auxiliary sources also may be integrated together, and “a user

can select between the [audio] device or the one or more auxiliary input

sources by issuing selection commands through the car stereo.” Id. A

docking station is provided for docking a portable audio or video device for

integration with the car stereo. Id. Figures 2A-2C are reproduced below:
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Figure 2A illustrates an embodiment integrating a CD player with the car
stereo; Figure 2B illustrates an embodiment integrating a MP3 player with a
car stereo; and Figure 2C illustrates an embodiment integrating a satellite or
DAB receiver with a car stereo. Id. at 3:14-23. A more versatile

embodiment is shown in Figure 1:

FIG. 1
e
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i
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[\ )
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Figure 1 illustrates an embodiment integrating a CD player, a MP3 player, a
satellite radio, or DAB receiver, and a number of auxiliary input sources
with a car stereo. Id. at 3:12-13. As shown in the above Figures, central to
the >786 patent is an “interface” positioned between the car stereo and the
audio device(s) and auxiliary input(s) being integrated.

With regard to Figure 2B, the *786 patent describes:

The interface 20 allows data and audio signals to be exchanged
between the MP3 player 30 and the car radio 10, and processes
and formats signals accordingly so that instructions and data
from the radio 10 are processable by the MP3 player 30, and vice
versa. Operational commands, such as track selection, pause,
play, stop, fast forward, rewind, and other commands, are entered
via the control panel buttons 14 of car radio 10, processed by the
interface 20, and formatted for execution by the MP3 player 30.
Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for display on display 13. Audio from

4
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MP3 player 30 is selectively forwarded by the interface 20 to the
radio 10 for playing.

Id at 6:11-24. Similar description is provided with respect to Figures 2A
and 2C. Id. at 5:49-55, 6:35-43.

Of the challenged claims, claims 1, 44, 57, 86, and 92 are
independent. Claim 1 is directed to a system that connects an after-market
audio device as well as one or more auxiliary input sources to a car stereo.
In particular, claim 1 recites a first connector electrically connectable to a
car stereo, a second connector electrically connectable to an after-market
device, and a third connector electrically connectable to one or more
auxiliary input sources. Id. at 21:33-38. Claim 1 also recites an interface
that is connected between the first and second electrical connectors, and
includes a “microcontroller pre-programmed to execute”:

a first pre-programmed code portion for remotely controlling the
after-market audio device using the car stereo by receiving a
control command from the car stereo through said first
connector in a format incompatible with the after-market
audio device, processing the received control command into
a formatted command compatible with the after-market audio
device, and transmitting the formatted command to the
after-market audio device through said second connector for
execution by the after-market audio device;

a second pre-programmed code portion for receiving data from
the after-market audio device through said second connector
in a format incompatible with the car stereo, processing the
received data into formatted data compatible with the car
stereo, and transmitting the formatted data to the car stereo
through said first connector for display by the car stereo; and

a third pre-programmed code portion for switching to one or
more auxiliary input sources connected to said third electrical
connector.

Id. at 21:44-64.
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Claim 57 is directed to a system including an interface between a first
electrical connector connectable to a car stereo and a second electrical
connector connectable to a portable MP3 player. Claim 86 is directed to a
system including an interface between a first electrical connector
connectable to a car stereo and a second electrical connector connectable to
an after-market video device. Claim 92 is directed to a system including an
interface between a car stereo and a portable audio device. Claims 57, 86,
and 92 each require the generation, within the interface, of a device presence
signal that is transmitted to the car stereo to maintain the car stereo in an
operational state. Claims 57, 86, and 92 are reproduced below:

57. An audio device integration system comprising:
a first electrical connector connectable to a car stereo;

a second electrical connector connectable to a portable MP3
player external to the car stereo

an interface connected between said first and second electrical
connectors for transmitting audio from a portable MP3 player
to a car stereo, said interface including a microcontroller in
electrical communication with said first and second electrical
connectors,

said microcontroller pre-programmed to execute:

a first pre-programmed code portion for generating a
device presence signal and transmitting the signal to
the car stereo to maintain the car stereo in an
operational state; and

a second pre-programmed code portion for remotely
controlling the MP3 player using the car stereo by
receiving a control command from the car stereo
through said first electrical connector in a format
incompatible with the MP3 player, processing the
control command into a formatted control command
compatible with the MP3 player, and transmitting
the formatted control command to the MP3 player

6
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through said second electrical connector for
execution by the MP3 player.

Id at 26:13-37.

86. A device for integrating video information for use with a car
stereo, comprising:

a first electrical connector connectable to a car stereo;

a second electrical connector connectable to an after-market
video device external to the car stereo;

an interface connected between said first and second electrical
connectors for transmitting video information from the
after-market video device to the car stereo, the interface
including a microcontroller in electrical communication with
said first and second electrical connectors, said
microcontroller pre-programmed to execute:

a first pre-programmed code portion for generating a
device presence signal and transmitting the signal to
the car stereo through said first electrical connector
to maintain the car stereo in an operational state
responsive to signals generated by the after-market
video device.

Id. 28:40-56.

92. An audio device integration system comprising:
a car stereo;
a portable audio device external to the car stereo;

an interface connected between the car stereo and the portable audio
device, the interface including a microcontroller pre-programmed
to execute:

first pre-programmed means for generating a device presence
signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state;

second pre-programmed means for remotely controlling the
portable audio device using the car stereo by receiving a
control command from the car stereo in a format
incompatible with the portable audio device, processing
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the control command into a formatted control command
compatible with the portable audio device, and
transmitting the formatted control command to the
portable audio device for execution thereby; and

means for transmitting audio from the portable audio device
to the car stereo.

Id at29:11-31.

Claim 44 is directed to an apparatus for docking a portable device for
integration with a car stereo. It includes an interface connected between the
data port and the car stereo, and is reproduced below:

44. An apparatus for docking a portable device for integration with a
car stereo comprising:

a storage area remote from a car stereo for storing the portable
device;

a docking portion within the storage area for communicating and
physically mating with the portable device;

a data port in communication with the docking portion, the data
port connectable with a device for integrating the portable
device with the car stereo; and

an interface connected to said data port and to the car stereo, said
interface channeling from the portable device to the car stereo
said interface including a microcontroller in electrical
communication with the portable device through said data
port and the car stereo, said microcontroller pre-programmed
to execute first program code for remotely controlling the
portable device using the car stereo by processing control
commands generated by the car stereo in a format
incompatible with the portable device into formatted control
commands compatible with the portable device, and
. dispatching formatted control commands to the portable
device for execution thereby.

Id at 25:1-22.
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D.

Evidence Relied Upon

Petitioner relies on the following references:

Reference Pub. Date Exhibit

Owens U.S. Pub. No. 2002/0084910 A1 |July 4,2002 |Ex. 1003
Beckert U.S. Patent No. 6,175,789 B1 Jan. 16, 2001 | Ex. 1004
Cooper U.S. Patent No. 5,774,793 June 30, 1998 | Ex. 1005
Ohmura U.S. Pub. No. 2001/0028717 A1 | Oct. 11,2001 | Ex. 1006
Berry U.S. Patent No. 6,559,773 B1 May 6, 2003 | Ex. 1007

Petitioner also relies on the Declaration of Scott Andrews. Ex. 1002.

E.

The Asserted Grounds

Petitioner asserts the following grounds of unpatentability:

Claims Challenged Basis

References

1,2, 13, 14, 23,24, 44, and 47 | § 103(2)

Owens, Beckert, and

Cooper

Owens, Beckert, Cooper,

Berry, and Ohmura

7and® 3 103(a) and Ohmura
4,5,6,57,58, 60,63, 64, 65,

86, 88, 89,90, 91,92, 94,97, | § 103(a) Owens, Beckert, Cooper,
and 98 and Berry

61 and 62 § 103(a) Owens, Beckert, Cooper,

II. ANALYSIS

1

The question of obviousness is resolved on the basis of underlying

factual determinations including: (1) the scope and content of the prior art;

(2) any differences between the claimed subject matter and the prior art;

(3) the level of ordinary skill in the art; and (4) objective evidence of
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nonobviousness. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).
One seeking to establish obviousness based on more than one reference also
must articulate sufficient reasoning with rational underpinnings to combine
teachings. See KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007).

Neither Petitioner nor Patent Owner proposes anything specific to
reflect the level of ordinary skill in the art. We determine, however, that in
this case no express articulation in that regard is necessary and that the level
of ordinary skill in the art is reflected by the prior art of record. See Okajima
v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In re GPAC Inc.,
57 F.3d 1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579 F.2d 86, 91 (CCPA
1978).

A.  Claim Construction

In an inter partes review, claim terms in an unexpired patent are
interpreted according to their broadest reasonable construction in light of the
specification of the patent in which they appear. 37 C.F.R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 214246 (2016).
Consistent with that standard, claim terms also are given their ordinary and
customary meaning, as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. See In re Translogic Tech., Inc.,
504 F.3d 1249, 1257 (Fed. Cir. 2007). Thefe are, however, two exceptions
to that rule: “l) when a patentee sets out a definition and acts as his own
lexicographer,” and “2) when the patentee disavows the full scope of a claim
term either in the specification or during prosecution.” Thorner v. Sony
Computer Entm’t Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012).

If an inventor acts as his or her own lexicographer, the definition must

be set forth in the specification with reasonable clarity, deliberateness, and

10
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precision. Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d 1243,
1249 (Fed. Cir. 1998). It is improper to add into a claim an extraneous
limitation, i.e., one that is added wholly apart from any need for the addition.
See, e.g., Hoganas AB v. Dresser Indus., Inc., 9 F.3d 948, 950 (Fed. Cir.
1993); E.I du Pont de Nemours & Co. v. Phillips Petroleum Co., 849 F.2d
1430, 1433 (Fed. Cir. 1988). Although it is improper to read a limitation
from the specification into the claims, In re Van Geuns, 988 F.2d 1181, 1184
(Fed. Cir. 1993), claims still must be read in view of the specification of
which they are a part. Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d
1340, 1347 (Fed. Cir. 2004).

Only terms which are in controversy need to be construed, and only to
the extent necessary to resolve the controversy. See Wellman, Inc. v.
Eastman Chem. Co., 642 F.3d 1355, 1361 (Fed. Cir. 2011); Vivid Techs.,
Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

1.  “interface”

Of all challenged claims, claims 1, 44, 57, 86, and 92 are independent,
and each recites an “interface.”

Claims 1, 57, and 86 require the interface to be connected between a
first electrical connector and a second electrical connector, where the first
connector is connectable to a car stereo and the second connector is
connectable to an after-market audio device (claim 1), a portable MP3 player
(claim 57), or an after-market video device (claim 86). Claim 92 requires
the interface to be connected between the car stereo and a portable audio
device. Claim 44 recites a docking portion that mates with a portable
device, and an interface that is connected to the car stereo as well as to a data

port that communicates with the docking portion.

11
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Also, claim 57 recites that the interface is “for transmitting audio from
a portable MP3 player to a car stereo”; claim 86 recites that the interface is
“for transmitting video information from the after-market video device to the
car stereo”; claim 1 recites that the interface is “for channeling audio signals
to the car stereo from the after-market audio device”; claim 44 recites an
interface for “channeling audio from the portable device to the car stereo”;
and claim 92 recites that the interface includes a microcontroller
pre-programmed to execute “means for transmitting audio from the portable
audio device to the car stereo.”

Neither party proposes a construction for the term “interface.” With
regard to an “interface,” the Specification states:

Thus, as can be readily appreciated, the interface 20 of the
present invention allows for the integration of a multitude of
devices and inputs with an OEM or after-market car radio or
stereo.

Ex. 1001, 5:33-36.

As mentioned earlier, the interface 20 of the present invention
allows for a plurality of disparate audio devices to be integrated
with an existing car radio for use therewith.

Id at 6:4-7.

Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for display on display 13. Audio from
the MP3 player 30 is selectively forwarded by the interface 20 to
the radio 10 for playing.

Id at 6:19-24. Thus, the Specification refers to the interface receiving
information from an audio device and forwarding information to the car
stereo, and to the interface allowing integration of a plurality of disparate

audio devices with a car radio.

12
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In the decision instituting inter partes review in related
IPR2016-00421, we noted that during prosecution, the applicants of the *786
patent distinguished U.S. Patent No. 6,993,615 B2 (“Falcon”) in part by
arguing that the reference failed to disclose an interface connected between a
car stereo and an external audio source. Ex. 2003, 15. We further noted that
in distinguishing the invention from Falcon, the applicants stated:

“[Falcon’s graphical user interface] is an entirely different concept than the
interface of the present invention, which includes a physical interface device
connected between a car stereo system and an external audio source (e.g., a
plurality of auxiliary input sources).” Id. (citing Ex. 1102, 0267 (IPR2016-
00421)).

Construing the term “interface” in light of the Specification, other
language in the claims, as well as the prosecution history, we determine
that—interface is a physical unit that connects one device to another and
that has a functional and structural identity separate from that of both
connected devices. This is the same construction as that we articulated in
IPR2016-00421. Id.

In the specific context of claims 1 and 86, the connected devices are
the car stereo and an after-market device. In the specific context of
claims 44, 57, and 92, the connected devices are the car stereo and a portable
device. Each of claims 1, 44, 57, 86, and 92 further requires the interface to
include a microcontroller.

2.  “integration” and “integrated”

Petitioner states:

The 786 patent states that “the term ‘integration’ or
‘integrated’ is intended to mean connecting one or more external
devices or inputs to an existing car radio or stereo via an

13
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interface, processing and handling signals and audio channels,
allowing a user to control the devices via the car stereo, and
displaying data from the devices on the radio. Ex. 1001 at 4:47—
52.

Pet. 8. An express construction of either “integration” or “integrated” is
unnecessary, beyond noting, as Petitioner has, what the Specification states
about those terms, and that the statement explicitly requires an “interface,”

which we have construed above.

B.  Alleged Obviousness of Claims 1, 2, 13, 14, 23,
24, 44, and 47 over Owens, Beckert, and Cooper

We have reviewed the Petition and the Preliminary Response, and
determine that Petitioner has not shown a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 2, 13, 14, 23,
24, 44, and 47 as obvious over Owens, Beckert, and Cooper.

Petitioner has failed to articulate, with reasonable clarity (1) what
element of which prior art reference is relied on to meet which element of
each claim, and (2) what element from which reference is combined with
what element of which other reference or references, and in what manner, to
meet what element of each claim. Petitioner has not sufficiently identified
differences between the claimed invention and the prior art, as well as the
manner in which the prior art teachings are combined to account for such
differences.

1. Claims 1, 2, 13, 14, 23, and 24

With regard to the recitation in claim 1 of “[a]n audio device
integration system comprising a first connector electrically connectable to a
car stereo,” Petitioner states:

Owens describes “an expandable system” for “serial
additional of modules” such as A/V sources, and further

14
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describes a “bus cable” connecting the head unit to the modules,
including to an A/V interface module. Ex. 1003, Abstract,
99 [0006], [0025]; Ex. 1002, § 10. Beckert describes a vehicle
computer system that is capable of integrating diverse and
separate systems and can serve as, e.g., a multimedia
entertainment system. Ex. 1004, 2:8-11, 5:36; Ex. 1002, { 10.
Cooper describes a system for connecting a plurality of cellular
telephones to an automotive electronics and communication
system,; a cable (no. 44 in Fig. 2) connects the interface unit to a
bus connector of the electronics and communications system.
Ex. 1005, Abstract, 3:42—45, Figs. 1, 2; Ex. 1002, q 10.

Pet. 14. The first sentence appears to identify the bus cable of Owens as the
claimed first connector. If so, the significance of the cited disclosures from
Beckert and Cooper is not explained. It is unclear whether Petitioner also
asserts that each of Beckert and Cooper also discloses such a first connector
connectable to a car stereo, and if so, which element of Beckert and Cooper
constitutes such a first connector. For instance, the cited disclosure of
Cooper refers to a cable, an interface unit, and a bus connector. It is further
unclear whether Petitioner is combining multiple elements from the
disclosures of Owens, Beckert, and Cooper to meet the recited first
connector, and if so, then in what manner. We note that the cited disclosure
of Cooper does not refer to any car stereo. With respect to this claim
limitation pertaining to a first connector connectable to a car stereo, the
claim chart provided by Petitioner on page 25 of the Petition does not
provide further clarity. Indeed, the assertions are made even more unclear,
because the claim chart no longer identifies any disclosure from Beckert for
the “first connector” limitation.

With regard to the recitation in claim 1 of “a second connector
electrically connectable to an after-market audio device external to the car

stereo,” Petitioner states:

15
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Owens describes that A/V devices (e.g., after-market
audio devices), such as TV monitors, VCRs, tuners, game
stations, etc., may be connected to a “source selector” which is
connected to the A/V interface module. Ex. 1003, q [0026];
Ex. 1002, § 11. Beckert describes that the “support module” is
connected to a USB hub, which provides connections to
peripheral devices, such as CD-ROM changers, TV tuners, etc.
Ex. 1004, 5:28-38; Ex. 1002, § 11. Cooper describes a cable
(no. 40 in Fig. 2) connecting the interface unit with a cellular
phone. Ex. 1005, 3:29-41, Fig. 2; Ex. 1002, § 11.

Pet. 15. The above-quoted text identifies two elements from Owens (source
selector and A/V interface module), two elements from Beckert (support
module and USB hub), and two elements from Cooper (cable and interface
unit). It is unclear which one of those elements Petitioner relies on as the
claimed second connector, and what is the significance of all the other
identified elements in the mix. It is unclear whether Petitioner is relying on
a combination of elements from multiple references to meet the claimed
second connector, and if so, then in what manner. With respect to this claim
limitation pertaining to a second connector connectable to a car stereo, the
claim chart provided by Petitioner on page 26 of the Petition does not
provide further clarity, and shares the same uncertainties.

With regard to the recitation in claim 1 of “a third connector
electrically connectable to one or more auxiliary input sources external to
the car stereo and the after-market audio device,” Petitioner states:

Owens describes “auxiliary plugs” (no. 12 in Fig. 1) for
connection of an auxiliary audio source (no. 13 in Fig. 1), such
as a cassette tape deck or an MP3 player, to the head unit.
Ex. 1003, 9 [0025], Fig. 1; Ex. 1002, § 12. Beckert’s system is
connectable to multiple external devices. For example, Beckert
describes that “[t]he USB hub 70 provides connections to many
peripheral devices (e.g., -128 devices).” Ex. 1004, 5:28-38;
Ex. 1002, § 12. Cooper describes that multiple cell phones may
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be separately connected to the interface unit through multiple
“cradle members.” Ex. 1005, claim 4, Fig. 1; Ex. 1002, q 12.

Pet. 15. The first sentence appears to identify the auxiliary plugs of Owens
as the claimed third connector. If so, the significance of the cited disclosure
from Beckert and Cooper is not explained. It is unclear whether Petitioner
also asserts that each of Beckert and Cooper also discloses such a third
connector, and if so, which element of Beckert and Cooper constitutes such
a third connector. For instance, the cited disclosure of Cooper refers to an
interface unit and multiple cradle members. The cited disclosure of Beckert
refers to a USB hub, but the USB hub already has been identified by
Petitioner in connection with the second connector of claim 1. It is further
unclear whether Petitioner is combining multiple elements from the
disclosures of Owens, Beckert, and Cooper to meet the recited third
connector, and if so, then in what manner. With respect to this claim
limitation pertaining to a third connector connectable to one or more
auxiliary input sources, the claim chart provided by Petitioner on page 26—
27 of the Petition does not provide further clarity. Actually, Petitioner’s
assertions are made even more unclear, because in the claim chart Petitioner
identifies still a further element from Cooper, the docking station.

With regard to the recitation in claim 1 of “an interface connected
between said first and second electrical connectors for channeling audio
signals to the car stereo from the after-market audio device, said interface
including a microcontroller in electrical communication with said first and
second electrical connectors,” Petitioner states:

Owens describes an A/V interface module connected
between the bus and the “source selector,” which in turn is
connected to A/V sources; Owens further describes a “master
microprocessor” that performs all of the system selection
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functions (such as choosing between different A/V sources).
Ex. 1003, 9 [0009]-[0010], [0034]; Ex. 1002, § 13.

Beckert describes a support module (the interface)
connected to a computer module (first electrical connection) and
a USB hub (second electrical connection), for connection to
peripheral devices such as a CD-ROM changer; the support
module contains a logic unit that can be implemented as a
microprocessor, and “is responsible for facilitation
communication among the peripheral devices . . . and
coordinating the functionality of the entertainment system.”
Ex. 1004, 5:28-38, 5:40-55; Fig. 2; Ex. 1002, § 13.

Cooper describes an interface unit (no. 36 in Fig. 2)
connected via cables (nos. 40 and 44 in Fig. 2) to the audio and
communications system of the vehicle and one or more cell
phones; the system enables audio output of the connected cellular
phones to be output on the audio/communication system of the
vehicle. Ex. 1005, 3:29-45, 4:11-20, Figs. 1, 2; Ex. 1002, § 13.
The interface device includes a microcontroller that “contains, in
its non-volatile memory, a data control program having a
plurality of firmware drivers;” these drivers “have the operating
circuitry and commands necessary for controlling the selected
cellular telephone.” Ex. 1005, 3:12-22; 4:34-39; Ex. 1002, ] 13.

Pet. 16-17. The first sentence appears to identify the A/V interface module
of Owens as the claimed interface. If so, the significance of the cited
disclosures from Beckert and Cooper is not explained. It is unclear whether
Petitioner is combining multiple elements from the disclosures of Owens,
Beckert, and Cooper to meet the recited interface, and if so, then in what
manner. We note also that none of the cited disclosures refers to channeling
audio signals to the car stereo from the after-market audio device, which is a
part of the limitation at issue. With respect to (his claim limitation
pertaining to an interface, the claim chart provided by Petitioner on page 27—

29 of the Petition does not provide further clarity.
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Additionally, assuming that Petitioner has relied on Owen’s A/V
interface module as the claimed interface, the limitation at issue still is not
met. That is because the claim limitation requires a microprocessor in the
interface. Petitioner has cited to the presence of a master microprocessor.
But that master microprocessor is located within the car stereo and not in the
A/V interface module. Ex. 1003 qY 33-34, Fig. 9.

On pages 2324, the Petition includes a discussion of the reasoning to
combine teachings from the various references. However, the reasoning
provided is excessively generic and does not make a meaningful clarification
of what specific elements of which reference are combined with what
specific elements of what other reference or references, and in what manner.

For instance, Petitioner states: “It would have been mere routine
adaptation to include the compatibility processing feature of Beckert in the
integration system of Owens.” Pet. 23. In that regard, however, Petitioner
(1) does not identify what elements are referred to as the “compatibility
processing feature” of Beckert, (2) does not identify which elements of
Owens and Beckert correspond to which claim elements, respectively, and
(3) does not explain the particular manner of combining teéchings on the
level of the specific elements claimed. Also, Petitioner states:

pre-programming the system “for the communication of
incompatible audio devices,” as described, for example, in
Cooper, allows the user to “just plug the [device] into the
interface system, and have the device work without the user
having to manually change switch settings or load or unload
softwate into the device for opcration with the specific [device].”

Id. at 24 (citing Ex. 1005, 1:43-47). Petitioner does not explain which
specific element of Cooper corresponds to what claim limitation and would

be used in combination with what specific elements of either Owens or
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Beckert, and in what manner. As presented by Petitioner, there is not a
sufficiently specific blueprint on what elements of which reference are
combined with what elements from other references, in an articulated
manner, to satisfy each claim limitation.

Claims 2, 13, 14, 23, and 24 each depend, directly or indirectly, from
claim 1. For the reasons discussed above, Petitioner has not shown a
reasonable likelihood that it would prevail in establishing obviousness of
claims 1, 2, 13, 14, 23, and 24 as obvious over Owens, Beckert, and Cooper.

2. Claims 44 and 47

Claim 44 is independent. The Petition’s deficiencies with respect to
claim 44 are similar to those discussed above with respect to claim 1.
Petitioner has failed to articulate, with reasonable clarity (1) what element of
which prior art reference is relied on to meet which element of claim 44, and
(2) what element from which reference is combined with what element of
which other reference or references, in what manner, to meet what element
of claim 44. Petitioner has not sufficiently identified differences between
the claimed invention and the prior art, as well as the manner in which the
prior art is combined to account for the differences.

With regard to the recitation in claim 44 of “[a]n apparatus for
docking a portable device for integration with a car stereo comprising: a
storage area remote from a car stereo for storing the portable device,”
Petitioner states:

As discussed above, Owens and Beckert describe systems
for integrating audio devices with a car stereo. See Section
IV(A)(1)(i). One example of a connectable device in Owens is a
game station (a portable device). Cooper describes a docking
station that has a “cradle member,” remote from the car’s head
unit, for storing cell phones; a cradle member may hold more
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than one cell phone, and more than one cradle member may be
provided. Ex. 1005, 3:5-11, Fig. 2; Ex. 1002, § 22.

Pet. 21-22. The above-quoted statement does not identify anything specific
in Owens or Beckert. Although it identifies in Cooper a docking station that
includes one or more cradle members, and refers to a car’s “head unit,” i.e.,
a stereo, the cited text of Cooper does not support the reference to a car’s
head unit. We find no reference to a car’s head unit in Cooper, at the
location cited by Petitioner. And if Cooper discloses the limitation at hand,
then the significance of Owens and Beckert is still unexplained. It is unclear
whether Petitioner also asserts that each of Owen and Beckert also discloses
the claimed storage area, and what is identified in Owens and Beckert as the
claimed storage area. It is further unclear whether Petitioner is combining
multiple elements from the disclosures of Owens, Beckert, and Cooper to
meet the recited limitation, and if so, then in what manner. With respect to
this claim limitation, the claim chart provided by Petitioner on page 39 of
the Petition does not provide further clarity.

With regard to the recitation in claim 44 of “a docking portion within
the storage area for communicating and physically mating with the portable
device,” Petitioner states: “Cooper describes that the interface unit, which
transfers data to the cell phone, may be either separate or incorporated into
the cradle member. Ex. 1005, 3:5-15; Ex. 1002, 9 23.” Pet. 22. There no
longer is any mention of Owens or Beckert, which means the significance of
any teaching from Owens and Beckert with regard to the claimed storage
area remains unclear. With regard to Cooper, there is no longer any mention
of the docking station previously referenced in connection with the storage
area. And if the cradle member is the storage area and the interface unit is

the docking portion, that still does not change the fact that Cboper makes no
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mention of a car stereo. With respect to this claim limitation, the claim chart
provided by Petitioner on pages 39-40 of the Petition does not provide
further clarity. Actually, Petitioner’s assertions are made even more unclear,
because in the claim chart Petitioner identifies still a further element from
Cooper into the mix, i.e., the docking station.

With regard to the recitation in claim 44 of “a data port in
communication with the docking portion, the data port connectable with a
device for integrating the portable device with the car stereo,” Petitioner
states:

Cooper describes that external cables with compatible
jacks (data ports) may attach the interface unit to the cellular
phone for connecting the cellular phone to the car stereo.
Ex. 1005, 4:52-59; Ex. 1002, § 24. Further, Owens describes
various “plugs” and an “adaptor harness” for connecting external
devices to the car stereo (see nos. 18, 33, and 35 in Fig. 1).
Ex. 1003, 99 [0025], [0026], Figs. 1, 7; Ex. 1002, § 24. Beckert
describes a USB connection for connecting peripheral devices to
the support module, and thus integrating the devices into a car’s
automotive system. Ex, 1004, 5:28-38; Ex. 1002, § 24.

Pet. 22. With respect to Owens, it is unclear what Petitioner identifies as the
data port, the docking portion, and the “a device” that is recited in the
limitation at issue. The same is true with respect to Beckert. As for Cooper,
Petitioner does not specifically identify what constitutes the “a device” that
is in the limitation at issue, and the cited portion of Cooper makes no
mention of a car stereo. It is unclear whether Petitioner argues that each of
Owens, Beckert, and Cooper by itself meets the limitation. And if not, it is
unclear what element of each reference is combined with what element or
elements of which other reference or references, and in what manner, to

meet the limitation at hand. With respect to this limitation, the claim chart
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provided by Petitioner on pages 40—41 of the Petition does not provide
further clarity.
Claim 44 recites:

an interface connected to said data port and to the car stereo, said
interface channeling audio from the portable device to the car
stereo, said interface including a microcontroller in electrical
communication with the portable device through said data port
and the car stereo, said microcontroller pre-programmed to
execute first program code for remotely controlling the portable
device using the car stereo by processing control commands
generated by the car stereo in a format incompatible with the
portable device into formatted control commands compatible
with the portable device, and dispatching formatted control
commands to the portable device for execution thereby.

With regard to the above-quoted recitation of claim 44, Petitioner states:
“This limitation corresponds to the ‘interface’— and ‘first pre-programmed
code portion’—[ Jlimitations of claim 1 and is described by Owen[s], Beckert,
and Cooper, as discussed in Sections IV(A)(1)(iv) and (v). See Ex. 1002,
9913, 14,25.” Pet. 23.

We have explained above the deficiency of Petitioner’s accounting of
the claimed “interface” in the context of claim 1. In particular, Petitioner
relies on the master microprocessor of Owens to meet the claimed
microcontroller, but the master microprocessor of Owens is not a part of the
“interface” as claim 1 and claim 44 require of the microcontroller. Also, the
cited portions of Beckert do not describe remote controlling any portable
device by use of control commands generated by a car stereo, and the cited
portions of Cooper identify no car stereo. It is unclear whether Petitioner
argues that each of Owens, Beckert, and Cooper by itself meets the
limitation. And if not, it is unclear what element of each reference is

combined with what element or elements of which other reference or
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references, and in what manner, to meet the limitation at hand. With respect
to this limitation, the claim chart provided by Petitioner on pages 4142 of
the Petition does not provide further clarity.

With regard to the reasoning provided on pages 23—24 of the Petition,
with regard to combining teachings from prior art references, the
deficiencies are already discussed above in the context of claims 1, 2, 13, 14,
23, and 24, and need not be reiterated here.

Claim 47 depends from claim 44. For the reasons discussed above
with regard to claim 44, Petitioner has not shown a reasonable likelihood
that it would prevail in establishing the unpatentability of claims 44 and 47

as obvious over Owens, Beckert, and Cooper.

C.  Alleged Obviousness of Claims 7 and 8
over Owens, Beckert, Cooper, and Ohmura

Claims 7 and 8 each depends from claim 1. Petitioner relies on
Ohmura to account for the limitations added by claims 7 and 8 relative to
base claim 1. Pet. 42-43. For the reasons discussed above in connection
with claim 1, Petitioner has not shown a reasonable likelihood that it would
prevail in establishing the unpatentability of claim 7 or 8 as obvious over

Owens, Beckert, Cooper, and Ohmura.

D. Alleged Obviousness of Claims 4-6, 57, 58, 60, 63—65,. 86, 88—
92,94, 97, and 98 over Owens, Beckert, Cooper, and Berry

We have reviewed the Petition and the Preliminary Response, and
determine that Petitioner has not shown a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 4-6, 57, 58, 60,
63-65, 86, 8892, 94, 97, and 98 as obvious over Owens, Beckert, Cooper,
and Berry.
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Petitioner has failed to articulate, with reasonable clarity (1) what
element of which prior art reference is relied on to meet which element of
each claim, and (2) what element from which reference is combined with
what element of which other reference or references, in what manner, to
meet what element of each claim. Petitioner has not sufficiently identified
differences between the claimed invention and the prior art, as well as the
manner in which the prior art teachings are combined to account for such
differences.

1. Claims 4-6

Each of claims 4-6 depends from claim 1. The deficiencies discussed
above with respect to claim 1 are not cured by the additional citation of
Berry in the combination of prior art. Furthermore, Petitioner’s specific
discussion of the limitation additionally recited in each of claims 4-6,
relative to base independent claim 1, compounds the confusion by relying on
multiple references without clarification as to the role each reference plays
in meeting the additional limitation. Pet. 46—47. For instance, for the
limitation added by claim 4, Petitioner cites to the disclosure of Owens,
Beckert, and Berry. Id. at 46. For the limitation added by claim S,
Petitioner cites to the disclosures of Owens, Cooper, and Berry. Id. at 46—
47. For the limitation added by claim 6, Petitioner cites to the disclosures of
Owens, Cooper, and Berry. Id. at 47. It is unclear how the claimed subject
matter as a vx;hole is met by the prior art. The claim chart provided by the
Petitioner on pages 57-60 does not provide clarification. Regarding
reasoning to combine as stated on pages 56—57 of the Petition, it is unclear
for the same reasons explained above with respect to the combination of

Owens, Beckert, and Cooper.
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Accordingly, Petitioner has not shown a reasonable likelihood that it

would prevail in establishing the unpatentability of claims 4-6.

2. Claims 57 and 86

Each of claims 57 and 86 recites: “a first electrical connector
connectable to a car stereo.” Petitioner states: “These claim limitations
mirror the first limitation of claim 1 and is described by Owens, Beckert and
Cooper, as discussed in detail in Section IV(A)(1)(i).” Pet. 48. Thus, the
deficiencies discussed above with respect to the first electrical connector
limitation of claim 1 carry through to claims 57 and 86. Also, Petitioner’s
accounting of this first connector limitation creates even more confusion by
adding this statement: “Berry describes an audio/video integration system
with an HMI that includes a plurality of shortcut buttons (first electrical
connection) to create shortcuts to menu screens for device functionality,
embedded in subsystems such as a CD player or AM/FM radio.” Id. Itis
unclear how the cited disclosures of Berry add to Petitioner’s accounting,
already based on Owens, Beckert, and Cooper, with regard to this limitation
of claims 57 and 86 regarding a first electrical connector. The significance
of Berry’s disclosure in the mix is uncertain. Furthermore, it is unclear how
a general “electrical connection” meets the limitation of an “electrical
connector,” and what Petitioner regards as the first electrical connector in
Berry. The claim chart on page 60 and 63 of the Petition provides no further
clarification.

Claim 57 recites: “a second electrical connector connectable to a
portable MP3 player external to the car stereo.” Claim 86 recites: “a second

electrical connector connectable to an after-market video device external to
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the car stereo.” With regard to these second connector limitations of
claims 57 and 86, Petitioner asserts:

Owens describes that the auxiliary cable may connect to
an MP3 player, and that the A/V interface module (which is
connected to the head unit via a bus cable) may connect, through
the source selector, to, e.g., a TV monitor, VCR, etc. Ex. 1003,
at Y [0025], [0026]; Ex. 1002, 9 37. Beckert describes thata TV
tuner may be connected to the support module. Ex. 1004, 5:28—
38; Ex. 1002, q 37. Further, Berry describes that electronic
accessories, such as MP3 players, palm-sized PCs, or personal
digital assistants (PDAs), may be connected to the system.
Ex. 1007, 3:40-57; Ex. 1002, § 37. See further Section
IV(A)(1)(iD).

Pet. 48. The above-reproduced discussion is without reasonable clarity. It is
unclear whether Petitioner asserts that each of Owens, Becket, and Berry
discloses the second electrical connector of claims 57 and 86, or that some
combination of Owens, Beckert, and Berry, in some manner, accounts for
the second electrical connector limitation of claim 57 and/or 86. The
significance of each prior art reference in the mix is unclear. On a separate
level, it also is unclear which component within each of Owens, Beckert,
and Berry Petitioner regards as the claimed second electrical connector. For
instance, in Owens, it could be the auxiliary cable, bus cable, A/V interface
module, or the source selector, because Petitioner’s use of “e.g.” and “etc.”
in the above-quoted text indicates that a portable MP3 player may be
connectable to the source selector. With regard to Beckert, Petitioner states
merely that a TV tuner may be connected to the support module. With
regard to Berry, Petitioner indicates only that electronic accessories such as
MP3 players, PCs, and PDAs may be connected “to the system.” The claim
chart on pages 60—61 and 63—64 of the Petition provides no further

clarification.
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Each of claims 57 and 86 recites: “an interface connected between
said first and second electrical connectors.” Claim 57 further recites that the
interface is for transmitting audio from a portable MP3 player to a car stereo.
Claim 86 further recites that the interface is for transmitting video
information from an after-market video device to the car stereo. Both
claims 57 and 86 recite that the interface includes a microcontroller.

Petitioner states: “This [interface] limitation mirrors the ‘interface’—
limitation of claim 1 and is described in Owens, Beckert, and Cooper, as
discussed in detail in Section IV(A)(1)(iv).” Pet. 49. Thus, the deficiencies
discussed above with respect to the interface limitation of claim 1 carry
through to each of claims 57 and 86. Also, Petitioner’s accounting of the
limitations of claims 57 and 86 creates even more confusion by adding this
statement about Berry:

Berry describes a control panel/display subsystem which
can be used as a device portal that “interfaces with devices on the
dynamic local network;” the subsystem includes a controller that
can “communicate with the various electronic accessory devices
on dynamic local network.” Ex. 1007, 3:19-31; Ex. 1002,  38.
As discussed above, MP3 players, palm-sized PCs, or PDAs may
be connected as an electronic accessory to the system. Ex. 1002,
9 38. See further Section IV(A)(1)(iv).

Pet. 49. It is unclear what significance the above-quoted discussion of Berry
has in the accounting Petitioner already provided for the claimed interface by
reliance on Owens, Beckert, and Cooper. It is unclear what is supposedly
missing from Owens, Beckert, and Cooper that Petitioner is relying on Berry
to satisfy. With regard to the foregoing, the claim chart on page 61 and 64 of
the Petition provides no clarification. Accordingly, Petitioner has not shown
areasonable likelihood that it would prevail in establishing the unpatentability

of either claim 57 or claim 86 over Owens, Beckert, Cooper, and Berry.
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3. Claims 58, 60, 63—65, and 88-91

Claims 58, 60, and 63—65 each depend directly or indirectly from
claim 57. Claims 88-91 each depend directly from claim 86. The
deficiencies of the Petition as discussed above with respect to claim 57 carry
through to claims 58, 60, and 63—65, and the deficiencies of the Petition as
discussed above with respect to claim 86 carry through to claims 88-91.
Petitioner’s specific arguments directed to the limitations added by
claims 58, 60, 63-65, and 88-91, relative to their base claims, do not cure
the deficiencies of the arguments for independent claims 57 and 86. Thus,
Petitioner has not shown a reasonable likelihood that it would prevail in
establishing the unpatentability of any of claims 58, 60, 63-65, and 88-91
over Owens, Beckert, Cooper, aﬁd Berry. |

4. Claims 92, 94, 97, and 98
Claim 92

Claim 92 recites: “an interface connected between the car stereo and
the portable audio device, the interface including a microcontroller
pre-programmed to execute.” In that regard, Petitioner states: “This claim
limitation mirrors the ‘interface’-limitations of claim 1 and 57, and is
described by Owens, Beckert, Cooper, and Berry, as discussed in detail in
Section IV(A)(1)(iv) and IV(C)(1)(vi).” Pet. 54. The deficiencies of
Petitioner’s accounting of the interface limitation of claims 1 and 57 have
been discussed above in the context of claims 1 and 57. The same
deficiencies apply to claim 92.

Claim 92 also recites three elements as follows:

first pre-programmed means for generating a device
presence signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state;
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second pre-programmed means for remotely controlling
the portable audio device using the car stereo by receiving a
control command from the car stereo in a format incompatible
with the portable audio device, processing the control command
into a formatted control command compatible with the portable
audio device, and transmitting the formatted control command to
the portable audio device for execution thereby;

means for transmitting audio from the portable audio
device to the car stereo.

Ex. 1001, 29:17-31. The sixth paragraph of 35 U.S.C. § 112 provides:!

An element in a claim for a combination may be expressed as a
means or step for performing a specified function without the
recital of structure, material, or acts in support thereof, and such
claim shall be construed to cover the corresponding structure,
material, or acts described in the specification and equivalents
thereof.

The above-quoted recitations of claim 92 presumptively set forth elements
under 35 U.S.C. § 112 6, and are construed to cover the corresponding
structure, material, or acts described in the specification and equivalents
thereof. See Williamson v. Citrix Online, LLC, 792 F¥.3d 1339, 1348 (Fed.
Cir. 2015) (en banc); In re Donaldson Co., Inc., 16 F.3d 1189, 1193 (Fed.
Cir. 1994) (en banc).

Per 37 C.F.R. § 42.104(b)(3), the Petition must identify the structure,
material, or acts described in the specification that correspond to each

recited function. For a multitude of reasons discussed below, Petitioner has

! Paragraphs 1 through 6 of § 112 were renamed as paragraphs (a) through
(f) when § 4(c) of the Leahy-Smith America Invents Act, Pub. L. No. 112-
29, 125 Stat. 284, 329 (2011) (“AIA”) took effect on September 16, 2012.
Because the patent application resulting in the *786 patent was filed before
the effective date of the AIA, we refer to the pre-AIA version of § 112.
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not adequately identified corresponding structure in the Specification for
these means-plus-function limitations of claim 92.

At the outset, and equally important, we determine that whatever
Petitioner has identified as the corresponding structure, material, or acts for
these means-plus-function limitations, Petitioner has failed to account for an
expressly recited limitation pertaining to such elements. Specifically,
claim 92 recites that the interface includes a microcontroller that is
preprogrammed “to execute” each of the means-plus-function elements.

Ex. 1001, 29:15-16. Petitioner has not explained, anywhere in the Petition,
how a particular structure or its equivalent can be executed and how the
applied prior art meets this “to execute” limitation. Petitioner has not
addressed, or accounted for this requirement of the claim. This matter alone
is sufficient to keep Petitioner from showing a reasonable likelihood that it
would prevail in establishing the unpatentability of claim 92 over Owens,
Beckert, Cooper, and Berry. Nonetheless, hereinafter, we discuss how
Petitioner has not adequately identified corresponding structure, material, or
acts in the Specification for these means-plus-function elements of claim 92.

First, Petitioner broke the “first pre-programmed means for generating
a device presence signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state” into two: (1) first
pre-programmed means for generating a device presence signal; and (2) first
pre-programmed means for transmitting the signal to the car stereo to
maintain the car stereo in an operational state. Pet. 9. Petitioner has
provided no justification for doing such division to create two separate

means-plus-function elements and has essentially changed the claim.
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Second, in identifying the corresponding disclosed structure for
item (1), Petitioner identified “a microcontroller (U1) with hardware
components such as resistors, diodes, capacitors, and oscillators.” Id. The
identification, by using “such as” and without expressing how the
components are connected, is insufficiently specific. No particular structural
circuit arrangement is identified. Rather, Petitioner has identified common
hardware components and noted that other hardware components are also
covered. Petitioner further has not identified any disclosed algorithm for the
microcontroller to perform the recited function. For a computer
implemented means-plus-function element, the algorithm is a part of the
corresponding structure. “In a means-plus-function claim in which the
disclosed structure is a computer, or microprocessor, programmed to carry
out an algorithm, the disclosed structure is not the general purpose computer,
but rather the special purpose computer programmed to perform the
disclosed algorithm.” WMS Gaming, Inc. v. Int’l Game Tech., 184 F.3d
1339, 1349 (Fed. Cir. 1999). Although some exceptions may apply, see
In re Katz, 639 F.3d 1303, 1316 (Fed. Cir. 2011), Petitioner has not
explained the applicability of any exception.

Third, in identifying the corresponding disclosed structure for
item (2), Petitioner identifies “the ‘resistors, diodes, capacitors, transistors,
transformers, amplifiers, oscillator’ of FIG. 3B.” Pet. 9. Such identification
is insufficiently specific. Petitioner has merely identified a bucket of
common electrical components without indicating how these components
are connected to each other to form a structure. Notably, Petitioner does not
assert that the corresponding structure is the exact circuit shown in

Figure 3B of the *786 patent. In summary, a bucket of basic and common
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electrical components does not adequately identify corresponding structure.
Moreover, there is no Figure 3B in the *786 patent, only Figure 3B1 and
Figure 3B2. Additionally, Petitioner has not identified any corresponding
algorithm for implementing the recited function.

Fourth, Petitioner broke the “second pre-programmed means for
remotely controlling the portable audio device using the car stereo by
receiving a control command from the car stereo in a format incompatible
with the portable audio device, processing the control command into a
formatted control command compatible with the portable audio device, and
transmitting the formatted control command to the portable audio device for
execution thereby” into three: (3) means for remotely controlling the
portable audio device using the car stereo, by receiving a control command
from the car stereo in a format incompatible with the portable audio device;
(4) means for remotely controlling the portable audio device using the car
stereo by processing the control command into a formatted control command
compatible with the portable audio device; and (5) means for remotely
controlling the portable audio device using the car stereo by transmitting the
formatted control command to the portable audio device for execution
thereby. Pet. 9—-10. Petitioner has provided no justification for doing such a
division to create three separate means-plus-function elements, and has
essentially changed the claim.

Fifth, in identifying the corresponding disclosed structure for item (3)
noted above, Petitioner identifies a microcontroller “and a plurality of
resistors (R1-R7), capacitors (C1-C2), and amplifier (Al).” Id. at 9.
Petitioner does not indicate how many resistors, how many capacitors, or

how the resistors, capacitors, and amplifier are connected to each other and
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to the microcontroller to form a circuit structure capable of performing the
recited function. No particular structural circuit arrangement is identified.
Such a purported identification of corresponding structure is insufficiently
specific. A multitude of different structures may be assembled from a
plurality of resistors, capacitors, an amplifier, and a microcontroller.
Additionally, Petitioner has not identified any corresponding disclosed
algorithm for performing the recited function.

Sixth, in identifying the corresponding disclosed structure for item (4)
above, Petitioner states: “the code or algorithm illustrated in Tables 1 and 2
of 786 Patent.” Pet. 10. Petitioner, however, has not identified any
disclosed computer or processor that executes the identified code or
algorithm. It is uncertain what Petitioner regards as such a computer or
processor.

Seventh, in identifying the corresponding disclosed structure for item
(5) above, Petitioner states:

circuit in Figure 3B ... having a plurality of resistors, diodes,
capacitors, transistors, transformers, amplifiers, oscillator[s],
among other structural components that provide the hardware
framework, for the microcontroller to act as an interface in
integrating an after-market device with a car stereo.

Id. We note that there is no Figure 3B in the *786 patent, only Figure 3B1
and Figure 3B2. It is also unclear what the “. . .” means in the above-quoted
text. It is uncertain whether Petitioner has referred to the entirety of the
schematics shown in Figure 3B1 and Figure 3B2, in combination. And if so,
we are not sufficiently persuaded that the entirety of the circuit shown in
Figure 3B1 and Figure 3B2 is the corresponding structure involved in

transmitting formatted control command to the portable audio device.
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With regard to means-plus-function limitations and what must be
shown by Petitioner at trial, if trial is instituted, structure disclosed in the
specification is corresponding structure only if the specification or
prosecution history clearly links or associates that structure to the function
recited in the claim. Noah Sys., Inc. v. Intuit Inc., 675 F.3d 1302, 1311 (Fed.
Cir. 2012); Golight, Inc. v. Wal-Mart Stores, Inc., 355 F.3d 1327, 1334 (Fed.
Cir. 2004); Cardiac Pacemakers, Inc. v. St. Jude Med., 296 F.3d 1106, 1113
(Fed. Cir. 2002). Petitioner has not offered an explanation for the required
linkage between the combined schematics of Figure 3B1 and Figure 3B2 and
the recited function for the means-plus-function limitation at issue.

Eighth, claim 92 recites: “means for transmitting audio from the
portable audio device to the car stereo.” With regard to identifying the
corresponding structure for this means-plus-function limitation, Petitioner
makes the same assertion as it presented for item (5) above. Pet. 10. The
deficiencies of the assertion are the same as those discussed above with
regard to item (5).

Claims 94, 97, and 98

Each of claims 94 and 97 depends from claim 92. Claim 98 depends
from claim 97. The deficiencies of the Petition as discussed above with
regard to claim 92 carry through to claims 94, 97, and 98 by way of their
dependency on claim 92. Petitioner has not shown a reasonable likelihood
that it would prevail in establishing the unpatentability of any of claims 94,

97, and 98 over Owens, Beckert, Cooper, and Berry.
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E.  Alleged Obviousness of Claims 61 and 62 over
Owens, Beckert, Cooper, Berry, and Ohmura

Claims 61 and 62 each depend from claim 60. The deficiencies of the
Petition as discussed above with regard to claim 60 carry through to
claims 61 and 62 by way of the dependency of claims 61 and 62 on claim
60. Petitioner has not shown a reasonable likelihood that it would prevail in
establishing the unpatentability of either claim 61 or claim 62 over Owens,

Beckert, Cooper, Berry, and Ohmura.

1L CONCLUSION
Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 2, 4-8, 13, 14,
23,24,44,47,57, 58, 60-65, 86, 88-92, 94, 97, and 98 of the *786 patent.

IV. ORDER
It is
ORDERED that the Petition is denied, and no trial is instituted with
respect to any claim of U.S. Patent No. 7,489,786 B2.
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I. INTRODUCTION
*A. Background

On December 30, 2015, Petitioner filed a Corrected Petition (Papér é,
“Pet.”) to institute inter partes review of claims 1, 2, 4-8, 10, 13, 14, 23, 24,
44,47,57, 58, 60—65, 86, 88-92, 94, 97, and 98 of U.S. Patent
No. 7,489,786 (Ex. 1101, “the 786 patent™). On April 22, 2016, Patent
Owner filed a Preliminary Response (Paper 10, “Prelim. Resp.”).

To institute an inter partes review, we must determine that the
information presented in the Petition shows “that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” 35 U.S.C. § 314(a). Having considered
both the Petition and the Preliminary Response, we determine that Petitioner
has demonstrated a reasonable likelihood that it would prevail in
establishing the unpatentability of claims 44 and 47.. Petitioner has not,
however, shown a reasonable likelihood that it would prevail in establishing
the unpatentability any other claim. We institute an inter partes review of
claims 44 and 47 of thc *786 patent.

B.  Related Matters

The parties indicate that the 786 patent was asserted in five
infringement actions before the United States District Court of the Eastern

, District of Texas and two infringement actions before the United States
District Court for the District of New Jersey. Pet. 1-2, Paper 5, 1-2. The
>786 patent also is involved in [PR2016-00422. Related Patent 8,155,342
B2 is involved in IPR2016-00118, IPR2016-00418, and IPR2016-00419.
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C. The '786 Patent

The 786 patent is titled “Audio Device Integration System.” Ex.
1001 (54). “One or more after-market audio devices, such as a CD player,
CD changer, MP3 player, satellite receiver, DAB receiver, or the like, is
integrated for use with an existing OEM or after-market car stereo system,
wherein control commands can be issued at the car stereo and responsive
data from the audio device can be displayed on the stereo.” Id. at Abstr.
The *786 patent describes:

Control commands generated at the car stereo are received,
processed, converted into a format recognizable by the audio
device, and dispatched to the audio device for execution.
Information from the audio device, including track, disc, song,
station, time, and other information, is received, processed,
converted into a format recognizable by the car stereo, and
dispatched to the car stereo for display thereon.

Id. Additional auxiliary sources also may be integrated together, and “a user
can select between the [audio] device or the one or more auxiliary input
sources by issuing selection commands through the car stereo.” Id. A
docking station for docking a portable audio or video device for integration

with the car stereo. Id. Figures 2A—2C are reproduced below:
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Figure 2A illustrates an embodiment integrating a CD player with the car
stereo; Figure 2B illustrates an embodiment integrating a MP3 player with a
car stereo; and Figure 2C illustrates an embodiment integrating a satellite or
DAB receiver with a car stereo. Id. at 3:14-23. A more versatile

embodiment is shown in Figure 1:

FIG. 1
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Figure 1 illustrates an embodiment integrating a CD player, a MP3 player, a
satellite radio or DAB receiver, and a number of auxiliary input sources with
a car stereo. Id. at 3:12-13. As shown in the above Figures, central to the
>786 patent is an “interface” positioned between the car stereo and the audio
device(s) and auxiliary input(s) being integrated.

With regard to Figure 2B, the *786 patent describes:

The interface 20 allows data and audio signals to be exchanged
between the MP3 player 30 and the car radio 10, and processes
and formats signals accordingly so that instructions and data
from the radio 10 are processable by the MP3 player 30, and vice
versa. Operational commands, such as track selection, pause,
play, stop, fast forward, rewind, and other commands, are entered
via the control panel buttons 14 of car radio 10, processed by the
interface 20, and formatted for execution by the MP3 player 30.
Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for display on display 13. Audio from

4
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MP3 player 30 is selectively forwarded by the interface 20 to the
radio 10 for playing.

Id. at 6:11-24. Similar description is provided with respect to Figures 2A
and 2C. Id. at 5:49-55, 6:35-43.

Claims 1, 44, 57, 86, and 92 are independent. Claim 1 is directed to a
system that connects an after-market audio device as well as one or more
auxiliary input sources to a car stereo. In particular, claim 1 recites a first
connector electrically connectable to a car stereo, a second connector
electrically connectable to an after-market device, and a third connector
electrically connectable to one or more auxiliary input sources. Id. at 21:33—
38. Claim 1 also recites an interface connected between the first and second
electrical connectors, and that the interface includes a microcontroller pre-
programmed to execute:

a first pre-programmed code portion for remotely controlling the
after-market audio device using the car stereo by receiving a
control command from the car stereo through said first
connector in a format incompatible with the after-market
audio device, processing the received control command into
a formatted command compatible with the after-market audio
device, and transmitting the formatted command to the after-
market audio device through said second connector for
execution by the after-market audio device;

a second pre-programmed code portion for receiving data from
the after-market audio device through said second connector
in a format incompatible with the car stereo, processing the
received data into formatted data compatible with the car
stereo, and transmitting the formattcd data to the car stereo
through said first connector for display by the car stereo; and

a third pre-programmed code portion for switching to one or
more auxiliary input sources connected to said third electrical
connector.

Id. at 21:44-64.

Page 171 of 1462



IPR2016-00421
Patent 7,489,786 B2

Claim 57 is directed to a system including an interface that connects a
portable MP3 player to a car stereo. Claim 86 is directed to a system
including an interface that connects an after-market video device to a car
stereo. Claim 92 is directed to a system including an interface that connects
a portable audio device with a car stereo. Claims 57, 86, and 92 each require
the generation, within an interface, of a device presence signal that is
transmitted to the car stereo to maintain the car stereo in an operational state.
Claims 57, 86, and 92 are reproduced below:

57. An audio device integration system comprising:
a first electrical connector connectable to a car stereo;

a second electrical connector connectable to a portable MP3
player external to the car stereo

an interface connected between said first and second electrical
connectors for transmitting audio from a portable MP3 player
to a car stereo, said interface including a microcontroller in
electrical communication with said first and second electrical
connectors,

said microcontroller pre-programmed to execute:

a first pre-programmed code portion for generating a
device presence signal and transmitting the signal to
the car stereo to maintain the car stereo in an
operational state; and

a second pre-programmed code portion for remotely
controlling the MP3 player using the car stereo by
receiving a control command from the car stereo
through said first electrical connector in a format
incompatible with thc MP3 player, processing the
control command into a formatted control command
compatible with the MP3 player, and transmitting
the formatted control command to the MP3 player
through said second electrical connector for
execution by the MP3 player.
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Id at26:13-37.

86. A device for integrating video information for use with a car
stereo, comprising:

a first electrical connector connectable to a car stereo;

a second electrical connector connectable to an after-market
video device external to the car stereo;

an interface connected between said first and second electrical
connectors for transmitting video information from the after-
market video device to the car stereo, the interface including
a microcontroller in electrical communication with said first
and second electrical connectors, said microcontroller pre-
programmed to execute:

a first pre-programmed code portion for generating a
device presence signal and transmitting the signal to
the car stereo through said first electrical connector
to maintain the car stereo in an operational state
responsive to signals generated by the after-market
video device.

Id. 28:40-56.

92. An audio device integration system comprising:
a car stereo;,
a portable audio device external to the car stereo;

an interface connected between the car stereo and the portable audio
device, the interface including a microcontroller pre-programmed
to execute:

first pre-programmed means for generating a device presence
signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state;

second pre-programmed means for remotely controlling the
portable audio device using the car stereo by receiving a
control command from the car stereo in a format
incompatible with the portable audio device, processing
the control command into a formatted control command
compatible with the portable audio device, and
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transmitting the formatted control command to the
portable audio device for execution thereby; and

means for transmitting audio from the portable audio device
to the car stereo.

Id at29:11-31.

Claim 44 is directed to an apparatus for docking a portable device for
integration with a car stereo. We reproduce claim 44 in the portion of our
aﬁalysis below specifically discussing claim 44.

D.  Evidence Relied Upon

Petitioner relies on the following references:!

Reference Date Exhibit

Lau International Pub. No. WO Sept.b 13,2001 |[Ex. 1103
01/67266 Al

JP °9542 Jap. Pub. App. No. H7-6954 Jan. 31,1995 | Ex. 1106

XR-C5120 SONY® 3-865-814-11(1) 1999 Ex. 1108

Operating Instructions, Model
No. XR-C5120 /1890

XA-C30 SONY® 9-923-535-11 March, 1996 Ex. 1109
Source Selector
Service Manual XA-C30

Bhogal U.S. Patent No. 6,629,197 B1 Sept. 30,2003 | Ex. 1110

! For certain alleged grounds of unpatentability, Petitioner also relies on
what it refers to as “known bus technology.” Hereinafter, we refer to that
material as “KBT.” We understand Petitioner to have presented KBT as
common knowledge and routine skill within the level of ordinary skill in the
art that does not require citation of any particular reference.

2 All citations to specific content of JP*954 refer to its English Translation
(Ex. 1107).
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Petitioner also relies on the Declaration of Thomas G. Matheson,
Ph.D. Ex. 1115.

E. The Asserted Grounds

Petitioner asserts the following grounds of unpatentability:

Claim(s) Challenged Basis References

57,58, 60, 64,86,88,90,91, | 103(2) | JP 954 and Lau

92, 94, and 97

61,62,and 63 § 103(a) JCP5192%4’ Lau, and XR-

65, 89, and 98 § 103(a) JP °954, Lau, and KBT

1,2,4,7,8,13, 14, and 23 §103(a) |JP 954, XR-C5120, and
XA-C30

5 and 24 § 103(a) JP ’954, XR-C5120, XA-

A C30, and KBT

6 and 10 § 103(a) JP 954, XR-C5120, XA-
C30, and Lau

44 and 47 § 103(a) | JP >954, Lau, and Bhogal

57, 86, and 92 § 103(a) ~ |JP 954, Lau, and Bhogal®

II. ANALYSIS
The question of obviousness is resolved on the basis of underlying

factual determinations including: (1) the scope and content of the prior art;

3 Petitioner identifies this alleged ground of unpatentability simply as
“obvious in view of Bhogal.” Pet. 57. However, a plain reading of
Petitioner’s analysis on pages 57-59 of the Petition reveals that the alleged
ground actually is that of obviousness over JP 954, Lau, and Bhogal. Also,
although Petitioner labels this ground as directed to claims 57 and 86, a plain
reading of the Petitioner’s analysis reveals that it is intended to apply to
claims 57 and 92. We have restated the applicable claims as 57, 86, and 92.
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(2) any differences between the claimed subject matter and the prior art;
(3) the level of ordinary skill in the art; and (4) objective evidence of
nonobviousness. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).
One seeking to establish obviousness based on more than one reference also
must articulate sufficient reasoning with rational underpinnings to combine
teachings. See KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007).
With regard to the level of ordinary skill in the art, we determine that
no express finding is necessary, on this record, and that the level of ordinary
skill in the art is reflected by the prior art of record. See Okajima v.
Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In re GPAC Inc., 57 F.3d
1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579 F.2d 86, 91 (CCPA 1978).
A. Claim Construction
In an inter partes review, claim terms in an unexpired patent are
interpreted according to their broadest reasonable construction in light of the
specification of the patent in which they appear. See 37 C.F.R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, No. 15-446, 2016 WL 3369425, at *12
(U.S. June 20, 2016) (upholding the use of the broadest reasonable
interpretation standard as the claim construction standard to be applied in an
inter partes review proceeding). Consistent with the rule of broadest
reasonable interpretation, claim terms also are given their ordinary and
customary meaning, as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. See In re Translogic Tech., Inc.,
504 F.3d 1249, 1257 (Fed. Cir. 2007).
“Claims are not interpreted in a vacuum, but are part of and are read
in light of the specification.” Slimfold Mfg. Co. v. Kinkead Indus., Inc.,
810 F.2d 1113, 1116 (Fed. Cir. 1987). Although it is improper to read a

10
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limitation frém the specification into the claims, /n re Van Geuns, 988 F.2d
1181, 1184 (Fed. Cir. 1993), the claims still must be read in view of the
specification of which they are a part. Microsoft Corp. v. Multi-Tech Sys.,
Inc., 357 F.3d 1340, 1347 (Fed. Cir. 2004).

If a limitation of an embodiment described in the specification is not
necessary to give meaning to a claim term, it would be “extraneous” and
should not be read into the claim. See Hoganas AB v. Dresser Indus., Inc.,

9 F.3d 948, 950 (Fed. Cir. 1993); E.I du Pont de Nemours & Co. v. Phillips
Petroleum Co., 849 F.2d 1430, 1433 (Fed. Cir. 1988). If the applicants for a
patent desire to be their own lexicographer, the purported definition must be
set forth in either the specification or prosecution history. See CCS Fitness,
Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002). Such a
definition must be set forth with reasonable clarity, deliberateness, and
precision. See Renishaw PLC v. Marposs Societa’ per Azioni, 158 F.3d
1243, 1249 (Fed. Cir. 1998); In re Paulsen, 30 F.3d 1475, 1480 (Fed. Cir.
1994). However, only terms which are in controversy need to be construed, °
and only to the extent necessary to resolve the controversy. See Wellman,
Inc. v. Eastman Chem. Co., 642 F.3d 1355, 1361 (Fed. Cir. 2011); Vivid
Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

1 “portable”

Independent claim 44 recites a portable device. Independent claim 57
recites a portable MP3 player. Independent claim 92 recites a portable audio
device. Petitioner proposes that the term “portable” be construed the way it
has been construed by the district court in related actions involving the 786
patent, i.e., “capable of being moved about.” Pet. 13—14 (citing Ex. 1112).

Patent Owner argues that Petitioner’s proposed construction is unreasonably

11
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broad because it “improperly broadens the pléin meaning of the term to
include anything which can be moved, no matter how large or unwieldy.”
Prelim. Resp. 9. Patent Owner asserts that one with ordinary skill in the art
could readily understand the plain meaning of the term “portable,” and that
no further construction is necessary. Id.

We agree with Patent Owner that Petitioner’s proposed construction is v
unreasonably broad. In the Specification of the 786 patent, the term
“portable” is used to modify devices that can be integrated with a car stereo
through an interface. In that context, not every device that is capable of
being moved is reasonably deemed portable. Few items, if any, simply
cannot be moved, given appropriate tools and persistent effort. Thus, the
term must be read in context within its application environment. In that
regard, we note that certain objects, although heavy and large, may be
deemed portable, such as freight containers and emergency generators.

It may be that the term requires no express construction, and simply
would be understood by one with ordinary skill in the art. We note that even
the *786 patent itself and Bhogal, both using the term “portable” in their
written description, do not provide a definition therefor. Nevertheless, an
express construction is helpful to this proceeding. We construe “portable,”
in the context of the *786 patent, as meaning capable of being carried by a
user.

2. “interface”

Of all challenged claims, claims 1, 44, 57, 86, and 92 are independent,
and each recites an “interface.”

Claims 1, 57, and 86 require the interface to be connected between a

first electrical connector and a second electrical connector, where the first

12
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connector is connectable to a car stereo and the second connector is
connectable to an after-market audio device (claim 1), a portable MP3 player
(claim 57), or an after-market video device (claim 86). Claim 92 requires
the interface to be connected between the car stereo and a portable audio
device. Claim 44 recites a docking portion that mates with a portable
device, and an interface that is connected to the car stereo as well as to a data
port that communicatcs with the docking portion.

Also, claim 57 recites that the interface is “for transmitting audio from
a portable MP3 player to a car stereo”; claim 86 recites that the interface is
“for transmitting video information from the after-market video device to the
car stereo”; claim 1 recites that the interface is “for channeling audio signals
to the car stereo from the after-market audio device”; claim 44 recites an
interface for “channeling audio from the portable device to the car stereo”;
and claim 92 recites that the interface includes a microcontroller pre-
programmed to execute “means for transmitting audio from the portable
audio device to the car stereo.”

Petitioner proposes the proper construction of “interface” is “a
microcontroller that is functionally and structurally separate component
from the car stereo, which integrates an after-market device with a car
stereo,” and notes that that is the construction determined by the district
court in related actions involving the 786 patent. Pet. 12—14. For several
reasons, the proposal is unpersuasive. First, as is noted by Patent Owner,
even if the interface is deemed “functionally and structurally separate” from
the car stereo, the proposed construction is incomplete in that it omits any
requirement of separation or distinctness of the interface from the portable or

after-market device connected thereto. Prelim. Resp. 8-9. Second, the

13
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proposed construction is too narrow by specifying that the interface
“integrates an after-market device with a car stereo.” We note that the
Specification of the *786 patent provides a special definition for
“integration” or “integrated.” Ex. 1101, 4:47-52. We discern no reason to
import limitations into a claim if they are unnecessary to accord meaning to
the claim.

Third, the proposed construction is too narrow by requiring the
interface to be a microcontroller. In the Specification of the 786 patent, the
term “interface” is described as including not only a microcontroller but also
several discrete components, such as resistors, diodes, capacitors, transistors,
oscillators, amplifiers, and multiplexers, shown in various embodiments of
Figures 3A, 3B1-3B2, 3C1-3C2, and 3D. Ex. 1101, 9:8-20, 10:19-33,
11:4-18, 11:59—67. Thus, the term “interface” itself is not limited to a
microcontroller. In that regard, we notc that if the interface itself is
construed as a microcontroller, as Petitioner proposes, then the additional
claim language reciting that the interface includes a microcontroller would
serve no meaningful purpose.

With regard to an “interface,” the Specification states:

Thus, as can be readily appreciated, the interface 20 of the
present invention allows for the integration of a multitude of
devices and inputs with an OEM or after-market car radio or
stereo.

Ex. 1101, 5:33-36.

As mentioned earlier, the interface 20 of the present invention
allows for a plurality of disparate audio devices to be integrated
with an existing car radio for use therewith.

Id. at 6:4-7.

14
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Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to the radio 10 for displaying on display 13. Audio from
the MP3 player 30 is selectively forwarded by the interface 20 to
the radio 10 for playing.

Id. at 6:19-24. Thus, the Specification refers to the interface receiving
information from an audio device and forwarding information to the car
stereo, and to the interface allowing integration of a plurality of disparate
audio devices with a car radio.

During prosecution, the Applicants of the *786 patent distinguished
U.S. Patent 6,993,615 B2 (“Falcon™),* in part by arguing that the reference
failed to disclose an interface connected between a car stereo and an external
audio source. Ex. 1102, 0267. Specifically, in distinguishing the invention
from Falcon, Applicants stated: “[Falcon’s graphical user interface] is an
entirely different concept than the interface of the present invention, which
includes a physical interface device connected between a car stereo system
and an external audio source (e.g., a plurality of auxiliary input sources).”
Id

Construing the term “interface” in light of the Specification, other
language in the claims, as well as the prosecution history noted by
Petitioner, we determine that—interface is a physical unit that connects one
device to another and that has a functional and structural identity separate

from that of both connected devices.

4 Falcon discloses a portable computing device connectable to a car stereo
through an interface configurable within the portable computing device.
Ex. 3001, Abstr.

15

Page 181 of 1462



IPR2016-00421
Patent 7,489,786 B2

In the specific context of claims 1 and 86, the connected devices are
the car stereo and an after-market device. In the specific context of claims
44, 57, and 92, the connected devices are the car stereo and a portable
device. Each of claims 1, 44, 57, 86, and 92 further requires the interface to

" include a microcontroller.
3. “device presence signal”

Each of claims 57 and 86 requires within the interface a
microcontroller having a first pre-programmed code portion “for generating
a device presence signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state.” (Emphasis added). Claim
92 requires within the interface a microcontroller pre-programmed to
execute “first pre-programmed means for generating a device presence
signal and transmitting the signal to the car stereo to maintain the car stereo
in an operational state.” (Emphasis added). A description of “device
presence signal” is contained in the Specification in the discussion of an
embodiment that is for connecting a CD player to the car stereo:

Beginning in step 110, a signal is generated by the present
invention indicating that a CD player/changer is present, and the
signal is continuously transmitted to the car stereo. Importantly,
this signal prevents the car stereo from shutting off, entering a
sleep mode, or otherwise being unresponsive to signals and/or
data from an external source.

Ex. 1001, 12:29-35. All other disclosed embodiments, whether they are for
connecting an MP3 player or an auxiliary device to the car stereo, refer back
to the above-quoted description of the device presence signal. Id. at 13:15—
18, 13:62-65, 14:48-51, 15:35-38, 16:12-15, 16:57-60.

Petitioner proposes that the term “device presence signal” be

construed the way it has been construed by the district court in related
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actions involving the *786 patent, i.e., “transmission of a continuous signal
indicating an audio device is present.” Pet. 13 (citing Ex. 1112). Patent
Owner has not proposed a construction. For two reasons, we do not adopt
Petitioner’s proposed construction.

First, the proposed construction is too narrow because continuous
transmission is not necessary to accord meaning to the term. The manner of
transmission simply reflects how the signal is transmitted and does not
change what the signal was generated and intended to accomplish and
actually accomplishes. The Specification also does not put continuous
transmission in the same category of importance as the requirements in the
italicized portion of the above-quoted text.

| Second, in claims 57 and 86, the device presence signal is generated
and transmitted by the interface that is connected between the first and
second electrical connector, where thé first electrical connector is
connectable to a car stereo and the second electrical connector is connectable
to a portable MP3 player (claim 57) or an after-market video device (claim
86). Claim 57 recites that the interface is for transmitting audio from the
portable MP3 player to the car stereo, and claim 86 recites that the interface
is for transmitting video information from the after-market video device to
the car stereo. In claim 92, the device presence signal is generated and
transmitted by the interface that is connected between the car stereo and the
portable audio device. Claim 92 further includes, within the interface, a
means for transmitting audio from the portable audio device to the car
stereo. In the context of these claims, the device the presence of which is

signaled by the interface is that device which connects to the interface to

17

Page 183 of 1462



IPR2016-00421
Patent 7,489,786 B2
communicate with the car stereo. Petitioner’s proposed construction does
not make that clear.

On the record before us, we construe “device presence signal,” as a
signal indicating that an audio device (claim 57) or video device (claim 86)
or portable audio device (claim 92), other than the car stereo, is connected

to the interface.

B. Alleged Obviousness of Claims 57, 58, 60, 64,
86, 88, 90, 91, 92, 94, and 97 over JP '954 and Lau

We have reviewed the Petition and the Preliminary Response, and
' determine that Petitioner has not shown a reasonable likelihood that it would
prevail in establishing unpatentability of claims 57, 58, 60, 64, 86, 88, 90,
91, 92, 94, and 97 as obvious over JP ’954 and Lau.
/ IP 954

JP 954 is directed to solving the problem of equipment
incompatibility, in the environment of automotive audio equipment, between
a main unit made by one company and a CD changer made by another
company. Ex. 1101, Abstr. Specifically, JP 954 describes the
disadvantages associated with prior art systems as follows:

When installing an audio device in a vehicle on the occasion of
a vehicle purchase, it is common for a so-called “basic” main unit
to be installed. If one were to subsequently attempt to add a CD
changer capable of automatically changing and playing a
plurality of loaded CDs, prior to now it would have been
necessary to purchase and install a model produced by the same
manufacturer ass the “basic” main unit, as the format of signals
connecting the respective devices vary from manufacturer to
manufacturer. Furthermore, if a user had installed both of these
devices produced by the same manufacturer, and at a later point
wished to upgrade the main unit to, for example, a model
produced by company A, it would have been necessary for the
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same reason to also purchase a new CD changer made by
company A.

Id. (0002). JP 954 describes its objective as: “to make it possible to add a
CD changer made by company B to a main unit made by company A, as
well as to add a CD changer made by company A to a main unit made by
company B.” Id. (0003). JP *954 achieves that objective by providing an
interface unit as noted below:

(PROBLEM) Provide an interface unit for automotive audio
equipment that renders possible the addition of a CD changer
made by company B to a main unit made by company A as well
as the addition of a CD changer made by company A to a main
unit made by company B.

Id. Abstr. JP ’954 summarizes its interface unit as follows:
(MEANS FOR SOLVING) The [interface] unit is constituted
by splitting signals into three systems, namely a control system,

audio system and power system, and providing a conversion
circuit for each of these systems.

Id. Figure 1 of JP '954 is reproduced below:

(Fig. 1)

cD 4\"—" £

chan H, U]
ger

Figure 1 illustrates a block diagram of the structure of the audio system

according to JP ’954. Id. (0006). Interface unit 1 “converts the format of
the signal that links the CD changer 2 and the main unit 3, etc.” Id.
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Interface unit 1 links main unit 3 and CD changer 2, and is provided with
control system conversion portion 4, audio system conversion portion 5, and
power conversion portion 6. Id. at Abstr. Control conversion portion 4 is
for the bus line, clock control signal, etc.; audio conversion portion 5 is for
the audio signal; and power conversion portion 6 is for the power supply.
Id. (0006).

Figure 2 of JP ’954 is reproduced below:

(Fig. 2)
4b 4a 4f
2 2a [ 4c [ [
,_L zb ToH,U
¢h| Daain [ ‘Data out Bus line bus input
Clock | Datain 'V, Bi-directional

chan | Chip cuable

i

Microcomputer

2c
2d 4d
A

Figure 2 illustrates control system conversion portion 4. Id. (0007).
Microcomputer 4a is provided to convert and unify different signal formats
between the CD changer and the main unit. Id.

Figure 4 is reproduced below:

(Fig. 4)

2 ] 3

[ [5 5c]/ {

chan 2
ger y_{:i
5h d

Figure 4 illustrates audio system conversion portion 5. Id. (0011). It

includes differential amplifiers Sa and Sb and amplifiers 5S¢ and 5d. Id.
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JP °954 states: “[a]lthough one embodiment example was described
above, to expand the range of available inter-company format conversions, a
switch can be provided on the microcomputer 4a to enable application to
various models using a connection adapter between the CD changer and
main unit. Id. (0010).

2. Lau

Lau is titled “Vehicle Sound System,” and states that “there is a need
for an improved automobile audio system that does not require cassettes or
compact discs, can be used with reusable media and can play music
downloaded from a computer or other device.” Ex. 1103 (54), 2:24-26. Lau
indicates that pre-existing portable solid state music players that store music
downloadable from a computer are unsatisfactory for use with an automobile
stereo. Id. at 3:1-11. For instance, it is explained that all of the controls are
on the portable player, and thus, a driver is unable to use the controls of the
car stereo to control the music player. Id. at 3:12-16.

Figurc 1 of Lau is rcproduccd bclow:

intemet
swn
\lso
122 120
docking disk
etation catridge
[‘w 104
e =l
sarver
NN
106 102 110 112
Fig. 1
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Figure 1 illustrates an embodiment of Lau’s vehicle sound system. Id.
at 5:18. Head unit 104 is a standard automobile head unit and is connected
to speakers 106, 108, 110, and 112. Id. at 7:17-20. Music server 102 is an
audio/visual server and emulates a disc changer. Id. at 7:12—-14. Lau
explains that music server 102 is not an actual disc changer but only acts like
a disc changer would act, based on communications to and from the unit. /d.
at 7:14-17. Music server 102 communicates with head unit 102. Id. at 7:19.
Lau describes that music server 102 may be mounted in the trunk of a car
and head unit 104 is mounted in the dash board. Id. at 8:21-24.

Disk cartridge 120 can be inserted by a user either into music server
102 or docking station 122 connected to computer 124. Id. at 8:16-21.
Computer 124 is a standard personal computer and is connected to Internet
128. Id. at 8:4—11. Internet server 130 is available through the Internet for
downloading tracks and information about tracks, and in one embodiment,
tracks are songs. Id at 8:11-15. After a user downloads tracks onto disk
cartridge 120, the cartridge is removed from docking station 122 and
inserted into music server 102, and then the user can use head unit 104 to
access and play tracks on the cartridge. Id. at 8:20-26.

3. Claims 92, 94, and 97

Claim 92, as reproduced above, includes several elements in the

format of a “means”:

first pre-programmed means for generating a device presence
signal and transmitting the signal to the car stereo to maintain
the car stereo in an operational state;

second pre-programmed means for remotely controlling the
portable audio device using the car stereo by receiving a
control command from the car stereo in a format incompatible
with the portable audio device, processing the control
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command into a formatted control command compatible with
the portable audio device, and transmitting the formatted
control command to the portable audio device for execution
thereby; and

means for transmitting audio from the portable audio device to-
the car stereo.

Claim 94 depends from claim 92 and claim 97 depends from claim 94.
Paragraph 6 of 35 U.S.C. § 112 states:?

An element in a claim for a combination may be expressed as a
means or step for performing a specified function without the
recital of structure, material, or acts in support thereof, and such
claim shall be construed to cover the corresponding structure,
material, or acts described in the specification and equivalents
thereof.

The above-quoted recitations of claim 92 presumptively set forth elements
under 35 U.S.C. § 112, § 6, and are construed to cover the corresponding
structure, material, or acts described in the specification and equivalents
thereof. Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1348 (Fed. Cir.
2015) (en banc).

The Board’s trial rules require the Petition to identify the
corresponding structure, material, or acts corresponding to each claimed
function. Specifically, 37 C.F.R. § 42.104(b)(3) governs the content of a
petition with respect to claim construction and provides: “[w}here the claim
to be construed contains a means-plus-function or step-plus-function

limitation as permitted under 35 U.S.C. § 112 [ 6], the construction of the

5 Paragraphs 1 through 6 of § 112 were renamed as paragraphs (a) through
(f) when § 4(c) of the Leahy-Smith America Invents Act, Pub. L. No. 112—
29, 125 Stat. 284, 329 (2011) (“AIA”) took effect on September 16, 2012.

Because the patent application resulting in the *786 patent was filed before

the effective date of the AIA, we refer to the pre-AIA version of § 112.
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claim must identify the specific portions of the specification that describe the
structure, material, or acts corresponding to each claimed function.”
37 C.F.R. § 42.104(b)(3).

The “construction” referred to by 37 C.F.R. § 42.104(b)(3) is the
construction proposed by the Petitioner, one that Petitioner believes is the
correct construction under applicable law and should apply in the involved
proceeding. Here, Petitioner did not comply with 37 C.F.R. § 42.104(b)(3).

For each means-plus-function recitation in claim 92, Petitioner
provided the construction of the United States District Court for the District
of New Jersey. Pet. 15-19. However, Petitioner does not take ownership of
the district court’s constructions by indicating, in some way, that it agrees
with, proposes, or adopts the construction of this district court. Indeed, for
two means-plus-function elements, i.e., (1) first pre-programmed means for
generating a device presence signal (“generating means”), and (2) first pre-
programmed means for . . . transmitting the [device presence] signal to the
car stereo to maintain the car stereo in an operational state (“transmitting
means”), Petitioner asserts that the district court’s constructions are
incorrect. Pet. 16—17. For the transmitting means, Petitioner does offer its
own construction as is required by 37 C.F.R. § 42.104(b)(3). Pet. 17. But
for the generating means, Petitioner does not offer its construction by
identifying corresponding structure, material, or acts in the Specification.

Instead, for the transmitting means, Petitioner asserts that there is no

§ Structure disclosed in the specification is corresponding structure only if
the specification or prosecution history clearly links or associates that
structure to the function recited in the claim. Golight, Inc. v. Wal-Mart
Stores, Inc., 355 ¥.3d 1327, 1334 (Fed. Cir. 2004); Cardiac Pacemakers,
Inc. v. St. Jude Med., 296 F.3d 1106, 1113 (Fed. Cir. 2002).
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corresponding structure, material, or acts in the Specification of the *786
patent, and characterizes the means-plus-function element as indefinite.
Pet. 15.

Without expressly identifying a ground of unpatentability based on
indefiniteness under 35 U.S.C. § 112, q 2, Petitioner nonetheless has
mounted, effectively, a challenge of claims 92, 94, and 97 as indefinite
under 35 U.S.C. § 112, § 2. We note that if there is no corresponding
structure, material, or acts in the specification for a means-plus-function
claim element, the claim is indefinite under 35 U.S.C. § 112, 2. See Inre
Dossel, 115 F.3d 942, 946 (Fed. Cir. 1997). Except for a narrow exception
explained in In re Katz, 639 F.3d 1303, 1316 (Fed. Cir. 2011), concerning
generic functions performed by a general purpose computer, such as
“processing,” “receiving” and “storing,” a computer-implemented means-
plus-function element is indefinite unless the specification discloses the
specific algorithm used by the computer to perform the recited function.
Eon Corp. IP Holdings LLC v. AT&T Mobility LLC, 785 F.3d 616, 621-23
(Fed. Cir. 2015); Function Media, LLC. v. Google, Inc., 708 ¥.3d 1310,
1318 (Fed. Cir. 2013); Blackboard, Inc. v. Desire2Learn, Inc., 574 F.3d
1371, 1385 (Fed. Cir. 2009); Net MoneyIN, Inc. v. Verisign, Inc., 545 F.3d
1359 (Fed. Cir. 2008); Finisar Corp. v. DirectTV Group, Inc., 523 F.3d
1323, 1340 (Fed. Cir. 2008); Aristocrat Technologies Australia Pty Ltd. v.
Int’l Game Tech., 521 F.3d 1328 (Fed. Cir. 2008). Petitioner may not,
however, in an inter partes review, assert a ground of unpatentability based
on indefiniteness under 35 U.S.C. § 112, 2. See 35 U.S.C. § 311(b).

In any event, with regard to alleged obviousness of claims over prior

art, because Petitioner has not identified structure, material, and acts in the
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Specification of the >786 patent that correspond to the generating means of
claim 92. Therefore, Petitioner has not accounted for how such unidentified
structure, material, and acts would have been met by the prior art.
Accordingly, we determine that Petitioner has not shown a reasonable
likelihood that it would prevail in establishing unpatentability of claims 92,
94, and 97 as obvious over JP ’954 and Lau.

4. Claims 57 and 86

Each of claims 57 and 86 requires the microcontroller within the
interface to execute a first pre-programmed code portion “for generating a
device presence signal and transmitting the signal to the car stereo.” We
have construed “device presence signal” as a signal indicating that an audio
device (clairﬁ 57) or video device (claim 86) or portable audio device (claim
92), other than the car stereo, is connected to the interface.

Petitioner identifies head unit 3 in Figure 1 of JP 954 as the car stereo
recited in claims 57 and 86, interface unit 1 in Figure 1 of JP 954 as the
interface recited in claims 57 and 86, and microcomputer 4a in Figure 2 of
JP *954 as the microcontroller recited in claims 57 and 86. Pet. 20, 26, 29.
However, Petitioner does not contend that microcomputer 4a of JP 954
generates a device presence signal, much less transmit such a signal to the
head unit. Instead, Petitioner identifies Lau as providing an interface
including a microcontroller that generates a device presence signal and sends
it to a car stereo, and asserts that in light of Lau’s disclosure, it would have
been obvious to one with ordinary skill in the art to do the same with the
microcontroller of JP ’954. Pet. 22-24. For reasons discussed below, we
are not sufficiently persuaded that Lau discloses generation of a “device

presence signal” within what Petitioner regards as the “interface” in Lau or
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transmission of such a “device presence signal” to a car stereo.

Lau’s music server 102 is not the same kind of device as interface unit
1 of JP °954. In Lau, what Petitioner regards as the portable MP3 device of
claim 57 and the after-market video device of claim 86 is processor 302 (Pet.
26), and it is located in music server 102 and part and parcel with controller
320 which Petitioner regards as the interface (Pet. 26). Processor 302, as the
purported portable or after-market device, is not just “connectable” to the
interface through a connector as is recited in claims 57 and 86. Rather, it is
always connected to controller 320. Ex. 1103, 21:18-22:4. This fixed
configuration is illustrated in Lau’s Figure 6:

Fig. 6

/300
bhoat 1DE
ROM RANM Giue Logic
304 N~ 206 308
! l 1 1DE Cemnactor
DrA b~ 824 30

e

Figure 6 is a block diagram of one embodiment of the components within
music server 102 shown in Figure 1. Ex. 1103, 5:23-24. Controller 320°s

generating a signal to convey to a car stereo that processor 302 is connected
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to it has little meaning, if any, and Petitioner has not sufficiently shown that
that task is performed in Lau.

Petitioner explains that in Lau, it is disclosed that if music server 102
is connected to a car stereo that is Sony Model XR-C5120, then certain
signals are required for normal operation, citing the testimony of
Dr. Matheson (Ex. 1115 99 89-90). Pet. 22-23. Petitioner further explains:

Lau teaches that controller 320 is programmed to perform
a state machine in order to emulate a CD changer connected to a
particular type of head unit (e.g., Sony Model XR-C 5120). In
the “dormant state” when the music server is not in a “play state,”
controller 320 is programmed to respond to packets sent by head
unit 104 with corresponding response packets (i.e., packet 7 in
response to receiving packet 5, and packet 8 in response to
receiving packet 6). See Lau at Fig. 11.

Pet. 23. Figure 11 of Lau is reproduced below:
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Figure 11 illustrates a state diagram for controller 320 within music server
102. Ex. 1103, 6:4.

Nothing in the above-noted explanations indicates that packet 7 or
packet 8 sent by controller 320 conveys the message that a portable or after-
market device is connected to controller 320. Petitioner asserts that the
purpose of the response packets is to inform the car stereo of the presence of
the CD changer while playback is not occurring, and that the response
packets indicate an audio device is present. Pet. 24. Dr. Matheson’s
testimony is the same. Ex. 1115 §92. These assertions, however, are not
accompanied by citation to the disclosure of Lau and are not adequately
supported by the portions of Lau Petitioner does discuss, which we have
addressed above.

Importantly, it is the connection of a separate portable or after-market
device to the interface that must be conveyed by a device presence signal
and not just the presence of any audio device such as the entirety of music
server 102 itself or processor 302 which is fixedly configured with controller
320. As discussed above, processor 302 is not a portable or after-market
device that is connected to controller 320 as the claimed interface. In that
regard, Petitioner’s explanations are deficient and the cited testimony of
Dr. Matheson adds no meaningful explanation. Accordingly, Petitioner has
not sufficiently shown that Lau discloses generating a device presence signal
and transmitting it to the car stereo.

For the foregoing reasons, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing unpatentability of either claim

57 or claim 86 as obvious over JP ’954 and Lau.
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5. Claims 58, 60, 64, 88, 90, and 91

Each of claims 58, 60, 64, 88, 90, and 91 depends directly or
indirectly from either claim 57 or 86. The deficiencies noted above with
regard to claims 57 and 86 carry through to the claims depending therefrom.
Accordingly, Petitioner has not shown a reasonable likelihood that it would
prevail in establishing unpatentability of claims 58, 60, 64, 88, 90, and 91 as
obvious over JP ’954 and Lau.

C. Alleged Obviousness of Claims 57,
86, and 92 over JP '954, Lau, and Bhogal

This alleged ground of unpatentability adds Bhogal to the combined
teachings of JP 954 and Lau which we have already discussed above.
Bhogal is added to buttress the combined teachings of JP ’954 and Lau with
respect to the claim limitations requiring a “portaBle” device, and does not
cure the deficiencies of the Petition, already addressed above, with regard to
claims 57, 86, and 92. Accordingly, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing the unpatentability of any of
claims 57, 86, and 92 as obvious over JP ’954, Lau, and Bhogal.

D.  Alleged Obviousness of Claims
61-63 over JP '954, Lau, and XR-C5120

Each of claims 61, 62, and 63 depends from claim 60. Claim 60
depends from claim 57. The deficiencies of Petitioner’s assertions with
respect to claims 57 and 60, discussed abové, are not cured by Petitioner’s
application of the disclosure of XR-C5120 to the combined teachings of JP
’954 and Lau. Accordingly, Petitioner has not shown a reasonable
likelihood that it would prevail in establishing the unpatentability of any of
claims 61, 62, and 63 as obvious over JP ’954, Lau, and XR-C5120.
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E.  Alleged Obviousness of Claims 65,
89, and 98 over JP °954, Lau, and KBT

Claim 65 depends from claim 64 which depends from claim 57.
Claim 89 depends from claim 88 which depends from claim 86. Claim 98
depends from claim 97 which depends from claim 92. The deficiencies of
Petitioner’s assertions with respect to claims 57, 64, 86, 88, 92, and 97,
discussed above, are not cured by Petitioner’s application of KBT to the
combined teachings of JP 954 and Lau. Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability
of any of claims 65, 89, and 98 as obvious over JP 954, Lau, KBT.

F Alleged Obviousness of Claims 1, 2, 4, 7, 8, 13,
14, and 23 over JP '954, XR-C5120 and XA-C30

We have reviewed the Petition and the Preliminary Response, and
determine that Petitioner has not shown a reasonable likelihood that it would
prevail 1n establishing the unpatentability ot any of claims 1, 2,4, 7, 8, 13,
14, and 23 over JP ’954, XR-C5120, and XA-C30.

1. Claim 1

As compared to claim 57, claim 1 (a) recites an after-market audio
device rather than a portable MP3 player, (b) does not require the generation
or transmission of a device presence signal, (c) adds a third connector that is
electrically connectable to one or more auxiliary input sources external to
the car stereo and the after-market audio device, (d) adds a code portion in
the microcontroller within the interface, that is “for switching to one or more
auxiliary input sources connected to the third electrical connector,” and
(f) adds a code portion in the microcontroller within the interface, that is “for
receiving data from the after-market audio device through said second

connector in a format incompatible with the car stereo, processing the

31

Page 197 of 1462



IPR2016-00421

Patent 7,489,786 B2

received data into formatted data compatible with the car stereo, and
transmitting the formatted data to the car stereo through said first connector
for display by the car stereo.”

For the addition of the third connector and the code portion for
switching to one or more auxiliary input sources, Petitioner relies on XR-
C5120 and XA-C30. Pet. 42-46. XR-C5120 is the Operating Instructions
for Sony’s model XR-C5120 car stereo. Ex. 1108. It lists as optional
equipment: “Source selector XA-C30.” Id. at 18. As noted above, for this
decision we use the identification “XA-C30” to refer to the service manual
of Sony’s Source Selector XA-C30 (Exhibit 1109). The service manual
discloses how the source selector may be connected between a car stereo and
multiple input sources. Ex. 1109, 2-3.

Petitioner illustrates its combination of Sony’s Source Selector XA-

C30 with the car audio system of JP 954 a3 follows:

Composite of Sony XA-C30 and JP ‘954 Figure 1
Pet. 44. The Figure is a block diagram of the audio system of JP *954 with
the addition of the source selector disclosed in XR-C30. Each of first,
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second, and third connectors as recited in claim 1 is illustrated in the above-
reproduced Figure, together with the parts to which they are connected.

With respect to claim 1’s requirement of a microcontroller having a
code portion “for remotely controlling the after-market audio device,”
Petitioner points to microcomputer 4a within control conversion portion 4 of
interface unit 1. Pet. 45. With respect to claim 1’s requirement of a
microcontroller having a code portion “for switching to one or more
auxiliary input sources connected to said third electrical connector,”
Petitioner asserts: “The Sony XA-C30 Source Selector’s microcontroller
contains 4K Bytes of program ROM that inherently must be pre-
programmed in order for the microcontroller to function.” Pet. 45—46.

The analysis is incomplete because Petitioner has not shown that
microcomputer 4a within control conversion portion 4 of interface unit 1 of
JP ’954 is the same microcontroller as the microcontroller within the Sony
Source Selector XA-C30. Claim 1 requires the same microcontroller to
include a code portion “for remotely controlling the after-market audio
device,” and another code portion “for switching to one or more auxiliary
input sources connected to said third electrical connector.” The Sony Source
Selector XA-C30 is separate from and does not include interface unit 1 of JP
’954. A block diagram of the Sony Source Selector XA-C30, as shown in
XA-C30, is reproduced below:
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Connections
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Ex. 1109, 2. The above Figure illustrates a connection diagram for Sony’s
Source Selector XA-C30.

With respect to claim 1’s requirement of a microcontroller having a
code portion “for receiving data from the after-market audio device through
said second connector in a format incompatible with the car stereo,
processing the received data into formatted data compatible with the car
stereo, and transmitting the formatted data to the car stereo through said first
connector for display by the car stereo,” Petitioner points to microcomputer
4a within control conversion portion 4 of interface unit 1. Pet. 45. We are
unpersuaded, because, as we discussed above, control conversion portion 4
in interface unit 1 is for communicating and converting control signals, not
any data for display on a car stereo, such as song title and artist information.

2. Claims 2,4, 7,8, 13, 14, and 23
Each of claims 2, 4, 7, 8, 13, 14, and 23 depends directly form claim

1. The deficiencies discussed above with regard to claim 1 carry through to
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these dependent claims. Petitioner has not shown a reasonable likelihood

that it would prevail in establishing unpatentability of any of claims 2, 4, 7,
8, 13, 14, and 23 as obvious over JP ’954, XR-C5120, and XA-C30.

G.  Alleged Obviousness of Claims 5 and 24
over JP °954, XR-C5120, XA-C30, and KBT

Claim 5 depends from claim 1. Claim 24 depends from claim 23
which depends from claim 1. The deficiencies of Petitioner’s assertions
with respect to claims 1 and 23, discussed above, are not cured by
Petitioner’s application of KBT to the combined teachings of JP *954, XR-
C5120, and XA-C30. Petitioner has not shown a reasonable likelihood that
it would prevail in establishing the unpatentability of either claim 5 or claim
24 as obvious over JP 954, XR-C5120, XA-C30, and KBT.

H.  Alleged Obviousness of Claims 6 and 10
over JP '954, XR-C5120, XA-C30, and Lau

Claims 6 and 10 each depends from claim 1. The deficiencies of
Petitioner’s assertions with respect to claim 1 are not cured by Petitioner’s
application of Lau to the combined teachings of JP 954, XR-C5120, and
XA-C30. Thus, Petitioner has not shown a reasonable likelihood that it
would prevail in establishing the unpatentability of either claim 6 or claim
10 as obvious over JP ’954, XR-C5120, XA-C30, and Lau.

L Alleged Unpatentability of Claims 44
and 47 as Obvious over JP '954, Lau, and Bhogal

1. Bhogal
Bhogal is titled “Method and System for Storing Digital Audio Data
and Emulating Multiple CD-Changer Units.” Ex. 1110 (54). Itrelatesto a

method and apparatus for enhancing storage and playback of digital audio
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data. Id. at 1:9-11. With regard a problem that it addresses, Bhogal
describes:

Typically, CD-changer units and car stereo units are
designed so that they are compatible only if they are made by the
same manufacturer. In other words, CD-changers and car stereos
usually have a proprietary interface, and no industry standard
currently exists for interfacing different makes of CD-changers
and car stereos.

Id. at 4:57-62. To solve that problem, Bhogal provides a digital audio unit
that can emulate the operation of multiple CD-changers. Id. at 3:10-13.
Regarding which one of many CD-changer to emulate, Bhogal describes:

In one case, the digital audio unit can detect a control signal for
a CD-changer unit and then automatically select the type of CD-
changer unit to be emulated based on the detected control signal.
In a second case, the digital audio unit can receive a user
selection for selecting a type of CD-changer unit to be emulated.
The softcopy digital audio files stored within the digital audio
unit are thereby accessed through the controls and commands for
a CD-changer unit.

Id. at 3:13-20. Figure 2 of Bhogal is reproduced below:

200 \
CAR STEREO UNIT DIGITAL AUDIO STORAGE AND CD-CHANGER
CD-CHANGER EMULATOR UNIT uNIt
206 v 208
USER DIGITAL AUDIO
CONTROLS FILES CD-ROM's
208 212 210

Figure 2 illustrates an embodiment of Bhogal’s audio system. /d. at
3:31-33. Emulator 206 is connected between car stereo 202 and actual CD-
changer 204. Id. at 5:11-16. Emulator 206 contains digital audio files 212,
organized as virtual CD-ROMs, that may be accessed by a user through the
car stereo. Id. at 5:39-42. Bhogal describes that, in one embodiment, “the
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emulator unit may be positioned in an independent docking station that
accepts portable electronics, possibly in a standard manner such that the
docking station also accepts other types of MP3 players.” Id. at 5:61-64
(emphasis added). When the emulator is not in the docking station, the car
stereo and the actual CD-exchanger may operate together. Id. at 5:65-67.

Bhogal describes that, in a preferred embodiment, emulator 206 is a
portable device. Id. at 6:18-21. Bhogal also describes that the emulator
may connect to a personal computer in many different ways, including by
use of “serial, Universal Serial Bus (USB), or parallel I/O connections, in a
manner similar to that found on other types of commercially available
portable digital audio devices.” Id. at 6:32—40.

2. Claim 44

Claim 44 is reproduced below:

44. An apparatus for docking a portable device for integration with a

car stereo cc;mprising:

a storage area remote from a car stereo for storing the portable
device;

a docking portion within the storage area for communicating and
physically mating with the portable device;

a data port in communication with the docking portion, the data
port connectable with a device for integrating the portable
device with the car stereo; and

an interface connected to said data port and to the car stereo, said
interface channeling from the portable device to the car stereo
said interface including a microcontroller in electrical
communication with the portable device through said data
port and the car stereo, said microcontroller pre-programmed
to execute first program code for remotely controlling the
portable device using the car stereo by processing control
commands generated by the car stereo in a format
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incompatible with the portable device into formatted control
commands compatible with the portable device, and
dispatching formatted control commands to the portable
device for execution thereby.

Ex. 1101, 25:1-22.

Petitioner relies on Bhogal for its teaching about the use of a docking
station that accepts portable electronics, with the rest of the claim elements
being met by “JP 954 (as combined with Lau)” or “JP 954 in view of Lau.”
Pet. 37, 39. Petitioner, however, does not explain within the section of the
Petition discussing claim 44, how JP ’954 is modified in view of Lau or
combined with Lau in the context of the obviousness assertion of claim 44.
In that regard, Patent Owner asserts: “it is impossible to determine how
Petitioner would modify the JP 954 and Lau references to achieve the
portable device and interface of the claim.” Prelim. Resp. 28.

We determine that because the discussion in the Petition of claim 44
immediately follows the discussion of the ground of unpatentability against
other claims based on the combination of JP 954 and Lau, Petitioner
reasonably has conveyed, for claim 44, how JP *954 would be modified in
view of Lau, i.e., the same way JP ’954 and Lau are combined in the ground
of unpatentability based on JP 954 and Lau. Specifically, Petitioner asserts
that in view of Lau it would have been obvious to one with ordinary skill in
the art to substitute, in the system of JP 954, a portable MP3 player for CD
changer 2. Pet. 21.

In short, Petitioner proposes that it would have been obvious to one
with ordinary skill in the art to substitute a portable MP3 player for CD
changer 2 in JP 954, and to connect that portable MP3 player to Interface
Unit 1 of JP ’954 through a docking station. According to Petitioner, the
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resulting combination meets the subject matter of claim 44. We are
sufficiently persuaded by Petitioner’s contentions.

Petitioner asserts that one with ordinary skill in the art would have
used Bhogal’s docking station in JP *954 because “the addition of a docking
station would provide predictable ease of use in an automotive AV system.”
Pet. 39. That assertion is supported by the testimony of Dr. Matheson.

Ex. 111599 119, 123. We note that in the combined system of JP 954 and
Lau, as noted above, a portable MP3 player has been substituted in for CD
changer 2, and that Bhogal describes its emulator unit as a portable device
(Ex. 1110, 6:18-21). Thus, the portable MP3 player in JP 954 would
benefit from the convenience and ease of use provided by being removably
placed in a docking station the same way Bhogal’s emulator 206 would
benefit from the convenience and ease of use provided by being removably
placed in a docking station.

We also are sufficiently persuaded that one with ordinary skill in the
art would have known to substitute a portable MP3 player for CD changer 2
of JP ’954. Petitioner persuasively notes that Lau’s music server 102
provides songs in MP3 format to head unit 104 (car stereo), and thus, is a
MP3 player being emulated as a CD changer. Pet. 21 (citing Ex. 1103,
21:18-22:4). Specifically, Lau describes: “The music player is software for
playing the particular music under consideration. For example, if the music
is stored in MP3 format, the music player is a MP3 music player that can
read, decode, and play MP3 files.” Id. at 21:25-22:1. Thus, Lau discloses
the desirability of connecting MP3 players to a car stereo, at least no less
than that of connecting a CD changer to a car stereo. As for the portable

aspect of an MP3 player, Petitioner accounts for that through the testimony
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of Dr. Matheson, who testifies that “portable MP3 players were commonly
available in the market.” Ex. 1115 § 86.

We are sufficiently persuaded that the combined structure of JP *954,
Lau, and Bhogal, as discussed above, satisfies all limitations of claim 44.
For instance, the portable MP3 player would be the portable device recited
in the claim; Bhogal’s docking station would be the docking portion recited
in the claim; and the MP3 player would be physically mating with the
docking station as is required in the claim. Also, interface unit 1 of JP 954
would be the interface recited in the claim, and the docking station as the
claimed docking portion would be electrically connected to interface unit 1
of JP ’954 through a data port. We agree with Petitioner that “data port” is
sufficiently broad to cover “electronic contact” through which data passes
from one device to another. Pet. 38 (citing Ex. 1115 q 120). The docking
station necessarily would be in a storage area remote from the car stereo. As
shown in Figure 1 of JP *954, interface unit 1 also would be connected to |
head unit 3 which is the car stereo.

According to claim 44, the interface must include a microcontroller
that communicates with the portable device as well as the car stereo. That is
the case with interface unit 1 of JP 954 in the system according to the
combined teachings of JP *954, Lau, and Bhogal. As shown in Figure 2 of
JP °954, microcontroller 4a within control system conversion portion 4 of if
interface unit 1 of JP "954 is in electrical communication with CD changer 2
(now replaced by portable MP3 player), as well as with the head unit.

Claim 44 requires the microcontroller to be pre-programmed to
execute first program code portion for remotely controlling the portable

device using the car stereo by (1) processing control commands generated by
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the car stereo in a format incompatible with the portable device into
formatted control commands compatible with the portable device, and (2)
dispatching formatted control commands to the portable device for execution
thereby. Petitioner identifies microcomputer 4a in JP 954 as such a
microcontroller. Pet. 39. Petitioner explains that microcomputer 4a is pre-
programmed for remotely controlling CD changer 2 (replaced by portable
MP3 player in the combined teachings of JP 954, Lau, and Bhogal) using
the car stereo by converting control commands sent from head unit 3 into a
format compatible with the portable MP3 player and transmitting them to the
portable MP3 player for execution thereby. /d. The argument is supported
by the testimony of Dr. Matheson. Ex. 1115 9 124.

Figure 2 ot JP "954 1s reproduced below:

(Fig. 2)
4b 4a 4f
2 2s [ 4c [ f
ﬁ;% Datain 7b Bus line ToH.U
" bus input
8 >
Clock Ji é Bi-directional
chan Chip enable ]
ger | Damout J &
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2L ‘
2d 4d ]
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Figure 2 illustrates control system conversion portion 4 of interface unit 1 of
JP ’954. Ex. 1107 (0007). Microcomputer 4a is provided to convert and
unify different signal formats between the CD changer and the main unit.

Id. JP °954 summarizes its interface unit 1 as follows:

(MEANS FOR SOLVING) The [interface] unit is constituted by
splitting signals into three systems, namely a control system,
audio system and power system, and providing a conversion
circuit for each of these systems.

4]
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Id. Abstr. JP °954 describes its objective as: “to make it possible to add a
CD changer made by company B to a main unit made by company A, as
well as to add a CD changer made by company A to a main unit made by
company B.” Id. (0003).

Patent Owner asserts that Petitioner does not explain how control
system conversion portion disclosed in JP 954 “could possibly convert data
from an MP3 player or remotely control the MP3 player.” Prelim. Resp. 19.
In that regard, Petitioner asserts: “to the extent that JP 954 discloses
anything, that disclosure only relates to CD-changer technology.” Id. These
arguments are unpersuasive. A patent disclosure need not expressly
describe, specifically, what would have been known to one .with ordinary
skill in the art, insofar as the making and using of the claimed invention is
concerned. See Lindemann Maschinenfabrik GMBH v. American Hoist and
Derrick Co., 730 F.2d 1452, 1463 (Fed. Cir. 1984). Moreover, on this
record, the evidence does not establish that technology relating to control of
CD changers is very much different from that relating to control of portable
MP3 digital audio devices. Patent Owner may, after institution of trial,
explore such issues by submitting evidence in that regard.

On this record, we determine that Petitioner has shown a reasonable
likelihood that it would prevail in establishing the unpatentability of claim
44 a5 obvious over JP "954, Lau, and Bhogal.

3. Claim47

Claim 47 depends from claim 44 and further recites: “wherein the
data port comprises an RS-232 or Universal Serial Bus (USB) port.”
Petitioner asserts that Bhogal describes its emulator unit as being coupled to

the docking station in a “standard manner.” Pet. 55 (see Ex. 1110, 5:61-64).
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Petitioner further asserts that Bhogal describes the emulator unit as being
connectable to a personal computer, identifies various possibilities for the
manner of connection, and refers to such manner as “similar to that found on
other types of commercially available portable digital audio devices.” Id.
(citing Ex. 1110, 6:32-37). In particular, Bhogal identifies such connections
on commercially available portable digital audio devices as including
“serial, universal Serial Bus (USB), or parallel /O.” Ex. 1110, 6:34-37. It
is also undisputed that “RS-232” refers to a serial bus. As such, we are
sufficiently persuaded that one with ordinary skill in the art, in light of
Bhogal, would have known to use a RS-232 or USB connection as a data
port connecting to the docking station.

Petitioner has shown a reasonable likelihood that it would prevail in
establishing the unpatentability of claim 47 as obvious over JP ’954, Lau,
and Bhogal.

III1. CONCLUSION

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 2, 4-8, 10, 13,
14, 23, 24, 57, 58, 6065, 86, 88-92, 94, 97, and 98 of the *786 patent.
Petitioner has, however, demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of claims 44 and 47 as obvious
over JP 954, Lau, and Bhogal. We have not made a final determination

with respect to the patentability of any claim or the construction of claim.
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III. ORDER

Ttis

ORDERED that, pursuant to 35 U.S.C. § 314(a), an inter partes
review is instituted as to claims 44 and 47 of the *786 patent on the ground
of obviousness over JP 954, Lau, and Bhogal;

FURTHER ORDERED that no other ground of unpatentability, with
respect to any claim, is instituted for trial; and

FURTHER ORDERED that pursuant to 35 U.S.C. § 314(c) and
37 C.F.R. § 42.4, notice is hereby given of the institution of a trial, which

commences on the entry date of this decision.
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I. INTRODUCTION

A.  Background

On December 30, 2015, Petitioner filed a Petition (Paper 1, “Pet.”) to
institute inter partes review of claims 1, 2, 4-8, 10, 13, 14, 23, 24, 44, 47,
57, 58, 60—6§, 86, 88-92, 94, 97, and 98 of U.S. Patent No. 7,489,786 B2
(Ex. 1001, “the >786 patent”). On April 11, 2016, Patent Owner filed a
Preliminary Response (Paper 9, “Prelim. Resp.”).

To institute an inter partes review, we must determine that }he
information presented in the Petition shows “that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” 35 U.S.C. § 314(a). Having considered
both the Petition and the Preliminary Response, we determine that Petitioner
-has not demonstrated a reasonable likelihood that it would prevail in
establishing the unpatentability of any claim. Thus, we do not institute an
inter partes review of any claim of the 786 patent.

N B.  Related Matters

The parties indicate that the >786 patent was asserted in five
infringement actions before the United States District Court of the Eastern
District of Texas and two infringement actions before the United States
District Court for the District of New Jersey. Pet. 1-2, Paper 5, 1-2. The
*786 patent also is 1nvolved in IPR2016- 00421 Related Patent 8,155,342

B2 is involved in IPR2016 00118, IPR2016 0041 8 and IPR2016-00419.
‘ C.  The '786 Patent - o

The >786 patent is titled “AUDIO DEVICE INTEGRATION
SYSTEM.” Ex. 1001 (54). “One or more after-market audio devices, such
as a CD player, CD changer, MP3 player, satellite receiver, DAB receiver,.

-
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or the like, is integrated for use with an existing OEM or after-market car

stereo system, wherein control commands can be issued at the car stereo and

responsive data from the audio device can be displayed on the stereo.” Id. at

Abstr. The *786 pateﬁt describes:

Control commands generated at the car stereo are received,
processed, converted into a format recognizable by the audio
device, and dispatched to the audio device for execution.
Information from the audio device, including track, disc, song,
station, time, and other information, is received, processed,
converted into a format recognizable by the car stereo, and
dispatched to the car stereo for display thereon.

Id. Additional auxiliary sources also may be integrated together, and “a user
S

can select between the [audio] device or the one or more auxiliary input

. sources by issuing selection commands through the car stereo.” Id. A

docking station is provided for docking a portable audio or video device for

integration with the car stereo. Id. Figures 2A—2C are reproduced below:

FIG. 2A
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Figure 2A illustrates an embodiment integrating a CD player with the car

stereo; Figure 2B illustrates an embodiment integrating a MP3 player with a

car stereo; and Figure 2C illustrates an embodiment integrating a satellite or
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DAB receiver with a car stereo. Id at 3:14-23. A more versatile

- embodiment is shown in Figure .1:

‘ FIG. 1
w Y o ¥
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Figure 1 illustrates an erﬁbodiment integrating a CD player, a MP3 player, a |
satellite radio or DAB receiver, and a number of auxiliary input sources with
a car stereo. Id. at 3:12-13. As shown in the above figures, central to the

786 patént is an “interface” positioned between the car stereo and the audio”

device(s) and anxiliary inpnt(s) heing integraled.

.

With regard to Figurc 2B, the 786 palent describes:

The interface 20 allows data and audio signals to be exchanged
between the MP3 player 30 and the car radio 10, and processes
and formats signals accordingly so that instructions and data
from the radio 10 are processable by the MP3 player 30, and vice
versa. Operational commands, such as track selection, pause,
play, stop, fast forward, rewind, and other commands, are entered
via the control panel buttons 14 of car radio 10, processed by the
-interface 20, and formatted for execution by the MP3 player 30.
Data from the MP3 player, such as track, time, and song
information, is received by the interface 20, processed thereby,
and sent to thc radio 10 for display on display 13. Audio from
MP3 player 30 is selectively forwarded by the interface 20 to the
radio 10 for playing. :
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Id at6: 11—24 (emphasis omltted) Similar description is prov1ded with
respect to Figures 2A and 2C. Id. at 5:49-55, 6:35-43.

Claims 1, 44, 57, 86, and 92 are independent. Claim 1 is directed to a
system that connects an after-market audio device as well as one or more
auxiliary input sources to a car stereo. In particular, it recites a first
connector electrically connectable to a car stereo, a second connector
electrically connectable to an after-market device, and a third connector
electrically connectable to one ot more auxiliary input sources. /d. at 21:33—

38, Claim 1 also recites an interface connected between the first and second
electrical connectors, and that the interface includes a microcontroller pre-
programmed to execute: |

a first pre-programmed code portion for remotely controlling the

after-market audio device using the car stereo by receiving a

.. control command from the car stereo through said first

connector in a format incompatible with the after-market

- audio device, processing the received control command into

a formatted command compatible with the after-market audio

device, and transmitting the formatted command to the after-

market audio device through said second connector for
cxccution by the aftcr-market audio device,

a second pre-programmed code portion for receiving data from
the after-market audio device through said second connector
in a format incompatible with the car stereo, processing the

‘ received data into formatted data compatible with the car
T stereo, and transmitting the formatted data to the car stereo
through said first connector for display by the car stereo; and

a third pre-programmed code portion for switching to one or
more auxiliary input sources connected to said third electrical
~connector.

Id. at 21:44-64.

s
\
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Clairh 57 is directed to a system including an interface that connects a
portable MP3 player to a car stereo. Claim 86 is directec{ to a system
‘ including an interface that connects an after-market video device to a car
stereo. Claim 92 is directed to a .system including an interface that connects
a portable audio device with a car stereo. Claims ‘57, 86, and 92 are
reproduced below:

57. An audio device integration system comprising:
- a first electrical connector connectable to a car stereo;

a second electrical connector connectable to a portable MP3
player external to the car stereo

an interface connected between said first and second electrical
connectors for transmitting audio from a portable MP3 player
to a car stereo, said interface including a microcontroller in
electrical communication with said first and second electrical
connectors,

said microcontroller pre-programmed to execute:

a first pre-programmed code portion for generating a

+ device presence signal and transmitting the signal to

the car stereo to maintain the car stereo in an
operational state; and )

a second pre-programmed code portion for remotely
controlling the MP3 player using the car stereo by
receiving a control command from the car stereo
through said first electrical connector in a format

AN incompatible with the MP3 player, processing the
' control command into a formatted control command
compatible with the MP3 player, and transmitting
the formatted control command to the MP3 player
through said second electrical connector for

execution by the MP3 player.

Id. at 26:13-37.

86. A device for integrating video information for use with a car
stereo, comprising: '
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a first electrical connector connectable to a car stereo;

a second electrical connector connectable to an after-market
video device external to the car stereo; -

an interface connected between said first and second electrical

connectors for transmitting video information from the after-

- market video device to the car stereo, the interface including

a microcontroller in electrical communication with said first

and second electrical connectors, said microcontroller pre-
programmed to execute:

a first pre-programmed code portion for generating a

- device presence signal and transmitting the signal to

the car stereo through said first electrical connector

to maintain the car stereo in an operational state

responsive to signals generated by the after-market
video device.

Id at 28:40-56.

92. An audio device integration system comprising:
/

a car stereo;

a portable audio device external to the car stereo;

an interface connected between the car stereo and the portable audio
device, the interface including a microcontroller pre-programmed
to execute: :

first pre-programmed means for generating a device presence
signal and transmitting the signal to the car stereo to
maintain the car stereo in an operational state;

second pre-programmed means for remotely controlling the

portable audio device using the car stereo by receiving a

. control command from the car stereo in a tormat

incompatible with the portable audio device, processing

the control command into a formatted control command

compatible with the portable audio device, and

transmitting the formatted control command to the
portable audio device for execution thereby; and

means for transmitting audio from the portable audio device
to the car stereo. : . ’ ,
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Id at29:11-31. | . _

Claim 44 is directed to an apparatus for docking a portable device for
integration with a car stereo. Id. at 25:1-2. A dbcking portion is recited as
physically mating with the portable device. Id. at 25:5-6. A data port is

~ recited as being in communic:ation with the docking portion.' Id. at 25:7-8.
An interface is recited as “connected to said data port and to the car stereo”
and “channeling audio from the portable device to the car stereo.” Id. at
25:10-12. Claim 44 recites that the inter%ace includes a microcontroller in
electrical communication with the car stereo, and with the portable device
through the data port. Id. at 5:12-14. Claim 44 further recites that the
microcontrollcr is:

pre-programmed to execute first program code for. remotely

controlling the portable device using the car stereo by processing

control commands generated by the car stereo in a format

“incompatible with the portable device into formatted control

, commands compatible with the portable device, and dispatching

N ' formatted control commands to the portable device for execution
- thereby.

Id. at25:14-22. |
D.  Evidence Relied Upon

Petitioner relies on the following references:'

I For certain alleged grounds of unpatentability, Petitioner also relies on
what it refers to as “known bus technology.” Hereinafter, we refer to that
material as “KBT.” We understand Petitioner to have presented KBT as
common knowledge and routine skill within the level of ordinary skill in the
art that does not require citation of any particular reference.

8
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Reference Date Exhibit
Lau | International Pub. No. WO | Sept. 13,2001 | Ex. 1003
01/67266 Al
XR-C5120 SONY® 3-865-814-11(1) 1999 Ex. 1005

Operating Instructions,
Model No. XR-C5120 /4890

XA-C30 SONY® 9-923-535-11
Source Selector
Service Manual XA-C30

March, 1996 | Ex. 1006

Bhogal U.S. Patent No. 6,629,197
Bl

Sept. 30,2003 | Ex. 1008

Petitioner also relies on the Declaration of Thomas G. Matheson,

®h.D. Ex. 1015.
C. The Asserted Grounds

Petitioner asserts the following grounds of unpatentability:

Claim(s) Challenged Basis References
44,57, 58, 60, 63,64, 86,88, |5 102b) | Lau
90, and Y1 o
92, 94, and 97 § 103(a) Lau
1, 2: 4_87 107 13’ 147 23’ 24, 617 § 103(3) Lau, XR"CSIQ,O, and XA-
and 62 C30
47, 65, 89, and 98 : § 103(a) Lau and KBT
24 . o § 103(a) Lau, XR-C5120, XA-C30,
_ and KBT
44,57, and 92 § 103(a) Lau and Bhogal
9
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II. ANALYSIS \
To establish anticipation, each and every element in a claim, arranged
as recited in the clziim, rﬁust be found in a singlé prior a}rt reference.
Net MoneylIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1369 (Fed. Cir. 2008);
Karsten Mfg. Corp. v. Cleveland quf Co., 242 F.3d 1376, 1383 (Fed. Cir.
2001). The question of obviousness is resolved on the basis of underlying
factual determinations including: (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;
(3) the level of Qrdinary skill in the art; and (4) objective evidence of
nonobviousness. Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).
One'seeking to establish obviousness based on more than one reference also
must articulate sufficient reasoning with rational underpinnings to combine
teachings. See KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007).
With regard to the level of ordinary skill in the art, we determine that
no express finding is necessary, on this record, and that the level of ordinary
skill in the art is reflected by the prior art of record. See Okajima v.
Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In re GPAC Inc., 57F.3d
1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579 F.2d 86, 91 (CCPA 1978).
| A Claim Constructioh _
In an inter partes review, claim terms in an unéxpired patent are
_ interpreted according to their broadest reasonable construction in light of the
specification of the patent in whiéh-they appear. See 37 C.F;R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, No. 15-446, 2016 WL 3369425, at *12
(U.S. June 20, 2016) (upholding the use of the broadest reasonable
interpretation standard as the claim construction standard to be applied in an

inter partes review proceeding). Consistent with the rule of broadest

10
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reasonéble interpretatfon, claim terms also are given their ord»inary, and
customaryfmeaning, as would be understood by one of ordinary skill in the
art in the context of the disclosure. See In re Translogic Tech., Inc.,
504 F.3d 1249, 1257 (Fed. Cir. 2007). |
“Claims are not interpreted in a vacuum, but are part of and are read
in light of the specification.” Slirhfold Mfg. Co. v. Kinkead Indus., Inc.,
810 F.2d 1113, 1116 (Fed. Cir. 1987). Although it is im.proper toread a
limitation from the specification into the c_laims, In ré Van Geuns, 988 F.2d
1 181, 1184 (Fed. Cir. 1993), the claims still must be read in view of the
speciﬁcation of which they are a part. Microsoft Corp. v. Multi-Tech Sys.,
Inc., 357 F.3d 1340, 1347 (Fed. Cir. 2004).

If a limitation of an embodiment described in the specification is not
necessary to givé meaning to a claim term, it would be “¢xtraneous” and
should not be read into the claim. See Hoganas AB v. Dresser Indus., Inc.,
9 F.3d 948, 950 (Fed. Cir. 1'993);. E.I du Pont de Nemours & Co. v. Phillips
}’eﬁol;um Co.,w 849 F.2d 1430, P1433 (Fed. Cir. 1988). If the applicants for a
patent desire to be their own lexicogrépher, the purported definition must be
set forth in either the specification or prosecu?ion history. See CCS Fitness,
" Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002). Sucha

definition must be set fort}:’l with reasonable clarity, deliberateness, and
precmon See Remshaw PLC v. Marposs Soczeta per Azioni, 158 F.3d
1243 1249 (Fed Clr 1998); In re Paulsen, 30 F.3d 1475, 1480 (Fed. Cir.
1994). However, only terms which are in controversy need to be construed,
and only to the extent necessary to resolve the controversy. See Wellman,
Inc. v. Eastman Chem. Co., 642 F.3d 1355, 1361 (Fed. Cir. 2011); Vivid

" Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

r

11
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-1 “interface” _
Of all challengéd claims, claims 1, 4.4, 57, 86, and 92 are independent,
and each recites an “interface.” ‘ |
* Claims 1, 57, and 86 require the interface to be connected between a
ﬁrst electrical connector and a second electrical connector, where the ﬁrst'
connector is connectable to a car steréo and the second connector is
connectable to an after-market audio device ‘(claim 1), a portable MP3 player
(claim 57), or an after-market video device (claim 86). Claim 92 requires
the interface to be connected between the car stereo and a portable audio
device. Claim 44 recites a docking portion that mates with a portable
+  device, and an interface that is connectedfto the car stereo as well as to a data
port that communicates with the docking portion.
Also, claim 57 recites that the interface is “for transmitting audio from
a portable MP3 player to a car stereo”; claim 86 recites that the interface is
“for transmitting video information from the after-market video device to the
car stereo”; claim l recites that the interface is “for channeling audio signals
to thé car stereo‘fro-m the after-market audio device”; claim 44 recites an
" interface for “channeling audio from the portable device to the car stereo”;
and claim 92 recites that the interface includes a microcontroller pre-
programmed to execute “means for transmitting audio from the portable
audio device to the car stereo.” ’
Petitioner proposes the p'r'op'e‘r construction of “interface” is “a
microcontroller that is functionally and structurally separate compon(;nt
from the car stereo, which integrates an after-ma_rket device with a car

stereo,” and notes that that is the construction determined by the district
12
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court in reiated action involving the *786 patent. Pet. 12—13. For several I '
reasons, the proposal'is unpersuasive. ‘

First, as is noted by Patent Owner, even if the interface is deemed
“functionally and structurally separate” from the car stereo, the proposed
construction is incomplete in that it omits any requirement of separation or
distinctness of the interface from the portable or after-market device
connected thereto. Prelim. Resb. 6-7. Second, the proposed construction is
too narrow by specifying fhat the interface “integrates an after-market device
with a car stereo.” We note that the Specification of the *786 'patent
provides a special definition for “integration” or “integrated.” Ex. 1001,
4:47-52. We discern no reason to import limitations into a claim if they are
unnecessary to accord meaning to the claim.

Third, the proposed construction is too narrow by requiring the
interface to be a microcontroller. In the Specification of the *786 patent, the

term “interface” is described as including not only a microcontroller but also

several discrete components, such as resistors, diodes, capacitors, transistors,

oscillators, amplifiers, and multiplexers, shown in various embodiments of
Figures 3A, 3B1-3B2, 3C1-3C2, and 3D. Ex. 1101, 9:8-20, 10:19-33,
11:4-18, 11:59-67. As such, the term “interface” itself is not limited to a
microcontroller. In/that regard, note that if the interface itself is construed as

a microcontroller, as Petitioner proposes, then the additional claim language

reciting that the interface includes a microcontroller would serve no

meaningful purpose.
With regard to an “interface,” the Specification states:

Thus, as can be readily appreciated, the interface 20 of the
present invention allows for the integration of a multitude of

13
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_ devices and inputs with an ‘OEM or after-market car radio or
stereo. | :

Ex. 1001, 5:33-36 (emphasis omitted).

As mentioned earlier, the interface 20 of the present invention
allows for a plurality of disparate audio devices to be integrated
with an existing car radio for use therewith.

Id. at 6:4-7 (emphasis omitted).

Data from the MP3 player, such as track, time, and song
information, is received by thc intcrface 20, processed thereby,
and sent to the radio 10 for displaying on display 13. Audio from
the MP3 player 30 is selectively forwarded by the interface 20 to
the radio 10 for playing.

Id. at 6:19-24 (emphasis omitted). Thus, the Specification refers to the
interfe‘lce receiving information from an audio device and forwarding
information to the car stereo, and to the interface allowing integration of a
plurality of disparate audio devices with a car radio.

During prosecution, the Applicants of the *786 patent distinguished'
U.S. Patent 6,993,615 B2 (“Falcon™),? in part by arguing that the reference
failed to disclose an-interface-connected-between-a-car stereo-and an external-
audio source. Ex. 1002, 0267. Specifically, in distinguishing the invention
from Falcon, Applicants stated: “[Falcoh’s graphical user interface] is an
entirely different concept than the interface of the present invention, which
includes a physical interface device connected between a car stereo system
and an external audio source (e.g., a plurality of auxiliary input sources).” .

Id !

2 Falcon discloses a portable computing device connectable to a car stereo
through an interface configurable within the portable computing device.
Ex. 3001, Abstr. : '

14
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Construing the term “interface” in light of the Specification, other
language in the claims, as well as the prosecution history noted by
Petitioner, we determine that—interface is a physical unit that connects one
device to another and that has a functional and structural identity separate
from that of both connected devices.

In the specific context of claims 1 and 86, the connected devices are
the car stereo and an after-market device. In the specific context of claims
44, 57, and 92, the connected devices are the car stereo and a portable
device. Each of claims 1, 44, 57, 86, and 92 further requires the interface to
include a microcontroller.

B.  Alleged Anticipation of Claims 44, 57,
358 60, 63, 64, 86, 88, 90, and 91 over Lau

We have reviewed the Petition and the Preliminary Response, and
determine that Petitioner has not shown a reasonable likelihood that it would
prevail in establishing that any of claims 44, 57, 58, 60, 63, 64, 86, 88, 90,
and 91 is anticipated by Lau. |

1. Lau

Lau is titled “VEHICLE SOUND SYSTEM,” and states that “there is
a need for an improved automobile audio system that does not require
cassettes or compact discs, can be used with reusable media and can play
music downloaded from a computer or other device.” Ex. 1003 (54), 2:24—
26. Lau indicates that pre-existing portable solid state music players that
store music downloadable from a computer are unsatisfactory for use with
an automobile audio system, i.e., a car stereo. Id. at 3:1-11. For instance, it
is explained that all of the controls are on the portable player, and thus a
driver is unable to use the controls of the car stereo to control the music

player. Id. at 3:12-16.

15
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"Figure 1 of Lau is reproduced below: T

Intemat
sarvor

122 ' 120

dockmng ’ digk
siaton canridgoe

Figure 1 illustrates an embodiment of Lau’s vehicle sound system. /d.
at 5:18. Head unit 104 is a standard automobile head unit and is connected
to speakers 106, 108, 110, and 112. Id. at 7:17-20. Music server 102 is an
audio/visual servér and emulates a disc changer. Id. at 7:12-14. Lau
.explains..that.music..server-l 02.is.not.an.actual.disc.changer but.only acts like
a disc changer would act, based on communications to and from head unit
104. Id at 7:14-17. Music sefver 102 communicates with head unit 104.
Id. at 7:19. Lau describes that music server 102 may be mounted in the
trunk of a car and head unit 104 is mounted ‘in the dash board. Id. at 8:21—
24, | | | |

Disk cartridge 120 can be inserted by a user either into music ser\./er
102 or docking statioﬁ 122 connected to computer 124. Id. at 8:16-21.
Computer 124 is a standard personal computer and is connected to Internet
server 130, via Internet 128, for downloading tracks and information about

tracks, and in one embodiment, tracks are songs. Id. at 8:4-15. After a user

16
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downloads tracks onto disk cartridge 120, disk cartridge 120 is removed
from docking station 122 and inserted into music server 102, and then the
user can use head unit 104 to access and play tracks on disk cartridge 120.
Id. at 8:20-26.
2. Claims 57 and 86

Determinative of our conclusion with respect to the alleged
anticipation of claims 57 and 86 by Lau is our construction of the term
“interface”—interface is a physical unit that connects one device to another
and that has a functional and structural identity separate from that of both
connected devices. In the context of claim 57, the two devices connected by
the interface is the car stereo and a portable MP3 player. In the context of
claim 86, the two devices connected by the interface is the car stereo and an
after-market video device. Petitioner relies on different internal parts of
Lau’s music server 102 to meet the interface of claims 57 and 86, the
portable MP3 player of claim 57, and the after-market video device of claim

86. Figure 1 of Lau, as annotated by Petitioner, is reproduced below:

it face Fist Electiiva)
portion Coeuter

. “Extornd! Device”

; portion \
] 102
| \ f 134

AY A)
m.sic
servor

t
{
!

LSS SO S
~ Fig. 1

The annotated figure appears on page 22 of the Petition and illustrates the

car stereo and interface of claims 57 and 86, the portable MP3 player of

17
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claim 57, and the after-market videc; device of claim 86. Petitioner asserts:.
“Lau’s ‘head unit 104’ includes a car stereo. See, Lau, Abstract, 2:51-53; -
Ex. 1015 at ] 87. In Lau, the ‘interface’ (identified as microcontroller 320
and glue logic 330) is located within Lau’s music server 102.” Pet. 22.
‘Petitioner further asserts: “This ‘interface’ is connected to circuitry
dedicated to processing stored content for playback (processor 302 and
associated components) that corresponds to the claimed external device (or
‘aftexl'-market device,’ as rccited in claim 86).” Id.

Figure 6 of Lau, as annotated by Petitioner, illustrates the internal

structure of Lau’s music server 102, and is reproduced below:
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1 ——] i
t‘ 'l IDE Comecsor i
)
: oA . 224 210 g
i : B
1 . i
{ 4 3
I )
{ Audio Conrector [~ 376 )
e ——— et e e 2

G B e L e I e e s gt S e " P
The annotated figure appears on page 22 of the Petition and illustrates the

parts regarded by Petitioner as the “interface” in blue and surrounded by
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dashed lines, and the parts regarded by Petitioner as tlle portable or after- -
market device in green and surrounded by dashed lines. We are
unpersuaded 'by Petitioner’s identification of the part colored blue in the-
above-reproduced illustration to meet the requirement of the interface in
cla1ms 57 and 86.

First, there is insufficient showing of separate structural identity
between the alleged “interface” and the portion colored green by P‘et1t10ner_‘
in the same illustration and alleged as by Petitioner as the external device.
Both blue and green portions\ are component parts within Lau’s music server
102. It would be incorrect to regard them as having separate structural
identities. Petitioner has not adequately explained what accords these
portions separate structural identities, e.g., separate supporting frames,
independent housing, etc. Also, Petitioner has not identified any description -
within Lau thafc refers to the combination of parts labeled in blue as

" collectively constituting a unit of any kind, or that refers to the combination
of parts labeled in green as collectively constituting a unit of any kind.
Thus,vthe separate structural identity requirement between the alleged
interface and a portable MP3 player (claim 57) or an after-market video
device (elaim 86) is not met. |

Sccond, there also is insufficient showing of separate furzctional
identity between the alleged “interface” colored in blue and the portion
colored green by Petitioner and alleged as the external device. Portlons of
Lau are reproduced below, which refute any assertion that controller 320 and
glue logic 330 colored in blue, and processor 302 colored in green, have

separate functional identities:

Page 229 of 1462



IPR2016-00422
Patent 7,489,786 B2

Glue logic 330 is reprogrammable. For example, glue
logic 330 can be an FPGA or a PLD (as well as other suitable
reprogrammable logic devices). Glue logic 330 is connected to
and programmed by processor 302. Glue logic 330 provides
latches, inverters and other glue logic that is specific for each
head unit and used to make communication from controller 320
compatible with the particular head unit. '

Ex. 1003, 13:5-9.

~  The flash memory internal to controller 320 stores

- firmware to program controller 320 to interface with the

appropriate head unit. If music server 102 is initially set up to

communicate with a first head unit and the user subsequently

installs music server 102 into a different automobile with a

-~ different head unit, controller 320 can be reprogrammed to

' communicate with the new head unit by changing the firmware
in the internal flash memory of controller 320.

Id at 14;13-18.

As discussed above, a portion of the internal flash memory of -
controller [320] is used to store the firmware (interface program
code) for programming controller 320 to communicate with head
unit 104. In step 548, controller 320 requests that processor 302
access hard disk drive 178 and read the firmware version number
stored in the /microcontroller config directory. In step 550,
controller 320 receives the firmware version number from
processor 302. -

Id. at 15:13-18.

If in step 552 controller 320 determines that there is a
firmware update on hard disk drive 178, then the method loops
to step 554. In step 554, controller 320 sends a request to ,

* processor 302 to load new firmware. In step 556, the new
firmware is received by controller 320.

Id. at 16:16-20.

If a firmware update is requested, the method of Figure 10 loops
to step 740. In step 740, processor 302 accesses and reads new
firmware from the /microcontroller config directory of hard disk
drive 178. Step 740 also includes accessing and reading new

1

/
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code to program glue logic 330. In step 742, the firmware is sent
to controller 320. In step 744, processor 302 programs glue logic
330 according to the code read in step 740. The code used in step
744 may vary by head unit and/or firmware version.

Id at 17:11-17.

It is evident from the above-quoted descriptions in Lau that processor
302 controls what firmware is used to program controller 320 and also
programs the configuration of glue logic 330. Thus, the separate functional
identity requirement between the alleged interface (colored in blue) and the
portable or after-market device (colored in green) is not met.

3 Claims 58, 60, 63, 64, 88, 90, and 91

Each of claims 58, 60, 63, 64, 88, 90, and 91 depends directly or
indirectly from either claim 57 or 86. The deficiency noted above with
regard to claims 57 and 86 carries through to the claims depending
therefrom. Accordingly, Petitioner has not shown a reasonable likelihood
that it would prevail in establishing that any of claims 58, 60, 63, 64, 88, 90,
and 91 is anticipatcd by Lau.

4. Claim 44

For claim 44, Petitioner draws anew the annotated borders it provided
above in connection with its arguments directed to claims 57 and 86. Now,
Petitioner regards most of the portions previously colored blue, green, and
orange, together with the previously uncolored parts, but sans IDE Glue
Logic 208 and IDE Connector 310, as the alleged interface, and regards disk
cartridge 120, connectable to IDE Connector 310, as the portable device.
Pet. 34-35. Lau’s Figure 6, re-annotated by Petitioner to provide different

borders and different coloring for the same patrts, is reproduced below:

21
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The annotated figure appears on page 34 of the Petition and illustrates the
parts regarded by Petitioner as the “interface” colored in green, and the part
o regarded by Petitioner as the portable device colored in yell'ow. Pet. 34.
Petitioner asserts that Lau’s disk cartridge 120 is the portable device colored
in yellow. Id. For reasons discussed below, we are unpersuaded by

Petitioner’s identification of the part colored in green above to satisfy the
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requirement of the interface in claim 44, relative to Lau’s disk cartridge 120
as the portable device.

As construed above, “interface” is a physical unit that connects one
device to another and that has a functional and structural identity separate
from that of both connected devices. Thus, what Petitioner identifies as the
interface in Lau must have a functional and structural identity separate from
those of what Petitioner identifies as the portable device.

With regard to separate structural identity, that indeed is the case,
because Lau’s disk cartridge 120 is removable from music server 102 and
can be reinserted into music server 102 by a user. Ex. 1003, 8:16-21. The
same, however, cannot be said as to separate functional identity relative to
the alleged interface. In that regard, we note that disk cartridge 120 includes
shell 170, connectors 172 and 176, and hard disk drive 178. Id. at 9:22-
10:4. Hard disk drive 178 stores the firmware that processor 302 uses to
reprogram controller 320 and the code that processor 302 uses to program
glue logic 330 for communication with the car stereo. Id. at 16:16-20;
17:11-17. Furthermore, Lau describes that hard disk drive 178 stores the
operating system for music server 102 as well as drivers including IDE
driver, audio drivers, and a driver for the serial interface between processor
302 and controller 320. Id. at 11:17-21. Lau also describes that “music
server 102 will not operate unless disk cartridge 120 is properly inserted in
music server 102.” Id. at 13:24-25. Based on all of these characteristics,
disk cartridge 120 does not have separate functional identity relative to the
alleged interface that includes processor 302 and controller 320. Rather, it is
very much intertwined with and essential to the operation of the alleged

interface.

23
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Additionally, we determine that Lau’s disk cartridge 120 is
insufficient to constitute the portable device of claim 44. That is because
disk cartridge 120, as described in Lau, includes only a shell casing,
connectors, simple elements like capacitors and resistors for decoupling
signals, and a hard disk drive. Id. at 9:22-10:4. As described in Lau, disk
cartridge 120 is without any processing logic with which to execute control
commands from the car stereo. Yet, such capability is implicit in claim 44,
which recites that the microcontroller is pre-programmed to execute program
code for remotely controlling the portable device “by processing control
commands generated by the car stereo in a format incompatible with the
portable device into formatted control commands compatible with the
portable device, and dispatching formatted control commands to the
portable device for execution thereby.” Id. at 25:17-22 (emphasis added).
Accordingly, the portable device of claim 44 must include processing logic
capable of executing control commands. Petitioner has not sufficiently
shown that disk cartridge 120 includes such processing logic.

Accordingly, Petitioner has not shown a reasonable likelihood that it
would prevail in establishing that claim 44 is anticipated by Lau.

C.  Alleged Obviousness of
Claims 92, 94, and 97 over Lau

For reasons discussed below, we determine that Petitioner has not
shown a reasonable likelihood that it would prevail in establishing
unpatentability of claims 92, 94, and 97 as obvious over Lau.

Claim 92, as reproduced above, includes several elements in the

format of a “means”:
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first pre-programimed means for generating a device presence
signal and transmitting the signal to the car stereo to maintain
the car stereo in an operational state; '

second pre-programmed means for remotely controlling the

portable audio device using the car stereo by receiving a
control command from the car stereo in a format incompatible
with the portable audio device, processing the control
command into a formatted control command compatible with
the portable audio device, and transmitting the formatted
control command to the portable audio device for execution’
thereby; and

means for transmitting audio from the portable audio device to
the car stereo.

Claim 94 depends from claim 92 and claim 97 depends from claim 94.
" Paragraph 6 of 35 U.S.C. § 112 states:?

An element in a claim for a combination may be expressed as a
means or step for performing a specified function without the
recital of structure, material, or acts in support thereof, and such
claim shall be construed to cover the corresponding structure,
material, or acts described in the specification and equivalents
thereof.

The above-quoted recitations of claim 92 presumptively set forth elements
under 35 U.S.C. § 112, § 6, and are construed to cover the corresponding

- structure, material, or acts described in the specification and equivalents

3 Paragraphs 1 through 6 of § 112 were renamed as paragraphs (a) through
(f) when § 4(c) of the Leahy-Smith America Invents Act, Pub. L. No. 112—
29, 125 Stat. 284, 329 (2011) (“AIA”) took effect on September 16, 2012.
Because the patent application resulting in the 786 patent was filed before
the effective date of the AIA, we refer to the pre-AIA version of § 112.
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thereof. Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1348 (Fed. Cir.
2015) (en banc).

Fora means-plus-furjction elem.ent under 35 U.S.C. § 112, 6, the

' Board’s trial rules require the Petition to identify the corresponding
structure, material, or acts corresponding to each claimed function.
Specifically, 37 C.F.R. § 42.104(b)(3) governs the content of a petition with
respect to claim construction and provides: “[w]here the claim to be
construed contains a means-plus-function or step-plus-function limitation as
permitted uhder 35U.S.C. § 112, Y 6], the construction of the claim must
identify the specific portions of the specification that describe the structure,
material, or acts corresponding to each claimed function.”* 37 C.F.R.

§ 42.104(b)(3).

The “construction” referred to by 37 C.F.R. § 42.104(6)(3) is the
construction proposed by the Petitioner, one that Petitioner believes is the
correct construction under applicable law and should apply in the involved
proceeding. Here, Petitioner did not comply with 37 C.F.R. § 42.104(b)(3).

For each means-plus-function recitation in -claim 92, Petitioner
provided the construction of the United States District Court for the District
of New Jersey. Pet. 16-20. However, Petitioner does not take ownership of
the district court’s constructions by indicating, in some way, that it agrees
with, proposes, or adopts the construction of this district court. Indeed, for

two means-plus-function elements, i.e., (1) first pre-programmed means for

4 Structure disclosed in the specification is corresponding structure only if
the specification or prosecution history clearly links or associates that
structure to the function recited in the claim. Golight, Inc. v. Wal-Mart
Stores, Inc., 355 F.3d 1327, 1334 (Fed. Cir. 2004); Cardiac Pacemakers,
Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 1113 (Fed. Cir. 2002).
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generating a device presence signal (“generating means”), and (2) first pre-
programmed means for . . . transmitting the [device presence] signal to the
car stereo to maintain the car stereo in an operational state (“transmitting
means”), Petitioner asserts that the district court’s constructions are
incorrect. Pet. 17-18. For the transmitting means, Petitioner does offer its
own construction as is required by 37 C.F.R. § 42.104(b)(3). Pet. 18-19.
But for the generating means, Petitioner does not offer its construction by
identifying corresponding structure, material, or acts in the Specification.
Instead, for the transmitting means, Petitioner asserts that there is no
corresponding structure, material, or acts in the Specification of the *786
patent, and characterizes the means-plus-function element as indefinite.
Pet. 17.

Without expressly identifying a ground of unpatentability based on
indefiniteness under 35 U.S.C. § 112, § 2, Petitioner nonetheless has
mounted, effectively, a challenge of claims 92, 94, and 97 as indefinite
under 35 U.S.C. § 112, 2. We note that if there is no corresponding
structure, material, or acts in the specification for a means-plus-function
claim element, the claim is indefinite under 35 U.S.C. § 112, 2. See Inre
Dossel, 115 F.3d 942, 946 (Fed. Cir. 1997). Except for a narrow exception
explained in In re Katz, 639 F.3d 1303, 1316 (Fcd. Cir. 2011), concerning
generic functions petformed by a general purpose computer, such as
“processing,” “receiving” and “storing,” a computer-implemented means-
plus-function element is indefinite unless the specification discloses the
specific algorithm used by the cofnputer to perform the recited function.
Eon Corp. IP Holdings LLC v. AT&T Mobility LLC, 785 F.3d 616, 621-23
(Fed. Cir. 2015); Function Media, LLC. v. Google, Inc., 708 F.3d 1310, -
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1318 (Fed. Cir. 2013); Blackboard, Inc. v. Desire2Learn, Inc., 574 F.3d
1371, 1385 (Fed. Cir. 2009); Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d
1359, 1367 (Fed. Cir. 2008); Finisar Corp. v. DirectTV Group, Inc.,

523 F.3d 1323, 1340 (Fed. Cir. 2008); and Aristocrat Technologies Australia
Pty Ltd. v. Int’l Game Techs. Inc., 521 F.3d 1328, 1333 (Fed. Cir. 2008).
Petitioner may not, however, in an inter partes review, assert a ground of
unpatentability based on indefiniteness under 35 U.S.C. § 112, 2. See 35
U.S.C. § 311(b).

In any event, with regard to alleged obviousness of claims over prior
art, Petitioner has not identified structure, material, and acts in the
Specification of the >786 patent that correspond to the generating means of
claim 92. Therefore, Petitioner has not accounted for how such unidentified
structure, material, and acts would have been met by the prior art.

Furthermore, claim 92 requires an interface connected between a car
stereo and a portable audio device. Petitioner relies on its arguments
presented for claim 57 to explain how Lau discloses an interface connected
between a car stereo and a portable audio device. Pet. 38, 43. We already
rejected those arguments in the context of claim 57, as discussed above in
Section II(B)(2). The arguments are no more persuasive for claim 92.

For the foregoing reasons, we determine that Petitioner has not shown
a reasonable likelihood that it would prevail in establishing unpatentability
of claims 92, 94, and 97 as obvious over Lau.

D.  Alleged Obviousness of Claims
44, 57, and 92 over Lau and Bhogal

This alleged ground of unpatentability combines Bhogal’s teachings
with those of Lau. Specifically, Bhogal is added to buttress the teachings of

Lau with respect to the claim limitations requiring a device that is “portable”
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to be connected to the interface. Thus, as applied by Petitioner, Bhogal does
not cure the deficiencies of the Petition, already addressed above, with
regard to claims 44, 57, and 92. Accordingly, Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability
of any of eléims 44,57, and 92 as obvious over Lau and Bhogal.

_E. Alleged Obviousness of Claims 47,
65, 89, and 98 over Lau and KBT

Claim 47 depends from claim 44. Claim 65 depends from claim 64
which depends from claim 57. Claim 89 depends from claim 88 which
depends from claim 86. Claim 98 depends from claim 97 which depends
from claim 92. The deficiencies of Petitioner’s assertions with reepect to
claims 44, 57, and 86, as discussed above, are not cured by Petitioner’s
application of KBT Accordingly, Petitioner has not shown a reasonable
likelihood that it Would prevail in establlshmg the unpatentability of any of
claims 47, 65, 89, and 98, as obvious over Lau and KBT.

F. Alleged Obviousness of Claims 1, 2, 4-8, 10, 13,
14, 23, 24, 61, and 62 over Lau, XR-C5120, and XA-C30

We have reviewed the Petition end the Preliminary Response, and
determine that Petitioner has not shown a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 2, 4-8, 10, 13,
14, 23, 24, 61, and 62 as obvious over Lau, XR-C5120, and XA-C30.

1 Claim 1 |

Clalm 1, llke claim 57, recites an interface connected between the ﬁrst
‘and second electrical connectors and for channeling audio signals to the car
stereo from another device, where the first connector is connectable to the

car stereo and the second connector is connectable to an audio device. In
29
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claim 57, that audio device is a portable MP3 player. In claim 1, that audio
device is an after-market audio device.

Further as compared to claim 57, claim 1 (a) adds a third connector
that is electrically connectable to one or more auxiliary input sources
external to the car stereo and the after-market audio device, (b) adds a code
portion in the microcontroller within the interface, that is “for switching to
one or more auxiliary input sources connected to said third electrical
connector,” and (c) adds a code portion in the microcontroller within the
interface, that is “for receiving data from the after-market audio device
through said second connector in a format incompatible with the car stereo,
processing the received data into formatted data compatible with the car
stereo, and transmitting the formatted data to the car stereo through said first
connector for display by the car stereo.”

For the addition of the third connector and the code portion for
switching to one or more auxiliary input sources, Petitioner relies on XR-
C5120 and XA-C30. Pet. 45-48. XR-C5120 is the Operating Instructions
for Sony’s model XR-C5120 car stereo. Ex. 1005. It lists as optional
equipment: “Source selector XA-C30.” Id. at 18. As noted above, for this
decision we use the identification “XA-C30” to refer to the service manual
of Sony’s Sourcc Sclcctor XA-C30 (Exhibit 1006). The service manual
discloses how the source selector may be connected between a car stereo and
multiple input sources. Ex. 1006, 2-3.

A diagram of the Sony Source Selector XA-C30 is reproduced below:
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Ex. 1006, 2. The above figure illustrates a connection diagram for Sony’s
Source Selector XA-C30.
Petitioner illustrates its combination of Sony’s Source Selector XA-

C30 with the car audio system of Lau as follows:
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This annotated figure appears on page 46 of the Petition and illustrates the

parts regarded by Petitioner as the “interface” in yellow, the part regarded by

Petitioner as the after-market audio device in grey, and the car stereo colored

in blue. Pet. 45-46. For reasons discussed below, we are unpersuaded that
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Petitioner’s combination of Lau, XR-C5120, and XA-C30, as illustrated
above, meets all requirements of claim 1.

Based on our construction of “interface,” the interface in claim 1 has
to have separate functional and structural identity relative to the after-market
audio device of claim 1, just as the interface in claim 57 has to have separate
functional and structural identity relative to the portable MP3 player of claim
57. For the same reasons that the interface Petitioner identified in Lau for
claim 57 does not have separate functional or structural identity with respect
to what Petitioner identifies in Lau as the portable MP3 player of claim 57,
the interface Petitioner identified in Lau for claim 1 does not have separate
functional or structural identity with respect to what Petitioner identifies in
Lau as the after-market audio device of claim 1.

With respect to claim 1’s requirement of a microcontroller having a
code portion “for remotely controlling the after-market audio device,”
Petitioner points to controller 320 as the microcontroller. Pet. 29, 33, 51.
With respect to claim 1’s requirement of a microcontroller having a code
portion “for switching to one or more auxiliary input sources connected to
said third electrical connector,” Petitioner quotes this description in Lau:
“The directory / microcontroller config [in disk cartridge 120] includes a
series of files for configuring controllcr 320 (see igure 6) to communicate
with head unit 104. One file is a text file with a set of flags which indicate
any of the following: disk cartridge change, other devices connected, head
unit text on/off, time elapsed to be displayed up or down, etc.” Pet. 52.
(citing Ex. 1003, 10:25-11:2). '

However, the fact that disk cartridge 120 contains a flag indicating

“other devices connected” appears unrelated to the Sony Source Selector
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XA-C30 (that part of the yellow portion above the car stereo in the above
illustration) that connects the car stereo to controller 320 and a plurality of
auxiliary input source as Petitioner has shown in the above illustration.
Petitioner has not provided adequate explanation in that regard. There is
insufficient basis to conclude that microcontroller 320 includes a code
portion for switching to one or more auxiliary input sources connected to the
third electrical connector, especially where, as here, the Sony Source
Selector XA-C30 includes its own microprocessor controller IC1 (Ex. 1006,
8). Petitioner makes no explanation as to why it is not the controller within
the Sony Source Selector XA-C30 that is “for switching to one or more
auxiliary input sources connected to said third electrical connector.”
2. Claims 2, 4-8, 10, 13, 14, 23, 24, 61, and 62

Each of claims 2, 4-8, 10, 13, 14, and 23 depends from claim 1.
Claim 24 depends from claim 23. Each of claims 61 and 62 depends from
claim 60, which depends from claim 57. The deficiencies discussed above
with regard to claim 1 carry through to claims 2, 4-8, 10, 13, 14, 23, and 24.
Also, the deticiencies discussed above with regard to claim 57, in the
context of alleged anticipation of claim 57 by Lau, carry through to claims
61 and 62 and are not cured by Petitioner’s application of XR-C5120 and
XA-C30. Accordingly, Petitioner has not shown a reasonable likelihood that
it would prevail in establishing unpatentability of any of claims 2, 4-8, 10,
13, 14, 23, 24, 61, and 62 as obvious over Lau, XR-C5120, and XA-C30.

G.  Alleged Obviousness of Claim 24 over
Lau, XR-C5120, XA-C30, and KBT

Claim 24 depends from claim 23, which depends from claim 1. The
deficiencies of Petitioner’s assertions with respect to claim 1, as discussed

above, are not cured by Petitioner’s application of KBT to the combined
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teachings of Lau, XR-C5120, and XA-C30. Petitioner has not shown a
reasonable likelihood that it would prevail in establishing the unpatentability
of claim 24 as obvious over Lau, XR-C5120, XA-C30, and KBT.

1. CONCLUSION

Petitioner has not demonstrated a reasonable likelihood that it would
prevail in establishing the unpatentability of any of claims 1, 2, 4-8, 10, 13,
14,23, 24, 44,47, 57, 58, 60-65, 86, 88-92, 94, 97, and 98 of the *786
patent.

I11. ORDER
Itis
ORDERED that the Petition is denied and no inter partes review is

instituted for any claim on any alleged ground of unpatentability.
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and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Customer No. 27614
Confirmation No. 4879
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Examiner: Kurr, Jason R.
Re: Our file: 99879-00005 Art Unit: 2614
Applicant: Ira Marlowe
Serial No.: 10/316,961
Filed: 12/11/2002
Patent No.: 7,489,786
Issue Date: 02/10/2009
For: Audio Device Integration System

Sir:
Enclosed for filing in the United States Patent and Trademark Office is the following:

1. Request for Withdrawal as Attorney or Agent and Change of Correspondence Address
2. Transmittal Sheet

CONDITIONAL PETITION

If any extension of time is required for the submission of the above-identified items, Applicant
requests that this be considered a petition therefor. Please charge any additional charges or any other charges
relating to this matter, or credit any overpayment, to the Deposit Account of the writer, Account No. 503571.

Respectfully submitted,

g \ ’ ( Michael R. Friscia
Date Registration No. 33,884

McCarter & English, LLP
Four Gateway Center
100 Mulberry Street
Newark, NJ 07102
Tel: (973) 639-8493
Fax: (973) 297-6627

CERTIFICATE OF ELECTRONIC FILING

Ihereby certify that this correspondence is being electronically filed with the United States Patent and
Trademark Office (via EFS-Web) on SlelQont

ME]1 8627379v.1

Page 255 of 1462



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

~ PATENT NO. : 7,489,786 B2 Page 1 of 2
APPLICATION NO. : 10/316961

DATED

: February 10, 2009

INVENTOR(S) : Ira Marlowe

Itis certified that error appears in the above-identified patent and that said Letters Patent is
hereby corrected as shown below:

On the Title Page Item (56), on Page 2 of the patent, the spelling of the Inventor’s
name of U.S. Patent No. 6,005,488 should read “Symanow et al.” instead of
“Symanov, et al.”

On the Title Page Item (56) in the References Cited Section, on Page 2 of the patent
under Other Publications, the fourth reference listed, the website should read
“www.venturatechnology.net” instead of “www.venturatechnoogy.net.”

On the Title Page Item (56) in the References Cited Section, on Page 2 of the patent
under Other Publications, please include the following reference: ““Automedia,”
magazine pages from Feb. 1999 issue (2 pages).”

On the Title Page Item (56) in the References Cited Section, on Page 2 of the patcnt
under Other Publications, the nineteenth reference hsted should read ““3 pages”
submitted instead of “2 pages.”

Column 9, line 3, “USART” should be deleted and replaced with “UART.”
Column 10, line 7, “USART” should be deleted and replaced with “UART.”
Column 11, line 56, “USART” should be deleted and replaced with “UART.”

Column 19, line 39, the second instance of the word “is” should be deleted and replaced
with the word “if.”

Column 23, line 54, “24” should be deleted and replaced with “25.”

Column 27, line 25, “63” should be deleted and replaced with “66.”
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO. : 7,489,786 B2 Page2of 2
APPLICATION NO. : 10/316961 :
DATED : February 10, 2009

INVENTOR(S) : Ira Marlowe

It is certified that error appears in the above-identified patent and that said Letters Patent is
hereby corrected as shown below:

Column 30, line 9, the word “comprises” and the word “comprising” should be deleted
and replaced with “comprises.”

Signed and Sealed this

Seventh Day of April, 2009

b Ot

JOHN DOLL
Acting Director of the United States Patent and Trademark Office
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant(s): Ira Marlowe
Patent No: 7,489,786
Issued: 02/10/2009

For: Audio Device Integration System

COMMUNICATION

ATTN: CERTIFICATE OF CORRECTIONS BRANCH
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:
Applicant respectfully submits a request for a Certificate of Correction for the above-referenced patent

to correct typographical errors contained throughout the patent.

Additionally, Applicant notes that there should be twa citations listed with the following title in the

References Cited Section, on page 2 of the patent, under Other Publications:

“< Automedia,” magazine pages from Feb. 1999 issue (2 pages).”

This citation only appears once. However, two separate articles were submitted from the same issue of
this magazine, and both were listed in an Information Disclosure Statement dated May 26, 2006. Accordingly,
this citation should be listed twice on the issued patent. For reference, attached hereto at Exhibit A is a copy of
the Information Disclosure Citation Form, dated May 26, 2006, which lists the aforementioned articles and is

signed by the Examiner.

MEI 8212189v.1
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Patent No. 7,489,786
March 12, 2009
Page 2

These changes are indicated on the enclosed Certificate of Correction.

The Commissioner is authorized to charge $100.00 to Deposit Account No. 503571 to cover the

government filing fee for filing the Request for Certificate of Correction under 37 C.F.R. § 1.323. If there are

any additional fees due in connection with this matter, the Commissioner is authorized to charge them to

Deposit Account No. 503571.

2liz\os
Date

MEI1 8212189v.1
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Respectfully submitted,

I\%Nikolskw

Registration No. 48,319
McCarter & English, LLP
Four Gateway Center

100 Mulberry Street
Newark, NJ 07102

Tel: (973) 639-6987

Fax: (973) 297-6624




EXHIBIT A
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. Docket Number (Optional) Applicadon Nomber
9809/1 10/316,961
TION DISCLOSURE CITATION Applicant(s)
(Use several sheets if necessary) Ira Marlowe
Filing Date |Group Art Unit
I 12/11/02 2644

OTHER DOCUMENTS  (Including Author, Title, Date, Pertinent Pages, Etc.)

"Automedia,” magazine pages from June/July 1996 issue (2 pages).

" Automedia,” magazine pages from January 1998 issue (2 pages).

»Automedia,” magazine pages from February 1998 issue (2 pages). ’ R EC E iv E D
MAR 2 4 2004
"Automedia,” magazine pages from July 1998 issue (2 pages). TeChn 010 gy Centel' 2600

" Automedia," magazine pages from September 1998 issue (2 pages).

" Automedia,” magazine pages from November 1998 issué (12 pages).

"Automedia,” magazine pages from February 1999 issue (2 pages).

“Automedia,” magazine pages from February 1999 issue (2 pages).

“Car Stereo Review," magazine pages from June 1998 issue (5 pages).

"Car Stereo Review," magazine pages from January 1999 issue (2 pages).

"Car Stereo Review," magazine pages from April 1999 issue (3 pages).

"Car Audio and Electronics,” magazine pages from December 1998 issue (2 pages).

-

] == [ o

ftial if citation considered, whether or not citation is in conformance with MPEP Section 609; Draw line through citation if not in conformance and

. Include copy of this form with next communication to applicant.

POSB/REV04
SHEET 2 OF §
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PTO/SB/44 (09-07)
Approved for use through 08/31/2010. OMB 0651-0033
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page__1 of__1

PATENT NO. : 7,489,786
APPLICATION NO.: 10/316,961

ISSUE DATE : 02/10/2009

INVENTOR(S) Ira Marlowe

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

In the References Cited Section, on Page 2 of the patent, in the first column, the spelling of the Inventor’s name
of U.S. Patent No. 6,005,488 should read “Symanow, et al.” instead of “Symanov, et al.”

In the References Cited Section, on Page 2 of the patent under Other Publications, in second column, the fourth
reference listed, the website should read “www.venturatechnology.net” instead of “www.venturatechnoogy.net.”

In the References Cited Section, on Page 2 of the patent under Other Publications, please include the following
reference: "“Automedia,” magazine pages from Feb. 1999 issue (2 pages).”

In the References Cited Section, on Page 2 of the patent under Other Publications, in second column, the
nineteenth reference listed should read “3 pages” submitted instead of “2 pages.”

Column 9, line 3, “USART" should be deleted and replaced with “UART.”

Column 10, line 7, “USART" should be deleted and replaced with “UART.”

Column 11, line 56, “USART" should be deleted and replaced with “UART.”

Column 19, line 39, the second instance of the word “is” should be deleted and replaced with the word “if.”
Column 23, line 54, “24” should be deleted and replaced with “25."

Column 27, line 25, “63” should be deleted and replaced with “66.”

Column 30, line 9, the word “comprises” and the word “comprising” should be deleted and replaced with
“comprises.”

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Mark E. Nikolsky, McCarter & English, LLP '

Four Gateway Center

100 Mulberry Street

Newark, NJ 07102
This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.

Page 262 of 1462




Electronic Patent Application Fee Transmittal

Application Number: 10316961

Filing Date: 11-Dec-2002

Title of Invention: AUDIO DEVICE INTEGRATION SYSTEM
First Named Inventor/Applicant Name: Ira Marlowe

Filer: Mark E. Nikolsky/Janelle Fava
Attorney Docket Number: 9809/1

Filed as Small Entity

Utility under 35 USC 111(a) Filing Fees

Description Fee Code Quantity Amount Suz-;'g(tsa)l in

Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:
Post-Allowance-and-Post-Issuance:

Certificate of correction 1811 1 100 100

Extension-of-Time:
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Description Fee Code Quantity

Amount

Sub-Total in
UsD($)

Miscellaneous:

Total in USD ($)

100
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Electronic Acknowledgement Receipt

EFS ID: 4955372
Application Number: 10316961
International Application Number:
Confirmation Number: 4879

Title of Invention:

AUDIO DEVICE INTEGRATION SYSTEM

First Named Inventor/Applicant Name:

Ira Marlowe

Correspondence Address:

MICHAEL R FRISCIA

MCCARTER & ENGLISH

FOUR GATEWAY CENTER

100 MULBERRY STREET

NEWARK NJ
us 9735336599

07102

Filer:

Mark E. Nikolsky/Janelle Fava

Filer Authorized By:

Mark E. Nikolsky

Attorney Docket Number: 9809/1
Receipt Date: 12-MAR-2009
Filing Date: 11-DEC-2002
Time Stamp: 15:03:41

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type

Deposit Account

Payment was successfully received in RAM

$100
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RAM confirmation Number 299

Deposit Account 503571

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)
Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)

File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (ifappl.)

35421
1 Miscellaneous Incoming Letter transmittal.pdf no 1
d50210f3740e21a60d62eae5402b20f8ebc|

Warnings:

Information:

167202
2 Request for Certificate of Correction certificateofcorrection.pdf no 5

caebecddfffb27d671f81907f3e512d 716151
3

Warnings:

Information:

29795
3 Fee Worksheet (PTO-06) fee-info.pdf no 2

7fod055a1f5dc3c3b4bb67495978b2e2bb7|
el08d

Warnings:

Information:

Total Files Size (in bytes):i 232418

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Attn; Certificate of Corrections Branch Customer No. 27614
Commissioner for Patents Confirmation No. 4879
P.O. Box 1450

Alexandria, VA 22313-1450

Re: Our file: 99879-00005
Applicant: Ira Marlowe
Patent No.: 7,489,786

Issued: 02/10/2009
Serial No. 10/316,961
Filing Date: 12/11/2002
For: Audio Device Integration System

Sir:

Enclosed for filing in the United States Patent and Trademark Office is the following:

1. Communication (4 pages)

2. Certificate of Correction (1 page)
3. Transmittal Sheet (1 page)
CONDITIONAL PETITION

If any extension of time is required for the submission of the above-identified items, Applicant
requests that this be considered a petition therefor. Please charge any additional charges or any other charges
relating to this matter, or credit any overpayment, to the Deposit Account of the writer, Account No. 503571,

Respectfully submitted,

22 }(()q Mark E. Nikolsky
Date Registration No. 48,319

McCarter & English, LLP
Four Gateway Center
100 Mulberry Street
Newark, NJ 07102

- Tel: (973) 639-6987
Fax: (973) 297-6624

CERTIFICATE OF ELECTRONIC FILING

. Ihereby certify that this correspondence is being electronically filed with the United States Patent and
Trademark Office (via EFS-Web) on _ 3}1.2] D9

ME]1 8212201v.1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.

10/316,961 02/10/2009 7489786 9809/1 4879

7590 01/21/2009

MICHAEL R FRISCIA
MCCARTER & ENGLISH
FOUR GATEWAY CENTER
100 MULBERRY STREET
NEWARK, NJ 07102

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 820 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Customer Service Center of the Office of Patent Publication at
(571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site hitp://pair.uspto.gov for additional applicants):

Ira Marlowe, Fort Lee, NJ;

IR103 (Rev. 11/05)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where

appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the cucrent correspondence address as

indicated unless cormrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate " ADDRESS" for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block | for any change of address) Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eapers. Each additional paper, such 