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IN THE UNITED STATES DISTRICT COURT 

FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

AGIS SOFTWARE DEVELOPMENT LLC, 

Plaintiff, 

v. 

HUAWEI DEVICE USA INC., HUAWEI 

DEVICE CO., LTD. AND HUAWEI 

DEVICE (DONGGUAN) CO., LTD., 

HTC CORPORATION,  

LG ELECTRONICS INC.,  

APPLE INC.,  

ZTE CORPORATION, ZTE (USA), INC., 

AND ZTE (TX), INC., 

Defendants. 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

§ 

Civil Action No. 2:17-CV-513-JRG 

(Lead Case) 

Civil Action No. 2:17-CV-514-JRG 

Civil Action No. 2:17-CV-515-JRG 

Civil Action No. 2:17-CV-516-JRG 

Civil Action No. 2:17-CV-517-JRG 

P.R. 4-3 – UPDATED JOINT CLAIM CONSTRUCTION AND PREHEARING 

STATEMENT 

Pursuant to Patent Local Rule 4-3 and the schedule provided by the Court’s Second 

Amended Docket Control Order (D.I. 115), Plaintiff AGIS Software Development LLC 

(“Plaintiff”) and Defendants Huawei Device USA Inc., Huawei Device Co., Ltd., Huawei Device 

(Dongguan) Co., Ltd. (collectively, “Huawei”), HTC Corporation (“HTC”), LG Electronics Inc. 

(“LG”), Apple Inc. (“Apple”), and ZTE (USA) Inc., and ZTE (TX), Inc. (collectively, “ZTE”), 

(Huawei, HTC, LG, Apple, and ZTE collectively referred to herein as “Defendants”) hereby 

provide an Amended Joint Claim Construction and Prehearing Statement (“Joint Statement”).   

This updated Joint Statement reflects revisions worked out between the parties and 

reduces the number of disputed terms.  

This Joint Statement addresses the agreed and disputed claim terms and phrases from the 

asserted claims of the five asserted patents: U.S. Patent Nos. 8,213,970 (the “’970 Patent”), 
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9,408,055 (the “’055 Patent”), 9,445,251 (the “’251 Patent”), and 9,467,838 (the “’838 Patent”), 

and 9,749, 829 (the “’829 Patent”) (collectively, “Patents-In-Suit”).
1
 

I. The Construction Of Those Claim Terms On Which The Parties Agree  

Pursuant to P.R. 4-3(a), the parties have been unable to agree on the constructions of any 

claim terms at issue in this case as set forth in Appendix 1.  At this stage, the parties are unaware 

of any other disputes regarding construction of the asserted claims.
2
 

II. Each Party’s Proposed Construction Of Each Disputed Claim Term 

Pursuant to P.R. 4-3(b), the parties have attached a chart hereto as Appendix 1, which 

shows each party’s proposed construction of each disputed claim term, phrase, or clause, 

together with an identification of all references from the specification or prosecution history that 

support that construction, and an identification of any extrinsic evidence known to the party on 

which it intends to rely either to support its proposed construction or to oppose any other party’s 

proposed construction, including but not limited to, as permitted by law, dictionary definitions, 

citations to learned treatises and prior art, and testimony of percipient and expert witnesses.
3,4

  

                                                
1
 AGIS has asserted the ’829 Patent only against Apple.  Accordingly, unless otherwise stated, 

the claim terms identified herein from that patent, and any subsequent positions taken with 

respect to those terms, are only proffered by and attributable to Apple.  In this regard, no 

inferences shall apply to those defendants against whom AGIS has not asserted the ’829 Patent 

(e.g., Huawei, LG, HTC, and ZTE).  
2 AGIS informed Defendants that it is AGIS’s position that the remaining terms of the asserted 

claims should be affording their plain and ordinary meaning. 
3
 Defendants object to Plaintiff’s disclosures in Appendix 1.  Plaintiff has failed to sufficiently 

identify its positions pursuant to P.R. 4-2, which requires each party to provide its proposed 

construction of each disputed claim term, phrase, or clause, including “for each element which 

any party contends is governed by 35 U.S.C. 112(6), [an identification of] the structure(s), act(s), 

or material(s) corresponding to that element.”  Plaintiff failed to meet those requirements in at 

least two ways: (i) by citing nearly identical lists of “exemplary ‘structure(s), act(s), or 

material(s)’ that may correspond” with each of the claim element that Defendants contend are 

governed by 35 U.S.C. 112(f), which cover nearly the entire specification of each asserted 

patent; and (ii) by including, for each claim element that Defendants contend is governed by 35 

U.S.C. 112(f), an assertion that Plaintiff “reserves the right to identify additional structure from 
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Where intrinsic and extrinsic citations have been made for a particular claim term, 

phrase, or clause they should be understood as applicable to each other instance where the same 

term, phrase, or clause appears elsewhere. 

III. Anticipated Length Of Time Necessary For Claim Construction Hearing 

Pursuant to P.R. 4-3(c), the Defendants anticipate that the parties will need a combined 

total of four hours for presentation at the Claim Construction Hearing with equal time for each 

side.  This case involves five defendants and five asserted patents—with different patents 

asserted against different defendants.  At the time of the Claim Construction Hearing, Plaintiff 

will have narrowed the asserted claims to 38 claims per defendant.  The parties agree that at least 

6 terms are governed by 112(6) and dispute whether numerous additional terms are governed by 

112(f).   

Plaintiff does not oppose this request.  

IV. Witness Testimony At The Claim Construction Hearing  

Pursuant to P.R. 4-3(d), neither party has current plans to call any live witnesses at the 

claim construction hearing.  The parties may, however, be offering expert declarations in support 

                                                                                                                                                       

all preceding applications in the priority chain” for each such term.  These statements obscure the 

specific “structure(s), act(s), or material(s)” that Plaintiff contends corresponds to each element 

and thereby fail to provide Defendants with fair notice of AGIS’s positions as required by P.R. 4-

2.  As such, Defendants reserve the right to move to strike or to request additional briefing if 

Plaintiff raises any arguments in its briefs that only a subset of the disclosures identified in the 

P.R. 4-2 and 4-3 disclosures for a give element provides the “structure(s), act(s), or material(s)” 

corresponding to that  element, or that additional structure from any preceding applications in the 

priority chain provide such “structure(s), act(s), or material(s).”     
 
4 AGIS objects to Defendants’ disclosures set forth in Appendix 1.  Defendants 4-1 statement 

alleged broadly that entire claims of the ’055, ’251, ’838, and ’829 Patents were governed by 35 

U.S.C. 112(f) and were invalid as indefinite.  AGIS’s 4-2 statement responded to Defendants’ 4-

1 statement and contends that the claims are not governed by 35 U.S.C. 112(f) and are not 

indefinite.  Defendants 4-2 statement further divides the claims into smaller portions and alleges 

that the smaller portions are each governed by 35 U.S.C. 112(f).  AGIS maintains its position 

that the claims of the ’055, ’251, ’838, and ’829 Patents are not governed by 35 U.S.C. 112(f).  
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of their Markman briefs.  With respect to the timing of expert declarations and depositions 

regarding claim construction and indefiniteness, the parties agree to the following:  

• Any expert declaration from Plaintiff’s expert submitted to support a proposed 

construction or position will be submitted with Plaintiff’s Opening Markman 

Brief, except that Plaintiff may also submit—with its Reply Brief—an expert 

declaration in response to any indefiniteness contentions made by Defendants in 

their Responsive Markman Brief. If Plaintiff submits expert testimony for the first 

time in its Reply Brief on any issue, Defendants may also submit—with a Sur-

Reply Brief—an expert declaration in response. 

• Any expert declaration from Defendants’ expert submitted to support a proposed 

construction or position (including any indefiniteness contentions) will be 

submitted with Defendants’ Responsive Markman Brief.  

• All expert depositions are to occur after briefing is complete.   

V. Other Issues For A Prehearing Conference Prior To The Claim Construction 

Hearing 

Pursuant to P.R. 4-3(e), the parties are unaware of any other issues that would be 

appropriate for a prehearing conference.   
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Dated: July 23, 2018 Respectfully submitted by: 

 

BROWN RUDNICK LLP 
 

 /s/ Alfred R. Fabricant  

Alfred R. Fabricant 

N.Y. Bar No. 2219392 

Email: afabricant@brownrudnick.com 

Peter Lambrianakos 

N.Y. Bar No. 2894392 

Email: plambrianakos@brownrudnick.com 

Vincent J. Rubino, III 

N.Y. Bar No. 4557435 

Email: vrubino@brownrudnick.com 

Alessandra C. Messing 

NY Bar No. 5040019 

Email: amessing@brownrudnick.com 

John A. Rubino 

NY Bar No. 5020797 

Email: jrubino@brownrudnick.com 

Enrique W. Iturralde 

NY Bar No. 5526280 

Email: eiturralde@brownrudnick.com 

Daniel J. Shea Jr 

NY Bar No. 5430558 

Email: dshea@brownrudnick.com 

BROWN RUDNICK LLP 
7 Times Square 

New York, NY 10036 

Telephone: 212-209-4800 

Facsimile: 212-209-4801 

 

Samuel F. Baxter 

Texas Bar No. 01938000 

Email: sbaxter@mckoolsmith.com 

Jennifer L. Truelove 

Texas State Bar No. 24012906 

Email: jtruelove@mckoolsmith.com 

 

McKOOL SMITH, P.C. 

104 East Houston Street, Suite 300 

Marshall, Texas 75670 

Telephone: 903-923-9000 

Facsimile: 903-923-9099 
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