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4 

I. INTRODUCTION 

Patent Owner AGIS Software Development LLC (“AGIS” or “Patent 

Owner”) submits this sur-reply to Petitioner’s Reply (Paper 22, “Pet. Reply”) to 

Patent Owner’s Response (Paper 17, “PO Resp.”) to the Petition (Paper 2, 

“Petition” or “Pet.”) filed by Google LLC (“Google” or “Petitioner”) requesting 

inter partes review (“IPR”) of claims 1 and 3-9 of U.S. Patent No. 8,213,970 (Ex. 

1001, “the ’970 Patent”).  Inter partes review has been instituted as to claims 1 and 

3-9 (the “Challenged Claims”) and all grounds raised in the Petition (Paper 9).  

Patent Owner respectfully submits that the arguments presented herein and the 

additional evidence submitted herewith, such as the testimony from Petitioner’s 

expert witness, Mr. David Hilliard Williams (Ex. 2008, Transcript of July 25, 2019 

Deposition of David Hilliard Williams, “Second Williams Dep.”) demonstrate that 

the Challenged Claims are not unpatentable in view of the grounds authorized for 

trial.  

As noted in Patent Owner’s Response (Paper 17 at 2), the prior art does not 

disclose or suggest a forced message alert and the claim limitations relating to the 

implementation of the forced message alert.  Instead, the prior art is limited to 

(1) ordinary e-mail applications that require users to manually open e-mail, 

(2) conventional read receipts and priority flags, and (3) data structures for storing 

receipts on a server.  Ex. 2005, ¶ 22.  Petitioner’s expert Mr. Williams confirmed 
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