Case 1:17-cv-00502-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the 1.8, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED .5, DISTRICT COURT
5/2/2017 District of Delaware

PLAINTIFF DEFENDANT

DDR Hoidings, LLC Travel Holdings, inc. and Tourico Holidays, Inc.

PATENT OR DATE OF PATENT — :
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
US 7,818,399 B1 10/15/2010 DDR Holdings, LLGC

2 USB,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 B1 5/26/2015 DDR Holdings, LLC

4 U8 9,639,876 Bt 57272017 DDR Holdings, LLC

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT N ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director  Copy 4—Case filecepy  DDR Holdings, LLC - Ex. 2004
Shopify, Inc. v. DDR Holdings, LLC

IPR2018-01008
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Case 1:17-cv-00500-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the 1.8, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED .5, DISTRICT COURT
5/2/2017 District of Delaware

PLAINTIFF DEFENDANT

DDR Hoidings, LLC TicketNetwork, Inc.

PATENT OR DATE QF PATENT — :
TRADEMARK NQ. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
US 7,818,399 B1 10/15/2010 DDR Holdings, LLGC

2 USB,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 B1 5/26/2015 DDR Holdings, LLC

4 U8 9,639,876 Bt 57272017 DDR Holdings, LLC

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT N ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2——Upen filing decument adding patent(s), mail this copy to Direcior Copy 4—Case file cepy
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A petition has been filed in Patent Number 8,515,825, Application Number 12/906,979 on
5/4/2018.

The Case Number is IPR2018-01010.

To view the documents filed in this petition, go to http://www.uspto.qov/ip/boards/bpai/prps.jsp
and click on the Direct Link.

Click on Search for a proceeding / Browse the proceedings and enter the Patent Number or the
Trial or Case Number and select the Search button.

Questions regarding this notice should be directed to the Patent Trial and Appeal Board at
571-272-7822.

Page 3



The United States Patent and Trademark Office

PATENT TRIAL AND APPEAL BOARD §

A petition has been filed in Patent Number 8,515,825, Application Number 12/906,979 on
5/2/2018.

The Case Number is IPR2018-01014.

To view the documents filed in this petition, go to http://www.uspto.gov/ip/boards/bpai/prps.jsp
and click on the Direct Link.

Click on Search for a proceeding / Browse the proceedings and enter the Patent Number or the
Trial or Case Number and select the Search button.

Questions regarding this notice should be directed to the Patent Trial and Appeal Board at
571-272-7822.
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Case 1:17-cv-00498-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED 11.5. DISTRICT COURT
5/212017 District of Delaware

PLAINTIFF DEFENDANT

DDR Holdings, LLC Priceline.com LLC

FPATENT OR DATE OF PATENT — ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
LS 7,818,399 B1 10/19/2010 DDR Holdings, LLC

2 US 8,515,625 Bi 8/20/2013 DDR Holdings, LLC

3 U8 9,043,228 B 5/26/2015 DDR Holdings, LLC

4 US 9,639,876 B1 5/2/2017 DDR Holdings, LLC

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT S ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISION/AUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2——Upen filing decument adding patent(s), mail this copy to Direcior Copy 4—Case file cepy
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Case 1:17-cv-00501-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 165

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED 11.5. DISTRICT COURT
5/2/12017 District of Delaware

PLAINTIFF DEFENDANT

DDR Holdings, LLC Shopify Inc.

FPATENT OR DATE OF PATENT — ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 US 8,515,825 B 8/20/2013 DDR Holdings, LLGC

2 US 9,043,228 Bt 5/26/2015 DDR Holdings, LLC

3 US 9,639,876 B 5/2/2017 DDR Holdings, LLC

4

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT S ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISION/AUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2——Upen filing decument adding patent(s), mail this copy to Direcior Copy 4—Case file cepy
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Case 1:17-cv-00502-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the 1.8, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED .5, DISTRICT COURT
5/2/2017 District of Delaware

PLAINTIFF DEFENDANT

DDR Hoidings, LLC Travel Holdings, inc. and Tourico Holidays, Inc.

PATENT OR DATE OF PATENT — :
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
US 7,818,399 B1 10/15/2010 DDR Holdings, LLGC

2 USB,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 B1 5/26/2015 DDR Holdings, LLC

4 U8 9,639,876 Bt 57272017 DDR Holdings, LLC

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT N ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2——Upen filing decument adding patent(s), mail this copy to Direcior Copy 4—Case file cepy
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Case 1:17-cv-00499-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 207

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED 11.5. DISTRICT COURT
5/212017 District of Delaware

PLAINTIFF DEFENDANT

DDR Holdings, LLC Booking.com B.V.

FPATENT OR DATE OF PATENT — ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
LS 7,818,399 B1 10/19/2010 DDR Holdings, LLGC

2 US 8,515,625 Bi 8/20/2013 DDR Holdings, LLC

3 U8 9,043,228 Bt 5/26/2015 DDR Holdings, LLC

4 US 9,639,876 B 5/2/2017 DDR Holdings, LLC

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT S ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISION/AUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2——Upen filing decument adding patent(s), mail this copy to Direcior Copy 4—Case file cepy
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Case 1:17-cv-00500-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AQO 120 (Rev. 08/10;

TO- Mail Stop 8 REPORT ON THE
) Director of the 1.8, Patent and Trademark Office FILING OR DETERMINATION OF AN
P.0. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court District of Delaware on the following
] Trademarks or W Patents.  ( ] the patent action invelves 35 U.S.C. § 202.):
DOCKET NO. DATE FILED .5, DISTRICT COURT
5/2/2017 District of Delaware

PLAINTIFF DEFENDANT

DDR Hoidings, LLC TicketNetwork, Inc.

PATENT OR DATE QF PATENT — :
TRADEMARK NQ. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
US 7,818,399 B1 10/15/2010 DDR Holdings, LLGC

2 USB,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 B1 5/26/2015 DDR Holdings, LLC

4 U8 9,639,876 Bt 57272017 DDR Holdings, LLC

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
] Amendment ] Answer [ Cross Bill ] Other Pleading
PATENT OR DATE OF PATENT N ‘
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2

4

5

In the above-—entitled case, the following decision has been rendered or judgement issued:

DECISIONAUDGEMENT

CLERK {(BY) DEPUTY CLERK DATE

Copy 1—Upon initiation ¢f action, mail this copy to Birector  Cepy 3—Upon termination of actien, mail this copy te Director
Copy 2——Upen filing decument adding patent(s), mail this copy to Direcior Copy 4—Case file cepy
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO. : 8,515,825 B1 Page 1 of 1
APPLICATION NO. : 12/906979

DATED : August 20, 2013

INVENTOR(S) : D. Delano Ross, Jr. et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby corrected as shown below:

On the Title Page, Item (56) please add,

“Internet Travel Network and Pegasus Systems / TravelWeb Announces Partnership For Online Air
And Hotel Bookings”, Business Wire, April 21, 1997.

On the Title Page, Item (56) should read,

Page 3, column 2, line 34: change “Sueenshots™ to --Screenshots--
Page 3, column 2, line 36: change “Screensbots™ to --Screenshots--
Page 4, column 1, line 01: change “Replay” to --Reply--

Page 4, column 2, line 54: change “25” to --28--

Page 4, column 2, line 70: change “Physicai” to --Physical--

Page 4, column 2, line 73: change “144” to --1 - 14--

Page 5, column 1, line 47: change “digital” to --Digital--

Signed and Sealed this
Twenty-second Day of July, 2014

Debatle X Zoa

Michelle K. Lee
Deputy Director of the United States Patent and Trademark Office
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant Ross, D. Delano, Jr., et al.  Art Unit : 3625

Serial No. 12/906,979 Examiner : Garg, Yogesh C.

Filing Date : 10/18/2010 Conf. No. : 1141

Title : Methods of expanding commercial opportunities for Internet

websites through coordinated offsite marketing

Commissioner for Patents Filed via EFS - May 28, 2014
P.O. Box 1450
Alexandria, VA 22313-1450

REQUEST FOR CERTIFICATE OF CORRECTION

Dear Sir:

Enclosed is a proposed Certificate of Correction correcting some errors made in
the printing of the “References Cited” section of this patent.

The first seven changes arise from typographical errors made in the printing of
references [see attachments to Office Action dated 7/3/12, the References cited by
Applicant and considered by Examiner at page 3 (references 43 and 44), page 4
(reference 68), page 7 (references 126, 137 and 138), and page 9 (reference 165)]. In
addition, one change restores a reference missing entirely from the printed patent [see
attachments to Office Action dated 7/3/12, the References cited by Applicant and

considered by Examiner at page 5 (reference 89)].
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Because the errors for which this Certificate of Correction is sought are due to
mistakes on the part of the Office, no fee is due (35 U.S.C. 254). Please forward
Certificate to assignee’s attorney at the address below.

Respectfully submitted,
DDR HOLDINGS, LLC.
by its attorney

Dated: May 28, 2014 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87t Street, Suite 312

Scottsdale, Arizona 85260
(480) 948-3295

Serial No. 12/906,979 Page 2 of 2
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PTO/SB/44 (09-07)
Approved for use through 08/31/2013. OMB 0651-0033
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page 1 of 1
PATENT NO. : 8,615,825

APPLICATION NO.: 12/906,979

ISSUE DATE © August 20, 2013

INVENTOR(S) D. Delano Ross, Jr., et al.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Page 3, column 2, line 34: change "Sueenshots” to --Screenshots--
Page 3, column 2, line 36: change "Screensbots” to --Screenshots--
Page 4, column 1, line 01: change "Replay" to --Reply--

Page 4, column 2, line 54: change "25" to --28--

Page 4, column 2, line 70: change "Physicai" to --Physical--

Page 4, column 2, line 73: change "144" t0 --1 - 14--

Page 5, column 1, line 47: change "digital" to --Digital--

The following reference was not included in the printed patent:
"Internet Travel Network and Pegasus Systems / TravelWeb Announces Partnership For Online Air And Hotel
Bookings", Business Wire, April 21, 1997.

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Louis J. Hoffman, P.C.

14301 North 87th Street, Suite 312

Scottsdale, Arizona 85260

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Electronic Acknowledgement Receipt

EFS ID: 19146620

Application Number: 12906979

International Application Number:

Confirmation Number: 1141

Methods of expanding commercial opportunities for internet websites

Title of Invention: through coordinated offsite marketing

First Named Inventor/Applicant Name: D. Delano Ross
Customer Number: 26362
Filer: Louis J. Hoffman/Donald Hertz
Filer Authorized By: Louis J. Hoffman
Attorney Docket Number: 23-CON3
Receipt Date: 28-MAY-2014
Filing Date: 18-0CT-2010
Time Stamp: 14:44:25
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document . L. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (ifappl.)

35695
- . 14-05-28-DDR-CON3-
1 Request for Certificate of Correction Rqst_Cert_Correct.pdf no 2

816f6c3a3ebe89b9531bd63cdf8fd6ff2afad
810

Warnings:

Information:
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108103
2 Request for Certificate of Correction 14_05‘28_DDR_CON3_851 >825- no 1
Cert_Correction.pdf

<342dc1bf4b994ccef5227076a119c937ccO)
b8b4

Warnings:

Information:

Total Files Size (in bytes); 143798

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 26362

Aug 01, 2013 05:32:35 AM
Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
12906979 ISSUE.NTF 07/31/2013 23-CON3

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
12/906,979 08/20/2013 8515825 23-CON3 1141
26362 7590 07/31/2013

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 130 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

D. Delano Ross JR., Alpharetta, GA;
Daniel D. Ross, Dunwoody, GA;

Joseph R. Michaels, Marietta, GA;

William R. May, Atlanta, GA;

Richard A. Anderson, Powder Springs, GA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)
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Form PTO-1449 Bdodified)

List of Patents and Publications For Serial No.: CONof 11/343,464
Applicant’s Information DHsclosure
Statement Applicants: 1, Delano Ross Jr., et al.
Filed: 10/18/2010 Group: 2445

VS, Parent DocUMENTS

Examiner Document Filing Diaté
Initials Number Date Name Class  buhdlass  (fappropdate)
A 6,763.343 07 /2004 Brooke st al. 707 1
B 6,629,135 {9/2003 Ross etal 709 218
C 6,253,188 D6/26/01 Witek et al. 705 14
I 6,230,173 052001 Feorrel etal. 715 313
E G,141,666 10/31/06 Tobin 715 14
¥ 6,128,655 10,/2000 Fields et al. 704 218
Change(s) ap. 1 | G ﬁ,;_zg,i.-g OZgy /22/‘?0 BeJms etal. 703 :z"'“
to document, H 6,023,714 02 /2004 Hill et al. 715 513
1 6,012,098 0172000 Bayeh et al. 709 246
/CLs e | 5,991,740 11/23/99 Messer 705 27
7/19/2013 K 5991735 11/23/99 Cerace 705 10
L 5,987 498 11716799 Athing et al. 700 203
%l 5,983,271 11709/99 Abrahama et al, 709 224
] 5,883,227 11/09/99 Nazem et al. 707 16
{3 5,978,706 11/02/99 Luciw 705 1
I 5,963,915 18/05/99 Kirsch 705 26
O 5,956,709 09/21/69 X 707 3
R 5,948,001 G9/07 /99 Merriman et &l 709 218
>>>>>>>>>>>>>>>>>>>>>>>>>>>> 5 5940843 08717 /99 Zucknovich et al. 715 316
T 5 940,834 Q8/17 /99 Pinard etal 707 142
1) 5,837,392 08 /10799 Adberts THE 14
--------------------------- ¥ 5,933,811 (38703799 Anglesetal. 705 14
W 5,930,765 G7/37/99 Martin 705 14
X 5926798 07/20/99 Carter 705 26
---------------------------- Y 5,918,239 06/29/99 Allen et al. 715 326
& 5,815,243 06/22/99 Smiclen 705 i4
AKX 5,813,202 (6/15/99 Motovara 7G5 368
Examiner Yogesh Garg/ Date Considered: 06262042

EXAMINER:. Injtial if reference considered, whether of not cilation is in conformance with MPEP 609,
Traw line through citation if notin conformarce end not considered. Inchude copy of this form with next
cofpraanication o apphcants.

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /Y.G./
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |  CONFIRMATION NoO. |
12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141
26362 7590 07/19/2013 | |
EXAMINER
LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312 GARG, YOGESH C
Scottsdale, AZ 85260
| ART UNIT | PAPER NUMBER |
3625
| NOTIFICATION DATE | DELIVERY MODE |
07/19/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Louis @valuablepatents.com
donald @valuablepatents.com
shaelyn @valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

. -, , 12/906,979 ROSS ET AL.
Examiner-Initiated Interview Summary
Examiner Art Unit
YOGESH C. GARG 3625

All participants (applicant, applicant’s representative, PTO personnel):

(1) YOGESH C. GARG. (3) .

(2) LOUIS J. HOFFMAN. (4) .

Date of Interview: 10 July 2013.

Type: X Telephonic [ Video Conference
[ Personal [copy given to: [] applicant [ applicant’s representative]

Exhibit shown or demonstration conducted: [ Yes ] No.
If Yes, brief description:

Issues Discussed []101 [J112 [J102 [J103 []Others

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed:
Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

As suggested in the IDS filed 6/25/2013, Examiner called the Applicnat's representative Mr. Hoffman to discuss the
three court decisions cited in the IDS filed subsequent to NOA mailed 5/13/2013. Following is the summary of
discussion. Examiner indicated that he had considered the three court decisions cited in the IDS filed 5/13/2013 and
they do not effect the reasons of allowance mailed 5/13/2013 and the independnet claims 71, 81 and 87 are patent
eleigible as per the examining quidelines. Accordinigly, the reasons of allowance mailed 5/13/2013 are maintained..

Applicant recordation instructions: It is not necessary for applicant to provide a separate record of the substance of interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

[] Attachment

/YOGESH C GARG/
Primary Examiner, Art Unit 3625

U.S. Patent and Trademark Office
PTOL-413B (Rev. 8/11/2010) Interview Summary Paper No. 20130710
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Application/Control Number: 12/906,979 Page 2
Art Unit: 3625

Information Disclosure Statement
1. The information disclosure statement (IDS) submitted on 6/25/2013 was filed
after the mailing date of the NOA on 5/13/2013. The submission is in compliance with
the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is

being considered by the examiner. Form 1449 is enclosed acknowledging the IDS.

2. Examiner has fully considered the three court decisions cited in the IDS filed
5/13/2013 and they do not effect the reasons of allowance mailed 5/13/2013 and the
independnet claims 71, 81 and 87 are patent eleigible as per the examining guidelines.

Accordinlgly, the reasons of allowance mailed 5/13/2013 are maintained.

3. An interview summary as per the telephone interview condcuted with the

Applicant’s representative Mr. Louis J. Hoffman on 7/10/2013 is atatched.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to YOGESH C. GARG whose telephone number is
(671)272-6756. The examiner can normally be reached on Increased Flex/Hoteling.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 12/906,979 Page 3
Art Unit: 3625

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

YOGESH C GARG
Primary Examiner
Art Unit 3625

/YOGESH C GARG/
Primary Examiner, Art Unit 3625
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 26362

Jul 19, 2013 05:28:37 AM
Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
12906979 INTV.SUM.EX 07/19/2013 23-CON3

M327 07/19/2013 23-CON3

1449 07/19/2013 23-CON3

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |  CONFIRMATION NoO. |
12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141
26362 7590 07/18/2013 | |
EXAMINER
LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312 GARG, YOGESH C
Scottsdale, AZ 85260
| ART UNIT | PAPER NUMBER |
3625
| NOTIFICATION DATE | DELIVERY MODE |
07/18/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Louis @valuablepatents.com
donald @valuablepatents.com
shaelyn @valuablepatents.com

PTOL-90A (Rev. 04/07)
Page 25



Application No. Applicant(s)

. -, , 12/906,979 ROSS ET AL.
Examiner-Initiated Interview Summary
Examiner Art Unit
YOGESH C. GARG 3625

All participants (applicant, applicant’s representative, PTO personnel):

(1) YOGESH C. GARG. (3) .

(2) LOUIS J. HOFFMAN. (4) .

Date of Interview: 10 July 2013.

Type: X Telephonic [ Video Conference
[ Personal [copy given to: [] applicant [ applicant’s representative]

Exhibit shown or demonstration conducted: [ Yes ] No.
If Yes, brief description:

Issues Discussed []101 [J112 [J102 [J103 []Others

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed:
Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

This is in continuation of the Interview summary mailed 7/10/2013. Since some of the discussions held on 7/10/2013
were left out from being mentioned in the interview sumamry mailed 7/10/2013 this continuation of that summary is
being posted.

During the interview Mr. Hoffman indciated that the Defendents ( referred to in the court cases cited in the IDS filed
6/25/2013 ) are appealing to the fedearl Circuit Courts of Appeal. .

Applicant recordation instructions: It is not necessary for applicant to provide a separate record of the substance of interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

[] Attachment

/YOGESH C GARG/
Primary Examiner, Art Unit 3625

U.S. Patent and Trademark Office
PTOL-413B (Rev. 8/11/2010) Interview Summary Paper No. 20130712
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 26362

Jul 18, 2013 05:28:01 AM
Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
12906979 INTV.SUM.EX 07/18/2013 23-CON3

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where

apé)ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as

indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eapers. Each additional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or transmission.

26362 7590 05/31/2013
Certificate of Mailing or Transmission
LOUIS J. HOFFMAN, P.C. | hereby certify that is Fee(s) Transmittal is being filed with
14301 North 87th Street, Suite 312 the USPTO via EFS, on the date indicated below.
Scottsdale, AZ 85260
Donald Hertz (Depositor's name)
/Donald Hertz/ (Signature)
06/26/2013 (Date)
| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
12/906,979 10/18/2010 D. Delano Ross, Jr. 23-CONS3 1141

TITLE OF INVENTION:
Methods of expanding commercial opportunities for internet websites through coordinated offsite marketing

| APPLN. TYPE | SMALL ENTITY | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE | TOTAL FEE(S) DUE | DATE DUE |
nonprovisional NO $1,780 $0 $0 $1,780 09/03/2013
| EXAMINER | ART UNIT | CLASS-SUBCLASS |
GARG, YOGESHC 3625 705-026410
1. Change of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list .
CFR 1.363). P ( Priming ba-ent Tron” pag , Louis J. Hoffman
(1) the names of up to 3 registered patent attorneys
[ Change of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. . . . 2
(2) the name of a single firm (having as a member a
[ "Fee Address" indication (or "Fee Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)
DDR HOLDINGS, LLC DUNWOODY, GEORGIA

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ Individual Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
Issue Fee [ A check is enclosed.
Publication Fee (No small entity discount permitted) Payment by credit card.
(] Advance Order - # of Copies (1 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any
overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)
. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

/Louis J. Hoffman/ Date 06/26/2013
ate

Authorized Signature

Louis J. Hoffman Registration No, 58918

Typed or printed name

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent toalt'f}lle Cﬁief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandgria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal

Application Number:

12906979

Filing Date:

18-0Oct-2010

Title of Invention:

Methods of expanding commercial opportunities for internet websites
through coordinated offsite marketing

First Named Inventor/Applicant Name:

D. Delano Ross

Filer:

Louis J. Hoffman/Donald Hertz

Attorney Docket Number:

23-CON3

Filed as Large Entity

Utility under 35 USC 111(a) Filing Fees

Description

Sub-Total in

Fee Code Quantity Amount USD($)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Utility Appl Issue Fee

1501 1 1780 1780

Extension-of-Time:
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o ) Sub-Total in
Description Fee Code Quantity Amount USD($)
Miscellaneous:
Total in USD ($) 1780
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Electronic Acknowledgement Receipt

EFS ID:

16166032

Application Number:

12906979

International Application Number:

Confirmation Number:

1141

Title of Invention:

Methods of expanding commercial opportunities for internet websites
through coordinated offsite marketing

First Named Inventor/Applicant Name:

D. Delano Ross

Customer Number:

26362

Filer:

Louis J. Hoffman/Donald Hertz

Filer Authorized By:

Louis J. Hoffman

Attorney Docket Number: 23-CON3
Receipt Date: 26-JUN-2013
Filing Date: 18-0CT-2010

Time Stamp: 19:28:57

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$1780

RAM confirmation Number

6706

Deposit Account

Authorized User

File Listing:

Document

Number Document Description

File Name

File Size(Bytes)/
Message Digest

Multi
Part /.zip

Pages
(if appl.)
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~06-26- - - 35342

Notification of loss of entitlement to . 13-06-26-DDR CQN3
1 . Notif_Loss_Small_Entity_Status no 1
small entity status

.pdf 55217b461761bff2e932¢3b6a02d1c3378(
Oce4

Warnings:

Information:

68368
2 Issue Fee Payment (PTO-85B) 13-06-26-DDR-CON3- no 1
Issue_Fee_Payment.pdf
ac74fe44f99cab2d6220eb8f0af161efa2fde
Warnings:
Information:
30418
3 Fee Worksheet (SB06) fee-info.pdf no 2
11728f320e100ed8f8ede4f81d64e9cal7c3
d71b
Warnings:
Information:
Total Files Size (in bytes); 134128

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants
Serial No.
Filing Date
Title

Ross, D. Delano, Jr., et al.
12/906,979
10/18/2010

Methods of expanding commercial opportunities for internet

Art Unit : 3625
Examiner
Conf. No. : 1141

websites through coordinated offsite marketing

Garg, Yogesh C.

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

NOTIFICATION OF LOSS OF ENTITLEMENT OF SMALL ENTITY STATUS

Filed via EFS - June 26, 2013

Dear Sir:

Assignee hereby notifies the USPTO of the loss of entitlement to small entity

status in this application and submits concurrently form PTOL-85 for payment of the

issue fee at the large entity rate of $1,780.

If the Office has any questions, please feel free to contact assighee’s undersigned

attorney of record.

Dated: June 26, 2013

Respectfully submitted,
DDR HOLDINGS, LLC
by its attorney

/Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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Form PTO-1449 (Modified) Serial No.:  12/906,979

List of Patents and Publications For Applicants: Ross Jr., D. Delano et al.
Information Disclosure Statement Filed: 10/18/2010
Art Unit: 3625
Page 1 of 1 Conf. No.: 1141
OTHER ART
Examiner
Initials Item Author Title Date Pertinent Pages Etc.
MEMORANDUM OPINION AND ORDER on Defendants” Renewed Motions for
Judgment as a Matter of Law, and Digital River, Inc.”’s Motion for New Trial;
1 Civil Action No. 2:06-CV-00042 (DF); June 20, 2013.
MEMORANDUM OPINION AND ORDER on DDR Holdings, LLC’s Motion for
2 Entry of Judgment; Civil Action No. 2:06-CV-00042 (DF); June 20, 2013.
JUDGMENT in favor of DDR Holdings, LLC; Civil Action No. 2:06-CV-00042
3 (DF); June 20, 2013.
Examiner: Date Considered:

EXAMINER: Initial if reference considered whether or not citation is in conformance with MPEP 609. Draw
line through citation if not in conformance and not considered. Include copy of this form with next
communication to applicant.
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Case 2:06-cv-00042-JRG Document 569 Filed 06/20/13 Page 1 of 32 PagelD #: 12593

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION
DDR HOLDINGS, LL.C §
§
Plaintiff and Counterdefendant, §
§ CIVIL ACTION NO. 2:06-cv-42-JRG
v. §
§
HOTELS.COM, L.P., et al. §
§
Defendants and Counterclaimants. §

MEMORANDUM OPINION AND ORDER

Before the Court are the parties’ post-trial motions. Having considered the parties’ written
submissions, the Court: (1) DENIES Defendant Digital River, Inc.’s Renewed Motion for
Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 540); (2) DENIES
National Leisure Group, Inc.’s and World Travel Holdings, Inc.’s Renewed Motion for Judgment
as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 539); and (3) DENIES Defendant
Digital River, Inc.’s Motion for New Trial Pursuant to Fed. R. Civ. P. 59 (Dkt. No. 562).

L BACKGROUND

DDR Holdings, LLC (“DDR”) filed this patent infringement action against multiple
defendants on January 31, 2006, alleging infringement of U.S. Patent Nos. 6,629,135 (“the *135
patent”) and 6,993,572 (“the ‘572 patent”). The case was then stayed for almost four years until
October 6, 2010, pending the reexamination proceedings at to both of the patents-in-suit. On
September 9, 2011, DDR amended its complaint to add additional infringement allegations of U.S.
Patent No. 7,818,399 (“the *399 patent™). This case went to trial on October 8, 2012 against Digital
River, Inc. (“Digital River”), National Leisure Group, Inc., and world Travel Holdings, Inc.

(collectively, “NLG”). Following a five day trial, the jury returned a unanimous verdict finding
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Case 2:06-cv-00042-JRG Document 569 Filed 06/20/13 Page 2 of 32 PagelD #: 12594

that Digital River infringed claims 13, 17, and 20 of the ’572 patent and awarded damages to DDR
of $750,000 for the period of the issue date of the patent, January 31, 2006, through the verdict
date, October 12, 2012. The jury also found that NLG infringed claims 13, 17, and 20 of the *572
patent and claims 1, 3, and 9 of the 399 patent and awarded damages to DDR of $750,000 for the
period of the earliest issue date, January 31, 2006, through the verdict date. The jury did not find
either infringement to be willful. The jury further found that claims 13, 17, and 20 of the ’572
patent was not invalid.
II. APPLICABLE LAW REGARDING RULE 50

Judgment as a matter of law is only appropriate when “a reasonable jury would not have a
legally sufficient evidentiary basis to find for the party on that issue.” Fed. R. Civ. P. 50(a). “The
grant or denial of a motion for judgment as a matter of law is a procedural issue not unique to
patent law, reviewed under the law of the regional circuit in which the appeal from the district
court would usually lie.” Finisar Corp. v. DirectTV Group, Inc., 523 F.3d 1323, 1332 (Fed. Cir.
2008). The Fifth Circuit “uses the same standard to review the verdict that the district court used in
first passing on the motion.” Hiltgen v. Sumrall, 47 F.3d 695, 699 (5th Cir. 1995). Thus, a jury
verdict must be upheld, and judgment as a matter of law may not be granted, unless “there is no
legally sufficient evidentiary basis for a reasonable jury to find as the jury did.” Id. at 700. The
jury’s verdict must be supported by “substantial evidence” in support of each element of the
claims. Am. Home Assurance Co. v. United Space Alliance, 378 F.3d 482, 487 (5th Cir. 2004).

A court reviews all evidence in the record and must draw all reasonable inferences in favor
of the nonmoving party; however, a court may not make credibility determinations or weigh the

evidence, as those are solely functions of the jury. See Reeves v. Sanderson Plumbing Prods., Inc.,
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530 U.S. 133, 150-51 (2000). The moving party is entitled to judgment as a matter of law “only if
the evidence points so strongly and so overwhelmingly in favor of the nonmoving party that no
reasonable juror could return a contrary verdict.” Int’l Ins. Co. v. RSR Corp., 426 F.3d 281, 296
(5th Cir. 2005).
III. APPLICABLE LAW REGARDING RULE 59

Under Rule 59(a) of the Federal Rules of Civil Procedure, a new trial can be granted to any
party to a jury trial on any or all issues “for any reason for which a new trial has heretofore been
granted in an action at law in federal court.” Fed. R. Civ. P. 59(a). “A new trial may be granted, for
example, if the district court finds the verdict is against the weight of the evidence, the damages
awarded are excessive, the trial was unfair, or prejudicial error was committed in its course.” Smith
v. Transworld Drilling Co., 773 F.2d 610, 612-13 (5th Cir. 1985). The Court must view the
evidence “in a light most favorable to the jury’s verdict, and [] the verdict must be affirmed unless
the evidence points so strongly and overwhelmingly in favor of one party that the court believes
that reasonable persons could not arrive at a contrary conclusion.” Dawson v. Wal-Mart Stores,
Inc., 978 F.2d 205, 208 (5th Cir. 1992).

IV. DIGITAL RIVER’S RENEWED MOTION FOR JUDGMENT AS A MATTER OF
LAW PURSUANT TO FED. R. CIV. P. 50(B) (DKT. NO. 540)

Digital River seeks judgment as a matter of law pursuant to Fed. R. Civ. P. 50(b) that (1)
the asserted claims are invalid under 35 U.S.C. § 112 as indefinite; (2) the asserted claims are
invalid under 35 U.S.C. §§ 102 and 103 as anticipated and/or obvious; (3) the asserted claims are
invalid under 35 U.S.C. § 101 as directed to subject matter that is not eligible for patent protection;
(4) Digital River does not directly infringe the asserted claims; and (5) DDR did not prove that it is

entitled to any damages.
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A. The asserted claims are not invalid under 35 U.S.C. § 112 as indefinite

Digital River contends that it is entitled to judgment as a matter of law that the asserted
claims are invalid as indefinite because the patent specification lacks the required objective
guidance to allow one of ordinary skill in the art to know when the claimed “look and feel” element
has been achieved. (Dkt. No. 540, at 2.) As support, Digital River relies on Datamize, LLC v.
Plumtree Software, Inc. where the Federal Circuit found the term “aesthetically pleasing” to be
indefinite because the patentee “offered no objective definition identifying a standard for
determining when an interface screen is aesthetically pleasing.” 417 F.3d 1342, 1350 (Fed. Cir.
2005). However, this Court does not find “aesthetically pleasing” to be analogous to the concept of
“look and feel” in this case.

35 U.S.C. § 112 9 2 requires claims to particularly point out and distinctly claim the subject
matter which the applicant regards as his invention. The purpose of the definiteness requirement is
to ensure that the claims delineate the scope of the invention using language that adequately
notifies the public of the patentee’s right to exclude. Honeywell Int’l Inc. v. Int’l Trade Comm 'n,
341 F.3d 1332, 1338 (Fed. Cir. 2003). A claim is indefinite when it depends “solely on the
unrestrained, subjective opinion of a particular individual purportedly practicing the invention.”
Datamize, 417 F.3d at 1350. However, “[i]f the meaning of the claim is discemible, even though
the task may be formidable and the conclusion may be one over which reasonable persons will
disagree, we have held the claim sufficiently clear to avoid invalidity on indefiniteness grounds.”
Exxon Research & Eng’g Co. v. United States, 265 F.3d 1371, 1375 (Fed. Cir. 2001). Whether a

patent claim fails for indefiniteness is a question of law for the Court to decide. /d. at 1376.
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This Court previously defined “look and feel” to be “a set of elements related to visual
appearance and user interface conveying an overall appearance identifying a website; such
elements include logos, colors, page layout, navigation systems, frames ‘mouse-over’ effects, or
others [sic] elements consistent through some or all of the website.” (Dkt. No. 309 at 10.) The
claims define the question of whether the “look and feel” of the web pages that Digital River
serves are “based on” the look and feel of the referring host site. A comparison of visual elements
according to the Court’s construction between a pair of websites is precisely the type of
infringement question for the trier of fact to decide. Such a comparison does not render the jury’s
decision subjective. Indeed, claims need not have mathematically precise boundaries so long as the
patent gives examples and general guidelines. See Enzo Biochem, Inc. v. Applera Corp., 599 F.3d
1325, 1335 (Fed. Cir. 2010) (the term “not interfering substantially” does not render claims
indefinite); Ecolab, Inc. v. Envirochem, Inc., 264 F.3d 1358, 1367 (Fed. Cir. 2001) (terms like
“about” and “substantially” are descriptive terms commonly used in patent claims to “avoid a strict
numerical boundary to the specified parameter.”).

A finding of indefiniteness must overcome the statutory presumption of validity. See 35
U.S.C. § 282. That is, the “standard [for finding indefiniteness] is met where an accused infringer
shows by clear and convincing evidence that a skilled artisan could not discern the boundaries of
the claim based on the claim language, the specification, and the prosecution history, as well as her
knowledge of the relevant art area.” Halliburton Energy Servs., Inc. v. M-I LLC, 514 F.3d 1244,
1249-50 (Fed. Cir. 2008). The Court does not find that Digital River has met its burden.

Accordingly, judgment as a matter of law as to a finding of indefiniteness is denied.
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B. The asserted claims are not invalid as anticipated and/or obvious

Digital River contends it has shown by clear and convincing evidence, through the
testimony of Mr. Pichler and Mr. Kent, that the asserted claims are invalid. Digital River argues
that the claims are invalid as anticipated by the Digital River Secure Sales System (“SSS System”),
and also invalid as obvious in light of the SSS System, and/or in light of the combination of the
SSS System with U.S. Patent No. 6,141,666 (the “Tobin patent”). Digital River argues that since
three of the exemplary “look and feel elements” from the Court’s claim construction were included
in its prior art system, substantial evidence contradicts the jury’s conclusion that the “look and
feel” limitation is not met. (Dkt. No. 557 at 5.) The Court disagrees.

As stated earlier, the Court construed “look and feel” to mean

“[a] set of elements related to visual appearance and user interface conveying an

overall appearance identifying a website; such elements include logos, colors, page

layout, navigation systems, frames, ‘mouse-over’ effects, or others [sic] elements
consistent through some or all of the website.”

(Dkt. No. 309 at 10.) While Digital River is correct that the list of elements in the Court’s
construction is exemplary and not exclusive, this term is not necessarily satisfied by matching one,
three, or a specific number of the exemplary elements. Rather, it is up to the trier of fact to
determine whether the combination of elements making up the overall appearance of a website has
a similar “look and feel” as compared to another website.

Indeed, the trial record reveals that the jury heard from Digital River’s witnesses about how
the SSS System operated and what capabilities it had, and the jury has weighed the credibility of
such evidence. The trial record shows that Digital River’s Vice President of Product and
Innovation, Mr. Gagliardi, testified that earlier Digital River systems (1) had “much more limited

functionality” than the recent, infringing systems, (2) had “technical constraints” that made it
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“difficult to emulate” sites, (3) relied on “rigid predefinition of templates,” (4) “only had a logo”
match, and (5) required a logo to appear at a fixed location absent a “hack” to change location.
(10/8/2012 PM Tr. at 221:10-224:15; 10/10/12 PM Tr. at 161:11-165:2.) DDR’s expert witness,
Dr. Keller, also offered his opinion that the SSS System and related publications failed to show any
“overall match” of appearance because the pair of websites Digital River presented “basically had
a matching logo,” which falls short of being “based on” the host’s “look and feel.” (10/11/2012
PM Tr. at 103:2-112:19.) The jury considered such evidence, including the pairs of websites that
Digital River displayed, and evidently found no corresponding overall look and feel to render the
’572 patent invalid in light of the SSS system.

Turning to the issue of obviousness, there is substantial evidence in the record that that
claim 20 of the ’572 patent is not obvious in view of the SSS System and/or in light of the
combination of the SSS System and the Tobin patent. DDR’s expert provided the following

testimony that the jury was entitled to consider in rendering their verdict:

Q. And when we’re talking about obviousness, is it sufficient to put a reference
in front of each of the elements, or do you have to show something more?
A. You have to show something more.
Q. What is that something more?
A. It’s called a motivation to combine, to combine those references, to put
them together.
KKk

Q. Okay. Dr. Keller, you looked at Mr. Kent’s report with respect to this
combination, didn’t you?

A. Yes, I did.

Q. Did he say -- in the report, did he say why someone would be motivated to
combine these two references?

A. No, he did not.

Q. And in his testimony before the jury today, did he give -- did he tell the jury
what the motivation was to combine the two references?

A. No, he did not.
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(10/11/2012 PM Tr. at 121:9-122:8.) In other words, Digital River did not meet their
burden to show obviousness by clear and convincing evidence. For these reasons, the Court finds
that substantial evidence supports the jury’s verdict that the asserted claims are not invalid as
anticipated or obvious in light of the SSS System and/or in light of the combination of the SSS
System and the Tobin patent.

C. Judgment as a matter of law of invalidity for failing to claim patent-eligible
subject matter

Digital River contends that the asserted claims are invalid as unpatentable subject matter
under 35 U.S.C. § 101 because they are directed to an abstract idea. (Dkt. No. 540 at 13.) In its
opposition, DDR incorporates by reference its opposition to a similar argument made by defendant
NLG. (Dkt. No. 552 at 7.) In reply, Digital River also incorporates by reference its responsive
arguments in NLG’s reply to DDR’s Opposition. (Dkt. No. 557 at 6.) To similarly avoid repetition,
the Court addresses this common issue in Section V(B), below.

D. Judgment as a matter of law of no infringement of the asserted claims

Digital River contends that it is entitled to judgment as a matter of law of no infringement
because no reasonable jury could find that Digital River directly infringed based on three grounds:
(1) the asserted claims require three separate entities, (2) DDR failed to perform the required
element-by-element infringement analysis, and (3) substantial evidence does not support the jury’s
direct infringement verdict because Digital River does not store the “look and feel,” as required by
the asserted claims. (Dkt. No. 540 at 15-16.)

A The °572 patent covers two-party systems

Digital River seeks a judgment of no infringement as a matter of law based on the same

arguments presented in its motion for summary judgment, which was previously denied by the
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Court. (See Dkt. No. 500.) Digital River argues error in the Court’s conclusion that the asserted
claims can encompass two-party systems because it was based on a single statement in the
specification. Digital River urges that “by allowing that one statement to override the remainder of
the prosecution history, the Court committed legal error because even a statement in a patent can
be disclaimed.” (Dkt. No. 558 at 7.) Digital River asserts that during prosecution, DDR clearly and
unmistakably disclaimed two-party systems by distinguishing its invention from certain prior art
two-party systems. (/d. at 8.) In its opposition, DDR responds that Digital River merely repeats its
previously rejected arguments without specifying why there is some mistake within the Court’s
prior ruling.

On review, the Court does not find error with its previous ruling. Contrary to Digital
River’s assertion that the Court allowed one statement in the specification to override the entire
prosecution history, the Court specifically considered each prosecution history disclaimer
argument that Digital River presented. In the Memorandum and Opinion denying Digital River’s
Motion For Summary Judgment (after considering the parties’ written submissions, hearing oral
argument, and a thorough review of the full reexamination file of the ’572 patent), the Court held
there was no clear disavowal of claim scope. (Dkt. No. 500 at 9.) The Court underscored the
importance of context in considering the isolated statements cited by Digital River, and
specifically found that “[w]hen viewed as a whole, the reexamination file shows that there is no
clear and unambiguous disavowal of claim scope that would preclude the two-party embodiment
expressly disclosed in the specification.” (Id. at 8-9.) The Court does not reach a different

conclusion when presented with the same (but simply rehashed) arguments post-trial.
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For the foregoing reasons, the Court does not find legal error with its prior summary
judgment ruling. Accordingly, the Court reaffirms that, as a matter of law, a party may infringe the
’572 patent with a two-party system.

ii. Substantial evidence supports finding of direct infringement of AutoDesk, Adobe
and VMware

Digital River contends that it is entitled to judgment as a matter of law of no infringement
because DDR’s infringement expert, Dr. Keller, did not compare each element of the asserted
claims with each of the accused systems. Digital River argues that Dr. Keller failed to demonstrate
at trial that the AutoDesk, Adobe and VMware websites encompass each element of each asserted
claim. (Dkt. No. 540 at 23.)

In its opposition, DDR responds that the jury heard substantial evidence of direct
infringement of the overall visual appearance elements of the asserted claims. For example, the
jury observed images of the three customers’ websites and a list of “visual similarities” between
the website pairs, in addition to Dr. Keller’s testimony that the hosted sites infringed. (Dkt. No.
552, at 8.) DDR also responds that the jury heard substantial evidence of direct infringement by
AutoDesk, Adobe and VMware as to all of the other elements of the asserted claims. DDR submits
that during trial, Dr. Keller testified that Digital River accomplished six different infringements
(including the three challenged ones) on the same platform called the “Global Commerce System.”
({d. at 9.) DDR also submits that Dr. Keller testified that the “Global Commerce System” directly
infringes the ’572 patent by using one of the six infringements as an example for purposes of
stepping through the remaining claim elements. (/d.) Therefore, DDR argues that this testimony

also applies to the other five infringements that use this platform. The Court agrees.

10
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The trial record reflects that DDR presented substantial evidence to support a jury verdict
that the AutoDesk, Adobe and VMware websites met each element of the asserted claims. Dr.
Keller testified that Digital River accomplished six different infringements via six customers,
including the three challenged ones, on the same platform known as the “Global Commerce
System.” (10/9/2012 AM Tr. at 82.18-86:22.) Dr. Keller walked through, on an
element-by-element basis, how the “Global Commerce System” infringed claims 13, 17, and 20 of
the ’572 patent as to Trend Micro, one of the six Digital River customers. (/d. at 88:9-98:15 and
125:24-139:5.) Then, Dr. Keller discussed infringement of the Nuance store, another one of the six
Digital River customers, and explained the differences between Global Commerce’s operation of
the Nuance Store from the Trend Micro store:

Q. Does Digital River’s operation of Global Commerce to provide the

Nuance store differ in any way from the -- its operation of the Trend Micro store on

the Global Commerce Platform?

A. Just a few ways.

First of all, we’re displaying -- Digital River is displaying Nuance’s
products rather than Trend Micro’s products, and it’s using the look and feel of
Nuance’s website as opposed to Digital River’s -- sorry -- as opposed to Trend
Micro’s website.

Q. So outside of the differences with respect to the particular
look-and-feel match and the particular commerce content, did you identify any

other differences between the operation of the Global Commerce platform for

Nuance site and for Trend Micro site?
A. No.

(10/9/2012 AM Tr. at 139:7-22.) Dr. Keller continued in his testimony by comparing the
look and feel of each website pair and listing visual similarities between them for the Nuance store
(Id. at 139:22-145:3), Microsoft store (Id. at 145:6-148:8), AutoDesk (Id. at 148:10-149:19),
Adobe (/d. at 149:20-151:5), and VMware (/d. at 151:13-153.7.)

The Court finds that Dr. Keller’s testimony of how the Global Commerce platform running
the Trend Micro store infringes the asserted claims, taken as a whole with the visual comparison of

11
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each of the six customer websites, supports a jury finding that each customer website running on
the Global Commerce platform infringes in a similar manner. In addition, the exhibits of product
pages for each customer’s host website and Dr. Keller’s comparison to the each customer’s
outsourced store page served by Digital River’s Global Commerce platform constitutes substantial
evidence to support the jury’s verdict of direct infringement by AutoDesk, Adobe and VMware.!

iii. Substantial evidence supports a finding that Digital River directs and/or controls
Akamai servers

Digital River contends there is no substantial evidence in the record that it stores the “look
and feel” information as required by the asserted claims because the servers are neither owned nor
operated by Digital River. (Dkt. No. 540 at 24.) Digital River asserts that trial testimony showed
that it entered into an arms-length contract with Akamai to provide the servers, and such
arms-length cooperation is insufficient to support a finding of direct infringement. (/d. at 25.)

Inresponse, DDR first argues that Digital River waived this defense by failing to disclose it
in advance of trial, pursuant to Fed. R. Civ. P. 37(c)(1), which states: “If a party fails to provide
information . . . as required by Rule 26(a) or (¢) . . . , the party is not allowed to use that information
. . . to supply evidence on a motion, at a hearing, or at trial, unless the failure was substantially
justified or is harmless.” However, Rule 26(a)(3)(A) provides that “a party must provide . . . the
evidence it may present at trial other than solely for impeachment . . . .” (emphasis added). Digital
River replies that its attack on DDR’s infringement case is based on Dr. Keller’s revelation during
cross-examination that he did not investigate the location or owner of the servers that he alleged

were involved in infringement, and is thus not waived. (10/9/2012 PM Tr. at 55:21-57:7.) As DDR

1 The Court notes that Digital River does not contend judgment as a matter of law of no direct infringement for its
other customer websites (e.g. the Microsoft store), even though Dr. Keller did not specifically walk through the Global
Commerce platform as to its operation of each website.

12
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has provided no case law compelling the Court to find waiver in such a situation where the rules do
not preclude impeachment evidence, the Court does not find waiver occurred.

DDR next argues that notwithstanding its allegations of waiver, there is substantial
evidence to support the jury’s verdict of infringement. DDR contends that the jury is entitled to
make the reasonable inference that (1) Akamai is Digital River’s agent, (2) Akamai serves a
duplicated image of Digital River data, and (3) Digital River directs and controls Akamai’s
activities. (Dkt. No. 552 at 11.) To “use” a system for purposes of infringement, “a party must put
the invention into service, i.e., control the system as a whole and obtain benefit from it . .. .”
Centillion Data Sys., LLC v. Qwest Commc 'ns Int’l, Inc., 631 F.3d 1279, 1284 (Fed. Cir. 2011).
The “control” contemplated does not have to be physical or direct control; rather, it is the ability to
place the system as a whole into service. /d. During trial, the jury heard testimony from Mr.
Gagliardi that Digital River had a contract with Akamai to serve data from domains
“c5.img.digitalriver.com” and “drh.img.digitalriver.com.” (10/10/2012 PM Tr. at 155:4-156:4.)

The jury also heard expert testimony from Dr. Keller that Akamai acts on behalf of Digital River

by caching copies of Digital River content for faster access:

Q. So -- and what does Akamai -- what is Akamai’s business?
What do they do?
A. They bring somebody else’s content closer to you. So in this

particular case, if Digital River contracts with Akamai to push their content closer
to you, they’re actually pushing Akamai -- they're actually pushing Digital River’s
content and sort of making a copy of it closer to you so you can get it quicker, but
essentially doing it on behalf of Digital River and acting as -- so -- acting as a --
operating on behalf of Digital River, so it’s essentially Digital River’s content that
came from Digital River’s server.

Q. So it would be a copy of what’s on Digital River’s own
server, correct?
A. That’s correct. It’s a copy. It’s simply copied closer to make

it quicker to download.
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(10/9/2012 PM Tr. at 86:20-87:10.) Therefore, although Akamai owned and operated
servers storing the “look and feel” information on behalf of Digital River, the Court finds that there
exists substantial evidence in the record to allow a reasonable inference by the jury that the servers
were under the direction and control of Digital River.

E. Judgment as a matter of law that DDR’s damages model is unsupportable

Digital River contends that no reasonable jury could find that DDR was entitled to recover
$750,000 in damages from Digital River because DDR provided no evidence at trial that ties the
value of sales transactions to infringement. (Dkt. No. 557 at 10.) The patentee bears the burden of
proving damages, which includes the burden to “sufficiently [tie the expert testimony on damages]
to the facts of the case.” Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1315 (Fed. Cir.
2011). Digital River argues that product sales were not properly tied to DDR’s damages model
because any such sales occurred only after the alleged infringement transpired. (Dkt. No. 557 at
10.) In its opposition, DDR responds that its damages expert, Dr. Chandler, presented substantial
evidence tying his damages theory to the accused use of the invention, and that the fact that sales
occur immediately after, not during, infringement is immaterial. (Dkt. No. 560 at 7.) The Court
agrees with DDR.

The record reflects that Dr. Chandler explained how his damages method determines a
value based on the economic benefits derived from the patented product or service. (10/9/2012 PM
Tr. at 124:7-126:17; 144:4-5; 176:21-23) For example, Dr. Chandler testified:

And we looked at this in large sense with an understanding of how the

private-label programs work in conjunction with the -- the Defendants. There is a

basic operation for their normal course of business, and these incremental

transactions contribute an extra margin, an additional margin, additional revenues

that have their own profitability. And those revenues would not exist if it weren’t
for the functionality of the patents-in-suit.

14
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(Id. at 125:23-126:6.) In addition, the ’572 patent itself ties the infringed claims to the
commercial activity through the claim term “commerce object,” which the Court defined as a
“third-party merchant’s: catalog, category, product (goods or services), or dynamic selection,” and
the claim term “merchant,” which the Court defined as a “[p]roduce, distributor, or reseller of
goods or services to be sold.” (Dkt. No. 560 at 6-7.)

Ultimately, the jury considered the evidence presented and awarded DDR $750,000 for
Digital River’s infringement of the ’572 patent, significantly less than the amount DDR was
seeking. On balance, the Court has no basis from which to find that the verdict lacks a sufficient
evidentiary basis that a reasonable jury could not have found as the jury did in this case.

F. Conclusion

Based on the foregoing, the Court DENIES Defendant Digital River, Inc.’s Renewed

Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 540).

V. NLG’S RENEWED MOTION FOR JUDGMENT AS A MATTER OF LAW
PURSUANT TO FED. R. CIV. P. 50(B) (DKT. NO. 539)

NLG seeks judgment as a matter of law pursuant to Fed. R. Civ. P. 50(b) to (1) vacate the
jury verdict of direct infringement of the asserted claims in the 572 and ’399 patents, (2) vacate
the jury verdict of no invalidity of the asserted claims in the 572 and ’399 patents, (3) vacate the
jury award because the Court improperly excluded evidence of non-accused websites, and (4) set
aside or reduce the damages award as grossly excessive and against the greater weight of the
evidence. Interestingly however, NLG does not move for a new trial pursuant to Rule 59 on the

grounds that the jury verdict is against the weight of the evidence.
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A. Judgment as a Matter of Law Regarding Direct Infringement

NLG first contends that the jury determination of direct infringement is not supported by
substantial evidence because DDR’s infringement expert, Dr. Keller, did not establish all of the
requisite claim elements. (Dkt. No. 539 at 4.)

i The “look and feel” elements

NLG argues that Dr. Keller failed to offer competent or satisfactory evidence of the
correspondence of look and feel between the host and NLG websites because he offered only
conclusory and non-specific statements about how the “look and feel” elements are satisfied. On
review of the record, the Court disagrees. As an initial matter, the jury had the published images of
all nine website pairs as evidence before it to make the ultimate factual determination that the look
and feel of the host corresponded to the accused NLG websites. (See PX617, pp. 1-2,20-21, 35-36,
49-52, 53-54, 55-56, 57-60, 61-62, 63-64.) Additionally, DDR presented expert testimony
comparing the websites pairs for substantial similarities and listing out the similarities in a
demonstrative exhibit before the jury. (10/9/2012 PM Tr. at 8:3-36:22.) Thus, the jury’s verdict is
supported by substantial evidence of infringement as to the “look and feel” elements.

ii. Claim 17 of the 572 patent

NLG contends that there is no substantial evidence that NLG directly infringes step (a) of
claim 17 in the ’572 patent by controlling or directing its partners to provide links to NLG’s site on
their host sites. (Dkt. No. 539 at 6.) However, both DDR’s expert witness, Dr. Keller, and NLG’s
expert witness, Mr. Gray, testified at trial that NLG gives the URL or link to their partners to place

on their host websites for customers to access the outsource website. (10/9/2012 PM Tr. at
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17:15-23;10/11/2012 AM Tr. at 126:11-19.) Thus, the jury was presented with evidence sufficient
to show that NLG controls its partners’ action by giving them the link to place on their host sites.

iii. Claim 13 of the 572 patent

NLG argues that DDR did not establish that the NLG computer processor is in
communication through the Internet with the host web page as required by claim 13 of the 572
patent. (Dkt. No. 539, at 6.) However, DDR’s expert witness testified that “When the computer
server receives a request, when a link is clicked on or activated on the host webpage, that’s how the
host webpage is communicating through the Internet with the computer processor or the server.”
(10/9/2012 PM Tr., at 12:17-25.) Thus, the record contains clear and substantial evidence to
support a jury finding that this claim element is met.

iv. Claims 1 and 19 of the *399 patent

NLG argues that DDR did not establish that its system automatically recognizes or
identifies the source web page as required by claims 1 and 19 of the *399 patent. (Dkt. No. 538 at
7.) Although NLG acknowledges that Dr. Keller’s testimony and his report establish that the
computer processor determines the partner using a code (e.g., OBWEB for Orbitz), NLG contends
there is no evidence that the computer processor identifies the source page. (Id. at 7-8). However,
NLG does not show where in the claim language or the Court’s claim construction is there a
requirement for a party to recognize the exact web address of the source web page to infringe.
When opposing experts differ on how a claim limitation is met, as is the case here, it is up to the
jury to decide which opinion is more credible in light of the evidence. In this case, the jury made
such a determination based on substantial evidence in the record to support their finding that this

claim element is met.
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. Infringement for more than one day

NLG also takes issue with the fact that DDR did not show infringement except for the
single days on which Dr. Keller examined each website. (Dkt. No. 539 at 8.) However, Dr. Keller
testified that, in forming his opinions, he considered the systems as a whole, “both documents
about them and source code,” including “the date that they -- that they used to operate these
systems” and “deposition transcripts where the people who work for the Defendants describe how
their systems operated.” (10/9/2012 AM Tr. at 80:18-81:17.) In addition, Dr. Keller testified that,
“with respect to the host websites that are partners with the Defendants,” he “looked at the
websites sometimes the present current website, also past websites in order to be able to see
whether the look and feel of the outsource website matches an overall appearance, the look and
feel of the host website.” (Id.) Dr. Keller further testified that he looked at “past websites” using
Internet archives. (/d. at 81:16-82:3.)

Dr. Keller also reviewed technology NLG was currently using and compared that to
“different technology” that NL.G used in the past and found that although the “software [that]
implemented [it] changed, ... the basic functionality is unchanged” and “the data is the same,”
including “the same data describing the stores, the look-and-feel description, et cetera.”
(10/9/2012 PM Tr. at 3:22-4:15.) Moreover, Dr. Keller testified that, from his examination of
source code throughout the period of infringement, he did not find anything that “had changed in
any substantial way” compared to the examples that he gave during specific testimony discussing
the various hosts. (/d. at pp. 4-45.)

The record before the Court and the evidence presented at trial is clear that Dr. Keller

considered the accused systems as a whole, including the dates of operation, how the systems
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operated, the current website, as well as past websites. There is substantial evidence to support the
jury’s finding that NLG infringed for more than the one day during which a screenshot was
captured.

B. Judgment as a Matter of Law Regarding Invalidity For Failing to Claim
Patentable Subject Matter

NLG asks the Court to find the asserted claims of the *572 and ’399 patent invalid as
unpatentable subject matter under 35 U.S.C. § 101 because the invention is merely a business
model known as “syndicated commerce” applied to the Internet. (Dkt. No. 539 at 9.) NLG points
to the trial transcript for support because the named inventors used the word “idea” at least 25
times to describe his invention. NLG argues that there is nothing computer-specific about making
two e-commerce web pages look like each other, and the asserted claims recite only generic
functionalities that any general purpose computer can perform.

i Applicable Law

35 U.S.C. § 101 defines the four categories of inventions or discoveries that are eligible for
patent protection:

Whoever invents or discovers any new and useful process, machine, manufacture,

or composition of matter, or any new and useful improvement thereof, may obtain a
patent therefor, subject to the conditions and requirements of this title.

35 U.S.C. § 101. “In choosing such expansive terms ... modified by the comprehensive ‘any,’
Congress plainly contemplated that the patent laws would be given wide scope.” Bilski v. Kappos,
130 S.Ct. 3218, 3225 (citing Diamond v. Diehr, 450 U.S. 175, 308, 100 S.Ct. 2204 (1981)).
“Congress took this permissive approach to patent eligibility to ensure that ‘ingenuity should

receive a liberal encouragement.” ” Id. (citing 450 U.S. at 308-309, 100 S.Ct. 2204).
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The Supreme Court has recognized three specific exceptions to the broad domain of
patentable subject matter encompassed by § 101: “laws of nature, physical phenomena, and
abstract ideas.” Bilski, 130 S.Ct at 3225. Laws of nature and physical phenomena are not
patentable subject matter “because those categories embrace ‘the basic tools of scientific and
technological work.”” Research Corp. Techs., Inc. v. Microsoft Corp., 627 F.3d 859, 867-68 (Fed.
Cir. 2010) (citing Gottschalk v. Benson, 409 U.S. 63, 67 (1972)). The Court can determine
invalidity of a patent under 35 U.S.C. § 101 for failing to claim patentable subject matter as a
matter of law. Arrhythmia Research Tech., Inc. v. Corazonix Corp., 958 F.2d 1053, 1055 (Fed. Cir.
1992).

However, the rule against patents on naturally occurring things is “not without limits,” for
“all inventions at some level embody, use, reflect, rest upon, or apply laws of nature, natural
phenomena, or abstract ideas,” and “too broad an interpretation of this exclusionary principle
could eviscerate patent law.” Association for Molecular Pathology, et al. v. Myriad Genetics, Inc.,
et al., -—- S.Ct. ---, 2013 WL 2631062, at *7 (citing Mayo Collaborative Services v. Prometheus
Laboratories, Inc., 132 S.Ct. 1289, 1293 (2012)). “As we have recognized before, patent
protection strikes a delicate balance between creating ‘incentives that lead to creation, invention,
and discovery’ and ‘imped[ing] the flow of information that might permit, indeed spur,
invention.”” Id. (citing 132 S.Ct. at 1305). Moreover, “a process is not unpatentable simply
because it contains a law of nature or a mathematical algorithm,” and “an application of a law of
nature or mathematical formula to a known structure or process may well be deserving of patent
protection.” Diamond v. Diehr, 450 U.S. 175, 187, 100 S.Ct. 1048 (1981) (internal quotation

marks omitted).
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In addition, “[a]bstractness, also a disclosure problem addressed in the Patent Act in
section 112, also places subject matter outside the statutory categories.” Research Corp., 627 F.3d
at 868. An abstract idea “should exhibit itself so manifestly as to override the broad statutory
categories of eligible subject matter and the statutory context that directs primary attention on the
patentability criteria of the rest of the Patent Act.” Id. “[I]nventions with specific applications or
improvements to technologies in the marketplace are not likely to be so abstract that they override
the statutory language and framework of the Patent Act.” Id. at 869.

Furthermore, “it bears remembering that all issued patent claims receive a statutory
presumption of validity ... that presumption applies when § 101 is raised as a basis for invalidity in
district court proceedings.” CLS Bank Int’l, et al. v. Alice Corp. Pty. Ltd., 2013 WL 1920941, at
*12 (Fed. Cir. May 10, 2013) (Lourie, J., et al., concurring).

ii. Analysis

NLG only asserts the application of the “abstract ideas” exception in this case. NLG
contends claims 13, 17, and 20 of the ’572 patent and claims 1, 3 and 9 of the 399 patent are
invalid under 35 U.S.C. § 101 because they do not satisfy the machine-or-transformation test and
otherwise disclose an abstract idea. Claims 13 and 17 of the ’572 patent are independent claims.
They read:

Claim 13. An e-commerce outsourcing system comprising:

a) a data store including a look and feel description associated with a host web
page having a link correlated with a commerce object; and

b) a computer processor coupled to the data store and in communication
through the Internet with the host web page and programmed, upon receiving an
indication that the link has been activated by a visitor computer in Internet
communication with the host web page, to serve a composite web page to the
visitor computer wit [sic] a look and feel based on the look and feel description in

the data store and with content based on the commerce object associated wit [sic]
the link.

21

Page 55



Case 2:06-cv-00042-JRG Document 569 Filed 06/20/13 Page 22 of 32 PagelD #: 12614

Claim 17. An e-commerce outsourcing process comprising the steps of:

a) storing a look and feel description associated with a first website in a data
store associated with a second website;

b) including within a web page of the first website, which web page has a look
and feel substantially corresponding to the stored look and feel description, a link
correlating the web page with a commerce object; and

¢) upon receiving an activation of the link from a visitor computer to which the
web page has been served, sewing to the visitor computer from the second website
a composite web page having a look and feel corresponding to the stored look and
feel description of the first website and having content based on the commerce
object associated with the link.

Claim 1 of the ’399 patent is an independent claim. It reads:

Claim 1. A method of an outsource provider serving web pages offering
commercial opportunities, the method comprising:

(a) automatically at a server of the outsource provider, in response to activation,
by a web browser of a computer user, of a link displayed by one of a plurality of
first web pages, recognizing as the source page the one of the first web pages on
which the link has been activated;

(1) wherein each of the first web pages belongs to one of a plurality of web
page owners;

(1) wherein each of the first web pages displays at least one active link
associated with a commerce object associated with a buying opportunity of a
selected one of a plurality of merchants; and

(111) wherein the selected merchant, the outsource provider, and the owner
of the first web page are each third parties with respect to one other;

(b) automatically retrieving from a storage coupled to the server pre-stored data
associated with the source page; and then

(c) automatically with the server computer-generating and transmitting to the
web browser a second web page that includes:

(1) information associated with the commerce object associated with the
link that has been activated, and

(i1) a plurality of visually perceptible elements derived from the retrieved
pre-stored data and visually corresponding to the source page.

Claim 13 is a system claim. Claim 17 and claim 1 are process and method claims. The Court finds

b 11

no meaningful distinction between the asserted “system,” “process,” and “method” claims for

purposes of this § 101 analysis, and will consequently analyze them together. Bancorp Services,

L.L.C. v. Sun Life Assurance Co. of Canada (U.S.), et al., 687 F.3d 1266, 1276-77 (Fed. Cir. 2012).
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In its analysis, the Court looks “not just to the type of claim but also ‘to the underlying invention
for patent-eligibility purposes.’” Id. (citing CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d
1366, 1374 (Fed. Cir. 2011)). Thus, as the Supreme Court has explained, the form of the claims
should not trump basic issues of patentability. See Parker v. Flook, 437 U.S. 584, 593, 98 S.Ct.
2522 (1978). Here, each of the claims at issue involves storing and serving webpages having the
similar look and feel of another and different webpage. There is little material difference between
these categories of claims in the asserted patents for patentability analysis.

NLG’s primary argument boils down to a contention that the claims disclose the business
method of making two e-commerce web pages look alike; the method is no more than an abstract
idea that is not dependent on computer components. In response, DDR asserts that the invention is
not a method of doing business, but rather methods of displaying composite web pages that require
the computer and processor to have specific tangible parts, be programmed in certain particular
ways, contain specific data, and be capable of performing specific steps recited in the claims. On
review of the claims at issue, the Court concludes that they are not “so manifestly” abstract as to
override the statutory language of § 101. Research Corp., 627 F.3d at 868.

The claimed e-commerce outsourcing system discloses a specific set of physical linkages,
including, coupling between the data store and the processor, the data store storing a look and feel
description associated with a host web page and the processor programmed in certain ways to
serve a composite web page. The claimed e-commerce outsourcing process requires a similar
interaction between a data store storing a look and feel description of a web page and an activation
of a link from a visitor computer to receive a composite web page. The method of an outsource

provider also discloses a server that responds to activation by a web browser of a computer user by
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retrieving pre-stored data from storage, then generating and transmitting visual elements
corresponding to the source page. Each of these claimed inventions “presents functional and
palpable applications in the field of computer technology.” Research Corp., 627 F.3d at 868. Like
the claimed invention in Research Corp., the process of displaying composite web pages
represents an improvement to computer technologies in the marketplace. “[I|nventions with
specific applications or improvements to technologies in the marketplace are not likely to be so
abstract” as to be ineligible for patent protection. /d.

The claimed invention also passes the machine-or-transformation test. “Under the Court of
Appeals’ formulation, an invention is a ‘process’ only if: ‘(1) it is tied to a particular machine or
apparatus, or (2) it transforms a particular article into a different state or thing.’” Bilski, 130 S.Ct.,
at 3225-6 (citing Diamond, 450 U.S. at 182). Although the machine-or-transformation test is not
the sole test for deciding whether an invention is patent-eligible, it remains a useful and important
indicator in the § 101 analysis. /d. at 3227.

As discussed above, the asserted claims disclose a specific set of physical linkages that
involve a data store, server, computer, that together, and through the claimed interconnectivity,
accomplishes the process of displaying composite web pages having the look and feel of the source
web page. NLG urges the Court to find the invention is only a business method of making two web
pages look alike. While the *572 and 399 patents do, indeed, cover the concept of two web pages
with visually corresponding elements, there is more to the asserted claims when considered as a
whole. “Diehr emphasized the need to consider the invention as a whole, rather than ‘dissect[ing]
the claims into old and new elements and then ... ignor[ing] the presence of the old elements in the

analysis.”” Bilski, 130 S.Ct., at 3230 (citing Diehr, 450 U.S. at 177). When the asserted claims are
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considered as a whole, the claimed invention lies in stark contrast to the facts of Bancorp. In
Bancorp, the claimed “mathematical concept of managing a stable value protected life insurance
policy” was found unpatentable as an abstract idea because mere mathematical computer was not
dependent upon the computer components required to perform it. 687 F.3d at 1279-80. In contrast,
the interactions and linkages of computer machinery to generate composite web pages in this case
are integral to each of DDR’s asserted claims. Accordingly, the first prong of the
machine-or-transformation test is satisfied. That being the case, this Court needs not address the
transformation prong at this time.

The Court is also not persuaded that the inventor’s use of the word “idea” at least 25 times
to describe his invention is evidence of unpatentable subject matter. The inventor’s testimony was
given during a one week trial, and it is not unusual to explain a patent claim as a “gist” or “core
idea.” Such testimony is not instructive that a claim is an abstract idea for purposes of § 101
patentability. Moreover, “all inventions at some level embody, use, reflect, rest upon, or apply
laws of nature, natural phenomena, or abstract ideas,” yet, “too broad an interpretation of this
exclusionary principle could eviscerate patent law.” Mayo, 132 S.Ct. at 1293.

Accordingly, the Court does not find that NLG has met its burden to show by clear and
convincing evidence that the asserted claims of the 572 and ’399 patents are invalid for failure to
claim patentable subject matter under 35 U.S.C. § 101.

C. Judgment as a Matter of Law that the Asserted Claims are Indefinite as a Matter
of Law

NLG contends that the “look and feel” terms render the asserted claims invalid as
indefinite because there is no objective standard for determining whether a pair of web pages has

the same “look and feel.” (Dkt. No. 539 at 16.) NLG’s argument is essentially a repeat of Digital
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River’s renewed motion for judgment of law on the same subject (Dkt. No. 540). Although Digital
River’s motion addressed only the ’572 patent and not the ’399 patent, the indefiniteness
arguments center on similar claim terms present in both patents. The Court previously construed
“visually perceptible elements” in the 399 patent to mean “look and feel elements that can be
seen.” (Dkt. No. 309 at 10.) Thus, the Court’s ruling that Digital River has not met its burden to
show by “clear and convincing evidence that a skilled artisan could not discern the boundaries of
the claim based on the claim language, the specification, and the prosecution history, as well as her
knowledge of the relevant art area,” is equally applicable to NLG’s parallel arguments.
Halliburton, 514 F.3d at 1249-50.

The one extra point that NL.G makes in this Motion is that indefiniteness can be found in
DDR’s inconsistent infringement contentions, where Dr. Keller opined that web page pairs for
NLG and its partners have the same look and feel, whereas web page pairs for the current
American Airlines page are not alleged to have the same look and feel. (Dkt. No. 539 at 18.) For
support, NLG cites Dr. Keller’s trial testimony. (10/9/2012 PM Tr. at 62:4-9.) In response, DDR
clarifies that shortly after NLG’s citation of Dr. Keller’s testimony, and in the same testimony
sequence, Dr. Keller said “I haven’t made an opinion as to whether they are substantially the same
or not right now in my report.” (10/9/2012 PM Tr. at 68:4-6.) The Court does not find Dr. Keller’s
testimony to be inconsistent. The Court finds that NLG has failed to meet its burden by clear and
convincing evidence to establish that the “look and feel” claim term is insolubly ambiguous.

Accordingly, judgment as a matter of law as to a finding of indefiniteness is denied.
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D. Judgment as a Matter of Law that the Court Improperly Excluded Evidence of
Non-accused Websites

NLG contends the Court committed prejudicial error by precluding it from questioning
witnesses or eliciting testimony relating to non-accused websites, but does not identify the remedy
it seeks. (Dkt. No. 539.) Although this is raised in a 50(b) motion, NLG’s argument is more in line
with the requisite standard for a motion for new trial under Rule 59. “A new trial may be granted,
for example, if the district court finds the verdict is against the weight of the evidence, the damages
awarded are excessive, the trial was unfair, or prejudicial error was committed in its course.”
Transworld Drilling, 773 F.2d at 612-13. Therefore, the Court will construe this issue as a request
for a new trial.

The core of NLG’s contention is that the Court acted unfairly by excluding evidence of
non-accused websites that run on the same platform as the accused websites, although such
evidence is “directly relevant to issues of non-infringement, invalidity for indefiniteness, and
invalidity for failing to claim patentable subject matter,” and “would have helped to make clear the
issues in this case for the Court and the jury.” (Dkt. No. 539 at 19.) In response, DDR argues that
the Court did not bar NLG from questioning witnesses or eliciting testimony relating to
non-accused websites generally. The Court agrees. The Court’s grant of DDR’s motions in limine
Nos. 2 and 3 (Dkt No. 481) was not a definitive ruling on the admissibility of evidence, but is
merely an order requiring the offering party to first approach the bench and seek leave from the
Court prior to mentioning such matters before the jury. When the parties approached the bench on
a particular evidentiary matter regarding the American Airlines site, the Court considered the
parties arguments, and exercised its discretion in making a limited ruling:

The Court:  “Okay. There is a clear point in time at which the Plaintiffs
have accused you of infringement. The sites and screenshots that take place outside
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of that clear point of reference in time, to me, [ don’t see the relevance. That’s what
I understand the basis of your objection is.

Mr. Crosby: That is, yes.

The Court:  You’re welcome -- you're welcome to cross-examine this
witness on materials that come from his report that relate to the period of time in
which your client’s accused of infringement, but to put up screenshots that are later
in time than the period of the infringement or the accused infringement is
potentially confusing and irrelevant.

(10/9/2012 PM Tr. at 71:6-19.) Nonetheless, the Court still permitted trial testimony relating to the
non-accused American Airlines website, even though NLG may consider it to be limited. (/d. at
67:19-68:17.)

Also, the Court does not find that NLG has shown that the evidence it would have
presented about the non-accused websites “points so strongly and overwhelmingly” in its favor
that reasonable persons could not have arrived at a contrary conclusion as the jury verdict.
Dawson, 978 F.2d at 208. NLG presents no specific reasons why the jury would have ruled in
NLG’s favor had they seen more evidence of non-accused websites; its arguments can be boiled
down to hollow allegations that such evidence “would have helped to make clear the issues in this
case.” (Dkt. No. 539 at 19.) Accordingly, the Court does not find that it has precluded NLG from
questioning witnesses or eliciting testimony relating to non-accused websites or permitted such
prejudice toward NLG as to warrant a new trial.

E. Judgment as a Matter of Law that the Jury’s Damages Award Should be Set
Aside

NLG contends that the jury’s damages award should be set aside or reduced because it is
grossly excessive and against the greater weight of the evidence. NLG argues the damages award
is flawed and lists multiple reasons why DDR’s damages claim was improper, including
application of the 5.5% royalty rate, ignoring deductible costs, including telephone sales in the

royalty base, and failure to consider acceptable non-infringing substitutes. DDR responds that
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even if NLG’s criticisms are correct, showing error in DDR’s damages claim does not demonstrate
any error in the jury’s damages award. The Court agrees. Determining the credibility of the
evidence and weighing the evidence are within the exclusive purview of the jury. Reeves, 530 U.S.
at 150-51. Absent evidence that points so overwhelmingly in favor of NLG that no reasonable jury
could return a contrary verdict, the Court properly assumes that the jury chose to believe or
disbelieve the testimony they heard as a part of weighing all the evidence and then reaching their
verdict. RSR Corp., 426 F.3d at 296.

NLG also argues that the damages award is grossly excessive because DDR did not
establish infringement for more than one specific date for which Dr. Keller presented screen shots
in his report. This is an obvious repetition of NLG’s earlier argument that DDR did not show
infringement except for the single days on which Dr. Keller examined each website. (Dkt. No. 539,
at 8.) As discussed earlier, the record is clear that Dr. Keller considered the accused systems as a
whole and DDR’s claims are not limited to the specific date the screen shots were captured.

The Court has no specific insights into how the jury precisely arrived at its award in this
case. Consequently, NLG cannot attempt to reverse engineer the jury’s math in reaching the
$750,000 award and use its substituted, and purely speculative, analysis to call the award
excessive. Absent further insight into the jury’s apportionment, the Court does not find that the
verdict lacks sufficient evidentiary basis for a reasonable jury to find as this jury did in this case.

F. Conclusion

Based on the foregoing, the Court DENIES National Leisure Group, Inc.’s and World
Travel Holdings, Inc.’s Renewed Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ.

P. 50(b) (Dkt. No. 539).
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VI. DIGITAL RIVER’S MOTION FOR NEW TRIAL PURSUANT TO FEDERAL
RULE OF CIVIL PROCEDURE 59 (DKT. NO. 562)

Pursuant to Fed. R. Civ. P. 59, Digital River moves for a new trial with respect to invalidity
of the ’572 patent based on lack of enablement, invalidity based on anticipation and/or
obviousness, non-infringement, and damages. (Dkt. No. 562.) All of Digital River’s arguments,
with the exception of the enablement issue, rely on the same arguments as addressed above in the
section on Digital River’s renewed judgment as a matter of law. Based on the same reasoning as
discussed above, the Court disagrees with each of Digital River’s arguments and does not find the
verdict to be against the weight of the evidence. The Court will now specifically address the
enablement argument.

A. Digital River waived its enablement defense as to the “look and feel” elements

Digital River contends that it is entitled to a new trial on the issue of whether the asserted
claims of the 572 patent are invalid for lack of enablement because it fails to teach one of ordinary
skill in the art the concept of “look and feel.” (Dkt. No. 562 at 3-4.) Digital River argues that it had
presented more than sufficient evidence at trial to support the submission of a question and
instruction on enablement in the jury charge, which the Court denied. Digital River also argues that
it was prejudiced by the Court’s failure to instruct the jury where a lack of enablement constitutes
an independent ground for invalidating all the asserted claims.

In response, DDR asserts that Digital River waived its new enablement defense by failing
to disclose it in advance of trial, either through its interrogatory answers or its invalidity
contentions. (Dkt. No. 564 at 1.) Although Digital River touched on lack of enablement in light of
another claim term, DDR contends that none of those disclosures hint at a non-enablement defense

relating to the “look and feel” term.

30

Page 64



Case 2:06-cv-00042-JRG Document 569 Filed 06/20/13 Page 31 of 32 PagelD #: 12623

Local Patent Rule 3.3(d) requires each party opposing a claim of patent infringement to
serve invalidity contentions which disclose “[a]ny grounds of invalidity based on indefiniteness
under 35 U.S.C. § 112(2) or enablement or written description under 35 U.S.C. § 112(1) of any of
the asserted claims.” On review of Digital River’s amended invalidity contentions, the Court finds
that it only asserted lack of enablement based on the “link correlated with a commerce object”
limitation. (See Dkt. No. 564, Ex. 3.) Digital River did not put forward a lack of enablement based
on the “look and feel” element at any point before trial either by complying with its disclosure
obligations, responding to discovery, or in its invalidity expert report. Further, Digital River did
not raise this issue during trial. During the charge conference, the Court struck the non-enablement
jury instruction because Digital River had presented no arguments or evidence at trial based on the
disclosed enablement defense. Nonetheless, Digital River did not specifically mention lack of
enablement of the “look and feel” term in making its objection. (10/12/2012 AM Tr. at
10:8-13:15.) In essence, Digital River did not provide notice to DDR or the Court of its enablement
defense based on the “look and feel” term until raising it for the first time in their Rule 59 motion.

One purpose of Patent Rule 3.3 is for early disclosure and notice of the Defendant’s
invalidity-based defenses to facilitate discovery and the preparation of both sides’ claims and
defenses well in advance of trial. Just as a prior art reference has to be specifically disclosed on an
element-by-element level in a claim chart format, a § 112(2) defense must at least identify the
claim element that causes a claim to fail for lack of enablement. Contrary to Digital River’s
argument, the Court does not find there to be sufficient disclosure of this issue in the pleadings or
at any time prior to this motion. Additionally, this Court is not receptive to Digital River’s

argument that it may disclose the specific theory of non-enablement for the first time in the trial
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testimony. Such would emasculate Rule 3.3 and return the litigants to the discredited practice of
trial by ambush.

For the foregoing reasons, the Court finds that Digital River has waived its enablement
defense as to the “look and feel” element. Accordingly, the Court does not reach the merits of
Digital River’s invalidity defense for lack of enablement of the “look and feel” element.

B. Conclusion

Based on the foregoing, the Court DENIES Defendant Digital River, Inc.’s Motion for

New Trial Pursuant to Fed. R. Civ. P. 59 (Dkt. No. 562).

VII. CONCLUSION

For the reasons discussed, the Court: (1) DENIES Defendant Digital River, Inc.’s
Renewed Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No.
540); (2) DENIES National Leisure Group, Inc.’s and World Travel Holdings, Inc.’s Renewed
Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 539); and (3)
DENIES Defendant Digital River, Inc.’s Motion for New Trial Pursuant to Fed. R. Civ. P. 59

(Dkt. No. 562).

So Ordered and Signed on this

Jun 20, 2013

RODNEY GIL RAP
UNITED STAT DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
DDR HOLDINGS, LL.C
Plaintiff and Counterdefendant,
CIVIL ACTION NO. 2:06-cv-42-JRG

§
§
§
§
V. §
§
HOTELS.COM, L.P., et al. §

§

§

Defendants and Counterclaimants.

MEMORANDUM OPINION AND ORDER

L INTRODUCTION

Before the Court is Plaintiff DDR Holdings, LLC’s (“DDR”) Motion for Entry of
Judgment. (Dkt. No. 538.) Having considered the parties’ written submissions, the Court
GRANTS DDR’s Motion as set forth below. The Court has separately entered a Final Judgment
contemporaneously herewith, consistent with the findings and holdings of this Opinion.
IL. FACTS & PROCEDURAL BACKGROUND

On October 12, 2012, following a week-long trial, the jury returned a verdict in favor of
DDR, finding that Digital River, Inc. (“Digital River”) had infringed claims 13, 17 and 20 of
United States Patent No. 6,993,572 (“the ’572 Patent”) and awarding DDR $750,000.00 in
damages. The jury also found that Defendant National Leisure Group, Inc. and World Travel
Holdings, Inc. (“NLG/WTH”) infringed claims 13, 17 and 30 of the 572 Patent, as well as claims
1, 3 and 19 of United States Patent No. 7,818,399 (“the ’399 Patent”) and awarded damages to
DDR of $750,000.00. The jury further determined that claims 13, 17 and 20 of the *572 Patent

were not invalid.
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III. DISCUSSION

A. Prejudgment Interest

The parties dispute whether pre-judgment interest should be awarded in DDR’s favor and,
if so, in what amount. DDR contends that it is entitled to prejudgment interest from both
Defendants beginning from the date of the parties’ hypothetical negotiation calculated at the
average prime rate (4.83%), compounded annually. (Dkt. No. 538, at 3.) Digital River contends
that (1) DDR is entitled to prejudgment interest at the statutory, not the prime, rate; (2) that DDR is
not entitled to prejudgment before 2010; and (3) that DDR is not entitled to prejudgment interest
during the four-year stay of this litigation during a USPTO reexamination of the asserted patents.
(Dkt. No. 545.) NLG/WTH joins in Digital River’s opposition, and further asserts that DDR is
not entitled to prejudgment interest because “DDR is a non-practicing entity and should not be
entitled to prejudgment interest.” (Dkt. No. 543.)

Upon a finding of patent infringement, “the court shall award patent damages ... together
with interest and costs as fixed by the court.” 35 U.S.C. § 284. Prejudgment interest should be
awarded under Section 284 absent some justification for withholding such an award. Gen.
Motors Corp. v. Devex Corp., 461 U.S. 648, 657 (1983); Telcordia Techs., Inc. v. Cisco Sys., Inc.,
612 F.3d 1365, 1378 (Fed. Cir. 2010). The purpose of prejudgment interest is to place the
patentee in as good a position as he would have been had the infringer paid a reasonable royalty
instead of infringing. Beatrice Foods v. New England Printing, 923 F.2d 1576, 1580 (Fed. Cir.

1991).
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1. Prejudgment Interest Begins at the Date of the Hypothetical Negotiation

The first question the Court must resolve in determining the issue of pre-judgment interest
is the date when pre-judgment interest should begin to accrue. DDR contends that such date
should be January 31, 2006, which was the date of the hypothetical negotiation as set by
Defendants’ joint damages expert. (Dkt. No. 531, at 12-13) (“And that’s the opinion I have with
respect to the payment structure that the parties would have agreed to, if they had gotten together
and negotiated a license earlier in time, in [January] 2006, during ... a hypothetical negotiation.”)

Digital River argues, however, that the date of the parties’ hypothetical negotiation is
immaterial, because DDR’s damages expert based his damages model against Digital River upon
accused products sold only from 2010 to 2012. (Dkt. No. 545.) Digital River contends that
DDR is precluded from obtaining prejudgment interest from 2006 to 2012, when DDR’s expert
only calculated damages based on revenue from 2010 to 2012. Id.

In this case, the Court instructed the jury to award damages running from the date of the
hypothetical negotiation, which in this case was agreed to by all parties to be January 31, 2006.
As Digital River’s damages expert testified at trial, “you kind of need the hypothetical negotiation
to happen right around the time of the alleged first infringement, because that’s the time when
whoever’s accused of using the technology or the teachings of the patents-in-suit would have
needed a license ... And that would be in January 2006 ...” (Dkt. No. 531, at 15) (emphasis
added). Although DDR’s expert presented Digital River from only 2010 to 2012, the jury was
clearly instructed to award DDR a “royalty payment that a patent holder and the infringer ... would
have agreed to in a hypothetical negotiation taking place at a time period just prior to when the

infringement first began.” (Dkt. No. 532, at 61-62.) Thus, the jury’s $750,000.00 damages
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award constituted an award to DDR for Digital River’s infringement occurring just prior to the first
infringement; in this case, January 2006.

2. DDR is Entitled to Prejudgment Interest During the Time-Period that this Case
was Stayed Pending Reexamination

Both Digital River and NLG/WTH argue that, regardless of the time when prejudgment
interest begins to accrue, DDR is not entitled to prejudgment interest during the four year stay of
this case while the asserted patent claims were undergoing reexamination at the USPTO. (Dkt.
No. 545, at 4); (Dkt. No. 543, at 2.) Specifically, the Defendants ask this Court to toll the
prejudgment interest from December 19, 2006 (the date this Court granted DDR’s motion to stay
the litigation) to October 6, 2010 (the date this Court granted DDR’s motion to reopen the case).
(Dkt. No. 178, 194.)

Defendants acknowledge that Court’s customarily decline to toll prejudgment interest
while re-examination proceedings are pending, but argue that the present case is distinguishable
because: (1) the party seeking to recover prejudgment interest (DDR) is the party that initiated the
re-examination proceedings; (2) DDR initiated the re-examination proceedings voluntarily and
unilaterally; (3) DDR is the party that moved to stay the litigation; (4) Digital River opposed the
stay of the litigation; and (4) the re-examination proceeding stayed the litigation for four year, a
period longer than the parties actually spent litigating the case; and (5) the re-examination
proceeding did not result in the narrowing of any issues in the litigation. (Dkt. No. 545, at 5)
(Dkt. No. 543, at 2-5.)

Withholding prejudgment interest “is the exception, not the rule.” Lummus Indus., Inc. v.
DM. & E. Corp., 862 F.2d 267,275 (1988). Defendants do not cite one case where another Court

has denied a plaintiff’s motion for prejudgment interest during the period of reexamination. At
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best, Defendants cite to cases that suggest that a Court may deny prejudgment interest for undue
delay. But at least one other District Court, in a case directly on-point, has expressly ruled that a
Plaintiff-initiated reexamination does not constitute undue delay with regard to the prejudgment
interest inquiry:

In this case ... Plaintiff sought the stay and Defendant opposed it.

However, just as in Allen, the stay conserved judicial and attorney

resources. Had the reexamination resulted in the rejection of the

claim in question, Krippelz would have had to narrow or cancel the

claim, or appeal the decision of the reexamination, and the litigation

would have taken a different track or come to an end. Even though

Krippelz ‘caused’ the delay by requesting a stay, because the stay

conserved the resources of the parties and the court, it was neither

unreasonable nor unjustified. For this reason, prejudgment interest
should be awarded for the period during with the case was stayed.

See Krippelz v. Ford Motor Co., 670 F. Supp. 2d 815, 819-20 (N.D. I1l. 2009). The Court agrees
with the analysis in Krippelz, the reexamination conserved judicial and party resources and it was
not unreasonable or unjustified for DDR to seck a stay. For at least this reason, the Court declines
to toll accrual of prejudgment interest during the reexamination of the claims.

3. DDR’s Status as a Non-Practicing Entity Does Not Preclude an Award of
Prejudgment Interest

NLG/WTH contends that “DDR is a non-practicing entity and should not be entitled to
prejudgment interest.” (Dkt. No. 543, at4.) NLG/WTH does not cite to any case law to support
its position, but rather argues that “any damage DDR has sustained has been addressed through the
jury award, and adding prejudgment interest to such an award would give DDR, a non-practicing
entity, a windfall. (Dkt. No. 543, at 4.) After reviewing the parties’ written submissions, the
Court finds no justification or basis to support NLG/WTH’s argument that DDR should be

precluded from an award of prejudgment interest because it is a non-practicing entity.
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4. Prejudgment Interest is Calculated Using the Prime Rate

Prejudgment interest on the actual damages assessed against Digital River and NLG/WTH
shall be paid from the date of the hypothetical negotiation calculated at the average prime rate
(4.83%), compounded annually.

B. Post-Judgment Interest

The parties agree that post-judgment interest should be set, pursuant to 28 U.S.C. §1961(a),
at the statutory rate. The Court concurs.

C. Costs

DDR argues that, as the prevailing party in this litigation, it is entitled to costs consistent
with Federal Rule of Civil Procedure 54(d) and 28 U.S.C. § 1920. The Defendants do not oppose
this request. Therefore, the Court awards costs to DDR.

IV.  Conclusion

A consistent Final Judgment is entered contemporaneously herewith.

So Ordered and Signed on this

Jun 20, 2013

l

RODNEY GIL RAP
UNITED STATES DISTRICT J UDGE
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION
DDR HOLDINGS, LL.C §
§
Plaintiff and Counterdefendant, §
§ CIVIL ACTION NO. 2:06-cv-42-JRG
v. §
§
HOTELS.COM, L.P., et al. §
§
Defendants and Counterclaimants. §

JUDGMENT
A jury trial commenced on October 8, 2012. The jury returned a unanimous verdict on
October 12,2012. Pursuant to Rule 58 of the Federal Rules of Civil Procedure and in accordance
with the jury’s verdict, the Court hereby renders the following Judgment:

1. The jury having determined that Defendant Digital River, Inc. (“Digital River”)
infringed claims 13, 17, and 20 of U.S. Patent No. 6,993,572 (“the ’572 Patent”); and
the jury having determined that those same claims of the ’572 Patent are not invalid;
and the jury having awarded damages of $750,000.00 to DDR for Digital River’s
infringement through October 12, 2012; it is ORDERED that DDR have and recover
from Digital River the sum of Seven Hundred and Fifty Thousand Dollars
($750,000.00) as compensatory damages for infringement through October 12, 2012 in
this case;

2. The jury having determined that Defendants National Leisure Group, Inc. and World
Travel Holdings, Inc. (“NLG/WTH”) infringed Claims 13, 17, and 20 of the ‘572
Patent and Claims 1, 3, and 19 of U.S. Patent No. 7,818,399 (“The ’399 Patent); and the

jury having determined that those same claims of the ’572 Patent are not invalid; and
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the jury having awarded damages of $750,000.00 to DDR for NLG/WTH’s
infringement through October 12, 2012; it is ORDERED that DDR have and recover
from NLG/WTH the sum of Seven Hundred and Fifty Thousand Dollars ($750,000.00)
as compensatory damages for infringement through October 12, 2012 in this case;

3. Pursuant to 35 U.S.C. § 284, the Court awards DDR an additional Two Hundred
Eighty-One Thousand, Four Hundred and Four Dollars ($281,404.00) in pre-judgment
interest from Digital River, based upon the average prime interest rate of 4.83% as
calculated and applying from the date the damages for infringement should have been
paid, January 31, 2006, through October 31, 2012, compounded annually.
Accordingly, the total damages awarded to DDR from Digital River is One Million,
Thirty-One Thousand, Four Hundred and Four Dollars ($1,031,404.00), plus an
additional amount at the per diem rate of One Hundred Thirty-One Dollars and
Seventy-One Cents ($131.71) per day beginning on November 1, 2012, through the
entry of this Judgment.

4. Pursuant to 35 U.S.C. § 284, the Court awards DDR an additional Two Hundred
Eighty-One Thousand, Four Hundred and Four Dollars ($281,404.00) in pre-judgment
interest from NLG/WTH, based upon the average prime interest rate of 4.83% as
calculated and applying from the date the damages for infringement should have been
paid, January 31, 2006 through October 31, 2012, compounded annually.
Accordingly, the total damages awarded to DDR from NLG/WTH is One Million,
Thirty-One Thousand, Four Hundred and Four Dollars ($1,031,404.00), plus an

additional amount at the per diem rate of One Hundred Thirty-One Dollars and
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Seventy-One Cents ($131.71) per day beginning on November 1, 2012, through the
entry of this Judgment.

5. Pursuant to Rule 54(d) of the Federal Rules of Civil Procedure and 28 U.S.C. § 1920,
the Court finds that DDR is the prevailing party in this matter and is entitled to costs
consistent therewith.

6. Pursuant to 28 U.S.C. § 1961, the Court awards DDR post-judgment interest applicable
to all sums awarded herein, at the statutory rate, from the entry of this Judgment until

paid.

So Ordered and Signed on this

(g,

RODNEY GILS{RAP
UNITED STATES DISTRICT JUDGE

Jun 20, 2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants Ross, D. Delano, Jr., et al.  Art Unit : 3625

Serial No. 12/906,979 Examiner : Garg, Yogesh C.
Filing Date : 10/18/2010 Conf. No. : 1141

Title : Methods of expanding commercial opportunities for internet

websites through coordinated offsite marketing

Commissioner for Patents Filed via EFS - June 25, 2013
P.O. Box 1450
Alexandria, VA 22313-1450

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Dear Sir:

Assignee discloses the Judgment and accompanying Opinions listed on attached
form PTO-1449 (Modified) from the lawsuit previously disclosed, Case No. 2:06CV42
(E.D. Tex.).

In the Notice of Allowance, at paragraph 3, the examiner quoted from assignee’s
Response to Office Action in February 2013, where assignee said that it expected to file
a Supplemental IDS with further information about the trial. The examiner’s comment
noted that no Supplemental IDS had been received.

Assignee’s comment (to which the examiner referred) recorded assignee’s
expectation in February 2013 that the Court’s decision on post-trial motions would be
made soon. Assignee thought that the most concise way to advise the Office what
happened at the trial in October 2012 and would be to disclose, by filing another IDS,
the Judgment in the lawsuit and the Court’s Opinion on the defense motions.

Unfortunately from a timing perspective, things did not go as planned: The
Court did not issue its opinion and judgment “shortly” after the February 2013 paper;
rather, the Court issued the opinion and judgment only in June 2013. By that time, the
Office had allowed this application. Also unfortunately (in some sense) the examiner
did not accept assignee’s request to schedule an interview before the next action,
apparently because the examiner decided that assignee’s Response to Office Action

contained remarks that were persuasive and that the claims should be allowed. Had the
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examiner agreed to schedule the interview, assignee had planned to advise the
examiner of the status of the lawsuit and offered to answer questions before allowance.

Because of that combination of circumstances and the relative timing of the
Judgment and the Notice of Allowance, assignee is filing this Supplemental Disclosure
Statement after allowance, rather than before allowance as expected.

The only items being cited are the Court’s Judgment and Opinions, which
assignee received last week. Thus, pursuant to MPEP 609, assignee includes the
certification that the materials cited were received only recently, as follows:

To the knowledge of the undersigned attorney after making reasonable inquiry,
no item of information contained in this Information Disclosure Statement was either
(1) cited in a communication from a foreign patent office in a counterpart foreign
application, or (2) known to any individual designated in 37 C.F.R. § 1.56(c), more than
three months ago. The fee set forth in 37 C.F.R. § 1.17(p) accompanies this submission.

The Court's Opinions refer, among other things, to certain arguments by
defendant Digital River, Inc. contending that the patents-in-suit were invalid over prior
art under 35 U.S.C. §§ 102 and 103, as well as arguments by defendants that the patents-
in-suit were invalid under 17 U.S.C. §§ 101 and 112(1), (2). The examiner should recall
that the patents-in-suit are parents to the claims of this application and have some
overlapping claim terms.

With regard to the non-art defense contentions, the examiner can review the
Court’s Opinions. In addition, regarding the argument under 17 US.C. § 101, the
examiner should take note of the two Federal Circuit decisions issued in the last six
weeks on that subject, in CLS Services Ltd. v. Alice Corporation Pty Ltd., No. 2011-1301
(Fed. Cir. May 10, 2013) (en banc), and Ultramercial, Inc. v. Hulu, LLC, No. 2010-1544
(Fed. Cir. June 21, 2013) (panel decision on remand from Supreme Court).

With regard to Digital River’s prior art contentions, although the Opinions
summarize (and reject) the defense arguments, assignee wishes to offer the examiner
further assistance if needed. Assignee has previously cited the litigation case file in its

entirety and requested that the Office review the publicly available materials in those

Serial No. 12/906,979 Page 2 of 4
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files. Although assignee repeats that request here, assignee recognizes that the lawsuit
case file contains a lot of material. Given the volume, and to assist the examiner,
assignhee specifically offers to help the examiner access any materials, should the
examiner have any questions or wish to review anything more, and assignee also assists
by offering the following remarks about the Opinions cited in this IDS as related to the
prior art arguments made at trial.

As the examiner can see from the Opinions, the prior art invalidity arguments
presented against the parent patent at trial centered on Digital River’s own operations,
specifically a system called the “Secure Sales System,” abbreviated “SSS,” which Digital
River pointed out was working before the effective filing date and supported sales to its
customers. Digital River also cited a patent, called the Tobin patent, to support an
obviousness rejection of at least one dependent patent claim.

The Tobin patent has long been of record in this application; indeed, it was
carefully reviewed in parent applications.

DDR supplied the Office in this application, through previous IDS filings, lots of
materials regarding the Digital River SSS system. The undersigned believes that the
previously cited materials contain adequate information about the Digital River SSS,
and provide a good representation of the SSS system as operational or as disclosed by
Digital River before this application’s effective filing date.

At trial, the primary defense witness who testified about prior art was Mr. Kent,
the expert whose report assignee supplied in an earlier IDS, and which the Office used
in a previous rejection. Mr. Kent relied heavily on the Digital River SSS in his report. At
trial, the Court constrained Mr. Kent so that he did not testify to subjects beyond his
report, so the examiner should have access to the information required to understand
Mr. Kent's testimony from the already reviewed report.

Nevertheless, at trial, Digital River relied on some kinds of information other
than what is found in Mr. Kent’s report. First, Digital River presented testimony from
certain Digital River former-employee witnesses explaining the SSS system and how

and when it worked. Second, Digital River presented in open court certain exhibits that
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Digital River had previously marked as confidential, which earlier prevented DDR or
its counsel from citing them to the Office in previous IDS filings (because to do so
would have violated the Court’s protective order). Third, Digital River demonstrated in
open court a reconstructed machine that purportedly operated like the SSS system at
the relevant time. Fourth, Digital River offered attorney argument supposedly
summarizing evidence related to the SSS system.

Among the Kent expert report, printed documents discussing SSS, certain
customer examples, and a video showing a demonstration of the reconstructed machine
- all of which the examiner has previously seen - assignee believes that DDR has
provided the Office with sufficient information about SSS. However, if the examiner
believes that it would be helpful to see more, including specifically any trial transcripts
or exhibits released at trial, the examiner has only to ask, and DDR will supply further
information in response to such a request.

DDR believes that the examiner should fairly conclude that the Opinion and
Judgment cited here are completely consistent with the conclusion of patentability
made by the Office in the Notice of Allowance. DDR is citing the Opinion and Judgment
nonetheless so that the examiner can make his own determination.

If the Office has any questions, please feel free to contact assighee’s undersigned
attorney of record.

Respectfully submitted,
DDR HOLDINGS, LLC
by its attorney

Dated: June 25, 2013 /Louis J. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
26362 7590 05/31/2013
LOUIS J. HOFFMAN, P.C. GARG, YOGESH C
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260 | ART UNIT PAPER NUMBER |
3625
DATE MAILED: 05/31/2013
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. |  CONFIRMATION NO.
12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

TITLE OF INVENTION: Methods of expanding commercial opportunities for internet websites through coordinated offsite marketing

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional SMALL $390 $0 $0 $890 09/03/2013

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commlssmner for Patents
P.O.Box 1
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
ppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
1cated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

malntenance fee notifications.

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) apers. Each additional paper, such as an assignment or formal drawing, must
Eave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

26362 7550 05/31/2013 I hereby certify that this Fee(s) Transmittal is being deposited with the United
LOUIS J. HOFFMAN, P.C. Séz(lites P(ZiStal Stﬁrvwe viflth sufficient postage ggr first l():lass mallbln an anelopie
: addressed to the Mail Stop ISSUE FEE address above, or being facsimile
14301 North 87th Street, Suite 312 transmitted to the USPTO (571) 273-2885, on the date indicated below.
Scottsdale, AZ 85260
(Depositor's name)
(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141
TITLE OF INVENTION: Methods of expanding commercial opportunities for internet websites through coordinated offsite marketing
| APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional SMALL $390 $0 $0 $890 09/03/2013
| EXAMINER | ART UNIT | CLASS-SUBCLASS |
GARG, YOGESH C 3625 705-026410
1. Change of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list
CFR 1.363). . 1
(1) the names of up to 3 registered patent attorneys
d Chan%e of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. 2
(2) the name of a single firm (having as a member a
[ "Fee Address" indication (or "Fee Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ ndividuat Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
[ Issue Fee [ A check is enclosed.
[ Publication Fee (No small entity discount permitted) | Payment by credit card. Form PTO-2038 is attached.
(] Advance Order - # of Copies (1 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any
overpayment, to Deposit Account Number (enclose an extra copy of this form).
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5. Change in Entity Status (from status indicated above)

| Applicant certifying micro entity status. See 37 CFR 1.29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

| Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

| Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent toalt'f}lle Cﬁief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandgria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141
| EXAMINER |
26362 7590 05/31/2013
LOUIS J. HOFFMAN, P.C. GARG, YOGESH C
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260 | ART UNIT PAPER NUMBER |

3625

DATE MAILED: 05/31/2013

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 155 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 155 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5§ U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Application No. Applicant(s)

12/906,979 ROSS ET AL.
. oy [ i AlA (First Inventor to
Notice of Allowability Bxamine ARG Pt et Fie) status

No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. [X] This communication is responsive to 2/11/2013.

Oa declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [J An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 71-92. As a result of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution
Highway program at a participating intellectual property office for the corresponding application. For more information, please see
hitp:/'www.usplo.gov/patents/init_events/pph/index.isp or send an inquiry to PPHieedback@usplo.gov .

4. [J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)[J Al b)[J Some *c)[] None of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No.
3. [J Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: __

Interim copies:
a) O A b) ] some ) ] None of the: Interim copies of the priority documents have been received.

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [J CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

[0 including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .
Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. [X] Notice of References Cited (PTO-892) 5. [J Examiner's Amendment/Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. [X] Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [J Examiner's Comment Regarding Requirement for Deposit 7. [ Other .

of Biological Material
4. [ Interview Summary (PTO-413),
Paper No./Mail Date .

/YOGESH C GARG/
Primary Examiner, Art Unit 3625

U.S. Patent and Trademark Office
PTOL-37 (Rev. 03-13) Notice of Allowability Part of Paper No./Mail Date 20130522
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Application/Control Number: 12/906,979 Page 2
Art Unit: 3625

DETAILED ACTION

Continued Examination Under 37 CFR 1.114
1. A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this
application is eligible for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on
2/11/2013 has been entered.
2. Claims 71-79, 81-87, 89-92 are amended. Claims 71-92 are pending for
examination.

3. The Applicant stated in his Remarks, filed 2/11/2013, page 13, “ At trial, the jury

found that assignee's claims asserted from the '572 Patent were not invalid over the prior art references
that Mr. Kent testified anticipated the claims or made them obvious. The Supplemental Information

Disclosure Statement expected to be filed soon will contain more information about the jury's

verdict. “ to submit a supplemental IDS, and that has not been received so far.

4. In view of the current amendments to claims 71-79, 81-87, 89-92 filed 2/11/2013
and the applicant’s arguments filed 2/11/2013, see pages 10-19, which are found
compelling and persuasive, previous rejection of claims 71, 73, 80, 81, 83, 87-88, 90
under 35 USC 102 and rejection of claims 72, 74-77, 82, 84-85, 89, 91-92 under 35
USC 103 are now moot and withdrawn.

5. Claims 71-92 are allowed, wherein claims 71, 81 and 87 are independent claims

and the rest are their dependencies.
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Application/Control Number: 12/906,979 Page 3
Art Unit: 3625

6. The following is an examiner’s statement of reasons for allowance:

Regarding claim 71, the prior art of record, alone or combined, neither teaches
nor renders obvious a method comprising steps, as a whole, upon receiving over the
Internet an electronic request generated by a visitor computer in response to selection
of a uniform resource locator (URL) within a source web page that has been served to
the visitor computer when visiting a first website, wherein the URL correlates the source
web page with at least one commerce object associated with a buying opportunity of a
merchant, (a) automatically, with a server computer associated with a second website,
retrieving data pre-stored in a storage device accessible to the server computer, and (b)
automatically, with the server computer, serving to the visitor computer a composite
web page of the second website, which composite web page includes: (i)information
associated with the commerce object associated with the URL that has been activated,
which commerce object includes at least one product available for sale through the
second website after activating the URL, and (ii) a plurality of visually perceptible
elements derived from the retrieved pre-stored data defining an overall appearance of
the composite web page that, excluding the information associated with the commerce
object, visually corresponds to the source web page, wherein the owner of the first
website is a third party with respect to the owner of the server computer, and the
merchant also a third party with respect to the owner of the server computer.

Since the other two independent claims 81 and 87 include similar limitations as
those of claim 71, they are analyzed and allowed on the basis of same rationale as set

forth for claim 71 above.
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Application/Control Number: 12/906,979 Page 4
Art Unit: 3625

The reasons for allowance for all dependent claims are the same as set forth for

claim 71 above.

7. Prior art discussion:

(i) Applicant’s arguments filed 2/11/2013, see pages 10-19, are compelling
and persuasive that the prior art of Saliba et al. (US Pub: 20020065772A1), SexToy
(Prior art provided in the IDS file 7/30/2012 and cited in reference #55, "Expert Report"
of the IDS.) and Alloul et al. (US Patent 6032130), alone or combined, teaches all the
elements, as a whole, recited in claims 71, 81 and 87.

(i) Kirsch [US Patent 5,963,915; see at least Abstract, Figs.1-3, claims 16-18]
teaches a server 22 providing a web page 24 with one or more embedded URLS , see
Fig.2, and one or more URLS can be associated with a purchasable item, by activating
the one or more URLs a request is received by another server 34 which in response
takes the necessary steps to respond . Kirsch does not teach automatically, with the

server computer [server 34 in Kirsch], serving to the visitor computer a composite web

page of the second website [corresponding to server 34]. which composite web page

includes: (i)information associated with the commerce object associated with the URL

that has been activated, which commerce object includes at least one product available

for sale through the second website after activating the URL, and (ii) a plurality of

visually perceptible elements derived from the retrieved pre-stored data defining an

overall appearance of the composite web page that, excluding the information
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Art Unit: 3625

associated with the commerce object, visually corresponds to the source web page

[corresponds to server 22 | Kirsch].

(iiiy ~ Merriman et al. (US Patent 7,930,207; see at least Figs 1-2 and col.3,
lines 29-67) teaches an affiliate web server [12] providing a HTML link to a user browser
[15] wherein by clicking that link a message is sent to a advertising server [19] which
provides the Advertisement object as a composite on the affiliate web site’s page image
displayed on the user browser. Merriman et al. does not teach automatically, with the
server computer [server 19 in Merriman], serving to the visitor computer a composite
web page of the second website [corresponding to server 19], which composite web
page includes: (i)information associated with the commerce object associated with the
URL that has been activated, which commerce object includes at least one product
available for sale through the second website after activating the URL, and (ii) a plurality

of visually perceptible elements derived from the retrieved pre-stored data defining an

overall appearance of the composite web page that, excluding the information

associated with the commerce object, visually corresponds to the source web page

[corresponds to server 12 in Merriman].

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”
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Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to YOGESH C. GARG whose telephone number is
(5671)272-6756. The examiner can normally be reached on Increased Flex/Hoteling.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

YOGESH C GARG
Primary Examiner
Art Unit 3625

/YOGESH C GARG/
Primary Examiner, Art Unit 3625
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specific session to rename, delete, or save to a local or network drive.

Click on the History link to display a list of your search sessions conducted in the last 30 days. The sessions
are grouped by date; using the plus sign, expand the files to review the search commands issued by session.
To see the commands, click on the session you want to review. You can also right-click with your mouse on a

http://dialogquicksearch.dialog.com/USPTO/search/searchHistory.action
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 26362

May 31, 2013 05:18:51 AM
Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
12906979 NOA 05/31/2013 23-CON3
892 05/31/2013 23-CON3

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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Doc code: RCEX PTO/SB/A0EFS (07-09)

Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2C12. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERGCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL
(Submitted Only via EFS-Web)

Applicaticn Filing Docket Number Art

Number 12906979 Date 2010-10-18 (if applicable) 23-CON3 Unit 3625
First Named Ross, D. Delano Jr. Examiner Garg, Yogesh C.

Inventor Name

This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the above-identified application.
Request for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8,
1995, or to any design application. The Instruction Sheet for this form is located at WWW.USPTO.GOV

SUBMISSION REQUIRED UNDER 37 CFR 1.114

Note: If the RCE is proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entered in the order
in which they were filed unless applicant instructs otherwise. If applicant does not wish to have any previously filed unentered amendment(s)
entered, applicant must request non-entry of such amendment{s).

] Previously submitted. If a final Office action is outstanding, any amendments filed after the final Office action may be considered as a
submission even if this box is not checked.

[ ] Consider the arguments in the Appeal Brief or Reply Brief previously filed on

[ ] Other

[X] Enclosed

Amendment/Reply
|:| Information Disclosure Statement (IDS)

|:| Affidavit(s)/ Declaration(s)

Other

Interview request.

MISCELLANEQUS

|:| Suspension of action on the above-identified application is requested under 37 CFR 1.103(c) for a period of months
{Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17{i) required)

[] Other

FEES

The RCE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when the RCE is filed.
The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to
Deposit Account No

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED

Patent Practitioner Signature

[] ApplicantSignature

EFS - Web 2.1.15
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Doc¢ code: RCEX

Doc description: Request for Continued Examination (RCE)

PTO/SB/30EFS (07-09)

Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Signature of Registered U.S. Patent Practitioner

Signature

/Louis J. Hoffman/

Date (YYYY-MM-DD)

2013-02-11

Name

Louis J. Hoffman

Registration Number

38918

This collection of information is required by 37 CFR 1.114. The information is required to obtain or retain a benefit by the public which is to
file {and by the USPTO to process) an application. Confidentiality is governed by 35 U.8.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for

reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce,
P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.

EFS - Web 2.1.15
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information
solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office
is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.5.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.5.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1.15
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants Ross, D. Delano, Jr., et al.  Art Unit : 3625

Serial No. 12/906,979 Examiner : Garg, Yogesh C.
Filing Date : 10/18/2010 Conf. No. : 1141

Title : Methods of expanding commercial opportunities for Internet

websites through coordinated offsite marketing

Commissioner for Patents Filed via EFS - February 11, 2013
P.O. Box 1450
Alexandria, VA 22313-1450

AMENDMENT ACCOMPANYING RCE

Dear Sir:

In response to the issues raised in the Office Action dated October 10, 2012,
which contains a new art rejection and was made final, assignee submits the below
amendments (beginning on page 2) and remarks (beginning on page 10).

This document accompanies a Request for Continued Examination. Assignee is
filing this RCE to cite additional information reporting on the positive outcome (for
assignee) of a federal court trial of certain claims of parent applications and to allow
assignee a free hand to amend the claims to complete prosecution of this application
most effectively, with maximum ease for the examiner.

A supplemental information disclosure statement will be submitted soon, before
the examiner considers this case.

Assignee also submits concurrently an Interview Request to promote quick
action and answer the examiner’s questions, if any, so as to facilitate prompt completion
of this application. Assignee asks the examiner to call to schedule the interview at a
time that is best, before the next decision.

Accordingly, assignee respectfully requests prompt action to conclude

prosecution in a compact fashion.
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Amendments

IN THE CLAIMS

Please amend the claims as follows:

1-70. (Cancelled)

71.  (Currently amended) A method of an outsource provider serving
web pages offering commercial opportunities, the method comprising;:
upon receiving over the Internet an electronic request generated by a visitor

computer in response to selection of a Hnk uniform resource locator (URL) within a

source web page that has been served to the visitor computer when visiting a first
website, wherein the link URL correlates the source web page with at least one
commerce object associated with a buying opportunity of a merchant,
(@)  automatically, with a server computer associated with a second website,
retrieving data pre-stored in a storage device accessible to the server computer,

and

(b)  automatically, with the server computer, serving to the visitor computer a

composite web page of the second website, which composite web page includes:

@) information associated with the commerce object associated with

the link URL that has been activated, which commerce object includes at

least one product available for sale through the second website after

activating the URL, and

(ii)  aplurality of visually perceptible elements derived from the

retrieved pre-stored data [[and]] defining an overall appearance of the

composite web page that, excluding the information associated with the

commerce object, visually correspond[[ing]]s to the source web page,

wherein the owner of the first website[[,]] is a third party with respect to the

owner of the server computer, and the merchant are-each is also a third partes party
with respect to each-ether the owner of the server computer.

72.  (Currently amended) The method of claim 71 wherein the visually

perceptible elements comprise data defining a set composed of a plurality of

Serial No. 12/906,979 Page 2 of 20
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navigationallinks URLs, used each of which URLs appear on at least some of the web
pages of the first website, and each-of which links URLs link point to specifie respective

web pages of the first website.

73.  (Currently amended) The method of claim 71 wherein the commerce
object associated with the Hirnl URL that has been activated comprises information

defining an electronic catalog having a multitude of products offered for sale by the

merchant efferings through the second web site, and wherein the composite web page
contains one or more selectable ravigationtinks URLs connecting a hierarchical set of

additional web pages of the second web site, each pertaining to a subset of the product

offerings in the catalog.

74.  (Currently amended) The method of claim 73 further comprising,

automatically with the server computer, (i) accepting search parameters inputted

through the browser of the visitor computer, and-autematically-with-the server

computer (ii) using said parameters to search for specific products within the catalog,

and (ii) serving the results for display using the browser of the visitor computer.

75.  (Currently amended) The method of claim 71 wherein the commerce
object associated with the Hirnl URL that has been activated comprises information
defining a multitude of products of at least the merchant, and further comprising,
automatically with the server computer, (i) accepting search parameters inputted

through the browser of the visitor computer, and-attomatically-with-the server
eemputer (ii) using said parameters to search for specific products within the plurality

of products, and (iii) serving the results for display using the browser of the visitor

computer.

76.  (Currently amended) The method of claim 71 wherein the owner of
the source web page is party to a contract providing for receipt of a commission based

on the level of sales made through activation of the URL as a result of a transaction

involving the commerce object displayed on the source web page.

Serial No. 12/906,979 Page 3 of 20
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77.  (Currently amended) The method of claim 76 further comprising

computer-facilitating automatic payment of the commission to the owner of the source

web page, once the transaction is completed.

78.  (Currently amended) The method of claim 71, wherein the composite
web page contains a further Hinlk URL associated with the information associated with
the commerce object associated with the lirlke URL that has been activated, which Hnrlk
URL, when activated by the web browser, places data representing the commerce object
into a virtual shopping cart, and further comprising, automatically with the server
computer, accepting inputted billing information from the visitor computer, recording
the billing information, and using the billing information to facilitate payment to the
merchant for the commerce object associated with the activated Hrl« URL when the
server computer detects activation by the web browser of a checkout lrnk URL

associated with the shopping cart.

79.  (Currently amended) The method of claim 78 further comprising

computer-facilitating automatic payment of the commission to the owner of the source

web page, once the transaction is completed.

80.  (Previously presented) The method of claim 71, wherein the composite
web page appears to the computer user to be generated by a server associated with the

source page.

81.  (Currently amended) A computer system apparatus for an outsource
provider serving web pages offering commercial opportunities, the apparatus
comprising:

(@)  anelectronic storage device containing data defining a plurality of

visually perceptible elements visually corresponding to a source web page,

i) wherein the source web page contains at least one active Hnk

uniform resource locator (URL) that is served to the visitor computer

when visiting the first website, which link URL correlates the source web
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page with at least one commerce object associated with a buying
opportunity of a merchant, and

(if)  wherein the owner of the first website[[,]] is a third party with

respect to the outsource provider, and the merchant are-each is also a
third parties party with respect to each-ether the outsource provider; and

(b)  acomputer server device controlled by the outsource provider and

associated with a second website, which computer server is-coupled device has a

data coupling to the electronic storage device, and which computer server device
is programmed to, upon receiving over the Internet an electronic request
generated by a visitor computer in response to selection of the link URL,
automatically:

i) retrieve from the storage device the stored data defining the

plurality of visually perceptible elements—+isuallycerrespondingto-the-
sedree-webpage, and

(i)  serve to the visitor computer a composite web page of the second
website, which composite web page includes:
(A) information associated with the commerce object associated

with the Hrnk URL that has been activated, which commerce object

includes at least one product available for sale through the second

website after activating the URL, and

(B)  the plurality of visually perceptible elements derived from

the retrieved data, which visually perceptible elements define an

overall appearance of the composite web page that, excluding the

information associated with the commerce object, visually

corresponds to the source web page.

82.  (Currently amended) The apparatus of claim 81 wherein the visually

perceptible elements comprise data defining a set composed of a plurality of

navigational-links URLs, used each of which URLs appear on at least some of the web
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pages of the first website, and each-ef which links URLs lirk point to speeifie respective

web pages of the first website.

83.  (Currently amended) The apparatus of claim 81 wherein the
commerce object associated with the ink URL comprises information defining an

electronic catalog having a multitude of products offered for sale by the merchant

offerings through the second web site, and wherein the composite web page contains
one or more selectable ravigatientinlks URLs connecting a hierarchical set of additional

web pages of the second website, each pertaining to a subset of the product offerings in

the catalog.

84.  (Currently amended) The apparatus of claim 83 wherein the

computer server device is further programmed to: (i) upon receiving over the Internet
an electronic request generated by a visitor computer in response to selection of the Hnk
URL, accept search parameters inputted through the browser of the visitor computer
and automatically use the search parameters to search for specific products within the

catalog, and (ii) serve the results for display using the browser of the visitor computer.

85.  (Currently amended) The apparatus of claim 81 further comprising a
computerized accounting module programmed to cause the computer system to
automatically record payment to the owner of the first website, once the transaction is
completed, wherein the owner is party to a contract with the outsource provider

providing for receipt of a commission based on the level of sales made through

activation of the URL as a result of a transaction involving the commerce object

displayed on the source web page.

86.  (Currently amended) The apparatus of claim 85 wherein:

@) the composite web page contains a further Hnk URL associated
with the information associated with the commerce object associated with the
link URL that has been activated, which lnk URL, when activated by the web
browser, places data representing the commerce object into a virtual shopping

cart,

Serial No. 12/906,979 Page 6 of 20

Page 119



(i)  the computer server device is further programmed to automatically

accept inputted billing information from the visitor computer, and record the
billing information, and

(iii) the computerized accounting module is further programmed to
cause the computer system to automatically use the billing information to record
payment to the merchant for the commerce object associated with the activated

link URL when the computer server device detects activation by the web browser

of a checkout link URL associated with the shopping cart.

87.  (Currently amended) A method of an outsource provider serving
web pages offering commercial opportunities, the method comprising;
upon receiving over the Internet an electronic request generated by a

visitor computer in response to selection of a Hrk uniform resource locator (URL)

within a source web page that has been served to the visitor computer when
visiting a first website, wherein the Hnk URL correlates the source web page with
at least one commerce object associated with a buying opportunity of a
merchant,

automatically, with a server computer associated with a second website,
serving to the visitor computer a dynamically generated composite web page
containing instructions directing the visitor computer to display:

i) information associated with the commerce object associated with

the lirnk URL that has been activated, which commerce object

includes at least one product available for sale through the second

website after activating the URL, and

(i)  a plurality of visually perceptible elements visually corresponding

to the source web page, which visually perceptible elements define

an overall appearance of the composite web page that, excluding

the information associated with the commerce object, visually

corresponds to the source web page,
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wherein the instructions direct the visitor computer to download data
defining the visually perceptible elements from a storage device that is accessible
to the visitor computer through the Internet, and

wherein the owner of the first website[[,]] is a third party with respect to

the owner of the server computer, and the merchant are-eaeh is also a third

parties party with respect to each-ether the owner of the server computer.

88.  (Previously presented) The method of claim 87 wherein the storage device

is coupled to the server computer associated with the second website.

89.  (Currently amended) The method of claim 87 wherein the visually
perceptible elements comprise data defining a set composed of a plurality of
navigationallinks URLs, used each of which URLs appear on at least some of the web
pages of the first website, and each-of which links URLs link point to specifie respective

web pages of the first website.

90. (Currently amended) The method of claim 87 wherein the commerce
object associated with the Hirnl URL that has been activated comprises information

defining an electronic catalog having a multitude of products offered for sale by the

merchant efferings through the second web site, and wherein the composite web page
contains one or more selectable ravigationtinks URLs connecting a hierarchical set of

additional web pages of the second website, each pertaining to a subset of the product

offerings in the catalog.

91.  (Currently amended) The method of claim 90 further comprising,

automatically with the server computer, (i) accepting search parameters inputted

through the browser of the visitor computer, and-autematically-with-the server

computer (ii) using said parameters to search for specific products within the catalog,

and (iii) serving the results for display using the browser of the visitor computer.

92.  (Currently amended) The method of claim 87 wherein the commerce
object associated with the Hirnl URL that has been activated comprises information

defining a multitude of products of at least the merchant, and further comprising,
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automatically with the server computer, (i) accepting search parameters inputted

through the browser of the visitor computer, and-attomatically-with-the server
eemputer (ii) using said parameters to search for specific products within the plurality

of products, and (iii) serving the results for display using the browser of the visitor

computer.
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Remarks

The Office Action, which was made final, withdrew the previous indication of
allowance of all claims and rejected most claims as either anticipated by U.S. Pat. Pub.
2002/0065772 (Saliba) or obvious in view of Saliba in view of the SexToy reference,
“Official Notice,” or the Alloul patent (newly cited). The Office Action indicates
continued allowability, however, of certain dependent claims, namely claims 78, 79, and
86. Although the approval of certain claims is appreciated, assighee respectfully
requests reconsideration of the rejection of the other claims, for the reasons stated
below. The amendments presented here, and the reasons for them, are explained in
each section of this paper, as relevant.

1. Saliba does not anticipate independent claims 81, 81, and 87. Assignee

respectfully requests reconsideration of the rejection of all claims on the principal
grounds that Saliba fails to disclose the claimed features of any “commerce object” of a
“merchant.” Independent claims 71, 81, and 87 each contain the limitation that the
“URL correlates the source web page with at least one commerce object associated with
a buying opportunity of a merchant,” and each require that the “composite web page”
contain “information associated with the commerce object associated with the URL that
has been activated, which commerce object includes at least one product available for
sale through the second website after activating the URL.”

Saliba discloses a service-center computer that displays customer-specific
information to customers on behalf of financial-service companies, each of which has its
own website. Saliba does not meet the claim limitations quoted above because, in Saliba,
the URL does not lead to any “commerce object” of a “merchant.” Rather, Saliba’s URL
would lead to a page from which the customer can select, for viewing, a bill from a
company already billing the customer for something (such as a telephone company or
an electric utility).

At several points in various rejections (e.g., p. 7), the Office Action refers to “a

commercial object such as a bill from a [biller].” With respect, a bill, even if it could
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fairly be called a “commercial object” in some ordinary speech (which is questionable at
minimum), is not a “commerce object” of a “merchant,” as stated in the claims.

The terms “merchant” and “commerce object” were interpreted by the Patent
Office’s Board of Appeals in a matter concerning the same specification as pending
here, and by a district court in the previously disclosed litigation involving the same
parent patent.

As to “merchant,” the Board ruled: “The Specification of the ‘572 Patent [a
parent case with substantially the same specification as is pending here] defines
‘merchants” as ‘“producers, distributors, or resellers of the goods to be sold through the
outsource provider.” (Spec. col. 23, Il. 18-19).” See Appeal 2009-013987, p. 7, finding of
fact #1. The district court construed the term “merchant” as a “producer, distributor, or
reseller of goods or services to be sold.”

As to “commerce object,” the Board of Appeals held, in the same appeal (p. 13),
“The Specification of the ‘572 Patent [again, the same one here] defines a commerce
object as “a catalog, category, product or dynamic selection’.” The district court likewise
construed “commerce object” as “a third-party merchant’s: catalog, category, product
(goods or services), or dynamic selection.” See also, e.g., specification, p. 24, lines 29-31.

To make the Office’s decision here easy, assignee has made certain amendments
to copy pertinent portions of the proper constructions into the claim language itself,
which removes any need to do the construction work done by the Board and the court.
Specifically, assignee has added into the claim the limitation that the “commerce object
includes at least one product available for sale through the second website after
activating the URL,” to amplity the existing claim language that the “URL correlates the
source web page with at least one commerce object associated with a buying

opportunity of a merchant.”! Because the added language simply incorporates

1 Assignee has, throughout the claims, changed the term “link” to “URL,” which
similarly avoids a debate over the construction of that term. The term “URL” is explicitly
referenced in the specification. See, e.g., p. 22, lines 18-23 (“URL"); see also p. 41, lines 1-3
(“hyperlink of some kind”). Because this change is consistent with the district court’s
interpretation of the term “link,” no narrowing is accomplished by this change.
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established constructions (as shown in more detail below), the amendments are not
narrowing amendments.

Saliba’s billing company is not a “merchant,” because it is not selling any
products (goods or services) through the second website, as claimed (as the Board
explained, this is the “outsource provider” that practices the method or controls the
equipment claimed). According to the explanation of Saliba in the final Office Action,
the “outsource provider” is supposedly Saliba’s “service-center” that facilitates access to
the bills of the “billers.” But the billers (the supposed “merchants”) offer no products
through the website of the “service-center.” Accordingly, Saliba’s billers cannot be
“merchants” as defined in the claim or under the established construction of that term.?

Similarly, Saliba’s link does not lead to any “commerce object” as defined in the
claim or as properly construed, because a bill or collection of bills contains (referring to
the claims) no “product [neither goods nor services of a merchant] available for sale
through the second website” (the “service-center”). Referring to the established
constructions, the bills are not a catalog (of products), not a category (of products), not a
product, and not a dynamic selection (of products).

The Office Action refers to the expert report of Mr. Peter Kent (a witness for
litigation defendants cited by assignee) as support for the rejection. Although at several
locations (e.g., 49 152, 343, 368, 819-820, 881-882), Mr. Kent’s report asserts that Saliba’s
“multiple Billers” are “merchants,” and that Saliba disclose linked “commerce objects”
(e.g., Kent 9 161, 351, 375, 838-839, 904-905), nowhere does Mr. Kent’s report provide
any explanation or justification for those conclusions.

In the lawsuit in which Mr. Kent filed his report, assignee submitted a rebuttal
expert report explaining errors in Mr. Kent’'s report, which included mention of Mr.
Kent’s failure to justify his conclusions that Saliba disclosed “merchants” selling
“commerce objects.” Mr. Kent was not obligated to reply to the rebuttal report, but he

testified at trial, and he opined that certain asserted claims of the parent ‘572 Patent

2 The billers presumably sold products at some earlier time to the users, which resulted
in the bills. But that does not make them “merchants” with respect to the activity described in
the claims in question.
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were invalid.? In his trial testimony, however, Mr. Kent did not repeat the argument
from his expert report that Saliba anticipated the claims. Although a number of
explanations are possible, it is a reasonable inference to suppose that Mr. Kent was
persuaded by the responsive expert report, or perhaps considered it unwise to pursue
an argument that he could not win before the jury. Regardless of Mr. Kent’s reasons for
dropping reliance on Saliba, though, the Office Action’s reliance on Mr. Kent’s report
does not buttress any rejection.

At trial, the jury found that assignee’s claims asserted from the ‘572 Patent were
not invalid over the prior art references that Mr. Kent testified anticipated the claims or
made them obvious. The Supplemental Information Disclosure Statement expected to
be filed soon will contain more information about the jury’s verdict.

Because neither the final Office Action nor Mr. Kent identified any evidence
showing that Saliba taught a service-center offering any “commerce object” of any
“merchant,” assignee respectfully requests that the Office find as a fact that Saliba lacks
those elements and withdraw the anticipation rejection of all claims.

Although not relevant directly to the rejection, assignee has amended all
independent claims in a few other respects:

First, assighee has broadened the explanation of the “third party” relationship
among the parties. The specification, p. 36, lines 15-18, explains that a single legal entity
(such as a company) can “play the dual role of Host and Merchant.” In all cases,
however, the Host is a third party from the Outsource Provider, and the Merchant is a
third party to the Outsource Provider. Disregarding previous strategy or any comments
that may have been made before now, assighee wishes to present claims, through this
RCE, that cover the scenarios identified in the specification. Therefore, the Office should

understand that the Host and the Merchant may be the same, related, or unrelated, but

that both Host and Merchant are third parties with respect to the Outsource Provider.

3 The asserted claims were claims 13, 17, and 20 of the ‘572 Patent. Those claims include
reference to “commerce objects,” like the claims pending here.
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Second, assignee has clarified (using, for example, the wording of claim 71) that
“the composite web page includes ... a plurality of visually perceptible elements
derived from the retrieved pre-stored data defining an overall appearance of the
composite web page that, excluding the information associated with the commerce
object, visually corresponds to the source web page.” The point of the amendments is
simply to clarify directly in the claim language what was already contained in the claim
term “visually perceptible elements” as interpreted by the district court, namely that
they define “overall appearance” and that the correspondence between the “source web
page” and the “composite web page” is based on that overall appearance. See, e.g.,
specification, Figs. 15, 19; p. 4, lines 6-15; p. 6, line 28 to p. 7, line 3; p. 21, lines 11-14, 18-
22; p. 27, lines 12-24; p. 37, lines 26-28; p. 38, lines 17-20; p. 41, lines 4-10. However, the
correspondence need not extend to the other part of the “composite web page”
(described in part (b)(i) of claim 71, for example), namely the “information associated
with the composite object,” because, obviously, and as explained in the specification at
the above-listed places, the commerce object “information” appears on the composite

page but not the source page.*

2. Saliba does not anticipate dependent claims 73, 83, and 90 (electronic

catalog). These claims add the limitation “wherein the commerce object associated with
the URL that has been activated comprises information defining an electronic catalog
having a multitude of products offered for sale by the merchant through the second
web site, and wherein the composite web page contains one or more selectable URLs
connecting a hierarchical set of additional web pages of the second web site, each

pertaining to a subset of the product offerings in the catalog.”

¢ In addition, assignee has made a number of amendments to the dependent claims.
Most of those are discussed in the next sections. However, assignee has also amended claims
74-75 and 91-92, not discussed separately below, to clarify that the “server computer” both
accepts the search parameters and uses them. No change in scope is intended; these changes are
for grammar, form, and better clarity only. In addition, in the same dependent claims plus
claim 84, assignee has added the word “inputted” in the phrase “through the browser,” again
for better clarity. These amendments conform the language to the form used in dependent
claims 78 and 86, which are indicated allowable and relate to “billing information,” which can
be inputted in a manner similar to the “search parameters” of these claims.
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Assignee’s amendments contain grammatical clarification, specifying that the
referenced “offerings” are product offerings through the second website. That was made
clear in the previous version through antecedent reference, and assignee’s amendments
clarify it for ease of reference. Accordingly, no narrowing is being performed.

As noted above, there is no “merchant” disclosed by Saliba in connection with
following the URLs discussed in that reference. Moreover, Saliba involves distribution
of financial documents and does not disclose “a hierarchical set of additional web pages
of the second website, each pertaining to a subject of the product offerings in the
catalog” at least because there is no catalog of product offerings in Saliba.

The Office Action (p. 5) refers to Saliba’s paragraph 41, which “displays a list of
Biller names,” which the rejection says “is a catalog of multiple merchant offerings
which can be selected.” But there is no product or service offered for sale through such
list, so a list of biller names is not a set of “product offerings,” nor is it a “catalog.”
Saliba teaches displaying bills of “billers,” which does not meet the claim limitations in
these dependent claims. These claims should be indicated allowable as well as the
independent claims.

3. The Saliba/SexToy combination does not obviate dependent claims 72,

82, and 89 (return URLs). Turning to the rejections of certain dependent claims for

obviousness, the Office Action (pp. 6-7) rejects dependent claims 72, 82, and 89 over
Saliba in view of the set of references called “SexToy.” These pending claims add the
limitation that “the visually perceptible elements comprise data defining a set
composed of a plurality of URLs, each of which URLs appear on at least some of the
web pages of the first website, and which URLs point to respective web pages of the
tirst website.”

Assignee’s amendments simply correct the grammar and simplify the language
for ease of understanding (and use the term “URL,” as explained above, consistently).

In particular, assignee has removed the confusing phrase “links link,” made clear what
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“used on” was intended to mean, clarified that the term “set” was intended to contain
plural members, and corrected the singular/plural problem that arose from the use of
the word “each.” Again, no narrowing is being done.

With the more simple language, the Office can understand more easily that the
“composite page” has plural URLs that reproduce URLs of the first site and that “point”
back to specific pages of the first site. This cannot be just the ineffective unitary “’return
to referring website’ links” criticized in the specification. See p. 3, lines 9-11.

The Oftice Action (p. 6) concedes that Saliba does not disclose the feature added
by the dependent part of these claims. The Office Action says, though, that “SexToy
teaches presenting to visitors multiple navigational links back to host web site.”
However, the Office Action cites SexToy generally, and it is not apparent exactly where
the Office Action thinks SexToy “teaches” the feature. Assignee does not find any place
where SexToy contains such a teaching, neither any printed suggestion in SexToy
documents to have a set of navigational links, nor any evidence of any SexToy affiliate
who actually put such a set of navigational links in the affiliate’s header or footer in a
commercial example predating the effective date of this application.

The Office Action cites generally the discussion of SexToy in the Kent Expert
Report, but that does not remedy the omission. Mr. Kent’s report (1] 477-481) seems to
say that it might have been “possible” to include, or that there “could” have been, links
back to the host (first) website, but he never shows that there actually were such links
back. Mr. Kent cites the following testimony from the SexToy founder (Mr. Levine):

Q. Was it possible for the HTML code to include graphics?

A. Yes. And, in fact, we, you know, advertised or marketed to the fact that you
could put links back to your site, to other sites, images, banners, whatever you
want. Yes.

Q. So if they had a series of navigational links or a hierarchy, they could include
that at the top of the page and it would be reproduced by the Sextoy servers?
A. Yes. [Levine depo at p. 35.]
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However, neither Mr. Levine nor Mr. Kent cited any actual document showing such
supposed “advertisement or marketing” of plural links back to respective host web
pages. Rather, Mr. Kent (1179) cites only a suggestion of a single link to the main site,
the technique criticized by the specification here. Mr. Levine orally confirmed Mr. Kent’s
view that it is possible that an affiliate could have created a link, but neither person
provided any evidence that any SexToy affiliate actually created the specified set of
plural URLs before the critical date.

In the litigation in which Mr. Kent testified, again, assignee’s rebuttal expert
report identified Mr. Kent's report's omissions with respect to SexToy as described
above. Again, in his trial testimony, Mr. Kent did not repeat the argument from his
expert report that SexToy disclosed this feature. Indeed, Mr. Kent did not discuss
SexToy at all at trial. Similarly, although the litigation defendants identified Mr. Levine
as a witness and even sought special accommodations for him to appear, in the end,
defendants never called Mr. Levine as a witness. Again, although a number of
explanations are possible, it is a reasonable inference to suppose that Mr. Kent and
defendants were persuaded by the responsive expert report, or perhaps considered it
unwise to make an argument based on SexToy that they could not win. Regardless of
Mr. Kent’s or defendants’ reasons for dropping reliance on SexToy, the Office Action’s
reference to Mr. Kent’s report does not buttress the rejection.

Because it is admitted that Saliba doesn’t disclose the feature, and because the
Office does not meet its burden of showing any place where SexToy remedied the
omission, these claims should be indicated allowable regardless of the decision on the

independent claims.

4, The Saliba/Official Notice combination does not obviate claims 76-77

and 85 (commission payments). The Office Action (pp. 8-9) rejects dependent claims 76,

77, 85, and 92 as obvious over Saliba in view of “official notice.” Claim 76 adds the
limitation “wherein the owner of the source web page is party to a contract providing

for receipt of a commission based on the level of sales made through activation of the
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URL as a result of a transaction involving the commerce object displayed on the source
web page.” Claim 77 depends on claim 76 and adds the further limitation: “further
comprising computer-facilitating automatic payment of the commission to the owner of
the source web page, once the transaction is completed.” Claim 85 refers to an
“accounting module” that is programmed to record payment in accordance with such a
contract.>

As used in the specification, a “commission,” in the context of sales, is “an
amount of money ... based on the level of sales,”® or “a percentage of the sales” paid for
producing or assisting in them.” Again, to make it easy, assignee has amended the
claims to refer explicitly to “a commission based on the level of sales made through
activation of the URL.” Because that change merely confirms the normal interpretation,
it is not a narrowing amendment.

Turning to the rejection, as an initial matter, the Office Action (p. 9) observes that
the added limitation “does not involve any machinery” so as “to be qualified as a
statutory process limitation.” However, no Section 101 rejection is made, so no response
is deemed necessary to this observation, despite assighee’s disagreement with the
statement. In any event, claim 85 contains specific machinery, as it is an apparatus claim

that depends on independent apparatus claim 81.8

5 Claim 92 appears to have been listed in this rejection in error, because it relates to
different subject matter.

6 hitp:/ /www . businessdictionarv.com/ definition/ sales-commission.himl (see
attached).

7 http/ Swww o wisegeek. com/ what-dogs-it-imean-to-be-paid-on-commission. htin  (see
attached).

8 Assignee has amended independent apparatus claim 81 to clarify the phrase “which
computer server device is coupled to the electronic storage device.” To avoid any implication
that the coupling must be only direct or local, and to clarify the type of coupling, assignee has
amended this phrase to “which computer server has a data coupling to the electronic storage
device.” In other words, the coupling is a “data coupling,” namely any connection that can
allow data flow. This wording better conforms apparatus claim 81 to the independent method
claims, which refer to “a storage device accessible to the server computer” in claim 71 (and
“through the Internet” in claim 87). Assignee also has amended claim 81 and certain dependent
claims to refer consistently to “computer server device.”
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More central to the rejection actually made, the “official notice” taken (p. 9) is
“that an entity like a bank in Saliba can charge a fee/commission for providing the
service of displaying links” for bills “provided to the customers” and “an automatic
payment can be made to the bank” with “known electronic payment methods.” To put
it simply, the Office Action seems to take “official notice” that banks could charge the
customers a fee for viewing bills and deduct that fee electronically.

Assuming the “official notice” is fair, however, it does not satisty the claim
language. By referring to “fee/commission,” the Office Action implies that the two
words are the same, which is not true. Official notice that Saliba’s bank might receive a
“fee” for access to certain information does not necessarily imply that the bank would
receive a “commission” based on a sale made. The “official notice” here does not assert
that the examiner is aware of banks having received commission based on sales made
through some kind of linked activity, in any relevant, comparable context.

Also, the claim requires that the payment to the bank (however it is
characterized) be “as a result of a transaction involving the commerce object displayed
on the source web page.” As noted above, the “official notice” refers to a payment “for
providing the service of displaying links to bills.” Providing a bill is not a “transaction,”
though, and no official notice is taken of any payment for any “transaction.” In this
context, a “transaction involving the commerce object” is a sale agreement or legal
transfer of property, i.e., the goods or services defined by the “commerce object.”®

Because it is admitted that Saliba doesn’t disclose the feature, and because the
“official notice” (even assuming that the notice is fair and the rationale for combining
the two is justifiable) is not sufficient to meet the admittedly missing element, the
Saliba/Official Notice combination does not obviate dependent claims 76-77 and 85,
and these claims should be indicated allowable regardless of the decision on the
independent claims.

In view of the above showing, all claims should be allowed.

? http:/ L www businessdicionary.com/ definition/ fransaction. it (see attached).
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If the Office has any questions, please feel free to contact assignee’s undersigned
attorney of record.
Respectfully submitted,
DDR HOLDINGS, LLC
by its attorney

Dated: February 11, 2013 /Louis |. Hoffman/
Louis J. Hoffman
Reg. No. 38,918

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street
Suite 312

Scottsdale, Arizona 85260
(480) 948-3295
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What is sales commission? definition and meaning http://www.businessdictionary.com/definition/sales-commission.html

Definition M

X
The amount of money that an individual receives based on

NS

the level of sales he or she has obtained. The sales person
is provided a certain amount of money in addition to
his/her standard salary based on the amount of sales
obtained.
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Being paid on commission means that a person is paid a
percentage of the sales that he or she makes. When people are
paid totally on commission, they are not receiving a salary or an
hourly rate, but rather are paid only according to the sales dollars
they bring in. This has both advantages and disadvantages.

When people are paid on a commission basis, they have an
incentive to try harder to make sales since this is the only way that
they can earn money. However, some people say that some
workers paid on commission may take advantage of the situation
so that they can earn more. For example, some mechanics are paid
this way, and some customers may feel they have been charged for
the mechanic to fix things that may have not needed repairing.
Although many mechanics are trustworthy , many people feel that
a being paid on a commission basis invites dishonesty in order to
earn more pay.

Some real gstate agents are paid on commission and usually earn
good pay when a house is sold. Real estate agents paid on a salary
basis may earn more or less than those who only earn a
commission. The commission rates vary widely as they must be
negotiated with the seller when the home is listed.
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What is transaction? definition and meaning

http://www.businessdictionary.com/definition/transaction.html
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1. General: Agreement, contract, exchange, understanding,

Definitions (5)

or transfer of cash or property that occurs between two or
more parties and establishes a legal obligation. Also called
booking or reservation.

2. Accounting: Event that effects a change in the asset,
liability, or net worth account. Transactions are recorded
first in journal and then posted to a ledger.

3. Banking: Activity affecting a bank account and
performed by the account holder or at his or her request.
4. Commerce: Exchange of goods or services between a
buyer and a seller. Every transaction has three
components: (1) transfer of good/service and money, (2)
transfer of title which may or may not be accompanied by a
transfer of possession, and (3) transfer of exchange rights.
5. Computing: Event or process (such as an input message)
initiated or invoked by a user or computer program,
regarded as a single unit of work and requiring a record to
be generated for processing in a database. In a secure
transaction (see ACID qualities) such events are regarded
as a single unit of work and must either be processed in
their totality or rejected as a failed transaction.
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PTOL-413A (08-10)
Doc Code: M865 or FAIREQINTV Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Applicant Initiated Interview Request Form

Application No.: 12/906,979 First Named Applicant: ROSS, D. DELANO, JR.
Examiner: GARG, YOGESH C. Art Unit: 3625 Status of Application: RCE fied 02/11/2013

Tentative Participants:

1) Examiner Garg (2) Louis J. Hoffman

(3) C))

Proposed Date of Interview: please call Proposed Time: (AM/PM)
Type of Interview Requested:

(1) |~] Telephonic (2) [ ] Personal (3) [ ] Video Conference

Exhibit To Be Shown or Demonstrated: [ | YES [ ] NO

If yes, provide brief description; Uncertain. Exhibits available if Examiner needs.

Issues To Be Discussed

Issues Claims/ Prior Discussed Agreed Not Agreed
(Rej., Obj., etc) Fig. #s Art

@ | ] [ ] [

€) I [ ] [ ] L ]

@_ [ ] | ] | ]

[ ] Continuation Sheet Attached [ ] Proposed Amendment or Arguments Attached

Brief Description of Arguments to be Presented: Seeamendment accompanying RCE.

An interview was conducted on the above-identified application on

NOTE: This form should be completed and filed by applicant in advance of the interview (see MPEP § 713.01).
If this form is signed by a registered practitioner not of record, the Office will accept this as an indication that he
or she is authorized to conduct an interview on behalf of the principal (37 CFR 1.32(a)(3)) pursuant to 37 CFR
1.34. This is not a power of attorney to any above named practitioner. See the Instruction Sheet for this form,
which is incorporated by reference. By signing this form, applicant or practitioner is certifying that he or she has
read the Instruction Sheet. After the interview is conducted, applicant is advised to file a statement of the
substance of this interview (37 CFR 1.133(b)) as soon as possible. This application will not be delayed from issue
because of applicant’s failure to submit a written record of this interview.

/Louis J. Hoffman/
Applicant/Applicant’s Representative Signature Examiner/SPE Signature
Louis J. Hoffman

Typed/Printed Name of Applicant or Representative

38918
Registration Number, if applicable

This collection of information is required by 37 CFR 1.133. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 24 minutes to
complete including gathermg, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any

ts on the a t of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Electronic Patent Application Fee Transmittal

Application Number: 12906979

Filing Date: 18-Oct-2010

Methods of expanding commercial opportunities for internet websites

Title of Invention: through coordinated offsite marketing

First Named Inventor/Applicant Name: D. Delano Ross
Filer: Louis J. Hoffman/Donald Hertz
Attorney Docket Number: 23-CON3

Filed as Small Entity

Utility under 35 USC 111(a) Filing Fees

Description Fee Code Quantity Amount Suz-s'l's(t:)l in

Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:
Post-Allowance-and-Post-Issuance:
Extension-of-Time:

Extension - 1 month with $0 paid 2251 1 75 75
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Description Fee Code Quantity Amount Suz-s'l's(t:)l in
Miscellaneous:
Request for continued examination 2801 1 465 465
Total in USD ($) 540
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Electronic Acknowledgement Receipt

EFS ID:

14932684

Application Number:

12906979

International Application Number:

Confirmation Number:

1141

Title of Invention:

Methods of expanding commercial opportunities for internet websites
through coordinated offsite marketing

First Named Inventor/Applicant Name:

D. Delano Ross

Customer Number:

26362

Filer:

Louis J. Hoffman/Donald Hertz

Filer Authorized By:

Louis J. Hoffman

Attorney Docket Number: 23-CON3
Receipt Date: 11-FEB-2013
Filing Date: 18-0CT-2010

Time Stamp: 20:11:47

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$540

RAM confirmation Number

7315

Deposit Account

Authorized User

File Listing:

Document

Number Document Description

File Name

File Size(Bytes)/
Message Digest

Multi
Part /.zip

Pages
(if appl.)
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) o 697803
1 Request for Continued Examination 13-02-11-DDR-CON3- no 3
(RCE) RCE_Request.pdf
9919c76cd 1ba5fe9d74430d 7dc5ae762afd
5f957
Warnings:
Information:
R R 782970
5 Amendment Submitted/Entered with 13-02-11-DDR-CON3- no >3
Filing of CPA/RCE AmAccompRCE.pdf
dé6bcetdcfeeBe4633d8cb5e0c15d85db8f|
5beb5
Warnings:
Information:
] ] ) 159396
3 Letter Requesting Interview with 13-02-11-DDR-CON3- no 1
Examiner Intview_Request.pdf
9bcd 1bb4f8a5c43443ed9d6c3adf1h420d8|
de980
Warnings:
Information:
32126
4 Fee Worksheet (SB06) fee-info.pdf no 2
0fdba04c4cbfc887b2a286718fba5c3b7f51
B86a
Warnings:
Information:
Total Files Size (in bytes); 1672295

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PTO/SB/06 (07-06)

Approved for use through 1/31/2007. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD | Application or Docket Number Filing Date
Substitute for Form PTO-875 1 2/906,979 10/18/2010 D To be Mailed
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY [X] OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE ($) FEE ($) RATE ($) FEE ($)
L Basic Fee N/A N/A N/A N/A
(37 CFR 1.16(a). (b). or (d))
[0 searcH Fee
I (37 CFR 1.16(k), (i), or (m)) N/A N/A N/A N/A
[0 examINATION FEE
(37 CFR 1.16(0), (o), or (a)) N/A N/A N/A N/A
TOTALCLANS ek - on [
INDEPENDENT CLAIMS , . ~ ~
(37 CFR 1.16(h)) minus 3 = X$ = X $ -

If the specification and drawings exceed 100
[JAPPLICATION SIZE FEE _sheets of paper, the applicgtion size fee due
(37 CFR 1.16(5)) is $_2_50 ($125 for small enm_y) for each
’ additional 50 sheets or fraction thereof. See
35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s).

P
[ MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16()
P—

* If the difference in column 1 is less than zero, enter “0” in column 2. TOTAL TOTAL

APPLICATION AS AMENDED — PART Il

OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
= 02/11/2013 AFTER PREVIOUSLY EXTRA RATE ($) FEE ($) RATE ($) FEE ($)
E AMENDMENT PAID FOR
s ;I'?;?I (37 CFR ) Minus | ~ 22 -0 X $31= 0 ORI xs$ =
a X
E '232‘;2’}"_?6’1;” ~3 Minus | =3 -0 X $125 = 0 ORI xs =
<§( ] Application Size Fee (37 GFR 1.16(s))
p—
D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR
TOTAL TOTAL
ADD’L 0 OR ADDL
FEE FEE
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY EXTRA RATE ($) FEE ($) RATE ($) FEE ($)
— AMENDMENT PAID FOR
Z | Total (37¢cFr N ; x - -
R Minus = X$ = CR X8 =
> Independent . f e
) 5370€R1.16(h)) Minus = X$ = OR | X$ =
& [ L optoaton s
] pplication Size Fee (37 CFR 1.16(s))
=
<C D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR
TOTAL TOTAL
ADD’L OR ADDL
FEE FEE
If the entry in column 1 is less than the entry in column 2, write “0” in column 3. Legal Instrument Examiner:
** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”. /DIANA BATES/

*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3”.
The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |  CONFIRMATION NoO. |
12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141
26362 7590 10/10/2012 | |
EXAMINER
LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312 GARG, YOGESH C
Scottsdale, AZ 85260
| ART UNIT | PAPER NUMBER |
3625
| NOTIFICATION DATE | DELIVERY MODE |
10/10/2012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Louis @valuablepatents.com
donald @valuablepatents.com
shaelyn @valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

12/906,979 ROSS ET AL.
Office Action Summary Examiner Art Unit

YOGESH C. GARG 3625

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status

)X Responsive to communication(s) filed on 30 July 2012.
2a)[X] This action is FINAL. 2b)[] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

5)X] Claim(s) 71-92is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) ____is/are allowed.
7)X Claim(s) 71-77.80-85 and 87-92 is/are rejected.

) (
) (s)
8)X] Claim(s) 78-79 and 86 is/are objected to.
9)[J Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

10)[C] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
12)[C] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)[J Al b)[JSome * ¢)[] None of:
1. Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ____
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) IZI Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)
2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _
3) [X] Information Disclosure Statement(s) (PTO/SB/08) 5) ] Notice of Informal Patent Application
Paper No(s)/Mail Date 7/30/2012 & 8/10/2012. 6) D Other:
U.S. Patent and Trademark Office
PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20120929
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Application/Control Number: 12/906,979 Page 2
Art Unit: 3625

DETAILED ACTION
1. Applicant’s amendment filed 7/30/2012 is entered. Claims 71 and 81 are

amended. Claims 71-92 are pending for examination.

Terminal Disclaimer
2. The terminal disclaimer filed on 7/30/2012 disclaiming the terminal portion of any
patent granted on this application which would extend beyond the expiration date of (i)
US Patent 6,629,135, (ii) US Patent 6,993,572 and (iii) US Patent 7,818,399 has been
reviewed and is accepted. The terminal disclaimer has been recorded.
In view of the said terminal Disclaimer the previous rejection of claims 71-92 on
the grounds of nonstatutory obviousness type double patenting are now moot and

withdrawn.

3. In view of the current amendments to claims 71 and 81, previous rejections of
claims 71-86 under 35 USC 112, first and second paragraphs are now moot and
withdrawn.

FINAL REJECTION
4. Applicant's submission of an information disclosure statement under 37 CFR
1.97(c) with the fee set forth in 37 CFR 1.17(p) on 7/30/2012 prompted the new
ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION IS
MADE FINAL. See MPEP § 609.04(b). Applicant is reminded of the extension of time

policy as set forth in 37 CFR 1.136(a).
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Application/Control Number: 12/906,979 Page 3
Art Unit: 3625

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.

Claim Rejections - 35 USC § 102
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States

only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

Claims 71, 73, 80, 81, 83, 87-88, 90 are rejected under 35 U.S.C. 102(e) as
being anticipated by Saliba et al. (US 2002/0065772 A1), hereinafter Saliba cited by the

Applicant in the IDS filed 7/30/2012, see reference # 55 " Expert Report of Peter Kent. .

Regarding claim 71, Saliba teaches a method of an outsource provider serving

web pages offering commercial opportunities, the method comprising:
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Application/Control Number: 12/906,979 Page 4
Art Unit: 3625

upon receiving over the Internet an electronic request generated by a visitor
computer in response to selection of a link within a source web page that has been
served to the visitor computer when visiting a first website, wherein the link correlates
the source web page with at least one commerce object associated with a buying
opportunity of a merchant (a) automatically, with a server computer associated with a
second website, retrieving data pre-stored in a storage device accessible to the server
computer, and (b) automatically, with the server computer, serving to the visitor
computer a composite web page of the second website, which composite web page
includes: (i) information associated with the commerce object associated with
the link that has been activated, and (ii) a plurality of visually perceptible elements
derived from the retrieved pre-stored data and visually corresponding to the source web
page, wherein the owner of the first website, the owner of the server computer, and the
merchant are each third parties with respect to each other (see Figs 1-4, 6. In Fig. 1,
paragraphs 8-9, 40-46, 51, 65 . A Bank web site 26 corresponds to the first website and
displays a source web page to a customer 28, Service center system “24” corresponds
to the server computer and the Billers 22 correspond to merchants and the commercial
objects associated with a buying opportunity of a merchant are displayed on the service
center web page, see Figs 4 and 6, including the plurality of visually perceptible
elements of the source webpage of the bank including the bank's branding indicia, logo,
etc. are retrieved from a database “40” and are applied to the composite web page of a

biller, and displayed to the customer on his browser such that the user gets the
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Application/Control Number: 12/906,979 Page 5
Art Unit: 3625

impression that he is still on the bank’s web site. The owner of Bank web site, the owner

of the service center computer and the biller[merchant] all are separate entities. ).

Regarding claim 73, Saliba discloses that the Service Center system web site 24
presents a commerce object associated with the link that has been activated comprises
information defining an electronic catalog having a multitude of merchant offerings, and
wherein the composite web page contains one or more selectable navigation links
connecting a hierarchical set of additional web pages, each pertaining to a subset of the
offerings in the catalog (see at least paragraph 41 which displays a list of Biller names

that is a catalog of multiple merchant offerings which can be selected.).

Regarding claim 80, Saliba teaches that the method of claim 71, wherein the
composite web page appears to the computer user to be generated by a server
associated with the source page ( This limitations is already covered in the analysis of
claim 71 wherein it was analyzed that the customer is not exposed to the transfer due to

the activation of the link, see also paragraph 41 at least).

Regarding claims 81, 83, 87-88, 90, their limitations are similar to the limitations

of claims 71 and 73 and are therefore analyzed and rejected on the basis of same

rationale as set forth for claims 71 and 73 above.
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Application/Control Number: 12/906,979 Page 6
Art Unit: 3625

Claim Rejections - 35 USC § 103
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

6.1. Claims 72, 82 and 89 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Saliba over SexToy (Prior art provided in the IDS file 7/30/2012 and

cited in reference #55, "Expert Report" of the IDS.)

Regarding claims 72, Saliba teaches all the limitations of claim 72 including that
the customer is presented with a composite web page from a merchant’s [Biller’s
Jwebsite but with the look and feel of the first web site that is the Bank's web site.
Saliba does not specifically teach that the visually perceptible elements comprise data
defining a set of navigational links, used on at least some of the web pages of the first
website, each of which links link to specific web pages of the first website. However, in
the same field of endeavor, SexToy teaches presenting to visitors multiple navigational
links back to host web site. Therefore, in view of SexToy, it would have been obvious to
an ordinary skilled in the art at the time of the applicant’s invention to have included the
concept of to include in the visually perceptible elements comprise data defining a set of
navigational links, used on at least some of the web pages of the first website, each of

which links link to specific web pages of the first website because it will , as per the
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Application/Control Number: 12/906,979 Page 7
Art Unit: 3625

intent of Saliba, to make the customer feel that he is not separated from the host web

site.

Regarding claims 82 and 89, their limitations are similar to the limitations of claim
71 and are therefore analyzed and rejected on the basis of same rationale as set forth

for claim 72 above.

6.2. Claims 74-75, 84 and 91 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Saliba over Alloul et al. (US Patent 6,032,130), hereinafter Alloul.

Regarding claims 74, Saliba teaches all the limitations of claim 73 including that
the customer is presented with a composite web page including information associated
with a commercial object such as a bill from a merchant’s [Biller’s ] but with the look and
feel of the first web site that is the Bank’s web site and that composite web page can
also display multiple merchant offerings such as multiple bills. Saliba does not
specifically teach accepting search parameters through the browser of the visitor
computer and automatically with the server computer using said parameters to search
for specific products within the catalog and serving the results for display using the
browser of the visitor computer. However, in the same field of e-commerce, Alloul

teaches this well-known aspect (see col.10, lines 41-57, “....in a preferred embodiment of the

present invention, for improved shopping convenience, the browser application may be equipped with search engines

for finding a specific item or a specific group of items info the local product database. This may be done by using

keywords either for searching a product, a group of products, a brand-name or other association of product
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characteristics......). In view of Alloul, it would have been obvious to an ordinary skilled in
the art at the time of the applicant’s invention to have modified Saliba to incorporate the
concept of accepting search parameters through the browser of the visitor computer
and automatically with the server computer using said parameters to search for specific
products within the catalog and serving the results for display using the browser of the
visitor computer because it would improve the shopping experience (see col. 10, lines

41-57).

Regarding claim 75, its limitations are similar to the limitations covered in both
claims 73 and 74 and therefore claim 75 is analyzed and rejected on the basis of same

rationale as set forth for claims 73 and 74 above.

Regarding claims 84 and 91 their limitations are similar to the limitations of
claims 74-75 and are therefore analyzed and rejected on the basis of same rationale as

set forth for claims 74-75 above.

6.3 Claims 76-77, 85 and 92 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Saliba in view of Official Notice.

Regarding claim 76, Saliba teaches all the limitations of claim 71 including that
the customer is presented with a composite web page including information associated

with a commercial object such as a bill from a merchant’s [Biller’s ] but with the look and
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feel of the first web site that is the Bank’s web site. The limitations in claim 76 do not
further narrow down any of the manipulative steps of claim 1 but instead they describe a
contractual relationship of the owner of the source web page that is of a bank in Saliba
for receiving a commission if there is a transaction involving the commercial object. This
limitation does not involve any machinery implementing a function or transformation of
a subject matter to be qualified as a statutory process limitation. Saliba does not teach
this contractual relationship for the bank. Saliba does not specifically teach the recited
limitations of claims 76-77 but Examiner takes Official Notice that itis a well-known
fact at the time of the applicant’s invention that an entity like a bank in Saliba can
charge a fee/commission for providing the service of displaying links for commercial
objects like various bill services for the billers which can be provided to the customers
and in order to realize his commission an automatic payment can be made to the bank
owner of the source web page on completion of a transaction related to the commercial
object with the known electronic payment methods . Therefore in view of the Official
Notice, it would be obvious to one of an ordinary skilled in the art at the time of
applicant’s invention that an owner of the source web page like a bank in Saliba would
have charges a fee/commission for providing the service of displaying links for
commercial objects like various bill services for the billers and realize the payment
automatically at the completion of a transaction with the well- known methods at the

time of the applicant’s invention.
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Regarding claims 85 and 92, their limitations are similar to the limitations of
claims 76-77 and are therefore analyzed and rejected on the basis of same rationale as

set forth for claims 76-77 above.

7. Claims 78-79 are objected to as being dependent upon a rejected base claim,
but would be allowable if rewritten in independent form including all of the limitations of
the base claim and any intervening claims.

Similarly claim 86 is objected to as being dependent upon a rejected base claim,
but would be allowable if rewritten in independent form including all of the limitations of
the base claim and any intervening claims.

The reason for allowability would be that the prior art, alone or combined, neither
teaches nor renders obvious the limitations recited in claims 78 and 86 that is wherein
the composite web page contains a further link associated with the information
associated with the commerce object associated with the link that has been activated,
which link, when activated by the web browser, places data representing the commerce
object into a virtual shopping cart, and further comprising, automatically with the server
computer, accepting inputted billing information from the visitor computer, recording the
billing information, and using the billing information to facilitate payment to the merchant
for the commerce object associated with the activated link when the server computer
detects activation by the web browser of a checkout link associated with the shopping

cart in the context of the limitations recited in claims 71 and 81, as a whole.
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Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to YOGESH C. GARG whose telephone number is
(5671)272-6756. The examiner can normally be reached on Increased Flex/Hoteling.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

YOGESH C GARG
Primary Examiner
Art Unit 3625

/YOGESH C GARG/
Primary Examiner, Art Unit 3625
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov

Cc: PAIR_eOfficeAction@uspto.gov

Subject: Private PAIR Correspondence Notification for Customer Number 26362

Oct 10, 2012 05:26:03 AM
Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.

14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondence is now available for viewing in Private PAIR.

The official date of notification of the outgoing correspondence will be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:
The list of documents shown below is provided as a courtesy and is not part of the official file
wrapper. The content of the images shown in PAIR is the official record.

Application Document Mailroom Date Attorney Docket No.
12906979 CTFR 10/10/2012 23-CON3

CTFR 10/10/2012 23-CON3

892 10/10/2012 23-CON3

1449 10/10/2012 23-CON3

1449 10/10/2012 23-CON3

To view your correspondence online or update your email addresses, please visit us anytime at
https://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subject line or call 1-866-217-9197 during the following hours:

Monday - Friday 6:00 a.m. to 12:00 a.m.
Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE
PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PTOL-413A (08-10)
Doc Code: M865 or FAIREQINTV Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Applicant Initiated Interview Request Form

Application No.: 12/906,979 First Named Applicant: Ross, D. Delano Jr.
Examiner: Garg, Yogesh C. Art Unit; 3625 Status of Application: Response to 1st OA filed 7/30/2012

Tentative Participants:

1) Examiner Garg (2) Louis J. Hoffman

(3) C))

Proposed Date of Interview: at examiner's convenience Proposed Time: (AM/PM)
Type of Interview Requested:

(1) |~] Telephonic (2) [ ] Personal (3) [ ] Video Conference

Exhibit To Be Shown or Demonstrated: [ | YES [v] NO

If yes, provide brief description:

Issues To Be Discussed

Issues Claims/ Prior Discussed Agreed Not Agreed
(Rej., Obj., etc) Fig. #s Art

(1) Any All claims Any desired L] [] []
@___ [ ] [ ] [

() [ ] [ ] | ]
@___ [ ] | ] [ ]

[ ] Continuation Sheet Attached [ ] Proposed Amendment or Arguments Attached

Brief Description of Arguments to be Presented: Discuss 7/30/2012 Amendment to confirm overcoming rejections and
address any questions regarding the IDS references, embodiments, or claim language.

An interview was conducted on the above-identified application on

NOTE: This form should be completed and filed by applicant in advance of the interview (see MPEP § 713.01).
If this form is signed by a registered practitioner not of record, the Office will accept this as an indication that he
or she is authorized to conduct an interview on behalf of the principal (37 CFR 1.32(a)(3)) pursuant to 37 CFR
1.34. This is not a power of attorney to any above named practitioner. See the Instruction Sheet for this form,
which is incorporated by reference. By signing this form, applicant or practitioner is certifying that he or she has
read the Instruction Sheet. After the interview is conducted, applicant is advised to file a statement of the
substance of this interview (37 CFR 1.133(b)) as soon as possible. This application will not be delayed from issue
because of applicant’s failure to submit a written record of this interview.

/Louis J. Hoffman/
Applicant/Applicant’s Representative Signature Examiner/SPE Signature
Louis J. Hoffman

Typed/Printed Name of Applicant or Representative

38918
Registration Number, if applicable

This collection of information is required by 37 CFR 1.133. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 24 minutes to
complete including gathermg, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any

ts on the a t of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
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SECURITIES AND EXCHANGE COMMISSION
WASHINGTON, D.C. 20549

FORM 10-K

[X] Annual Report Pursuant to Section 13 or 15(d) of the Securities Exchange
Act of 1934 [Fee Required]

For fiscal year ended December 31, 1996.

[ ] Transition Report Pursuant to Section 13 or 15(d) of the Securities
Exchange Act of 1934 [No Fee Reguired]

Commission file number 1-12175
THE SABRE GROUP HOLDINGS, INC.

(Exact name of registrant as specified in its charter)

Delaware 75-2662240
(State or other jurisdiction of incorporation (1.R.5. Employer
or organization) Identification No.)
4255 Amon Carter Blvd. 76155
(Adarese of principal executive offices) (%ip Code)
Registrant's telephone number, including area code (817) 931-7300

Securities registered pursuant to Section 12(b) of the Act:

Title of Each Class Name of exchange on which registered

Class A Common Stock, par New York Stock Exchange
value $.01 per share

Securities registered pursuant to Section 12(g) of the Act:

(Title of Class)

Indicate by check mark whether the registrant (1) has filed all reports
required to be filed by Section 13 or 15(d) of the Securities Exchange Act of
1934 during the preceding 12 months (or for such shorter period that the
registrant was required to file such reports), and (2) has been subject to such
filing requirements for the past 90 days. Yes X No .

Indicate by check mark if disclosure of delinquent filers pursuant to Item 405
of Regulation S-K (Section 229.405 of this chapter) is not contained herein,
and will not be contained, to the best of registrant's knowledge, in definitive
proxy or information statements incorporated by reference in Part III of this
Form 10-K or any amendment to this Form 10-K. [X]

The aggregate market value of the voting stock held by non-affiliates of the
registrant as of March 24, 1997 was approximately $620,344,250. As of March 24,
1997, 23,409,217 shares of the registrant's Class A Common Stock and
107,374,000 shares of the registrant's Class B Common Stock were outstanding.

DOCUMENTS INCORPORATED BY REFERENCE

Part III of this Form 10-K incorporates by reference certain information from
the Proxy Statement for the Annual Meeting of Stockholders to be held May 21,
1997.

DFNDT0005721
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ITEM 1. BUSINESS

The SABRE Group Holdings, Inc. is a holding company incorporated in
Delaware on June 25, 1996. Pursuant to a reorganization consummated on July 2,

1996 (the "Reorganization"), the Company became the successor to the businesses
of The SABRE Group which were formerly operated as divisions or subsidiaries of
American Airlines, Inc. ("American") or AMR Corporation ("AMR"). Unless

otherwise indicated, references herein to the "Company" include The SABRE Group
Holdings, Inc. and its consolidated subsidiaries and, for any period prior to
the Reorganization, the business of AMR constituting The SABRE Group. On
October 17, 1996, the Company completed an initial public offering (the
"Offering”) of 23,230,000 shares of its Class A Common Stock, par value $.01
per share, constituting approximately 17.8% of the economic interest of the
Company's outstanding common equity. AMR retained all 107,374,000 shares of the
Company's Class B Common Stock, representing approximately 82.2% of the
economic interest and 97.9% of the combined voting power of all classes of
voting stock of the Company.

The Company is a world leader in the electronic distribution of travel
through its proprietary travel reservation and information system, SABRE(R),
and is the largest electronic distributor of travel in the United States. In
addition, the Company is a leading provider of solutions to the airline
industry and fulfills substantially all of the data processing, network and
distributed systems needs of American and AMR's other subsidiaries.

ELECTRONIC TRAVEL DISTRIBUTION
SABRE and other global distribution systems are the principal means of

air travel distribution in the United States and a growing means of air travel
distribution internationally. Through SABRE, travel agencies, corporate travel

departments and individual consumers ("subscribers") can access information on
and book reservations with airlines and other providers of travel and
travel-related products and services ("associates"). As of December 31, 1996,

travel agencies with more than 30,000 locations in over 70 countries on six
continents subscribed to SABRE, and three million individuals subscribed to
Travelocity (SM)and easySABRE(SM), the Company's consumer-direct products. SABRE
subscribers are able to make reservations with more than 400 airlines and more
than 50 car rental companies and more than 200 hotel companies covering
approximately 35,000 hotel properties worldwide.

During 1996, more airline bookings in the United States were made
through SABRE than through any other global distribution system. In 1996,
approximately 67.9% of the Company's revenue was generated by the electronic
distribution of travel, primarily through booking fees paid by associates.

THE SABRE GLOBAL DISTRIBUTION SYSTEM

SABRE, like other global distribution systems, creates an electronic
marketplace where travel providers display information about their products and
warehouse and manage inventory. Subscribers -- principally travel agencies but
also corporate travel departments and individual consumers -- access
information and purchase travel products and services. In 1996, more than 700
travel providers displayed information about their products and services
through SABRE, and the Company estimates that more than $40 billion in travel
products and services were reserved through SABRE.

In addition to providing information to subscribers about airlines and
other travel providers and their products and services, SABRE reports
transaction data from subscriber-generated sales to the travel providers
allowing them to manage inventory and revenues. SABRE also allows travel agency
subscribers to print airline tickets, boarding passes and itineraries.
Additionally, SABRE provides subscribers with travel information on matters
such as currency, medical and visa reguirements, weather and sightseeing. By
accessing the SABRE system, a subscriber can, from a single source, obtain
schedule, availability and pricing information from multiple travel providers
for complex travel itineraries.
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3
ASSOCIATE PARTICIPATION

The Company derives its electronic travel distribution revenues
primarily from booking fees paid by associates for reservations made through
SABRE for their products and services. In addition to airlines, associates
include car rental companies, hotel companies, railroads, tour operators, ferry
companies and cruise lines, which participate in SABRE through products
designed for such associates, such as CARS Plus(SM), SHAARP Plus(SM),

SABRErail (SM), SABRE TourGuide(R), SABRE Navigator (SM)and SABRE
CruiseDirector(R). SABRE subscribers can also purchase travel insurance or book
theater tickets or limousines through SABRE.

Depending on the level of participation or "functionality" in SABRE,
airlines and other associates can display, warehouse, manage and sell their
inventory in SABRE. The booking fee per transaction paid by an associate to the
Company depends upon several factors, including the associate's level of
participation in SABRE and the type of products or services provided by the
associate. Airlines are provided with a wide range of participation levels from
which to choose. The lowest level of functionality for airlines -- Basic
Booking Request (SM) -- is aimed at the "no-frills" carriers and provides
schedules and electronic booking only. Higher levels of functionality for
airlines, such as Direct Connect Availability (SM), provide greater levels of
communication between SABRE and associates, thus enabling SABRE to provide
subscribers with more detailed information and associates with improved
inventory management. For an associate selecting one of the higher levels of
participation, SABRE provides subscribers with a direct connection to the
associate's internal reservation system, allowing SABRE to provide real-time
information and allowing the associate to optimize revenue for each flight.

Car rental companies and hotel operators are provided with similar
levels of participation from which to select. From 1992 to 1996, the number of
bookings for car rental companies and hotels grew at a compound annual rate of
13.6%.

The Company also provides associates, upon request, marketing data
derived from SABRE bookings for fees that vary depending on the amount and type
of information provided.

SUBSCRIBER ACCESS

Access to SABRE enables subscribers to electronically locate, price,
compare and purchase travel products and services provided by associates. The
Company tailors the interface and functionality of SABRE to the needs of its
different types of subscribers. Marketing is targeted to travel agencies,
corporations and individual consumers.

TRAVEL AGENTS. The Company provides travel agents with the hardware,
software, technical support and other services needed to use SABRE in return
for fees that typically vary with the travel agency's productivity, as measured
by the number of bookings generated. Such fees are payable over the term of the
travel agent's agreement with the Company, generally five years in the United
States and Latin America, three years in Canada and one year in Europe.

Because travel agencies have differing needs, based on, among other
things, volume and location, the Company has modified the SABRE interface to
meet the specific needs of different categories of travel agents. Travel agents
can choose interfaces that range from simple, text-based systems to
feature-laden graphical ones. For instance, using its expertise in its
solutions services business, the Company developed Turbo SABRE(TM), an advanced
point-of-sale interface that allows for customized screens and structured sales
and eliminates unique commands, reducing keystrokes and training requirements
for high-volume travel agencies who may need high levels of functionality.
Turbo SABRE also provides data sources other than SABRE, such as back office
hosts or LAN databases.

Planet SABRE (TM), which the Company introduced in February 1997, is a
graphical interface consisting of a suite of Windows (1) based applications. It
includes a graphical launch pad, which allows the user to move to any function
with one or two clicks of a mouse; a customizer feature, which allows travel
agencies to tailor Planet SABRE to meet their own specific needs; a tutorial;
online help; a place to store notes about clients, destinations or procedures;
and a suggestion system. Planet SABRE transforms SABRE from a complex
command-oriented system to an all-graphic interface with continued access to
the SABRE host system and its capabilities.

(1) Windows is a registered trademark of Microsoft Corporation.
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SABRE interfaces are available in English, Spanish, Portuguese,
French, German, Italian and Japanese. In addition, the Company offers travel
agencies back-office accounting systems and further supports travel agencies by
offering a simplified method to develop and place their own marketing presence
on the World Wide Web.

CORPORATIONS. The Company sells Commercial SABRE(TM) to travel
agencies to supply to corporations with which they work closely. Using
Commercial SABRE, a traveler inputs booking details on a personal computer,
which are then transmitted to the SABRE travel agent who reviews the travel
plans, makes the reservations and issues the travel documents.

The Company also provides SABRE to corporations through SABRE Business
Travel Solutions(TM) ("SABRE BTS(TM)") released in October 1996. SABRE BTS is
designed for corporate travelers, travel arrangers and travel managers. It is a
fully-integrated product suite for travel planning and booking, expense
reporting and decision-making. SABRE BTS provides corporations with tools to
better manage travel costs, ensure compliance with corporate travel policies,
automate expense reporting and obtain real-time information on all aspects of
travel for a corporation. It will operate with Windows and corporate intranet
browser software.

INDIVIDUAL CONSUMERS. Through the Company's Travelocity(SM) and
easySABRE (SM) products, individual consumers can compare prices, make travel
reservations and obtain destination information. These products are available
to individual consumers free of charge (other than access fees charged by a
computer on-line service or Internet service provider).

Travelocity is accessible through the Internet and computer on-line
services. It currently features booking and purchase capability for all
airline, car rental and hotel companies for which booking and purchase
capability is available in SABRE. Travelocity also offers access to a database
of destination and interest information, chat groups and forums, articles from
travel correspondents and a merchandise mall offering a variety of
travel-related products. The Internet address for Travelocity is
http://www.travelocity.com/.

Travelocity was developed jointly by the Company and Worldview Systems
Corporation ("Worldview"). The Company recently acgquired Worldview's interest
in the Travelocity brand name and Internet site. Worldview will continue to
provide the site's destination information, chat groups and forums.

The Company introduced easySABRE in 1985 as one of the world's first
home booking systems for travel. easySABRE is available through a number of
computer on-line information systems such as Prodigy and CompuServe(2) and on
the Internet. With easySABRE, consumers can view travel reservation information
and make bookings directly in SABRE for no fee (other than access fees charged
by a computer on-line service or Internet service provider). easySABRE has a
membership of more than 2.5 million, of which more than 100,000 members are
active users each month. The Internet address for easySABRE is
http://www.easySABRE.com/.

After reservations are made through either Travelocity or easySABRE,
if a ticket is needed, the consumer may have a travel agent issue the ticket,
have the Company's customer service center issue the ticket and deliver it to
the consumer or call the travel provider directly. The Company receives booking
fees from travel providers for purchases of their travel products and services
pursuant to reservations made through Travelocity and easySABRE.

INTERNATIONAL MARKETING. The Company is actively involved in marketing
SABRE internationally either directly or through joint venture or
distributorship arrangements, depending upon the dynamics of the particular
international market targeted. The Company's global marketing partners
principally include foreign airlines that have strong relationships with travel
agents in such airlines' primary markets and entities that operate smaller
global distribution systems or other travel-related network services.

(2) Prodigy and CompuServe are the trademarks of their respective owners.
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5
COMPETITION

The Company competes in electronic travel distribution primarily
against other large and well-established global distribution systems. SABRE's
principal competitors include Amadeus/System One, Galileo/Apollo and Worldspan.
Amadeus/System One is owned by Air France, Continental Airlines, Iberia and
Lufthansa. Galileo/Apollo is owned by United Airlines, British Airways,
Swissair, KLM Royal Dutch and USAirways, among others. The Canadian affiliate
of Galileo/Apollo is owned by Air Canada. Worldspan is owned by Delta,
Northwest and TWA and is affiliated with ABACUS, an Asian global distribution
system. Each of these competitors offers many products and services similar to
those of the Company.

Moreover, although certain barriers exist for any new provider of

electronic commerce -- barriers such as the need for significant capital
investment to acquire or develop the hardware, software and network facilities
necessary to operate effectively a global distribution system -- the Company is

always faced with the potential of new competitors, particularly as new
channels for travel distribution develop.

Competition to attract and retain travel agent subscribers is very
intense. Factors affecting competitive success of global distribution systems
include depth and breadth of information, ease of use, reliability, service and
incentives to travel agents and range of products available to travel
providers, travel agents and consumers.

Although distribution through travel agents continues to be the
primary method of travel distribution, new channels of direct distribution to
businesses and consumers, through computer on-line services, the Internet and
private networks, are developing rapidly. The Company faces competition in
these channels not only from its principal competitors but also from possible
new entrants in the sale of travel products. Some of these new entrants may
have considerably greater financial resources than the Company and/or may be
businesses that are firmly established in these new channels of distribution.
For example, in July 1996 American Express Co. and Microsoft Corporation
announced an on- line travel booking service for corporations, which they have
scheduled for release in the first half of 1997. In addition, the Internet
permits consumers to have direct access to travel providers, thereby by-passing
both traditional travel agents and global distribution systems such as SABRE.
The Company has positioned its SABRE BTS, Travelocity and easySABRE products to
compete in these emerging distribution channels.

INDUSTRY REGULATION

Regulations promulgated by the U.S. Department of Transportation (the
"DOT") govern the relationship of SABRE with airlines and travel agencies.
Specifically, these regulations (the "U.S. Regulations") govern the
relationships of global distribution systems doing business in the United
States which are offered by an airline or an airline affiliate (like the
Company) ("Airline-Affiliated Systems") with airlines doing business in the
United States that own five percent or more of a global distribution system (a
"GDS-Affiliated Airline") and with travel agencies. The U.S. Regulations do not
expressly govern the marketing of a global distribution system to consumers or
business travel departments, and the prevailing interpretation of the U.S.
Regulations is that the rules do not apply to SABRE BTS, Travelocity or
easySABRE. The current form of U.S. Regulations was adopted in 1992. The U.S.
Regulations will expire on December 31, 1997, unless they are extended.

One of the principal regquirements of the U.S. Regulations is that
displays of airline services by Airline- Affiliated Systems must be
nondiscriminatory. This means that the global distribution system may not use
carrier identity in ordering the display of services or in building connecting
flights. Travel agencies, however, may utilize software to override the neutral
displays of an Airline-Affiliated System. Airline-Affiliated Systems are
required to charge the same fees to all air carriers for the same level of
service, to update information for all air carriers with the same degree of
care and timeliness and to provide, on request, detailed bills. Any product
feature offered to one or more air carriers must be offered to all other air
carriers on nondiscriminatory terms.

The U.S. Regulations also govern relationships between
Airline-Affiliated Systems and travel agents. The U.S. Regulations require,
among other things, that contracts between travel agency subscribers and an
Airline-Affiliated System be for no longer than five years. The rules also
forbid an Airline-Affiliated System from impeding a travel agent's use of
another system by, for example, making it a breach of contract for an agency to
fail to make a designated minimum number of bookings. The rules do allow,
however, systems to provide a credit against monthly fees to travel agents who
achieve certain booking thresholds, with the agency being obligated to pay the
system for any shortfall. The U.S. Regulations also forbid Airline-aAffiliated
Systems from entering into
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6
contracts with travel agents containing exclusivity clauses or that require the
agency to maintain a certain percentage of computer terminals or bookings for a
particular system, vis-a-vis other systems.

The rules prohibit GDS-Affiliated Airlines from linking the payment of
commissions to travel agents to the travel agent's use of the system with which
the GDS-Affiliated Airline is affiliated. Further, an Airline-Affiliated System
may not ban travel agents from using software provided by third parties in
connection with the system's equipment, unless that software threatens to
impair the integrity of the system.

The U.S. Regulations require any GDS-Affiliated Airline doing business
in the United States to participate in competing Airline-Affiliated Systems at
the same level as it does in its affiliated system and to provide data on its
flights to competing Airline-Affiliated Systems that is as complete, accurate
and timely as the information given to its affiliated system, so long as the
competing system offers terms for participation that are commercially
reasonable.

The Company also has operations in Australia, Canada and the European
Union. The overall approach of the regulations for global distribution systems
in each of these three jurisdictions is similar to that of the United States.
In each of these jurisdictions, rules require nondiscriminatory displays of
airline services and nondiscriminatory booking fees, and forbid airlines
affiliated with global distribution systems from linking travel agency
commissions to the use of a particular system. Further, these rules to varying
extents forbid airlines affiliated with global distribution systems from
discriminating against competing systems with respect to the data that they
furnish.

There are, however, unique aspects of each set of rules. The European
rules dictate the precise order in which flights must be displayed and permit
travel agents to cancel their subscription agreements at the end of the first
vear of the contract. The Canadian rules forbid contracts with travel agencies
of more than three years in duration and forbid certain uses of carriers' sales
forces for promoting global distribution systems. The prevailing interpretation
of the current Canadian and European Union rules is that the rules apply to
Travelocity and easySABRE. The European rules are currently under review and
are expected to be revised within the next year. The Company does not
anticipate that any revision will materially affect its operations in Europe.

The Company also has operations in the Caribbean, Latin America and
Asia. In jurisdictions in those regions, there is no regulation of global
distribution systems for travel products.

The Company currently does business in more than 70 countries outside
the U.S. The DOT, in conjunction with the U.S. Department of State, is charged
with assuring fair and open access for U.S. air carriers, and U.S. global
distribution systems owned by airlines, to overseas markets. In this regard,
the DOT has provided assistance to the Company in entering several overseas
markets. This assistance by the DOT to the Company could cease if SABRE were
not offered to travel agencies by an airline.

The regulations in Australia, Canada and the European Union also
contain, in varying degrees, remedies the Company can use to assist in the
eradication of discriminatory practices that may impede the Company's access to
the regulated market.

INFORMATION TECHNOLOGY SOLUTIONS

The Company is a leading provider of solutions to the airline
industry. The Company also employs its airline expertise to offer solutions to
other industries that face similar complex operations issues, including the
airport, railroad, logistics, hospitality and financial services industries.
The solutions offered by the Company include software development and product
sales, transactions processing and consulting. In addition, pursuant to an
information technology services agreement, the Company provides data
processing, network and distributed systems services to American and AMR's
other subsidiaries, fulfilling substantially all of their information
technology requirements. In 1996, approximately 32.1% of the Company's revenue
was generated by the provision of information technology solutions.
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SOLUTIONS

The Company offers a comprehensive set of solutions to the airline
industry. These solutions include: (i) consulting, which includes capabilities
ranging from reengineering to functional consulting; (ii) software development,
sales and licensing, which includes individual sales of specific products as
well as custom development and integration; and (iii) full solutions
outsourcing. Recruiting and retaining capable personnel, particularly those
with expertise in operations research, information technology and industrial
engineering, is vital to the provision of solutions by the Company.

The Company's solutions have helped American become one of the most
technologically advanced airlines in the world. The Company has provided
solutions to over 120 additional airlines or airline associations. These
solutions have many applications for airlines. For instance, (i) with Fare
Action Evaluator(SM), airlines can seek to enhance revenue using statistical
and database sources that estimate the economic implications of fare actions
before they are implemented, (ii) with AIRPRICE (SM), airlines can analyze and
manage fares and react to competitors' changes, (iii) with AIRFLITE(SM),
airlines can determine superior flight schedules and (iv) with AIRCREWS (SM),
airlines can improve crew member scheduling thus reducing staffing costs.

The Company also provides real-time transactions processing services
whereby the Company provides access to its hardware and software to airlines
for reservations, flight operations, departure control and other related
services. Local computer terminals at a customer's location are linked to the
Company's mainframes, and the Company maintains and operates the entire system
on a secure and confidential basis.

Building on its base of experience established in the development of
solutions for the airline industry, the Company has extended its software
solutions and consulting businesses to other industries, particularly those
that face complex operations issues similar to the airline industry, including
the airport, hospitality, logistics, railroad and financial services
industries.

The Company distributes its solutions and consulting services through
a sales and marketing organization with offices in ten cities on four
continents (Boston, Chicago, Dallas, Tulsa, Vancouver, London, Paris, Kuwait,
Hong Kong and Sydney). The Company also maintains agency relationships to
support sales efforts in key markets, including India, China and the Middle
East. To date, the Company has provided business solutions to nearly 400
clients located in more than 50 countries.

TECHNOLOGY SERVICES

The Company provides data processing, network and distributed systems
services to American and AMR's other subsidiaries. The Company fulfills
substantially all of American's data processing reguirements and manages all
voice and data communication services for American and AMR's other
subsidiaries, including data networks, voice networks and radio services. The
Company also provides American with the services required to design, install,
operate and maintain its range of local area networks, desktop, mobile
computing and peripheral devices. In 1995, the Company introduced SABRE
Wireless (SM), which provides American's airport personnel the ability to access
SABRE from mobile devices.

As part of the Reorganization, the Company entered into an information
technology services agreement with American to provide these services for a
term of ten years for most services (three and five years for others).

COMPETITION

In information technology solutions, the Company competes both against
solutions companies and full-service providers of technology outsourcing, some
of which have considerably greater financial resources than the Company, and
against smaller companies that offer a limited range of products. Among the
Company's full-service competitors are Electronic Data Systems, IBM/ISSC,
Unisys, Andersen Consulting and Lufthansa Systems. Many of these competitors
have formed strategic alliances with large companies in the travel industry,
and the Company's access to these potential customers is thus limited. The
Company believes that its competitive position in the travel industry is
enhanced by its experience in developing systems for American and by its
ability to offer not only software applications but also systems development,
integration and maintenance and transactions processing services.
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INTELLECTUAL PROPERTY

In connection with the Reorganization, American transferred to the
Company the software used in the operation of the business of The SABRE Group.
This software, along with other software, proprietary information and
intellectual property rights, are significant assets of the Company. The
Company relies on a combination of copyright and trademark laws, trade secrets,
confidentiality procedures and contractual provisions to protect these assets.
The Company's software and related documentation, however, are protected
principally under trade secret and copyright laws, which afford only limited
protection. In addition, the laws of some foreign jurisdictions may provide
less protection than the laws of the United States for the Company's
proprietary rights. Unauthorized use of the Company's intellectual property
could have a material adverse effect on the Company, and there can be no
assurance that the Company's legal remedies would adequately compensate it for
the damages to its business caused by such use.

EMPLOYEES

As of December 31, 1996 the Company had approximately 7,900 full-time
employees. A central part of the Company's philosophy is to attract and
maintain a highly capable staff. The Company considers its current employee
relations to be good. None of the Company's U.S.-based employees are
represented by a labor union.

ITEM 2. PROPERTIES

The Company's principal executive offices are located in Fort Worth,
Texas, primarily in two buildings, one of which is owned by the Company and one
of which is leased from the Dallas/Fort Worth International Airport Board
pursuant to a lease that expires in 2023, subject to four renewal options,
exercisable by the Company, of five years duration each. In February 1997, the
Company purchased from American a second facility on the Fort Worth campus that
will be used to accommodate expected growth over the next few years. The
Company also leases office facilities in approximately 70 other locations
worldwide. The Company's data center is located in an underground facility in
Tulsa, Oklahoma (the "Data Center"). The land on which the Data Center is
located is leased from the Tulsa Airport Improvements Trust, a public trust
organized under the laws of the State of Oklahoma, pursuant to a lease that
expires in 2038.

SABRE and the Company's data processing services are dependent on the
Company's central computer operations and information processing facility
located in the Data Center, which contains over 120,000 square feet of space
and houses seventeen mainframes having 15.3 terabytes of storage and over 4,000
million instructions per second ("MIPS") of processing power. The SABRE system,
which is connected to nearly 200,000 computer terminals and operates 365 days a
year, constructs over one billion air fares (updated five times per business
day), averages 160 million requests for information per day and has processed
up to 5,291 requests for information per second (in March 1997). The Company
also utilizes a computer center located in one of its office buildings in Fort
Worth (the "Fort Worth Center"). At the Fort Worth Center, the Company operates
and manages a wide variety of computer systems as well as server based and
client/server distributed systems.

The Company's travel agency and corporate subscribers connect to SABRE
through leased access circuits. These leased access circuits, in turn, connect
to the domestic and international data networks leased by the Company from
Societe Internationale de Telecommunications Aeronautigues, which is owned by a
consortium of Airlines, including American, which connect to the Data Center.

The Company believes that its office facilities will be adequate for
its immediate needs and that additional or substitute space is available if
needed to accommodate expansion. The Company also believes that its Data
Center, Fort Worth Center and network access will be adequate for its immediate
and foreseeable needs. The Company, however, continuously invests in research
and development to upgrade these facilities to meet changing technological
needs.
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[X]

Commi

SECURITIES AND EXCHANGE COMMISSION
Washington, D.C. 20549

FORM 10-K

Annual Report Pursuant to Section 13 or 15(d) of the Securities Exchange
Act of 1934 [No Fee Reqguired]

For fiscal year ended December 31, 1997.

Transition Report Pursuant to Section 13 or 15(d) of the Securities
Exchange Act of 1934 [No Fee Required]

ssion file number 1-12175

THE SABRE GROUP HOLDINGS, INC.

(Exact name of registrant as specified in its charter)

Delaware

(State or other jurisdiction of incorporation
or organization)

4255 Amon Carter Blvd.
Fort Worth, Texas

(Address of principal executive offices)

Registrant's telephone number, including area code (817) 931-7300

Securities registered pursuant to Section 12(b) of the Act:

Title of Each Class

Class A Common Stock, par value $.01 per share

Securities registered pursuant to Section 12(g) of the Act:

Indicate by check mark whether the registrant (1) has filed all reports required

to be filed by Section 13 or 15(d) of the Securities Exchange Act of 1934 during

(Title of Class)

the preceding 12 months (or for such shorter period that the registrant was
required to file such reports), and (2) has been subject to such filing
requirements for the past 90 days. Yes X No

Indicate by check mark if disclosure of delinquent filers pursuant to Item 405

of Regulation S-K (ss. 229.405 of this chapter) is not contained herein, and

will

proxy or information statements incorporated by reference in Part III of this

Form

not be contained, to the best of registrant's knowledge, in definitive

10-K or any amendment to this Form 10-K. [X]

The aggregate market value of the voting stock held by non-affiliates of the

registrant as of March 24, 1998 was approximately $803,561,045. As of March 24,
22,958,887 shares of the registrant's Class A Common Stock and 107,374,000

1998,

shares of the registrant's Class B Common Stock were outstanding.

Part III of this Form 10-K incorporates by reference certain information from

DOCUMENTS INCORPORATED BY REFERENCE

the Proxy Statement for the Annual Meeting of Stockholders to be held May 20,

1998.

(I.R.S.

75-2662240

Employer Identification No.)

(Zip Code)

Name of exchange on which registered

New York Stock Exchange
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ITEM 1. BUSINESS

The SABRE Group Holdings, Inc. is a holding company incorporated in
Delaware on June 25, 1996. Pursuant to a reorganization consummated on July 2,

1996 (the "Reorganization"), the Company became the successor to the businesses
of The SABRE Group which were formerly operated as divisions or subsidiaries of
American Airlines, Inc. ("American") or AMR Corporation ("AMR"). Unless

otherwise indicated, references herein to the "Company" include The SABRE Group
Holdings, Inc. and its consolidated subsidiaries and, for any period prior to
the Reorganization, the business of AMR and American constituting The SABRE
Group. On October 17, 1996, the Company completed an initial public offering
(the "Offering") of 23,230,000 shares of its Class A Common Stock, par value
$.01 per share, constituting approximately 17.8% of the economic interest of the
Company's outstanding common equity. As of March 24, 1998, AMR owned all
107,374,000 shares of the Company's Class B Common Stock, representing
approximately 82.4% of the economic interest and 97.9% of the combined voting
power of all classes of voting stock of the Company.

The Company is a world leader in the electronic distribution of travel
through its proprietary travel reservation and information system, SABRE(R), and
is the largest electronic distributor of travel in North America. In addition,
the Company is a leading provider of information technology solutions to the
travel and transportation industry and fulfills substantially all of the data
processing, network and distributed systems needs of American and AMR's other
subsidiaries, Canadian Airlines International, Ltd., and other customers.

ELECTRONIC TRAVEL DISTRIBUTION
SABRE and other global distribution systems are the principal means of

air travel distribution in the United States and a growing means of air travel
distribution internationally. Through the SABRE system, travel agencies,

corporate travel departments and individual consumers ("subscribers") can access
information on and book reservations with airlines and other providers of travel
and travel-related products and services ("associates"). As of December 31,

1997, travel agencies with more than 30,000 locations in over 70 countries on
six continents subscribed to SABRE. SABRE subscribers are able to make
reservations with more than 400 airlines and more than 50 car rental companies
and more than 200 hotel companies covering approximately 39,000 hotel properties
worldwide.

During 1997, more airline bookings in North America were made through
SABRE than through any other global distribution system. In 1997, approximately
67.3% of the Company's revenue was generated by the electronic distribution of
travel, primarily through booking fees paid by associates.

THE SABRE GLOBAL DISTRIBUTION SYSTEM

SABRE, like other global distribution systems, creates an electronic
marketplace where travel providers display information about their products and
warehouse and manage inventory. Subscribers -- principally travel agencies but
also corporate travel departments and individual consumers -- access information
and purchase travel products and services. In 1997, more than 700 vendors,
called "Associates", displayed information about their products and services
through SABRE, and the Company estimates that more than $66 billion of
travel-related products and services were sold through SABRE.

In addition to providing information to subscribers about airlines and
other travel-related vendors, SABRE reports to the travel providers transaction
data about subscriber-generated reservations, allowing vendors to better manage
inventory and revenues. The SABRE system also allows travel agency subscribers
to print airline tickets, boarding passes and itineraries. Additionally, SABRE
provides subscribers with travel information on matters such as currency,
medical and visa requirements, weather and sightseeing. By accessing the SABRE
system, a subscriber can, from a single source, obtain schedule, availability
and pricing information from multiple travel providers for complex travel
itineraries.
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ASSOCIATE PARTICIPATION

The Company derives its electronic travel distribution revenues
primarily from booking fees paid by associates for reservations made through
SABRE for their products and services. In addition to airlines, associates
include car rental companies, hotel companies, railroads, tour operators, ferry
companies and cruise lines.

Airlines and other associates can display, warehouse, manage and sell
their inventory in SABRE. The booking fee paid by an associate depends upon
several factors, including the associate's level of participation in SABRE and
the type of products or services provided by the associate. Airlines are offered
a wide range of participation levels. The lowest level of functionality for
airlines, Basic Booking Request (SM), provides schedules and electronic booking
only. Higher levels of functionality for airlines, such as Direct Connect
Availability(SM) , provide greater levels of communication with SABRE, giving
subscribers more detailed information and associates improved inventory
management. For an associate selecting one of the higher levels of
participation, SABRE provides subscribers with a direct connection to the
associate's internal reservation system, allowing SABRE to provide real-time
information and allowing the associate to optimize revenue for each flight. Car
rental companies and hotel operators are provided with similar levels of
participation from which to select. The Company also provides associates, upon
request, marketing data derived from SABRE bookings for fees that vary depending
on the amount and type of information provided.

SUBSCRIBER ACCESS

Access to SABRE enables subscribers to electronically locate, price,
compare and purchase travel products and services provided by associates. The
Company tailors the interface and functionality of SABRE to the needs of its
different types of subscribers. Marketing is targeted to travel agencies,
corporations and individual consumers.

TRAVEL AGENTS. The Company provides travel agents with the hardware,
software, technical support and other services needed to use SABRE, in return
for fees that typically vary inversely with the travel agency's productivity, as
measured by the number of bookings generated. Such fees are payable over the
term of the travel agent's agreement with the Company, generally five years in
the United States and Latin America, three years in Canada, and one year in
Europe.

Because travel agencies have differing needs, the Company has modified
the SABRE interface to meet the specific needs of different categories of travel
agents. Travel agents can choose interfaces that range from simple, text-based
systems to feature-laden graphical systems. For example, the Company developed
Turbo SABRE (TM), an advanced point-of-sale interface and application development
tool that enables advanced functionality such as customized screens, automated
quality control, database integration, and eliminates complex commands, reducing
keystrokes and training requirements.

Planet SABRE (TM), which the Company introduced in February 1997,
includes a graphical launch pad, which enables the user to move to any function
with one or two clicks of a mouse; a customizer feature, which allows travel
agencies to tailor Planet SABRE to meet their own specific needs; a tutorial;
online help; a place to store notes about clients, destinations or procedures;
and a suggestion system. Planet SABRE transforms SABRE from a complex
command-oriented system to an all-graphic interface with continued access to the
SABRE host system and its capabilities.

SABRE interfaces are available in English, Spanish, Portuguese, French,
German, Italian and Japanese. In addition, the Company offers travel agencies
back-office accounting systems and further supports travel agencies by offering
a simplified method to develop and place their own marketing presence on the
World Wide Web.

CORPORATIONS. The Company sells Commercial SABRE(TM) to corporations
and home-based travel agents who are sponsored by travel agencies. Using
Commercial SABRE, a traveler or agent can connect to the SABRE system and make
bookings which are automatically delivered to the sponsoring agency where travel
documents are issued.

DFNDTO0005785
Page 194



The Company also markets SABRE to corporations through SABRE Business
Travel Solutions(TM) ("SABRE BTS(TM)") released in October 1996. SABRRE BTS is
designed for corporate travelers, travel arrangers and travel managers. It is a
fully-integrated product suite for travel planning and booking, expense
reporting and decision-support. SABRE BTS provides corporations with tools to
better manage travel costs, ensure compliance with corporate travel policies,
automate expense reporting and obtain real-time information on all aspects of
travel.

INDIVIDUAL CONSUMERS. Through the Company's Travelocity(SM) and
easySABRE(R) products, individual consumers can compare prices, make travel
reservations and obtain destination information. These products are available to
individual consumers free of charge.

Travelocity is accessible through the Internet and computer on-line
services. It features booking and purchase capability for all airline, car
rental and hotel companies for which booking and purchase capability is
available in SABRE. Vacation and cruise packages are available as well.
Travelocity also offers access to a database of destination and interest
information, articles from travel correspondents and interactive maps.
Travelocity averages approximately 22.6 million page views per month. The
Internet address for Travelocity is http://www.travelocity.com/.

The Company has entered into numerous co-branding agreements to provide
access to Travelocity on complementary Internet Web sites. These agreements
include a deal with Netscape Communications Corporation to launch Netcenter
Travel by Travelocity, accessible through the Netscape Netcenter free online
service. The Company also signed an agreement with Yahoo! Inc. for Travelocity
to become the exclusive co-branded travel booking service for Yahoo! and Yahoo!
Travel.

The Company introduced easySABRE in 1985 as one of the world's first
consumer booking systems for travel. easySABRE is available through a number of
computer on-line information systems and on the Internet. With easySABRE,
consumers can view travel reservation information and make bookings directly in
SABRE for no fee. The Internet address for easySABRE is
http://www.easySABRE.com/ .

The Company receives booking fees from travel providers for purchases
of their travel products and services pursuant to reservations made through
Travelocity and easySABRE.

INTERNATIONAL MARKETING

The Company is actively involved in marketing SABRE internationally
either directly or through joint venture or distributorship arrangements. The
Company's global marketing partners principally include foreign airlines that
have strong relationships with travel agents in such airlines' primary markets
and entities that operate smaller global distribution systems or other
travel-related network services.

In February 1998, the Company signed long-term agreements with ABACUS
International Holdings Ltd. which created a Singapore-based joint venture
company to manage travel distribution in the Asia-Pacific region. The Company
owns 35 percent of the joint venture company, called ABACUS International Ltd.,
and provides it with transaction processing on the SABRE computer reservations
system.

COMPETITION

The Company competes in electronic travel distribution primarily
against other large and well-established global distribution systems. SABRE's
principal competitors in marketing to travel agents include Amadeus/System One,
Galileo/Apollo and Worldspan. Each of these competitors offers many products and
services substantially similar to those of the Company.

Although certain barriers exist for any new provider of electronic

commerce -- barriers such as the need for significant capital investment to
acquire or develop the hardware, software and network facilities necessary to
operate a global distribution system -- the Company is faced with the potential

of new competitors, particularly as new channels for travel distribution
develop.
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The global market to attract and retain agency subscribers is intensely
competitive. Factors affecting competitive success of global distribution
systems include depth and breadth of information, ease of use, reliability,
service and incentives to travel agents and range of products available to
travel providers, travel agents and consumers.

Although distribution through travel agents continues to be the primary
method of travel distribution, new channels of direct distribution to businesses
and consumers, through computer on-line services, the Internet and private
networks, are developing rapidly. The deployment and adoption of these tools is
currently quite low, however the pace of adoption is expected to accelerate. The
Company believes that it has positioned its SABRE BTS, Travelocity and easySABRE
products to effectively compete in these emerging distribution channels.

CRS INDUSTRY REGULATION

The Company's electronic travel distribution business is subject to
regulation in the United States, the European Union, Canada, Australia and New
Zealand. These regulations address the relationships among computer reservation
systems ("CRSs"), airline associates, and travel agency subscribers. These
regulations do not currently address relationships with non-airline associates,
but future regulations in the European Union may include rail associates. In
general, these regulations are directed at ensuring fair competition among
travel providers. Among the principles addressed in the current regulations are:
unbiased CRS displays of airline information, fair treatment of airline
associates by CRSs, equal participation by airlines in non-owned CRSs, and fair
competition for subscribers. The CRS regulations in the United States and the
European Union are currently being revised, but the Company does not expect the
revisions to materially adversely affect its operations.

OTHER REGULATION

The Company is subject to regulations affecting issues such as: exports
of technology, telecommunications, data privacy, and electronic commerce. Some
portions of the Company's business, such as its Internet-based electronic travel
distribution, may be affected by newly-developed regulations. Regulations
affecting other areas of the Company's business may be revised from time to
time. Regulations also vary among jurisdictions. The Company believes that it is
capable of addressing these regulatory issues as they arise.

INFORMATION TECHNOLOGY SOLUTIONS

The Company is a leading provider of information technology services to
the travel and transportation industry. The Company employs its airline
technology expertise to offer information technology solutions to other
industries that face similar complex operations issues, including the airport,
railroad, logistics and hospitality industries. The solutions offered by the
Company include software development and product sales, transactions processing,
consulting, as well as comprehensive information technology outsourcing. The
Company provides data processing, network and distributed systems services to
American and AMR's other subsidiaries, Canadian Airlines International, Ltd.,
and other customers fulfilling substantially all of their information technology
requirements. In 1997, approximately 32.7% of the Company's revenue was
generated by the provision of information technology solutions.

The Company is aggressively pursuing strategic information technology
relationships that add a new dimension to traditional outsourcing agreements by
integrating our airline applications and business processes into customer
operations. Clients entering into a strategic agreement with the Company benefit
from our extensive airline industry expertise, experience with complex operating
and transaction environments and our extensive suite of software products and
applications.

SOLUTIONS

The Company offers a comprehensive set of information technology
solution services to the airline industry. These solutions include: (i)
information technology outsourcing; (ii) software development, sales and
licensing; and (iii) consulting, which includes capabilities ranging from
reengineering to functional consulting. Recruiting and retaining capable
personnel, particularly those with expertise in operations research, information
technology and industrial engineering, is vital to the provision of solutions by
the Company.
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The Company's solutions have helped American become one of the most
technologically advanced airlines in the world. The Company has provided
solutions to over 170 airlines or airline associations. These solutions have
many applications for airlines. For example, (i) with Fare Action Evaluator (SM),
airlines can seek to enhance revenue using statistical and database sources that
estimate the economic implications of fare actions before they are implemented,

(ii) with AIRPRICE(SM) , airlines can analyze and manage fares and react to
competitors' changes, (iii) with AIRFLITE(SM), airlines can determine superior
flight schedules and (iv) with AIRCREWS(SM), airlines can improve crew member

scheduling thus reducing staffing costs.

The Company also provides real-time transaction processing services,
whereby the Company provides access to its hardware and software to airlines for
reservations, flight operations, departure control and other related services.
Local computer terminals at a customer's location are linked to the Company's
mainframes, and the Company maintains and operates the entire system on a secure
and confidential basis.

The Company distributes its solutions and consulting services through a
sales and marketing organization with offices in eleven cities on four
continents (Boston, Chicago, Dallas, Tulsa, Vancouver, London, Paris, Kuwait
City, Hong Kong, Sydney and Auckland). The Company also maintains agency
relationships to support sales efforts in key markets, including India, China
and the Middle East. To date, the Company has provided business solutions to
nearly 500 clients located in more than 50 countries.

TECHNOLOGY SERVICES

In 1996, the Company executed an information technology services
agreement with American for a term of ten years for most services (three and
five years for others). Under this agreement, the Company provides data
processing, network, distributed systems, and applications development services
to American and AMR's other subsidiaries. The Company fulfills substantially all
of American's data processing requirements and manages all voice and data
communication services for American and AMR's other subsidiaries, including data
networks, voice networks and radio services. The Company also provides American
with the services required to design, install, operate and maintain its range of
local area networks, desktop, mobile computing and peripheral devices. The
Company completes nearly all of the applications development for American, as
well as manages the AMR Year 2000 project office and completes most of AMR
system's Year 2000 testing and compliance enhancements.

In January 1998, the Company completed the execution of a 25-year,
multibillion dollar technology agreement with US Airways, Inc. to provide
substantially all of US Airways' information technology services. As a part of
the agreement, the Company purchased approximately $47 million of US Airways'
information technology assets, and hired more than 600 former employees of US
Airways. The agreement covers the management and operation of US Airways'
systems and information technology services, including the migration or
conversion of US Airways' legacy systems to the Company's systems by mid-1999.
Additionally, the Company agreed to assist US Airways in making its information
systems Year 2000 compliant.

In February 1998, the Company executed a 10-year information technology
services agreement with Gulf Air. Under the agreement, the Company will be
responsible for all of Gulf Air's information technology infrastructure,
including application development and maintenance, as well as data center and
network management .

COMPETITION

In information technology solutions, the Company competes both against
solutions companies and full-service providers of technology outsourcing, some
of which have considerably greater financial resources than the Company, and
against smaller companies that offer a limited range of products. Among the
Company's full-service competitors are Electronic Data Systems, IBM Global
Services, Unisys, Andersen Consulting and Lufthansa Systems. Some of these
competitors have formed strategic alliances with large companies in the travel
industry, and the Company's access to these potential customers is thus limited.
The Company believes that its competitive position in the travel and
transportation industry is enhanced by its experience in developing systems for
American and other airlines and by its ability to offer not only software
applications but also systems development, integration and maintenance and
transaction processing services.
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INTELLECTUAL PROPERTY

In connection with the Reorganization, American transferred to the
Company the software used in the operation of the business of The SABRE Group.
This software, along with other software, proprietary information, patents,
copyrights, trade secrets, trademarks and intellectual property rights, are
significant assets of the Company. The Company relies on a combination of
patent, copyright, trade secret and trademark laws, confidentiality procedures
and contractual provisions to protect these assets. The Company's software and
related documentation are protected principally under trade secret and copyright
laws, which afford only limited protection. In addition, the laws of some
foreign jurisdictions may provide less protection than the laws of the United
States for the Company's proprietary rights. Unauthorized use of the Company's
intellectual property could have a material adverse effect on the Company, and
there can be no assurance that the Company's legal remedies would adequately
compensate it for the damages to its business caused by such use.

EMPLOYEES

As of December 31, 1997 the Company had approximately 8,500 full-time
employees. A central part of the Company's philosophy is to attract and maintain
a highly capable staff. The Company considers its current employee relations to
be good. None of the Company's employees based in the United States are
represented by a labor union.

ITEM 2. PROPERTIES

The Company's principal executive offices are located in Fort Worth,
Texas, primarily in three buildings, two of which are owned by the Company and
one of which is leased from the Dallas/Fort Worth International Airport Board
under a lease that expires in 2019, subject to four renewal options of five
years each, exercisable at the option of the Company. The Company leases a
fourth office building in Southlake, Texas, under a lease that expires in 2003,
subject to two renewal options of five years each, exerciseable at the option of
the Company. Additionally, the Company leases office facilities in approximately
70 other locations worldwide.

The Company's principal data center is located in an underground
facility in Tulsa, Oklahoma (the "Data Center"). The land on which the Data
Center is located is leased from the Tulsa Airport Improvements Trust, a public
trust organized under the laws of the State of Oklahoma, pursuant to a lease
that expires in 2038. SABRE and the Company's data processing services are
dependent on the Company's central computer operations and information
processing facility located in the Data Center. The Company also utilizes a
computer center located in one of its office buildings in Fort Worth (the "Fort
Worth Center"). At the Fort Worth Center, the Company operates and manages a
wide variety of server based and client/server distributed systems.

The Company's travel agency and corporate subscribers connect to SABRE
through leased access circuits. These leased access circuits, in turn, connect
to the domestic and international data networks leased by the Company, such as
those leased from Societe Internationale de Telecommunications Aeronautiques
("SITA"), which is owned by a consortium of Airlines, including American.

The Company believes that its office facilities will be adequate for
its immediate needs and that additional or substitute space is available if
needed to accommodate expansion. The Company also believes that its Data Center,
Fort Worth Center and network access will be adequate for its immediate and
foreseeable needs. The Company, however, continuously invests in research and
development to upgrade these facilities to meet changing technological needs.
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