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Case 1:17-cv-00500-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AO 120 (Rev. 08/10} 

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court District of Delaware on the following 

[_] Trademarks or [7] Patents. ( ([} the patent action involves 35 U.S.C. § 292.3:

DOCKET NO. DATE FILED iS. DISTRICT COURT

5/2/2017 District of Delaware

PLAINTIFF | DEFENDANT

DDR Holdings, LLC : TicketNetwork, Inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i US 7,878,399 B1 10/79/2010 DDR Holdings, LLG

2 US 8,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 Bi 5/26/2015 DDR Hoidings, LLC

4 US 9,639,876 Bi 5/2/2017 DDR Hoidings, LLC

Es
In the above—entitled case, the following patent(s)/ trademark(s) have been inciu

DATE INCLUDED INCLUDED BY

 
 

i] Amendment Li} Answer [7] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
{n the above-—-entitied case, the following decision has been rendered or judgement issued:

DECISIONSJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—-Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Director
Copy 2--Upenfiling document adding patent(s), mail this copy to Director Cepy 4-—Case fle copy
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The UnitedStates Patent and Trademark OfficePATENT TRIAL AND APPEAL BOARD 4 
A petition has been filed in Patent Number 8,515,825, Application Number 12/906,979 on
5/4/2018.

The Case Numberis IPR2018-01010.

To view the documentsfiled in this petition, go to http://www.uspto.gov/ip/boards/bpai/prps.isp
andclick on the Direct Link.

Click on Search for a proceeding / Browse the proceedings and enter the Patent Numberor the
Trial or Case Numberand select the Search button.

Questions regarding this notice should be directed to the Patent Trial and Appeal Board at
571-272-7822.
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The United States Patent and Trademark Office

PATENT TRIAL AND APPEAL BOARD| 
A petition has beenfiled in Patent Number 8,515,825, Application Number 12/906,979 on
5/2/2018.

The Case Numberis IPR2018-01014.

To view the documentsfiled in this petition, go to http://www.uspto.gov/ip/boards/bpai/prps.jsp
andclick on the Direct Link.

Click on Search for a proceeding / Browse the proceedings and enter the Patent Numberor the
Trial or Case Number and select the Search button.

Questions regarding this notice should be directed to the Patent Trial and Appeal Boardat
571-272-7822.
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Case 1:17-cv-00498-ER Document3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AO 120 (Rev. 08/10} 

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court District of Delaware on the following 

[_] Trademarks or [7] Patents. ( ([} the patent action involves 35 U.S.C. § 292.3:

DOCKET NO. DATE FILED iS. DISTRICT COURT

5/2/2017 District of Delaware

PLAINTIFF | DEFENDANT

DDR Holdings, LLC : Priceline.com LLC

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i US 7,878,399 B1 10/79/2010 DDR Holdings, LLG

2 US 8,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 Bi 5/26/2015 DDR Hoidings, LLC

4 US 9,639,876 Bi 5/2/2017 DDR Hoidings, LLC

Es
In the above—entitled case, the following patent(s)/ trademark(s) have been inciu

DATE INCLUDED INCLUDED BY

 
 

i] Amendment Li} Answer [7] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
{n the above-—-entitied case, the following decision has been rendered or judgement issued:

DECISIONSJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—-Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Director
Copy 2--Upenfiling document adding patent(s), mail this copy to Director Cepy 4-—Case fle copy
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Case 1:17-cv-00501-ER Document3 Filed 05/02/17 Page 1 of 1 PagelD #: 165

AO 120 (Rev. 08/10} 

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court District of Delaware on the following 

[_] Trademarks or [7] Patents. ( ([} the patent action involves 35 U.S.C. § 292.3:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

5/2/2017 District of Delaware

PLAINTIPP [DEFENDANT

DDR Holdings, LLC Shopify inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

US 8,515,825 BI 8/20/2013 DDR Holdings, LLG

2 US 9,043,228 Bt 5/26/2015 DDR Holdings, LLC

US 9,639,876 Bi 5/2/2017 DDR Hoidings, LLG 
 In the above—entitled case, the following patent(s)/ trademark(s) have been inciu

DATE INCLUDED INCLUDED BY

i] Amendment Li} Answer [7] Cross Bill [| Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
{n the above-—-entitied case, the following decision has been rendered or judgement issued:

DECISIONSJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—-Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Director
Copy 2--Upenfiling document adding patent(s), mail this copy to Director Cepy 4-—Case fle copy
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Case 1:17-cv-00502-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AO 120 (Rev. 08/10} 

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court District of Delaware on the following 

[_] Trademarks or [7] Patents. ( ([} the patent action involves 35 U.S.C. § 292.3:

DOCKET NO. DATE FILED iS. DISTRICT COURT

5/2/2017 District of Delaware

PLAINTIFF | DEFENDANT

DDR Holdings, LLC Travel Holdings, inc. and Tourico Holidays, inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i US 7,878,399 B1 10/19/2010 DDR Holdings, LLG

2 US 8,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 Bi 5/26/2015 DDR Holdings, LLC

4 US 9,639,876 Bi 5/2/2017 DDR Hoidings, LLC

Es
In the above—entitled case, the following patent(s)/ trademark(s) have been inciu

DATE INCLUDED INCLUDED BY

 
 

i] Amendment Li} Answer [7] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
{n the above-—-entitied case, the following decision has been rendered or judgement issued:

DECISIONSJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—-Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Director
Copy 2--Upenfiling document adding patent(s), mail this copy to Director Cepy 4-—Case fle copy
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Case 1:17-cv-00499-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 207

AO 120 (Rev. 08/10} 

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court District of Delaware on the following 

[_] Trademarks or [7] Patents. ( ([} the patent action involves 35 U.S.C. § 292.3:

DOCKET NO. DATE FILED iS. DISTRICT COURT

5/2/2017 District of Delaware

PLAINTIFF | DEFENDANT

DDR Holdings, LLC : Booking.com B.V.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i US 7,878,399 B1 10/79/2010 DDR Holdings, LLG

2 US 8,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 Bi 5/26/2015 DDR Hoidings, LLG

4 US 9,639,876 Bi 5/2/2017 DDR Hoidings, LLC

Es
In the above—entitled case, the following patent(s)/ trademark(s) have been inciu

DATE INCLUDED INCLUDED BY

 
 

i] Amendment Li} Answer [7] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
{n the above-—-entitied case, the following decision has been rendered or judgement issued:

DECISIONSJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—-Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Director
Copy 2--Upenfiling document adding patent(s), mail this copy to Director Cepy 4-—Case fle copy
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Case 1:17-cv-00500-ER Document 3 Filed 05/02/17 Page 1 of 1 PagelD #: 206

AO 120 (Rev. 08/10} 

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FOULING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK

TO: 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court District of Delaware on the following 

[_] Trademarks or [7] Patents. ( ([} the patent action involves 35 U.S.C. § 292.3:

DOCKET NO. DATE FILED iS. DISTRICT COURT

5/2/2017 District of Delaware

PLAINTIFF | DEFENDANT

DDR Holdings, LLC : TicketNetwork, Inc.

PATENT OR DATE OF PATENT ——
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

i US 7,878,399 B1 10/79/2010 DDR Holdings, LLG

2 US 8,515,825 Bt 8/20/2013 DDR Holdings, LLC

3 US 9,043,228 Bi 5/26/2015 DDR Hoidings, LLC

4 US 9,639,876 Bi 5/2/2017 DDR Hoidings, LLC

Es
In the above—entitled case, the following patent(s)/ trademark(s) have been inciu

DATE INCLUDED INCLUDED BY

 
 

i] Amendment Li} Answer [7] Cross Bill [| Other Pleading
PATENTOR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK 
{n the above-—-entitied case, the following decision has been rendered or judgement issued:

DECISIONSJUDGEMENT

(BY) DEPUTY CLERK 
Copy 1-—-Upon initiation of action, mail this copy te Director Cepy 3—-Upon termination of action, mail this copy te Director
Copy 2--Upenfiling document adding patent(s), mail this copy to Director Cepy 4-—Case fle copy
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UNITED STATES PATENT AND TRADEMARKOFFICE

CERTIFICATE OF CORRECTION

PATENT NO. : 8,515,825 Bl Page 1 of 1
APPLICATION NO. : 12/906979

DATED : August 20, 2013

INVENTOR(S) : D. Delano Ross,Jr. et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby corrected as shownbelow:

On the Title Page, Item (56) please add,

“Internet Travel Network and Pegasus Systems / TravelWeb Announces Partnership For Online Air

And Hotel Bookings”, Business Wire, April 21, 1997.

On the Title Page, Item (56) should read,

Page 3, column 2, line 34:

Page 3, column 2, line 36:

Page 4, column 1, line 01:

Page 4, column 2, line 54:

Page 4, column 2, line 70:

Page 4, column 2, line 73:

Page 5, column 1, line 47:

change ‘““Sueenshots” to --Screenshots--

change “‘Screensbots” to --Screenshots--

change “Replay”to --Reply--

change “25” to --28--

change “Physicai” to --Physical--

change “144”to --1 - 14--

change “digital” to --Digital--

Signed and Sealed this

Twenty-second DayofJuly, 2014

Wirebtle Ko Lea
Michelle K. Lee

Deputy Director ofthe United States Patent and Trademark Office

Page 10



Page 11

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Ross, D. Delano,Jr., et al. Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methods of expanding commercial opportunities for Internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - May 28, 2014
P.O. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR CERTIFICATE OF CORRECTION

DearSir:

Enclosed is a proposed Certificate of Correction correcting some errors made in

the printing of the “References Cited” section of this patent.

The first seven changes arise from typographical errors madein the printing of

references [see attachments to Office Action dated 7/3/12, the References cited by

Applicant and considered by Examiner at page 3 (references 43 and 44), page 4

(reference 68), page 7 (references 126, 137 and 138), and page 9 (reference 165)]. In

addition, one changerestores a reference missing entirely from the printed patent [see

attachments to Office Action dated 7/3/12, the References cited by Applicant and

considered by Examinerat page 5 (reference 89)].
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Because the errors for which this Certificate of Correction is sought are due to

mistakes on the part of the Office, no fee is due (35 U.S.C. 254). Please forward

Certificate to assignee’s attorney at the address below.

Respectfully submitted,

DDR HOLDINGS, LLC.

by its attorney

Dated: May 28, 2014 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87+Street, Suite 312

Scottsdale, Arizona 85260

(480) 948-3295

Serial No. 12/906,979 Page 2 of 2
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PTO/SB/44 (09-07)
Approvedfor use through 08/31/2013. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit displays a valid OMB control number.

Also Form PTO-1050

UNITED STATES PATENT AND TRADEMARKOFFICE

CERTIFICATE OF CORRECTION

PATENTNO. > 8,515,825

APPLICATION NO.: 12/906,979

ISSUE DATE - August 20, 2013

INVENTOR(S) D. Delano Ross, Jr., et al.

It is certified that an error appearsor errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Page 3, column 2, line 34: change "Sueenshots" to --Screenshots--
Page 3, column 2, line 36: change "Screensbots"to --Screenshots--
Page 4, column 1, line 01: change "Replay" to --Reply--
Page 4, column2, line 54: change "25"to --28--
Page 4, column 2, line 70: change "Physicai" to --Physical--
Page 4, column 2, line 73: change "144"to --1 - 14--
Page 5, column 1, line 47: change "digital" to --Digital--

The following reference wasnotincluded in the printed patent:
"Internet Travel Network and Pegasus Systems / TravelWeb AnnouncesPartnership For Online Air And Hotel
Bookings", Business Wire, April 21, 1997. 

MAILING ADDRESS OF SENDER(Please do not use customer numberbelow):

Louis J. Hoffman, P.C.
143801 North 87th Street, Suite 312
Scottsdale, Arizona 85260

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public whichis to file
(and by the USPTOto process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending upon theindividual case. Any
comments on the amountof time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMSTO THIS ADDRESS. SENDTO: Attention Certificate of Corrections Branch, Commissionerfor Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 andselect option 2.
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Electronic AcknowledgementReceipt

19146620

Application Number: 12906979

International Application Number:

Confirmation Number:

Methods of expanding commercial opportunities for internet websites
Title of Invention: through coordinated offsite marketing

First Named Inventor/Applicant Name: D. Delano Ross

Customer Number: 26362

Louis J. Hoffman/Donald Hertz

Filer Authorized By: Louis J. Hoffman

Attorney Docket Number: 23-CON3

Receipt Date: 28-MAY-2014

Filing Date: 18-OCT-2010

Time Stamp: 14:44:25

Application Type: Utility under 35 USC 111)

 
Paymentinformation:

Submitted with Payment

File Listing:

Document gs File Size(Bytes)/ Multi Pages

14-05-28-DDR-CON3B-

Rqst_Cert_Correct.pdf
Requestfor Certificate of Correction

816f6c3a3ebe89b95 31 bd63cdf8fdéff2afad
810

Information:
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108103
14-05-28-DDR-CON3-8515825-

Requestfor Certificate of Correction Cert_Correction.pdf €342dc1 bf4b994ccef5227076a1 19937cc}
b8b4

This AcknowledgementReceipt evidences receipt on the noted date by the USPTOofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidenceof receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
national stage submission under35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

NewInternational Application Filed with the USPTO as a Receiving Office
If a new internationalapplication is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shownon this AcknowledgementReceiptwill establish the internationalfiling date of
the application.
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov
Ce: PAIR_eOfficeAction@uspto.gov
Subject: Private PAIR Correspondence Notification for Customer Number 26362

Aug 01, 2013 05:32:35 AM

Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260
UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondenceis now available for viewing in Private PAIR.

Theofficial date of notification of the outgoing correspondencewill be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:

The list of documents shownbelow is provided as a courtesy and is not part of the official file
wrapper. The content of the images shownin PAIR is the official record.

Application Document Mailroom Date Attorney DocketNo.
12906979 ISSUE.NTF 07/31/2013 23-CON3

To view your correspondenceonline or update your email addresses,please visit us anytime at
https ://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subjectline or call 1-866-217-9197 during the following hours:

Monday- Friday 6:00 a.m. to 12:00 a.m.

Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and TrademarkOfficeAddress: COMMISSIONER FOR PATENTS
P.O. Box 1450

Alexandria, Virginia 22313-1450www .uspto.g:

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKETNO. CONFIRMATION NO.

12/906,979 08/20/2013 8515825 23-CON3 1141

 
26362 7590 07/31/2013

LOUIS J. HOFFMAN,P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

ISSUE NOTIFICATION

The projected patent numberandissue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 130 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEBsite (http://pair-uspto. gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM)at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEBsite http://pair.uspto.gov for additional applicants):

D. Delano Ross JR., Alpharetta, GA;
Daniel D. Ross, Dunwoody, GA;
Joseph R. Michaels, Marietta, GA;
William R. May, Atlanta, GA;
Richard A. Anderson, Powder Springs, GA;

The United States represents the largest, most dynamic marketplace in the world andis an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage andfacilitate business investment. To learn more about why the USAis the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

R103 (Rev. 10/09)
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Form PPO-1449 Gicdified)

List of Patents and Publications For Serial No. CON of 11/343,464
Applicant’s Information Disclosure

Statement Applicants: D, Delano Ross fr., et al.

Filed: 10/18/2010 Group: 2445

LS. Parenr DOCUMENTS
    

 
Examiner Document

Initials Number Date Name Class Subclass (ifsporopriate}
A 6,763,343 OF / 2004 Brooke etal. 707 q

B 6,629,135 09/2003 Ross etal 709 218

Cc 4,253,188 06/26/01 Witek at al 7OS id

GQ 6,230,173 OS 72007 Ferrel et al. 715 B13

i &, 141,666 10/31/06 Tobin 715 t4

F 6.128.655 10/2000 Fields et al. 7O9 21%

Change(s)apclied G 6,029,141 02 eg (22/00 Bezos etal. 705 a7
to document, H 6,025,714 02 72005 Hill et al FAs SYS

I 6,012,098 01/2000 Bayeh etal. 709 246
SOLS rrr { 5,991,740 11/23/99 Messer 70S 2?
T/NG/2OND K -991,735 «11/23/99 Gerace 75 10

iL 5,987,498 T1/16/99 Athing etal 708 203

M 5,983,270) 11/06/99 Abrahamet al. 709 224

N 5,985,227 11/09/99 Nazemet al. FOF 18

CO 5,978,766 11/02/99 Lauchw FOR i

P 5,963,015 10/05/99 Kirsch 705 26

Q 5,956,700 G9 /21 799 ue FO? 3

R 5,948,061 G907/99 Merriman et al 7O9 219

OO S 5O40B43 O08 / 17/99 “ucknovich et al 715 516
° 5SAR34 OS /17799 Pinard etal. 707 1602

iy 5,937392 O8/ 10/99 Alberts 73S 14

eee ¥ 5,933,511 G8 403/99 Angles et al. 7O5 14
Ww 5,930,765 G7(27/99 Martin 705 +4

x 3.936,798 07/20/99 Carter 705 26

a ¥ 5,918,239 06/29/99 Allen et al. 71S 526
“ 5,915,245 06/22/99 Smolen OS 14

BA $915,202 06/45/99 Motovarna 73S 368

. Yogesh Gara/ .Examiner Yogesh Garg/ Date Considered: ag /nRDat2
EXAMINER: Initial if reference considered, whether of not citation is in.conformance with MPEP 602.

Draw line throvggh citation if notin conformance and net considered. Include copy of this form with next
communicalion to applicants,

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /Y.G./
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

 
  
  CONFIRMATIONNO.    APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

Lot EM. mes

LOUIS J. HOFFMAN,P.C. Lave
14301 North 87th Street, Suite 312 GARG, YOGESH C
Scottsdale, AZ 85260 ART UNIT PAPER NUMBER

3625

 
   NOTIFICATION DATE DELIVERY MODE

07/19/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Louis @ valuablepatents.com
donald @valuablepatents.com
shaelyn @ valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

 . vas . 12/906,979 ROSS ET AL.
Examiner-Initiated Interview Summary _ _

Examiner Art Unit

YOGESH C. GARG 3625

All participants (applicant, applicant's representative, PTO personnel):

(1) YOGESH C. GARG. (3) ,

(2) LOUIS J. HOFFMAN. (4) ,

Date of Interview: 70 July 2013.

Type: & Telephonic [-] Video Conference
[-] Personal [copy given to:([] applicant+([] applicant’s representative]

Exhibit shown or demonstration conducted: [[] Yes L] No.
If Yes, brief description:

Issues Discussed [101 (112 [102 (103 [Others
(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed:

Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied referencesetc...)

As suggested in the IDS filed 6/25/2013, Examiner called the Applicnat's representative Mr. Hoffman to discuss the
three court decisions cited in the IDS filed subsequent to NOA mailed 5/13/2013. Following is the summary of
discussion: Examiner indicated that he had considered_the three court decisions cited in the IDS filed 5/13/2013 and

they do not effect the reasons of allowance mailed 5/13/2013 and the independnet claims 71, 81 and 87 are patent
éleigible as per the examining quidelines. Accordinigly, the reasons of allowance mailed 5/13/2013 are maintained..

Applicantrecordation instructions: It is not necessary for applicant to provide a separate record of the substance ofinterview.

Examinerrecordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should includethe items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argumentor issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcomeof the interview, to include an indication as to whether or not agreement was reached onthe issuesraised.

[J Attachment
/YOGESH C GARG/

Primary Examiner, Art Unit 3625

 
U.S. Patent and Trademark Office

PTOL-413B (Rev. 8/11/2010) Interview Summary Paper No. 20130710
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Application/Control Number: 12/906,979 Page 2

Art Unit: 3625

Information Disclosure Statement

1. The information disclosure statement (IDS) submitted on 6/25/2013 wasfiled

after the mailing date of the NOA on 5/13/2013. The submissionis in compliance with

the provisions of 37 CFR 1.97. Accordingly, the information disclosure statementis

being considered by the examiner. Form 1449 is enclosed acknowledging the IDS.

2. Examinerhas fully considered the three court decisions cited in the IDSfiled

5/13/2013 and they do noteffect the reasons of allowance mailed 5/13/2013 and the

independnetclaims 71, 81 and 87 are patent eleigible as per the examining guidelines.

Accordinlgly, the reasonsof allowance mailed 5/13/2013 are maintained.

3. An interview summary as per the telephoneinterview condcuted with the

Applicant's representative Mr. Louis J. Hoffman on 7/10/2013 is atatched.

Anyinquiry concerning this communication or earlier communications from the

examiner should be directed to YOGESH C. GARG whosetelephone numberis

(571)272-6756. The examiner can normally be reached on Increased Flex/Hoteling.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number

for the organization wherethis application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 12/906,979 Page 3

Art Unit: 3625

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automatedinformation

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

YOGESH C GARG

Primary Examiner
Art Unit 3625

/YOGESH C GARG/

Primary Examiner, Art Unit 3625

Page 22



Page 23

Form PTO-1ad9 (Modified) RelatNas  12/906,979

List of Patoois and Pudbiicaticois For A prlicarts:
information [Nsclosure Statement Bilect:

Art Uniik
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov
Ce: PAIR_eOfficeAction@uspto.gov
Subject: Private PAIR Correspondence Notification for Customer Number 26362

Jul 19, 2013 05:28:37 AM

Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260
UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondenceis now available for viewing in Private PAIR.

Theofficial date of notification of the outgoing correspondencewill be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:

The list of documents shownbelow is provided as a courtesy and is not part of the official file
wrapper. The content of the images shownin PAIR is the official record.

Application Document Mailroom Date Attorney DocketNo.
12906979 INTV.SUM.EX 07/19/2013 23-CON3

M327 07/19/2013 23-CON3

1449 07/19/2013 23-CON3

To view your correspondenceonline or update your email addresses,please visit us anytime at
https ://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subjectline or call 1-866-217-9197 during the following hours:

Monday- Friday 6:00 a.m. to 12:00 a.m.

Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

 
  
  CONFIRMATIONNO.    APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

Lot EM. ees

LOUIS J. HOFFMAN,P.C. Lave
14301 North 87th Street, Suite 312 GARG, YOGESH C
Scottsdale, AZ 85260 ART UNIT PAPER NUMBER

3625

 
   NOTIFICATION DATE DELIVERY MODE

07/18/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Louis @ valuablepatents.com
donald @valuablepatents.com
shaelyn @ valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

 . vas . 12/906,979 ROSS ET AL.
Examiner-Initiated Interview Summary

Examiner Art Unit

YOGESH C. GARG 3625

All participants (applicant, applicant's representative, PTO personnel):

(1) YOGESH C. GARG. (3) ,

(2) LOUIS J. HOFFMAN. (4) ,

Date of Interview: 70 July 2013.

Type: & Telephonic [-] Video Conference
[-] Personal [copy given to:([] applicant+([] applicant’s representative]

Exhibit shown or demonstration conducted: [[] Yes L] No.
If Yes, brief description:

Issues Discussed [101 (112 [102 (103 [Others
(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed:

Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied referencesetc...)

This is in continuation of the Interview summary mailed 7/10/2013. Since some of the discussions held on 7/10/2013
were left out from being mentionedin the interview sumamry mailed 7/10/2013 this continuation of that summaryis
being posted.
During the interview Mr. Hoffman _indciated that the Defendents (referred to in the court cases cited in the IDS filed
6/25/2013)are appealing to the fedear! Circuit Courts of Appeal. .

Applicantrecordation instructions: It is not necessary for applicant to provide a separate record of the substance ofinterview.

Examinerrecordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should includethe items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argumentor issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcomeof the interview, to include an indication as to whether or not agreement was reached onthe issuesraised.

[J Attachment
/YOGESH C GARG/

Primary Examiner, Art Unit 3625

 
U.S. Patent and Trademark Office

PTOL-413B (Rev. 8/11/2010) Interview Summary Paper No. 20130712
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov
Ce: PAIR_eOfficeAction@uspto.gov
Subject: Private PAIR Correspondence Notification for Customer Number 26362

Jul 18, 2013 05:28:01 AM

Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260
UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondenceis now available for viewing in Private PAIR.

Theofficial date of notification of the outgoing correspondencewill be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:

The list of documents shownbelow is provided as a courtesy and is not part of the official file
wrapper. The content of the images shownin PAIR is the official record.

Application Document Mailroom Date Attorney DocketNo.
12906979 INTV.SUM.EX 07/18/2013 23-CON3

To view your correspondenceonline or update your email addresses,please visit us anytime at
https ://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subjectline or call 1-866-217-9197 during the following hours:

Monday- Friday 6:00 a.m. to 12:00 a.m.

Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissionerfor Patents
P.O. Box 1450

Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed where

appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address asindicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS"formaintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block 1 for any changeof address) Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

papers. Each additional paper, such as an assignment or formal drawing, mustave its own certificate of mailing or transmission.

 

26362 7590 05/31/2013

Certificate of Mailing or Transmission

LOUIS J. HOFFMAN, P.C. | hereby certify that is Fee(s) Transmittal is being filed with
14301 North 87th Street, Suite 312 the USPTO via EFS,on the date indicated below.
Scottsdale, AZ 85260

Donald Hertz @epositor's name)

/Donald Hertz/ (Signature)

06/26/2013 Date)

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.|CONFIRMATIONNO.

 
 
   

12/906,979 10/18/2010 D. Delano Ross, Jr. 23-CONS3 1141
TITLE OF INVENTION:

Methods of expanding commercial opportunities for internet websites through coordinated offsite marketing

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

$0nonprovisional NO $1,780 $0 $1,780 09/03/2013

GARG, YOGESH C 3625 705-026410
1. Change of correspondence addressor indication of "Fee Address" (37 2. For printing on the patent front page,list
CFR 1.363).

LI Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

LI "Fee Address" indication (or "Fee Address” Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

, Louis J. Hoffman
 

(1) the names of up to 3 registered patent attorneys
or agents OR,alternatively,

(2) the name ofa single firm (having as a member a 2
registered attorney or agent) and the namesof up to
2 registered patent attorneys or agents. If nonameis 43
listed, no namewill be printed.

  
  

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(printor type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

DDR HOLDINGS, LLC DUNWOODY, GEORGIA

Please check the appropriate assignee category or categories (will not be printed on the patent) : (I) Individual Corporation or other private group entity [J Government

4a. The following fee(s) are submitted: 4b. Paymentof Fee(s): (Please first reapply any previously paid issue fee shown above)
[A Issue Fee LIA checkis enclosed.

[d Publication Fee (No small entity discount permitted) [J Paymentby credit card.
LT Advance Order - # of Copies [IJ The Directoris hereby authorized to charge the required fee(s), any deficiency, or credit any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)

LY a. Applicant claims SMALL ENTITYstatus. See 37 CFR 1.27. (db. Applicant is no longer claiming SMALL ENTITYstatus. See 37 CFR 1.27(g)(2).
  

NOTE:The Issue Fee and Publication Fee (if required) will not be accepted from anyone otherthan the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown bythe records of the United States Patent and Trademark Office.

e 06/26/2013
38918

Authorized Signature /Louis J. Hoffman/ Dat
Louis J. Hoffman

 

 
Typed or printed name Registration No.
 

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTOto process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amountof time you require to complete
this form and/or suggestions for reducing this burden, should be sent tothe chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, ‘Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.
Underthe Paperwork Reduction Act of 1995, no persons are required to respondto a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal

Methods of expanding commercial opportunities for internet websites
Title of Invention: through coordinated offsite marketing

a

Utility under 35 USC 111(a) Filing Fees

Sub-Total in

USD(S$)
Description Fee Code Quantity

Basic Filing:

Miscellaneous-Filing:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Utility Appl Issue Fee 1501 1780 1780

Extension-of-Time:
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_ . Sub-Total in

Total in USD ($) 
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Electronic AcknowledgementReceipt

16166032

12906979

1141

Application Number:

International Application Number:

Confirmation Number:

Title of Invention:

First Named Inventor/Applicant Name:

Customer Number:

Filer Authorized By:

Attorney Docket Number:

Receipt Date:

Filing Date:

Time Stamp:

Application Type:

Paymentinformation:

Submitted with Payment

Payment Type

Payment was successfully received in RAM

RAM confirmation Number

Deposit Account

Authorized User

Methods of expanding commercial opportunities for internet websites
through coordinated offsite marketing

Utility under 35 USC 111(a)

 
File Listing:

Document gs File Size(Bytes)/ Multi Pages
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13-06-26-DDR-CONB-

Notif_Loss_Small_Entity_Status
.pdf 55217b461 761 fbff2e93 2c3b6a02d1¢3378¢qOce4

Information:

13-06-26-DDR-CONB-

Issue_Fee_Payment.pdf

Notification of loss of entitlement to

small entity status

Issue Fee Payment (PTO-85B) ac74fe44f99cab2d6220eb8f0afl 61efa2fe
4e4

Information:

Fee Worksheet (SB06) fee-info.pdf
1f728f320e1 00ed8f8ede4f81d64e9cal 7c3

d71b

This AcknowledgementReceipt evidences receipt on the noted date by the USPTOofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidenceof receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
national stage submission under35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

NewInternational Application Filed with the USPTO as a Receiving Office
If a new internationalapplication is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shownon this AcknowledgementReceiptwill establish the internationalfiling date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

Applicants: Ross, D. Delano,Jr., et al. Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methodsof expanding commercial opportunities for internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - June 26, 2013
P.O. Box 1450

Alexandria, VA 22313-1450

NOTIFICATION OF LOSS OF ENTITLEMENT OF SMALL ENTITY STATUS

DearSir:

Assignee hereby notifies the USPTO of the loss of entitlement to small entity

status in this application and submits concurrently form PTOL-85 for payment of the

issue fee at the large entity rate of $1,780.

If the Office has any questions, please feel free to contact assignee’s undersigned

attorney of record.

Respectfully submitted,

DDR HOLDINGS, LLC

by its attorney

Dated: June 26, 2013 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87*Street

Suite 312

Scottsdale, Arizona 85260

(480) 948-3295
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Form PTO-1449 (Modified) Serial No.: 12/906,979

 

List of Patents and Publications For Applicants: Ross Jr., D. Delanoet al.
Information Disclosure Statement Filed: 10/18/2010

Art Unit: 3625

Page 1 of 1 Conf. No.: 1141

OTHER ART 

Examiner

| Initials Author Title Date Pertinent Pages Etc.
MEMORANDUMOPINION AND ORDERon Defendants’ Renewed Motionsfor

Judgmentas a Matter of Law, and Digital River, Inc.’s Motion for New Trial;
‘vilActionNo.2:06-CV-00042(DF);Jume20,2073

» MEMORANDUMOPINION AND ORDER on DDR Holdings, LLC’s Motion for
_EntryofJudgment;CivilActionNo.2:06-CV-00042(DF);June20,2013.

UDGMENTin favor of DDR Holdings, LLC; Civil Action No. 2:06-CV-00042
(DF);Jue20,200

 
 

 
 

 
 

  

 
 

Examiner: Date Considered:

EXAMINER:Initial if reference considered whetheror not citation is in conformance with MPEP 609. Draw

line through citation if not in conformance and not considered. Include copy of this form with next
communication to applicant.
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Case 2:06-cv-00042-JRG Document 569_Filed 06/20/13 Page 1 of 32 PagelD #: 12593

IN THE UNITED STATESDISTRICT COURT

FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION

DDR HOLDINGS, LLC §
§

Plaintiffand Counterdefendant, §
§ CIVIL ACTION NO.2:06-cv-42-JIRG

v. §
§

HOTELS.COM,L.P.,et al. §
§

Defendants and Counterclaimants. §

MEMORANDUM OPINION AND ORDER

Before the Court are the parties’ post-trial motions. Having consideredthe parties’ written

submissions, the Court: (1) DENIES Defendant Digital River, Inc.’s Renewed Motion for

Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 540); (2) DENIES

National Leisure Group,Inc.’s and World Travel Holdings, Inc.’s Renewed Motion for Judgment

as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 539); and (3) DENIES Defendant

Digital River, Inc.’s Motion for New Trial Pursuant to Fed. R. Civ. P. 59 (Dkt. No. 562).

L BACKGROUND

DDR Holdings, LLC (“DDR”) filed this patent infringement action against multiple

defendants on January 31, 2006, alleging infringement of U.S. Patent Nos. 6,629,135 (“the 7135

patent”) and 6,993,572 (“the ‘572 patent”). The case was then stayed for almost four years until

October 6, 2010, pending the reexamination proceedings at to both of the patents-in-suit. On

September9, 2011, DDR amendedits complaint to add additional infringementallegations ofU.S.

Patent No. 7,818,399 (‘the ’399 patent”). This case wentto trial on October 8, 2012 against Digital

River, Inc. (“Digital River”), National Leisure Group, Inc., and world Travel Holdings, Inc.

(collectively, “NLG”). Following a five daytrial, the jury returned a unanimousverdict finding
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Case 2:06-cv-00042-JRG Document 569_Filed 06/20/13 Page 2 of 32 PagelD #: 12594

that Digital River infringed claims 13, 17, and 20 of the ’572 patent and awarded damages to DDR

of $750,000 for the period of the issue date of the patent, January 31, 2006, through the verdict

date, October 12, 2012. The jury also found that NLG infringed claims 13, 17, and 20 of the ’572

patent and claims1, 3, and 9 of the ’399 patent and awarded damages to DDR of $750,000 for the

period of the earliest issue date, January 31, 2006, through the verdict date. The jury did not find

either infringement to be willful. The jury further found that claims 13, 17, and 20 of the ’572

patent wasnotinvalid.

II. APPLICABLE LAW REGARDINGRULE50

Judgmentas a matter of law is only appropriate when “a reasonable jury would not have a

legally sufficient evidentiary basis to find for the party on that issue.” Fed. R. Civ. P. 50(a). “The

grant or denial of a motion for judgment as a matter of law is a procedural issue not unique to

patent law, reviewed under the law of the regional circuit in which the appeal from the district

court would usually lie.” Finisar Corp. v. DirectTV Group, Inc., 523 F.3d 1323, 1332 (Fed. Cir.

2008). The Fifth Circuit “uses the same standard to review the verdict that the district court used in

first passing on the motion.” Hiltgen v. Sumrall, 47 F.3d 695, 699 (Sth Cir. 1995). Thus, a jury

verdict must be upheld, and judgment as a matter of law may not be granted, unless “there is no

legally sufficient evidentiary basis for a reasonable jury to find as the jury did.” /d. at 700. The

jury’s verdict must be supported by “substantial evidence” in support of each element of the

claims. Am. Home Assurance Co. v. United Space Alliance, 378 F.3d 482, 487 (Sth Cir. 2004).

A court reviewsall evidence in the record and must draw all reasonable inferences in favor

of the nonmoving party; however, a court may not makecredibility determinations or weigh the

evidence,as those are solely functions of the jury. See Reeves v. Sanderson Plumbing Prods., Inc.,
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Case 2:06-cv-00042-JRG Document 569_Filed 06/20/13 Page 3 of 32 PagelD #: 12595

530 U.S. 133, 150-51 (2000). The movingparty is entitled to judgment as a matter of law “only if

the evidence points so strongly and so overwhelmingly in favor of the nonmovingparty that no

reasonable juror could return a contrary verdict.” Int’l Ins. Co. v. RSR Corp., 426 F.3d 281, 296

(Sth Cir. 2005).

I. APPLICABLE LAW REGARDING RULE 59

Under Rule 59(a) of the Federal Rules of Civil Procedure, a new trial can be granted to any

party to a jury trial on anyorall issues “for any reason for which a newtrial has heretofore been

granted in an action at law in federal court.” Fed. R. Civ. P. 59(a). “A new trial may be granted, for

example, if the district court finds the verdict is against the weight of the evidence, the damages

awarded are excessive,the trial was unfair, or prejudicial error was committedin its course.” Smith

v. Transworld Drilling Co., 773 F.2d 610, 612-13 (Sth Cir. 1985). The Court must view the

evidence “in a light most favorable to the jury’s verdict, and [] the verdict must be affirmed unless

the evidence points so strongly and overwhelmingly in favor of one party that the court believes

that reasonable persons could notarrive at a contrary conclusion.” Dawson v. Wal-Mart Stores,

Inc., 978 F.2d 205, 208 (5th Cir. 1992).

IV. DIGITAL RIVER’S RENEWED MOTION FOR JUDGMENTAS A MATTER OF

LAW PURSUANTTO FED.R.CIV. P. 50(B) (DKT. NO. 540)

Digital River seeks judgment as a matter of law pursuant to Fed. R. Civ. P. 50(b) that (1)

the asserted claims are invalid under 35 U.S.C. § 112 as indefinite; (2) the asserted claims are

invalid under 35 U.S.C. §§ 102 and 103 as anticipated and/or obvious; (3) the asserted claims are

invalid under 35 U.S.C. § 101 as directed to subject matter that is not eligible for patent protection;

(4) Digital River does notdirectly infringe the asserted claims; and (5) DDRdid not provethatit is

entitled to any damages.
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A. The asserted claims are not invalid under 35 U.S.C. § 112 as indefinite

Digital River contends that it is entitled to judgment as a matter of law that the asserted

claims are invalid as indefinite because the patent specification lacks the required objective

guidanceto allow oneofordinary skill in the art to know whenthe claimed “look and feel” element

has been achieved. (Dkt. No. 540, at 2.) As support, Digital River relies on Datamize, LLCv.

Plumtree Software, Inc. where the Federal Circuit found the term “aesthetically pleasing” to be

indefinite because the patentee “offered no objective definition identifying a standard for

determining when an interface screen is aesthetically pleasing.” 417 F.3d 1342, 1350 (Fed. Cir.

2005). However, this Court does notfind “aesthetically pleasing” to be analogousto the concept of

“look and feel”in this case.

35 U.S.C. § 112 | 2 requires claimsto particularly point out and distinctly claim the subject

matter which the applicant regardsas his invention. The purpose of the definiteness requirementis

to ensure that the claims delineate the scope of the invention using language that adequately

notifies the public of the patentee’s right to exclude. Honeywell Int'l Inc. v. Int’l Trade Comm’n,

341 F.3d 1332, 1338 (Fed. Cir. 2003). A claim is indefinite when it depends “solely on the

unrestrained, subjective opinion of a particular individual purportedly practicing the invention.”

Datamize, 417 F.3d at 1350. However, “[i]f the meaning of the claim is discernible, even though

the task may be formidable and the conclusion may be one over which reasonable personswill

disagree, we haveheld the claim sufficiently clear to avoid invalidity on indefiniteness grounds.”

Exxon Research & Eng’g Co. v. United States, 265 F.3d 1371, 1375 (Fed. Cir. 2001). Whether a

patent claim fails for indefiniteness is a question of law for the Court to decide. Jd. at 1376.
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This Court previously defined “look and feel” to be “a set of elements related to visual

appearance and user interface conveying an overall appearance identifying a website; such

elements include logos, colors, page layout, navigation systems, frames ‘mouse-over’ effects, or

others [sic] elements consistent through someorall of the website.” (Dkt. No. 309 at 10.) The

claims define the question of whether the “look and feel” of the web pages that Digital River

serves are “based on”the look andfeel of the referring host site. A comparison of visual elements

according to the Court’s construction between a pair of websites is precisely the type of

infringement question for the trier of fact to decide. Such a comparison doesnot render the jury’s

decision subjective. Indeed, claims need not have mathematically precise boundaries so long as the

patent gives examples and general guidelines. See Enzo Biochem, Inc. v. Applera Corp., 599 F.3d

1325, 1335 (Fed. Cir. 2010) (the term “not interfering substantially” does not render claims

indefinite); Ecolab, Inc. v. Envirochem, Inc., 264 F.3d 1358, 1367 (Fed. Cir. 2001) (terms like

“about” and “substantially” are descriptive terms commonlyusedinpatent claims to “avoid a strict

numerical boundary to the specified parameter.”).

A finding of indefiniteness must overcomethe statutory presumption of validity. See 35

U.S.C. § 282. Thatis, the “standard [for finding indefiniteness] is met where an accused infringer

showsby clear and convincing evidencethat a skilled artisan could not discern the boundaries of

the claim based on the claim language,the specification, and the prosecution history, as well as her

knowledge of the relevant art area.” Halliburton Energy Servs., Inc. v. M-I LLC, 514 F.3d 1244,

1249-50 (Fed. Cir. 2008). The Court does not find that Digital River has met its burden.

Accordingly, judgmentas a matter of law asto a finding of indefiniteness is denied.
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B. Theasserted claimsare not invalid as anticipated and/or obvious

Digital River contends it has shown by clear and convincing evidence, through the

testimony of Mr. Pichler and Mr. Kent, that the asserted claims are invalid. Digital River argues

that the claims are invalid as anticipated by the Digital River Secure Sales System (“SSS System’),

and also invalid as obvious in light of the SSS System, and/or in light of the combination of the

SSS System with U.S. Patent No. 6,141,666 (the “Tobin patent”). Digital River argues that since

three of the exemplary “look and feel elements” from the Court’s claim construction were included

in its prior art system, substantial evidence contradicts the jury’s conclusion that the “look and

feel” limitation is not met. (Dkt. No. 557 at 5.) The Court disagrees.

Asstated earlier, the Court construed “look and feel” to mean

“[a] set of elements related to visual appearance and user interface conveying an
overall appearanceidentifying a website; such elements include logos, colors, page
layout, navigation systems, frames, ‘mouse-over’ effects, or others [sic] elements
consistent through someorall of the website.”

(Dkt. No. 309 at 10.) While Digital Riveris correct that the list of elements in the Court’s

construction is exemplary and not exclusive, this term is not necessarily satisfied by matching one,

three, or a specific number of the exemplary elements. Rather, it is up to the trier of fact to

determine whether the combination of elements making up the overall appearance of a website has

a similar “look and feel” as compared to another website.

Indeed,thetrial record reveals that the jury heard from Digital River’s witnesses about how

the SSS System operated and what capabilities it had, and the jury has weighedthe credibility of

such evidence. The trial record shows that Digital River’s Vice President of Product and

Innovation, Mr. Gagliardi, testified that earlier Digital River systems (1) had “much morelimited

functionality” than the recent, infringing systems, (2) had “technical constraints” that made it
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“difficult to emulate”sites, (3) relied on “rigid predefinition of templates,” (4) “only had a logo”

match, and (5) required a logo to appear at a fixed location absent a “hack” to change location.

(10/8/2012 PM Tr. at 221:10-224:15; 10/10/12 PM Tr. at 161:11-165:2.) DDR’s expert witness,

Dr. Keller, also offered his opinion that the SSS System and related publications failed to show any

“overall match” of appearance becausethe pair of websites Digital River presented “basically had

a matching logo,” which falls short of being “based on” the host’s “look and feel.” (10/11/2012

PM Tr. at 103:2-112:19.) The jury considered such evidence, including the pairs of websites that

Digital River displayed, and evidently found no corresponding overall look and feel to render the

’572 patent invalid in light of the SSS system.

Turning to the issue of obviousness, there is substantial evidence in the record that that

claim 20 of the ’572 patent is not obvious in view of the SSS System and/or in light of the

combination of the SSS System and the Tobin patent. DDR’s expert provided the following

testimony that the jury was entitled to consider in rendering their verdict:

Q. And when we’re talking about obviousness,is it sufficient to put a reference
in front of each of the elements, or do you have to show something more?

A. You have to show something more.
Q. Whatis that something more?
A. It’s called a motivation to combine, to combine those references, to put

them together.
o8

Q. Okay. Dr. Keller, you looked at Mr. Kent’s report with respect to this
combination, didn’t you?

A. Yes, I did.
Q. Did hesay -- in the report, did he say why someone would be motivated to

combine these two references?

A. No,he did not.
Q. Andin his testimony before the jury today, did he give -- did he tell the jury

whatthe motivation was to combine the two references?

A. No,he did not.
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(10/11/2012 PM Tr. at 121:9-122:8.) In other words, Digital River did not meet their

burden to show obviousness by clear and convincing evidence. For these reasons, the Court finds

that substantial evidence supports the jury’s verdict that the asserted claims are not invalid as

anticipated or obvious in light of the SSS System and/or in light of the combination of the SSS

System and the Tobin patent.

C. Judgment as a matter of law of invalidity for failing to claim patent-eligible
subject matter

Digital River contends that the asserted claims are invalid as unpatentable subject matter

under 35 U.S.C. § 101 because they are directed to an abstract idea. (Dkt. No. 540 at 13.) In its

opposition, DDR incorporates by reference its opposition to a similar argument madeby defendant

NLG. (Dkt. No. 552 at 7.) In reply, Digital River also incorporates by reference its responsive

arguments in NLG’s reply to DDR’s Opposition. (Dkt. No. 557 at 6.) To similarly avoid repetition,

the Court addresses this commonissue in Section V(B), below.

D. Judgment as a matterof law of no infringementof the asserted claims

Digital River contendsthat it is entitled to judgment as a matter of law of no infringement

because no reasonable jury could find that Digital River directly infringed based on three grounds:

(1) the asserted claims require three separate entities, (2) DDR failed to perform the required

element-by-element infringementanalysis, and (3) substantial evidence does not support the jury’s

direct infringement verdict because Digital River does notstore the “look and feel,” as required by

the asserted claims. (Dkt. No. 540 at 15-16.)

i. The ’572 patent covers two-party systems

Digital River seeks a judgment of no infringement as a matter of law based on the same

arguments presented in its motion for summary judgment, which was previously denied by the

Page 42



Page 43

Case 2:06-cv-00042-JRG Document 569_Filed 06/20/13 Page 9 of 32 PagelD #: 12601

Court. (See Dkt. No. 500.) Digital River argues error in the Court’s conclusion that the asserted

claims can encompass two-party systems because it was based on a single statement in the

specification. Digital River urgesthat “by allowing that one statement to override the remainder of

the prosecution history, the Court committed legal error because even a statementin a patent can

be disclaimed.” (Dkt. No. 558 at 7.) Digital River asserts that during prosecution, DDR clearly and

unmistakably disclaimed two-party systems by distinguishing its invention from certain prior art

two-party systems.(/d. at 8.) In its opposition, DDR respondsthat Digital River merely repeatsits

previously rejected arguments without specifying why there is some mistake within the Court’s

prior ruling.

On review, the Court does not find error with its previous ruling. Contrary to Digital

River’s assertion that the Court allowed one statement in the specification to override the entire

prosecution history, the Court specifically considered each prosecution history disclaimer

argument that Digital River presented. In the Memorandum and Opinion denying Digital River’s

Motion For Summary Judgment(after considering the parties’ written submissions, hearing oral

argument, and a thorough review ofthe full reexamination file of the °572 patent), the Court held

there was no clear disavowal of claim scope. (Dkt. No. 500 at 9.) The Court underscored the

importance of context in considering the isolated statements cited by Digital River, and

specifically found that “[w]hen viewed as a whole, the reexamination file shows that there is no

clear and unambiguous disavowal of claim scope that would preclude the two-party embodiment

expressly disclosed in the specification.” (/d. at 8-9.) The Court does not reach a different

conclusion when presented with the same (but simply rehashed) arguments post-trial.
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For the foregoing reasons, the Court does not find legal error with its prior summary

judgmentruling. Accordingly, the Court reaffirmsthat, as a matter of law, a party may infringe the

’572 patent with a two-party system.

ii. Substantial evidence supports finding of direct infringement ofAutoDesk, Adobe
and VMware

Digital River contendsthat it is entitled to judgment as a matter of law of no infringement

because DDR’s infringement expert, Dr. Keller, did not compare each element of the asserted

claims with each of the accused systems. Digital River argues that Dr. Keller failed to demonstrate

at trial that the AutoDesk, Adobe and VMwarewebsites encompass each element of each asserted

claim. (Dkt. No. 540 at 23.)

In its opposition, DDR responds that the jury heard substantial evidence of direct

infringement of the overall visual appearance elements of the asserted claims. For example, the

jury observed imagesof the three customers’ websites anda list of “visual similarities” between

the website pairs, in addition to Dr. Keller’s testimony that the hosted sites infringed. (Dkt. No.

552, at 8.) DDRalso responds that the jury heard substantial evidence of direct infringement by

AutoDesk, Adobe and VMwareas toall of the other elements of the asserted claims. DDR submits

that during trial, Dr. Keller testified that Digital River accomplished six different infringements

(including the three challenged ones) on the same platform called the “Global Commerce System.”

(d. at 9.) DDRalso submits that Dr. Kellertestified that the “Global Commerce System”directly

infringes the 572 patent by using one of the six infringements as an example for purposes of

stepping through the remaining claim elements. (/d.) Therefore, DDR argues that this testimony

also applies to the other five infringements that use this platform. The Court agrees.

10
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Thetrial record reflects that DDR presented substantial evidence to support a jury verdict

that the AutoDesk, Adobe and VMware websites met each element of the asserted claims. Dr.

Keller testified that Digital River accomplished six different infringements via six customers,

including the three challenged ones, on the same platform known as the “Global Commerce

System.” (10/9/2012 AM Tr. at 82.18-86:22.) Dr. Keller walked through, on an

element-by-elementbasis, how the “Global Commerce System”infringed claims 13, 17, and 20 of

the ’572 patent as to Trend Micro, one of the six Digital River customers. (/d. at 88:9-98:15 and

125:24-139:5.) Then, Dr. Keller discussed infringement of the Nuancestore, another one of the six

Digital River customers, and explained the differences between Global Commerce’s operation of

the Nuance Store from the Trend Microstore:

Q. Does Digital River’s operation of Global Commerce to provide the
Nuancestore differ in any way from the-- its operation of the Trend Micro store on
the Global CommercePlatform?

A. Just a few ways.
First of all, we’re displaying -- Digital River is displaying Nuance’s

products rather than Trend Micro’s products, and it’s using the look and feel of
Nuance’s website as opposed to Digital River’s -- sorry -- as opposed to Trend
Micro’s website.

Q. So outside of the differences with respect to the particular
look-and-feel match and the particular commerce content, did you identify any
other differences between the operation of the Global Commerce platform for
Nuancesite and for Trend Micro site?

A. No.

(10/9/2012 AM Tr. at 139:7-22.) Dr. Keller continued in his testimony by comparing the

look and feel of each website pair andlisting visual similarities between them for the Nuancestore

(Id. at 139:22-145:3), Microsoft store (/d. at 145:6-148:8), AutoDesk (Ud. at 148:10-149:19),

Adobe(/d. at 149:20-151:5), and VMware (/d. at 151:13-153:7.)

The Court finds that Dr. Keller’s testimony ofhow the Global Commerceplatform running

the Trend Microstore infringes the asserted claims, taken as a whole with the visual comparison of

11
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each of the six customer websites, supports a jury finding that each customer website running on

the Global Commerceplatform infringes in a similar manner. In addition, the exhibits of product

pages for each customer’s host website and Dr. Keller’s comparison to the each customer’s

outsourced store page served by Digital River’s Global Commerceplatform constitutes substantial

evidenceto support the jury’s verdict ofdirect infringement by AutoDesk, Adobe and VMware.!

iii. Substantial evidence supports a finding that Digital River directs and/or controls
Akamai servers

Digital River contends there is no substantial evidencein the record that it stores the “look

and feel” information as required by the asserted claims becausethe servers are neither owned nor

operated by Digital River. (Dkt. No. 540 at 24.) Digital Riverasserts that trial testimony showed

that it entered into an arms-length contract with Akamai to provide the servers, and such

arms-length cooperation is insufficient to support a finding of direct infringement. (/d. at 25.)

In response, DDRfirst argues that Digital River waived this defense by failing to discloseit

in advanceoftrial, pursuant to Fed. R. Civ. P. 37(c)(1), which states: “If a party fails to provide

information . . . as required by Rule 26(a) or (e) . .. , the party is not allowedto use that information

. . . to supply evidence on a motion,at a hearing,or at trial, unless the failure was substantially

justified or is harmless.” However, Rule 26(a)(3)(A) provides that “a party must provide . . . the

evidenceit may presentat trial other than solelyfor impeachment. .. .” (emphasis added). Digital

Riverreplies that its attack on DDR’s infringementcase is based on Dr. Keller’s revelation during

cross-examination that he did not investigate the location or owner ofthe servers that he alleged

were involvedin infringement, andis thus not waived. (10/9/2012 PM Tr. at 55:21-57:7.) As DDR

1 The Court notes that Digital River does not contend judgmentas a matter of law of no direct infringementfor its
other customer websites(e.g. the Microsoft store), even though Dr. Keller did not specifically walk through the Global
Commerce platform as to its operation of each website.

12
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has provided no case law compelling the Court to find waiver in sucha situation wherethe rules do

not preclude impeachmentevidence, the Court does not find waiver occurred.

DDR next argues that notwithstanding its allegations of waiver, there is substantial

evidence to support the jury’s verdict of infringement. DDR contends that the jury is entitled to

make the reasonable inference that (1) Akamai is Digital River’s agent, (2) Akamai serves a

duplicated image of Digital River data, and (3) Digital River directs and controls Akamai’s

activities. (Dkt. No. 552 at 11.) To “use” a system for purposes of infringement, “a party must put

the invention into service, i.e., control the system as a whole and obtain benefit from it... .”

Centillion Data Sys., LLC v. Qwest Commc’ns Int’l, Inc., 631 F.3d 1279, 1284 (Fed. Cir. 2011).

The “control” contemplated does not haveto be physicalor direct control; rather, it is the ability to

place the system as a whole into service. /d. During trial, the jury heard testimony from Mr.

Gagliardi that Digital River had a contract with Akamai to serve data from domains

“c5.img.digitalriver.com” and “drh.img.digitalriver.com.” (10/10/2012 PM Tr. at 155:4-156:4.)

Thejury also heard expert testimony from Dr. Keller that Akamai acts on behalf of Digital River

by caching copies of Digital River content for faster access:

Q. So -- and what does Akamai -- what is Akamai’s business?
Whatdo they do?

A. They bring somebodyelse’s content closer to you. So in this
particular case, if Digital River contracts with Akamai to push their content closer
to you, they’re actually pushing Akamai-- they're actually pushing Digital River’s
content and sort of making a copyofit closer to you so you can get it quicker, but
essentially doing it on behalf of Digital River and acting as -- so -- acting as a --
operating on behalf of Digital River, so it’s essentially Digital River’s content that
came from Digital River’s server.

Q. So it would be a copy of what’s on Digital River’s own
server, correct?

A. That’s correct. It’s a copy.It’s simply copied closer to make
it quicker to download.

13
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(10/9/2012 PM Tr. at 86:20-87:10.) Therefore, although Akamai owned and operated

servers storing the “look and feel” information on behalfofDigital River, the Court finds that there

exists substantial evidence in the record to allow a reasonable inference by the jury that the servers

were underthe direction and control of Digital River.

E. Judgmentas a matter of law that DDR’s damages model is unsupportable

Digital River contends that no reasonable jury could find that DDR wasentitled to recover

$750,000 in damages from Digital River because DDRprovided no evidenceattrial that ties the

value of sales transactions to infringement. (Dkt. No. 557 at 10.) The patentee bears the burden of

proving damages, whichincludes the burdento “sufficiently [tie the expert testimony on damages]

to the facts of the case.” Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1315 (Fed. Cir.

2011). Digital River argues that product sales were not properly tied to DDR’s damages model

because any such sales occurred only after the alleged infringement transpired. (Dkt. No. 557 at

10.) In its opposition, DDR respondsthat its damages expert, Dr. Chandler, presented substantial

evidence tying his damages theory to the accused use of the invention, and that the fact that sales

occur immediately after, not during, infringement is immaterial. (Dkt. No. 560 at 7.) The Court

agrees with DDR.

The record reflects that Dr. Chandler explained how his damages method determines a

value based on the economicbenefits derived from the patented productor service. (10/9/2012 PM

Tr. at 124:7-126:17; 144:4-5; 176:21-23) For example, Dr. Chandlertestified:

And welookedat this in large sense with an understanding of how the
private-label programs work in conjunction with the -- the Defendants. There is a
basic operation for their normal course of business, and these incremental
transactions contribute an extra margin, an additional margin, additional revenues
that have their own profitability. And those revenues would not exist if it weren’t
for the functionality of the patents-in-suit.

14
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(Ud. at 125:23-126:6.) In addition, the °572 patent itself ties the infringed claims to the

commercial activity through the claim term “commerce object,” which the Court defined as a

“third-party merchant’s: catalog, category, product (goodsor services), or dynamic selection,” and

the claim term “merchant,” which the Court defined as a “[p]roduce, distributor, or reseller of

goodsor services to be sold.” (Dkt. No. 560 at 6-7.)

Ultimately, the jury considered the evidence presented and awarded DDR $750,000 for

Digital River’s infringement of the *572 patent, significantly less than the amount DDR was

seeking. On balance, the Court has no basis from whichto find that the verdict lacks a sufficient

evidentiary basis that a reasonable jury could not have foundas the jury didin thiscase.

F. Conclusion

Based on the foregoing, the Court DENIES Defendant Digital River, Inc.’s Renewed

Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 540).

Vv. |NLG’S RENEWED MOTION FOR JUDGMENT AS A MATTER OF LAW

PURSUANTTOFED.R.CIV.P. 50(B) (DKT. NO.539)

NLGseeks judgment as a matter of law pursuant to Fed. R. Civ. P. 50(b) to (1) vacate the

jury verdict of direct infringement of the asserted claims in the ’572 and ’399 patents, (2) vacate

the jury verdict of no invalidity of the asserted claims in the °572 and ’399 patents, (3) vacate the

jury award because the Court improperly excluded evidence of non-accused websites, and (4) set

aside or reduce the damages award as grossly excessive and against the greater weight of the

evidence. Interestingly however, NLG does not movefor a newtrial pursuant to Rule 59 on the

groundsthat the jury verdict is against the weight of the evidence.

15
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A. Judgment as a Matter of Law Regarding Direct Infringement

NLGfirst contends that the jury determination of direct infringement is not supported by

substantial evidence because DDR’s infringementexpert, Dr. Keller, did not establish all of the

requisite claim elements. (Dkt. No. 539 at 4.)

i. The “look andfeel” elements

NLGargues that Dr. Keller failed to offer competent or satisfactory evidence of the

correspondence of look and feel between the host and NLG websites because he offered only

conclusory and non-specific statements about how the “look and feel” elements are satisfied. On

review of the record, the Court disagrees. As an initial matter, the jury had the published images of

all nine website pairs as evidence before it to make the ultimate factual determination that the look

and feel of the host corresponded to the accused NLG websites. (See PX617, pp. 1-2, 20-21, 35-36,

49-52, 53-54, 55-56, 57-60, 61-62, 63-64.) Additionally, DDR presented expert testimony

comparing the websites pairs for substantial similarities and listing out the similarities in a

demonstrative exhibit before the jury. (10/9/2012 PM Tr.at 8:3-36:22.) Thus, the jury’s verdictis

supported by substantial evidence of infringementas to the “look and feel” elements.

ii. Claim 17 ofthe ’572 patent

NLGcontendsthat there is no substantial evidence that NLG directly infringes step (a) of

claim 17 in the 572 patent by controlling or directing its partners to provide links to NLG’s site on

their host sites. (Dkt. No. 539 at 6.) However, both DDR’s expert witness, Dr. Keller, and NLG’s

expert witness, Mr. Gray,testified at trial that NLG gives the URL orlink to their partners to place

on their host websites for customers to access the outsource website. (10/9/2012 PM Tr. at

16
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17:15-23; 10/11/2012 AM Tr.at 126:11-19.) Thus, the jury was presented with evidence sufficient

to show that NLG controls its partners’ action by giving them the link to place on their hostsites.

iii. Claim 13 ofthe ’572 patent

NLG argues that DDR did not establish that the NLG computer processor is in

communication through the Internet with the host web page as required by claim 13 of the 7572

patent. (Dkt. No. 539, at 6.) However, DDR’s expert witness testified that “When the computer

server receives a request, whenalink is clicked on or activated on the host webpage,that’s how the

host webpage is communicating through the Internet with the computer processoror the server.”

(10/9/2012 PM Tr., at 12:17-25.) Thus, the record contains clear and substantial evidence to

support a jury finding that this claim elementis met.

iv. Claims 1 and 19 ofthe ’399patent

NLG argues that DDR did not establish that its system automatically recognizes or

identifies the source web page as required by claims 1 and 19 of the ’399 patent. (Dkt. No. 538 at

7.) Although NLG acknowledges that Dr. Keller’s testimony and his report establish that the

computer processor determinesthe partner using a code (e.g., OBWEB for Orbitz), NLG contends

there is no evidence that the computer processoridentifies the source page. (/d. at 7-8). However,

NLG does not show where in the claim language or the Court’s claim construction is there a

requirement for a party to recognize the exact web address of the source web pageto infringe.

Whenopposing experts differ on how a claim limitation is met, as is the case here,it is up to the

jury to decide which opinion is morecredible in light of the evidence. In this case, the jury made

such a determination based on substantial evidence in the record to support their finding thatthis

claim element is met.
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Vv. Infringementfor more than one day

NLGalso takes issue with the fact that DDR did not show infringement except for the

single days on which Dr. Keller examined each website. (Dkt. No. 539 at 8.) However, Dr. Keller

testified that, in forming his opinions, he considered the systems as a whole, “both documents

about them and source code,” including “the date that they -- that they used to operate these

systems” and “deposition transcripts where the people who work for the Defendants describe how

their systems operated.” (10/9/2012 AM Tr. at 80:18-81:17.) In addition, Dr. Kellertestified that,

“with respect to the host websites that are partners with the Defendants,” he “looked at the

websites sometimes the present current website, also past websites in order to be able to see

whetherthe look and feel of the outsource website matches an overall appearance, the look and

feel of the host website.” (/d.) Dr. Keller further testified that he looked at “past websites” using

Internet archives. (/d. at 81:16-82:3.)

Dr. Keller also reviewed technology NLG was currently using and compared that to

“different technology” that NLG used in the past and found that although the “software [that]

implemented[it] changed, ... the basic functionality is unchanged”and “the data is the same,”

including “the same data describing the stores, the look-and-feel description, et cetera.”

(10/9/2012 PM Tr. at 3:22-4:15.) Moreover, Dr. Keller testified that, from his examination of

source code throughoutthe period of infringement, he did not find anything that “had changed in

any substantial way” compared to the examples that he gave during specific testimony discussing

the various hosts. (/d. at pp. 4-45.)

The record before the Court and the evidence presentedat trial is clear that Dr. Keller

considered the accused systems as a whole, including the dates of operation, how the systems
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operated, the current website, as well as past websites. There is substantial evidence to support the

jury’s finding that NLG infringed for more than the one day during which a screenshot was

captured.

B. Judgment as a Matter of Law Regarding Invalidity For Failing to Claim
Patentable Subject Matter

NLGasks the Court to find the asserted claims of the 572 and ’399 patent invalid as

unpatentable subject matter under 35 U.S.C. § 101 because the invention is merely a business

model knownas “syndicated commerce” applied to the Internet. (Dkt. No. 539 at 9.) NLG points

to the trial transcript for support because the named inventors used the word “idea” at least 25

times to describe his invention. NLG arguesthat there is nothing computer-specific about making

two e-commerce web pages look like each other, and the asserted claims recite only generic

functionalities that any general purpose computer can perform.

i. Applicable Law

35 U.S.C. § 101 defines the four categories of inventions or discoveries that are eligible for

patent protection:

Whoeverinvents or discovers any new and useful process, machine, manufacture,
or composition ofmatter, or any new and useful improvement thereof, may obtain a
patent therefor, subject to the conditions and requirementsofthistitle.

35 U.S.C. § 101. “In choosing such expansive terms ... modified by the comprehensive ‘any,’

Congressplainly contemplated that the patent laws would be given wide scope.” Bilski vy. Kappos,

130 S.Ct. 3218, 3225 (citing Diamond v. Diehr, 450 U.S. 175, 308, 100 S.Ct. 2204 (1981)).

“Congress took this permissive approach to patent eligibility to ensure that ‘ingenuity should

receive a liberal encouragement.’ ” /d. (citing 450 U.S. at 308-309, 100 S.Ct. 2204).
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The Supreme Court has recognized three specific exceptions to the broad domain of

patentable subject matter encompassed by § 101: “laws of nature, physical phenomena, and

abstract ideas.” Bilski, 130 S.Ct at 3225. Laws of nature and physical phenomena are not

patentable subject matter “because those categories embrace ‘the basic tools of scientific and

technological work.’” Research Corp. Techs., Inc. v. Microsoft Corp., 627 F.3d 859, 867-68 (Fed.

Cir. 2010) (citing Gottschalk v. Benson, 409 U.S. 63, 67 (1972)). The Court can determine

invalidity of a patent under 35 U.S.C. § 101 for failing to claim patentable subject matter as a

matter of law. Arrhythmia Research Tech., Inc. v. Corazonix Corp., 958 F.2d 1053, 1055 (Fed.Cir.

1992).

However,the rule against patents on naturally occurring thingsis “not withoutlimits,” for

“all inventions at some level embody, use, reflect, rest upon, or apply laws of nature, natural

phenomena, or abstract ideas,” and “too broad an interpretation of this exclusionary principle

could eviscerate patent law.” Associationfor Molecular Pathology, et al. v. Myriad Genetics, Inc.,

et al., --- S.Ct. ---, 2013 WL 2631062, at *7 (citing Mayo Collaborative Services v. Prometheus

Laboratories, Inc., 132 S.Ct. 1289, 1293 (2012)). “As we have recognized before, patent

protection strikes a delicate balance between creating ‘incentives that lead to creation, invention,

and discovery’ and ‘imped[ing] the flow of information that might permit, indeed spur,

invention.’” Jd. (citing 132 S.Ct. at 1305). Moreover, “a process is not unpatentable simply

because it contains a law of nature or a mathematical algorithm,” and “an application of a law of

nature or mathematical formula to a knownstructure or process may well be deserving of patent

protection.” Diamond y. Diehr, 450 U.S. 175, 187, 100 S.Ct. 1048 (1981) (internal quotation

marks omitted).
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In addition, “[a]bstractness, also a disclosure problem addressed in the Patent Act in

section 112, also places subject matter outside the statutory categories.” Research Corp., 627 F.3d

at 868. An abstract idea “should exhibit itself so manifestly as to override the broad statutory

categories of eligible subject matter and the statutory context that directs primary attention on the

patentability criteria of the rest of the Patent Act.” /d. “[I]nventions with specific applications or

improvements to technologies in the marketplace are notlikely to be so abstract that they override

the statutory language and frameworkofthe Patent Act.” Jd. at 869.

Furthermore, “it bears remembering that all issued patent claims receive a statutory

presumptionofvalidity ... that presumption applies when § 101 is raised as a basis for invalidity in

district court proceedings.” CLS Bank Int’l, et al. v. Alice Corp. Pty. Ltd., 2013 WL 1920941, at

*12 (Fed. Cir. May 10, 2013) (Lourie,J., et al., concurring).

ii. Analysis

NLGonly asserts the application of the “abstract ideas” exception in this case. NLG

contends claims 13, 17, and 20 of the ’572 patent and claims 1, 3 and 9 of the ’399 patent are

invalid under 35 U.S.C. § 101 because they do not satisfy the machine-or-transformation test and

otherwise disclose an abstract idea. Claims 13 and 17 of the °572 patent are independent claims.

They read:

Claim 13. An e-commerce outsourcing system comprising:
a) a data store including a look and feel description associated with a host web

page having a link correlated with a commerceobject; and
b) a computer processor coupled to the data store and in communication

through the Internet with the host web page and programmed, upon receiving an
indication that the link has been activated by a visitor computer in Internet
communication with the host web page, to serve a composite web page to the
visitor computer wit [sic] a look and feel based on the look and feel description in
the data store and with content based on the commerce object associated wit[sic]
the link.
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Claim 17. An e-commerce outsourcing process comprising the stepsof:
a) storing a look and feel description associated with a first website in a data

store associated with a second website;
b) including within a web pageofthe first website, which web pagehasa look

and feel substantially corresponding to the stored look and feel description, a link
correlating the web page with a commerceobject; and

c) upon receiving an activation of the link from a visitor computer to which the
web page has been served, sewing to the visitor computer from the second website
a composite web page having a look and feel corresponding to the stored look and
feel description of the first website and having content based on the commerce
object associated with the link.

Claim 1 of the 399 patent is an independentclaim.It reads:

Claim 1. A method of an outsource provider serving web pages offering
commercial opportunities, the method comprising:

(a) automatically at a server of the outsource provider, in responseto activation,
by a web browser of a computeruser, of a link displayed by oneofa plurality of
first web pages, recognizing as the source page the oneof the first web pages on
whichthe link has been activated;

(i) wherein each ofthe first web pages belongs to one ofa plurality of web
page owners;

(ii) wherein each of the first web pages displays at least one active link
associated with a commerce object associated with a buying opportunity of a
selected one of a plurality of merchants; and

(111) wherein the selected merchant, the outsource provider, and the owner
of the first web page are each third parties with respect to one other;

(b) automatically retrieving from a storage coupled to the server pre-stored data
associated with the source page; and then

(c) automatically with the server computer-generating and transmitting to the
web browser a second web pagethat includes:

(i) information associated with the commerce object associated with the
link that has been activated, and

(ii) a plurality of visually perceptible elements derived from the retrieved
pre-stored data and visually corresponding to the source page.

Claim 13 is a system claim. Claim 17 and claim 1 are process and method claims. The Court finds

99 66

no meaningful distinction between the asserted “system,” “process,” and “method” claims for

purposesof this § 101 analysis, and will consequently analyze them together. Bancorp Services,

L.L.C. v. Sun Life Assurance Co. ofCanada (U.S.), et al., 687 F.3d 1266, 1276-77 (Fed. Cir. 2012).
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In its analysis, the Court looks “not just to the type of claim but also ‘to the underlying invention

for patent-eligibility purposes.’”/d. (citing CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d

1366, 1374 (Fed. Cir. 2011)). Thus, as the Supreme Court has explained, the form of the claims

should not trump basic issues of patentability. See Parker v. Flook, 437 U.S. 584, 593, 98 S.Ct.

2522 (1978). Here, each of the claims at issue involves storing and serving webpages having the

similar look and feel of another and different webpage. There islittle material difference between

these categories of claims in the asserted patents for patentability analysis.

NLG’s primary argument boils downto a contention that the claims disclose the business

method of making two e-commerce webpageslookalike; the method is no more than an abstract

idea that is not dependent on computer components. In response, DDRasserts that the invention is

not a method of doing business, but rather methodsofdisplaying composite web pages that require

the computer and processor to have specific tangible parts, be programmed in certain particular

ways, contain specific data, and be capable of performing specific steps recited in the claims. On

review of the claims at issue, the Court concludes that they are not “so manifestly” abstract as to

override the statutory language of § 101. Research Corp., 627 F.3d at 868.

The claimed e-commerce outsourcing system discloses a specific set of physical linkages,

including, coupling between the data store and the processor, the data store storing a look and feel

description associated with a host web page and the processor programmedin certain ways to

serve a composite web page. The claimed e-commerce outsourcing process requires a similar

interaction between a data store storing a look and feel description of a web page and an activation

of a link from a visitor computer to receive a composite web page. The method of an outsource

provideralso discloses a server that respondsto activation by a web browser of a computer user by
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retrieving pre-stored data from storage, then generating and transmitting visual elements

corresponding to the source page. Each of these claimed inventions “presents functional and

palpable applicationsin the field of computer technology.” Research Corp., 627 F.3d at 868. Like

the claimed invention in Research Corp., the process of displaying composite web pages

represents an improvement to computer technologies in the marketplace. “[I]nventions with

specific applications or improvements to technologies in the marketplace are not likely to be so

abstract”as to be ineligible for patent protection. Jd.

The claimed invention also passes the machine-or-transformationtest. “Under the Court of

Appeals’ formulation, an invention is a ‘process’ only if: ‘(1) it is tied to a particular machine or

apparatus, or (2) it transformsa particular article into a different state or thing.’” Bilski, 130 S.Ct.,

at 3225-6 (citing Diamond, 450 U.S.at 182). Although the machine-or-transformation test is not

the sole test for deciding whether an invention is patent-eligible, it remains a useful and important

indicator in the § 101 analysis. Jd. at 3227.

Asdiscussed above, the asserted claims disclose a specific set of physical linkages that

involve a data store, server, computer, that together, and through the claimed interconnectivity,

accomplishesthe process ofdisplaying composite web pages having the look andfeel of the source

web page. NLG urges the Court to find the invention is only a business method ofmaking two web

pages look alike. While the ’572 and ’399 patents do, indeed, cover the concept of two web pages

with visually corresponding elements, there is more to the asserted claims when considered as a

whole. “Diehr emphasized the need to consider the invention as a whole, rather than ‘dissect[ing]

the claims into old and new elements and then ... ignor[ing] the presence of the old elements in the

analysis.’” Bilski, 130 S.Ct., at 3230 (citing Diehr, 450 U.S. at 177). When the asserted claims are
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considered as a whole, the claimed invention lies in stark contrast to the facts of Bancorp. In

Bancorp, the claimed “mathematical concept of managing a stable value protected life insurance

policy” was found unpatentable as an abstract idea because mere mathematical computer was not

dependent upon the computer components required to perform it. 687 F.3d at 1279-80. In contrast,

the interactions and linkages of computer machinery to generate composite web pagesin this case

are integral to each of DDR’s asserted claims. Accordingly, the first prong of the

machine-or-transformationtest is satisfied. That being the case, this Court needs not address the

transformation prongat this time.

The Court is also not persuadedthat the inventor’s use of the word “idea”at least 25 times

to describe his invention is evidence ofunpatentable subject matter. The inventor’s testimony was

given during a one weektrial, and it is not unusual to explain a patent claim as a “gist” or “core

idea.” Such testimony is not instructive that a claim is an abstract idea for purposes of § 101

patentability. Moreover, “all inventions at some level embody, use, reflect, rest upon, or apply

laws of nature, natural phenomena,or abstract ideas,” yet, “too broad an interpretation of this

exclusionary principle could eviscerate patent law.” Mayo, 132 S.Ct. at 1293.

Accordingly, the Court does not find that NLG has metits burden to show byclear and

convincing evidencethat the asserted claims of the ’572 and ’399 patents are invalid for failure to

claim patentable subject matter under 35 U.S.C. § 101.

C. Judgmentas a Matter of Law that the Asserted Claims are Indefinite as a Matter
of Law

NLG contends that the “look and feel” terms render the asserted claims invalid as

indefinite because there is no objective standard for determining whethera pair of web pages has

the same “look and feel.” (Dkt. No. 539 at 16.) NLG’s argumentis essentially a repeat of Digital
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River’s renewed motion forjudgment of law on the same subject (Dkt. No. 540). Although Digital

River’s motion addressed only the *572 patent and not the °399 patent, the indefiniteness

arguments center on similar claim terms present in both patents. The Court previously construed

“visually perceptible elements” in the ’399 patent to mean “look and feel elements that can be

seen.” (Dkt. No. 309 at 10.) Thus, the Court’s ruling that Digital River has not metits burden to

show by “clear and convincing evidencethat a skilled artisan could not discern the boundaries of

the claim based on the claim language, the specification, and the prosecution history, as well as her

knowledge of the relevant art area,” is equally applicable to NLG’s parallel arguments.

Halliburton, 514 F.3d at 1249-50.

The one extra point that NLG makesin this Motion is that indefiniteness can be found in

DDR’s inconsistent infringement contentions, where Dr. Keller opined that web page pairs for

NLGandits partners have the same look and feel, whereas web page pairs for the current

American Airlines page are not alleged to have the same look and feel. (Dkt. No. 539 at 18.) For

support, NLG cites Dr. Keller’s trial testimony. (10/9/2012 PM Tr. at 62:4-9.) In response, DDR

clarifies that shortly after NLG’s citation of Dr. Keller’s testimony, and in the same testimony

sequence, Dr. Keller said “I haven’t made an opinion as to whetherthey are substantially the same

or not right now in myreport.” (10/9/2012 PM Tr.at 68:4-6.) The Court does not find Dr. Keller’s

testimony to be inconsistent. The Court finds that NLG has failed to meet its burden by clear and

convincing evidenceto establish that the “look and feel” claim term is insolubly ambiguous.

Accordingly, judgmentas a matter of law asto a finding of indefiniteness is denied.
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D. Judgment as a Matter of Law that the Court Improperly Excluded Evidence of
Non-accused Websites

NLG contends the Court committed prejudicial error by precluding it from questioning

witnessesoreliciting testimony relating to non-accused websites, but does not identify the remedy

it seeks. (Dkt. No. 539.) Althoughthis is raised in a 50(b) motion, NLG’s argumentis morein line

with the requisite standard for a motion for new trial under Rule 59. “A new trial may be granted,

for example,if the district court finds the verdict is against the weight of the evidence, the damages

awarded are excessive, the trial was unfair, or prejudicial error was committed in its course.”

Transworld Drilling, 773 F.2d at 612-13. Therefore, the Court will construe this issue as a request

for a newtrial.

The core of NLG’s contention is that the Court acted unfairly by excluding evidence of

non-accused websites that run on the same platform as the accused websites, although such

evidence is “directly relevant to issues of non-infringement, invalidity for indefiniteness, and

invalidity for failing to claim patentable subject matter,” and “would have helped to makeclear the

issues in this case for the Court and the jury.” (Dkt. No. 539 at 19.) In response, DDR argues that

the Court did not bar NLG from questioning witnesses or eliciting testimony relating to

non-accused websites generally. The Court agrees. The Court’s grant of DDR’s motionsin limine

Nos. 2 and 3 (Dkt No. 481) was not a definitive ruling on the admissibility of evidence, but is

merely an order requiring the offering party to first approach the bench and seek leave from the

Court prior to mentioning such matters before the jury. When the parties approached the bench on

a particular evidentiary matter regarding the American Airlines site, the Court considered the

parties arguments, and exercisedits discretion in making a limited ruling:

The Court: “Okay. There is a clear point in time at which the Plaintiffs
have accused you of infringement. The sites and screenshots that take place outside
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of that clear point of reference in time, to me, I don’t see the relevance. That’s what
I understandthe basis of your objectionis.

Mr. Crosby: Thatis, yes.
The Court:|You’re welcome -- you're welcome to cross-examinethis

witness on materials that come from his report that relate to the period of time in
which yourclient’s accused of infringement, but to put up screenshots that are later
in time than the period of the infringement or the accused infringement is
potentially confusing and irrelevant.

(10/9/2012 PM Tr.at 71:6-19.) Nonetheless, the Court still permitted trial testimony relating to the

non-accused American Airlines website, even though NLG mayconsiderit to be limited. (/d. at

67:19-68:17.)

Also, the Court does not find that NLG has shown that the evidence it would have

presented about the non-accused websites “points so strongly and overwhelmingly”in its favor

that reasonable persons could not have arrived at a contrary conclusion as the jury verdict.

Dawson, 978 F.2d at 208. NLG presents no specific reasons why the jury would have ruled in

NLG’s favor had they seen more evidence of non-accused websites; its arguments can be boiled

downto hollow allegations that such evidence “would have helped to makeclearthe issues in this

case.” (Dkt. No. 539 at 19.) Accordingly, the Court does not find that it has precluded NLG from

questioning witnessesor eliciting testimony relating to non-accused websites or permitted such

prejudice toward NLGasto warranta newtrial.

E. Judgment as a Matter of Law that the Jury’s Damages Award Should be Set
Aside

NLGcontendsthat the jury’s damages award should beset aside or reduced becauseitis

grossly excessive and against the greater weight of the evidence. NLG argues the damages award

is flawed and lists multiple reasons why DDR’s damages claim was improper, including

application of the 5.5% royalty rate, ignoring deductible costs, including telephone sales in the

royalty base, and failure to consider acceptable non-infringing substitutes. DDR responds that
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even ifNLG’s criticisms are correct, showing error in DDR’s damages claim does not demonstrate

any error in the jury’s damages award. The Court agrees. Determining the credibility of the

evidence and weighing the evidenceare within the exclusive purview ofthe jury. Reeves, 530 U.S.

at 150-51. Absent evidencethat points so overwhelmingly in favor ofNLG that no reasonable jury

could return a contrary verdict, the Court properly assumes that the jury chose to believe or

disbelieve the testimony they heard as a part of weighingall the evidence and then reaching their

verdict. RSR Corp., 426 F.3d at 296.

NLG also argues that the damages award is grossly excessive because DDR did not

establish infringement for more than one specific date for which Dr. Keller presented screen shots

in his report. This is an obvious repetition of NLG’s earlier argument that DDR did not show

infringementexcept for the single days on which Dr. Keller examined each website. (Dkt. No. 539,

at 8.) As discussedearlier, the record is clear that Dr. Keller considered the accused systems as a

whole and DDR’s claimsare not limited to the specific date the screen shots were captured.

The Court has no specific insights into how the jury precisely arrived at its award in this

case. Consequently, NLG cannot attempt to reverse engineer the jury’s math in reaching the

$750,000 award and use its substituted, and purely speculative, analysis to call the award

excessive. Absent further insight into the jury’s apportionment, the Court does not find that the

verdict lacks sufficient evidentiary basis for a reasonable jury to find as this jury did in this case.

F. Conclusion

Based on the foregoing, the Court DENIES National Leisure Group, Inc.’s and World

Travel Holdings, Inc.’s Renewed Motion for Judgment as a Matter ofLaw Pursuantto Fed. R. Civ.

P. 50(b) (Dkt. No. 539).
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VI. DIGITAL RIVER’S MOTION FOR NEW TRIAL PURSUANT TO FEDERAL

RULE OF CIVIL PROCEDURE 59 (DKT. NO. 562)

Pursuant to Fed. R. Civ. P. 59, Digital River movesfor a newtrial with respect to invalidity

of the °572 patent based on lack of enablement, invalidity based on anticipation and/or

obviousness, non-infringement, and damages. (Dkt. No. 562.) All of Digital River’s arguments,

with the exception of the enablementissue, rely on the same arguments as addressed abovein the

section on Digital River’s renewed judgment as a matter of law. Based on the same reasoning as

discussed above, the Court disagrees with each of Digital River’s arguments and does notfind the

verdict to be against the weight of the evidence. The Court will now specifically address the

enablement argument.

A. Digital River waived its enablement defense as to the “look and feel” elements

Digital River contendsthat it is entitled to a new trial on the issue of whether the asserted

claimsofthe ’572 patent are invalid for lack of enablementbecauseit fails to teach one of ordinary

skill in the art the concept of “look and feel.” (Dkt. No. 562 at 3-4.) Digital River arguesthatit had

presented more than sufficient evidence at trial to support the submission of a question and

instruction on enablementin the jury charge, which the Court denied. Digital River also argues that

it was prejudiced by the Court’s failure to instruct the jury where a lack of enablement constitutes

an independent groundfor invalidating all the asserted claims.

In response, DDRasserts that Digital River waived its new enablement defense by failing

to disclose it in advance of trial, either through its interrogatory answers or its invalidity

contentions. (Dkt. No. 564 at 1.) Although Digital River touched on lack of enablementin light of

another claim term, DDR contendsthat noneof those disclosures hint at a non-enablement defense

relating to the “look and feel” term.
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Local Patent Rule 3.3(d) requires each party opposing a claim of patent infringement to

serve invalidity contentions which disclose “[a]ny grounds of invalidity based on indefiniteness

under 35 U.S.C. § 112(2) or enablementor written description under 35 U.S.C. § 112(1) of any of

the asserted claims.” On review of Digital River’s amendedinvalidity contentions, the Court finds

that it only asserted lack of enablement based on the “link correlated with a commerce object”

limitation. (See Dkt. No. 564, Ex. 3.) Digital River did not put forward a lack of enablement based

on the “look and feel” element at any point before trial either by complying with its disclosure

obligations, responding to discovery, or in its invalidity expert report. Further, Digital River did

not raise this issue duringtrial. During the charge conference, the Court struck the non-enablement

jury instruction because Digital River had presented no arguments or evidenceattrial based on the

disclosed enablement defense. Nonetheless, Digital River did not specifically mention lack of

enablement of the “look and feel” term in making its objection. (10/12/2012 AM Tr. at

10:8-13:15.) In essence, Digital River did not provide notice to DDRor the Court of its enablement

defense based on the “look and feel” term until raising it for the first time in their Rule 59 motion.

One purpose of Patent Rule 3.3 is for early disclosure and notice of the Defendant’s

invalidity-based defenses to facilitate discovery and the preparation of both sides’ claims and

defenses well in advanceoftrial. Just as a prior art reference has to be specifically disclosed on an

element-by-element level in a claim chart format, a § 112(2) defense mustat least identify the

claim element that causes a claim to fail for lack of enablement. Contrary to Digital River’s

argument, the Court does not find there to be sufficient disclosure of this issue in the pleadings or

at any time prior to this motion. Additionally, this Court is not receptive to Digital River’s

argumentthat it may disclose the specific theory of non-enablementfor the first time in the trial
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testimony. Such would emasculate Rule 3.3 and return the litigants to the discredited practice of

trial by ambush.

For the foregoing reasons, the Court finds that Digital River has waived its enablement

defense as to the “look and feel” element. Accordingly, the Court does not reach the merits of

Digital River’s invalidity defense for lack of enablementof the “look and feel” element.

B. Conclusion

Based on the foregoing, the Court DENIES Defendant Digital River, Inc.’s Motion for

New Trial Pursuant to Fed. R. Civ. P. 59 (Dkt. No. 562).

Vil. CONCLUSION

For the reasons discussed, the Court: (1) DENIES Defendant Digital River, Inc.’s

Renewed Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No.

540); (2) DENIES National Leisure Group,Inc.’s and World Travel Holdings, Inc.’s Renewed

Motion for Judgment as a Matter of Law Pursuant to Fed. R. Civ. P. 50(b) (Dkt. No. 539); and (3)

DENIES Defendant Digital River, Inc.’s Motion for New Trial Pursuant to Fed. R. Civ. P. 59

(Dkt. No. 562).

So Ordered and Signed on this

Jun 20, 2013

 

RODNEY GILSTRAP OU
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT

FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION

DDR HOLDINGS, LLC

Plaintiffand Counterdefendant,
CIVIL ACTION NO.2:06-cv-42-JRG

§
§
§
§

V. §
§

HOTELS.COM,L.P.,et al. §
§
§Defendants and Counterclaimants.

MEMORANDUM OPINION AND ORDER

L INTRODUCTION

Before the Court is Plaintiff DDR Holdings, LLC’s (“DDR”) Motion for Entry of

Judgment. (Dkt. No. 538.) Having considered the parties’ written submissions, the Court

GRANTS DDR’s Motionasset forth below. The Court has separately entered a Final Judgment

contemporaneously herewith, consistent with the findings and holdings of this Opinion.

IL FACTS & PROCEDURAL BACKGROUND

On October 12, 2012, following a week-longtrial, the jury returned a verdict in favor of

DDR,finding that Digital River, Inc. (“Digital River’) had infringed claims 13, 17 and 20 of

United States Patent No. 6,993,572 (“the ’572 Patent”) and awarding DDR $750,000.00 in

damages. The jury also found that Defendant National Leisure Group, Inc. and World Travel

Holdings,Inc. (““NLG/WTH”) infringed claims 13, 17 and 30 of the ’572 Patent, as well as claims

1, 3 and 19 of United States Patent No. 7,818,399 (“the ’399 Patent”) and awarded damages to

DDRof $750,000.00. The jury further determined that claims 13, 17 and 20 of the ’572 Patent

werenotinvalid.
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Hl. DISCUSSION

A. Prejudgment Interest

The parties dispute whether pre-judgmentinterest should be awarded in DDR’s favor and,

if so, in what amount. DDR contends that it is entitled to prejudgment interest from both

Defendants beginning from the date of the parties’ hypothetical negotiation calculated at the

average primerate (4.83%), compounded annually. (Dkt. No. 538, at3.) Digital River contends

that (1) DDRis entitled to prejudgmentinterest at the statutory, not the prime,rate; (2) that DDRis

not entitled to prejudgment before 2010; and (3) that DDRis not entitled to prejudgmentinterest

during the four-yearstay of this litigation during a USPTO reexamination of the asserted patents.

(Dkt. No. 545.) NLG/WTHjoinsin Digital River’s opposition, and further asserts that DDR is

not entitled to prejudgment interest because “DDRis a non-practicing entity and should not be

entitled to prejudgmentinterest.” (Dkt. No. 543.)

Upon a finding of patent infringement, “the court shall award patent damages ... together

with interest and costs as fixed by the court.” 35 U.S.C. § 284. Prejudgmentinterest should be

awarded under Section 284 absent some justification for withholding such an award. Gen.

Motors Corp. v. Devex Corp., 461 U.S. 648, 657 (1983); Telcordia Techs., Inc. v. Cisco Sys., Inc.,

612 F.3d 1365, 1378 (Fed. Cir. 2010). The purpose of prejudgment interest is to place the

patentee in as good a position as he would have been had the infringer paid a reasonable royalty

instead of infringing. Beatrice Foods v. New England Printing, 923 F.2d 1576, 1580 (Fed. Cir.

1991).
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1. Prejudgment Interest Begins at the Date ofthe Hypothetical Negotiation

The first question the Court must resolve in determining the issue of pre-judgmentinterest

is the date when pre-judgment interest should begin to accrue. DDR contends that such date

should be January 31, 2006, which was the date of the hypothetical negotiation as set by

Defendants’ joint damages expert. (Dkt. No. 531, at 12-13) (“And that’s the opinion I have with

respect to the paymentstructure that the parties would have agreedto, if they had gotten together

and negotiated a license earlier in time, in [January] 2006, during ... a hypothetical negotiation.”’)

Digital River argues, however, that the date of the parties’ hypothetical negotiation is

immaterial, because DDR’s damagesexpert based his damages modelagainst Digital River upon

accused products sold only from 2010 to 2012. (Dkt. No. 545.) Digital River contends that

DDRis precluded from obtaining prejudgment interest from 2006 to 2012, when DDR’s expert

only calculated damages based on revenue from 2010 to 2012. Id.

In this case, the Court instructed the jury to award damages running from the date of the

hypothetical negotiation, which in this case was agreed to byall parties to be January 31, 2006.

AsDigital River’s damages expert testified at trial, “you kind of need the hypothetical negotiation

to happen right around the time of the allegedfirst infringement, because that’s the time when

whoever’s accused of using the technology or the teachings of the patents-in-suit would have

needed a license ... And that would be in January 2006 ...”. (Dkt. No. 531, at 15) (emphasis

added). Although DDR’s expert presented Digital River from only 2010 to 2012, the jury was

clearly instructed to award DDR a “royalty paymentthat a patent holder and the infringer ... would

have agreed to in a hypothetical negotiation taking place at a time period just prior to when the

infringement first began.” (Dkt. No. 532, at 61-62.) Thus, the jury’s $750,000.00 damages
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award constituted an award to DDRfor Digital River’s infringement occurringjustprior to the first

infringement; in this case, January 2006.

2. DDR is Entitled to Prejudgment Interest During the Time-Period that this Case
was Stayed Pending Reexamination

Both Digital River and NLG/WTH arguethat, regardless of the time when prejudgment

interest begins to accrue, DDRis not entitled to prejudgment interest during the four year stay of

this case while the asserted patent claims were undergoing reexamination at the USPTO. (Dkt.

No. 545, at 4); (Dkt. No. 543, at 2.) Specifically, the Defendants ask this Court to toll the

prejudgmentinterest from December 19, 2006 (the date this Court granted DDR’s motionto stay

the litigation) to October 6, 2010 (the date this Court granted DDR’s motion to reopen the case).

(Dkt. No. 178, 194.)

Defendants acknowledge that Court’s customarily decline to toll prejudgment interest

while re-examination proceedings are pending, but argue that the present case is distinguishable

because:(1) the party seeking to recover prejudgment interest (DDR)is the party that initiated the

re-examination proceedings; (2) DDR initiated the re-examination proceedings voluntarily and

unilaterally; (3) DDRis the party that movedto stay the litigation; (4) Digital River opposed the

stay of the litigation; and (4) the re-examination proceeding stayed the litigation for four year, a

period longer than the parties actually spent litigating the case; and (5) the re-examination

proceeding did not result in the narrowing of any issues in the litigation. (Dkt. No. 545, at 5)

(Dkt. No. 543, at 2-5.)

Withholding preyudgmentinterest “is the exception, not the rule.” Lummus Indus., Inc. v.

D.M. & E. Corp., 862 F.2d 267, 275 (1988). Defendants do not cite one case where another Court

has denied a plaintiff's motion for prejudgment interest during the period of reexamination. At
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best, Defendants cite to cases that suggest that a Court may deny prejudgmentinterest for undue

delay. But at least one other District Court, in a case directly on-point, has expressly ruled that a

Plaintiff-initiated reexamination does not constitute undue delay with regard to the prejudgment

interest inquiry:

In this case ... Plaintiff sought the stay and Defendant opposed it.
However, just as in Allen, the stay conserved judicial and attorney
resources. Had the reexamination resulted in the rejection of the
claim in question, Krippelz would have had to narrow or cancel the
claim, or appeal the decision of the reexamination, and the litigation
would have taken a different track or come to an end. Even though
Krippelz ‘caused’ the delay by requesting a stay, because the stay
conserved the resources of the parties and the court, it was neither
unreasonable nor unjustified. For this reason, prejudgmentinterest
should be awarded for the period during with the case was stayed.

See Krippelz v. Ford Motor Co., 670 F. Supp. 2d 815, 819-20 (N.D.Ill. 2009). The Court agrees

with the analysis in Krippelz, the reexamination conserved judicial and party resources and it was

not unreasonable or unjustified for DDR to seek a stay. Forat least this reason, the Court declines

to toll accrual of prejudgment interest during the reexamination ofthe claims.

3. DDR’s Status as a Non-Practicing Entity Does Not Preclude an Award of
PrejudgmentInterest

NLG/WTHcontends that “DDRis a non-practicing entity and should not be entitled to

prejudgmentinterest.” (Dkt. No. 543, at 4.) NLG/WTHdoesnotcite to any case law to support

its position, but rather argues that “any damage DDRhassustained has been addressed through the

jury award, and adding prejudgmentinterest to such an award would give DDR,a non-practicing

entity, a windfall. (Dkt. No. 543, at 4.) After reviewing the parties’ written submissions, the

Court finds no justification or basis to support NLG/WTH’s argument that DDR should be

precluded from an award of preyudgmentinterest because it is a non-practicing entity.
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4. PrejudgmentInterest is Calculated Using the Prime Rate

Preyudgmentinterest on the actual damagesassessed against Digital River and NLG/WTH

shall be paid from the date of the hypothetical negotiation calculated at the average primerate

(4.83%), compoundedannually.

B. Post-Judgment Interest

Theparties agree that post-judgmentinterest should be set, pursuant to 28 U.S.C. §1961(a),

at the statutory rate. The Court concurs.

C. Costs

DDRarguesthat, as the prevailing party in this litigation, it is entitled to costs consistent

with Federal Rule of Civil Procedure 54(d) and 28 U.S.C. § 1920. The Defendants do not oppose

this request. Therefore, the Court awards costs to DDR.

IV. Conclusion

A consistent Final Judgmentis entered contemporaneously herewith.

So Ordered and Signed on this

Jun 20, 2013

 
UNITED STATE‘S DISTRICT JUDGE
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IN THE UNITED STATESDISTRICT COURT

FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION

DDR HOLDINGS, LLC §
§

Plaintiffand Counterdefendant, §
§ CIVIL ACTION NO.2:06-cv-42-JIRG

v. §
§

HOTELS.COM,L.P.,et al. §
§

Defendants and Counterclaimants. §

JUDGMENT

A jury trial commenced on October 8, 2012. The jury returned a unanimousverdict on

October 12, 2012. Pursuant to Rule 58 of the Federal Rules of Civil Procedure and in accordance

with the jury’s verdict, the Court hereby renders the following Judgment:

1. The jury having determined that Defendant Digital River, Inc. (“Digital River”)

infringed claims 13, 17, and 20 of U.S. Patent No. 6,993,572 (“the ’572 Patent”); and

the jury having determined that those same claims of the ’572 Patent are not invalid;

and the jury having awarded damages of $750,000.00 to DDR for Digital River’s

infringement through October 12, 2012; it is ORDERED that DDR have and recover

from Digital River the sum of Seven Hundred and Fifty Thousand Dollars

($750,000.00) as compensatory damagesfor infringement through October 12, 2012 in

this case;

2. The jury having determined that Defendants National Leisure Group, Inc. and World

Travel Holdings, Inc. (“NLG/WTH”) infringed Claims 13, 17, and 20 of the ‘572

Patent and Claims1, 3, and 19 ofU.S. Patent No. 7,818,399 (“The ’399 Patent); and the

jury having determined that those same claims of the ’572 Patent are not invalid; and
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the jury having awarded damages of $750,000.00 to DDR for NLG/WTH’s

infringement through October 12, 2012; it is ORDERED that DDR have and recover

from NLG/WTHthe sum of Seven Hundred and Fifty Thousand Dollars ($750,000.00)

as compensatory damagesfor infringement through October 12, 2012 in this case;

3. Pursuant to 35 U.S.C. § 284, the Court awards DDR an additional Two Hundred

Eighty-One Thousand, Four Hundred and Four Dollars ($281,404.00) in pre-judgment

interest from Digital River, based upon the average prime interest rate of 4.83% as

calculated and applying from the date the damages for infringement should have been

paid, January 31, 2006, through October 31, 2012, compounded annually.

Accordingly, the total damages awarded to DDR from Digital River is One Million,

Thirty-One Thousand, Four Hundred and Four Dollars ($1,031,404.00), plus an

additional amount at the per diem rate of One Hundred Thirty-One Dollars and

Seventy-One Cents ($131.71) per day beginning on November1, 2012, through the

entry of this Judgment.

4. Pursuant to 35 U.S.C. § 284, the Court awards DDR an additional Two Hundred

Eighty-One Thousand, Four Hundred and Four Dollars ($281,404.00) in pre-judgment

interest from NLG/WTH,based upon the average prime interest rate of 4.83% as

calculated and applying from the date the damages for infringement should have been

paid, January 31, 2006 through October 31, 2012, compounded annually.

Accordingly, the total damages awarded to DDR from NLG/WTH is One Million,

Thirty-One Thousand, Four Hundred and Four Dollars ($1,031,404.00), plus an

additional amount at the per diem rate of One Hundred Thirty-One Dollars and
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Seventy-One Cents ($131.71) per day beginning on November 1, 2012, through the

entry of this Judgment.

5. Pursuant to Rule 54(d) of the Federal Rules of Civil Procedure and 28 U.S.C. § 1920,

the Court finds that DDR is the prevailing party in this matter and is entitled to costs

consistent therewith.

6. Pursuant to 28 U.S.C. § 1961, the Court awards DDRpost-judgmentinterest applicable

to all sums awardedherein, at the statutory rate, from the entry of this Judgment until

paid.

So Ordered and Signed onthis

Jun 20, 2013

 

RODNEY GILStRA
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

Applicants: Ross, D. Delano,Jr., et al. Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methodsof expanding commercial opportunities for internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - June 25, 2013
P.O. Box 1450

Alexandria, VA 22313-1450

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

DearSir:

Assignee discloses the Judgment and accompanying Opinionslisted on attached

form PTO-1449 (Modified) from the lawsuit previously disclosed, Case No. 2:06CV42

(E.D. Tex.).

In the Notice of Allowance, at paragraph3, the examiner quoted from assignee’s

Response to Office Action in February 2013, where assignee said that it expected to file

a Supplemental IDS with further information about the trial. The examiner’s comment

noted that no Supplemental IDS had beenreceived.

Assignee’s comment (to which the examiner referred) recorded assignee’s

expectation in February 2013 that the Court’s decision on post-trial motions would be

made soon. Assignee thought that the most concise way to advise the Office what

happenedat the trial in October 2012 and would beto disclose, by filing another IDS,

the Judgmentin the lawsuit and the Court’s Opinion on the defense motions.

Unfortunately from a timing perspective, things did not go as planned: The

Court did not issue its opinion and judgment “shortly” after the February 2013 paper;

rather, the Court issued the opinion and judgmentonly in June 2013. By that time, the

Office had allowed this application. Also unfortunately (in some sense) the examiner

did not accept assignee’s request to schedule an interview before the next action,

apparently because the examiner decided that assignee’s Response to Office Action

contained remarks that were persuasive and that the claims should be allowed. Had the
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examiner agreed to schedule the interview, assignee had planned to advise the

examinerof the status of the lawsuit and offered to answer questions before allowance.

Because of that combination of circumstances and the relative timing of the

Judgment and the Notice of Allowance, assigneeis filing this Supplemental Disclosure

Statementafter allowance, rather than before allowanceas expected.

The only items being cited are the Court’s Judgment and Opinions, which

assignee received last week. Thus, pursuant to MPEP 609, assignee includes the

certification that the materials cited were received only recently, as follows:

To the knowledge of the undersigned attorney after making reasonable inquiry,

no item of information contained in this Information Disclosure Statement was either

(1) cited in a communication from a foreign patent office in a counterpart foreign

application, or (2) known to any individual designated in 37 C.F.R. § 1.56(c), more than

three monthsago. The fee set forth in 37 C.F.R. § 1.17(p) accompanies this submission.

The Court’s Opinions refer, among other things, to certain arguments by

defendant Digital River, Inc. contending that the patents-in-suit were invalid over prior

art under 35 U.S.C. §§ 102 and 103, as well as arguments by defendants that the patents-

in-suit were invalid under 17 U.S.C. §§ 101 and 112(1), (2). The examiner should recall

that the patents-in-suit are parents to the claims of this application and have some

overlapping claim terms.

With regard to the non-art defense contentions, the examiner can review the

Court’s Opinions. In addition, regarding the argument under 17 U.S.C. § 101, the

examiner should take note of the two Federal Circuit decisions issued in the last six

weeks on that subject, in CLS Services Ltd. v. Alice Corporation Pty Ltd., No. 2011-1301

(Fed. Cir. May 10, 2013) (en banc), and Ultramercial, Inc. v. Hulu, LLC, No. 2010-1544

(Fed. Cir. June 21, 2013) (panel decision on remand from Supreme Court).

With regard to Digital River’s prior art contentions, although the Opinions

summarize (and reject) the defense arguments, assignee wishes to offer the examiner

further assistance if needed. Assignee has previously cited the litigation casefile in its

entirety and requested that the Office review the publicly available materials in those

Serial No. 12/906,979 Page 2 of 4
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files. Although assignee repeats that request here, assignee recognizes that the lawsuit

case file contains a lot of material. Given the volume, and to assist the examiner,

assignee specifically offers to help the examiner access any materials, should the

examiner have any questions or wish to review anything more, and assigneealso assists

by offering the following remarks about the Opinions cited in this IDS as related to the

prior art arguments madeattrial.

As the examiner can see from the Opinions, the prior art invalidity arguments

presented against the parent patent at trial centered on Digital River’s own operations,

specifically a system called the “Secure Sales System,” abbreviated “SSS,” which Digital

River pointed out was workingbefore the effective filing date and supportedsalesto its

customers. Digital River also cited a patent, called the Tobin patent, to support an

obviousnessrejection of at least one dependent patent claim.

The Tobin patent has long been of record in this application; indeed, it was

carefully reviewed in parent applications.

DDRsupplied the Office in this application, through previous IDSfilings, lots of

materials regarding the Digital River SSS system. The undersigned believes that the

previously cited materials contain adequate information about the Digital River SSS,

and provide a good representation of the SSS system as operational or as disclosed by

Digital River before this application’s effective filing date.

Attrial, the primary defense witness whotestified about prior art was Mr. Kent,

the expert whose report assignee supplied in an earlier IDS, and which the Office used

in a previous rejection. Mr. Kent relied heavily on the Digital River SSS in his report. At

trial, the Court constrained Mr. Kent so that he did not testify to subjects beyond his

report, so the examiner should have access to the information required to understand

Mr.Kent's testimony from the already reviewed report.

Nevertheless, at trial, Digital River relied on some kinds of information other

than whatis found in Mr. Kent’s report. First, Digital River presented testimony from

certain Digital River former-employee witnesses explaining the SSS system and how

and whenit worked. Second, Digital River presented in open court certain exhibits that

Serial No. 12/906,979 Page 3 of 4

Page 83



Page 84

Digital River had previously marked as confidential, which earlier prevented DDR or

its counsel from citing them to the Office in previous IDSfilings (because to do so

would have violated the Court’s protective order). Third, Digital River demonstrated in

open court a reconstructed machine that purportedly operated like the SSS system at

the relevant time. Fourth, Digital River offered attorney argument supposedly

summarizing evidence related to the SSS system.

Among the Kent expert report, printed documents discussing SSS, certain

customer examples, and a video showing a demonstration of the reconstructed machine

- all of which the examiner has previously seen - assignee believes that DDR has

provided the Office with sufficient information about SSS. However, if the examiner

believes that it would be helpful to see more, including specifically any trial transcripts

or exhibits released at trial, the examiner has only to ask, and DDR will supply further

information in response to such a request.

DDRbelieves that the examiner should fairly conclude that the Opinion and

Judgment cited here are completely consistent with the conclusion of patentability

madeby the Office in the Notice of Allowance. DDRis citing the Opinion and Judgment

nonetheless so that the examiner can make his own determination.

If the Office has any questions, please feel free to contact assignee’s undersigned

attorney of record.

Respectfully submitted,

DDR HOLDINGS, LLC

by its attorney

Dated: June 25, 2013 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87*Street

Suite 312

Scottsdale, Arizona 85260

(480) 948-3295

Serial No. 12/906,979 Page 4 of 4
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NOTICE OF ALLOWANCE AND FEE(S) DUE

 
   

26362 7590 05/31/2013

LOUIS J. HOFFMAN,P.C. GARG, YOGESH C
14301 North 87th Street, Suite 312
Scottsdale, AZ. 85260

3625

DATE MAILED:05/31/2013

12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

TITLE OF INVENTION: Methods of expanding commercial opportunities for internet websites through coordinated offsite marketing

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

$0 $0nonprovisional SMALL $890 $890 09/03/2013

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCEAS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCEIS NOT A GRANT OF PATENT RIGHTS.

THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS

PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLYTO THIS NOTICE:

I. Review the ENTITY STATUSshown above.If the ENTITY STATUSis shown as SMALL or MICRO,verify whether entitlement to that
entity status still applies.

If the ENTITY STATUSis the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUSis changed from that shown above, on PART B - FEE(S) TRANSMITTAL,complete section number5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amountof small entity
fees.

II. PART B - FEE(S) TRANSMITTAL,orits equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE(if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B isfiled, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalentof Part B.

IH. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advisedto the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenancefees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissionerfor Patents
P.O. Box 1450

Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS"formaintenance fee notifications.

 

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block 1 for any changeof address) apers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
26362 7590 05/31/2013 I hereby certify that this Fee(s) Transmittal is being deposited with the United. A. tates Postal Service with sufficient postage for first class mail in an envelope

LOUIS J. HOFFMAN,P.C Sial Pos 1 Se ice w ith ificientpostag fo fi cl ii 1an¢ I Pp: addressed to the Mail Stop address above, or being facsimile
14301 North 87th Street, Suite 312 transmitted to the USPTO (571) 273-2885, on the date indicated below.
Scottsdale, AZ 85260 (Depositor's name)

(Signature)

(ate) 
 
  APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

 

TITLE OF INVENTION: Methods of expanding commercial opportunities for internet websites through coordinated offsite marketing

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

$0 $0nonprovisional SMALL $890 $890 09/03/2013

GARG, YOGESH C 3625 705-026410

1. Change of correspondence addressor indication of "Fee Address" (37
CFR 1.363).

LI Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

LI "Fee Address" indication (or "Fee Address” Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

2. For printing on the patent front page,list  
(1) the names of up to 3 registered patent attorneys
or agents OR,alternatively,   (2) the name ofa single firm (having as a member a 2
registered attorney or agent) and the namesof up to
2 registered patent attorneys or agents. If nonameis 43
listed, no namewill be printed.

  
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(printor type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

  

(A) NAME OF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : LV individual LJ Corporation or other private group entity [J Government

4a. The following fee(s) are submitted: 4b. Paymentof Fee(s): (Please first reapply any previously paid issue fee shown above)
LI Issue Fee LIA checkis enclosed.

_] Publication Fee (No small entity discount permitted) Lj Paymentby credit card. Form PTO-2038 is attached.
LT Advance Order - # of Copies [IJ The Directoris hereby authorized to charge the required fee(s), any deficiency, or credit any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

Page 2 of 4
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5. Change in Entity Status (from status indicated above)

Lj Applicant certifying micro entity status. See 37 CFR 1.29 NOTE:Absenta valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue
fee paymentin the micro entity amountwill not be accepted at the risk of application abandonment.

 

Lj Applicant asserting small entity status. See 37 CFR 1.27 NOTE:If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status. 

Lj Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification ofloss of entitlement to small or micro
entity status, as applicable.

 

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone otherthan the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown bythe records of the United States Patent and Trademark Office.

Authorized Signature Date
  

Typed or printed name Registration No.
 

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTOto process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amountof time you require to complete
this form and/or suggestions for reducing this burden, should be sent tothe chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, ‘Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMSTO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respondto a collection of information unlessit displays a valid OMB control number.

Page 3 of 4
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

 
 
   

12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

26362 7590 05/31/2013

LOUIS J. HOFFMAN,P.C. GARG, YOGESH C
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260

3625

DATE MAILED:05/31/2013

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 155 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 155 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEBsite (http://pair-uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 4 of 4
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonmentof the application or
expiration of the patent.

The information provided by youin this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSAaspart of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandonedor in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware ofa violation or potential violation of law or
regulation.
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Application No. Applicant(s)
12/906,979 ROSS ET AL.

. ape i i AIA (First Inventor to
Notice of Allowability SenerGARG jae|File) Status

No

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSEDin this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANTOF PATENTRIGHTS.This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. KJ This communication is responsive to 2/11/2013.

LIA declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/werefiled on

2. (J An election was madebythe applicant in responseto a restriction requirement setforth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. KJ The allowed claim(s)is/are 71-92. As a result of the allowed claim(s), you maybeeligible to benefit from the Patent Prosecution
Highwayprogramat a participating intellectual property office for the corresponding application. For more information, please seedD

nito://www.usote.gov/patenis/init events/poh/index.iso or send an inquiry to PPHieedback@uspto.dov .
 

4. 1 Acknowledgmentis madeof a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:

a) All b)[JSome ‘*c) [Noneof the:

1. [J Certified copies of the priority documents have been received.

2. DJ Certified copies of the priority documents have been received in Application No.

3. [] Copiesofthe certified copies of the priority documents have been receivedin this national stage application from the

International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Interim copies:

a) CL] All b) [_] Some Cc) [-] None ofthe: Interim copies of the priority documents have been received.

Applicant has THREE MONTHS FROM THE “MAILING DATE?”of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENTofthis application.
THIS THREE-MONTH PERIODIS NOT EXTENDABLE.

5. DJ CORRECTED DRAWINGS( as “replacement sheets”) must be submitted.

(1) including changes required by the attached Examiner's Amendment / Commentorin the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawingsin the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as suchin the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATIONaboutthe deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)
1. KJ Notice of References Cited (PTO-892) 5. DJ Examiner's Amendment/Comment

2. FJ Information Disclosure Statements (PTO/SB/08), 6. X] Examiner's Statement of Reasonsfor Allowance
Paper No./Mail Date

3. [J Examiner's Comment Regarding Requirementfor Deposit 7. Other .
of Biological Material

4. ZF Interview Summary (PTO-413),
Paper No./Mail Date .

IYOGESH C GARG/

Primary Examiner, Art Unit 3625 
U.S. Patent and Trademark Office

PTOL-37 (Rev. 03-13) Notice of Allowability Part of Paper No./Mail Date 20130522
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Application/Control Number: 12/906,979 Page 2

Art Unit: 3625

DETAILED ACTION

Continued Examination Under 37 CFR 1.114

1. A requestfor continued examination under 37 CFR 1.114, including the fee set

forth in 37 CFR 1.17(e), wasfiled in this application after final rejection. Since this

application is eligible for continued examination under 37 CFR 1.114, and the fee set

forth in 37 CFR 1.17(e) has beentimely paid, the finality of the previous Office action

has been withdrawn pursuant to 37 CFR 1.114. Applicant's submissionfiled on

2/11/2013 has been entered.

2. Claims 71-79, 81-87, 89-92 are amended. Claims 71-92 are pending for

examination.

3. The Applicant stated in his Remarks, filed 2/11/2013, page 13,“ Attrial, the jury

found that assignee's claims asserted from the '572 Patent were not invalid over the prior art references

that Mr. Kenttestified anticipated the claims or made them obvious. The SupplementalInformation

Disclosure Statement expected to be filed soon will contain more information aboutthe jury's

verdict. “ to submit a supplemental IDS, and that has not been received sofar.

4. In view of the current amendmentsto claims 71-79, 81-87, 89-92filed 2/11/2013

and the applicant’s argumentsfiled 2/11/2013, see pages 10-19, which are found

compelling and persuasive, previous rejection of claims 71, 73, 80, 81, 83, 87-88, 90

under 35 USC 102 and rejection of claims 72, 74-77, 82, 84-85, 89, 91-92 under 35

USC 103 are now moot and withdrawn.

5. Claims 71-92 are allowed, wherein claims 71, 81 and 87 are independentclaims

and the rest are their dependencies.
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Application/Control Number: 12/906,979 Page 3

Art Unit: 3625

6. The following is an examiner’s statement of reasonsfor allowance:

Regarding claim 71, the prior art of record, alone or combined, neither teaches

nor renders obvious a method comprising steps, as a whole, upon receiving over the

Internet an electronic request generated by a visitor computer in responseto selection

of a uniform resource locator (URL) within a source web pagethat has been servedto

the visitor computer whenvisiting a first website, wherein the URL correlates the source

web pagewith at least one commerce object associated with a buying opportunity of a

merchant, (a) automatically, with a server computer associated with a second website,

retrieving data pre-stored in a storage device accessible to the server computer, and (b)

automatically, with the server computer, serving to the visitor computer a composite

web pageof the second website, which composite web pageincludes: (i)information

associated with the commerce object associated with the URLthat has been activated,

which commerceobject includes at least one product available for sale through the

second website after activating the URL, and(ii) a plurality of visually perceptible

elements derived from the retrieved pre-stored data defining an overall appearanceof

the composite web page that, excluding the information associated with the commerce

object, visually correspondsto the source web page, wherein the ownerofthefirst

website is a third party with respect to the ownerof the server computer, and the

merchantalso a third party with respect to the ownerof the server computer.

Since the other two independentclaims 81 and 87 includesimilar limitations as

those of claim 71, they are analyzed and allowed on the basis of samerationale as set

forth for claim 71 above.
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Application/Control Number: 12/906,979 Page 4

Art Unit: 3625

The reasonsfor allowance for all dependentclaims are the sameas setforth for

claim 71 above.

7. Prior art discussion:

(i) Applicant’s argumentsfiled 2/11/2013, see pages 10-19, are compelling

and persuasivethat the prior art of Saliba et al. (US Pub: 20020065772A1), SexToy

(Prior art provided in the IDSfile 7/30/2012 and cited in reference #55, "Expert Report"

of the IDS.) and Alloul et al. (US Patent 6032130), alone or combined, teachesall the

elements, as a whole, recited in claims 71, 81 and 87.

(ii) Kirsch [US Patent 5,963,915; see at least Abstract, Figs.1-3, claims 16-18]

teaches a server 22 providing a web page 24 with one or more embedded URLS, see

Fig.2, and one or more URLScanbeassociated with a purchasable item, by activating

the one or more URLsa requestis received by another server 34 which in response

takes the necessary steps to respond . Kirsch does not teach automatically, with the

server computer[server 34 in Kirsch], serving to the visitor computer _a composite web

page of the second website [corresponding to server 34], which composite web page

includes: (i)information associated with the commerce object associated with the URL

that has been activated, which commerceobject includes at least one product available

for sale through the second website after activating the URL, and (ii) a plurality of

visually perceptible elements derived from the retrieved pre-stored data defining an

overall appearance of the composite web pagethat, excluding the information
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Application/Control Number: 12/906,979 Page 5

Art Unit: 3625

associated with the commerce object, visually corresponds to the source web page

[correspondsto server 22 | Kirsch].

(iii)|Merriman et al. (US Patent 7,930,207; see at least Figs 1-2 and col.3,

lines 29-67) teachesanaffiliate web server[12] providing a HTML link to a user browser

[15] wherein by clicking that link a message is sent to a advertising server [19] which

provides the Advertisement object as a composite on the affiliate web site’s page image

displayed on the user browser. Merriman et al. does not teach automatically, with the

server computer [server 19 in Merriman], serving to the visitor computer a composite

web pageof the second website [corresponding to server 19], which composite web

page includes: (i)information associated with the commerce object associated with the

URLthat has been activated, which commerceobject includes at least one product

available for sale through the second website after activating the URL, and(ii) a plurality

of visually perceptible elements derived from the retrieved pre-stored data defining an

overall appearance of the composite web page that, excluding the information

associated with the commerce object, visually corresponds to the source web page

[corresponds to server 12 in Merriman].

Any comments considered necessary by applicant must be submitted no later

than the paymentof the issue fee and, to avoid processing delays, should preferably

accompanythe issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”
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Art Unit: 3625

Conclusion

Anyinquiry concerning this communication or earlier communications from the

examiner should be directed to YOGESH C. GARG whosetelephone numberis

(571)272-6756. The examiner can normally be reached on Increased Flex/Hoteling.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number

for the organization wherethis application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automatedinformation

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

YOGESH C GARG

Primary Examiner
Art Unit 3625

/YOGESH C GARG/

Primary Examiner, Art Unit 3625
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Application/Control No. Applicant(s)/Patent Under
Reexamination

12/906,979 ROSS ET AL.
Notice of References Cited Examiner Art Unit

YOGESH C. GARG 3625 Page 1 of 1
U.S. PATENT DOCUMENTS

Date
MM-YYYY

10-1999

04-2011

Document Number
Country Code-Number-Kind Code

US-5,963,915 A

US-7,930,207 B2

US-

US-

US-

US-

US-

US-

US-

US-

US-

US-

US-

Classification

Kirsch, Steven T. 705/26.8

Merrimanetal. 705/14.66

Zz © ©

 
FOREIGN PATENT DOCUMENTS

Country Classification
Document Number Date

Country Code-Number-Kind Code MM-YYYY

 
*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).)
Dates in MM-YYYYformat are publication dates. Classifications may be US orforeign.
U.S. Patent and Trademark Office

PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20130522
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification|599979 ROSS ET AL.

YOGESH C GARG

cPc

CPC Combination Sets

US ORIGINAL CLASSIFICATION INTERNATIONAL CLASSIFICATION

edLem|ddd
rTt™~SrTO”t™~SCROSS REFERENCE(S) et

[eussFTsvscussionesuecsorensroogfffffFYPfmsfoolfteTCTCECT PF[|[|||pepepesoEEoooEE
Total Claims Allowed:

22
(Assistant Examiner)
/YOGESH C GARG/

Primary Examiner.Art Unit 3625 05/22/2013 O.G. Print Claim(s) O.G. Print Figure

71 7

 
(Primary Examiner) (Date)

U.S. Patent and Trademark Office Part of Paper No. 20130522
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Issue Classification

(Assistant Examiner)
/YOGESH C GARG/

Primary Examiner.Art Unit 3625

(Primary Examiner)

U.S. Patent and Trademark Office

Application/Control No.

12906979

Examiner

YOGESH C GARG

 

Applicant(s)/Patent Under Reexamination

ROSS ETAL.

Art Unit

3625 

Total Claims Allowed:

22

05/22/2013 O.G. Print Claim(s) O.G. Print Figure

(Date) aA ?
Part of Paper No. 20130522
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification|599979 ROSS ET AL.

YOGESH C GARG 3625

kl Claims renumberedin the sameorder as presented by applicant kl T.D.

Final Original Final Original Final Original Final Original Final Original Final Original Final Original Final Original
71

aoe

Total Claims Allowed:

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

         

22
(Assistant Examiner)
/YOGESH C GARG/

Primary Examiner.Art Unit 3625 05/22/2013 O.G. Print Claim(s) O.G. Print Figure 
(Primary Examiner) (Date) 71 7

U.S. Patent and Trademark Office Part of Paper No. 20130522
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Application/Control No. Applicant(s)/Patent Under
Reexamination

Search Notes 12906979 ROSS ET AL.

itl il | || “oe Art UnitYOGESH C GARG 3625

CPC- SEARCHED

CPC COMBINATION SETS - SEARCHED

pOSymbotate|Examiner|
a

                     

US CLASSIFICATION SEARCHED

|Date—||Examiner|
6/26/2012

218, 200 6/26/2012
26.41, 26.8, 14.6 6/22/2013

SEARCH NOTES

Search Notes|Date|Examiner_|
Keyword search on East database 6/26/2012 \YGsd
Palm searchfor inventors’ names 6/26/2012

Reviewed copending applications 11343464, 10461997, 09398268 which 6/26/2012 YG
are now US Patents 7818399, 6993572, 6629135 including the references
and the record of court proceedings submitted via IDSs

INTERFERENCE SEARCH

 
 

U.S. Patent and TrademarkOffice Part of Paper No. : 20130522
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US Class/ US Subclass / CPC Group Date Examiner
CPC Symbol

|705|26.41, 26.8, 14.6 9/22/2013
[709s (200, 218 9/22/2013
 

 

U.S. Patent and TrademarkOffice Part of Paper No. : 20130522
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Atlanta Journal-Constitution, File 713 (1989 to the present)
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov
Ce: PAIR_eOfficeAction@uspto.gov
Subject: Private PAIR Correspondence Notification for Customer Number 26362

May 31, 2013 05:18:51 AM

Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260
UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondenceis now available for viewing in Private PAIR.

Theofficial date of notification of the outgoing correspondencewill be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:

The list of documents shownbelow is provided as a courtesy and is not part of the official file
wrapper. The content of the images shownin PAIR is the official record.

Application Document Mailroom Date Attorney DocketNo.
12906979 NOA 05/31/2013 23-CON3

892 05/31/2013 23-CON3

To view your correspondenceonline or update your email addresses,please visit us anytime at
https ://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subjectline or call 1-866-217-9197 during the following hours:

Monday- Friday 6:00 a.m. to 12:00 a.m.

Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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Doc code: RCEX PTO/SB/30EFS (07-09)
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 0651-0031U.S. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number.

 

REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL
(Submitted Only via EFS-Web)

Application|42906979 2010-10-18 Docket Number|53con3
Number (if applicable) 

First Named Examiner

Inventor Ross, D. Delano Jr. Name Garg, Yogesh C. 

This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the above-identified application.
Request for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8,
1995, or to any design application. The Instruction Sheet for this form is located at WWW.USPTO.GOV

SUBMISSION REQUIRED UNDER37 CFR 1.114
 

Note: If the RCEis proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entered in the order
in which they werefiled unless applicant instructs otherwise. If applicant does not wish to have any previously filed unentered amendment(s)
entered, applicant must request non-entry of such amendmenit(s). 

Cc Previously submitted. If a final Office action is outstanding, any amendmentsfiled after the final Office action may be considered as asubmission evenif this box is not checked.

[_] Consider the arguments in the Appeal Brief or Reply Brief previously filed on

[|] Other

[X] Enclosed

Amendment/Reply

| Information Disclosure Statement (IDS)

| Affidavit(s)/ Declaration(s)

Other

Interview request.

MISCELLANEOUS 

O Suspension of action on the above-identified application is requested under 37 CFR 1.103(c) fora period of months
(Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17{i) required)

[|] Other
 

FEES

The RCEfee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when the RCEis filed.
The Director is hereby authorized to charge any underpaymentof fees, or credit any overpayments, to
Deposit Account No

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED 

Patent Practitioner Signature

[] Applicant Signature

 
EFS - Web 2.1.15

Page 111



Page 112

Doc code: RCEX PTO/SB/30EFS (07-09)
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 0651-0031U.S. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit contains a valid OMB control number.

 
Signature of Registered U.S. Patent Practitioner

This collection of information is required by 37 CFR 1.114. The information is required to obtain or retain a benefit by the public whichis to
file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time
will vary depending uponthe individual case. Any comments on the amountof time you require to complete this form and/or suggestions for
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce,
P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, calif 1-800-PTO-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information
solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office
is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonmentof the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Departmentof Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
requestinvolving an individual, to whom the record pertains, when the individual has requested assistance from the
Memberwith respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommendimprovements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any otherrelevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations aboutindividuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record wasfiled in an
application which became abandonedorin which the proceedings were terminated and which applicationis
referenced by either a published application, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency,if the USPTO becomesaware of a violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Ross, D. Delano,Jr., et al. Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methodsof expanding commercial opportunities for Internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - February 11, 2013
P.O. Box 1450

Alexandria, VA 22313-1450

AMENDMENT ACCOMPANYING RCE

DearSir:

In response to the issues raised in the Office Action dated October 10, 2012,

which contains a new art rejection and was madefinal, assignee submits the below

amendments (beginning on page 2) and remarks (beginning on page 10).

This document accompanies a Request for Continued Examination. Assignee is

filing this RCE to cite additional information reporting on the positive outcome (for

assignee) of a federal court trial of certain claims of parent applications and to allow

assignee a free hand to amend the claims to complete prosecution of this application

most effectively, with maximum ease for the examiner.

A supplemental information disclosure statement will be submitted soon, before

the examinerconsidersthis case.

Assignee also submits concurrently an Interview Request to promote quick

action and answerthe examiner's questions, if any, so as to facilitate prompt completion

of this application. Assignee asks the examiner to call to schedule the interview at a

time that is best, before the next decision.

Accordingly, assignee respectfully requests prompt action to conclude

prosecution in a compact fashion.
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Amendments

IN THE CLAIMS

Please amendthe claimsas follows:

1-70. (Cancelled)

71. (Currently amended) A method of an outsource provider serving

webpages offering commercial opportunities, the method comprising:

upon receiving overthe Internet an electronic request generated by a visitor

computer in responseto selection of a nk uniform resource locator (URL) within a

source web pagethat has been served to the visitor computer whenvisitingafirst

website, wherein the link URL correlates the source web page with at least one

commerce object associated with a buying opportunity of a merchant,

(a) automatically, with a server computer associated with a second website,

retrieving data pre-stored in a storage device accessible to the server computer,

and

(b) automatically, with the server computer, serving to the visitor computer a

composite web page of the second website, which composite web page includes:

(i) information associated with the commerce object associated with

the Hak URL that has been activated, which commerce object includesat

least one product available for sale through the second website after

activating the URL, and

(ii)|aplurality of visually perceptible elements derived from the

retrieved pre-stored data [[and]] defining an overall appearance of the

composite web page that, excluding the information associated _with the

commerce object, visually correspond|[ing]]s to the source web page,

wherein the ownerof the first website[[,]] isa third party with respect to the

ownerof the server computer, and the merchant are-each is also a third parties party

with respect to each-other the owner of the server computer.

72. (Currently amended) The method of claim 71 wherein the visually

perceptible elements comprise data defining a set composed of a plurality of

Serial No. 12/906,979 Page 2 of 20
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navieationalinks URLs, used each of which URLs appear onat least some of the web

pagesof the first website, and each-ef which links URLs link point to speeifie respective

web pagesofthefirst website.

73. (Currently amended) The method of claim 71 wherein the commerce

object associated with the Hak URL that has been activated comprises information

defining an electronic catalog having a multitude of products offered for sale by the

merchant efferings through the second website, and wherein the composite web page

contains one or moreselectable navigationtinks URLs connecting a hierarchical set of

additional web pagesof the second web site, each pertaining to a subset of the product

offerings in the catalog.

74, (Currently amended) The method of claim 73 further comprising,

automatically with the server computer,(i) accepting search parameters inputted

through the browserof the visitor computer,ancautematicathwiththeserver

computer (ii) using said parameters to search for specific products within the catalog,

and(ii) serving the results for display using the browserof the visitor computer.

75. (Currently amended) The method of claim 71 wherein the commerce

object associated with the Hak URL that has been activated comprises information

defining a multitude of products of at least the merchant, and further comprising,

automatically with the server computer,(i) accepting search parameters inputted

through the browserof the visitor computer,andautematicalhwiththeserver

eomputer (ii) using said parameters to search for specific products within the plurality

of products, and (iii) serving the results for display using the browserof the visitor

computer.

76. (Currently amended) The method of claim 71 wherein the ownerof

the source web pageis party to a contract providing for receipt of a commission based

on the level of sales made through activation of the URL as a result of a transaction

involving the commerceobject displayed on the source web page.

Serial No. 12/906,979 Page 3 of 20
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77. (Currently amended) The method of claim 76 further comprising

computer-facilitating automatic paymentof the commission to the owner of the source

web page, once the transaction is completed.

78. (Currently amended) The method of claim 71, wherein the composite

web page contains a further Hak URL associated with the information associated with

the commerce object associated with the #ek URL that has been activated, which Hak

URL, whenactivated by the web browser, places data representing the commerce object

into a virtual shopping cart, and further comprising, automatically with the server

computer, accepting inputted billing information from the visitor computer, recording

the billing information, and usingthe billing informationto facilitate payment to the

merchantfor the commerceobject associated with the activated Hak URL when the

server computer detects activation by the web browserof a checkout mk URL

associated with the shoppingcart.

79. (Currently amended) The method of claim 78 further comprising

computer-facilitating automatic paymentof the commission to the owner of the source

web page, once the transaction is completed.

80. (Previously presented) The method of claim 71, wherein the composite

web page appears to the computer user to be generated by a server associated with the

source page.

81. (Currently amended) A computer system apparatus for an outsource

provider serving web pages offering commercial opportunities, the apparatus

comprising:

(a) anelectronic storage device containing data defining a plurality of

visually perceptible elements visually corresponding to a source web page,

(i) wherein the source web pagecontainsat least one active ink

uniform resource locator (URL) that is served to the visitor computer

whenvisiting the first website, which ##k URL correlates the source web

Serial No. 12/906,979 Page 4 of 20
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page with at least one commerce object associated with a buying

opportunity of a merchant, and

(ii)|wherein the ownerof the first website[[,]] is a third party with

respect to the outsource provider, and the merchant are-each is also a

third parties party with respect to each-ether the outsource provider; and

(b)|acomputer server device controlled by the outsource provider and

associated with a second website, which computerserver is-coupled device has a

data coupling to the electronic storage device, and which computer server device

isprogrammedto, upon receiving over the Internet an electronic request

generated by a visitor computer in responseto selection of the ink URL,

automatically:

(i) retrieve from the storage device the stored data defining the

plurality of visually perceptible elements-visualh-correspondingtothe

seureewebpage, and

(ii)|serve to the visitor computer a composite web pageof the second

website, which composite web page includes:

(A) information associated with the commerceobject associated

with the ##k URL that has been activated, which commerce object

includes at least one product available for sale through the second

website after activating the URL, and

(B)_the plurality of visually perceptible elements derived from

the retrieved data, which visually perceptible elements define an

overall appearance of the composite web pagethat, excluding the

information associated with the commerce object, visually

correspondsto the source web page.

82. (Currently amended) The apparatusof claim 81 wherein the visually

perceptible elements comprise data defining a set composed of a plurality of

navieationalinks URLs, used each of which URLs appear onat least some of the web

Serial No. 12/906,979 Page 5 of 20
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pagesof the first website, and each-ef which Hinks URLs link point to speeifie respective

web pagesofthefirst website.

83. (Currently amended) The apparatus of claim 81 wherein the

commerce object associated with the #ak URL comprises information defining an

electronic catalog having a multitude of products offered for sale by the merchant

efferines through the second website, and wherein the composite web page contains

one or more selectable navigationinks URLs connecting a hierarchical set of additional

webpages of the second website, each pertaining to a subset of the product offerings in

the catalog.

84. (Currently amended) The apparatus of claim 83 wherein the

computerserver device is further programmedto:(i) upon receiving over the Internet

an electronic request generated by a visitor computer in responseto selection of the link

URL, accept search parameters inputted through the browserof the visitor computer

and automatically use the search parameters to search for specific products within the

catalog, and(ii) serve the results for display using the browserof the visitor computer.

85. (Currently amended) The apparatus of claim 81 further comprising a

computerized accounting module programmedto cause the computer system to

automatically record payment to the ownerof the first website, once the transaction is

completed, wherein the owneris party to a contract with the outsource provider

providing for receipt of a commission based on the level of sales made through

activation of the URL asa result of a transaction involving the commerce object

displayed on the source web page.

86. (Currently amended) The apparatus of claim 85 wherein:

(i) the composite web page contains a further Hak URL associated

with the information associated with the commerce object associated with the

tink URL that has been activated, which link URL, when activated by the web

browser, places data representing the commerceobject into a virtual shopping

cart,
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(ii)|the computer server device is further programmed to automatically
 

accept inputted billing information from the visitor computer, and record the

billing information, and

(iii) the computerized accounting moduleis further programmedto

cause the computer system to automatically use the billing information to record

paymentto the merchantfor the commerce object associated with the activated

tink URL when the computerserver device detects activation by the web browser

of a checkout Hak URLassociated with the shoppingcart.

87. (Currently amended) A method of an outsource provider serving

webpages offering commercial opportunities, the method comprising:

upon receiving overthe Internet an electronic request generated by a

visitor computer in responseto selection of a link uniform resource locator (URL)

within a source web pagethat has been served to the visitor computer when

visiting a first website, wherein the Hk URL correlates the source web page with

at least one commerceobject associated with a buying opportunity of a

merchant,

automatically, with a server computer associated with a second website,

serving to the visitor computer a dynamically generated composite web page

containing instructions directing the visitor computerto display:

(i) information associated with the commerce object associated with

the Hk URL that has been activated, which commerce object

includes at least one product available for sale through the second

website after activating the URL, and

(ii) aplurality of visually perceptible elements visually corresponding

to the source web page, which visually perceptible elements define

an overall appearance of the composite web page that, excluding

the information associated with the commerce object, visually

correspondsto the source web page,
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wherein the instructions direct the visitor computer to download data

defining the visually perceptible elements from a storage device that is accessible

to the visitor computer throughthe Internet, and

wherein the ownerofthe first website[[,]] is a third party with respect to

the ownerof the server computer, and the merchant are-eaeh is also a third

patties party with respect to each-ether the ownerof the server computer.

88. (Previously presented) The method of claim 87 wherein the storage device

is coupled to the server computer associated with the second website.

89. (Currently amended) The method of claim 87 wherein the visually

perceptible elements comprise data defining a set composed of a plurality of

navieationalinks URLs, used each of which URLs appear onat least some of the web

pagesof the first website, and each-ef which links URLs link point to speeifie respective

web pagesofthefirst website.

90. (Currently amended) The method of claim 87 wherein the commerce

object associated with the Hak URL that has been activated comprises information

defining an electronic catalog having a multitude of products offered for sale by the

merchant efferings through the second website, and wherein the composite web page

contains one or moreselectable navigationtinks URLs connecting a hierarchical set of

additional web pagesof the second website, each pertaining to a subset of the product

offerings in the catalog.

91. (Currently amended) The method of claim 90 further comprising,

automatically with the server computer,(i) accepting search parameters inputted

through the browserof the visitor computer,ancautematicathwiththeserver

computer (ii) using said parameters to search for specific products within the catalog,

and(iii) serving the results for display using the browserof the visitor computer.

92. (Currently amended) The method of claim 87 wherein the commerce

object associated with the Hak URL that has been activated comprises information

defining a multitude of products of at least the merchant, and further comprising,
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automatically with the server computer,(i) accepting search parameters inputted

through the browserof the visitor computer,andautematicalh-withtheserver

eomputer (ii) using said parameters to search for specific products within the plurality

of products, and(iii) serving the results for display using the browserof the visitor

computer.
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Remarks

The Office Action, which was made final, withdrew the previous indication of

allowance ofall claims and rejected most claims as either anticipated by U.S. Pat. Pub.

2002/0065772 (Saliba) or obvious in view of Saliba in view of the SexToy reference,

“Official Notice,” or the Alloul patent (newly cited). The Office Action indicates

continued allowability, however, of certain dependentclaims, namely claims 78, 79, and

86. Although the approval of certain claims is appreciated, assignee respectfully

requests reconsideration of the rejection of the other claims, for the reasons stated

below. The amendments presented here, and the reasons for them, are explained in

each section of this paper, as relevant.

1. Saliba does not anticipate independent claims 81, 81, and 87. Assignee

respectfully requests reconsideration of the rejection of all claims on the principal

groundsthat Saliba fails to disclose the claimed features of any “commerce object” of a

“merchant.” Independent claims 71, 81, and 87 each contain the limitation that the

“URL correlates the source web page with at least one commerceobject associated with

a buying opportunity of a merchant,” and each require that the “composite web page”

contain “information associated with the commerce object associated with the URLthat

has been activated, which commerce object includes at least one product available for

sale through the second website after activating the URL.”

Saliba discloses a service-center computer that displays customer-specific

information to customers on behalf of financial-service companies, each of which hasits

ownwebsite. Saliba does not meet the claim limitations quoted abovebecause,in Saliba,

the URL does not lead to any “commerceobject” of a “merchant.” Rather, Saliba’s URL

would lead to a page from which the customercanselect, for viewing, a bill from a

companyalreadybilling the customer for something (such as a telephone company or

an electric utility).

At several points in various rejections (e.g., p. 7), the Office Action refers to “a

commercial object such as a bill from a [biller].” With respect, a bill, even if it could
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fairly be called a “commercial object” in some ordinary speech (which is questionable at

minimum), is not a “commerceobject” of a “merchant,” as stated in the claims.

The terms “merchant” and “commerce object” were interpreted by the Patent

Office’s Board of Appeals in a matter concerning the same specification as pending

here, and by a district court in the previously disclosed litigation involving the same

parent patent.

As to “merchant,” the Board ruled: “The Specification of the ‘572 Patent [a

parent case with substantially the same specification as is pending here] defines

‘merchants’ as ‘producers, distributors, or resellers of the goods to be sold through the

outsource provider.’ (Spec. col. 23, II. 18-19).” See Appeal 2009-013987, p. 7, finding of

fact #1. The district court construed the term “merchant”as a “producer, distributor, or

reseller of goodsor services to be sold.”

As to “commerceobject,” the Board of Appeals held, in the same appeal(p. 13),

“The Specification of the ‘572 Patent [again, the same one here] defines a commerce

object as ‘a catalog, category, product or dynamic selection’.” The district court likewise

construed “commerce object” as “a third-party merchant's: catalog, category, product

(goods or services), or dynamic selection.” See also, e.g., specification, p. 24, lines 29-31.

To make the Office’s decision here easy, assignee has made certain amendments

to copy pertinent portions of the proper constructions into the claim languageitself,

which removes any need to do the construction work done by the Board andthe court.

Specifically, assignee has added into the claim the limitation that the “commerce object

includes at least one product available for sale through the second website after

activating the URL,” to amplify the existing claim language that the “URL correlates the

source web page with at least one commerce object associated with a buying

opportunity of a merchant.”! Because the added language simply incorporates

1 Assignee has, throughout the claims, changed the term “link” to “URL,” which
similarly avoids a debate over the construction of that term. The term “URL” is explicitly
referenced in the specification. See, e.g., p. 22, lines 18-23 (“URL”); see also p. 41, lines 1-3
(“hyperlink of some kind”). Because this change is consistent with the district court’s
interpretation of the term “link,” no narrowing is accomplished by this change.
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established constructions (as shown in more detail below), the amendments are not

narrowing amendments.

Saliba’s billing company is not a “merchant,” because it is not selling any

products (goods or services) through the second website, as claimed (as the Board

explained, this is the “outsource provider” that practices the method or controls the

equipment claimed). According to the explanation of Saliba in the final Office Action,

the “outsource provider” is supposedly Saliba’s “service-center” that facilitates access to

the bills of the “billers.” But the billers (the supposed “merchants”) offer no products

through the website of the “service-center.” Accordingly, Saliba’s billers cannot be

“merchants” as defined in the claim or under the established construction of that term.”

Similarly, Saliba’s link does not lead to any “commerce object” as defined in the

claim or as properly construed, becausea bill or collection of bills contains (referring to

the claims) no “product [neither goods nor services of a merchant] available for sale

through the second website” (the “service-center”). Referring to the established

constructions, the bills are not a catalog (of products), not a category (of products), not a

product, and not a dynamic selection (of products).

The Office Action refers to the expert report of Mr. Peter Kent (a witness for

litigation defendants cited by assignee) as support for the rejection. Although at several

locations (e.g., 9 152, 343, 368, 819-820, 881-882), Mr. Kent’s report asserts that Saliba’s

“multiple Billers” are “merchants,” and that Saliba disclose linked “commerce objects”

(e.g., Kent 4 161, 351, 375, 838-839, 904-905), nowhere does Mr. Kent's report provide

any explanation or justification for those conclusions.

In the lawsuit in which Mr. Kent filed his report, assignee submitted a rebuttal

expert report explaining errors in Mr. Kent’s report, which included mention of Mr.

Kent’s failure to justify his conclusions that Saliba disclosed “merchants” selling

“commerce objects.” Mr. Kent was not obligated to reply to the rebuttal report, but he

testified at trial, and he opined that certain asserted claims of the parent ‘572 Patent

2 The billers presumably sold products at someearlier time to the users, which resulted
in the bills. But that does not make them “merchants” with respect to the activity described in
the claims in question.
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were invalid.’ In his trial testimony, however, Mr. Kent did not repeat the argument

from his expert report that Saliba anticipated the claims. Although a number of

explanations are possible, it is a reasonable inference to suppose that Mr. Kent was

persuaded by the responsive expert report, or perhaps considered it unwise to pursue

an argument that he could not win before the jury. Regardless of Mr. Kent's reasonsfor

dropping reliance on Saliba, though, the Office Action’s reliance on Mr. Kent’s report

does not buttress any rejection.

Attrial, the jury found that assignee’s claims asserted from the ‘572 Patent were

not invalid over the prior art references that Mr. Kenttestified anticipated the claims or

made them obvious. The Supplemental Information Disclosure Statement expected to

be filed soon will contain more information aboutthe jury’s verdict.

Because neither the final Office Action nor Mr. Kent identified any evidence

showing that Saliba taught a service-center offering any “commerce object” of any

“merchant,” assignee respectfully requests that the Office find as a fact that Saliba lacks

those elements and withdraw the anticipation rejection ofall claims.

Although not relevant directly to the rejection, assignee has amended all

independentclaimsin a few other respects:

First, assignee has broadened the explanation of the “third party” relationship

among the parties. The specification, p. 36, lines 15-18, explains that a single legal entity

(such as a company) can “play the dual role of Host and Merchant.” In all cases,

however, the Host is a third party from the Outsource Provider, and the Merchantis a

third party to the Outsource Provider. Disregarding previous strategy or any comments

that may have been made before now,assignee wishes to present claims, throughthis

RCE, that cover the scenarios identified in the specification. Therefore, the Office should

understand that the Host and the Merchant may be the same,related, or unrelated, but

that both Host and Merchantare third parties with respect to the Outsource Provider.

3 The asserted claims were claims 13, 17, and 20 of the ‘572 Patent. Those claims include

reference to “commerce objects,” like the claims pendinghere.
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Second, assignee hasclarified (using, for example, the wording of claim 71) that

“the composite web page includes ... a plurality of visually perceptible elements

derived from the retrieved pre-stored data defining an overall appearance of the

composite web page that, excluding the information associated with the commerce

object, visually corresponds to the source web page.” The point of the amendments is

simply to clarify directly in the claim language what wasalready contained in the claim

term “visually perceptible elements” as interpreted by the district court, namely that

they define “overall appearance” and that the correspondence between the “source web

page” and the “composite web page” is based on that overall appearance. See, e.g.,

specification, Figs. 15, 19; p. 4, lines 6-15; p. 6, line 28 to p. 7, line 3; p. 21, lines 11-14, 18-

22; p. 27, lines 12-24; p. 37, lines 26-28; p. 38, lines 17-20; p. 41, lines 4-10. However, the

correspondence need not extend to the other part of the “composite web page”

(described in part (b)(i) of claim 71, for example), namely the “information associated

with the composite object,” because, obviously, and as explained in the specification at

the above-listed places, the commerce object “information” appears on the composite

page but not the source page.*

2. Saliba does not anticipate dependent claims 73, 83, and 90 (electronic

catalog). These claims addthe limitation “wherein the commerce object associated with

the URL that has been activated comprises information defining an electronic catalog

having a multitude of products offered for sale by the merchant through the second

website, and wherein the composite web page contains one or more selectable URLs

connecting a hierarchical set of additional web pages of the second website, each

pertaining to a subset of the product offerings in the catalog.”

4 In addition, assignee has made a number of amendments to the dependent claims.
Mostof those are discussed in the next sections. However, assignee has also amended claims
74-75 and 91-92, not discussed separately below, to clarify that the “server computer” both
accepts the search parameters and uses them. No changein scope is intended; these changes are
for grammar, form, and better clarity only. In addition, in the same dependent claims plus
claim 84, assignee has added the word “inputted” in the phrase “through the browser,” again
for better clarity. These amendments conform the language to the form used in dependent
claims 78 and 86, which are indicated allowable andrelate to “billing information,” which can
be inputted in a mannersimilar to the “search parameters” of these claims.
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Assignee’s amendments contain grammatical clarification, specifying that the

referenced “offerings” are product offerings through the second website. That was made

clear in the previous version through antecedentreference, and assignee’s amendments

clarify it for ease of reference. Accordingly, no narrowing is being performed.

As noted above, there is no “merchant” disclosed by Saliba in connection with

following the URLs discussed in that reference. Moreover, Saliba involves distribution

of financial documents and does not disclose “a hierarchical set of additional web pages

of the second website, each pertaining to a subject of the product offerings in the

catalog” at least because there is no catalog of product offerings in Saliba.

The Office Action (p. 5) refers to Saliba’s paragraph 41, which “displaysa list of

Biller names,” which the rejection says “is a catalog of multiple merchant offerings

which can be selected.” But there is no product or service offered for sale through such

list, so a list of biller names is not a set of “product offerings,” nor is it a “catalog.”

Saliba teaches displaying bills of “billers,” which does not meet the claim limitations in

these dependent claims. These claims should be indicated allowable as well as the

independentclaims.

3. The Saliba/SexToy combination does not obviate dependent claims 72,

82, and 89 (return URLs). Turning to the rejections of certain dependent claims for

obviousness, the Office Action (pp. 6-7) rejects dependent claims 72, 82, and 89 over

Saliba in view of the set of references called “SexToy.” These pending claims add the

limitation that “the visually perceptible elements comprise data defining a set

composed of a plurality of URLs, each of which URLs appear on at least some of the

web pagesof the first website, and which URLs point to respective web pages of the

first website.”

Assignee’s amendments simply correct the grammar and simplify the language

for ease of understanding (and use the term “URL,” as explained above, consistently).

In particular, assignee has removed the confusing phrase “links link,” made clear what
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“used on” was intended to mean, clarified that the term “set” was intended to contain

plural members, and corrected the singular/plural problem that arose from the use of

the word “each.” Again, no narrowing is being done.

With the more simple language, the Office can understand more easily that the

“composite page” has plural URLs that reproduce URLsofthefirst site and that “point”

back to specific pages of the first site. This cannot be just the ineffective unitary “’return

to referring website’ links” criticized in the specification. See p. 3, lines 9-11.

The Office Action (p. 6) concedes that Saliba does not disclose the feature added

by the dependent part of these claims. The Office Action says, though, that “SexToy

teaches presenting to visitors multiple navigational links back to host web site.”

However, the Office Action cites SexToy generally, and it is not apparent exactly where

the Office Action thinks SexToy “teaches” the feature. Assignee does not find any place

where SexToy contains such a teaching, neither any printed suggestion in SexToy

documents to have a set of navigational links, nor any evidence of any SexToyaffiliate

who actually put such a set of navigational links in the affiliate’s header or footer in a

commercial example predating the effective date of this application.

The Office Action cites generally the discussion of SexToy in the Kent Expert

Report, but that does not remedy the omission. Mr. Kent's report ({{] 477-481) seems to

say that it might have been “possible” to include, or that there “could” have been, links

back to the host (first) website, but he never showsthat there actually were such links

back. Mr. Kentcites the following testimony from the SexToy founder (Mr. Levine):

Q. Wasit possible for the HTML codeto include graphics?
A. Yes. And, in fact, we, you know,advertised or marketed to the fact that you
could putlinks back to yoursite, to other sites, images, banners, whatever you
want. Yes.

Q. So if they had a series of navigational links or a hierarchy, they could include
that at the top of the page and it would be reproduced by the Sextoy servers?
A. Yes. [Levine depoatp. 35.]
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However, neither Mr. Levine nor Mr. Kent cited any actual document showing such

supposed “advertisement or marketing” of plural links back to respective host web

pages. Rather, Mr. Kent (179) cites only a suggestion of a single link to the main site,

the techniquecriticized by the specification here. Mr. Levine orally confirmed Mr. Kent's

view that it is possible that an affiliate could have created a link, but neither person

provided any evidence that any SexToyaffiliate actually created the specified set of

plural URLsbefore the critical date.

In the litigation in which Mr. Kent testified, again, assignee’s rebuttal expert

report identified Mr. Kent’s report’s omissions with respect to SexToy as described

above. Again, in his trial testimony, Mr. Kent did not repeat the argument from his

expert report that SexToy disclosed this feature. Indeed, Mr. Kent did not discuss

SexToyatall at trial. Similarly, although the litigation defendants identified Mr. Levine

as a witness and even sought special accommodations for him to appear, in the end,

defendants never called Mr. Levine as a witness. Again, although a number of

explanations are possible, it is a reasonable inference to suppose that Mr. Kent and

defendants were persuaded by the responsive expert report, or perhaps consideredit

unwise to make an argument based on SexToy that they could not win. Regardless of

Mr. Kent's or defendants’ reasons for dropping reliance on SexToy, the Office Action’s

reference to Mr. Kent’s report does not buttress the rejection.

Because it is admitted that Saliba doesn’t disclose the feature, and because the

Office does not meet its burden of showing any place where SexToy remedied the

omission, these claims should be indicated allowable regardless of the decision on the

independentclaims.

4, The Saliba/Official Notice combination does not obviate claims 76-77

and 85 (commission payments). The Office Action (pp. 8-9) rejects dependentclaims 76,

77, 85, and 92 as obvious over Saliba in view of “official notice.” Claim 76 adds the

limitation “wherein the owner of the source web pageis party to a contract providing

for receipt of a commission based on the level of sales made through activation of the
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URLas a result of a transaction involving the commerce object displayed on the source

web page.” Claim 77 depends on claim 76 and adds the further limitation: “further

comprising computer-facilitating automatic payment of the commission to the ownerof

the source web page, once the transaction is completed.” Claim 85 refers to an

“accounting module” that is programmed to record paymentin accordance with such a

contract.°

As used in the specification, a “commission,” in the context of sales, is “an

amount of money ... based on the level of sales,” or “a percentage of the sales” paid for

producing or assisting in them.” Again, to make it easy, assignee has amended the

claims to refer explicitly to “a commission based on the level of sales made through

activation of the URL.” Because that change merely confirms the normal interpretation,

it is not a narrowing amendment.

Turning to the rejection, as an initial matter, the Office Action (p. 9) observes that

the added limitation “does not involve any machinery” so as “to be qualified as a

statutory process limitation.” However, no Section 101 rejection is made, so no response

is deemed necessary to this observation, despite assignee’s disagreement with the

statement. In any event, claim 85 contains specific machinery,as it is an apparatus claim

that depends on independent apparatusclaim 81.8

5 Claim 92 appears to have beenlisted in this rejection in error, because it relates to
different subject matter.

6 http/ /www.businessedicthonarv.com/defirution /seles-commissionhim (see
attached).

 

 
7 httec//wowwwisercekcom/what-does-it-mean-to-be-paid-on-commission htm (see

attached).

8 Assignee has amended independent apparatus claim 81 to clarify the phrase “which
computer server device is coupled to the electronic storage device.” To avoid any implication
that the coupling must be only direct or local, and to clarify the type of coupling, assignee has
amended this phrase to “which computer server has a data coupling to the electronic storage
device.” In other words, the coupling is a “data coupling,” namely any connection that can
allow data flow. This wording better conforms apparatus claim 81 to the independent method
claims, which refer to “a storage device accessible to the server computer” in claim 71 (and
“through the Internet” in claim 87). Assignee also has amended claim 81 and certain dependent
claimsto refer consistently to “computer server device.”
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More central to the rejection actually made, the “official notice” taken (p. 9) is

“that an entity like a bank in Saliba can charge a fee/commission for providing the

service of displaying links” for bills “provided to the customers” and “an automatic

payment can be madeto the bank” with “knownelectronic payment methods.” To put

it simply, the Office Action seems to take “official notice” that banks could charge the

customers a fee for viewing bills and deduct that fee electronically.

Assuming the “official notice” is fair, however, it does not satisfy the claim

language. By referring to “fee/commission,” the Office Action implies that the two

wordsare the same, which is not true. Official notice that Saliba’s bank might receive a

“fee” for access to certain information does not necessarily imply that the bank would

receive a “commission” based on a sale made. The “official notice” here does notassert

that the examiner is aware of banks having received commission based on sales made

through some kindof linked activity, in any relevant, comparable context.

Also, the claim requires that the payment to the bank (however it is

characterized) be “as a result of a transaction involving the commerce object displayed

on the source web page.” As noted above,the “official notice” refers to a payment “for

providing the service of displaying links to bills.” Providing a bill is not a “transaction,”

though, and no official notice is taken of any payment for any “transaction.” In this

context, a “transaction involving the commerce object” is a sale agreement or legal

transfer of property,i.e., the goodsor services defined by the “commerce object.”?

Because it is admitted that Saliba doesn’t disclose the feature, and because the

“official notice” (even assuming that the notice is fair and the rationale for combining

the two is justifiable) is not sufficient to meet the admittedly missing element, the

Saliba/ Official Notice combination does not obviate dependent claims 76-77 and 85,

and these claims should be indicated allowable regardless of the decision on the

independentclaims.

In view of the above showing,all claims should be allowed.

9 http.//www,businessdictionary.com/definition/transactionhtmi (see attached).
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If the Office has any questions, please feel free to contact assignee’s undersigned

attorney of record.

Respectfully submitted,

DDR HOLDINGS, LLC

by its attorney

Dated: February 11, 2013 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87*Street

Suite 312

Scottsdale, Arizona 85260

(480) 948-3295
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Whatis sales commission? definition and meaning
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Definition LCKAW
The amount of money that an individual receives based on

the level of sales he or she has obtained. The sales person 
is provided a certain amount of moneyin addition to

his/her standard salary based on the amountof sales
obtained.
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Whatdoes it Mean to be Paid on Commission? http://www.wisegeek.com/what-does-it-mean-to-be-paid-on-commission.htm

 
Commission Seles Jobe Get Paidis Werk otHeme Paid PerClick Get Paid  

Agent Commission

 
Being paid on commission means that a person is paid a

Pay Paid percentage of the sales that he or she makes. When people are
Paid On Commission paid totally on commission, they are not receiving a salary or an
Exempt Overtime hourly rate, but rather are paid only according to the sales dollars
Salary Laws they bring in. This has both advantages and disadvantages.
Wage And Hour Law
Sales Commission When people are paid on a commission basis, they have an

Software incentive to try harder to makesales since this is the only way that
OvertimeLaborLaw they can earn money. However, some people say that some

workers paid on commission may take advantage of the situation
so that they can earn more. For example, some mechanicsare paid

 

On This Page this way, and some customers mayfeel they have been charged for
the mechanic to fix things that may have not needed repairing.

3 Videos Although many mechanics are trustworthy , many people feel that
7 Links to Related Articles a being paid on a commission basis invites dishonesty in order to
2 Discussion Posts earn more pay.

Somereal estate agents are paid on commission and usually earn
good pay whena houseis sold. Real estate agents paid on a salary
basis may earn more or less than those who only earn a
commission. The commission rates vary widely as they must be
negotiated with the seller when the home islisted.
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Whatis transaction? definition and meaning http://www.businessdictionary.com/definition/transaction.html
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1. General: Agreement, contract, exchange, understanding,

or transfer of cash or property that occurs between two or

more parties and establishes a legal obligation. Also called

booking or reservation.

2. Accounting: Event that effects a changein the asset,

liability, or net worth account. Transactions are recorded

first in journal and then posted to a ledger.

3. Banking: Activity affecting a bank account and

performed by the account holderor at his or her request.

4. Commerce: Exchange of goods or services between a

buyer andaseller. Every transaction has three

components: (1) transfer of good/service and money, (2)

transfer of title which may or may not be accompanied by a

transfer of possession, and (3) transfer of exchangerights.

5. Computing: Event or process (such as an input message)

initiated or invoked by a user or computer program,

regarded as a single unit of work and requiring a record to

be generated for processing in a database. In a secure

transaction (see ACID qualities) such events are regarded

as a single unit of work and must either be processed in

their totality or rejected as a failed transaction.
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Doc Code: M865or FALREQINTV Approved for use through 07/31/2012. OMB 0651-0031U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Applicant Initiated Interview Request Form

Application No.: 12/906,979 First Named Applicant: ROSS,D. DELANO,JR.
Examiner: GARG, YOGESHC. Art Unit: 3625 Status of Application: RCE filed 02/11/2013

 

 

Tentative Participants:
(1) Examiner Garg (2) Louis J. Hoffman

(3)CA)

Proposed Date of Interview: please call Proposed Time: (AM/PM)

Typeof Interview Requested:
(1) [-] Telephonic (2) [ ] Personal (3) [ ] Video Conference

Exhibit To Be Shown or Demonstrated: [ ] YES [ ]NO
If yes, provide brief description: Uncertain. Exhibits available if Examiner needs.

Issues To Be Discussed

Issues Claims/ Prior Discussed Not Agreed
(Rej., Obj., etc) Fig. #s Art

(1) Rej. all Saliba 

(2)

(3)

(4)
| | Continuation Sheet Attached | ] Proposed Amendment or Arguments Attached
Brief Description of Arguments to be Presented: See amendment accompanying RCE.

 

 

 

 

 

An interview was conductedon the above-identified application on
 

NOTE: This form should be completed andfiled by applicant in advance of the interview (see MPEP § 713.01).
If this form is signed by a registered practitioner not of record, the Office will accept this as an indication that he
or she is authorized to conduct an interview on behalf of the principal (37 CFR 1.32(a)(3)) pursuant to 37 CFR
1.34, This is not a powerof attorney to any above named practitioner. See the Instruction Sheet for this form,
whichis incorporated by reference. By signing this form, applicant or practitioneris certifying that he or she has
read the Instruction Sheet. After the interview is conducted, applicant is advised to file a statement of the
substance of this interview (37 CFR 1.133(b)) as soon as possible. This application will not be delayed from issue
because of applicant’s failure to submit a written record of this interview.

/Louis J. Hoffman/

Applicant/Applicant’s Representative Signature Examiner/SPESignature

Louis J. Hoffman

Typed/Printed Name of Applicant or Representative
38918

Registration Number, if applicable

 
This collection of information is required by 37 CFR 1.133. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTOto process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 24 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and TrademarkOffice, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Methods of expanding commercial opportunities for internet websites
Title of Invention: through coordinated offsite marketing

a
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Title of Invention:
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Filer Authorized By:

Attorney Docket Number:

Receipt Date:

Filing Date:

Time Stamp:

Application Type:

Paymentinformation:

Submitted with Payment

Payment Type
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RAM confirmation Number

Deposit Account
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Request for Continued Examination 13-02-11-DDR-CON3-
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Information:
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This AcknowledgementReceipt evidences receipt on the noted date by the USPTOofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidenceof receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
national stage submission under35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

NewInternational Application Filed with the USPTO as a Receiving Office
If a new internationalapplication is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shownon this AcknowledgementReceiptwill establish the internationalfiling date of
the application.
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD[|(pplication or Docket Number Filing Date
Substitute for Form PTO-875 1 2/906,979 10/18/2010 CT To be Mailed

APPLICATION AS FILED — PART| OTHER THAN
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uneenemma[[RATE] Fem

37 GFR 1.16(a), (b), or (¢
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(37 CFR 1.16(0), (p), or (q))

37 CFR 1.16( minus 20 =
INDEPENDENTCLAIMS :
37 CFR 1.16(h minus 3 =

If the specification and drawings exceed 100
sheets of paper, the application size fee due
is $250 ($125 for small entity) for each
additional 50 sheets or fraction thereof. See
35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s).

[_] MULTIPLE DEPENDENT CLAIM PRESENT(37 CFR 1,16(j)

LJAPPLICATION SIZE FEE
(37 CFR1.16(s))

* If the difference in column 1 is less than zero, enter “O” in column 2.

APPLICATION AS AMENDED -— PARTII
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[_] Application Size Fee (37 CFR 1.16(s))
AMENDMENT

CT FIRST PRESENTATION OF MULTIPLE DEPENDENTCLAIM (37 CFR 1.16()))

(Column 1) (Column 2) (Column 3)
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REMAINING NUMBER ADDITIONAL ADDITIONAL

AFTER PREVIOUSLY FEE($) FEE($)
AMENDMENT PAID FOR

1.16(

37 CFR 1.16(h

[_] Application Size Fee (37 CFR 1.16(s))AMENDMENT
CT FIRST PRESENTATION OF MULTIPLE DEPENDENTCLAIM (37 CFR 1.16()))

* If the entry in column 1 is less than the entry in column2, write “O” in column 3.
** If the “Highest NumberPreviously Paid For’ IN THIS SPACEis less than 20, enter “20”.

*** If the “Highest Number Previously Paid For’ IN THIS SPACEis less than 3, enter “3”.
The “Highest NumberPreviously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

Legal Instrument Examiner:
/DIANA BATES/

 
This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public whichisto file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upontheindividual case. Any comments on the amountof time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and TrademarkOffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMSTO THIS
ADDRESS. SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and selectoption 2.
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Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

 
  
  CONFIRMATIONNO.    APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

12/906,979 10/18/2010 D. Delano Ross JR. 23-CON3 1141

Lot EM. mee

LOUIS J. HOFFMAN,P.C. Lave
14301 North 87th Street, Suite 312 GARG, YOGESH C
Scottsdale, AZ 85260 ART UNIT PAPER NUMBER

3625

 
   NOTIFICATION DATE DELIVERY MODE

10/10/2012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Louis @ valuablepatents.com
donald @valuablepatents.com
shaelyn @ valuablepatents.com

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

12/906,979 ROSSETAL.

Office Action Summary Examiner Art Unit
YOGESHC. GARG 3625

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLYIS SET TO EXPIRE 3 MONTH(S) OR THIRTY(30) DAYS,

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED(35 U.S.C. § 133).

Anyreply received by the Office later than three months after the mailing date of this communication, evenif timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s)filed on 30 July 2012.
2a)X] This action is FINAL. 2b)L] This action is non-final.

3)L] An election was madebythe applicant in response to a restriction requirementset forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4)_] Sincethis application is in condition for allowance exceptfor formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

 

Disposition of Claims

5)X] Claim(s) 71-92 is/are pending in the application.
 

 
5a) Of the above claim(s) is/are withdrawn from consideration.

6)L] Claim(s) ___ is/are allowed.
7)KX] Claim(s) 71-77,80-85 and 87-92 is/are rejected. 

) (

) (s)

8)X] Claim(s) 78-79 and 86is/are objected to.
9)L] Claim(s)___ are subjectto restriction and/or election requirement.

Application Papers

10) The specification is objected to by the Examiner.
11) The drawing(s) filed on is/are: a)[_] accepted or b)[_] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

12) The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

13)[] Acknowledgmentis made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or(f).

a)L] All )LJ] Some * c)L] Noneof:
1.] Certified copies of the priority documents have been received.

2.L] Certified copies of the priority documents have been received in Application No.
3.L] Copiesof the certified copies of the priority documents have been receivedin this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action fora list of the certified copies not received.

 

Attachment(s)

1) xX] Notice of References Cited (PTO-892) 4) CT] Interview Summary (PTO-413)
2) [1] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date._
3) IX] Information Disclosure Statement(s) (PTO/SB/08) 5) L] Noticeof Informal Patent Application

Paper No(s)/Mail Date7/30/2012&8/10/2012. 6) CL Other:
U.S. Patent and Trademark Office

PTOL-326 (Rev. 03-11) Office Action Summary Part of Paper No./Mail Date 20120929
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Application/Control Number: 12/906,979 Page 2

Art Unit: 3625

DETAILED ACTION

1. Applicant’s amendmentfiled 7/30/2012 is entered. Claims 71 and 81 are

amended. Claims 71-92 are pending for examination.

Terminal Disclaimer

2. The terminal disclaimerfiled on 7/30/2012 disclaiming the terminal portion of any

patent granted on this application which would extend beyond the expiration date of(i)

US Patent 6,629,135, (ii) US Patent 6,993,572 and(iii) US Patent 7,818,399 has been

reviewed and is accepted. The terminal disclaimer has been recorded.

In view of the said terminal Disclaimer the previous rejection of claims 71-92 on

the grounds of nonstatutory obviousness type double patenting are now moot and

withdrawn.

3. In view of the current amendments to claims 71 and 81, previous rejections of

claims 71-86 under 35 USC 112, first and second paragraphs are now moot and

withdrawn.

FINAL REJECTION

4. Applicant's submission of an information disclosure statement under 37 CFR

1.97(c) with the fee set forth in 37 CFR 1.17(p) on 7/30/2012 prompted the new

ground(s) of rejection presentedin this Office action. Accordingly, THIS ACTION IS

MADEFINAL. See MPEP§ 609.04(b). Applicant is reminded of the extension of time

policy as set forth in 37 CFR 1.136(a).
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A shortened statutory period for reply to this final action is set to expire THREE

MONTHSfrom the mailing date of this action. In the eventa first replyis filed within

TWO MONTHSof the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTHshortenedstatutory period, then the

shortenedstatutory period will expire on the date the advisory action is mailed, and any

extension fee pursuantto 37 CFR 1.136(a) will be calculated from the mailing date of

the advisory action. In no event, however,will the statutory period for reply expire later

than SIX MONTHSfrom the mailing date of this final action.

Claim Rejections - 35 USC § 102

5. The following is a quotation of the appropriate paragraphsof 35 U.S.C. 102 that

form the basis for the rejections underthis section madein this Office action:

A personshall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States
onlyif the international application designated the United States and was published underArticle 21 (2)
of suchtreaty in the English language.

Claims 71, 73, 80, 81, 83, 87-88, 90 are rejected under 35 U.S.C. 102(e) as

being anticipated by Saliba et al. (US 2002/0065772 A1), hereinafter Saliba cited by the

Applicant in the IDSfiled 7/80/2012, see reference # 55 " Expert Report of Peter Kent. .

Regarding claim 71, Saliba teaches a methodof an outsource provider serving

web pagesoffering commercial opportunities, the method comprising:
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upon receiving overthe Internet an electronic request generated by a visitor

computerin responseto selection of a link within a source web page that has been

served to the visitor computer when visiting a first website, wherein the link correlates

the source web pagewith at least one commerce object associated with a buying

opportunity of a merchant (a) automatically, with a server computer associated with a

second website, retrieving data pre-stored in a storage device accessible to the server

computer, and (b) automatically, with the server computer, serving to the visitor

computer a composite web page of the second website, which composite web page

includes: (i) information associated with the commerce object associated with

the link that has been activated, and(ii) a plurality of visually perceptible elements

derived from the retrieved pre-stored data and visually corresponding to the source web

page, wherein the ownerofthefirst website, the owner of the server computer, and the

merchant are eachthird parties with respect to each other (see Figs 1-4, 6. In Fig. 1,

paragraphs 8-9, 40-46, 51, 65 . A Bank website 26 correspondsto thefirst website and

displays a source web page to a customer 28, Service center system “24” corresponds

to the server computer andthe Billers 22 correspond to merchants and the commercial

objects associated with a buying opportunity of a merchantare displayed on the service

center web page, see Figs 4 and 6, including the plurality of visually perceptible

elements of the source webpageof the bank including the bank's branding indicia, logo,

etc. are retrieved from a database “40” and are applied to the composite web pageof a

biller, and displayed to the customeron his browser suchthat the user gets the
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impression thathe isstill on the bank’s web site. The owner of Bank website, the owner

of the service center computerand the biller[merchant] all are separate entities. ).

Regarding claim 73, Saliba discloses that the Service Center system website 24

presents a commerce object associated with the link that has been activated comprises

information defining an electronic catalog having a multitude of merchant offerings, and

wherein the composite web page contains one or more selectable navigation links

connecting a hierarchical set of additional web pages, each pertaining to a subsetof the

offerings in the catalog (see at least paragraph 41 which displaysalist of Biller names

that is a catalog of multiple merchant offerings which can be selected.).

Regarding claim 80, Saliba teaches that the method of claim 71, wherein the

composite web page appears to the computeruser to be generated by a server

associated with the source page( This limitations is already covered in the analysis of

claim 71 wherein it was analyzed that the customeris not exposedto the transfer due to

the activation of the link, see also paragraph 41 atleast).

Regarding claims 81, 83, 87-88, 90, their limitations are similar to the limitations

of claims 71 and 73 and are therefore analyzed and rejected on the basis of same

rationale as set forth for claims 71 and 73 above.
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Claim Rejections - 35 USC § 103

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis forall

obviousnessrejections setforth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 ofthis title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obviousat the time the
invention was madeto a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

6.1. Claims 72, 82 and 89 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Saliba over SexToy(Prior art provided in the IDS file 7/30/2012 and

cited in reference #55, "Expert Report" of the IDS.)

Regarding claims 72, Saliba teachesall the limitations of claim 72 including that

the customeris presented with a composite web page from a merchant’s[Biller’s

Jwebsite but with the look and feel of the first web site that is the Bank’s website.

Saliba does not specifically teach that the visually perceptible elements comprise data

defining a set of navigational links, used on at least someof the web pagesofthefirst

website, each of whichlinks link to specific web pagesofthe first website. However,in

the samefield of endeavor, SexToy teaches presenting to visitors multiple navigational

links back to host website. Therefore, in view of SexToy, it would have been obviousto

an ordinary skilled in the art at the time of the applicant’s invention to have included the

conceptof to includein the visually perceptible elements comprise data defining a set of

navigational links, used on at least someof the web pagesofthefirst website, each of

whichlinks link to specific web pagesofthefirst website becauseit will , as per the
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intent of Saliba, to make the customerfeel that he is not separated from the host web

site.

Regarding claims 82 and 89, their limitations are similar to the limitations of claim

71 and are therefore analyzed and rejected on the basis of same rationale as set forth

for claim 72 above.

6.2. Claims 74-75, 84 and 91 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Saliba overAlloul et al. (US Patent 6,032,130), hereinafter Alloul.

Regarding claims 74, Saliba teachesall the limitations of claim 73 including that

the customeris presented with a composite web page including information associated

with a commercial object such as a bill from a merchant's [Biller’s ] but with the look and

feel of the first web site that is the Bank’s website and that composite web page can

also display multiple merchant offerings such as multiple bills. Saliba does not

specifically teach accepting search parameters through the browserof the visitor

computer and automatically with the server computer using said parameters to search

for specific products within the catalog and serving the results for display using the

browserof the visitor computer. However, in the samefield of e-commerce, Alloul

teachesthis well-known aspect (see col.10, lines 41-57, “....in a preferred embodimentof the

presentinvention, for improved shopping convenience, the browser application may be equipped with search engines

for finding a specific item or a specific group of items into the local product database. This may be done by using

keywordseither for searching a product, a group of products, a brand-nameor other association of product
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characteristics......). In view of Alloul, it would have been obvious to an ordinary skilled in

the art at the time of the applicant’s invention to have modified Saliba to incorporate the

concept of accepting search parameters through the browserof the visitor computer

and automatically with the server computer using said parameters to search for specific

products within the catalog and serving the results for display using the browserof the

visitor computer because it would improve the shopping experience (seecol. 10, lines

41-57).

Regarding claim 75, its limitations are similar to the limitations covered in both

claims 73 and 74 and therefore claim 75 is analyzed and rejected on the basis of same

rationale as set forth for claims 73 and 74 above.

Regarding claims 84 and 91 their limitations are similar to the limitations of

claims 74-75 and are therefore analyzed and rejected on the basis of same rationale as

set forth for claims 74-75 above.

6.3 Claims 76-77, 85 and 92 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Saliba in view of Official Notice.

Regarding claim 76, Saliba teachesall the limitations of claim 71 including that

the customeris presented with a composite web page including information associated

with a commercial object such as a bill from a merchant's [Biller’s ] but with the look and
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feel of the first web site that is the Bank’s website. The limitations in claim 76 do not

further narrow down anyof the manipulative steps of claim 1 but instead they describe a

contractual relationship of the owner of the source web pagethatis of a bank in Saliba

for receiving a commissionif there is a transaction involving the commercial object. This

limitation does not involve any machinery implementing a function or transformation of

a subject matter to be qualified as a statutory processlimitation. Saliba does not teach

this contractual relationship for the bank. Saliba does not specifically teach the recited

limitations of claims 76-77 but Examiner takes Official Notice that itis a well-known

fact at the time of the applicant’s invention that an entity like a bank in Saliba can

charge a fee/commissionfor providing the service of displaying links for commercial

objects like various bill services for the billers which can be provided to the customers

and in orderto realize his commission an automatic payment can be madeto the bank

ownerof the source web page on completion of a transaction related to the commercial

object with the known electronic payment methods . Therefore in view of the Official

Notice, it would be obvious to one of an ordinary skilled in the art at the time of

applicant’s invention that an owner of the source web pagelike a bank in Saliba would

have charges a fee/commission for providing the service of displaying links for

commercial objects like various bill services for the billers and realize the payment

automatically at the completion of a transaction with the well- known methodsat the

time of the applicant's invention.
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Regarding claims 85 and 92, their limitations are similar to the limitations of

claims 76-77 and are therefore analyzed and rejected on the basis of samerationale as

set forth for claims 76-77 above.

7. Claims 78-79 are objected to as being dependent upon a rejected baseclaim,

but would be allowable if rewritten in independent form including all of the limitations of

the base claim and anyintervening claims.

Similarly claim 86 is objected to as being dependent upona rejected base claim,

but would be allowable if rewritten in independent form including all of the limitations of

the base claim and anyintervening claims.

The reason for allowability would be that the prior art, alone or combined, neither

teaches nor renders obviousthelimitations recited in claims 78 and 86 that is wherein

the composite web page contains a further link associated with the information

associated with the commerce object associated with the link that has been activated,

which link, when activated by the web browser, places data representing the commerce

object into a virtual shopping cart, and further comprising, automatically with the server

computer, accepting inputted billing information from the visitor computer, recording the

billing information, and using the billing information to facilitate payment to the merchant

for the commerce object associated with the activated link when the server computer

detects activation by the web browserof a checkoutlink associated with the shopping

cart in the context of the limitations recited in claims 71 and 81, as a whole.
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Conclusion

Anyinquiry concerning this communication or earlier communications from the

examiner should be directed to YOGESH C. GARG whosetelephone numberis

(571)272-6756. The examiner can normally be reached on Increased Flex/Hoteling.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number

for the organization wherethis application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automatedinformation

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

YOGESH C GARG

Primary Examiner
Art Unit 3625

/YOGESH C GARG/

Primary Examiner, Art Unit 3625
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To: Louis@valuablepatents.com,donald@valuablepatents.com,shaelyn@valuablepatents.com
From: PAIR_eOfficeAction@uspto.gov
Ce: PAIR_eOfficeAction@uspto.gov
Subject: Private PAIR Correspondence Notification for Customer Number 26362

Oct 10, 2012 05:26:03 AM

Dear PAIR Customer:

LOUIS J. HOFFMAN, P.C.
14301 North 87th Street, Suite 312
Scottsdale, AZ 85260
UNITED STATES

The following USPTO patent application(s) associated with your Customer Number, 26362 , have
new outgoing correspondence. This correspondenceis now available for viewing in Private PAIR.

Theofficial date of notification of the outgoing correspondencewill be indicated on the form PTOL-90
accompanying the correspondence.

Disclaimer:

The list of documents shownbelow is provided as a courtesy and is not part of the official file
wrapper. The content of the images shownin PAIR is the official record.

Application Document Mailroom Date Attorney DocketNo.
12906979 CTFR 10/10/2012 23-CON3

CTFR 10/10/2012 23-CON3

892 10/10/2012 23-CON3

1449 10/10/2012 23-CON3

1449 10/10/2012 23-CON3

To view your correspondenceonline or update your email addresses,please visit us anytime at
https ://sportal.uspto.gov/secure/myportal/privatepair.

If you have any questions, please email the Electronic Business Center (EBC) at EBC@uspto.gov
with 'e-Office Action’ on the subjectline or call 1-866-217-9197 during the following hours:

Monday- Friday 6:00 a.m. to 12:00 a.m.

Thank you for prompt attention to this notice,

UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT APPLICATION INFORMATION RETRIEVAL SYSTEM
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Doc Code: M865or FALREQINTV Approved for use through 07/31/2012. OMB 0651-0031U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Applicant Initiated Interview Request Form

Application No.: 12/906,979 First Named Applicant: Ross, D. DelanoJr.
Examiner:Garg, Yogesh C. Art Unit: 3625 Status of Application: Responseto 1st OA filed 7/30/2012

 

 

Tentative Participants:
(1) Examiner Garg (2) Louis J. Hoffman

(3)CA)

at examiner's convenience
Proposed Date of Interview: Proposed Time: (AM/PM)

Typeof Interview Requested:
(1) [-] Telephonic (2) [ ] Personal (3) [ ] Video Conference

Exhibit To Be Shown or Demonstrated: [ ] YES [v] NO
If yes, provide brief description:

Issues To Be Discussed

Issues Claims/ Prior Discussed Not Agreed
(Rej., Obj., etc) Fig. #s Art

(1) Any All claims Any desired 

(2)

(3)

(4)
[ | Continuation Sheet Attached | ] Proposed Amendment or Arguments Attached
Brief Description of Arguments to be Presented: Discuss 7/30/2012 Amendmentto confirm overcoming rejections and
address any questions regarding the IDS references, embodiments, or claim language.

An interview was conductedon the above-identified application on

 

 

 

 

 

 

NOTE: This form should be completed andfiled by applicant in advance of the interview (see MPEP § 713.01).
If this form is signed by a registered practitioner not of record, the Office will accept this as an indication that he
or she is authorized to conduct an interview on behalf of the principal (37 CFR 1.32(a)(3)) pursuant to 37 CFR
1.34, This is not a powerof attorney to any above named practitioner. See the Instruction Sheet for this form,
whichis incorporated by reference. By signing this form, applicant or practitioneris certifying that he or she has
read the Instruction Sheet. After the interview is conducted, applicant is advised to file a statement of the
substance of this interview (37 CFR 1.133(b)) as soon as possible. This application will not be delayed from issue
because of applicant’s failure to submit a written record of this interview.

/Louis J. Hoffman/

Applicant/Applicant’s Representative Signature Examiner/SPESignature

Louis J. Hoffman

Typed/Printed Name of Applicant or Representative
38918

Registration Number, if applicable

 
This collection of information is required by 37 CFR 1.133. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTOto process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 24 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and TrademarkOffice, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

Ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

Page 165



Page 166

Electronic AcknowledgementReceipt

13642903

Application Number: 12906979

International Application Number:

Confirmation Number:

Methods of expanding commercial opportunities for internet websites
Title of Invention: through coordinated offsite marketing

First Named Inventor/Applicant Name: D. Delano Ross

Customer Number: 26362

Louis J. Hoffman/Donald Hertz

Filer Authorized By: Louis J. Hoffman

Attorney Docket Number: 23-CON3

Receipt Date: 31-AUG-2012

Filing Date: 18-OCT-2010

Time Stamp: 18:17:36

Application Type: Utility under 35 USC 111)

 
Paymentinformation:

Submitted with Payment

File Listing:

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

160461
Letter Requesting Interview with 12-08-31-DDR-CON3-

Examiner Interview_Request_Form.pdf b2e299f560c2b83a9bb6ae8b33ce432b670)
403f3

Information:

 
Page 166



Page 167

TotalFiles Size (in bytes) 160461

This AcknowledgementReceipt evidences receipt on the noted date by the USPTOofthe indicated documents,
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The Sabre Group Holdings, Inc., SEC Form 10K for Fiscal Year 1996; March 31,
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The Sabre Group Holdings, Inc., SEC Form 10K for Fiscal Year 1997; March 30,
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The Sabre Group Holdings, Inc., SEC Form 10K for Fiscal Year 1998; March 19,
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 _ “Netscape and The Sabre Group Launch Innovative Travel Booking Service on

Netscape Netcenter; Travelocity Featured as Exclusive Travel Partner for
_Netcenter’sMarketplace”;January26,1998.

Yahoo! Media Relations press release, “Yahoo! and the Sabre Group Team Upto

 
 
 

 
 
 
 
 
 

BringUsersTravelBookingServices”;November10,1997.
Yahoo! Media Relations press release, “The Sabre Group Renews Contract

._BetweenTravelocity.comandYahoo!”;January24,1999,
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SECURITIES AND EXCHANGE COMMISSION
WASHINGTON, D.C. 20549

FORM 10-K

[X] Annual Report Pursuant to Section 13 or 15(d) of the Securities Exchange
Act of 1934 [Fee Required]

For fiscal year ended December 31, 1996.

[ ] ransition Report Pursuant to Section 13 or 15(d) of the Securities
Exchange Act of 1934 [No Fee Required]

Commission file number 1-12175

THE SABRE GROUP HOLDINGS, INC.

(Exact name of registrant as specified in its charter)

Delaware 75-2662240

(state orotherjurisdictionof incorporation — (1.8.8. Employer
or organization) Identification No.)

4255 Amon Carter Blvd. 76155

(address of principal executive offices) — (Zip Code)
Registrant's telephone number, including area code (817) 931-7300

Securities registered pursuant to Section 12(b) of the Act:

Title of Each Class Name of exchange on which registered

Class A Common Stock, par New York Stock Exchange
value $.01 per share

Securities registered pursuant to Section 12(g) of the Act:

(Title of Class)

Indicate by check mark whether the registrant (1) has filed all reports
required to be filed by Section 13 or 15(d) of the Securities Exchange Act of
1934 during the preceding 12 months (or for such shorter period that the
registrant was required to file such reports), and (2) has been subject to such
filing requirements for the past 90 days. Yes X No

Indicate by check mark if disclosure of delinquent filers pursuant to Item 405
of Regulation S-K (Section 229.405 of this chapter) is not contained herein,
and will not be contained, to the best of registrant's knowledge, in definitive
proxy or information statements incorporated by reference in Part III of this
Form 10-K or any amendment to this Form 10-K. [X]

The aggregate market value of the voting stock held by non-affiliates of the
registrant as of March 24, 1997 was approximately $620,344,250. As of March 24,
1997, 23,409,217 shares of the registrant's Class A Common Stock and
107,374,000 shares of the registrant's Class B Common Stock were outstanding.

DOCUMENTS INCORPORATED BY REFERENCE

Part III of this Form 10 K incorporates by reference certain information from
the Proxy Statement for the Annual Meeting of Stockholders to be held May 21,
1997.
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ITEM 1. BUSINESS

The SABRE Group Holdings, Inc. is a holding company incorporated in
Delaware on June 25, 1996. Pursuant to a reorganization consummated on July 2,
1996 (the "Reorganization"), the Company became the successor to the businesses
of The SABRE Group which were formerly operated as divisions or subsidiaries of
American Airlines, Inc. ("American") or AMR Corporation ("AMR"). Unless
otherwise indicated, references herein to the "Company" include The SABRE Group
Holdings, Inc. and its consolidated subsidiaries and, for any period prior to
the Reorganization, the business of AMR constituting The SABRE Group. On
October 17, 1996, the Company completed an initial public offering (the
"Offering") of 23,230,000 shares of its Class A Common Stock, par value $.01
per share, constituting approximately 17.8% of the economic interest of the
Company's outstanding common equity. AMR retained all 107,374,000 shares of the
Company's Class B Common Stock, representing approximately 82.2% of the
economic interest and 97.9% of the combined voting power of all classes of
voting stock of the Company.

The Company is a world leader in the electronic distribution of travel
through its proprietary travel reservation and information system, SABRE(R),
and is the largest electronic distributor cf travel in the United States. In
addition, the Company is a leading provider of solutions to the airline
industry and fulfills substantially all of the data processing, network and
distributed systems needs of American and AMR's other subsidiaries.

ELECTRONIC TRAVEL DISTRIBUTION

SABRE and other global distributicn systems are the principal means of
air travel distribution in the United States and a growing means of air travel
distribution internationally. Through SABRE, travel agencies, corporate travel
departments and individual consumers ("subscribers") can access information on
and book reservations with airlines and other providers of travel and
travel-related products and services ("asscciates"). As of December 31, 1996,
travel agencies with more than 30,000 locations in over 70 countries on six
continents subscribed to SABRE, and three million individuals subscribed to
‘Travelocity (SM)and easySABRE (SM), the Company's consumer-direct products. SABRE
subscribers are able to make reservations with more than 400 airlines and more
than 50 car rental companies and more than 200 hotel companies covering
approximately 35,000 hotel properties worldwide.

During 1996, more airline bookings in the United States were made
through SABRE than through any other global distribution system. In 1996,
approximately 67.9% of the Company's revenue was generated by the electronic
distribution of travel, primarily through booking fees paid by associates.

THE SABRE GLOBAL DIS'TRIBUTLON SYS'TEM

SABRE, like other global distribution systems, creates an electronic
marketplace where travel providers display information about their products and
warehouse and manage inventory. Subscribers -- principally travel agencies but
also corporate travel departments and individual consumers -- access
information and purchase travel products and services. In 1996, more than 700
travel providers displayed information about their products and services
through SABRE, and the Company estimates that more than $40 billion in travel
products and services were reserved through SABRE.

In addition to providing information to subscribers about airlines and
other travel providers and their products and services, SABRE reports
transaction data from subscriber-generated sales to the travel providers
allowing them to manage inventory and revenues. SABRE also allows travel agency
subscribers to print airline tickets, boarding passes and itineraries.
Additionally, SABRE provides subscribers with travel information on matters
such as currency, medical and visa requirements, weather and sightseeing. By
accessing the SABRE system, a subscriber can, from a single source, obtain
schedule, availability and pricing information from multiple travel providers
for complex travel itineraries.

DFNDT0005722
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3
ASSOCIATE PARTICIPATION

The Company derives its electronic travel distribution revenues
primarily from booking fees paid by associates for reservations made through
SABRE for their products and services. In addition to airlines, associates
include car rental companies, hotel companies, railroads, tour operators, ferry
companies and cruise lines, which participate in SABRE through products
designed for such associates, such as CARS Plus(SM), SHAARP Plus(SM),
SABRErail (SM), SABRE TourGuide(R), SABRE Navigator(SM) and SABRE
CruiseDirector(R). SABRE subscribers can also purchase travel insurance or book
theater tickets or limousines through SABRE.

Depending on the level of participation or "functionality" in SABRE,
airlines and other associates can display, warehouse, manage and sell their
inventory in SABRE. The booking fee per transaction paid by an associate to the
Company depends upon several factors, including the associate's level of
participation in SABRE and the type of products or services provided by the
associate. Airlines are provided with a wide range of participation levels from
which to choose. The lowest level of functionality for airlines -- Basic
Booking Request (SM) -- is aimed at the "no-frills" carriers and provides
schedules and electronic booking only. Higher levels of functionality for
airlines, such as Direct Connect Availability (SM), provide greater levels of
communication between SABRE and associates, thus enabling SABRE to provide
subscribers with more detailed information and associates with improved
inventory management. For an associate selecting one of the higher levels of
participation, SABRE provides subscribers with a direct connection to the
associate's internal reservation system, allowing SABRE to provide real-time
information and allowing the associate to cptimize revenue for each flight.

Car rental companies and hotel operators are provided with similar
levels of participation from which to select. From 1992 to 1996, the number of
bookings for car rental companies and hotels grew at a compound annual rate of
13.6%.

The Company also provides associates, upon request, marketing data
derived from SABRE bookings for fees that vary depending on the amount and type
of information provided.

SUBSCRIBER ACCESS

Access to SABRE enables subscribers to electronically locate, price,
compare and purchase travel products and services provided by associates. The
Company tailors the interface and functionality of SABRE to the needs of its
different types of subscribers. Marketing is targeted to travel agencies,
corporations and individual consumers.

TRAVEL AGENTS. The Company provides travel agents with the hardware,
software, technical support and other services needed to use SABRE in return
for fees that typically vary with the travel agency's productivity, as measured
by the number of bookings generated. Such fees are payable over the term of the
travel agent's agreement with the Company, generally five years in the United
States and Latin America, three years in Canada and one year in Europe.

Because travel agencies have differing needs, based on, among other
things, volume and location, the Company has modified the SABRE interface to
meet the specific needs of different categories of travel agents. Travel agents
can choose interfaces that range from simple, text-based systems to
feature-laden graphical ones. For instance, using its expertise in its
solutions services business, the Company developed Turbo SABRE(TM), an advanced
point-of-sale interface that allows for customized screens and structured sales
and eliminates unique commands, reducing keystrokes and training requirements
for high-volume travel agencies who may need high levels of functionality.
Turbo SABRE also provides data sources other than SABRE, such as back office
hosts or LAN databases.

Planet SABRE(TM), which the Company introduced in February 1997, is a
graphical interface consisting of a suite cf Windows(1) based applications. It
includes a graphical launch pad, which allows the user to move to any function
with one or two clicks of a mouse; a customizer feature, which allows travel
agencies to tailor Planet SABRE to meet their own specific needs; a tutorial;
online help; a place to store notes about clients, destinations or procedures;
and a suggestion system. Planet SABRE transforms SABRE from a complex
command-oriented system to an all-graphic interface with continued access to
the SABRE host system and its capabilities.

(1) Windows is a registered trademark of Microsoft Corporation.
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SABRE interfaces are available in English, Spanish, Portuguese,
French, German, Italian and Japanese. In addition, the Company offers travel
agencies back-office accounting systems and further supports travel agencies by
offering a simplified method to develop and place their own marketing presence
on the World Wide Web.

CORPORATIONS. The Company sells Commercial SABRE(TM) to travel
agencies to supply to corporations with which they work closely. Using
Commercial SABRE, a traveler inputs booking details on a personal computer,
which are then transmitted to the SABRE travel agent who reviews the travel
plans, makes the reservations and issues the travel documents.

The Company also provides SABRE to corporations through SABRE Business
Travel Solutions(TM) ("SABRE BTS(TM)") released in October 1996. SABRE BTS is
designed for corporate travelers, travel arrangers and travel managers. It is a
fully-integrated product suite for travel planning and booking, expense
reporting and decision-making. SABRE BTS provides corporations with tools to
better manage travel costs, ensure compliance with corporate travel policies,
automate expense reporting and obtain real-time information on all aspects of
travel for a corporation. It will operate with Windows and corporate intranet
browser software.

INDIVIDUAL CONSUMERS. Through the Company's Travelocity(SM) and
easySABRE(SM) products, individual consumers can compare prices, make travel
reservations and obtain destination information. These products are available
to individual consumers free of charge (other than access fees charged by a
computer on-line service or Internet service provider).

Travelocity is accessible through the Internet and computer on-line
services. It currently features booking and purchase capability for all
airline, car rental and hotel companies for which booking and purchase
capability is available in SABRE. Travelocity also offers access to a database
of destination and interest information, chat groups and forums, articles from
travel correspondents and a merchandise mall offering a variety of
travel-related products. The Internet address for Travelocity is
http://www.travelocity.com/.

Travelocity was developed jointly by the Company and Worldview Systems
Corporation ("Worldview"). ‘the Company recently acquired Worldview's interest
in the Travelocity brand name and Internet site. Worldview will continue to
provide the site's destination information, chat groups and forums.

The Company introduced easySABRE in 1985 as one of the world's first
home booking systems for travel. easySABRH is available through a number of
computer on line information systems such as Prodigy and CompuServe(2) and on
the Internet. With easySABRE, consumers can view travel reservation information
and make bookings directly in SABRE for no fee (other than access fees charged
by a computer on-line service or Internet service provider). easySABRE has a
Membership of more than 2.5 million, of which more than 100,000 members are
active users each month. The Internet address for easySABRE is
http: //www.easySABRE.com/.

After reservations are made through either Travelocity or easySABRE,
if a ticket is needed, the consumer may have a travel agent issue the ticket,
have the Company's customer service center issue the ticket and deliver it to
the consumer or call the travel provider directly. The Company receives booking
fees from travel providers for purchases of their travel products and services
pursuant to reservations made through Travelocity and easySABRE.

INTERNATIONAL MARKETING. The Company is actively involved in marketing
SABRE internationally either directly or through joint venture or
distributorship arrangements, depending upon the dynamics of the particular
international market targeted. The Company's global marketing partners
principally include foreign airlines that have strong relationships with travel
agents in such airlines' primary markets and entities that operate smaller
global distribution systems or other travel-related network services.

(2) Prodigy and CompuServe are the trademarks of their respective owners.
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COMPETITION

The Company competes in electronic travel distribution primarily
against other large and well-established global distribution systems. SABRE's
principal competitors include Amadeus/System One, Galileo/Apollo and Worldspan.
Amadeus/System One is owned by Air France, Continental Airlines, Iberia and
Lufthansa. Galileo/Apollo is owned by United Airlines, British Airways,
Swissair, KLM Royal Dutch and USAirways, among others. The Canadian affiliate
of Galileo/Apollo is owned by Air Canada. Worldspan is owned by Delta,
Northwest and TWA and is affiliated with ABACUS, an Asian global distribution
system. Each of these competitors offers many products and services similar to
those of the Company.

Moreover, although certain barriers exist for any new provider of
electronic commerce -- barriers such as the need for significant capital
investment to acquire or develop the hardware, software and network facilities
necessary to operate effectively a global distribution system -- the Company is
always faced with the potential of new competitors, particularly as new
channels for travel distribution develop.

Competition to attract and retain travel agent subscribers is very
intense. Factors affecting competitive success of global distribution systems
include depth and breadth of information, ease of use, reliability, service and
incentives to travel agents and range of products available to travel
providers, travel agents and consumers.

Although distribution through travel agents continues to be the
primary method of travel distribution, new channels of direct distribution to
businesses and consumers, through computer on-line services, the Internet and
private networks, are developing rapidly. The Company faces competition in
these channels not only from its principal competitors but also from possible
new entrants in the sale of travel products. Some of these new entrants may
have considerably greater financial resources than the Company and/or may be
businesses that are firmly established in these new channels of distribution.
For example, in July 1996 American Express Co. and Microsoft Corporation
announced an on- line travel booking service for corporations, which they have
scheduled for release in the first half of 1997. In addition, the Internet
permits consumers to have direct access to travel providers, thereby by-passing
both traditional travel agents and global distribution systems such as SABRE.
The Company has positioned its SABRE BTS, Travelocity and easySABRE products to
compete in these emerging distribution channels.

INDUSTRY REGULATION

Regulations promulgated by the U.S. Department of Transportation (the
"DOT") govern the relationship of SABRE with airlines and travel agencies.
Specifically, these regulations (the "U.S. Regulations") govern the
relationships of global distribution systems doing business in the United
States which are offered by an airline or an airline affiliate (like the
Company) ("Airline Affiliated Systems") with airlines doing business in the
United States that own five percent or more of a global distribution system (a
"GDS-Affiliated Airline") and with travel agencies. The U.S. Regulations do not
expressly govern the marketing of a global distribution system to consumers or
business travel departments, and the prevailing interpretation of the U.S.
Regulations is that the rules do not apply to SABRE BTS, Travelocity or
easySABRE. The current form of U.S. Regulations was adopted in 1992. The U.S.
Regulations will expire on December 31, 1997, unless they are extended.

One of the principal requirements of the U.S. Regulations is that
displays of airline services by Airline- Affiliated Systems must be
nondiscriminatory. This means that the global distribution system may not use
carrier identity in ordering the display of services or in building connecting
flights. Travel agencies, however, may utilize software to override the neutral
displays of an Airline-Affiliated System. Airline-Affiliated Systems are
required to charge the same fees to all air carriers for the same level of
service, to update information for all air carriers with the same degree of
care and timeliness and to provide, on request, detailed bills. Any product
feature offered to one or more air carriers must be offered to all other air
carriers on nondiscriminatory terms.

The U.S. Regulations also govern relationships between
Airline-Affiliated Systems and travel agents. The U.S. Regulations require,
among other things, that contracts between travel agency subscribers and an
Airline-Affiliated System be for no longer than five years. The rules also
forbid an Airline-Affiliated System from impeding a travel agent's use of
another system by, for example, making it a breach of contract. for an agency to
fail to make a designated minimum number of bookings. The rules do allow,
however, systems to provide a credit against monthly fees to travel agents who
achieve certain booking thresholds, with the agency being obligated to pay the
system for any shortfall. The U.S. Regulations also forbid Airline-Affiliated
Systems from entering into
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contracts with travel agents containing exclusivity clauses or that require the
agency to maintain a certain percentage of computer terminals or bookings for a
particular system, vis-a-vis other systems.

The rules prohibit GDS-Affiliated Airlines from linking the payment of
commissions to travel agents to the travel agent's use of the system with which
the GDS-Affiliated Airline is affiliated. Further, an Airline-Affiliated System
may not ban travel agents from using software provided by third parties in
connection with the system's equipment, unless that software threatens to
impair the integrity of the system.

The U.S. Regulations require any GDS-Affiliated Airline doing business
in the United States to participate in competing Airline-Affiliated Systems at
the same level as it does in its affiliated system and to provide data on its
flights to competing Airline-Affiliated Systems that is as complete, accurate
and timely as the information given to its affiliated system, so long as the
competing system offers terms for participation that are commercially
reasonable.

The Company also has operations in Australia, Canada and the European
Union. The overall approach of the regulations for global distribution systems
in each of these three jurisdictions is similar to that of the United States.
In each of these jurisdictions, rules require nondiscriminatory displays of
airline services and nondiscriminatory booking fees, and forbid airlines
affiliated with global distribution systems from linking travel agency
commissions to the use of a particular system. Further, these rules to varying
extents forbid airlines affiliated with global distribution systems from
discriminating against competing systems with respect to the data that they
furnish.

There are, however, unique aspects of each set of rules. The European
rules dictate the precise order in which flights must be displayed and permit
travel agents to cancel their subscription agreements at the end of the first
year of the contract. The Canadian rules forbid contracts with travel agencies
of more than three years in duration and forbid certain uses of carriers! sales
forces for promoting global distribution systems. The prevailing interpretation
of the current Canadian and European Union rules is that the rules apply to
Travelocity and easySABRE. The European rules are currently under review and
are expected to be revised within the next year. he Company does not
anticipate that any revision will materially affect its operations in Europe.

The Company also has operations in the Caribbean, Latin America and
Asia. In jurisdictions in those regions, there is no regulation of global
distribution systems for travel products.

The Company currently does business in more than 70 countries outside
the U.S. The DOT, in conjunction with the U.S. Department of State, is charged
with assuring fair and open access for U.S. air carriers, and U.S. global
distribution systems owned by airlines, to overseas markets. In this regard,
the DOT has provided assistance to the Company in entering several overseas
markets. This assistance by the DOT to the Company could cease if SABRE were
not offered to travel agencies by an airline.

The regulations in Australia, Canada and the European Union also
contain, in varying degrees, remedies the Company can use to assist in the
eradication of discriminatory practices that may impede the Company's access to
the regulated market.

INFORMATION TECHNOLOGY SOLUTIONS

The Company is a leading provider of solutions to the airline
industry. The Company also employs its airline expertise to offer solutions to
other industries that face similar complex operations issues, including the
airport, railroad, logistics, hospitality and financial services industries.
The solutions offered by the Company include software development and product
sales, transactions processing and consulting. In addition, pursuant to an
information technology services agreement, the Company provides data
processing, network and distributed systems services to American and AMR's
other subsidiaries, fulfilling substantially all of their information
technology requirements. In 1996, approximately 32.1% of the Company's revenue
was generated by the provision of information technology solutions.
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SOLUTIONS

The Company offers a comprehensive set of solutions to the airline
industry. These solutions include: (i) consulting, which includes capabilities
ranging from reengineering to functional consulting; (ii) software development,
sales and licensing, which includes individual sales of specific products as
well as custom development and integration; and (iii) full solutions
outsourcing. Recruiting and retaining capable personnel, particularly those
with expertise in operations research, information technology and industrial
engineering, is vital to the provision of solutions by the Company.

The Company's solutions have helped American become one of the most
technologically advanced airlines in the world. The Company has provided
solutions to over 120 additional airlines cr airline associations. These

solutions have many applications for airlines. For instance, (i) with Fare
Action Evaluator(SM), airlines can seek to enhance revenue using statistical
and database sources that estimate the economic implications of fare actions
before they are implemented, (11) with AIRPRICE(SM), airlines can analyze and
manage fares and react to competitors! changes, (iii) with AIRFLITE(SM),
airlines can determine superior flight schedules and (iv) with AIRCREWS(SM),
airlines can improve crew member scheduling thus reducing staffing costs.

The Company also provides real-time transactions processing services
whereby the Company provides access to its hardware and software to airlines
for reservations, flight operations, departure control and other related
services. Local computer terminals at a customer's location are linked to the
Company's mainframes, and the Company maintains and operates the entire system
on a secure and confidential basis.

Building on its base of experience established in the development of
solutions for the airline industry, the Company has extended its software
solutions and consulting businesses to other industries, particularly those
that face complex operations issues similar to the airline industry, including
the airport, hospitality, logistics, railroad and financial services
industries.

The Company distributes its solutions and consulting services through
a sales and marketing organization with offices in ten cities on four
continents (Boston, Chicago, Dallas, ‘'ulsa, Vancouver, London, Paris, Kuwait,
Hong Kong and Sydney). The Company also maintains agency relationships to
support sales efforts in key markets, including India, China and the Middle
East. To date, the Company has provided business solutions to nearly 400
clients located in more than 50 countries.

TECHNOLOGY SERVICES

The Company provides data processing, network and distributed systems
services to American and AMR's other subsidiaries. The Company fulfills
substantially all of American's data processing requirements and manages all
voice and data communication services for American and AMR!'s other

subsidiaries, including data networks, voice networks and radio services. The
Company also provides American with the services required to design, install,
operate and maintain its range of local area networks, desktop, mobile
computing and peripheral devices. In 1995, the Company introduced SABRE
Wireless (SM), which provides American's airport personnel the ability to access
SABRE from mobile devices.

As part of the Reorganization, the Company entered into an information
technology services agreement with American to provide these services for a
term of ten years for most services (three and five years for others).

COMPETITION

In information technology solutions, the Company competes both against
solutions companies and full-service providers of technology outsourcing, some
of which have considerably greater financial resources than the Company, and
against smaller companies that offer a limited range of products. Among the
Company's full-service competitors are Electronic Data Systems, IBM/ISSC,
Unisys, Andersen Consulting and Lufthansa Systems. Many of these competitors
have formed strategic alliances with large companies in the travel industry,
and the Company's access to these potential customers is thus limited. The
Company believes that its competitive position in the travel industry is
enhanced by its experience in developing systems for American and by its
ability to offer not only software applications but also systems development,
integration and maintenance and transactions processing services.
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INTELLECTUAL PROPERTY

In connection with the Reorganization, American transferred to the
Company the software used in the operation of the business of The SABRE Group.
This software, along with other software, proprietary information and
intellectual property rights, are significant assets of the Company. The
Company relies on a combination of copyright and trademark laws, trade secrets,
confidentiality procedures and contractual provisions to protect these assets.
The Company's software and related documentation, however, are protected
principally under trade secret and copyright laws, which afford only limited
protection. In addition, the laws of some foreign jurisdictions may provide
less protection than the laws of the United States for the Company's
proprietary rights. Unauthorized use of the Company's intellectual property
could have a material adverse effect on the Company, and there can be no
assurance that the Company's legal remedies would adequately compensate it for
the damages to its business caused by such use.

EMPLOYEES

As of December 31, 1996 the Company had approximately 7,900 full-time
employees. A central part of the Company's philosophy is to attract and
Maintain a highly capable staff. The Company considers its current employee
relations to be good. None of the Company's U.S.-based employees are
represented by a labor union.

ITEM 2. PROPERTIES

The Company's principal executive offices are located in Fort Worth,
Texas, primarily in two buildings, one of which is owned by the Company and one
of which is leased from the Dallas/Fort Worth International Airport Board
pursuant to a lease that expires in 2023, subject to four renewal options,
exercisable by the Company, of five years duration each. In February 1997, the
Company purchased from American a second facility on the Fort Worth campus that
will be used to accommodate expected growth over the next few years. The
Company also leases office facilities in approximately 70 other locations
worldwide. The Company's data center is located in an underground facility in
Tulsa, Oklahoma (the "Data Center"). The land on which the Data Center is
located is leased from the Tulsa Airport Improvements Trust, a public trust
organized under the laws of the State of Oklahoma, pursuant to a lease that
expires in 2038.

SABRE and the Company's data processing services are dependent on the
Company's central computer operations and information processing facility
located in the Data Center, which contains over 120,000 square feet of space
and houses seventeen mainframes having 15.3 terabytes of storage and over 4,000
million instructions per second ("MIPS") of processing power. The SABRE system,
which is connected to nearly 200,000 computer terminals and operates 365 days a
year, constructs over one billion air fares (updated five times per business
day), averages 160 million requests for information per day and has processed
up to 5,291 requests for information per second (in March 1997). The Company
also utilizes a computer center located in one of its office buildings in Fort
Worth (the "Fort Worth Center"). At the Fort Worth Center, the Company operates
and manages a wide variety of computer systems as well as server based and
client/server distributed systems.

The Company's travel agency and corporate subscribers connect to SABRE
through leased access circuits. These leased access circuits, in turn, connect
to the domestic and international data networks leased by the Company from
Societe Internationale de Telecommunications Aeronautiques, which is owned by a
consortium of Airlines, including American, which connect to the Data Center.

The Company believes that its office facilities will be adequate for
its immediate needs and that additional or substitute space is available if
needed to accommodate expansion. The Company also believes that its Data
Center, Fort Worth Center and network access will be adequate for its immediate
and foreseeable needs. The Company, however, continuously invests in research
and development to upgrade these facilities to meet changing technological
needs.
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SECURITIES AND EXCHANGE COMMISSION

Washington, D.C. 20549

 

FORM 10-K

[X] Annual Report Pursuant to Section 13 ocr 15(d) of the Securities Exchange
Act of 1934 [No Fee Required]

For fiscal year ended December 31, 1997.

[ ] Transition Report Pursuant to Section 13 or 15(d) of the Securities
Exchange Act of 1934 [No Fee Required]

Commission file number 1-12175

THE SABRE GROUP HCLDINGS, INC.

(Exact name of registrant as specified in its charter)

Delaware

(State or other jurisdiction of incorporation
or organization)

4255 Amon Carter Blvd.

75-2662240

Fort Worth, Texas 76155

(Address of principal executive offices) (Zip Code)

Registrant's telephone number, including area code (817) 931-7300

Securities registered pursuant to Section 12(b) of the Act:

Title of Each Class Name of exchange on which registered

Class A Common Stock, par value $.01 per share

Securities registered pursuant to Section 12(g) of the Act:

(Title of Class)

Indicate by check mark whether the registrant (1) has filed all reports required
to be filed by Section 13 or 15(d) of the Securities Exchange Act of 1934 during
the preceding 12 months (or for such shorter period that the registrant was
required to file such reports), and (2) has been subject to such filing
requirements for the past 90 days. Yes X No

Indicate by check mark if disclosure of delinquent filers pursuant to Item 405
of Regulation S-K (ss. 229.405 of this chapter) is not contained herein, and
will not be contained, to the best of registrant's knowledge, in definitive
proxy or information statements incorporated by reference in Part III of this
Form 10-K or any amendment to this Form 10-K. [X]

The aggregate market value of the voting stock held by non-affiliates of the
registrant as of March 24, 1998 was approximately $803,561,045. As of March 24,
1998, 22,958,887 shares of the registrant's Class A Common Stock and 107,374,000
shares of the registrant's Class B Common Stock were outstanding.

DOCUMENTS LNCORPORATED BY REVERENCE

Part III of this Form 10-K incorporates by reference certain information from
the Proxy Statement for the Annual Meeting of Stockholders to be held May 20,
1998.

New York Stock Exchange
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ITEM 1. BUSINESS

The SABRE Group Holdings, Inc. is a holding company incorporated in
Delaware on June 25, 1996. Pursuant to a reorganization consummated on July 2,
1996 (the "Reorganization"), the Company became the successor to the businesses
of The SABRE Group which were formerly operated as divisions or subsidiaries of
American Airlines, Inc. ("American") or AMR Corporation ("AMR"). Unless
otherwise indicated, references herein to the "Company" include The SABRE Group
Holdings, Inc. and its consolidated subsidiaries and, for any period prior to
the Reorganization, the business of AMR and American constituting The SABRE
Group. On October 17, 1996, the Company completed an initial public offering
(the "Offering") of 23,230,000 shares of its Class A Common Stock, par value
$.01 per share, constituting approximately 17.8% of the economic interest of the
Company's outstanding common equity. As of March 24, 1998, AMR owned all
107,374,000 shares of the Company's Class B Common Stock, representing
approximately 82.4% of the economic interest and 97.9% of the combined voting
power of all classes of voting stock of the Company.

The Company is a world leader in the electronic distribution of travel
through its proprietary travel reservation and information system, SABRE(R), and
is the largest electronic distributor of travel in North America. In addition,
the Company is a leading provider of information technology solutions to the
travel and transportation industry and fulfills substantially all of the data
processing, network and distributed systems needs of American and AMR's other
subsidiaries, Canadian Airlines International, Ltd., and other customers.

ELECTRONIC TRAVEL DISTRIBUTION

SABRE and other global distributicn systems are the principal means of
air travel distribution in the United States and a growing means of air travel
distribution internationally. Through the SABRE system, travel agencies,
corporate travel departments and individual consumers ("subscribers") can access
information on and book reservations with airlines and other providers of travel
and travel-related products and services ("associates"). As of December 31,
1997, travel agencies with more than 30,000 locations in over 70 countries on
six continents subscribed to SABRE. SABRE subscribers are able to make
reservations with more than 400 airlines and more than 50 car rental companies
and more than 200 hotel companies covering approximately 39,000 hotel properties
worldwide.

During 1997, more airline bookings in North America were made through
SABRE than through any other global distribution system. In 1997, approximately
67.3% of the Company's revenue was generated by the electronic distribution of
travel, primarily through booking fees paid by associates.

THE SABRE GLOBAL DISTRIBUTION SYSTEM

SABRE, like other global distribution systems, creates an electronic
marketplace where travel providers display information about their products and
warehouse and manage inventory. Subscribers -- principally travel agencies but
also corporate travel departments and individual consumers -- access information
and purchase travel products and services. In 1997, more than 700 vendors,
called "Associates", displayed information about their products and services
through SABRE, and the Company estimates that more than $66 billion of
travel-related products and services were sold through SABRE.

In addition to providing information to subscribers about airlines and
other travel-related vendors, SABRE reports to the travel providers transaction
data about subscriber-generated reservations, allowing vendors to better manage
inventory and revenues. The SABRE system also allows travel agency subscribers
to print airline tickets, boarding passes and itineraries. Additionally, SABRE
provides subscribers with travel information on matters such as currency,
medical and visa requirements, weather and sightseeing. By accessing the SABRE
system, a subscriber can, from a single source, obtain schedule, availability
and pricing information from multiple travel providers for complex travel
itineraries.
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ASSOCIATE PARTICIPATION

The Company derives its electronic travel distribution revenues
primarily from booking fees paid by associates for reservations made through
SABRE for their products and services. In addition to airlines, associates
include car rental companies, hotel companies, railroads, tour operators, ferry
companies and cruise lines.

Airlines and other associates can display, warehouse, manage and sell
their inventory in SABRE. The booking fee paid by an associate depends upon
several factors, including the associate's level of participation in SABRE and
the type of products or services provided by the associate. Airlines are offered
a wide range of participation levels. The lowest level of functionality for
airlines, Basic Booking Request (SM), provides schedules and electronic booking
only. Higher levels of functionality for airlines, such as Direct Connect
Availability(SM) , provide greater levels cf communication with SABRE, giving
subscribers more detailed information and associates improved inventory
Management. For an associate selecting one of the higher levels of
participation, SABRE provides subscribers with a direct connection to the
associate's internal reservation system, allowing SABRE to provide real-time
information and allowing the associate to cptimize revenue for each flight. Car
rental companies and hotel operators are provided with similar levels of
participation from which to select. The Company also provides associates, upon
request, marketing data derived from SABRE bookings for fees that vary depending
on the amount and type of information provided.

SUBSCRIBER ACCESS

Access to SABRE enables subscribers to electronically locate, price,
compare and purchase travel products and services provided by associates. The
Company tailors the interface and functionality of SABRE to the needs of its
different types of subscribers. Marketing is targeted to travel agencies,
corporations and individual consumers.

TRAVEL AGENTS. ‘lhe Company provides travel agents with the hardware,
software, technical support and other services needed to use SABRE, in return
for fees that typically vary inversely with the travel agency's productivity, as
measured by the number of bookings generated. Such fees are payable over the
term of the travel agent's agreement with the Company, generally five years in
the United States and Latin America, three years in Canada, and one year in
Europe.

Because travel agencies have differing needs, the Company has modified
the SABRE interface to meet the specific needs of different categories of travel
agents. ‘lravel agents can choose interfaces that range from simple, text-based
systems to feature laden graphical systems. For example, the Company developed
Turbo SABRE(TM), an advanced point-of-sale interface and application development
tool that enables advanced functionality such as customized screens, automated
quality control, database integration, and eliminates complex commands, reducing
keystrokes and training requirements.

Planet SABRE(TM), which the Company introduced in February 1997,
includes a graphical launch pad, which enables the user to move to any function
with one or two clicks of a mouse; a customizer feature, which allows travel
agencies to tailor Planet SABRE to meet their own specific needs; a tutorial;
online help; a place to store notes about clients, destinations or procedures;
and a suggestion system. Planet SABRE transforms SABRE from a complex
command-oriented system to an all-graphic interface with continued access to the
SABRE host system and its capabilities.

SABRE interfaces are available in English, Spanish, Portuguese, French,
German, Italian and Japanese. In addition, the Company offers travel agencies
back-office accounting systems and further supports travel agencies by offering
a simplified method to develop and place their own marketing presence on the
World Wide Web.

CORPORATIONS. The Company sells Commercial SABRE(TM) to corporations
and home-based travel agents who are sponscred by travel agencies. Using
Commercial SABRE, a traveler or agent can connect to the SABRE system and make
bookings which are automatically delivered to the sponsoring agency where travel
documents are issued.
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The Company also markets SABRE to corporations through SABRE Business
Travel Solutions(TM) ("SABRE BTS(TM)") released in October 1996. SABRE BTS is
designed for corporate travelers, travel arrangers and travel managers. It is a
fully-integrated product suite for travel planning and booking, expense
reporting and decision-support. SABRE BTS provides corporations with tools to
better manage travel costs, ensure compliance with corporate travel policies,
automate expense reporting and obtain real-time information on all aspects of
travel.

INDIVIDUAL CONSUMERS. Through the Company's Travelocity(SM) and
easySABRE(R) products, individual consumers can compare prices, make travel
reservations and obtain destination information. These products are available to
individual consumers free of charge.

Travelocity is accessible through the Internet and computer on-line
services. It features booking and purchase capability for all airline, car
rental and hotel companies for which booking and purchase capability is
available in SABRE. Vacation and cruise packages are available as well.
Travelocity also offers access to a database of destination and interest
information, articles from travel correspondents and interactive maps.
Travelocity averages approximately 22.6 million page views per month. The
Internet address for Travelocity is http://www.travelocity.com/.

The Company has entered into numerous co-branding agreements to provide
access to Travelocity on complementary Internet Web sites. These agreements
include a deal with Netscape Communications Corporation to launch Netcenter
Travel by Travelocity, accessible through the Netscape Netcenter free online
service. The Company also signed an agreement with Yahoo! Ine. for Travelocity
to become the exclusive co-branded travel booking service for Yahoo! and Yahoo!
Travel.

The Company introduced easySABRE in 1985 as one of the world's first
consumer booking systems for travel. easySABRE is available through a number of
computer on-line information systems and on the Internet. With easySABRE,
consumers can view travel reservation information and make bookings directly in
SABRE for no fee. The Internet address for easySABRE is
http: //www.easySABRE.com/.

The Company receives booking fees from travel providers for purchases
of their travel products and services pursuant to reservations made through
Travelocity and easySABRE.

INTERNATIONAL MARKETING

The Company is actively involved in marketing SABRE internationally
either directly or through joint venture or distributorship arrangements. The
Company's global marketing partners principally include foreign airlines that
have strong relationships with travel agents in such airlines! primary markets
and entities that operate smaller global distribution systems or other
travel-related network services.

In February 1998, the Company signed long-term agreements with ABACUS
International Holdings Ltd. which created a Singapore-based joint venture
company to manage travel distribution in the Asia-Pacific region. The Company
owns 35 percent of the joint venture company, called ABACUS International Ltd.,
and provides it with transaction processing on the SABRE computer reservations
system.

COMPETITION

The Company competes in electronic travel distribution primarily
against other large and well-established global distribution systems. SABRE's
principal competitors in marketing to travel agents include Amadeus/System One,
Galileo/Apollo and Worldspan. Each of these competitors offers many products and
services substantially similar to those of the Company.

Although certain barriers exist for any new provider of electronic
commerce -- barriers such as the need for significant capital investment to
acquire or develop the hardware, software and network facilities necessary to
operate a global distribution system -- the Company is faced with the potential
of new competitors, particularly as new channels for travel distribution
develop.
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The global market to attract and retain agency subscribers is intensely
competitive. Factors affecting competitive success of global distribution
systems include depth and breadth of information, ease of use, reliability,
service and incentives to travel agents and range of products available to
travel providers, travel agents and consumers.

Although distribution through travel agents continues to be the primary
method of travel distribution, new channels of direct distribution to businesses
and consumers, through computer on-line services, the Internet and private
networks, are developing rapidly. The deplcyment and adoption of these tools is
currently quite low, however the pace of adoption is expected to accelerate. The
Company believes that it has positioned its SABRE BTS, Travelocity and easySABRE
products to effectively compete in these emerging distribution channels.

CRS INDUSTRY REGULATION

The Company's electronic travel distribution business is subject to
regulation in the United States, the European Union, Canada, Australia and New
Zealand. These regulations address the relationships among computer reservation
systems ("CRSs"), airline associates, and travel agency subscribers. These
regulations do not currently address relationships with non-airline associates,
but future regulations in the European Unicn may include rail associates. In
general, these regulations are directed at ensuring fair competition among
travel providers. Among the principles addressed in the current regulations are:
unbiased CRS displays of airline information, fair treatment of airline
associates by CRSs, equal participation by airlines in non-owned CRSs, and fair
competition for subscribers. The CRS regulations in the United States and the
European Union are currently being revised, but the Company does not expect the
revisions to materially adversely affect its operations.

OTHER REGULATION

The Company is subject to regulations affecting issues such as: exports
of technology, telecommunications, data privacy, and electronic commerce. Some
portions of the Company's business, such as its Internet-based electronic travel
distribution, may be affected by newly-developed regulations. Regulations
affecting other areas of the Company's business may be revised from time to
time. Regulations also vary among jurisdictions. The Company believes that it is
capable of addressing these regulatory issues as they arise.

INFORMATION TECHNOLOGY SOLUTIONS

The Company is a leading provider of information technology services to
the travel and transportation industry. The Company employs its airline
technology expertise to offer information technology solutions to other
industries that face similar complex operations issues, including the airport,
railroad, logistics and hospitality industries. ‘the solutions offered by the
Company include software development and product sales, transactions processing,
consulting, as well as comprehensive information technology outsourcing. The
Company provides data processing, network and distributed systems services to
American and AMR's other subsidiaries, Canadian Airlines International, Ltd.,
and other customers fulfilling substantially all of their information technology
requirements. In 1997, approximately 32.7% of the Company's revenue was
generated by the provision of information technology solutions.

The Company is aggressively pursuing strategic information technology
relationships that add a new dimension to traditional outsourcing agreements by
integrating our airline applications and business processes into customer
operations. Clients entering into a strategic agreement with the Company benefit
from our extensive airline industry expertise, experience with complex operating
and transaction environments and our extensive suite of software products and
applications.

SOLUTIONS

The Company offers a comprehensive set of information technology
solution services to the airline industry. These solutions include: (i)
information technology outsourcing; (ii) scftware development, sales and
licensing; and (iii) consulting, which includes capabilities ranging from
reengineering to functional consulting. Recruiting and retaining capable
personnel, particularly those with expertise in operations research, information
technology and industrial engineering, is vital to the provision of solutions by
the Company.
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The Company's solutions have helped American become one of the most
technologically advanced airlines in the world. The Company has provided
solutions to over 170 airlines or airline associations. These solutions have

Many applications for airlines. For example, (i) with Fare Action Evaluator(SM),
airlines can seek to enhance revenue using statistical and database sources that
estimate the economic implications of fare actions before they are implemented,
(ii) with AIRPRICE(SM) , airlines can analyze and manage fares and react to
competitors' changes, (iii) with AIRFLITE(SM), airlines can determine superior
flight schedules and (iv) with AIRCREWS(SM), airlines can improve crew member
scheduling thus reducing staffing costs.

The Company also provides real-time transaction processing services,
whereby the Company provides access to its hardware and software to airlines for
reservations, flight operations, departure control and other related services.
Local computer terminals at a customer's lccation are linked to the Company's
mainframes, and the Company maintains and cperates the entire system on a secure
and confidential basis.

The Company distributes its solutions and consulting services through a
sales and marketing organization with offices in eleven cities on four
continents (Boston, Chicago, Dallas, Tulsa, Vancouver, London, Paris, Kuwait
City, Hong Kong, Sydney and Auckland). The Company also maintains agency
relationships to support sales efforts in key markets, including India, China
and the Middle East. To date, the Company has provided business solutions to
nearly 500 clients located in more than 50 countries.

TECHNOLOGY SERVICES

In 1996, the Company executed an information technology services
agreement with American for a term of ten years for most services (three and
five years for others). Under this agreement, the Company provides data
processing, network, distributed systems, and applications development services
to American and AMR's other subsidiaries. The Company fulfills substantially all
of American's data processing requirements and manages all voice and data
communication services for American and AMR's other subsidiaries, including data
networks, voice networks and radio services. The Company also provides American
with the services required to design, install, operate and maintain its range of
local area networks, desktop, mobile computing and peripheral devices. ‘lhe
Company completes nearly all of the applications development for American, as
well as manages the AMR Year 2000 project cffice and completes most of AMR
system's Year 2000 testing and compliance enhancements.

in January 1998, the Company completed the execution of a 25-year,
multibillion dollar technology agreement with US Airways, Inc. to provide
substantially all of US Airways! information technology services. As a part of
the agreement, the Company purchased approximately $47 million of US Airways!
information technology assets, and hired more than 600 former employees of US
Airways. ‘lhe agreement covers the management and operation of US Airways!
systems and information technology services, including the migration or
conversion of US Airways' legacy systems tc the Company's systems by mid-1999.
Additionally, the Company agreed to assist US Airways in making its information
systems Year 2000 compliant.

In February 1998, the Company executed a 10-year information technology
services agreement with Gulf Air. Under the agreement, the Company will be
responsible for all of Gulf Air's information technology infrastructure,
including application development and maintenance, as well as data center and
network management.

COMPETITION

In information technology solutions, the Company competes both against
solutions companies and full-service providers of technology outsourcing, some
of which have considerably greater financial resources than the Company, and
against smaller companies that offer a limited range of products. Among the
Company's full-service competitors are Electronic Data Systems, IBM Global
Services, Unisys, Andersen Consulting and Lufthansa Systems. Some of these
competitors have formed strategic alliances with large companies in the travel
industry, and the Company's access to these potential customers is thus limited.
The Company believes that its competitive position in the travel and
transportation industry is enhanced by its experience in developing systems for
American and other airlines and by its ability to offer not only software
applications but also systems development, integration and maintenance and
transaction processing services.
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INTELLECTUAL PROPERTY

In connection with the Reorganization, American transferred to the
Company the software used in the operation of the business of The SABRE Group.
This software, along with other software, proprietary information, patents,
copyrights, trade secrets, trademarks and intellectual property rights, are
significant assets of the Company. The Company relies on a combination of
patent, copyright, trade secret and trademark laws, confidentiality procedures
and contractual provisions to protect these assets. The Company's software and
related documentation are protected principally under trade secret and copyright
laws, which afford only limited protection. In addition, the laws of some
foreign jurisdictions may provide less protection than the laws of the United
States for the Company's proprietary rights. Unauthorized use of the Company's
intellectual property could have a material adverse effect on the Company, and
there can be no assurance that the Company's legal remedies would adequately
compensate it for the damages to its business caused by such use.

EMPLOYEES

As of December 31, 1997 the Company had approximately 8,500 full-time
employees. A central part of the Company's philosophy is to attract and maintain
a highly capable staff. The Company considers its current employee relations to
be good. None of the Company's employees based in the United States are
represented by a labor union.

ITEM 2. PROPERTIES

The Company's principal executive offices are located in Fort Worth,
Texas, primarily in three buildings, two of which are owned by the Company and
one of which is leased from the Dallas/Fort Worth International Airport Board
under a lease that expires in 2019, subject to four renewal options of five
years each, exercisable at the option of the Company. The Company leases a
fourth office building in Southlake, Texas, under a lease that expires in 2003,
subject to two renewal options of five years each, exerciseable at the option of
the Company. Additionally, the Company leases office facilities in approximately
7O0 other locations worldwide.

The Company's principal data center is located in an underground
facility in Tulsa, Oklahoma (the "Data Center"). The land on which the Data
Center is located is leased from the Tulsa Airport Improvements Trust, a public
trust organized under the laws of the State of Oklahoma, pursuant to a lease
that expires in 2038. SABRE and the Company's data processing services are
dependent on the Company's central computer operations and information
processing facility located in the Data Center. The Company also utilizes a
computer center located in one of its office buildings in Fort Worth (the "Fort
Worth Center"). At the Fort Worth Center, the Company operates and manages a
wide variety of server based and client/server distributed systems.

The Company's travel agency and corporate subscribers connect to SABRE
through leased access circuits. These leased access circuits, in turn, connect
to the domestic and international data networks leased by the Company, such as
those leased from Societe Internationale de Telecommunications Aeronautiques
("SITA"), which is owned by a consortium of Airlines, including American.

The Company believes that its office facilities will be adequate for
its immediate needs and that additional or substitute space is available if
needed to accommodate expansion. The Company also believes that its Data Center,
Fort Worth Center and network access will be adequate for its immediate and
foreseeable needs. The Company, however, continuously invests in research and
development to upgrade these facilities to meet changing technological needs.
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UNITED STATES
SECURITIES AND EXCHANGE COMMISSION

WASHINGTON, D.C. 20549

FORM 10-K

[X] Annual Report Pursuant to Section 13 or 15(d) of the Securities Exchange
Act of 1934 [No Fee Required]

for fiscal year ended December 31, 1998.

[ ] Transition Report Pursuant to Section 13 or 15(d) of the Securities
Exchange Act of 1934 [No Fee Required]

Commission file number 1-121%7%5

THE SABRE GROUP HOLDINGS, INC.

(Exact name of registrant as specified in its charter)

Delaware 75-2662240

(State or other jurisdiction of (I.R.S. Employer Identification No.)
incorporation or organization)

4255 Amon Carter Blvd.
Fort Worth, Texas 76155

(Address of principal executive (Zip Code)
offices)

Registrant's telephone number, including area code (817) 963-6400

Securities registered pursuant to Section 12(b) of the Act:

Title of Each Class Name of exchange on which registered

Class A Common Stock, par value $.01 New York Stock Exchange
per share

Securities registered pursuant to Section 12(g) of the Act:

(Title of Class)

Indicate by check mark whether the registrant (1) has filed all reports required
to be filed by Section 13 or 15(d) of the Securities Exchange Act of 1934 during
the preceding 12 months (or for such shorter period that the registrant was
required to file such reports), and (2) has been subject to such filing
requirements for the past 90 days. Yes X Neo

Indicate by check mark if disclosure of delinquent filers pursuant to Item 405
of Regulation S-K (Section 229.405 of this chapter) is not contained herein, and
will not be contained, to the best of registrant's knowledge, in definitive
proxy or information statements incorporated by reference in Part III of this
Form 10-K or any amendment to this Form 10-K. [X]

The aggregate market value of the voting stock held by non-affiliates of the
registrant as of March 15, 1999 was approximately $945,351,834. As of March 15,
1999, 22,572,421 shares of the registrant's Class A Common Stock and 107,374,000
shares of the registrant's Class B Common Stock were outstanding.

DOCUMENTS INCORPORATED BY REFERENCE

Part III of this Form 10 K incorporates by reference certain information from
the Proxy Statement for the Annual Meeting of Stockholders to be held May 19,
1999.
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ITEM 1. BUSINESS

The Sabre Group Holdings, Inc. is a hclding company incorporated in
Delaware on June 25, 1996. Pursuant to a reorganization consummated on July 2,
1996 (the "Reorganization"), the Company became the successor to the businesses
of The Sabre Group which were formerly operated as divisions or subsidiaries of
American Airlines, Inc. ("American") or AMR Corporation ("AMR"). Unless
otherwise indicated, references herein to the "Company" include The Sabre Group
Holdings, Inc. and its consolidated subsidiaries and, for any period prior to
the Reorganization, the business of AMR and American constituting The Sabre
Group. On October 17, 1996, the Company completed an initial public offering
(the "Offering") of 23,230,000 shares of its Class A Common Stock, par value
$.01 per share, constituting approximately 17.8% of the economic interest of the
Company's outstanding common equity. As of March 15, 1999, AMR owned all
107,374,000 shares of the Company's Class B Common Stock, representing
approximately 82.6% of the economic interest and 97.9% of the combined voting
power of all classes of voting stock of the Company.

The Company is the world leader in the electronic distribution of travel
through its SABRE-Registered Trademark-(1) computer reservations system ("the
SABRE system"). In addition, the Company is a leading provider of information
technology solutions to the travel and transportation industries and fulfills
substantially all of the data processing, network and distributed systems
needs of American and AMR's other subsidiaries, Canadian Airlines
International, Ltd., ("Canadian"), US Airways, Ince. ("US Airways") and other
customers.

ELECTRONIC TRAVEL DISTRIBUTION

The SABRE system and other global distribution systems are the principal
means of air travel distribution in the United States and a growing means of
air travel distribution internationally. Through the SABRE system, travel
agencies, corporate travel departments and individual consumers
("subscribers") can access information about and book reservations with
airlines and other providers of travel and travel-related products and
services ("associates"). As of December 31, 1998, travel agencies with
approximately 40,000 locations in over 100 countries on six continents
subscribed to the SABRE system. Subscribers are able to make reservations
with more than 420 airlines, more than 50 car rental companies and more than
200 hotel companies covering approximately 40,000 hotel properties worldwide.

During 1998, more airline bookings in North America were made through
the SABRE system than through any other global distribution system. In 1998,
approximately 57.4% of the Company's revenue was generated by the electronic
distribution of travel, primarily through kooking fees paid by associates.

THE SABRE GLOBAL DISTRIBUTION SYSTEM

The SABRE system, like other global distribution systems, creates an
electronic marketplace where travel providers display information about their
products and warehouse and manage inventory. Subscribers -- principally
travel agencies but also corporate travel departments and individual
consumers -- access information and purchase travel products and services. In
1998, over 850 associates displayed information about their products and
services through the SABRE system, and the Company estimates that more than
$70 billion of travel-related products and services were sold through the
SABRE system.

In addition to providing information to subscribers about airlines and
other travel-related vendors, the SABRE system reports to the travel
providers transaction data about subscriber-generated reservations, allowing
vendors to better manage inventory and revenues. The SABRE system also allows
travel agency subscribers to print airline tickets, boarding passes and
itineraries. Additionally, the SABRE system provides subscribers with travel
information on matters such as currency, medical and visa requirements,
weather and sightseeing. By accessing the SABRE system, a subscriber can,
from a single source, obtain schedule, availability and pricing information
from multiple travel providers for complex travel itineraries.

(1) All marks are trademarks and/or service marks of their respective owners.
Sabre is a registered trademark of a subsidiary of the Sabre Group Holdings,
Inc.
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ASSOCIATE PARTICIPATION

The Company derives its electronic travel distribution revenues
primarily from booking fees paid by associates for reservations made through
the SABRE system for their products and services. In addition to airlines,
associates include car rental companies, hotel companies, railroads, tour
operators, ferry companies and cruise lines.

Airlines and other associates can display, warehouse, manage and sell
their inventory in the SABRE system. The bcoking fee paid by an associate
depends upon several factors, including the associate's level of
participation in the SABRE system and the type of products or services
provided by the associate. Airlines are offered a wide range of participation
levels. The lowest level of participation for airlines, SABRE BASIC BOOKING
REQUEST-SM- participation level, provides schedules and electronic booking
functionality only. Higher levels of participation for airlines, such as
SABRE DIRECT CONNECT AVAILABILITY-SM- participation level, provide greater
levels of communication with the SABRE system, giving subscribers more
detailed information and associates improved inventory management. For an
associate selecting one of the higher levels of participation, the SABRE
system provides subscribers with a direct connection to the associate's
internal reservation system, allowing the SABRE system to provide real-time
information and allowing the associate to cptimize revenue for each flight.
Car rental companies and hotel operators are provided with similar levels of
participation from which to select. The Company also provides associates,
upon request, marketing data derived from the SABRE system bookings for fees
that vary depending on the amount and type of information provided.

SUBSCRIBER ACCESS

Access to the SABRE system enables subscribers to electronically locate,
price, compare and purchase travel products and services provided by
associates. The Company tailors the interface and functionality of the SABRE
system to the needs of its different types of subscribers. Marketing is
targeted to travel agencies, corporations and individual consumers.

TRAVEL AGENTS. The Company provides travel agents with the hardware,
software, technical support and other services needed to use the SABRE
system, in return for fees that typically vary inversely with the travel
agency's productivity, as measured by the number of bookings generated. Such
fees are payable over the term of the travel agent's agreement with the
Company, generally five years in the United States and Latin America, three
years in Canada, and one year in Hurope.

Because travel agencies have differing needs, the Company has modified
the SABRE system interface to meet the specific needs of different categories
of travel agents. Travel agents can choose interfaces that range from simple,
text-based systems to feature-laden graphical systems. For example, the
Company developed TURBO SABRE TM software, an advanced point of sale
interface and application development tool that enables advanced
functionality such as customized screens, automated quality control, database
integration, and eliminates complex commands, reducing keystrokes and
training requirements.

PLANET SABRE-SM- software, which the Company introduced in February
1997, includes a graphical launch pad, which enables the user to move to any
function with one or two clicks of a mouse; a customizer feature, which
allows travel agencies to tailor PLANET SABRE-SM- software to meet their own
specific needs; a tutorial; online help; a place to store notes about
clients, destinations or procedures; and a suggestion system. PLANET
SABRE-SM- software transforms the SABRE system from a complex
command-oriented system to an all-graphic interface with continued access to
the SABRE system and its capabilities.

The SABRE system interfaces are available in English, Spanish,
Portuguese, French, German, Italian and Japanese. In addition, the Company
offers travel agencies back-office accounting systems and further supports
travel agencies by offering a simplified method to develop and place their
own marketing presence on the World Wide Web.

CORPORATIONS. The Company sells COMMERCIAL SABRE-Registered
Trademark-software to corporations and home-based travel agents that are
sponsored by travel agencies. Using COMMERCIAL SABRE-Registered Trademark-
software, a traveler or agent can connect to the SABRE system and make
bookings which are automatically delivered to the sponsoring agency where
travel documents are issued.
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The Company also markets the SABRE system to corporations through the
SABRE BUSINESS TRAVEL SOLUTIONS-TM- system ("the SABRE BTS-TM- system").
Released in October 1996, the SABRE BTS-TM- system is designed for corporate
travelers, travel arrangers and travel managers. It is a fully-integrated
product suite for travel planning and booking, expense reporting and
decision-support. The SABRE BTS-TM- system provides corporations with tools
to better manage travel costs, ensure compliance with corporate travel
policies, automate expense reporting and obtain real-time information on all
aspects of travel.

INDIVIDUAL CONSUMERS. Through the Company's TRAVELOCITY.COM-SM- online
travel site ("the TRAVELOCITY.COM-SM- site") and EFASYSABRE-Registered
Trademark-reservations site ("the EASYSABRE-Registered Trademark- site"),
individual consumers can compare prices, make travel reservations and obtain
destination information online. These products are available to individual
consumers free of charge.

The TRAVELOCITY.COM-SM- site is accessible through the Internet and
computer on-line services. It features booking and purchase capability for
all airline, car rental and hotel companies for which booking and purchase
capability is available in the SABRE system. Vacation and cruise packages are
available as well. The TRAVELOCITY.COM-SM- site also offers access to a
database of destination and interest information, articles from travel
correspondents and interactive maps. The TRAVELOCITY.COM-SM- site has over 5
million members and averages approximately 60 million page views per month.
The Internet address for the TRAVELOCITY.COM-SM- site is www.travelocity.com.

The Company has entered into numerous co-branding agreements to provide
access to the TRAVELOCITY.COM-SM- site on complementary Internet Web sites.
These agreements include deals with Netscape Communications Corporation to
launch Netcenter Travel on the TRAVELOCITY.COM-SM- site, accessible through
the Netscape Netcenter free online service and an agreement with Yahoo! Inc.
for the TRAVELOCITY.COM-SM- site to be the exclusive co-branded travel

booking service for Yahoo! and Yahoo! Travel.

The Company receives booking fees and commissions from travel providers for
purchases of their travel products and services pursuant to reservations made
through the TRAVELOCITY.COM SM and EASYSABRE Registered Trademark sites.

INTERNATIONAL MARKETING

‘the Company is actively involved in marketing the SABRE system
internationally either directly or through joint venture or distributorship
arrangements. The Company's global marketing partners principally include
foreign airlines that have strong relationships with travel agents in such
airlines! primary markets and entities that operate smaller global
distribution systems or other travel-related network services.

In February 1998, the Company signed long-term agreements with ABACUS
International Holdings Ltd. which created a Singapore-based joint venture
company to manage travel distribution in the Asia/Pacific region. The Company
owns 35 percent of the joint venture company, called ABACUS International Ltd.,
and provides it with transaction processing and product development services on
the SABRE system

COMPETITION

The Company competes in electronic travel distribution primarily against
other large and well-established global distribution systems. The Company's
principal competitors in marketing to travel agents include Amadeus, Galileo and
Worldspan. Each of these competitors offers many products and services
substantially similar to those of the Company.

The Company markets the SABRE system to corporations through the SABRE
BIS-TM- system. The Company's main competitors in marketing to corporations
include American Express, Internet Travel Network, E-Travel, Inc., Xtra
Online Corporation and Travel Technologies Group.

The Company also distributes travel through the Internet and computer
on-line services to consumers directly through the TRAVELOCITY.COM-SM- site. Its
Main competitors include Expedia (owned by Microsoft Corporation), Preview
Travel and Internet Travel Network. Increasingly, many travel suppliers are
developing their own web sites, some of which offer an array of products and
services, that directly target consumers.
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The Company potentially faces many new competitors as new travel
distribution channels develop. Still, significant barriers exist for these new
players including: significant capital investment, development of global network
facilities, development or acquisition of hardware and software systems with
global scales and reach, and ability to connect to disparate travel suppliers'
and travel agents' systems.

The global market to attract and retain agency subscribers is intensely
competitive. Factors affecting competitive success of global distribution
systems include depth and breadth of information, ease of use, reliability,
service and incentives to travel agents and range of products available to
travel providers, travel agents and consumers.

Although distribution through travel agents continues to be the primary
method of travel distribution, new channels of direct distribution to businesses
and consumers, through computer on-line services, the Internet and private
networks, are developing rapidly. The adoption of these tools is currently quite
low, but it is growing quickly. The Company believes that it has positioned its
SABRE BTS-TM- system and TRAVELOCITY.COM-SM- website products and services to
effectively compete in these emerging distribution channels.

CRS INDUSTRY REGULATION

The Company's electronic travel distribution business is subject to
regulation in the United States, the European Union, Canada, Australia and New
Zealand. These regulations address the relationships among computer reservation
systems ("CRSs"), airline associates, and travel agency subscribers. These
regulations do not currently address relationships with non-airline associates,
but the regulations in the European Union were revised effective March 15, 1999
and include rail associates in certain circumstances. In general, these
regulations are directed at ensuring fair competition among travel providers.
Among the principles addressed in the current regulations are: unbiased CRS
displays of airline information, fair treatment of airline associates by CRSs,
equal participation by airlines in non-owned CRSs, and fair competition for
subscribers. The CRS regulations in the United States are currently being
revised. In addition, the Department of Civil Aviation of Brazil is considering
the adoption of comprehensive CRS regulations. The Company does not believe that
the revisions to the European Union code, the possible revisions to the United
States code, or possible adoption of a code in Brazil will materially adversely
affect its operations.

OTHER REGULATION

‘the Company is subject to regulations affecting issues such as: exports of
technology, telecommunications, data privacy and electronic commerce. Some
portions of the Company's business, such as its Internet-based electronic travel
distribution, may be affected by newly-developed regulations. Regulations
affecting other areas of the Company's business may be revised from time to
time. Regulations also vary among jurisdictions. ‘the Company believes that it is
capable of addressing these regulatory issues as they arise.

INFORMATION TECHNOLOGY SOLUTIONS

The Company is a leading provider of information technology services to the
travel and transportation industries. The Company employs its airline technology
expertise to offer information technology solutions to clients that face similar
complex operations issues, including airport, railroad, trucking and hospitality
companies. The services offered by the Company include software development and
product sales, transactions processing, consulting, as well as comprehensive
information technology outsourcing. The Company provides data processing,
network and distributed systems services tc American and AMR's other
subsidiaries, Canadian, US Airways and other customers, fulfilling substantially
all of their information technology requirements. In 1998, approximately 42.6%
of the Company's revenue was generated by the provision of information
technology solutions.

The Company is aggressively pursuing strategic information technology
relationships that add a new dimension to traditional outsourcing agreements by
integrating its airline applications and business processes into customer
operations. Clients enter into strategic agreements with the Company in order to
benefit from its extensive airline industry expertise, experience with complex
operating and transaction environments and its extensive suite of software
products and services.
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The Company offers a comprehensive set of information technology solution
services to the airline industry. These solutions include: (i) information
technology outsourcing; (ii) software development, sales and licensing; and
(iii) consulting, which includes capabilities ranging from reengineering to
functional consulting. Recruiting and retaining capable personnel, particularly
those with expertise in operations research, information technology and
industrial engineering, is vital to the provision of solutions by the Company.

(i) INFORMATION TECHNOLOGY OUTSOURCING: The Company offers information
technology outsourcing to airlines for desktop, data center, network and
application development. The Company extends real-time transaction processing
services by providing access to its hardware and software to airlines for
reservations, flight operations, departure control and other related services.
Local computer terminals at a customer's lccation are linked to the Company's
mainframes, and the Company maintains and cperates the entire system on a secure
and confidential basis. The Company also provides services for establishing
systems security, voice networks, data center connectivity, helpdesk support and
desktop applications. Some of the major clients for the outsourcing business
include American, Canadian, Aerolineas Argentinas, US Airways, Pakistan
International Airlines, and Gulf Air.

(ii) SOFTWARE DEVELOPMENT, SALES AND LICENSING: The Company provides
software and consulting solutions to more than 170 airlines or airline
associations. These solutions have many applications for airlines. For
example, (a) with the SABRE AIRMAX-SM- revenue management system, airlines
can seek to enhance revenue using statistical and database sources that
estimate the economic implications of fare actions before they are
implemented, (b) with the SABRE AIRPRICE-SM- fares management system,
airlines can analyze and manage fares and react to competitors! changes, (c)
with the SABRE AIRFLITE-SM- flight scheduling system, airlines can determine
superior flight schedules and (d) with the SABRE AIRCREWS-SM- crew management
system, airlines can improve crew member scheduling thus reducing staffing
costs. The Company develops ready off the shelf products as well as
customized software for some of its larger clients. Some of the most popular
products support flight scheduling, flight operations, revenue management,
crew scheduling, sales automation, cargo tracking, passenger systems and
frequent flyer programs. ‘lhe Company's solutions have helped American become
one of the most technologically advanced airlines in the world.

(iii) CONSULTING: The Company's consulting services assist businesses in
the travel and transportation industries in collecting and analyzing operational
and customer data in order to improve internal operations and product
distribution in the market place. These services enable businesses to improve
airport and other operations and optimally distribute their fares, schedules and
inventories through all available channels - with special emphasis on
distribution through computer reservations and global distribution systems.

The Company distributes its solutions and consulting services through a
sales and marketing organization with offices in ten cities on four continents
(Boston, Chicago, Dallas, Vancouver, London, Paris, Kuwait City, Hong Kong,
Sydney and Auckland). The Company also maintains agency relationships to support
sales efforts in key markets, including India, China and the Middle East. To
date, the Company has provided business solutions to nearly 550 clients located
in more than 85 countries.

In 1996, the Company executed an information technology services agreement
with American for a term of ten years for most services (three and five years
for others). Under this agreement, the Company provides data processing,
network, distributed systems, and applications development services to American
and AMR's other subsidiaries. The Company fulfills substantially all of
American's data processing requirements and manages all voice and data
communication services for American and AMR's other subsidiaries, including data
networks, voice networks and radio services. The Company also provides American
with the services required to design, install, operate and maintain its range of
local area networks, desktop, mobile computing and peripheral devices. The
Company completes nearly all of the applications development for American, as
well as manages the AMR Year 2000 project cffice and completes most of AMR
system's Year 2000 testing and compliance enhancements.
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In January 1998, the Company completed the execution of a 25-year,
multibillion dollar technology agreement with US Airways to provide
substantially all of US Airways' information technology services. As a part of
the agreement, the Company purchased approximately $47 million of US Airways!
information technology assets, hired more than 600 former employees of US
Airways and granted to US Airways two tranches of stock options, each to acquire
3 million shares of the Company's Class A Common Stock. The agreement covers the
Management and operation of US Airways' systems and information technology
services. Additionally, the Company agreed to assist US Airways in making its
information systems Year 2000 compliant. For further discussion of the US
Airways transaction, see Note 4 to the Consolidated Financial Statements.

In connection with the US Airways agreement, in December 1998, the Company
successfully managed the largest informaticn technology system migration ever
performed in the airline industry. Within a two-day timeframe more than 200 US
Airways systems were successfully converted or migrated, including all core
systems--Passenger Service System, Flight Operating System and Cargo--and other
systems such as yield management and in-flight dining. The migration included
the conversion of more than 3.5 million passenger name records and more than two
million electronic tickets to the SABRE system.

In February 1998, the Company executed a 10-year information technology
services agreement with Gulf Air. Under the terms of the agreement, the Company
will be responsible for all of Gulf Air's information technology infrastructure,
including application development and maintenance, as well as data center and
network management .

In November 1998, the Company executed a 10-year agreement with Aerolineas
Argentinas that calls for the airline to outsource the management and provision
of its information technology functions to the Company. The contract also calls
for the Company to provide specialized information technology services to
Aerolineas Argentinas! affiliate, Austral Lineas Aereas-Cielos Del Sur.

In December 1998, the Company executed a 15-year agreement with Pakistan
International Airlines in which the airline will outsource all information
technology functions to the Company. This agreement followed a three-year
consulting agreement signed between the two companies in March 1998.

COMPETITION

In information technology solutions, the Company competes both against
solutions companies and full-service providers of technology outsourcing, some
of which have considerably greater financial resources than the Company, and
against smaller companies that offer a limited range of products. Among the
Company's full-service competitors are Electronic Data Systems, IBM Global
Services, Unisys, Andersen Consulting and Lufthansa Systems. The Company
believes that its competitive position in the travel and transportation
industries is enhanced by its experience in developing systems for American and
other airlines and by its ability to offer not only software applications but
also systems development, integration and maintenance and transaction processingservices.

RESEARCH AND DEVELOPMENT EXPENSES

Research and development costs approximated $39 million for 1998 and $24
million for 1997. Prior to 1997, research and development costs were not
material.

SEGMENT INFORMATION

Financial information for the Company's operating segments and geographical
revenues and assets are included in Note 12 to the Consolidated Financial
Statements.
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INTELLECTUAL PROPERTY

In connection with the Reorganization, American transferred to the Company
the software used in the operation of the business of The Sabre Group. This
software, along with other software, proprietary information, patents,
copyrights, trade secrets, trademarks and intellectual property rights, are
significant assets of the Company. The Company relies on a combination of
patent, copyright, trade secret and trademark laws, confidentiality procedures
and contractual provisions to protect these assets. The Company's software and
related documentation are protected principally under trade secret and copyright
laws, which afford only limited protection. In addition, the laws of some
foreign jurisdictions may provide less protection than the laws of the United
States for the Company's proprietary rights. Unauthorized use of the Company's
intellectual property could have a material adverse effect on the Company, and
there can be no assurance that the Company's legal remedies would adequately
compensate it for the damages to its business caused by such use.

EMPLOYEES

As of December 31, 1998 the Company had approximately 10,800 employees. A
central part of the Company's philosophy is to attract and maintain a highly
capable staff. The Company considers its current employee relations to be good.
None of the Company's employees based in the United States are represented by a
labor union.

ITEM 2. PROPERTIES

The Company's principal executive offices are located in Fort Worth, Texas,
primarily in three buildings, two of which are owned by the Company and one of
which is leased from the Dallas/Fort Worth International Airport Board under a
lease that expires in 2019, subject to four renewal options of five years each,
exercisable at the option of the Company. The Company leases a fourth office
building in Southlake, Texas, under a lease that expires in 2006, subject to two
renewal options of five years each, exercisable at the option of the Company.
Additionally, the Company leases office facilities in Westlake, Texas under
leases expiring in 2003, subject to a three-month or a three-year option,
exercisable at the option of the Company. ‘'the Company also leases office
facilities in approximately 70 other locations worldwide.

The Company's principal data center is located in an underground
facility in Tulsa, Oklahoma (the "Data Center"). The land on which the Data
Center is located is leased from the ‘''ulsa Airport Lmprovements ‘lrust, a
public trust organized under the laws of the State of Oklahoma, pursuant to a
lease that expires in 2038. The SABRE system and the Company's data
processing services are dependent on the Company's central computer
operations and information processing facility located in the Data Center.
‘the Company also utilizes a computer center located in one of its office
buildings in Fort Worth (the "Fort Worth Center"). At the Fort Worth Center,
the Company operates and manages a wide variety of server based and
client/server distributed systems.

The Company's travel agency and corporate subscribers connect to the
SABRE system through leased access circuits. These leased access circuits, in
turn, connect to the domestic and international data networks leased by the
Company, such as those leased from Societe Internationale de
Telecommunications Aeronautiques ("SITA"), which is owned by a consortium of
Airlines, including American.

The Company believes that its office facilities, Data Center and Fort Worth
Center will be adequate for its immediate needs and that additional or
substitute space is available if needed to accommodate expansion. The Company
also believes that its network access will be adequate for its immediate and
foreseeable needs. The Company, however, continuously invests to upgrade these
facilities to meet changing technological needs.
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dnsclvach by @ couch Of coumsberl jurisdiction, (iii suuslaniielay ceases be
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   wu, Lf Custome woh, OF  

DFNDT0005981

 
22.3 COUNTERPARTS

counnerpe of whic’Aman run  
ND WATVER. in delay or o

ightea walver uhereof.
 aston hy either party heratie no oz be    guwer hereunder impale suck vighe achex of the Partise hereto b  
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securities frepresesting the r. se vole for the election of dire.
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SERVICE: AGREEMENT

 WRITS
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RRSCURCRS, TNT, 2 Retawara corporatiar
Inc don ("TSEr)
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"SUNV?
ceement by
shall proceed

 re  
  of whica s

  
reference. R
with the work  me vet forth A Leonvheret in thie  

a. NeW SRRVI
oppavturinies to bid on eny New Se
TREATMENT ROIQULSTSL: as icv providNew Services Ti Tse aa to bid
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LON LOCAT TONS thie Agreement
, comaclid addiag after  

 

   
Be] (tee "SRF
omer fron cheng
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the cnarges eparation ar the 3:
oy Custanexjimwriting, (Se hari then promptly comme
pvopesal. 1 so prepare, on 18's own ins sia
Mo a New fervine Request, Naw Service propossla Foe tratat

    respones   reuien:
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in cemmection with the se YSG's nospertorma of is oblagarior.   hecarmciar will be excuse
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SERVICE: AGREEMENT
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2 Servicns, TSH wk onaland ©:
Gone Laud

a good
honge
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   and co bles 
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wilé be pervermed SG with legat aqt ohysical access
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that sucn 7  
 

  CUSTOMER RESALE OR PASS -THROUGE
provided ir Section 13.4, neither Custower
ovherwize provide a. rovided heceueder
other thar a Subsid witeaut the priortsa

    

 
  

 

 
 
    
 

 4 INSURANCE.
maiztaia with ineuresa of
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under
OMITTED -OLEUL LENCE.

  weisding contractual
tion obligations st
 

  2 amuellyTSG ere uot R(Lilietes 
ovovide TSG with evidence of suck covecaye with the Zoltowing spec
provision

al 
 

adentiticat. ionte ee insurers) shall eccept and insu
and held javas.eas requirewenta pare    

oF this
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tue TS Indeini£fs es shalt be included

additions] insvred, to thefication ant held
2. Back    © of tae Guscomer's

raundex.   
 

tigations
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cost ane seucce code loci,
provides written evidence of sust owned Seftware w.
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 ® agreed in wri
 
 

  s provision of New
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  iG.a AMCUNTS PAI
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in vesponsihllity

un tou 

  
TSG under
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tions hereunder -
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what repiec
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for any écc, omission. delay or defaulé by vendors
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cette: chird parties ienc.
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 Ree1 ALLOCATION OF RESPONE
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amount
made.  

 PROPERTY TAXES  Gand Customer iv sponsible
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 CLAIMS. If TSG ¥
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proposed cax au Customects ella of
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mate  any
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aly necessary ir.
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except ac cthervise provided OSG aad Tuctomer  

 

 
that ail irformation commin?
limitation,

lading, with
party +Formation hag rea
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32.2 CUSTOMUR VATA. Information relening te ained ix

dave files (UIRTDMER RATAN; is Lhe exclusive property oF
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Third P
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 amount of aay   
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software oz any component ch ; Person, whether law
Or otnerwise, winkont D sent of TSG. the
rocegoing sentence. From ond atter @ of the comp? this
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NO OTHER 250RE°ZNTATICE WARRANTIE8. THE WARRANTIES

SPECr THD ONLY WARRANTIBS MADE BY Te WIT!) ROSPECT B
BERY GXCLY'? AS OTHAENIGH GPRICHIRG REXCIN, “MIN GMRYICUS ARG PROVINED
"AS AGU AND "WITH Ald) AQIS." TURRD ARE NO GTURR NAXRANTINS,
UMPLIN?, BY OPERATION ST LOW OR OTHERWIS INCINOING WIYSOUD NetIMPLIED WARRANTIES OF MERCHANTABILITY FITNESS FOR INTENDED USE CP
IMPLIZL WARRANT NG OUT OF COURSE OF PERFGRMANCE, COURSE OF DEALING,UR USAGY Se TRADE, NO R2PRASENYALION UR UVEER AY eLRASYION Oe
NOP CORTALNEO [N VBS$ AGZSEMINT, TACLOUING WLTHOOGT GSMISATLON STATEMENTS.
PMGARMING CAPAC! SMUTARILTEY FOR CSR, OF PERRFORMANGM OY THE RARNWART,
COMLCNENTS, SOVSWART OP OAR, O8 PRIMING VO THE ShRGICUS, RHONHER MACK BYRWI SE 13D) TO BE 2 WARRANTY FOR ANY DURDOSH On GIVE
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16. HO LIABILITY FOR ORDINARY NEGLIGENCE. iM EVBUT WILL TS¢ 35
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x
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     R'S CONSEQUENTIAL DAMAGES ARIS. NECTION WITH TEE
PERFCRMANCE OF THE SERVICES, SVEN IF oF PCSSIBILITY
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fesutlivg frou, aeisiuy ou al, or selavoidance 6 customer's intemni

4 aytend to, and 189 ska
comiection with, awy incideatai, indivect, epeczal
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va net owed, ees 

iv 3 5 e cat: 3 oy sattware

 
aa in

 
fw? Broece

Software, 

Raplace such (SG Sot ecttware, or oI Modify auen TS Se
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 do acenvan ot the
spute shall be fully discvased oy theto acnieve a resolurion cf such

© Party.

vacty sreil notity tne ont
niapete inke "NISPUTE NOTT

BCM and Account Manages in
Miepure ax ovemphty as poasie so as ret. to prejudice aie
ISM aud Account Manager are vaabl te resulve such Tiveue by cut

> (26) business days following eft the ci
such Diapyte shall oe sukmicted ho tre Custower's SU and [gcle

 
 

    
   

aL within twa.
  
  

  
 
   

 

 
 
 
 

 SWS Vivi afd ae! monag
 

in ay a
ae es either Party.

G Customer teaaia in the 
Lsby Lae

ny Pispure Noos submitted ro the AMP 4y! sua
Euecutive Committee (or ite sucvessox} il meet and fa

 srazeegeunes
pure shane AMR

y Gigeuss such

 
 biea
 
 
 

    

   

  
  

  

  
 
 

 

    

   

 
 
 
 
 

 
   

Dispute tro an attleaph uo seniewea a reaciotion ov aven Diantita as preapely as
ither party nat a0

resoived ny the AMR Sxecutive Cowmictee (or one hunted
(108) days Nor. he five tosubred bien a a2 Lahbelow.

T3@ aud Cuavomer are ns ls dn the
such Dispure shall woh be so resolved ny the Tachies! managemencsAMP Executive Commithes if the Perties ace AFRi» be

pet foslh ubeve, che Dispute shalt be guvmilled Lo ols
GOL Oursuant Lo erican Arbitration Avseetation ("AAAN)21 aynitration rules ae in effect at the cine of 1 sion oF

the avoitration s take plave ia lexay or
© place as the Parties may mutucsly agree. ‘the shall be   

arnituates oy 2 panel at
J be appe

eintly appointed >omer

  hres arnivravors tthe "ARROT
od by TSG, the secoud appointad

apporuted b
and perfor any
intend thet any Diep.ot awa of the State ct ‘texas ana

Agreemert. The Arbitration Panel'spinding on T8d and Cuss

NON PANIIT), one nt
and  the arbitvetor

  
 

 

Le
solved by 

  be tameand
record of

deternivarion of
substantial  

       
such ark tion te supps jou, i oof che
Parties thet the standard for any judic review of uke ¢indings of award be

ndard as spoli the of appeals Lo ations of   da orb  anranive agencs  grate aS
Th.2 CONTE ALITY

pive thelr respecti
Sarcies agree co conkinve
thos Agrasaent white Phe  

 

 

es and unts is being resolved +dunce 1 this Agreeaent expires or is  en in ave: 

section vherewith, shall
weaLion Passel.
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XIX
FORCE AATOURE 

   pt tor nod igat
be relieved of the ohiigations hereceder ¢o the extent

yond 2
 axe payments rarcind

   
   
 
 

  ayed or prevented by any cause nuLol, im qa, without
xoquired oy the ether Sorny, acts oford,

imitation, delays in or the wi

  Raves, ¢
ca of anywee, heac,

 , Sommunicationa
  
 

 y any act

 
dons in elect

velecemmunicar
SRCICLE 22

TERMI NATAON
SMUNALLON POS SrbSCH . a.

£, FSG ov Custoeear cay vert in aesere
vided what Customes gives TS satice of ity intext
(90) days sitar the dace such arsech occurred.

the event of certain breaches vf
ate

  
   Phos Agresoen  ce 

  
 
  

 9
b Customer give ‘al Myon 08d'e Rgregicus treo

eement, provided th.dntest vo cerminate and TS¢ feile vo
ded

    
 
 

 

  
fw

  

 seven (7) days; and probe extended a1 additional
ao wriftes plan ro core the i

ner, that such cureV3 deli 

 
  In both  

  

 

a Beye Au! wit, b Lenin nel iw,
eid of the cure period + au the

(be Upon Uuistomer's mat
mot. TAG may te this Agreement on can

     writher venice te Susnomer of ta taxn:nate and Sustower fails to
cusé the bresch within sach tea (10) days.

 

 & adjadicused bunkeupttii; and
  is} Tf citer Pus

2 sourt of competent juz,
Ag husivrass 58 condvated, (4 ro pay ite
chey become dus pt.

e (ix each cave, alher then for the purgoses
1 to which the aucviving eality

wok
 anniatty ca tO

  
 

Aobrs generally as
wind up,

AU aveaigesetion,  olye 25 Ste,
   

ox Liquide  
  wucturing, cr reconseructiocn oucsuan

ves bond hy or agsumes the obliga undes Agvsement}, or 2
tee om similar oftice pointed over for o lien noider

sion of] al) or 9 substantia. part ef such Fa "penty or
g similar t foregoing o in vesatien to

ptinder he laws of any jurisdietion, the ect -efaalwing Party may
ice te the defaulting Party

     

 
      oo anys any oF   

 this Agreement on ac   

 
 

ACH. Op
20.1 akeve, the non-d

F orsa
leing Party

ct tbe Agreswanc, to 9.led, sab] vo the

 
a

  ip addition ts termina
legal and equitable vemedies to which itlimitabiorsa of liability contained in Arti:

 
  enc   2 XVI hereof.

DFNDT0006045

 a

  
 

 
 

 

@ Group,Seneca) ©
 MD  76155

with

uN
of which Late

in one ov more and the eame
 

4 NO WAIVE
any viget or gy

ceuplrucd to be @ waives chaceot., A welver by
of any of tle obliigativas te be p ened by cheehali not be construed to be a walver of
any ctter obligatica herein ¢

qo de
  

yo or omission by 
  exer woo havenmcer abate impale oF we Parlie!

iy breac
aueceeding breach theresf ar of   

  

Ts SNaVIYAL The previsic
ATU, 23.28 and arnic Rr,

ary expiration veraination 
  

  

  

 SEVERABILIT!
omt will be interpe:

cack pro.
 no he

eocemedes 
goasible in secerdaave with applicable Lf capable of aubslantial
perforvat.ce, the remainlig provisions of this Ayre! 41ll de enforced ax

Agxeament was enrared inne witkout tee inve:id provision.
    

  
  LLvanes 

 
 

PUSLYCIT?.  kxcapt a
the otuer Parryts
 

eer firagreed, agither bar
 

ecoina mark 
any prodact, service, on
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wd ASSIGHMEST. {a} ‘This
herent shal] pe binding upsand inure

eusars and cecaitted
wemb tox the sight

nestaned by ony Party horeto without the priev written consent ot the other
cty, wbich moy vot be uareasonacly witheeid

ing with its decizion wit thirsy
the other Party; pz

provisiorswha Barbies heveta sac   and their cespe: 

     
   wari

 

 
 
 
 

fox cvided, however, 
tomes's assigzment (or deem auy bree:

For purposesbe considered an a
ioe by wh Leow

 

Agtas@ant shal’ oomtirce avd
Leegticure af Custewer by iveor Gusto

tf any such nergeeidation shell assure
2 aad shell ke beard

 
 wenger ot
  

 
 

 
 
 

ny gangs lic
  or cone

tris 2

   6 Agecemes.t. 1 ition,or & aubste 1 pare of ite
alsaction or series ot vel. 
  agguiring the busivess

aa wil 2 asst be ob leu Lo
voligatiors under thia Agresment, and Custoner
discharged form the payment and performance of
Sycegtert.  Notwit ai fox i
quantity, costs ot quality of tne

bed teensantions, x13it he subject to theWurhaer, SSG shall. t
iwhicn ee may is

sulting fronLoS.
      

     

 
 

   
 

   

commensurate with the actual costs azea ith, agisiag out of er ir
divestiture,

 
 mes

 nowie  weote, demands,  yea or delivece e@ provisious
d stall be deewed given when

neXt Duylness day when seat dy overnia
ats €, om the th pusine

lod dy cartitied or vegis
and ugon reasinn when sent

an eopy dy teal 1
address for tu suck other address as that Party

 
 

  
 

jen us uy cea  a8
tious to be y& Agceemenl al

ered gece
s, UNPTeEs itnailed when

i
Lobe in writing a:

   
 

 

  
 

 
 

  
 

  give: te the other pu this exe:

i coup,
35 Amaa Carter Divd., Mo

ony Norbn, Texas 76155 
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   listoz PUP Shame on TSG's ¢and
 et TSG may use

stforrs hy vee
  
   

reasonatie busine 
with al? Schedules

Ing among the teeth ies
 

underatand
and su

hereto,
hesete w. respale and onder:  

 jew ali prio: to aueh aubiec  martar.

 
a weilter. iuetn

    
22.10 GOVERNING Ws TRIS 4

{GD AN RMPOESIO LY ACTORDANCE
REGARD TRE CONFLICTS LAN PF

REEMSNT SHALL BS GOVERNED BY J
BITEN LAWS OF TH

MES OF
 

    
 

TOMAS 
     

REGULATION. > will be
y Qevernnent. appre

2 tO enable Customer te jai ey
red toy 'SG's perkormence under this Agreement from the

22.11 CUMPLIANCS
responsible foe obtaining any nee    licenses ard/us per port any pe

   

 
 

 
 

 
 

date reg

 
Grates ov avy othan 2°

   
equired by Agreemantsad user certificuetomer with anyrl or ovher i   TI ane vecuived trom TS4 be o

and/ot permite. Txe abligatsGebw on Cusloawer |
  

 
 i eny such189 weder 

cued ists asd Joe such eEpse

      
Each Party shall bear 211 cuxts, fees aved with

ing such approvals, commente, certificates, items
it is responsible under this ayreesent, s1 request will   to the oteer evidenne tear any s

tees nave heen paid. @orwirhatanding avything in Eh
contxary, Guator Joank Aireenly or indirectly
hardware, groducts, § @, technicel deta vs produc

an obtained aro ali
agreament he rhe      rh (or te- 

  
  

 eof cx permit 
   

vrsmeenipment of same 2 any coumbzy or deavcnatiea for which Lae United
States Covernment ed Skates Coveranent agenvy requires an exper
  

 

  
  Vice other approval without fir such

hicevac ov ovher approval, otherwise connrary ho aniced Statedare" anata incjude t
by Tad ‘Agzreemesat.

OY  t saving one,
   

 

  ne W8G Sevvh and any wbligation. shall survive the 
NO NAYRO-PARKY SANE 4$. ‘The va

tor tee nenefit ot the vacties bereno ax
roany rights or benefits om any third pavty, imeivding any

sivber Peety hereto. and vhak there are oe thivdeparty be

         ployee ofFiniartes te vhis  
Agreazent

YR.739SCERDOLRS; GOVERNING FOCUMNNYS, The te
Schady.es

cement of the fort
 eB and cov

Sverre rime he th
 

   zo thie Agreemenr, se amended 
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   incorpersted inte this age3 t by Unis reference and shall
pact of this Agreemonr a 3df today sex tovth herein

  Wi.14 BMLAPIONSN ER OD TLE PARTIES. TSG shasi se and act as ar
indepesdert. contractor hersunder and no esployee af @

 
  shar Party seat] he  dean   es  ew! to be an employee of the othe: for any par

apy]
xoquirements and with alj. state and ieders? lave appiterdls
emp? and other

ver. Each Bacty
shail comply, at its own e, with al able eta  and muaicipelno it as 5    ne.
 

 
 

 is NCN SOLICITATION
nt aud for a perivd of
 During 2sthereate

    
 

diceutly solicit fur empl
Peet omy eTRD - CON SPENTI AL ERQURSTAU] .

  CONFLUENILAN Tea REQUESTSL) .

[SIGNATGEN LAOH FOULING?

SCHEDULE 1
PEMONS PIONS

Leis Ageeerert, the fo lowing Lecsnai? have the
  “2aK" shall wean cas Anerican Avbitration Association.

MRCCOONT MAHAGER '
BG te consult with

the performance of

shaal bo che
Customer aud consider Cuscouer's

abe
me to tine oycons    ctier with     ie Agrees 

  

 
“AMELGIATS” scell oad Peescu Lk Lieeliy Mtres gh

& or mote vole, is o ie under common
ontres wi

“RGRRENENT? stall ave tee meanivg given on Phe preanble erect 
 MARRIPRATION Py
 the seoning

 
  
  
 
 

“AURSINE SHOLDERT™
oroperty damage |  

IN CONTROU
or  

of bareon of ck, ov noe
simi iar eos ty bi all or substantielly ast ot thesebis ol Cus
Lraisacliens Lo ay

 
 et ce hubae  aoa hula Lratmach lou On sacle

 
 Le LYYOXMASAUN" shal] given to such cern
 

*CGNERQURNTx 1s,

 
 

  in
damages (hewever
punitive or exer

  

“OOMIRGH" (ineluding, with comeelett
rg" or led by") means,exercise, cely or dasa.

power attributable co the equiry
roiling" and ‘Conrrolied" nave cor,

carte
    

  
word 
  

"CURTOMER" sball ove roe meaning given in tne prsatple herect. 
Hey  CUSTOMPE DAPA® wali mean (i) sl data thar is crevided hy er or

behalf of Cuscomer ta TSG in ordes fer TSA te provide ~ vices, includiag
and eiecteonic capture of infommarion by ices, (ii) all

ded by or a0 behalt of 8G co Custower by mean
all deha nean ia gveduesd by meane of che Se

g or producing
and files g cuca data.

 

      heyed ing:deta that js  = 
 Dus,

 
be
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I= WITKESE WHEREOF
executed by nn

. do thig ag
author represenratives a9 ot 

irst above
 

 AMR S@RRP GRGIM2, INT
   

By: a6 Gunn vom Coox 
Title: Vice Chairaaa  Preeident,Solu

 
De mete

29

 g given in Section STONER FACIRITI=: 
  

 “CUSTOMER LYNSEY SOF
Tineneed hy Quatones and usedQiatewer, and any add
ao)

WARE" shalt wean che third
the current data gracelaceaents

ReTy software
aaing oparabions oFpare and

 

 

 
 lens be ox     on.

nore lon 9 souKeR onde ond
tation,

4 opesavion

 R OWNED SOFTAARG cha
agject cade fom), and all related @which
of Cu  2 owued by Customer and used in ths

and any addi   by  and 
 docu ou.

 WOCTL 

  
 

nea agreemsr  
TUNER UE.

custover and any t oF predicts. o:kind.  

"DISPUTE" chall have mea 2e.k
*BISPOTE NOT

 
*ESPECTIVE DATE" saxll sean July 
“SGRIGIOUS BREACH" shal

constitutes an intentional, un
obligation of this Agverment that fvuscratesavd TSG 20 1

vonucac

    noses of th SMe OF ROT

 
 

 
  

a (non erad ig?
o the age : 

  
“MOLLOMEN4 seall maan alt office r

including Kem the Serv

 tared equip
duare, owed or Jeaasd by Customers

 
tansivise mechines,  

  “S¥DIPATION DATE* 2
ENTIAL TREATMENT REQ)

SL ty ocene SF; 1TEXT OMITTED
  

   *MRVERATION PRANBICLON Lohave the weaning given iv fecricy
 “FEES st

Customer fox performance of Services as
 Lowean, collectively, the fees and charges paid te TeG by 

forvh ia article
  
 
 

"YOR SERVICES"
herevader cnilizing the

provided oy TSG or Customertas defined in torbibin al.
n

DFNDTO006050

DFNDT0006052

Page 270



Page 271

 
 

 

 

 
  

 

claims
cdvil ov aciminall,

tees and  

   euf Feared ar
vel Damaq

  
tangible ovogecty, aad aier4 reon. Por the avoidance of doubt

but alse
gust Pergon.

ineurred  
 not ea actual damages of a a 9 ohdamaase and Consequentie) Uarag: 

 "WEEUWARR" shall m
not Mhetted to, ceatsral prosS acd Lek

  velated equipment,
nd othe: proc

uding, putaura, conLcollers,
(including radio

, other peripheralsmecharieell end eleckruvie
output, starrge, 3

intormarion and dara

 
  
 
  
 

 
  
  

  Inodesis, comtMan
equip
aud iapel end oulpel devivr intended Zor

ion, nransni

conmoications eqaipae
  th, cebi 

   
 ievar of  
 “UNTIRMNTPTABL® 7.08 seall ores soases, claw, obligations,ts, hex civil or eviniaal

evpeasen and soaks Cinels xeasonebie fess and dé
gal counsel and eccomtants), aediay ard other paracaal induries, canege
Sible propatty, and otner damages, ct any kind or noture, actually
ed ov incurred by a Persea. Indewnifiable Losses sonaiet only cf the

asvesen  nes aad penalties :   

 

 
 

)
buRSEMONTS   

 
  

  
  a Persona, avd cacludes any Consequensial Damages avd cayned}

qoses of on er
 Comseguearial Uaaages and avy puninive

wee Sesecibed! awarded aye edo. Si
son making«Teizd Parsy Claim against such lade

   uch 
 MINDENISL PARTY have 1 Seetlom ay...   aganiag 

 NEMNIVY LUG PARTY" shalt have the meaning given in Section 37.)

  CM" viall hav 2 meaning given in Section  
 *URY! SOEVICRS" shall a

menagenens sey
infer:

 
an opplications developasut and ints   

  
 

   8, including data processing and inforwohion ser  atder manage wie done processing and
 edule 3.i Leal are

wicsueik Lo Section 4.1. For purcuves of
che Parties mucualiy agreetor such Services idered

telecemsuicet ios = cribed in Se   
 mcuatiy agreed upea by

, there shall
dees pursuent ta Secrion 4sh

     apo ti"NEW SERVI
é 9 be cons    
“NRW SRRYTCE @RQIRATY shal] mear

Cugtower to request Mew Services and ska
telivered th TS by

include the following, as   aporeprl

  to this Aareenent:

  
 

 A general <
desired by Custome:;

soriation or functional apecificaticr. ofvhe New Servic
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“THIRD PARTY llabiiity asve:
vacty by & versoe othe either bax

 d ageinat ay's Afhistores
   Us: [RG PARVY SOFINARS" sear owed by a Yaicd varky ane

Catone af TRA and ead ir Lee performance  Tineneed the Services 
Lue eeaning 4 sha  have forth in the preamble.

nan the Seftware owned or license? bySG im comection wine   
 
  HUSA SOVIMARE" chal lL a

mode availehle to Cust
Services.

 
   omer ay

INTERSESTIVE NE ERS
rhe Parties! 

     

 

  

3 ihe copstrued tox
SE nut provision. in the

Agreement, except where tra comhexe otherwise tequi
x or “include" does not deneze ce apply any imitans 

  

   
 

2. g "endfor;
3 “or? and ia used fo: emp
a. “ge Stetas dollors;
5. the the plurel, aud
   gender includes each of 

6 captions ar a
ing Thm Agveerert;
  ate only tor reverence consideres in interpre

    
d "Subsectic

of Lhe Ag
 

 9 Sencion's, ora if an omoiguity arises in ¢ Sosto another Section or Seseefererced Section os Article munbher.  
he cross-tefersuced

 
rein
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  nd tims schedule; and
 

td The x
 
  YPRETY" shali mesa sack of the jes oe Agreement ,

os osemitted sy the Agresmant. (parrtus" na  
  

“FAG THROUGH FEDS" sail mean ctain secvices or
zl

the Se 2
The .akk

to TSG Ear
t it acquires from thicd sar tu enebie it (in gert) t   . which charges IS pTo list uf Pass Thecugn

 4 throug’: asFees ere ident wharaged xois Scheele  
 "PERSOOY shal

venture, cf
Mean anySeexe ae individeai, corporat

sation,  partnerstiip, juin  
 
 
 
 

 varomenys |
   
  CUS" sball mean

sing and informeti
WORRY intoxmation mauag cluding

vformabion wanegement, training,ation systems ond shail coneist of
2 3.1 and New Serviues.

  asta proce
  

 
siag 3described on Scbhedu!  

  “SDEVICE LOCATIONS" shail have the weaning g.
*CGPIRAEN” shall meat ary compuner proegxenming  un ineleuslions o: slalemenis ia @ loxsealebie by imliv ide

mackines (auject code!, and documentation amd auoporti
in any ferm or medius, including electrenic wedla.
 maceciais theceZor,   

  (fA¥Y" shall teas, wieh v
rompany ov other estity more tn

 spact to any Farsoa, a corpo
of whose outstanding shares crthe aleation of direct

owned or Conucelled, divectly

  anion,
  
 
  

 treprese re Ov
ug autres

gc indirectly, by euch Perevhali be deemed te be a Subs
oxiate.

 
  

aAcw ve hereafter 
but suck corpora, company o¢ other ervity   2 ary only se ieng as ouch owerehip er Cor

"ROWE UAMAGES ' shall wean bodily ov ps - death ox  pessuaal proper  

 
 

ine AELi14 ee (elmer than
ployees and dixeccors.

 

“YREN® seal seve nha weaning giver in Section 2.4.
HIRD PARTY? means 4 Person ether than 2 Barty or either Party's
 

4
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SLT OMITTED 

vhrough
 LPSzT OMIT
 

SURGSDOLE 9.2 

 VICH LOCATIOSS*

CONFIDENTIAL TREAT. 

SCHEDULE i0.4
UBES UWROUAL FURS

lade rhe toilow:ng:
CCNFIDENTIAL TREATMENT REQUESTED
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SCEEBDULE 10.2
YECS AND SGARGNS

 

PGMIS TEL -  SDIDUNTIAL URKATMENS BSQUESTALS
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WANRARTY CALS MALE (CATION PRCVISLONS

MEAS PALRD PARITY   
DIM ETACIONS ¢

WOR CEBPATN ¢  ous
n Lue FOS Servint Of 2 waterial defect o

RS aad that cam keorted Custos
WARRANTY

d hereunder
  

   vepreduces vy AMSS wisl use vassomable efforts co corract svc
mal fi oe defect without additions! charge to tus HE COREGOINGSALE 8 Ley HE PCE
 

 
   

EXCLUSION OF OTE.
AGRNGMADY, ‘THK FOS SaRV ARN TROVELNSORMAYION PROVIDERS OF THE ORDER OF
GE! “AS IS" WLIKOU'T ANY WARRANTY sHAlS
16" CLAUSE UF TT SO AGKEEMSNY 25 AN LMSUNTANT
AGREEMENT, KTTHOUT NATCH BMRS WOT NOT BAY
AMRS DISCLAIMS ALL OTHER WARPANTIES, EXPRESS,
BAGARLING TYR YOS SERVICES, FNCLUUING ANY WAYRA
FIYNESE FOR 2 9, DAR SUEPOST, “TICK, AND AONT

 CEPT 
  
  

 

 

 OF MICKASOF, ITS
(AS THE CASK Ma)

(SHS CHAN TH
VARS UF VEE 4AS18 OF

IRERD TQ RYTRR THATS
STATUTORY

OF MEWMANTAR
SRINGMMENT. NO

 
    

    HLS
      

  
 

   
 

                
ANGST TON OR OTWER ABV. QU RAT, INCLUDING, 1 PAL IO
ENTS PEGARDING CAPACITY, SUITABIRITY FOR USE, OX PERFORMANCE CF FOSSERVICES SHALL BE DESHED A WARFAMIY FCR AMY PURPOSE O8 UIVE RIGS TC ANY

  LIADILITY OF ANRS, TIE
OM ANY MOMENT ¢
ON NO WARRANTIES

Of LECENGSR, ITE FORMATION VIDORS CROF WHATSONVER. COSNOMIF ACKGOWLNDOMS "DIE 7
TIAN TRE RYPRDSE WAXRANTING AN TITS AGRHAD

  
         MEET 

ULIMETATIOR
PROVILES OR AioF TY. NEITHER AMRS, THE FOS LICENSOR, INTORMATICNYF ANY SLEMENT CF FOS SERVICES SHALL BE LIRELE TO
CUsvoMmse Ok 4: PARTY FDR ANY INJLSY, LOSS, CLAM OX DAMEGE CALSBU 1WHOLE OF LN GART TUR ROANY [HFOWRSTION G8OVEDER OR BY
ANY OWRMS Ot ANY FL IMKe ES OR KY KVINTE REYOMD YH CONTHOL
OF AMES OR OF ANY OF 1 MEITHER AMRS, NOP THR POS LICEYSOF,ANY INFORMATION PROVIDER OF ANY ELEWENT OF THE FOo SERVICES
SHALL BE LIRBLE TO CUSTOMER UNDER ANY THEORY OF LIABILITY GR ANY FORM OF

CTICH, UDING NEULIGSNCE, WHETHER OR JOINT. AMES, ITSURUORMAVION SROVIDEY AN ANY OWNER OF A: POS SERVSCUS SEALS
ADME ‘TO CUSTOME COR ANY LNCIUuITY INOVRECK, TKEWELARN, SPECIAG OF

ANY CLRCUMS 2 INCLUDING, BUT NOY LIMITED
OR OSS OF USE OF ANY DATA, EVEN IFOR SHOULD KNOWN, OF THE POSSIBILITY

  
 
   

     
 
  

 
  

  

  

 
 
 
 

  
 
 

     
  

   
MRS BAD EEEN ADY
THERECE .

 

INDAMS PECAT LON
ita officers, a
comparation, swbs.diar 4 tee, and the FOS tinea,
  

 
 

 

 
conntactare,

 avian

   lectively as the "Indensi
 we, Uiabdj littes,

‘inaludiva be
 denagae,

 not livined te attorney A all sonte s
ta
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 liviqutior} imecages’! wails the Indemrified party aay
suttav ot he cequired to pay hy meason of dasego
deate ct persons w 5 out of eke tandem

rhore o¢ neg ligert. emao: che POs $ ces,
heributabie the Tndewni fied Party's grasa negligence

 
 
  
    

 

     Damages
Indexaified Party    oareqraph
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Copyright 1998 PR Newswire Association, Inc.

PR Newswire

January 26, 1998, Monday

SECTION: Financial News

DISTRIBUTION: TO BUSINESS, TECHNOLOGY AND TRAVEL EDITORS

LENGTH:658 words

HEADLINE: Netscape and The SABRE Group Launch Innovative Travel Booking Service on Netscape Netcenter;
Travelocity Featured as Exclusive Travel Partner for Netcenter's Marketplace.

DATELINE: MOUNTAIN VIEW,Calif. and FORT WORTH,Texas, Jan. 26

BODY:

Netscape Communications Corporation (Nasdaq: NSCP) and The SABRE Group (NYSE: TSG) announced today
the launch ofNetcenter Travel by Travelocity, a co-branded service accessible through the Netscape Netcenter(
http://(www.home.netscape.com ) free online service.

Netscape Netcenter, launched in September, has now reached the 2.6 million member milestone. Netcenter
enables users to access and personalize online resources easily from one central location. Netcenter is organized into
four major categories: Content, Community, Software and Commerce.

Netcenter Travel by Travelocity can be accessed from both the Commerce area of Netscape Netcenter as well as

within Netcentcr's new Markctplace. Netcenter Marketplace provides users with the opportunity to purchase items such
as computers, office supplies, gifts, travel, books, music, software and discount products. The new Travelocity service
provides the ability to make air, car and hotel reservations, buy vacation and cruise packages online, as well as research
popular travel destination locations.

"As the exclusive travel service for Netcenter, Travelocity provides business and leisure travelers a variety of travel
planning tools,” said Terry Jones, chief information officer of The SABRE Group. "In addition, consumers now have
access to the SABREsystem, the same system which provides travel information to more than 33,000 travel agencies
worldwide."

"This agreement combines The SABRE Group's leadership in electronic travel with Netscape's world-leading
Internct site and growing online service,” said Jennifer Bailey, vice president of Netseape's Website. "Saving time is
an important issue for our customers who want easy access to travel bookings. We are furthering our goal to make
Netcenter the business hub for Internet users to access the online services they need."

DFNDT0005719
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Netscape and The SABRE Group Launch Innovative Travel Booking Service on Netscape Netcenter;Travelocity

Featured as Exclusive Travel Partner for Netcenter's Marketplace. PR Newswire January 26, |

Travelocity ( http:/(www.travelocity.com ), owned and operated by The SABRE Group,provides schedules for
more than 700 airlines and reservations capability for more than 420 airlines, 37,000 hotels and more than 50 car rental
companies, the most on the Web. Since its launch in March 1996, Travelocity has registered more than 1.6 million
members and logs more than 25 million page views per month.

The SABRE Groupis a world leader in the electronic distribution of travel and travel-related services around the
globe, and is a leading provider of information technology solutions for the travel and transportation industry, including
customized software development and software productsales, transaction processing, consulting and total information
technology outsourcing.

Netscape Communications Corporation is a leading provider of open software for linking people and information
over enterprise networks and the Internet. The companyoffers a full line of clients, servers, developmenttools,
and commercial applications to create a complete platform for next generation, live online applications. Traded on
Nasdaq under the symbol "NSCP," Netscape Communications Corporation is based in Mountain View, California.

Additional information on Netscape Communications Corporation is available on the Internetat
http://home.netscape.com, by sending e-mail to info@netscape.com, or by calling 650-937-2555 (corporations) or
650-937-3777 (individuals).

"SABRE"is a registered service mark and "Travelocity" is a service mark
of an affiliate of The SABRE GroupInc.

Visit SABRE's Website at http://Awww.sabre.com

SOURCE The SABRE Group
/EDITORS' NOTE: Media representatives also can access current SABRE Group

newsreleases via the Internet/

CONTACT:Judy Haveson, judy@vollmerpr.com or Dawn Caesar, dawn@vollmerpr.com, both of Vollmer Public
Relations, 713-546-2230, for The SABRE Group;or Jody Kramer of Netscape Communications
Corporation, 650-937-3989 or kramer@netscape.com

LOAD-DATE: January 27, 1998
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FOR IMMEDIATE RELEASE

YAHOO! AND THE SABRE GROUP TEAM UP TO BRING USERS TRAVEL

BOOKING SERVICES

Largest Search and Navigational Guide Chooses Travelocity As Exclusive, Co-Branded
Travel Booking Engine on Yahoo.com

SANTA CLARA,CALIF. & FORT WORTH, TX -- November10, 1997 -- The Internet's leading navigational
guide, Yahoo!1 (http:/Avww.yahoo.com), and the leaderin electronic travel transactions, The SABRE Group
(NYSE: TSG), have joined forces to bring travel booking services to Yahoo! users, the largest audience of
Internet users of any Website or online service (Mediamark Research Inc., Fall 1997). The agreement names
the Web's leading travel site, SABRE's Travelocity (www.travelocity.com) as the exclusive co-branded travel
booking service for Yahoo! and Yahoo! Travel (travel._yahoo.com), Yahoo!'s comprehensive resource for
planning and booking travel itineraries announced todayin a separate release.

 

  
 

With an average of 25.4 million unique U.S. adult users per month (measured from March through August,
1997), Yahoo! has a larger audience of Internet users than any other Website or online service according to the
latest research results released by Mediamark Research Inc. (MRI). The new booking services available through
Yahoo! and Travelocity make purchasingairline tickets and booking car rental and hotel reservations on the
Internet accessible to the largest audience of users on the Web.

According to Terry Jones, ClO of The SABRE Group, the agreementcapitalizes on the leadership position of
both companies. "By combining Yahoo!'s unprecedented reach with The SABRE Group's position as the leader
in online travel, we're poised to take advantage of the growing online travel services market whichis predicted to
reach nearly $5 billion by the year 2000 (Jupiter Communications' Online Travel: Five Year Outlook report, April
1997)," said Jones.

David Kirby, editor of Interactive Travel Report, a publication which closely monitors trendsin online travel, views
Yahoo! as a keyalliance for Travelocity. "Yahoo! is the most popular navigational engine on the Web and one of
the most visited Web sites. This alliance places Travelocity in the enviable position of potentially attracting the
eyes of more travelers than any other online location. Andit follows through on Travelocity's longstanding efforts
to provide travel content and take bookings everywhereit can in cyberspace," said Kirby.

"Yahoo! continues to expand the value-added services weoffer our users by working with industry leaders such
as Travelocity," said Ellen Siminoff, vice president of business development at Yahoo!. "Through Travelocity,
Yahoo! Travel now offers access to the same system used by more than 30,000 travel agencies worldwide,
providing users with the resources they need to quickly and conveniently find the best travel bargains and
purchase them online."

Travelocity, owned and operated by The SABRE Group,provides schedules for more than 700airlines and
reservations capability for more than 400 airlines, 35,000 hotels and more than 50 car rental companies. This
reservations capability in Travelocity is paired with access to a vast database of up-to-the-minute destination and
interest information, chats and forums and travel merchandise vendors. Since its launch in March 1996,
Travelocity has registered more than 1.6 million members and logs more than 18 million page views per month.

Yahoo! Inc. (NASDAQ: YHOO)is a global Internet media companythat offers a network of branded Web
programming that serves millions of users daily. As the first online navigational guide to the Web,
(www.yahoo.com)is the single largest guide in termsoftraffic, advertising, household and business user reach,
andis one of the most recognizable brands associated with the Internet. Yahoo! Inc. provides targeted Internet
resources and communications services for a broad range of audiences, based on demographic, key-subject
and geographicinterests. Yahoo! is headquartered in Santa Clara, Calif.

http://docs.yahoo.com/docs/pr/release132.html 7/31/2012
DFNDT0007810
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Yahoo! Media Relations - Press Release Page 2 of 2

The SABREGroupis a world leaderin the electronic distribution of travel and travel-related services around the
globe, and is a leading providerof information technology solutions for the travel and transportation industry,
including customized software development and software product sales, transaction processing, consulting and
total information technology outsourcing.

HEH

"SABRE"is a registered service mark and "Travelocity" is a service markof an affiliate of The SABRE Group Inc.
Media representatives also can access current SABRE Group newsreleasesvia the Internet. Visit our new Web
site at http:/Awww.sabre.com.

Press Contacts:

i]

Jennifer Hwang Judy Haveson & Denisha Raulston
Yahoo! Vollmer PR (for The SABRE Group)
jenhwang@yahoo-inc.com judy@vollmerpr.com

 
denisha@vollmerpr.com
(713) 546-223 

Yahoo! and the Yahoo! logo are trademarks and/or registered trademarks of Yahoo! Inc.
All other names are trademarks and/or registered trademarksof their respective owners

Copyright © 2001 Yahoo! Inc. All Rights Reserved.

http://docs.yahoo.com/docs/pr/release132.html 7/31/2012
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Press Releases- Partner Releases - Media Relations Home - Info Center Home

FOR IMMEDIATE RELEASE

THE SABRE GROUP RENEWS CONTRACT BETWEEN TRAVELOCITY.COM

AND YAHOO!

FORT WORTH, Texas-- Jan. 24, 1999 -- The SABRE Group (NYSE: TSG) today announcedthat it has
renewedthe contract between Travelocity.com, an online travel expert, and Yahoo! (NASDAQ: YHOO), making
Travelocity the premier providerof air, car and hotel booking capabilities on Yahoo! Travel
(http://Arravel.yahoo.com). "The renewalof this agreement continues the powerful combination of two of the best-
knownplayers on the Web,” said Terry Jones, chief information officer of The SABRE Group. "Yahoo! is one of
the most recognized brands on the Internet, and with online travel revenue expected to reach almost $21 billion
by 2001, Travelocity is positioned to reach more people than anyothertravel site." According to the most recent
data released by Media Metrix, the Yahoo! network of properties is ranked No. 1 in reach among workusers
(49.6%) and is second only to AOL Websites in home reach (43.7%). By 2001, Forrester Research predicts that
online travel revenue will increase almost seven times from 1998 revenues estimated at $3.1 billion. In addition,
online travel also will become the largest business-to-consumerproduct on the Internet by 2003, accounting for
12 percent of the overall travel market. "We're extremely pleased to renew our existing contract with Travelocity,”
said Ellen Siminoff, vice president of business development and strategic planning for Yahoo! Inc. "This
relationship allows us to continue to provide our users with direct access to the sameairline reservation system
used by more than 40,000 travel agents worldwide, along with car and hotel booking capabilities."

Travelocity is owned and operated by The SABREGroup,a world leaderin the electronic distribution of travel
and travel-related services around the globe. Travelocity provides reservation capabilities for more travel
providers than any other Internet site with more than 420 airlines, representing 95 percentofall airline seats
sold, more than 40,000 hotels, and more than 50 car rental companies. This reservation capability is paired with
accessto a vast databaseof destination and interest information. To date, The SABRE Group has sold more
than 2.5 million airline tickets online, and sinceits launch in March of 1996, Travelocity has registered more than
4 million members and logs more than 55 million page views per month. The SABREGroupis a leading provider
of information technology solutions for the travel and transportation industries, including customized software
development and software products, transaction processing, consulting and total information technology
outsourcing.

HF

Yahoo! and the Yahoo! logo are trademarks and/or registered trademarks of Yahoo! Inc.
All other namesare trademarks and/or registered trademarksof their respective owners

Copyright © 2001 Yahoo! Inc. All Rights Reserved.

http://docs.yahoo.com/docs/pr/release270.html 7/31/2012
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Ross, D. Delano Jr. etal.=Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methods of expanding commercial opportunities for internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - August 10, 2012
P.O. Box 1450

Alexandria, VA 22313-1450

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

DearSir:

Assignee discloses the materials listed on form PTO-1449 attached to this

document. The materials were produced by defendants and received on August 2, 2012,

in litigation Case No. 2:06CV42 (E.D. Tex.). The documents appear to contain some

information on the Travelocity “co-branding” system previously referenced in other

cited materials.

By citing these references, assignee does not concede that all qualify as prior art,

northat the listed dates are accurate.

Please feel free to telephone the undersignedif it would be helpful in advancing

prosecution and concluding examination of this application efficiently.

Respectfully submitted,

DDR HOLDINGS, LLC

by its attorney

Dated: August 10, 2012 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87th Street, Suite 312

Scottsdale, Arizona 85260

(480) 948-3295
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Ross, D. Delano,Jr., et al. Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methodsof expanding commercial opportunities for Internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - July 30, 2012
P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO OFFICE ACTION

DearSir:

In response to the Office Action dated July 3, 2012, which contains no art

rejections, assignee submits the below amendments (beginning on page 2) and remarks

(beginning on page 9).

A terminal disclaimer is submitted concurrently to overcome the double-

patenting rejection.

Fees for the terminal disclaimer and a supplemental information disclosure

statement are submitted with those documents.
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Amendments

IN THE CLAIMS

Please amendthe claimsas follows:

1-70. (Cancelled)

71. (Currently amended) A method of an outsource provider serving

webpages offering commercial opportunities, the method comprising:

upon receiving overthe Internet an electronic request generated by a visitor

computer in responseto selection of a link within a source web page that has been

served to the visitor computer whenvisiting a first website, wherein the link correlates

the source web page with at least one commerceobject associated with a buying

opportunity of a merchant,

(a) automatically, with a server computer associated with a second website,

retrieving data pre-stored in a storage device accessible to the server computer,

and

(b) automatically, with the server computer, serving to the visitor computer a

composite web pageof[[a]] the second website, which composite web page that

includes:

(i) information associated with the commerce object associated with

the link that has been activated, and

(ii)|aplurality of visually perceptible elements derived from the

retrieved pre-stored data and visually corresponding to the source web

page,

wherein the ownerofthe first website, the owner of the server computer, and the

merchantare each third parties with respect to each other.

72. (Previously presented) The method of claim 71 wherein the visually

perceptible elements comprise data defining a set of navigational links, used onat least

someof the web pagesof the first website, each of whichlinks link to specific web pages

of the first website.
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73. (Previously presented) The method of claim 71 wherein the commerce

object associated with the link that has been activated comprises information defining

an electronic catalog having a multitude of merchant offerings, and wherein the

composite web page contains one or moreselectable navigation links connecting a

hierarchical set of additional web pages, each pertaining to a subset of the offerings in

the catalog.

74, (Previously presented) The method of claim 73 further comprising

accepting search parameters throughthe browserof the visitor computer and

automatically with the server computer using said parameters to search for specific

products within the catalog and servingthe results for display using the browserof the

visitor computer.

75. (Previously presented) The method of claim 71 wherein the commerce

object associated with the link that has been activated comprises information defining a

multitude of products of at least the merchant, and further comprising accepting search

parameters throughthe browserof the visitor computer and automatically with the

server computer using said parameters to search for specific products within the

plurality of products and serving the results for display using the browserofthe visitor

computer.

76. (Previously presented) The method of claim 71 wherein the ownerof

the source web pageis party to a contract providing for receipt of a commission as a

result of a transaction involving the commerce object displayed on the source web page.

77. (Previously presented) The method of claim 76 further comprising

computer-facilitating automatic payment to the ownerof the source web page, once the

transaction is completed.

78. (Previously presented) The method of claim 71, wherein the composite

webpage contains a further link associated with the information associated with the

commerce object associated with the link that has been activated, which link, when

activated by the web browser, places data representing the commerce object into a
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virtual shopping cart, and further comprising, automatically with the server computer,

accepting inputted billing information from the visitor computer, recording thebilling

information, and using the billing information to facilitate payment to the merchant for

the commerce object associated with the activated link when the server computer

detects activation by the web browserof a checkout link associated with the shopping

cart.

79. (Previously presented) The method of claim 78 further comprising

computer-facilitating automatic payment to the ownerof the source web page, once the

transaction is completed.

80. (Previously presented) The method of claim 71, wherein the composite

web page appears to the computer user to be generated by a server associated with the

source page.

81. (Currently amended) A computer system apparatus for an outsource

provider serving web pages offering commercial opportunities, the apparatus

comprising:

(a) anelectronic storage device containing data defining a plurality of

visually perceptible elements visually corresponding to a source web page,

(i) wherein the source web pagecontainsat least one active link thatis

served to the visitor computer whenvisiting the first website, which link

correlates the source web pagewith at least one commerceobject

associated with a buying opportunity of a merchant, and

(ii)|wherein the ownerof the first website, the outsource provider, and

the merchant are each third parties with respect to each other; and

(b)|acomputer server device controlled by the outsource provider and_

associated with a second website, which computerserveris coupled to the

electronic storage device and programmed to, upon receiving over the Internet

an electronic request generated by a visitor computer in responseto selection of

the link, automatically:
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(i) retrieve from the storage device the stored data defining the

plurality of visually perceptible elements visually corresponding to the

source web page, and

(ii)|serve to the visitor computer a composite web pageof[[a]] the

second website, which web page that includes:

(A) information associated with the commerceobject associated

with the link that has been activated, and

(B)_the plurality of visually perceptible elements derived from

the retrieved data.

82. (Previously presented) The apparatusof claim 81 wherein the visually

perceptible elements comprise data defining a set of navigational links, used onat least

someof the web pagesof the first website, each of whichlinks link to specific web pages

of the first website.

83. (Previously presented) The apparatus of claim 81 wherein the

commerce object associated with the link comprises information defining an electronic

catalog having a multitude of merchantofferings, and wherein the composite web page

contains one or moreselectable navigation links connecting a hierarchical set of

additional web pages, each pertaining to a subset of the offerings in the catalog.

84. (Previously presented) The apparatus of claim 83 wherein the

computerserveris further programmedto: (i) upon receiving over the Internet an

electronic request generated by a visitor computer in responseto selection of the link,

accept search parameters through the browserof the visitor computer and

automatically use the search parameters to search for specific products within the

catalog, and(ii) serve the results for display using the browserof the visitor computer.

85. (Previously presented) The apparatus of claim 81 further comprising a

computerized accounting module programmedto cause the computer system to

automatically record payment to the ownerof the first website, once the transaction is

completed, wherein the owneris party to a contract with the outsource provider
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providing for receipt of a commission as a result of a transaction involving the

commerce object displayed on the source web page.

86. (Previously presented) The apparatus of claim 85 wherein:

(i) the composite web page contains a further link associated with the

information associated with the commerce object associated with the link that

has been activated, which link, when activated by the web browser, places data

representing the commerce object into a virtual shoppingcart,

(ii)|the computer serveris further programmedto automatically accept

inputted billing information from the visitor computer, and record thebilling

information, and

(iii) the computerized accounting moduleis further programmedto

cause the computer system to automatically use the billing information to record

paymentto the merchantfor the commerce object associated with the activated

link when the computer server detects activation by the web browserof a

checkout link associated with the shoppingcart.

87. (Previously presented) A method of an outsource provider serving

webpages offering commercial opportunities, the method comprising:

upon receiving overthe Internet an electronic request generated by a

visitor computer in responseto selection of a link within a source web pagethat

has been served to the visitor computer whenvisiting a first website, wherein the

link correlates the source web pagewith at least one commerceobject associated

with a buying opportunity of a merchant,

automatically, with a server computer associated with a second website,

serving to the visitor computer a dynamically generated composite web page

containing instructions directing the visitor computerto display:

(i) information associated with the commerce object associated with

the link that has been activated, and

(ii) aplurality of visually perceptible elements visually corresponding

to the source web page,
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wherein the instructions direct the visitor computer to download data

defining the visually perceptible elements from a storage device that is accessible

to the visitor computer throughthe Internet, and

wherein the ownerofthe first website, the owner of the server computer,

and the merchantare each third parties with respect to each other.

88. (Previously presented) The method of claim 87 wherein the storage device

is coupled to the server computer associated with the second website.

89. (Previously presented) The method of claim 87 wherein the visually

perceptible elements comprise data defining a set of navigational links, used onat least

someof the web pagesof the first website, each of whichlinks link to specific web pages

of the first website.

90. (Previously presented) The method of claim 87 wherein the commerce

object associated with the link that has been activated comprises information defining

an electronic catalog having a multitude of merchant offerings, and wherein the

composite web page contains one or more selectable navigation links connecting a

hierarchical set of additional web pages, each pertaining to a subset of the offerings in

the catalog.

91. (Previously presented) The method of claim 90 further comprising

accepting search parameters throughthe browserof the visitor computer and

automatically with the server computer using said parameters to search for specific

products within the catalog and servingthe results for display using the browserof the

visitor computer.

92. (Previously presented) The method of claim 87 wherein the commerce

object associated with the link that has been activated comprises information defining a

multitude of products of at least the merchant, and further comprising accepting search

parameters throughthe browserof the visitor computer and automatically with the

server computer using said parameters to search for specific products within the
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plurality of products and serving the results for display using the browserofthe visitor

computer.
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Remarks

In response to the Section 112 rejections of claims 71-86, assignee moots the

rejection by submitting amendments to independentclaims similar to those suggested

by the Examiner in the Office Action at page 3. Assignee notes that no Section 112

rejections have been applied to claims 87-91.

In response to the double-patenting rejection, assignee moots the rejection by

filing a terminal disclaimer through the PTO’s electronic system.

A supplemental information disclosure is submitted concurrently to cite recent

information from the previously referencedlitigation. Assignee has provided comments

in the cover sheet to the forms PTO-1449 to assist the examiner in considering the new

material in the context of certain defense arguments.

Having overcomeall rejections, assignee respectfully requests prompt issuance

of a notice of allowance.

If the Office has any questions, please feel free to contact assignee’s undersigned

attorney of record.

Respectfully submitted,

DDR HOLDINGS, LLC

by its attorney

Dated: July 30, 2012 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87*Street

Suite 312

Scottsdale, Arizona 85260

(480) 948-3295
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Ross, D. Delano Jr. etal.=Art Unit : 3625

Serial No. : 12/906,979 Examiner: Garg, Yogesh C.

Filing Date: 10/18/2010 Conf. No. : 1141

Title : Methods of expanding commercial opportunities for internet
websites through coordinated offsite marketing 

Commissioner for Patents Filed via EFS - July 30, 2012
P.O. Box 1450

Alexandria, VA 22313-1450

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

DearSir:

Assignee discloses the materials listed on form PTO-1449 attached to this

document.

By citing these references, assignee does not concede that all qualify as prior art,

northat the listed dates are accurate. The fee set forth in 37 C.F.R. § 1.17(p) accompanies

this submission.

In general, the materials were produced by (or created by) defendants in

litigation Case No. 2:06CV42 (E.D. Tex.) since assignee’s last Supplemental Information

Disclosure Statement.

In the return copies of forms PTO-1449, the examinerlined out references to a set

of invalidity contentions dated in 2011, even thoughassignee submitted copies of those

documents to the Office, because the form PTO-1449 did not mention a date for them.

Since then, defendants have served somewhat updated contentions(earlier in 2012) and

an expert report explaining same. Thus, assignee cites the updated, newerversions in

this Supplemental Information Statement in place of the 2011 ones lined through (see

attached form PTO-1449 at items 1-4 and 55-56).

Asrevealed in those materials, defendants’ contentions, which relate to possible

invalidity of the parent patents, have most recently focused on six primary references

and four secondary references. In some instances, the “references” refer to collections of

documents related to alleged prior uses, not individual documents.
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With respect to the six primary references relied on by defendants, based on the

initials indicating which references the examiner has considered, the Office has already

considered all available public materials regarding all of those, including all patents or

patent applications within the six. Certain additional material concerning two of those

six, namely the Digital River and TravelNow systems, is included in the attached. A

variety of documents regarding both of those systems were previously submitted and

apparently considered before.

With respect to the four secondary references, three of those are new and are

included in the references attached, and the fourth is a U.S. patent that was previously

considered.

In addition, the items attached include a variety of miscellaneous references that

defendants havecited and apparently relied upon but were not includedin their top ten

references, as well as some materials from assignee’s predecessor-in-interest that have

been cited by defendants.

Defendants’ contentions (in the updated sets of invalidity contentions) that the

parent patents are invalid for non-prior-art reasons have included various arguments

under 35 U.S.C. §§101, 112(1) and (2), and double-patenting. Materials on these

contentions have also been submitted to the Office before. In particular, defendants

updated materials focus their non-art invalidity arguments on the following

contentions: (1) that the “capturing” element of the ‘135 Patent is invalid under 35

U.S.C. §112(1) because of lack of enablement or written description, (2) that the ‘399

Patent is invalid for obviousness-type double-patenting, and (3) that the term “link”is

not enabled because the specification discloses only “HTML” links but the Court

construed the term “link” such that HTML wasoptional.

Item 57 attached was submitted in a previous Information Disclosure Statement

in this application, as well as in all parent applications, but the examiner lined out the

reference because of the lack of a date in the form PTO-1449. Assignee supplies the date

and another copy.
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With respect to the few documents marked with calendar years only, i.e., items

50, 57, 61, and 65 attached, assignee notes that the years of publication (1995-96 and

1996) are sufficiently earlier than the effective U.S.filing date (whichis either 9/17/1998

for claims supported by the provisional parent or 9/17/1999 for other claims) so that

the particular month of publication is not in issue.

Regarding priority, defendants have also observed that the provisional parent

application does not supportall claims (a point to which assignee has agreed), that the

inventors namedon the provisional include only three of the five inventorslisted on the

regular patent applications, and that certain flow charts attached to the provisional

were authored by one of the two persons listed as an inventor on the regular

applications but not listed on the provisional application.

Assignee does not view the above-indexed arguments, or the new references

attached,as altering the results of examination of this application.

If the Office or the examiner has any questions concerning the materials attached,

or any arguments made by defendants in litigation, assignee would be open to

supplying responses. Please feel free to telephone the undersignedif it would be helpful

in advancing prosecution and concluding examination of this application efficiently.

Respectfully submitted,

DDR HOLDINGS, LLC

by its attorney

Dated: July 30, 2012 / Louis J. Hoffman/
Louis J. Hoffman

Reg. No. 38,918

LOUIS J. HOFFMAN,P.C.
14301 North 87 Street, Suite 312

Scottsdale, Arizona 85260

(480) 948-3295
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Form PTO-1449 (Modified) Serial No.: 12/906,979

 

List of Patents and Publications For Applicants: Ross Jr., D. Delanoet al.
Information Disclosure Statement Filed: 10/18/2010

Art Unit: 3625

Page 1 of 4 Conf. No.: 1141

OTHER ART | 
_ Examiner

Initials_ Author Title Date Pertinent Pages Etc.
Defendants’ AmendedInvalidity Contentions Pursuant to Local Rule 3-6; Civil
ActionNo.2-06CV-42(DF);February6,202,
Claim Charts from Defendants’ Amended Invalidity Contentions; Civil Action

» No. 2-06CV-42 (DF), comparing claimsof Rosset al. U.S. Patent 6,629,135 to
variousreferences;February6,2000,
Claim Charts from Defendants’ Amended Invalidity Contentions; Civil Action

_ No. 2-06CV-42 (DF), comparing claimsof Rosset al. U.S. Patent 6,993,572 to
ariousreferences;February6,200

_ Claim Charts from Defendants’ AmendedInvalidity Contentions; Civil Action
No. 2-06CV-42 (DF), comparing claimsof Rosset al. U.S. Patent 7,818,399 to

ariousreferences;February6)20g

 
 

 
 
 

 
 

 
 
 

 
 
 
 

 
 

 
 
 

 
 

 
 
 
 
 

 
 
 
 
 
 
 

 

dwards,etal;“MakingMoneyInCyberspace”;September1998.

Archivedwebpagesatwww.wilsonweb.com,February7,1998.

 
 

Archivedwebpageatwww.wilsonweb.comyJune26,1998.
Wilson, Ralph; “Review of ShopSite Manager 3.1”; Web Commerce Today; Issue
2September15,1997sn
Screen images from www.wilsonweb.com, showing “Review of ShopSite
Manager3.1”;fromWebCommerceToday,Issue2;September15,1997.
Wilson, Ralph; “How ViaWeband ShopSite Pro Incorporate Affiliate Program

| Software; Web Commerce Today; Issue 8, March 15, 1998 (as posted on

Archivedwebpageatastrology.net;October29,1996.

Archivedwebpagesatwww.viamall.com,March29,1997.

Archivedwebpageatwww.austads.com;May20,1908
The CDnowStory”, pages 172-176, referring to history in November 1994, March
1,adneyFO
Screen image from Barry’s Temple of Godzilla: www.godzillatemple.com,
showingCDnow.com;September241908.men
creen image from rollingstone.com, showing links to CDnow, September 24,

Halper, Mark; Archived web page at www.businessweek.com, dated June 15,
1997,showing“CyberstorefrontsforRookies”;October12,2008.a

Archivedwebpageatwww.fredericks.com;July21,1997.a
ages from Publishers Weekly, U.S. Copyright Office, and Phoenix Public

_ Library, showing publication of Edwards’ “Making Moneyin Cyberspace”;
-August10,1998.

Examiner: Date Considered:

EXAMINER:Initial if reference considered whetheror not citation is in conformance with MPEP 609. Draw

line through citation if not in conformance and not considered. Include copy of this form with next
communication to applicant.
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Form PTO-1449 (Modified) Serial No.: 12/906,979

 

List of Patents and Publications For Applicants: Ross Jr., D. Delanoet al.
Information Disclosure Statement Filed: 10/18/2010

Art Unit: 3625

Page 2 of 4 Conf. No.: 1141

OTHER ART | 
| Examiner

Initials
 
 

 
Author Title Date Pertinent Pages Etc.

 Archivedwebpageatwww.fredericks.com,April18,1997,  
 

  
Archived web page at www.thespaceshop.com; December12, 1998.

_ Trademark Electronic Search System (TESS) record of MARKETPLACEMCT, Reg.
_No. 1,940,267,filed August 19, 1994.

 
 

  
  
  

 

  
 
 

  
 
 
 

 
 

usinessWire;October5,199.cummin
News Corp./MCI Online Ventures Offers Innovations in Online Shopping”;

BusinessWire;December5)1995mnie
“NewsCorp./MCI Online Ventures adds greater shopping variety to
marketplaceMCIwithsixnewstores”;BusinessWire;November2,1995.
News Corp./MCI Online Ventures Announces Grand Opening of Online

ShoppingMall”,BusinessWire;September7)1995mm
MCI unveils internetMCI; new MCI-branded software, nationwideaccess,

contentandshoppingservices”;BusinessWire;March27)1990.
Viaweb’s First Business Plan”; from webpage

_ http://www.paulgraham.com/vwplan.html; referring to document dated
URSey88.nnn

 
 
 
  

 
 
 

 
 

 Archivedwebpageatwww.tollingstone.com;December10,1997.
Wilson, Ralph F.; “Shopping Carts for Small Sites”; Web Commerce Today; Issue

¢Jamuary15,1998

Archivedwebpageatshopsite.com,December28,1996.

 
 

Archivedwebpagesatwww.shopsite.com,January10,1997.
United States Copyright Office, Certificate of Registration of Edwards’ “Making
MoneyinCyberspace”,submittedSeptember8,1998,registeredOctober13,1998

WikipediapageforRTML,http://en.wikipedia.org/wiki/RTML,April4,2011.

“DigitalRiver:PlumbingtheWeb”;TheDigitalRiverReview,February1998. 
ceAO_Webpagesfromwww3.digitalriver.com;May1998.

Examiner: Date Considered: __

EXAMINER:Initial if reference considered whetheror not citation is in conformance with MPEP 609. Draw

line through citation if not in conformance and not considered. Include copy of this form with next
communication to applicant.
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Form PTO-1449 (Modified) Serial No.: 12/906,979

 

List of Patents and Publications For Applicants: Ross Jr., D. Delanoet al.
Information Disclosure Statement Filed: 10/18/2010

Art Unit: 3625

Page 3 of 4 Conf. No.: 1141

OTHER ART | 
Examiner

Initials Author Title Date Pertinent Pages Etc.

  
Webpagesfromwww-sdcorp.comwithrelatedsourcecode;May14,1998
Breimhurst, Henry; “Digital River plans an IPO this year”; CityBusiness; April 24,

Altaner, David; “Interest in Internet Retailing Sites Slows to a Trickle”;
ttp://articles.sun-sentinel.com;September25,1997nnn

“YAHOO TO ACQUIRE VIAWEB”;Press Release found at

ForeFrontreleasesWebWhacker1.0;CNETNews;January4,1996.

oreFront-WebWhackerUser’sGuide;19951996.nnn
“Offline Web browsing:It’s like surfing in Ohio”; INFOWORLD.com;Vol. 18,
sue32;AUgUStSTIIGn

» “You can take it with you with ForeFront’s WebWhacker”; INFOWORLD.com;
_Vol.19,Issue18;May5,1997,

Archivedwebpageatwww.ffg.comregardingWebWhacker3.0;April1,1997.

.rchivedwebpageatwww.ffg.comregardingWebWhacker;December31,1996
_ Expert Report of Peter Kent Regarding Invalidity of the ‘135, ‘572, and ‘399
_Patents;CivilActionNo.2-06CV-42(DF);May18,2012,

elect exhibits from Expert Report of Peter Kent Regarding Invalidity of the ‘135,
‘572,and‘399Patents;CivilActionNo,2-O6CV-42(DF);May18,2012.
Selected pages from Incognito Café Website describing Book Stacks Unlimited
linkspartnerprogram,1996.eee
Nexchange MerchantInternet Distributed Commerce Network Agreement, for

P
March 1998.

Digital River, Inc. Dealer Agreement with Octal Publications Limited, January 1,
1997. 

Examiner: Date Considered:

EXAMINER:Initial if reference considered whetheror not citation is in conformance with MPEP 609. Draw

line through citation if not in conformance and not considered. Include copy of this form with next
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Online Decision Strategies presentation to Syntellect Interactive Communications;
196
creenshots from a video clip dated March 31, 2012, of a Digital River employee

| showing certain archived webpages from www.ffg.com (December 31, 1996) and
_ www.miramarsys.com (November11, 1996) and reconstructions of pages served

y,DigitalRiverforForeFrontandMiramarSystems,tne.
- Screenshots from a video clip dated March 15, 2012, of a Digital River employee
_ showingcertain archived webpages from www.digfrontiers.com (November2,
_1996)andreconstructionsofpagesservedbyDigitalRiverforDigitalFrontiers.

 

“Firmdoesplacement’;St.PaulPioneerPress;Tuesday,April28,1998.
Output files of Web Whacker software used in the DR Secure Sales System;

_ allegedly used with respect to certain 1996 websites; cited in Defendants’
_ AmendedInvalidity Contentions Pursuantto Local Rule 3-6; Civil Action No.2-
_O6CV-42(DF);February62022,

Archivedwebpageathttp://ego.net/,December22,1997

Archivedwebpageatwww2.travelnow.com,September30,1999.

Archivedwebpageatwww.newyorknews.com,February4)1998.

.tchivedwebpageatwww.newyorknews,comyJuly12)1998

Archivedwebpageatwww.newyorknews.com,February19,1999.

Archivedwebpageatwww2.travelnow.com,September11,1999.

Archivedwebpageatwww.travlang.com,February27)1997.

Archivedwebpageatwww.travelnow.com,May12)200].nnn

Archivedwebpageathttp://travel.yahoo.com,December6,1998.

Archivedwebpageatwww.statenislandonline.com,April18,1997,

Examiner: Date Considered:

EXAMINER:Initial if reference considered whetheror not citation is in conformance with MPEP 609. Draw

line through citation if not in conformance and not considered. Include copy of this form with next
communication to applicant.
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IN THE UNITED STATES DISTRICT COURT

FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION

DDR HOLDINGS, LLC,

Plaintiff and Counterdefendant,

Vv.

HOTELS.COM,L.P.; EXPEDIA,INC.;
TRAVELOCITY.COM L.P.; SITES9.COM
LLC; INTERNETWORKPUBLISHING
CORPORATIOND/B/A

LODGING.COM; NEAT GROUP
CORPORATION; ORBITZ WORLDWIDE,
LLC; INTERNATIONAL CRUISE &
EXCURSION GALLERY,INC.;
OURVACATIONSTORE.COM,INC.;
NATIONAL LEISURE GROUP,INC.;
WORLD TRAVEL HOLDINGS,INC.;
DIGITAL RIVER,INC.,

Defendants and

Counterclaimants.

 Civil Action No. 2-06CV-42 (DF)

DEFENDANTS’ AMENDED INVALIDITY CONTENTIONS PURSUANT TO LOCAL

PATENT RULE3-6
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I. INTRODUCTION

Defendants Hotels.com, L.P, Expedia, Inc., Travelocity.com LP, Site59.com LLC,

Internetwork Publishing Corporation d/b/a Lodging.com, Neat Group Corporation, Orbitz

Worldwide, LLC, International Cruise & Excursion Gallery, Inc., OurVacationStore.com,Inc.,

and Digital River, Inc. (collectively, “Defendants”) respectfully submit these Amended

Invalidity Contentions pursuant to Patent Rule(s) 3-3 and 3-6 and the Court’s Scheduling Order

[DI 315]. This statement, including the accompanying claim charts, sets forth Defendants’

Amendedinvalidity contentions with respect to the asserted claims of U.S. Patent Nos. 6,629,135

(“the ’135 Patent”), 6,993,572 (“the °572 Patent”), and 7,818,399 (“the 399 Patent’’)

(collectively “the patents in suit”). Defendants assert these contentions based upon the Court’s

claim construction order [DI 309], the claim interpretations Plaintiff appears to be asserting and

the alleged applications of those interpretations to one or more products of Defendants’ products

in Plaintiff's Amended Infringement Contentions served January 23, 2012. By including in this

disclosure prior art that would anticipate or render obviousthe patents in suit based on the scope

or construction apparently applied by DDRto the claims, Defendants’ contentions herein are not,

and should in no way be seen as, adoptions or admissionsas to the accuracy of that scope or

construction, nor an assertion ofa particular construction by Defendants.

Defendants’ discovery and investigation in connection with this lawsuit are continuing,

and thus, these disclosures are based on information obtained to date. Defendants expect that

further discovery will reveal additionalprior art, including related disclosures and corresponding

evidence for manyofthe prior art references identified below. For example, for any given

company’s commercial products, Defendants expect that additional documentation relating to

these products will be discovered, and Defendantsreserve the right to rely on such
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documentation to further support these invalidity contentions. In particular, for example,

Defendants may serve subpoenason, and/or take depositions of, DDR andthird parties, and

expect to update these contentionsto reflect information and materials received pursuant to such

subpoenas and/or depositions, and other information.

These disclosures are also based on the purported identification of asserted claims made

by DDRin its Amended infringement contentions. To the extent DDR seeks to modify and/or

amendits infringement contentions to assert any additional claims (or for any other reason), and

is permitted to do so by the Court, Defendants reserve the right to amend and/or supplement

these disclosures.

These contentionsreflect the potential scope of the claims that DDR appears to be

advocating, as suggested by the Amended infringement contentions that DDR has served on

January 23, 2012. Defendants’ contentions herein should not be seen as a suggestion that DDR’s

reading or interpretation of the patent claimsis correct.

Subject to the foregoing, references cited in Exhibits 1A-46B disclose the elements ofthe

asserted claimseither explicitly and/or inherently, alone and/or in combination, and/or may be

relied upon to show thestate ofthe art in the relevant timeframes. The relevant timeframes vary

because numerouslimitations in the asserted claims are not supported by the disclosure of U.S.

Provisional Application Serial No. 60/100,697 (“the Provisional Application’), which DDR

appears to be relying upon, and therefore are not entitled to an effective filing date of that

provisional application.’ Defendants reservethe right to amend these contentions upon the

Court’s determination ofthe priority date of the asserted claims. In addition, the suggested

' Based on Plaintiff's 3-1 and 3-2 disclosures, DDRallegesthatall asserted claimsare entitled to
a priority date of Sept 17, 1998 except as follows: ‘572 claim 21, ‘399 claim 3. According to
Plaintiff these two claimsare only entitled to Sept 17, 1999 as the priority date.
DEFENDANTS’ AMENDED INVALIDITY CONTENTIONS
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obviousness combinationsare in addition to Defendants’ anticipation contentions and are not to

be construed to suggest that any reference included in the combinationsis not anticipatory on its

own.

Further, Defendants have endeavoredto identify exemplary portions of the references

based on presently available information and DDR’s current allegations. The references,

however, may contain additional support for particular claim limitations. Defendants expressly

reserve the right to rely on uncited portions ofthe prior art references, other documents, and

expert testimony to provide contextor to aid in understandingthe cited portionsof the

references. Where Defendantscite to a particular figure in a reference, the citation should be

understood to encompassthe caption and description of the figure and anytext relating to or

discussing the figure. Conversely, where Defendantscite to particular text referringto a figure,

the citation should be understood to includethe figure as well.

The identity of each item ofprior art relied upon in this submission is stated herein and in

the attached claim charts, including prior art systems, publications, websites, and patents. The

publications describing the prior art systems have been produced to DDRaspart of the normal

document production process to the extent that they have been located, and to the extent that

such systems are in Defendants’ possession, they have been produced and/or will be made

available for inspection.
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