UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

NICHIA CORPORATION,
Petitioner,
V.
DOCUMENT SECURITY SYSTEMS, INC.,

Patent Owner.

Case IPR2018-00966
Patent 7,652,297

PATENT OWNER’S RESPONSE

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

l. INTRODUCTION ...ttt e e 1
. OVERVIEW ...ttt e rae e e anaee e 4
A, The 297 PateNl .....cveeieee e 4
B.  Disputed ClaimS ........cooviiiiieiie e 5
ORI O - [ I @00 511 £ od o] o SRS 10
1.  THE CHALLENGED CLAIMS ARE NOT UNPATENTABLE ................ 11
A.  Ground 1 Fails Because Loh *842 Fails to Disclose Each Element of
ClAIMS 16 .ot e 11
1. ClAIM Lo nbe s 11
2. ClAIM 2 e e 14
3. ClAIMS 34 ..ot e 15
a) Construction of “lower portion” and “upper portion” (claims
BANA ) oo s 15
b)  Loh ’842 fails to disclose the “at least one notch” located as
set forthinclaims 3 and 4........cccccevviiiiiienie e 19
4, ClaIM 5 oo 20
5. (O - 111 0 N SRR 21

a) The construction of “at the intersection” (claims 6, 9, and
1) ISR 21

b)  Loh ’842 fails to disclose or suggest a notch “at the
intersection” recited iINClaiM 6...........cccevvveiiieie e, 23

B.  Ground 2 Fails Because Loh *842 Fails to Disclose or Suggest Each
Element of Claims 1-6 and 9.........cccccevviiiiiiiieneceeee s 26

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

B~ W

A w

W

N

DOCKET

_ ARM

ClAIMS 16 ...ttt 26
ClaIM 5 s 28
ClAIM B .o 29
ClaIM O e 31
Ground 3 Fails Because Loh *842 in View of Fujiwara Fails to
Disclose or Suggest Each Element of Claims 7, 8, and 10-17............ 34
(O 1 0 RS OTR 34
(0 - 111 0 0 O SRS 36
ClaimS 11-14 ..o 37
ClaIMS 15-17 oot 37

Ground 4 Fails Because Loh *842 and Uraya Cannot be Combined in
a Manner that Discloses or Suggests Each Element of Claims 7, 8, and

0= e 38
ClAIMS 7-8 ..ot 38
ClaIMS 10-17 oot 39

Ground 5 Fails Because Loh *819 Fails to Disclose Each Element of

ClAIMS 16 ..ot 40
Claim L. s 40
ClalMm 2 e s 44
ClaIMS 3-4 ... 45
ClaIM B . s 47

Ground 6 Fails Because Loh *819 Fails to Disclose or Suggest Each

Element of Claims 1-6 and 9.........cccccoviiiiiiiiiie e 48
ClAIMS 16 .. 48
ClAIMS 34 ..o 50

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

3. ClaIM D oo 52
4, (O 111 S TSRS ORRI 52
5. Claim 9 o 54
G.  Ground 7 Fails Because Loh *819 and Fujiwara Cannot be Combined
in a Manner that Discloses or Suggests Each Element of Claims 7, 8,
AN L0-17 oo e bbb re s 57
1. ClaIMS 7-8 ... 57
2. ClaiMS 10-17 ..o 60
H.  Ground 8 Fails Because Loh ’819 and Uraya Cannot be Combined in
a Manner that Discloses or Suggests Each Element of Claims 7, 8, and
1007 et eenraenrae e 60
1. ClAIMS 7-8 ..ottt 60
2. ClaimMS L10-17 ..o 61
IV.  CONCLUSION. . ...ttt 62

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Cases

Cuozzo Speed Techs., LLC v. Lee,

136 S. Ct. 2131 (2016)...ceeveeeeeeeeeeeeeeeeeeeeeeeeeeseeeeeeseeesee e eseeeseese e seneeee 22
In re Smith Int’l,

871 F.3d 1375 (Fed. Cir. 2017) ueeeiee ettt 21
Innova/Pure Water, Inc. v. Safari Water Filtration Systems, Inc.,

381 F.3d 1111 (Fed. Cir. 2004) ....ccveeeieeeee ettt 11
Net MoneyIN, Inc. v. VeriSign, Inc.,

545 F.3d 1359 (Fed. Cir. 2008) ........cceeveeiieiieiie e see e passim
Statutes
35 U.S.C. 8 154()(2) .rvreveerereeeeeeeeseeeseeeeeeseeseeesesseeessseesseesseseesees s s ses e reeneees 10
Rules
YO = =T - 35 010 (o) WO 10
37 C.F.R. 8 42.004(0) oo e eeee s s ees e s ees e 52
37 C.F.R. 842.104(10)(5) . vevevereereeaieieieisieisenesiees et seenens 51, 53
K O o T 1 RSP TSTR 1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




