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Bradium’s Contingent Motion to Amend (Paper 39) should be denied. The 

proposed claims fail to meet the requirements of 35 U.S.C. § 316(d) and 37 C.F.R. 

§ 42.121 and also fail to render the claims patentable over the prior art. 

I. BRADIUM BROADENED THE SCOPE OF THE CLAIMS 

A “proper substitute claim under 37 C.F.R. § 42.121(a)(2) must only narrow 

the scope of the challenged claim it replaces and may not enlarge the scope of the 

challenged claim by eliminating any feature or limitation.” Paper 35, 3.  

Proposed claim 20 includes three requests instead of two. The original claim 

included a “first request” based on a first viewpoint and a “second request” based on 

a second different viewpoint. Proposed claim 20 includes the same “first request,” 

but also includes a new “second request” based on the first viewpoint and a “third 

request” based on a second different viewpoint which corresponds to the originally 

claimed “second request.”  The “third request” of proposed claim 20 is broader than 

the corresponding “second request” in original claim 20. 

The original “second request” includes a “second derivative image” modified 

by a wherein clause requiring that “a series of K1-N derivative images . . . comprises 

the first derivative image and the second derivative image, . . . .” The new “third 

request” similarly includes a “third derivative image,” but the third derivative image 

is not modified by the wherein clause, as shown below.  
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The claim is also improperly broadened because there is no step for displaying 

the discrete portion based on the second viewpoint, i.e., “the third discrete portion.” 

Original claim 20 recited “displaying the second discrete portion” and “the second 
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