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1. Introduction

Patent Owner’s motion to submit supplemental information is an attempt to
salvage certain claims of United States Patent No. 9,915,671 after its expert argued
a lack of motivation to combine upon alleged facts which were later proven
inaccurate. See Paper 19 at 11-15. Patent Owner offers statements made by
Petitioner, addressing an unrelated patent with a different claim construction under
a different legal standard, to assert that the attorney arguments presented in the
foreign proceeding differs from the evidence presented in the current [IPR. When
viewed in light of the different patent disclosures, the different claim constructions
and the different legal standards, statements in the EP Response should be afforded
little to no weight. Therefore, Patent Owner has not satisfied the interest-of-justice
requirement of 37 C.F.R. § 42.123(b). Moreover, Patent Owner’s motion is also
deficient because it states that it acted diligently in bringing the issue to the
Board’s attention but does not explain why it could not have reasonably obtained
the information earlier despite acknowledging that it has been available for
months. The Board should deny Patent Owner’s motion to submit supplemental

information.
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II.  Patent Owner has not shown that it met the standard of 37 CFR §
42.123(b) because it has not shown the information was not available

sooner and that the interest of justice requires submission of this
information

37 C.F.R. § 42.123(b) requires a party seeking to submit supplemental
information more than one month after institution of a trial to provide a motion that
“show(s) why the supplemental information reasonably could not have been
obtained earlier, and why consideration of the supplemental information would be
in the interest-of-justice.” Patent Owner deals with the first element in perfunctory
fashion by stating that it first learned of the publically available response on May
10, 2019 and contacted the Board thereafter. Paper 23 at 2.

After failing to provide any facts to address the first element, Patent Owner
launches into a discussion of various parts of the Federal Regulations that deal with
sections unrelated to 37 C.F.R. § 42.123(b). Instead, the regulations discussed by
Patent Owner relate to § 42.224 and appropriate discovery. See 77 Fed. Reg.
48,680 at 48963 [col. 2-3] and 48,719 [col. 3] respectively. Patent Owner does not
discuss the portions of the regulations that address § 4.123(b). See 77 Fed. Reg.
48,680 at 48682, 48690, 48707-08. These portions explain the rationale for
requiring that the movant show that it reasonably could not have obtained the
information earlier. Id at 48707. In large part, Patent Owner seeks to sidestep

these requirements by suggesting that Petitioner was obligated to submit the EP

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




