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I. INTRODUCTION 

 Pursuant to 35 U.S.C. § 316(d) and 37 C.F.R. § 42.121, Patent Owner 

Ethicon LLC submits this contingent motion to substitute proposed claims 19-28 

for original claims 1-10 (collectively, the “Challenged Claims”) of U.S. Patent No. 

8,998,058 (“the 058 Patent”) should any of the Challenged Claims be found 

unpatentable.1 Patent Owner has conferred with the Board prior to filing this 

motion, as required by 37 C.F.R. § 42.121, and the Board authorized the filing of 

this motion without a conference on February 25, 2019 via email. 

 In Aqua Products, Inc. v. Joseph Matal, 872 F.3d 1290, 1327-28 (Fed. Cir. 

2017) (en banc), the Federal Circuit held that the burden of persuasion to establish 

that proposed amendments are patentable no longer rests with the patent owner. 

Instead, it is the petitioner’s burden to prove unpatentability of the proposed 

amendments. Id. In a motion to amend, a patent owner need only satisfy its burden 

of production under 35 U.S.C. § 316(d) and 37 C.F.R. § 42.121. 

                                                 
1 Patent Owner submitted a statutory disclaimer for claims 11-18 – accordingly, 

claims 11-18 are treated as having never been part of the 058 Patent.  See Paper 9 

at 8-10.  However in order to avoid confusion, Patent Owner begins numberings its 

substitute proposed claims at 19. 
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