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In its Reply in further support of its Conditional Motion to Amend 

(“CMTA”) (Paper 31) and in the accompanying expert declaration (Exhibit 2021), 

the Patent Owner cites to new portions of the ’660 application as part of a new 

theory for written description support for claims 13 and 21 that its CMTA did not 

include (Paper 19).  Pursuant to Paper 34, Petitioner moves to strike this argument 

and evidence.   

Exhibits 1136 and 1137, submitted herewith, are versions of Paper 31 and 

Exhibit 2021 that highlight the new argument and evidence that Petitioner seeks to 

strike. 

I. PATENT OWNER’S CMTA REPLY AND ITS EXPERT’S 
DECLARATION PRESENT NEW PURPORTED WRITTEN 
DESCRIPTION SUPPORT.  

In its CMTA, Patent Owner proposed amending claims 13 and 21 to recite, 

inter alia, the following limitations: 

 13[c]: “ . . . the first authentication information including a multi-digit 

identification (ID) code allowing a networked validation-information 

entity to map the multi-digit ID code to a credit and/or debit card 

number . . .” 
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 13[e]: “ . . . the second device being the networked validation-

information entity configured to enable the credit and/or debit card 

transaction based on authentication of the user . . .” 

 21[d]: “. . . the first authentication information including a multi-digit 

identification (ID) code allowing a networked validation-information 

entity to map the multi-digit ID code to a financial account  

number . . .” 

 21[f]: “the second device being the networked validation-information 

entity configured to enable the financial transaction based on 

authentication of the user” 

CMTA at B1, B4.   

As explained below, while Patent Owner’s CMTA contended that these 

limitations are supported by an embodiment where a USR sends a multi-digit 

public code to a credit card company, which then performs the claimed mapping, 

Patent Owner now argues that these limitations are supported by a different 

embodiment in which a user’s electronic ID device sends a code to a USR, which 

then allegedly performs the claimed mapping.  

The CMTA contended that the limitations listed above are supported at least 

in part at page 23, line 34 through page 24, line 2 of the ’660 application (Exhibit 
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2006).  CMTA at 7-8.  The ’660 application states there that a universal secure 

registry (“USR”) may “instead transmit[], on approval, a multidigit public ID code 

for the credit card holder which the credit card company can map to the correct 

credit card number.”  Exhibit 2006, 23:34-24:2.  Thus, Patent Owner’s originally-

cited support related only to replacing transmittal of a credit card number to a 

credit card company with a multidigit public ID code to be mapped to a credit card 

number—not to any communications between a user’s electronic ID device and the 

USR. 

In Petitioner’s CMTA Opposition, Petitioner demonstrated that the ’660 

application does not provide written description support for the proposed, amended 

claimed functions of the “networked validation-information entity” and the 

“second device” being co-located.  CMTA Opposition, Paper 24, 23-24.  Indeed, in 

the ’660 application, the claimed “second device” is the disclosed USR, while the 

claimed “networked validation-information entity” is the disclosed credit card 

company.  However, the ’660 application does not disclose that the second device 

is the same entity as the networked validation-information entity proposed 

limitations 13[e] and 21[f] require.  See id. 

In its CMTA Reply, however, Patent Owner cites to new portions of the 

’660 application in an attempt to cure what Petitioner argued in its Opposition was 
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