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SONOS ESTABLISHED UNPATENTABILITY OF EACH CLAIM

» Janevski anticipates the
791 patent claims

» Janevski + any “clock

synchronization” reference
renders the 252 patent
claims obvious

Sonos Petition Sonos Petition
‘791 Patent ‘252 Patent

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page2 of 103 Sonos ‘791 Pet., pp. 38-68; Sonos ‘252 Pet., pp. 35-64. »




SONOS’S PETITIONS ARE BASED ON EVIDENCE

» Sonos’s petitions rely on
Dr. Chertov’s expert
testimony regarding the
invalidity of the patents

Dr. Chertov Declaration Dr. Chertov Declaration
‘791 Patent ‘252 Patent
Ex.1009 Ex.1009

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page3of103 Chertov ‘791 Dec. (Ex.1009); Chertov 252 Dec. (Ex.1009). 3




IMPLICIT’S DEFENSES FAIL

Implicit’s attack on the prior art fails
> It Is unsupported attorney-argument
» Prior art invalidates all claims

Implicit’'s swear-behind defense fails

> |t fails legally
> It fails substantively

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page4 of 103 Sonos Reply, pp. 1, 12, 22. 4




IMPLICIT FAILED TO REBUT SONOS’S PETITIONS WITH EVIDENCE

“Elbit fails to present any evidence supporting this
contention beyond attorney argument . . .

TA]ttorney argument is not evidence’ and cannot

Elbit Systems of America, LLC : . "
) / rebut other admitted evidence.

v. Thales Visionix, Inc.,
881 F.3d 1354, 1359
(Fed. Cir. 2018)

IPR2018-00766, -00767 EXHIBIT 1028

SONOS Page 5 of 103

Sonos Reply, pp. 22-23. s



IMPLICIT CHALLENGES JANEVSKI’S DISCLOSURE OF “DEVICE TIME”

each device having a
device time . , the device time of a device
being in a time domain of the device, the method comprising:

Janevski Fails to Disclose the “Device Time"™ Limitations

I,mpIICIt POR IPR2018-00766, -00767 EXHIBIT 1028
791 Patent

Page 6 of 103 Implicit POR, pp. 32-33. ¢




JANEVSKI DISCLOSES “DEVICE TIME”

23.

each device having a
device time . , the device time of a device
being in a time domain of the device, the method comprising:

A. “device time”

The “791 Patent states that a rendering device’s “device time” 1s “the time as
indicated by a designated clock (e.g., system clock) of the rendering device.”

Ex.1001, 2:16-17. Consistent with this disclosure, Petitioner proposes that the

term “device time” be construed here as “a time mdicated by any clock of a given

Sonos Petition
‘791 Patent rendering device.”

IPR2018-00766, -00767 EXHIBIT 1028
Page 7 of 103 Sonos Petition, p. 17. 7




JANEVSKI DISCLOSES “DEVICE TIME”

device time .

being in a time domain of the device, the method comprising:

each device having a
, the device time of a device

Each PVR has a “time count” provided by the PVR’s “video timer”:

RECEIVER
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MISCELLANEOUS STORAGE

Janevski
Ex.1007

SONOS Page 8 of 103
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When any PVR fast forwards or rewinds, this corre-
spondingly and synchronously advances or rolls back the
© 01 o= time count of ifs respective video timer.

w BN SEC
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0

0 c}“‘!? FIG. 4 depicts a possible message flow design in the
present invention to determine the misaligament, if any, in
o1, \be respective timings of the video timers 212 of two PVRs

c} ' 114a, b, so that the timers can be synchronized,

f
FIG. 4
IPR2018-00766, -00767 EXHIBIT 1028

Janevski (Ex.1007) at 2:21-23, 8:39-42, Figs. 2, 4; Sonos Pet, p. 39. g




JANEVSKI DISCLOSES “DEVICE TIME”

Dr. Roman Chertov
Sonos’s Expert Witness

SONOS Page9 of 103

23.
each device having a
device time . , the device time of a device
being in a time domain of the device, the method comprising:

102. Further. Janevski discloses that each PVR has a “time count™ provided
by the PVR’s “video timer.” In my opinion. the PVR’s “video timer” amounts to a
clock of the PVR. and the “time count” provided by the “video timer” amounts to
the claimed ““device time” that 1s in a “time domain™ of the PVR. [d. at FIGs. 2 &

4, 7:51-62, 8:39-10:3.

IPR2018-00766, -00767 EXHIBIT 1028
Sonos Pet., p. 17; Chertov Dec. (Ex.1009) at 1102. 4



IMPLICIT ARGUES THAT OUTPUT OF “VIDEO TIMER” IS NOT “DEVICE TIME”

each device having a
device time . , the device time of a device
being in a time domain of the device, the method comprising:

The Petitioner has not shown that the video timer data is a device time. The
video timer 1s not linked to any clock of the PVR or a device within the DVR. It is

undisputedly not a system clock

I,mpIICIt POR IPR2018-00766, -00767 EXHIBIT 1028
791 Patent

SONOS Page 10 0of 103 Implicit POR, p. 33. 414




JANEVSKI’S “VIDEO TIMER” IS A CLOCK THAT OUTPUTS “DEVICE TIME"

102. Further. Janevski discloses that each PVR has a “time count™ provided
by the PVR’s “video timer.” In my opinion. the PVR’s “video timer” amounts to a
clock of the PVR. and the “time count” provided by the “video timer” amounts to

the clammed “device time” that 15 1n a “time domain™ of the PVR. Id. at FIGs. 2 &

Dr. Roman Chertov 4,7:51-62, 8:39-10:3.
Sonos’s Expert Witness

FIG. 4 dep.icts a possibl.e message ﬂow desigp in tl}e Time synchronization can be implemented in many dif-
present invention to determine the misalignment, if any, in ferent known ways. Distributed processors (nodes) in a

the respective timings_of the video timers 212 of two PVRs network can broadcast their respective clock values periodi-
1144, b, so that the timers can be synchronized. cally to maintain synchronization.

INITIATOR PARTICIPANT
Ll S PVR

HROMN SEC 4o HRMIN SEC

A0 0 2 0 0 3 B}CASE

. 0905<——jf::l004c1
Janevski 4

IPR2018-00766, -00767 EXHIBIT 1028
Ex.1007 :
Page 11 of 103 Chertov Dec. (Ex.1009) at 1102; Janevski (Ex.1007) at 8:39-42, 8:53-56; Sonos Reply, p. 24. 14




JANEVSKI’S “VIDEO TIMER” IS A CLOCK THAT OUTPUTS “DEVICE TIME"

O(’ EBSTER’S
NEW W@RILD

DICTIONARY
THESAURUS

SECOND EDITION

@

WILEY
Wiley Publishing, Inc.

Webster’s New World Dictionary
“clock”
Ex.1023

SONOS Page 12 of 103

clock’ (klik) n. IME clokke, orig., clock with bells < ML
clocea, belll a device for measuring and indicating time,

clock! n. timepiece, timekeeper,
chronometer, timer, alarm clock,
cuckoo clock, electric clock, grandfa-
ther clock, pendulum clock, atomic
clock, digital clock, clock radio, hour-
glass, stopwatch, sundial, wristwatch,;
see also WATCH 1. —around the clock
continuously, continually, twenty-
four hours a day; see REGULARLY.

IPR2018-00766, -00767 EXHIBIT 1028
Webster’s New World Dictionary (Ex.1023); Sonos Reply, p. 24. 45



JANEVSKI’S “VIDEO TIMER” IS A CLOCK THAT OUTPUTS “DEVICE TIME"

timel‘ noun

timer | \ ti-mar \

: TIMIEPIECE
especially : a stopwatch for timing races

: TIEEKEEPER

. mgm M
: a device (such as a clock) that indicates by a sound the end of an interval of time or De‘fl n Itlo n Df I'mer

that starts or stops a device at predetermined times

Synonyms

Example Sentences

Learn More about timer

: a @evice (such as a clock) \
. that starts or stops a device at predetermined times

Synonyms for timer

Synonyms

Merriam-Webster Online Dictionary
“timer”

Ex.1024
IPR2018-00766, -00767 EXHIBIT 1028

SONOS Page 13 of 103 Merriam-Webster Online Dictionary (Ex.1024); Sonos Reply, p. 24. 43




JANEVSKI’S “VIDEO TIMER” IS A CLOCK THAT OUTPUTS “DEVICE TIME"

LITIGATION CONSTRUCTION IPR CONSTRUCTION

“[a] time indicated by a designated clock of “a time indicated by any clock of a given
the [master/slave] device” rendering device”

Dr. Roman Chertov
Sonos’s Expert Witness

SONOS Page 14 of 103

102. Further. Janevski discloses that each PVR has a “time count™ provided
by the PVR’s “video timer.” In my opinion. the PVR’s “video timer” amounts to a
clock of the PVR. and the “time count” provided by the “video timer” amounts to
the claimed “device time” that 1s in a “time domain” of the PVR. Id. at FIGs. 2 &

4, 7:51-62, 8:39-10:3.

IPR2018-00766, -00767 EXHIBIT 1028
Sonos Pet., p. 17; Chertov Dec. (Ex.1009) at 1102; Sonos Reply, p. 24. 14



IMPLICIT CHALLENGES JANEVSKI’S DISCLOSURE OF “TIME DOMAIN”

, the device time of a device
being in a time domain of the device

2. Janevski Fails to Disclose the “Time Domain™ Limitations

I,mpIICIt POR IPR2018-00766, -00767 EXHIBIT 1028
791 Patent

SONOS Page 150f 103 Implicit POR, p. 36. 4¢




JANEVSKI DISCLOSES THE “TIME DOMAIN” ELEMENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PA' PPEAL BOARD

The “time domain™ terms should be construed as “the way a device clock
tracks time.” which Implicit also proposed in the co-pending litigation.

* %k %k %k

The Petition does not show how the initiator and participant PVRs in

Janevski track device time relative to one another. The video timer does not indicate

a device time.

Implicit POR
791 Patent

107. In my opinion, Janevski discloses claim element 23.2. For instance,
Janevski discloses an example message flow for exchanging ““synchronization
messages” between the “initiator” and “participant™ PVRs that include information
regarding the PVRs’ respective “time counts.” Id. at FIG. 4, 8:39-10:3. Itis my
opinion that this disclosure amounts to the claimed functionality of “exchanging

time domain information between the master and one or more slave devices” under

Dr. Roman Chertov
Sonos’s Expert Witness

the “broadest reasonable construction™ set forth in Sonos’s Petition.

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 16 of 103 Implicit POR, pp. 37-38; Chertov Dec. (Ex.1009) at 1107; Sonos Reply, p. 25. 4




JANEVSKI DISCLOSES THE “TIME DOMAIN” ELEMENTS

Sonos Petition
‘791 Patent

Janevski

Pag& 110617103

Janevski discloses a message flow for exchanging “synchronization messages™

between “mitiator” and “participant” PVRs that include information regarding the

PVRs’ respective “time counts.”

Janevski’s message flow for exchanging
“synchromization messages™ between the “initiator” and “participant” PVRs
disclosed 1s nearly identical to the preferred message flow for exchanging “time

domain information™ that is disclosed in the 791 Patent.

In the embodiment depicted herein, time synchronization
is performed by the initiator PVR 114a individually with
each participant PVR 11456, and involves sending an origi-
nating synchronization message 402 from the initiator PVR
114a to a participant PVR 1145 and sending a reply syn-
chronization message 404 {rom the participant PVR 11454 1o
the imtiator PVR 114a.

The time misregistration, TM. between the respective
video timers 212 of the initiator and participant PVRs 1144,
b is given by the formula:

TAM=1a [ AI= (T4 5] (1}

IPR2018-00766, -00767 EXHIBIT 1028
Sonos Pet., p. 41; Janevski (Ex.1007) at 8:65-9:34. 44




OBVIOUSNESS ARGUMENTS FOR THE ‘791 PATENT CAN BE DISREGARDED

>

>

>

SONOS

he petition included an alternative obviousness ground for
claim 1 to the extent Implicit disputed whether Janevski
inherently disclosed the “source time domain” element

Implicit did not dispute this

Implicit’s “objective evidence” is deficient in any event

IPR2018-00766, -00767 EXHIBIT 1028

Page 18 of 103 Sonos Reply, pp. 25-26. s



IMPLICIT DISPUTES OBVIOUSNESS OF THE ‘252 PATENT

1. The Petition Fails to Show a Prima Facie Case

Implicit POR
‘252 Patent

IPR2018-00766, -00767 EXHIBIT 1028
Page 19 of 103 Implicit POR, p. 32. 19




JANEVSKI + ANY “CLOCK SYNCHRONIZATION” REFERENCE RENDERS ‘252 CLAIMS OBVIOUS
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SONOS ESTABLISHED A MOTIVATION TO COMBINE WITH EVIDENCE

153. AsTexplained above, it 1s my opinion that Janevski expressly
discloses every element of Challenged Claims 1-3. 8. 11. and 17 other than the

“smoothing” aspect of claim elements 1.3 and 11.3. which 1s, in my opinion. an

‘ msignificant advance over Janevski that would have been obvious to a PHOSITA

based on Janewvski: either alone or in combination with the Azevedo paper cited n
- Janevski.

Dr. Roman Chertov 154, Moreover. 1t 15 my opinion that Challenged Claims 1-3. 8, 11. and 17

, :
Sonos’s Expert Witness would have been obvious in light of Janevski as combined with either Mills,

Berthaud. or Eidson, each of which disclose “time synchronization™ mechanisms

that incorporate the use of a “smoothing™ function.

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 21 of 103 Chertov Dec. (Ex.1009) at 9 153-54; Sonos Reply, p. 58. 21




SONOS ESTABLISHED A MOTIVATION TO COMBINE WITH EVIDENCE

Dr. Roman Chertov
Sonos’s Expert Witness

SONOS Page 22 of 103 Chertov Dec. (Ex.1009) at 19109-129, 153-168; Sonos Reply, p. 58. 22




SONOS ESTABLISHED A MOTIVATION TO COMBINE WITH EVIDENCE

Moreover, the present invention, however, 15 not limited
to any particular time synchronization method.

uuuuu 2695388

Time synchronization can be implemented in many dif-
ferent known ways. Distributed processors (nodes) in a
network can broadeast their respective clock values periodi-
callv to mamtain svnchromzation. “Fauli-Tolerant Clock
Synchronization for Distributed Systems with High Mes-
sage Delay Varnation”. Azevedo, Marcelo Moraes de, et. al.,
[rvine. Calif. {1995). Svynchromzation messages mav be
relaved between source and destination processors, where
relaying nodes discard messages recognized as coming from
Ex.1007 a faulty node. “Communication Protocols for Fault-Tolerant
Clock Svnchronization in Not-Completely Connected Net-
works”, Pfluegl, Manfred J. et. al.. Irvine, Calif. (1992).

IPR2018-00766,-00767 EXHIBIT 1028
Page 23 of 103 Sonos Pet., pp. 38-39; Janevski (Ex.1007) at 8:53-64, 13:22-23. »3

Janevski




SONOS ESTABLISHED A MOTIVATION TO COMBINE WITH EVIDENCE

ABSTRACT

uuuuu 2695388

. the playbacks are content-wise aligned, by rewind-
g or tast forwarding, to effect overall a precisely synchro-
nized presentation.

To achieve precise synchronization, the present invention

compares corresponding content landmard " pai ’

to be synchronized. determines video

replay “distance™ between the landmark pairs, and slows

down or speeds up selected playbacks in accordance with
these distances.

Janevski

Ex.1007 The present invention provides a system that allows two
or more people with personal video recorders (PVRs) to
precisely synchronize their time-shifted viewing.

IPR2018-00766, -00767 EXHIBIT 1028
Page 24 of 103 Janevski (Ex.1007) at Abstract, 3:52-57, 5:3-5; Sonos Reply, pp. 22-23. 24




IMPLICIT MISCONSTRUES LEGAL STANDARD OF OBVIOUSNESS

the Petition had to establish that ““smoothing a rendering time™ limitation
was an insignificant enough difference to render obvious the invention as a whole.

KSR Int’l Co. v. Teleflex Inc.. 550 U.S. 398. 405 (2007).

I — e —————————

Implicit POR
‘252 Patent

“Section 103(a) forbids issuance of a patent when ‘the
differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole
would have been obvious . .. to a person having ordinary skill

in the art to which said subject matter pertains. ””
KSR Int’l Co. v. Teleflex Inc.,

550 U.S. 398 (2007
( ) IPR2018-00766, -00767 EXHIBIT 1028

SONOS Page 2501103 Implicit POR, p. 33; Sonos Reply, p. 21. 25




IMPLICIT’S “TEACHING AWAY” ARGUMENT IS LEGALLY AND FACTUALLY FLAWED

]

Janevski 1itself teaches away from using device-clock-based

smoothing techniques such as those in the secondary references.

Implicit POR
‘252 Patent

“Prior art teaches away when ‘a person of ordinary skill, upon
reading the reference, would be discouraged from following
the path set out in the reference, or would be led in a direction

Arctic Cat Inc. v. Bombardier divergent from the path that was taken by the applicant.

Recreational Prod. Inc.,

876 F.3d 1350 (Fed. Cir. 2017
( ) IPR2018-00766, -00767 EXHIBIT 1028

SONOS Page 26 of 103 Implicit POR, p. 33; Sonos Reply, pp. 22-23. 26




IMPLICIT’S “TEACHING AWAY” ARGUMENT IS LEGALLY AND FACTUALLY FLAWED

Janevski 1itself teaches away from using device-clock-based

smoothing techniques such as those in the secondary references.

Implicit POR
‘252 Patent

Time synchronization can be implemented in many dif-
ferent known ways. Distributed processors (nodes) in a
network can broadcast their respective clock values periodi-
cally to maintain synchronization. “Fault-Tolerant Clock
Synchronization for Distributed Systems with High Mes-
sage Delay Variation”, Azevedo, Marcelo Moraes de, et. al.,
Irvine, Calif. (1995).

Janevski

Ex.1007 IPR2018-00766, -00767 EXHIBIT 1028
Page 27 of 103 Implicit POR, p. 33; Janevski (Ex.1007) at 8:53-59; Sonos Reply, p. 22-23. 27




EVIDENCE SHOWS HOW A POSITA WOULD HAVE APPLIED “SMOOTHING”

But there is no indication in any of the references of how a
skilled artisan would have applied the smoothing techniques from the secondary
references to Janevski to obtamn a working system that smoothed a rendering time

differential

Implicit POR
‘252 Patent

SONOS EXHIBIT 1007
No.

Janevski Dr. Roman Chertov Declaration
Ex.1007 Ex.1009

IPR2018-00766, -00767 EXHIBIT 1028
Page 28 of 103 Implicit POR, p. 33. 28




IMPLICIT’S OBJECTIVE EVIDENCE ARGUMENTS ARE UNSUPPORTED

» No evidence of long-felt but unmet need

» No evidence that purported licenses exist or have a
nexus with the claims

> No evidence that commerical success has a
nexus with the claims

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 29 of 103 Sonos Reply, pp. 24-25. 26




IMPLICIT FAILS TO ESTABLISH LONG-FELT NEED

Synchronization

Both Jupiter and BeComm recognize that true
synchronization 1s an unsolved computer science problem, but a best effort will be made
in this regard.

Juno Phase 0
(Dec. 2000)
Ex.2009

One-year time between identification of problem
and patent solution was found to be a “shortly-felt
requirement” rather than a “long-felt need”

Ecolochem, Inc. v. S. California Edison Co.,
227 F.3d 1361

(Fed. Cir. 2000) IPR2018-00766, -00767 EXHIBIT 1028

Page 30 of 103 Juno Phase 0 (Ex.2009) at 15; Implicit POR, pp. 35-36; Sonos Reply, pp. 24-25.

30



IMPLICIT’S LICENSING “EVIDENCE” IS DEFICIENT

The licensing of that technology. including by Intel, further reflects that it 1s
not technology that would have been obvious
The patents flowing from BeComm’s mnovations, of which the Patent 15 a

part, were later licensed for significant value beginning 1 2007 to companies such

as Intel, Microsoft. Google. Cisco. HP. AMD, Apple, and others. Ex. 2001, at 9 10.

Implicit POR
252 Patent

10. I am the imnventor on over 25 1ssued U.S. Patents that stem from my

- work at BeComm. Compantes such as Microsoft, Apple, Google, Intel, AMD,

Edward Balassanian Cisco, HP, Palo Alto Networks, and a number of other companies have licensed

Lead Inventor & Founder that patent portfolio for significant value.

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 31 0f103 Implicit POR, p. 37; Balassanian Dec. (Ex.2001) at 910; Sonos Reply, pp. 24-25.

31



IMPLICIT FAILS TO ESTABLISH NEXUS FOR COMMERCIAL SUCCESS

Implicit POR
‘252 Patent

Intel’s willingness to pay significant value for the technology of the Juno

project 1s another indicator of nonobviousness.

Companies that use the synchronization technology of the Challenged Claims
have also achieved (and continue to achieve) significant commerecial success. That

mecludes Sonos.

“IR]eliance on commercial success is undermined
as a matter of law by [patentee’s] failure to
introduce evidence related to the nexus.”

ABT Sys., LLC v. Emerson Elec. Co.,
797 F.3d 1350
(Fed. Cir. 2015)

Page 32 of 103

IPR2018-00766, -00767 EXHIBIT 1028

Implicit POR, p. 36-37; Sonos Reply, pp. 24-25. 32



JANEVSKI DISCLOSES “MASTER DEVICE TIME” OF 252 CLAIM 2

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD

Janevski Does Not Disclose a “Master Device Time™

Petitioner has not shown

IPR2018-00766 (Patent 7,391,791 B2)

oo~ o e s that the query time stamp is a master device time. Janevski does not indicate if the

query time stamp contains a time indicated by a designated clock of any particular

device

Implicit POR
‘252 Patent

Janevski discloses that the “initiator” PVR

periodically sends each “participator”™ PVR a
“status message” that contains an indication of the “initiator” PVR’s “time into the
[video] program™ as well as a “query time stamp” for “a frame that the initiator has

Dr. Roman Chertov just played or has recently played.”
’ .
Sonos’s EXpe rt Witness this disclosure amounts to the claimed functionality of sending

“a master device time at which the master rendering device renders content.”

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page330f103 Implicit POR, p. 39; Chertov Dec. (Ex.1009) at 9129; Sonos Pet., p. 48. 33




DR. CHERTOV’S OPINIONS ON “RENDERING TIME” ARE ENTIRELY CONSISTENT

Dr.

Chertov’s conflicting application of the “rendering time” terms weighs heavily on
Dr. Chertov’s credibility regarding the Implicit Source Code. The conflicting
testimony (and Sonos’s corresponding discovery tactics) cast significant doubt on

all of Dr. Chertov’s testimony in favor of Sonos.

Implicit Sur-Reply
‘791 Patent

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 3401103 Implicit Sur-Reply, p. 9. 34




DR. CHERTOV’S OPINIONS ON “RENDERING TIME” ARE ENTIRELY CONSISTENT
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24.  The construction of “rendering time™ I have applied and used in
already been rendered by a given rendering device.” I understand that Implicit and
- Dr. Hashmu have not challenged this construction of “rendering time.”

25.  When applying this construction of “rendering time” to the Implicit

Dr. Roman Chertov Source Code, 1t 1s my opinion that the Implicit Source Code fails to practice any of

I formmlating my opinions 1s “a time measure of the amount of content that has

>onos’s Expert Witness the “renderng time™ limitations of the Challenged Claims of the ‘791 Patent.

—_— R S R e

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 3501103 Chertov Dec. (Ex.1022) at 99 24-25; Sonos Reply., p. 14. 35




DR. CHERTOV’S OPINIONS ON “RENDERING TIME” ARE ENTIRELY CONSISTENT

IX. CLATM CONSTRUCTION

69. My opinions regarding the issue of patentability of the ‘791 Patent are
based upon the “broadest reasonable constructions™ proposed in Sonos’s Petition
for Inter Partes Review of the ‘791 Patent (the “Petition™), which I have

reproduced in tabular form below.

Claim Element(s) | Broadest Reasonable Construction

“rendering time” “a time measure of the amount of
content that has already been rendered
by a given rendering device”

Dr. Roman Chertov
Sonos’s Expert Witness 103. Further yet. Janevski discloses that each PVR keeps track of the

amount of content in a given video program that has already been rendered by the
PVR in terms of “the time or frame into the program.” In my opinion, this “time or
frame mto the program™ maintained by a PVR amounts to the claimed “rendering

time.” Id. at 1:65-2:5, 7:41-50.

IPR2018-00766,-00767 EXHIBIT 1028
SONOS Page 36 of 103 Chertov Dec. (Ex.1009) at 9 69, 103; Sonos Pet., p. 39. 36




DR. CHERTOV’S OPINIONS ON “RENDERING TIME” ARE ENTIRELY CONSISTENT

Dr. Roman Chertov
Sonos’s Expert Witness

Implicit Sur-Reply
‘791 Patent
SONOS Page 37 of 103

—— —_— T ———

103.  Further yet. Janevski discloses that each PVR keeps track of the
amount of content in a given video program that has already been rendered by the
PVR m terms of “‘the time or frame mto the program.” In my opinion, this “time or
frame into the program’™ maintained by a PVR amounts to the claimed “rendering

time.” Id. at 1:65-2:5, 7:41-50.

—_— e~

Sonos and Dr. Chertov contended that
the “time or frame into the program.” when applying the claims to Janevksi to assert

invalidity, “amounts to the claimed ‘rendering time.”” Paper No. 1, at 39 (emphasis

added)

IPR2018-00766, -00767 EXHIBIT 1028

Chertov Dec. (Ex.1009) at 9 103, Implicit Sur-Reply, p. 9; Sonos Pet., p. 39.

37




IMPLICIT’S SWEAR BEHIND IS LEGALLY DEFECTIVE

» Implicit's swear behind does not address the claimed
subject matter

» Implicit’'s swear behind lacks independent corroboration

» Implicit's swear behind improperly relies on incorporated
material

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 38 of 103 Sonos Reply, pp. 1-12. "




IMPLICIT’S SWEAR BEHIND DOES NOT ADDRESS THE CLAIMED SUBJECT MATTER

“Conception is the touchstone to determining
inventorship.”
Fina Oil & Chem. Co. v. Ewen,
123 F.3d 1466, 1473
(Fed. Cir. 1997)

To establish conception, a party must show possession of
every feature recited in the claim, and every limitation of
the claim must have been known to the inventor at the time

Coleman v. Dines, of the alleged conception.

754 F.2d 353, 359

(Fed. Cir. 1985)
IPR2018-00766, -00767 EXHIBIT 1028

SONOS Page 39 of 103 Sonos Reply, p. 1. 39




IMPLICIT’S SWEAR BEHIND DOES NOT ADDRESS THE CLAIMED SUBJECT MATTER

» Balassanian states that he and Bradley “originally
conceived of the inventions set forth in the Claims of the
Patents and they were actually reduced to practice before
December 11, 20017

Ex. 2001, 96

» To make this declaration, Balassanian must have had some
understanding of what the claims of the patents mean

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 40 of 103 Sonos Reply, p. 2. ,,




IMPLICIT’S SWEAR BEHIND DOES NOT ADDRESS THE CLAIMED SUBJECT MATTER

» Balassanian repeatedly testified during his deposition that
he could not, and would not, provide his understanding of
“the inventions set forth in the Claims of the Patents”

Ex.1019, 20:16-22:24; 26:5-16; 36:3-19; 39:18-41:12; 44:22-45:3;
47:6-49:20; 50:11-22; 51:22-52:4; 53:1-24: 165:9-166:10

» Balassanian was asked for his understanding of the
claimed invention, not a lawyer’s understanding

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 41 of 103 Sonos Reply, p. 2. ,,




BALASSANIAN REFUSED TO PROVIDE HIS UNDERSTANDING OF THE CLAIMS

What inventions set forth in the Claims of the Patents did you
concelive of?
. The specific inventions detailed in the claims.
. What are those inventions?
‘ . They are what the claims state they are. And I am not going to

construe claims for you.

. Do you have any understanding of how the Claims of the Patents
are construed?

I do not purport to understand claim construction.
Have you read the claims?
Edward Balassanian . At some point, yes, I have.
Lead Inventor & Founder . And did you understand the claims when you read them?
My understanding of the claims is simply as a layman. I do not
have a legal perspective on the claims.
Can you tell me what that understanding is?
Not without reading the claims.
* ok ok ok Kk
Okay. Having just read Claim 1 of the 791 patent, can you tell me
your understanding of the invention of Claim 17
Claim 1 is, specifically, what Claim 1 says. And for me to say
anymore than that would mean I'm construing what it means. And I

am not going to do that. I am not a lawyer.
IPR2018-00766,-00767 EXHIBIT 1028

SONOS Page 42 of 103 Balassanian Dep., Ex. 1019 at 47:6-48:24; Sonos Reply, pp. 2-3.
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BALASSANIAN IMPROPERLY CONNECTED CONCEPTION TO SPECIFICATION

. And so when you said: "According to the invention that Mr.
Bradley and I conceived of earlier in 2001.” Are you referring
to the claims of the 791 and the 252 patents?

. No, I'm referring to the general concept of synchronizing audio
and video content.

So, anytime throughout this declaration when you’re testifying

Edward Balassanian that tests and demos synchronize content according to the
Lead Inventor & Founder invention, am I correct in saying that you are not referring to
the claims 1n the invention?

In this particular sentence, I am saying that the demonstration
synchronized content according to the invention in my references
in regards to the concept of synchronizing multimedia content in
the network. I am not speaking to the invention as claimed in
the patent or any other references to invention in here. Unless
you want to specifically call them out and I can tell you what I
think I meant by them.

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 43 of 103 Balassanian Dep., Ex. 1019 at 143:20-144:14; Sonos Reply, p. 3. 43




IMPLICIT’S SWEAR BEHIND DOES NOT ADDRESS THE CLAIMED SUBJECT MATTER

» Unable to formulate an understanding of “the inventions set
forth in the Claims of the Patents,” Balassanian cannot
competently testify regarding any conception of the

claimed inventions of the patents at issue, let alone when
such conception occurred

» For this reason alone, the Board should reject Implicit’s
swear behind

IPR2018-00766, -00767 EXHIBIT 1028
Sonos Reply, p. 3. 44
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IMPLICIT’S SWEAR BEHIND IS LEGALLY DEFECTIVE

» Implicit’'s swear behind lacks independent corroboration

» Implicit's swear behind improperly relies on incorporated
material

IPR2018-00766, -00767 EXHIBIT 1028
SONOS Page 45 of 103 Sonos Reply, pp. 1-12. as




IM