699 Patent: Disputes

1. Kiyohara transfers packet data without headers to the
“destination”

2. Kiyohara transfers packet data to the “destination” without the
host processing network layer or transport layer headers

3. Kiyohara’s data storage area is on the host

4. Information in Kiyohara's data storage area is controlled by the
application

5. SMB is a session layer protocol (claims 2, 7)
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PO argues that Kiyohara transfers the

headers and the data to the “destination”

“...transferring the data to the destination, without transferring the network layer
headers or the transport layer headers of the plura  lity of packets to the destination...”

PO argues that Fig. 16 shows
that the data storage area and
the header storage area are on
the same physical memory and
are stored sequentially (address
An, An-1, An-2, etc.).

DTn ~
’ Paper 15 (POR) at 15-17.
Tnat Tn MANAGEMENT

- DESCRIPTION
Dint r TABLE DT

Ex. 1089 (Kiyohara) at Fig. 16.
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“Destination” does not require a

separate physical memory

7. A method comprising;

recetving, by a network interface that is coupled to a com-
puter, a plurality of packets each containing data, a net-
work layer header and a transport layer header, wherein
the data is for an application running on the computer;

providing, by the network interface to the computer, a
session layer header from one of the packets;

analvzing, by the computer, the session layer header,
including obtaining a destination for the data in a
memory of the computer, such that information that 1s
later stored in the destination will be controlled by the
application; and

transferring the data to the destination, without transferring
the network layer headers or the transport layer headers
of'the plurality of packets to the destination, and without
processing the network layer headers or the transport
layer headers by the computer.

Ex. 1001 (699 Patent) at Claim 7; see also id. at Claims 1 and 13; Paper 29 (Reply) at 4.
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Kiyohara’s header portions and data

portions are stored In different areas

N

United States Patent 9 (1] Patent Numher 5 237,693
Kiyohara et al. (451 Date of Patent: 17, 1993

FIG. 23 shows the procedure for receiving the pack-
| ets from the transmission medium. When the communi-
{ cation LSI or hardware issues a receiving interruption,
| the header portion is cut out from the packet data and 1s
stored in the header storage area for each layer (step

| §$X8) and
e for creating the management descriptor table DT
(step SX9) After that, whether the communication

PR
::::::

Ex. 1089 (Kiyohara) at 17:18-25; Paper 1 (Petition) at 44, 61,
Ex.1003 (Horst Decl.) at A-13; Paper 29 (Reply) at 4-8.




Kiyohara’s header portions and data

portions are stored In different areas

Fig. 18
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Ex. 1089 (Kiyohara) at Figs. 16, 18;
The data storage area 71 is the Ex.1003 (Horst Decl.) at 57-58;
“destination”, which only contains data

Paper 29 (Reply) at 4-8.



Only the data portions of Kiyohara'’s packets

are stored sequentially in the memory

The physical structure comprises [t - Fig. 16

having a length of DLn to & tfen | ence

an address An, a (n— l)th laycr hcadcr 72 havmg a
length of DLn-1 to be written at an address An-1, a an-i mﬁ{m’ga
(n—2)th layer header 73 having a length of DLn-2 to be NN
written at an address An-2, and the like. 7313@’;%%? !

' ing APPLICATION
CCO!‘ ‘ © LAYER DATA 79

— FFFFH
DP 1
> DL
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sresent embodiment, therefore,

to the

a, It is thus unnecessary to

“\ DP2
Ex. 1089 (Kiyohara) at Figs. 16, 18, 15:20-25, 17:32-44; 1 DL
Ex.1003 (Horst Decl.) at 57-58; Paper 29 (Reply) at 4-6. @ FDF: '; H
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Dr. Horst: Addresses An-1, An-2 are for layers n-1,

n-2, not relative locations of the addresses

Fig. 16
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UNTTED STATES PATENT AND TRADEMARK OFFICE
DATA

= BEFORE THE PATENT TRIAL AND APPEAL BOARD
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Petitioner,

Q. And what does "An-1" and "An-2" mean?

DEPOSITION OF ROBERT HORST, PY

MS. KHACHATOURIAN: Objection. Form.

15 Tuesday, August 28, 2018

THE WITNESS: Those are just referencing
which layer they're corresponding to so that --

those refer to numbers; where the network layer may

3 Reported by:
4 JANIS JENNINGS, CSR, CCRR

I be one number and the transport layer may be a

INTE

different number.
]

Ex. 1089 (Kiyohara) at Fig. 16; Ex. 1425 (Horst Dep.) at 37:9-15;
Paper 29 (Reply) at 7. @m




699 Patent: Disputes

1. Kiyohara transfers packet data without headers to the
“destination”

2. Kiyohara transfers packet data to the “destination”
without the host processing network layer or transp ort
layer headers

a. Kiyohara discloses offloading processing of network and
transport layers to a network coprocessor on an intelligent
board

b. Kiyohara’s host does not process the network or transport
headers

3. Kiyohara’s data storage area is on the host

4. Information in Kiyohara’'s data storage area is controlled by the
application

5. SMB is a session Iaxer Erotocol SCIaims 2, 7= @



Petitioner’s disclosures all concern the third

embodiment

(AR AR A
US005237693A
United States Patent ;s [11]  Patent Number: 5,237,693
Kiyohara et al, (45) Date of Patent:  Aug. 17, 1993
[$4] SYSTEM FOR ACCESSING PERIPHE]
EVICES CONNECTED IN NETW/
(73] ‘oshiml Kiyohara, Nara; Tomohisa
‘amaguehi, Ikoms,
[13] Assignee: Sharp Kabushiki Kaishs, Osaka,
Japan

[21] Appl No.: 676,981
[22] Filed:  Mar. 29,1991

' ing to the present embodiment operates to pass Or re-
ceive the data between the layers in the similar manner
| to the high-speed communication buffering control
| device according to the third embodiment. Hence,
-:=| please refer the description about FIGS. 15 to 26.

L uil O Ex. 1089 (Kiyohara) at 20:4-9;
""""" rrp gl Y Paper 29 (Reply) at 2, 8.




Kiyohara explains how its intelligent board

system processes received packets

“...transferring the data to the
destination...without processing the
network layer headers or the transport
layer headers by the computer.”

Fig. 24
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Ex. 1089 (Kiyohara) at 17:52-18:2, Fig. 24; Paper 1;

FIG. 24 shows the intelligent board system. As
shown, the intelligent board system is divided into two
sections, the first section includes a simple main transfer
protocol (SMTP), a file transfer protocol (FTP), a te-
lenet, a Berkley 4.2 BSD socket library 93, and a user
application 92. The first section of the intelligent board
system takes the responsibility of the application layer
83, the presentation layer 84, and the session layer 85
included in the upper protocol layer 81. The second
section includes a transmission control protocol (TCP),
an internet protocol (IP), a user datagram protocol
(UDP), an address resolution protocol (ARP), and an
internet control message protocol (ICMP), a host bus
94, a coprocessor for a network communication 95, a
LAN board 96, and a data link 97. The second section of
the intelligent board system takes the responsibility of
the transport layer 86, the network layer 87 in the upper

protocol layer 81, and the data link layer 88 in the ether-
net layer 82 which includes a physical layer 89.

Paper 29 (Reply) at 2-3, 8-10; see also (Petition) at 36-45; Ex.1003 (Horst Decl.) at 51-59.




Dr. Horst explained what is depicted In

Figure 24 of Kiyohara

UNITED STATES PATENT AND TRADEMARK QFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Page 1

INTEL CCRPORATION,

Petitioner,
Vs. 1y
RLACRITECH,

Patent Owner.

. /

DEPOSITION OF ROBERT HORST
Redwood shores, Califoqy

Tuesday, August 28, 20

Q. What does Figure 24 show?

A. Figure 24 shows an intelligent board system
with two sections, where the upper section is the
host side of the host bus with a processor running
applications, and the lower section is an

intelligent board with a coprocessor for network

; communication.

23 Reported by:

o e wems Ex. 1425 (Horst Dep.) at 30:13-19;
INTEL EX. 1425.001 Paper 29 (Reply) at 2.




699 Patent: Disputes

1. Kiyohara transfers packet data without headers to the
“destination”

2. Kiyohara transfers packet data to the “destination”
without the host processing network layer or transp ort
layer headers

a. Kiyohara discloses offloading processing of network and
transport layers to a network coprocessor on an intelligent
board

b. Kiyohara's host does not process the network or transport
headers

3. Kiyohara’s data storage area is on the host

4. Information in Kiyohara’'s data storage area is controlled by the
application

5. SMB is a session Iaxer Erotocol SCIaims 2, 7= @



PO relies on Kiyohara’s description of Figs. 20A and

20B as allegedly showing the host performs all
header processing

UNITED STATES PATENT AND TRADEMARK OFFICE

SO AT AREAT. AT Ao If anything Kiyohara insinuates that the host processes all layer headers,
G, including the transport and network layer headers. /d. at 69. With respect to FIGS.

20A and 20B, Kivohara states, “processing is carried out at each layer (step SW4)

ALACRITECH, INC.
Patent Owner

— depending on each protocol” (Ex. 1089, Kivohara. at 16:22-23 (emphasis added))

Case [PR2018-00401

U.S. Patent No. 7,945,600

and “[i]f... the headers and the processings [sic] are respective in the layers, the

PATENT OWNER'S RESPONSE|
PURSUANT TO 37 C.F.R. § 42.12( . = . aa
protocol for each layer is processed and the header for each layer is created.” Id.

at 16:34-36 (emphasis added). A POSITA would understand that these processing
steps are performed by a processor of the host computer since the host computer
would be tasked with generating the management descriptor tables DT and data

pointer management table 80. Ex. 2026, q 69.

Paper 15 (POR) at 22.



Kiyohara's Figs. 20A and 20B are for

transmission; Figs. 22A and 22B are for reception

Neither disclose the host performing all protocol processing
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Ex. 1089 (Kiyohara) at Figs. 20, 22; Paper 29 (Reply) at 10.




Kiyohara bypasses protocol processing

for layers that have expected headers

Fig.22

IR

United States Patent ;s [11]  Patent Number: 5,237,693
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Ex. 1089 (Kiyohara) at Fig. 22; Paper 1 (Petition) at 39-42, 44; Ex.1003 (Horst Decl.) at 58-59.




Kiyohara's second section is the only one with TCP

and IP protocols for network and transport layer
DroCessINg

included in the upper protocol layer 81. The second
section includes a transmission control protocol (TCP),
an internet protocol (IP), a user datagram protocol
(UDP), an address resolution protocol (ARP), and an
internet control message protocol ({ICMP), a host bus
94, a coprocessor for a network communication 95, a
LAN board 96, and a data link 97. The second section of
the intelligent board system takes the responsibility of
the transport layer 86, the network layer 87 in the upper

protocol layer 81, and the data link layer 88 in the ether-
net layer 82 which includes a physical layer 89.

Ex. 1089 (Kiyohara) at Fig. 24, 17:60-18:2; Paper 1 (Petition) at 37-39;
Ex.1003 (Horst Decl.) at 52-53.
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699 Patent: Disputes

1. Kiyohara transfers packet data without headers to the
“destination”

2. Kiyohara transfers packet data to the “destination” without the
host processing network layer or transport layer headers

3. Kiyohara’s data storage area is on the host

4. Information in Kiyohara's data storage area is controlled by the
application

5. SMB is a session layer protocol (claims 2, 7)
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PO admits the data storage area is where the

packet is stored but disputes whether it is on the
host

“...0btaining a destination for the
data in a memory of the computer...”
UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAT ROARD

CAV

above limitation. Specifically, Petitioner argues that the “data storage area”
Pe,

el discussed in Kiyohara is where the packet data is stored. Petition at 56. Patent Owner

Pate

cser|  dO€s not dispute this. What Patent Owner does dispute is Petitioner's unsupported
U.S. Paten

pevtow) - statement that “[t]his data storage area is on the host.” /d. at 56-57. Petitioner
A}

Paper 15 (POR) at 23.

H



Dr. Horst explained that data Is stored where

the application layer has access to it

UNITED STATES §

SN 4 Okay. 2nd, vou know, we discussed about
data storage area and header storage area. Do you
. ... ™  know where physically the data storage area is

located?

DEPOSITION OF

Redwood Shq

e THE WITNESS: The data is storsd at the

location where the application layer has access

to it. So typically that would be on the host.

3 Reported by:
24 JANIS JENNINGS, CSR, CCRR

S ——— Ex. 1425 (Horst Dep.) at 33:24-34:9 (objection omitted);
INTEL EX. 1425.001 Paper 29 (Reply) at 2-3, 10-11.
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Kiyohara’s data storage area pointer IS

obtained from the application

IR

United States Patent ;s [11]  Patent Number: 5,237,693
Kiyohara et al, (45) Date of Patent:  Aug. 17, 1993
[$4] SYSTEM FOR ACCESSING PERIPHERAL S00LE19 4/1991 Fisher etal. ..
DEVICES CONNECTED IN NETWORK 060,263 10/1991
30160 141992
{75] Inventors; Toshiml Kiyohars, Nara; Tomohlsa 5008480 341992
Yamaguchi, Ikoms, both of Japan Si20390 61992

[73] Assignee: Sharp Kabushiki Ksishs, Osaka,
Japan

[21] Appl No.: 676,981

[22] Filed:  Mar. 29,1991

et | As shown in FIG. 22A, like the data transmission, the
i 1 head pointer of the data storage area is obtained from
wremensst d the application (step SX1) and the data pointer manage-

521 us.a. /1
364/240; 364/241.9; 364/D!

[51] Imt. QL%
4326289 471982

4423414 1241983 = . .

4434575 671988 di
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4,663,748 571987 so L] ’

4650581 2/1987 is

477,395 1071988 dey

SEISIE S99 Yoo 3647200y N T T T TR T DT U

4835674 5/1989 Coltins et al Eard cludes an application for issuing the system call for

by e YO/53 accessing the device connected with the different node,

364729 and a router for detecting whether or not the device 16
3s4/200 e sccessed is located in the node.

e Ex. 1089 (Kiyohara) at 16:60-63;
Paper 1 (Petition) at 39-42;
Ex.1003 (Horst Decl.) at 58.

“hang
4907224 3/1990 Scoles et al.

r
| 2

CAVIUM-1089
Cavium, Inc. v. Alacritech, Inc.
Page 001




Kiyohara'’s first section (host) includes a

user application

LI
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Ex. 1089 (Kiyohara) at Fig. 24; Paper 1 (Petition) at 37-39; Ex.1003
(Horst Decl.) at 52-53.




Kiyohara’s first section (host) includes a

user application

N

(1] Patent Number: 5,237,693
Aug. 17, 1993

FIG. 24 shows the intelligent board system. As
shown, the intelligent board system is divided into two
sections, the first section includes a simple main transfer
protocol (SMTP), a file transfer protocol (FTP), a te-
lenet, a Berkley 4.2 BSD socket library 93, and a user
application 92. The first section of the intelligent board
system takes the responsibility of the application layer
83, the presentation layer 84, and the session layer 85
included in the upper protocol layer 81. The second

Ex. 1089 (Kiyohara) at 17:52-60; Paper 1 (Petition) at 37-38; Ex.1003
(Horst Decl.) at 52-53.
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PO admits that no data is left behind on the

NI d

evice, so It must be stored on the host

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORI ]

Consequently, unlike the "699 patent, the network layer header and transport
layer header of Kivohara are not left behind at the NI device but instead they are

transferred, along with the data, to the same memory destination shown 1n FIG. 16.

PATENT OWNER’S RESPONSE Paper 15 (POR) at 18.
PURSUANT TO 37 C.E.R. § 42.120




699 Patent: Disputes

1. Kiyohara transfers packet data without headers to the
“destination”

2. Kiyohara transfers packet data to the “destination” without the
host processing network layer or transport layer headers

3. Kiyohara’s data storage area is on the host

4. Information in Kiyohara's data storage area is con  trolled
by the application

5. SMB is a session layer protocol (claims 2, 7)



Kiyohara in combination with SMB discloses an

application that controls data in the data storage area

“...such that information that is later stored
in the destination will be controlled by the
application...”

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CAVIUM, INC.
Petif]

| Kiyohara discloses that a “head pointer of the data storage area 1s obtained

ALACRIT|
Patent

from the application™ (id. at 16:60-63, Fig. 22A). and information 1s /arer srored in

Case IPR. Ng
U.S. Patent Iy

T mrrac oevice canwr  tHS destination—i.e., the descriptors are set up first, then data from subsequent data

HEADERS DIRECTLY]

packets are stored in the destination using those descriptors. See, e.g., id. at Figs.

Petition For Inrer Parfes Revie|
Under 35 U.S.C. §§ 311-319 and J

22A. 22B. 23 (showng process loops for receiving a sequence of packets). Kiyohara,

Mail Stop “PATENT BOARD”
Patent Trial and Appeal Board
U.S. Patent and Trademark Office P.O.

Alexandsia, VA 22313-1450 Paper 1 (Petition) at 55-60; see
also Paper 29 (Reply) at 11-12.

H



A POSA would have understood that the

Information is controlled by the application

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRI|

Kiyohara also discloses that the data pointer to the data storage area is

"l obtained from the application, hence the information is controlled by the
il application:
o As shown i FIG. 22A, like the data transmission, the head
INTLIM?\E{%T&%SJ%{@ pointer of the data storage area 1s obtained from the application
PIRECTLYINTO (step SX1) and the data poimnter management table 80 1s created
(step SX2).

PETITION FOR INTER
U.S. PATENT ]

Ex.1089, Kiyohara at 16:60-63 (emphasis added.)

Muail Stop “PATENT BOARD”

Patent Trial and Appeal Board EX 1003 (Horst Decl) at 81'83,

U.S. Patent and Trademark Office

Alexiniria. VA 223131450 Paper 1 (Petition) at 56;
Paper 29 (Reply) at 11-12.

H



Dr. Horst: data received from an SMB request

IS sent to the requesting application

116. smb _com 1s a command code that identifies the operation to be

UNITED STATES PATENT AND TRADEMARK OFFI(| .
performed. SMB allows many operations to be performed over the network, but for
BEFORE THE PATENT TRIAL AND APPEAL BOARI

the purposes of the 699 Patent claim analysis, a single example command will
CAVIUM, INC.
Petitioner

suffice. One such command 1s SMBreadX, which 1s one of the commands that

ALACRITECH, INC.
Patent Owner

reads a block of data from a remote file:

Case IPR. No. Unassigned |
U.S. Patent No. 7,945,699

Title: OBTAINING A DESTINATION ADDRESS SO THAT A NH

R TLY INTO TOST NEMORY 118. The code implementing SMB receives the packet, strips off the

DECLARATION OF RoBERT HorsT, prip. v suppor| header, and returns the data to the requesting application. Looking at an exemplary
PETITION FOR INTER PARTES REVIEW OF
U.S. PATENT NO. 7,945,699

implementation, the following code from a 1996 Samba release is an excerpt from

Ml Stop <PATENT BOARD the SMBreadX command. These excerpts from the client.c file show part of the
U.S. Patent and Trademark Office

P.O. Bo:\'_l 450 ) i . .

Alevandria, VA22313-1430 code that uses SA/BreadX to determne the memory locations for buffening data

DMZT9SSIEES

o« from aremote file before writing that part of the remote file to alocal file.
[

Ex. 1003 (Horst Decl.) at 63-65;
Paper 1 (Petition) at 57-60. @n




699 Patent: Disputes

1. Kiyohara transfers packet data without headers to the
“destination”

2. Kiyohara transfers packet data to the “destination” without the
host processing network layer or transport layer headers

3. Kiyohara’s data storage area is on the host

4. Information in Kiyohara's data storage area is controlled by the
application

5. SMB is a session layer protocol (claims 2, 7)



Claim language

USD07945609B2

n» United States Patent (10 Patent No.: US 7,945,699 B2
Boucher et al. (4%) Date of Patent: *May 17, 2011

Silieon Edge Luw Group

CAVIUM-1001
Cavium, Inc. v. Alacritech, Inc.
Page 001

2. The method of claim 1, wherein obtaining the destina-
tion for the data in the memory of the computer includes
providing. by the network interface to the computer, a session
layer header trom one of the packets.

7. A method comprising;

receiving, by a network interface that is coupled to a com-
puter, a plurality of packets each containing data, a net-
work layer header and a transport layer header, wherein
the data 1s for an application running on the computer;

providing, by the network interface to the computer, a
session layer header from one of the packets;

analyzing, by the computer. the session layer header,
including obtaining a destination for the data in a
memory of the computer, such that information that is
later stored in the destination will be controlled by the
application; and

transferring the data to the destination, without transferring
the network layer headers or the transport layer headers
of the plurality of packets to the destination, and without
processing the network layer headers or the transport
layer headers by the computer.

Ex. 1001 (699 Patent) at Claims 2 and 7;
Paper 29 (Reply) at 13-15




PO disputes whether the SMB protocol

IS a session layer protocol

“...providing, by the network interface to
the computer, a session layer header from
one of the packets...”

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

CAVIUM, INC.
Dosiss ar

A close review of SMB reveals that it not only fails to state or suggest that the
SMB protocol is a session layer protocol, but it instead supports Patent Owner’s
M argument that the SMB protocol is an application layer protocol or at least a

presentation layer protocol. Ex. 2026, | 78. In support of its contention that the SMB

Paper 15 (POR) at 29-30

H



In the related 205 Patent, PO admitted

that SMB Is a session layer protocol

USO07124205B2

nzm United States Patent ) Patent No.: 124,205
Cr; i al. ) Date of Patent: Oct. 17, 2006

"1 4. The apparatus of claim 1, wherein the session layer
. TQ;T‘;, protocol 1s SMB

xxxxx

|

NetBlos 630 passes the session headers 10 SMB 632, which
=1 processes the read request and determines whether the
requested data is held on a host or INIC file cache. If the

Ex. 1090 (205 Patent) at Claim 4, 19:41-43;

Ex. 1003 (Horst Decl.) at 62;
Paper 29 (Reply) at 13-14, FN 2, 3.
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The 205 and 699 Patents are closely related

and claim priority from the same applications

USO07124205B2

US 7,124.205 B2

nzm United States Patent
Craft et al, Oct. 17, 2006

1) Patent No.:
(4%) Date of Patent:

o 39520012
303250

USO07945699B82

US 7,945,699 B2

uxn United States Patent
Bouche *May 17, 2011

1oy Patent No.:
%) Date of Patent:

(79 Assigne s o No. H98.296,

The present application claims the benefit under 35 USC
§ 119 of U.S. Patent Application Ser. No. 60/061,809, filed
Oct. 14, 1997, and U.S. Patent Application Ser. No. 60/098,
296, filed Aug. 27, 1998, and claims the benefit under 35
USC § 120 of U.S. patent application Ser. No. 09/067,544,
filed Apr. 27, 1998, U.S. patent application Ser. No. 09/141,
713, filed Aug. 28, 1998, U.S. patent application Ser. No.
09/384,792, filed Aug. 27, 1999, U.S. patent application Ser.

Ex. 1090 (205 Patent) at 1:8-15;
Paper 29 (Reply) at 13-14, FN 2.

on Nov. 12, 1999, now Pat. No. 6,247,060, which is a
continuation of application No. 09/067,544, filed on
Apr. 27, 1998, now Pat. No. 6,226,680, said
**k%*

application No. 09/416,925, filed on Oct. 13, 1999,
now Pat. No. 6,470,415, and a continuation-in-part of
application No. 09/141,713, filed on Aug. 28, 1998,
now Pat. No. 6,389,479, and a continuation-in-part of
application No. 09/384,792, filed on Aug. 27, 1999,
now Pat. No. 6,434,620.

Provisional application No. 60/061,809, filed on Oct.

14, 1997, provisional application No. 60/098,296,

filed on Aug. 27, 1998.
[

Ex. 1001 (699 Patent) at (63), (60);
Paper 29 (Reply) at 13-14, FN 2.




Each of the 205 Patent inventors are

Inventors on the 699 Patent

US00794569981
oz United States Patent 1 Patent No.: US 7,945,699 B2
nz United States Patent 110) Patent No.:  US 7,124,205 B2 Boucher et al. 1451 Date of Patent: *May 17, 2011
Craft et al. (45) Date of Patent: Oct. 17, 2006
(54) continnation-i
(54) NETWORK INTERFACE DEVICE THAT 5455579 A L1996 Hite et ol L 39520012 filed on Sep.
FAST-PATH PROCESSES SOLICITED 5,506,065 A 21006 Ban .. 39; ) CANWRI ' application N
SESS| HEADERS IMRECTLY INTOY HR

s it o S0 S0, o il el o

upplication No. 097514425, filed on Feb, 28, X
o Bl N, BAZ7,1 71, a2 comtimunt

416,525, i om Do, 15, 1999,

row Pai, No 6,470,415, and o continuation-in-part of

T3, liled on Aug. 25, 1598

an-irpuart of

w 2T, 1599

(751 vy (75) laventors:

oo (73} Inventors: Peter K. Craft, San Francisco, CA

("} MNoied

Ln\mmu. . Boucher mmy
(U8

San Jese, CA 1
Milpitis, CA (118}

(US); Clive M. Philbrick, San Jose,

(*) Notce:  Subjecto sy disclaimer, the toem of this

21) Appl
k " " 4 patent s extended or adjusied under 355y
(22) Filed: ‘: "‘i l J ';.‘ " I Il B h LS., L54(b) by 34 days.
" oL Lanrence v, Boucner it kit 1 e ;

(65) - clusmer E - e RSN U

i"':h, t { - 1‘ [ J "H;_ : reh 0,
o T | (21) Appl.No. 12325941 709/225320, 7300232, 250
BN L '3 r'a Dgn 5 - E ) Se application file for comphete search hissory.

(22) Filed:  Dee.l, 2008
(52 (56 References Clted
(58 (63) Prine Publicatian Data
N o O S S e W ey G AL Rt o s o pocuvins )
(56 Referemces Clted it bt e 1 s ok S s i X 436653 A 121967 Johasom eial 160200
ocessed using & dedicated fast.path wheedby the Related U lication Daga L il

LS. PATENT DOCUMENTS
.-..uum\ kk of the host perflrms no petwork layer or

(75) Inventors: Laurence B. Boucher, Saratoga, CA

5 Dially ot al

5

(US); Stephen E. J. Blightman, San %

PP
Laif et al
41994 Yokayama o1 al
51995 awsman of al. ..
T A9 Chrisenson
WIa0S Richiee el ol

command stins

. MM,M Jose, CA (US).. Peter K. Cr aft, San (-

36 Claims, 25 Drawing Shoots

AT Francisco, CA (US), David A. Higgen,

il I
mamgz | fsromace o)

s Saratoga, CA (US); Clive M. Philbrick.
San Jose, CA (US): Daryl D. Starr,
Milpitas, CA (US)

i i b

CAVIUM-1000

‘Cavium, Inc. v. Alacritech, Inc.
Fage 00° CAVIUM-1001
Cavium, inc. v. Alacritech, Inc.
Page 001

Ex. 1090 (205 Patent) at (75); Ex. 1001 (699 Patent) at (75);
Paper 29 (Reply) at 13-14. Paper 29 (Reply) at 13-14.




The 205 patent’s disclosure of SMB as a session

layer protocol should carry to the 699 patent

“[W]e presume, unless otherwise
compelled, that the same claim term In .
. . related patents carries the same

construed meaning.”
Omega Eng’g, Inc. v. Rayek Corp., 334 F.3d 1314, 1334 (Fed. Cir. 2003)

Paper 29 (Reply) at 13-14.



PO relies on Microsoft SMB Protocol

and CFIS Protocol Overview

4 SAAE Protsecs s CIF S Prokscel Overvios | b

Microsoft SMB Protocol and CIFS
Protocol Overview

In this article

Protocol can also be used without a separate transport protocol the Microsoft SMB Protocol/NBT
combination is generally used for backward compatibility.

In the OSI networking model, Microsoft SMB Protocol is most often used as an Application layer or a
Presentation layer protocol, and it relies on lower-level protocols for transport. The transport layer protocol
that Microsoft SMB Protocol is most often used with is NetBIOS over TCP/IP (NBT). However, Microsoft SMB

o Extended file atinbute handiing

Protocol Overview); Paper 15 (POR) at 10

Alacritech Ex 2005, Page 1

Ex. 2005, Page 1 (2018 Microsoft SMB Protocol and CFIS
1 32'33

intel‘ | 182



Dr. Horst: SMB protocol is used by an application

program, like Samba, to read and write files remotely

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PAT]|

Cas

U]

Title: OBTAINING A DEST
INTERFACE DEVICE CAN W
DIRECT]]

DECLARATION OF R(
PETITION FO
US. H

112. A person of ordinary skill in the art would understand that SMB 15 a
session layer protocol. As explained above. the session layer sits between the
transport and application layers in the OSI reference model. The TCP protocol 1s a
transport layer protocol. Further. an application program such as Samba may use
SMB to read and write files on a remote server. Thus. SMB 1s a layer between the

application layer and the transport (TCP or UDP) layer as shown 1n this diagram:

Muail Stop “PATENT BOARD
Patent Trial and Appeal Board

U.S. Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

DMZT9SSIEES

Ex. 1003 (Horst Decl.) at 60; Paper 1 (Petition) at 47, 57, 64-65.




The 699 patent’s preferred embodiment uses

Samba to generate its session layer header

example, Compaq Proliant). Software executing on host com-
puter 100 includes: 1) a Linux operating system 103, and 2)
s | 1) @application program 104 by the name of “Samba’. Oper-

| 108 to protocol stack 107. The first part of this 192 bytes 1s
| session layer header information, whereas the remainder of
- | the 192 bytes 1s session layer data. Protocol stack 107 notifies
application program 104 that there 1s data for the application
program. Protocol stack 107 does this by making a call to the
.| “remove_wait_queue” routine.

C‘%} Ex. 1001 (699 Patent) at 3:53-55, 5:5-10; Paper 1 (Petition) at 29-30;
Ex.1003 (Horst Decl.) at 47-48;

RN Paper 29 (Reply) at 14-15.

i@ | 184



PO alleges that NetBIOS is the session

layer

The SMB protocol typically relies on NetBIOS over TCP/IP for transport. Ex.

2006, Networking Bible at 595 (“SMB commands are sent using NetBIOS over

UNITED STATES PATENT AND TRADEMARK OFFIC . » .
l TCP/IP . . . to create stateless connections between hosts.”); Ex. 2005, Microsoft

BEFORE THE PATENT TRIAL AND AREEAL BOARD  <\MIB Protocol Overview at 1 : Ex. 1055, SMB at .014 (illustrating SMB at the highest

CA; I{:ﬁ;ﬂc layer of the protocol stack and above the NetBIOS and TCP layers); Id. at .032
v (discussing SMB using NetBIOS as a delivery vehicle, which in turn relies on TCP

ALACRITECH, INC.
¥ e i for transport). NetBIOS is a session layer protocol that encapsulates the application

Ugﬁ;ﬁ,ﬁfﬁgﬂiﬂ% layer and presentation layer payload (e.g., SMB payload) and is itself encapsulated

MEL WS L ol by transport layer protocols like TCP. See Ex. 2006, Networking Bible at 528
PATENT OWNER’S RESPONSE
PURSUANT TO 37 C.F.R. § 42.120

(“NetBIOS is a Session layer (Layer 5) service for PCs.”). Ex. 2026, q 59.

[
Thus, since Petitioner admits that the TCP protocol is a transport layer protocol (See

Ex. 1003, Horst Decl. at § 112), then SMB, which is two levels above TCP, must be
at least a presentation layer protocol while NetBIOS is actually the session layer

protocol. Ex. 2026, J 81. SMB also explicitly states that the SMB protocol makes

Paper 15 (POR) at 10-11, 32.
intel‘ | 185




NetBIOS Is an interface not a protocol

Technical Standard

Protocols for X/Open PC Interworking:
The NetBIOS service has become the dominant mechanism for
personal computer networking. NetBIOS provides a vendor
independent interface for the IBM Personal Computer (PC) and
compatible systems.

NetBIOS defines a software interface not a protocol. There is no
"official™ NetBIOS service standard. In practice, however, the
IBM PC-Network version is used as a reference. That version is

described in the IBM document 6322916, "Technical Reference PC
Network" [2].

THE Opm GROUP
Ex. 1055 (SMB) at 60; Paper 1 (Petition) at 47.
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PO’s extrinsic evidence includes definitions of

“session layer” that are consistent with SMB

NEWTON'S
Easﬁuq Layer The fifth layer — the network processing layer — in the OSI Reference Model, which sets up the conditions

whereby individual nodes on the nefwerk can communicate or send data o each other. The session layer is responsibie for bind-
ing and unbinding logieal links between users. It manages, maintains and controls the dialogue between the users of the ser-
vice. The session layer's many functions include network gateway communications.

session layer (1) In the Open Systems Intercon-
IBM DICTIONARY| nection reference model, the layer that provides the
Ex. 2008 (Newton’s OF COMPUTING| means necessary for two end vsers to organize and
Telecom Dictionary) synchronize their dialogue and to manage their data
o | €XChange, These services establish, maintain, and ter-

minate communication, (T)  See Open Systems
Interconnection reference model. (2) The composite
layer consisting of the data flow control and trans-
mission control layers forming the half-sessions and
g s v Bmsne | SBSSION CONDIECLOrS In the network.

Gitkins Lotr Zomdin Wl ks Cllp Wie

ey ok Toranke |

Ex. 2009 (IBM Paper 29 (Reply) at 14; Paper 15 (POR) at 30.
Dictionary of Computer)

Ex. 2007 does not include a definition for “session layer”




Evidence of Obviousness Far
Outweighs Patent Owner’s Alleged
“Objective Evidence”

All citations refer to the docket for Case IPR2018-00226 unless otherwise noted.

Petitioner’s arguments are the same for IPR2018-00234 and IPR2018-00401.




No evidence PQO'’s products practice the

claims

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

ALACRITECH, INC., 43 Alacritech Instrumentalities
Pilaintiff,
v Alacritech is still investigating this matter, however, at this time Alacritech is not relying
TIER 3, INC., ET AL, et
2:16-cv-(

WISTRON CORPORATION, ET AL.,

on the assertion that its own apparatus, product, device, process, method, act, or other
DELL INC., 2:16-cv-(
Defendanis,

instrumentality of its own practices the claimed inventions. Alacritech reserves the right to

and

INTEL CORPORATION,

supplement and/or amend this disclosure to identify any apparatus, product, device, process,

Intervenor.

method, act, or other instrumentality of its own that practices the Asserted Claims of which
ALACRITECH’S FIRST AMENDED AND SUPPLEM

DISCLOSURES FOR INTE]
Plaintift Alacritech, Inc. (“Aleriech” or “plinitt] — Alacritech was not aware at the time of these disclosures.

Supplemental Patent Rule (“P.R.”) 3-1 and 3-2 Disclosures to Defendant Intcl Corporation

(“Intel” or “Defendant™). Paper 42 (205 Reply) at12;
Plaintiff submits these Disclosures based upon information it has acquired to date, as it IPR2018-0234 EX 1232 005 (Alacrltech’s Flrst Amended and
presently understands this information and the significance thereof, without yet having had the Su pplemental Patent Local Rule 3-1 and 3-2 D|SCIOSUreS)

full benefit of formal discovery. Accordingly, Plaintiff reserves the right to modify, amend,
retract, and/or further supplement the disclosures made herein as additional evidence and
information becomes available, after the Court has construed the Asserted Patents and as
otherwise allowed by the Local Rules and Federal Rules of Civil Procedure.

1 Alacritech, Inc. v. Tier 3, Inc., et al.

(EDTX, Case No. 2:16-cv-00693-JRG-RSP)
INTEL EX. 1232.001




“Conventional wisdom”: Use special

urpose NICs for TCP/IP acceleration

IP Storage and the CPU Consumption Myth

Robert Horst

3ware, Inc.
701 E. Middlefield Rd.
Mountain View, CA 94043

Abstract

This paper addresses a key issue that arises when
attaching storage devices directly to IP networks: the
perceived need for hardware acceleration of the TCPAP
nenworking stack. While many implicitly assume that
acceleration is required, the evidence shows that this
conclusion is mot well founded. In the past, network
accelerators have had mixed success, and the current
economic justification for hardware acceleration is poor
given the low cost of nost CPU cycles. The I/0 load for
many applications is deminated by disk latency, not
wransfer rate, and hardware protocol aceelerators have
little effect on the 1/O p in these envi

2. The Hist

aceelerators to of
CPU. Some cxaf
been  successful
‘communicatior

=== perception that standard networking protocols are too

Examples o
date from the e
many systems, 1l

Application benchmarks were run on an [P storay
subsystem to measure performance and CPU wtilization
on Email, database, file serving, and backup applications.
The results show that good performance can be obtained
without protocol acceleration.

1. Introduction

The growing popularity of gigabit Ethemet has
prompted increasing interest in using standard [P
netwarks to attach storage devices to servers. These
Ethemet Storage Area Networks (E-SANs), have
significant advantages in cost and management casc
compared with Fibre Channel SANs. Some IP storage
products are already on the market, and work to
standardize the protocals is progressing in the P Storage
working group of the IETF [1].

Networks customized to storage networking, such as
Fiber Channel, were developed largely due fo the
perception that standard networking protocols are teo
‘heavyweight for attaching storage. Conventional wisdom
says that IP storage is impractical without special purpose
NICs to accelerate the TCP/IP protocol stack. This papers
shows that the need for hardware aceeleration is largely a
myth. Several different lines of reasoning show that the
future of storage networking will rely heavily on storage
devices connected to servers without special purpose
hardware aceelerators.

0.7695-1432-4/01 $10.00 @ 2001 IEEE

of i tof
rapid pace of teel
ific re

1/0) initi

serve as an 1/0

Networks customized to storage networking, such as
~-1 Fiber Channel, were developed largely due to the

@==1 heavyweight for attaching storage. Conventional wisdom
== says that IP storage is impractical without special purpose

from its attaches

sz NICs to accelerate the TCP/IP protocol stack. This papers

some  point an|
Somewhere in by
or without the

and support costs bocome a burden. The accelerator is
usually a different CPU architeeture than the main CPU,
and it usually has a different software development

i 3 intaining two such is
costly, and even if they were identical, there is overhead
for inventing and testing the software interface between
the processors, The software development cost eventually
kills the front-end processor architecture, until the next
gencration of engincers rediscovers the idea and repeats
the cycle.

Some may argue that the problem was that the
accelerators should have been optimized hardware instead
of embedded processors
every protocol worthy of accelcration continues to evolve,
and it is difficult to stay ahcad of the moving target. The
new protocols praposed for 1P storage, iSCSI and iFCP,
are far from stable, and even after the standards have been
formally approved, there will likely be a long serics of
enhancements and bug fixes. It seems extremely

Alacritech, Ex. 2300 Page 1

Paper 42 (205 Reply) at 14;
Ex. 2300.001 (IP Storage and the CPU Consumption Myth).



SMB Is Prior Art

Petitioner’s arguments rely on the same evidence for IPR2018-00226 and IPR2018-00401.




Dates on SMB are consistent with

publicly availability in 1992

Technical Standard

Protocols for X/Open PC Interworking:
SMB, Version 2

X/Open CAE Specification (1992)

ieag

© September 1992, X/Open Company Limited

All rights reserved. No part of this publication may be reproduced, stored in a retrieval system,
or transmitted, in any form or by any means, electronic, mechanical, photocopying, recording or
otherwise, without the prior permission of the copyright owners.

Paper 1 (205 Petition) at 18;
Paper 1 (699 Petition) at 16;
Ex. 1055.004 (SMB).

tHE ()pen Group
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Open Group declaration establishes SMB

was publicly available on its website

Declaration from The Open Group, L.L.C.

RE: Technical Standard, Protocols for X/Open PC Interworking: SMB, Version 2

L Mery! Schchierman, declarg Declaration from The Open Group, L.L.C.

1. I am the Directo|

policies and prod

anerpwiicaion]  RE: Technical Standard, Protocols for X/Open PC Interworking: SMB, Version 2

2. The Open Group was responsible for publishing the technical standard,

“Protocols for X/Open PC Interworking: SMB, Version 2,” reference number

b e ik
= 3. According to our records, this technical standard was first available to the
ﬂ,dbu public on October 15, 1992 when it was published on The Open Group
24 website.

Executed on September 29, 2017

e Paper 1 (205 Petition) at 18 (citing Ex. 1077 (Open Group Declaration));
;}.aggae;gﬁggntﬁ“e o Paper 29 (699 Reply) at 26 (citing Ex. 1404 (Open Group Declaration)).
Buelinglis M DLROS Ex. 1077 for the 205 IPR and Ex.1404 for the 699 IPR are identical.

INTEL EX. 1077.001

H




Bennett declaration establishes SMB

was publicly available in various libraries

DECLARATION OF SCOTT BENNETT, Ph.D.
17 NOVEMBER 2017

| DECLARATION OF SCOTT BENNETT, Ph.D.
17 NOVEMBER 2017

1L BACKGROUND AND QUALIFICATIONS. ... 1

L INTRODUCTION....

IIL.

v | 1dentical copies of the C209 document; that the C209 document was publicly

V.
VI

available from its publisher on or about September 1992; that C209 document

partially copied in Exhibit 1074 was publicly available at the British Library by 29
October 1992, soon after the book’s publication; and that the C209 document was

publicly available 1n at least two other libraries by January 1993 and April 1994.

Paper 1 (205 Petition) at 18 (citing Ex. 1078 (Bennett Declaration));
Paper 29 (699 Reply) at 26 (citing Ex. 1405 (Bennett Declaration)).
Ex. 1078 for the 205 IPR and Ex. 1405 for the 699 IPR are identical.

INTEL EX.1078.001

- | 104




Hsieh-Yee declaration establishes SMB

was publicly available in British Library

UNITED STATES PATENT AND TRADEM]

DECLARATION OF INGRID HSIEH-YEE, Ph.D

BEFORE THE PATENT TRIAL AND APPEARTORKT?

—| superseded by the 1994 record but I could not locate the 1992 record. If the

CAVIUM, IN

e 1994 record were the only source for the date of cataloging work at the

British Library, it would be my opinion that the British Library copy of the

ALACRITECH,

ruenowy Protocols for X/Open PC interworking: SMB, Version 2 would have been

Case IPR. No. Ung

us menno 2|  available for public access no later than September 1994, six months after

Title: NETWORK INTERFACE DEY
PROCESSES SOLICITED SESSION L

the British Library modified the record originally created by the National

Library of Scotland.

DECLARATION OF INGRIDTSrr=rrrrrmr

Paper 42 (205 Reply) at 15 (citing Ex. 1409 (Dr. Hsieh-Yee Declaration));
Paper 1 (699 Petition) at 45 (citing Ex. 1094 (Dr. Hsieh-Yee Declaration)).
———ry Ex. 1409 for the 205 IPR and Ex.1094 for the 699 IPR are identical.

H




Rampersad letter confirms SMB was

publicly available in British Library

1

Re: Protocols for X/Open PC Interworking: SMB, Version 2.
«== Shelfmark(s): General Reference Collection YK.1995.b.1068

oooooo

According to our records, this item was receipted and catalogued by The British Library on the
29" of October 1992 and would have been available for public use from that date.

Voussshersy Paper 1 (205 Petition) at 1 (citing Ex. 1074 (Rampersad Letter));
M%@“LJL Paper 29 (699 Reply) at 26 (citing Ex. 1403 (Rambersad Letter)).
W Seema Rampersed Ex. 1074 for the 205 IPR and Ex. 1403 for the 699 IPR are identical.

Yours sincerely

o W
Tel: +44 (0) 20

Ms Seema Rampersad

' - | 190




US Patent confirms public availability

NN -
United States Patent o (1) Patent Number: 5,764,887 Umted States Patent

Kells et al. 451 Date of Patent: Jun. 9, 1998
[54] SYSTEM AND METHOD FOR SUPPORTING OTHER PUBLICATIONS |< ells et al
DISTRIBUTED COMPUTING MECHANISMS .
IN A LOCAL AREA NETWORK SERVER “Intsgeating Security in CORBA Based Object Architec
ENVIRONMENT tures”, Proceedings of the Symposium on Security ami
Privacy. My, 1995, #1081-601 195, IEEE, pp. 50-61.
Iave Timothy Roger Kells. Round Rock: “Personal Computer—Local Area Network Logon”. IBM
(3] Inventors nmurrm?uusn n boih of  Technical Disclosure Bulletin, voL. 33. No. 10A., Mar. 1991,

- 279-280.
“Dual-Processor Boot Procedure for LANS ervices”. IBM
[73] Assignee: Internatio n.1551,. Machines Technical Dis: losureBulleu vol. 35. No. 3. Aug. 1992.pp.

Corporation. Armonk. N.Y. 306-316. F - a
“Secure Generic tication for Distributed Cump ting l e e CI
Envircnment Appliations”. [BM Techaical Disclosure Bul- .
(1] Appl. No: 70463 in. vol. 38. No. y 1995, pp. 521-52 b
i il at

[22] Filed: Dec. 11, 1995

[51] Int. CL® ..
[52] US.CL.

Application Enab sclosure
- G"‘F‘W’ H““K Y00 Byletin, vol. 38. No.J.MaL iy pp.4 1476

ng or SMBsesssetupX request. The former. of course, will

permit the user and server to exchange GSS tokens and
mutually authenticate. and is defined in “PROTOCOLS
FOR X/OPEN PC INTERWORKING: SMB VERSION 2",
Section 11.2, available from the X/Open Corporation. This

[58] Field I'Se rch .

(56

Paper 1 (205 Petition) at 18 (citing Exhibit 1079 at 6:3-6);
Paper 1 (699 Petition) at 16 (citing Exhibit 1100 at 6:3-6);
Exhibit 1079 from the 205 IPR is identical to Exhibit 1100 from
the 699 IPR.

INTEL EX. 1078 .001 @




Motion to Exclude Should be Denied

*All citations refer to the docket for Case IPR2018-00226 unless otherwise noted.

Petitioner’s arguments are the same for IPR2018-00226 and IPR2018-00234.




Motion to Exclude: Disputes

1. Admissibility of Stephens Declaration

2. Exhibits 1227 and 1230 Are Admissible

- | 199



Motion to Exclude: Disputes

1. Admissibility of Stephens Declaration

a. Stephens Declaration provides factual statements
related to IPRs and Litigation

b. Stephens Declaration does not walive privilege

c. PO’s complaints about discovery are irrelevant to the
admissibility of the Stephens Declaration

‘ ’ 200



Alacritech accused Microsoft or Linux protocol

stack in Wistron’s server under the 205 Patent

Case 2 16-cv-00692-JRG Document 1 FHiled O6/30/16  Page 1 of 88 PagelD & 1

IN THE UNITED STATES DISTRICT COURT

stacey 1(a) An apparatus comprising: a host computer having a protocol stack and a destination

v

wwor|  mMemory, the protocol stack including a session layer portion, the session layer portion being for

carporation
Taivamuss
CORPOR A

processing a session layer protocol; — Defendants make, use, sell, offer for sale, and/or import

COMPLAINT FOR PATENT INFRINGEMENT

In this action for patenl infringement under 35 T8 § 271, Plantill Alacrilech Tne.

{"Alaeritech™), by and through its undarsigned eounscl. camplains and alleges as follows against

| %20SV7220G2 150413.pdf ("SV7220G2 Datasheet”). The SV7220G2 Server comprises a host

hased on

infonoition|

computer that has destination memory and a protocol stack (e.g., of the server's Microsoft

Box 20307,

Windows or Linux operating system) including a session layer portion for processing a session

Tusiness at koo TR, TR I, T T T T oemTs T

&

3 Wiwynn Corparation iz a Taiwansse corporation and a subsidiary of Wistron

Paper 54 (205 Opp. to Motion to Exclude) at 5; Ex. 1444.013
(Alacritech’s Complaint against Wistron)

Corporaiivn, with s principal place of business w0 8T, 90, Sevtion L Ninlai 5th Road, Xizhi

Digtrizt, Mew Paipai Cite ZAT0Z, Taiwan, RO,

1

INTEL EX. 1444.001




PO admits that Intel’'s components are

just part of Defendants’ accused systems

address a motion to intervene at all, discuss much less support a finding that Intel, as the

Case

manufacturer of a component in some of the complex accused systems at issue in this litigation,

ALA

has a right to intervene. 296 U.S. 53 (1935); 458 F.3d 1335 (Fed. Cir. 2006).

CENTURTLINR COMMUNIC

\ TION TURY TRIAL DEMANDED
LLC. et al.

Defendants.

AL

products were themselves accused of infringement — whereas here Alacritech has accused

_| Defendants’ server systems, which Intel does not manufacture, assemble, or sell. Cf. Honeywell

Tase No. 2 16-cv-095-TRG
Plaintiff,

JURY TRIAL DEMANDED

AMFNRER CASE

_ | complex products, not the suppliers of discrete components of the accused systems. While

Intel’s components are certainly part of some of Defendants’ accused products, these

components are not the “exclusive” devices upon which Alacritech’s patent claims are read. /d.

INTEL EX. 1417.001

Paper 54 (205 Opp. to Motion to Exclude) at 5-6; Ex. 1417 at 11-12
(Alacritech Opp. to Intel’'s Mot. to Intervene)

H




Stephens provides statements based on

his personal knowledge

PETITIONER'S RESTRICTED - ATTORNEYS' EYES ONLY

UNITED STATES PATENT AND TRA

BEFORE THE PATENT TRIAL AND

INTEL CORP., CAVIUM, LLC, an|
Petitioner

V.

ALACRITECH, INC
Patent Owner

Case Nos.
TPR2018-00226 (1J.8. Patent No|
IPR2018-00234 (U.S. Patent No.
IPR2018-00401 (U.S. Patent No.

DECLARATION OF GARLANI

! Cavium, LLC (formerly Cavium, Inc.), which file
00400, and Dell Inc.. which filed a Petition in Case
joined as a petitioner in this proceeding.

? Cavium, LLC (formerly Cavium, Inc.), which filed
00403, and Dell Inc.. which filed a Petition in Case ]|
joined as a petitioner in this proceeding.

3 Cavium, who filed a Petition in Case IPR2018-004|
a Petition in Case [PR2018-01352, have been joined

proceeding.

3. I am lead counsel for Petitioner Intel in IPR2017-01391, IPR2017-

01392, IPR2017-01393, IPR2017-01405, IPR2017-01406, IPR2017-01409,

IPR2017-01410, IPR2018-00226, IPR2018-0234, and IPR2018-01352
(collectively, the “pending IPRs”). I was also lead counsel for Petitioner Intel in
IPR2017-01395, IPR2017-01402 and IPR2017-01559, which were not instituted
(collectively, the “non-instituted IPRs”).

4. 1 am also lead counsel for Intel in the pending district court cases
captioned Alacritech, Inc., v. Dell Inc., Alacritech, Inc., v. Tier 3, et al., and

Alacritech, Inc. v. Wistron Corporation, et al. (the “Alacritech litigation™).

Paper 54 (205 Opp. to Motion to Exclude) at 6; Ex. 1414.002

INTEL EX. 1414.001 (Stephens Decl.)
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Stephens Declaration Is not hearsay

\ CODE OF FEDERAL
/ REGULATIONS

§42.53 Taking testimony.

(a) Form. Uncompelled direct testi-
Title 37 mony must be submitted in the form of

zz:;r:;}];rademarks’ and | an affidavit. All other testimony, in-

Paper 54 (205 Opp. to Motion to Exclude) at 6-7
Revised as of July 1, 2018

Containing a codification of documents
of general applicability and future effect

As of July 1, 2018

Published by the Office of the Federal Register
Mational Archives and Records Administration
as a Special Edition of the Federal Register

H




Stephens Declaration Is appropriate

testimony for an attorney

\ CODE OF FEDERAL
REGULATIONS

Title 37

Patents, Trademarks, and
Copyrights

Revised as of July 1, 2018

Containing a codification of documents
of general applicability and future effect

As of July 1, 2018

Published by the Office of the Federal Register
Mational Archives and Records Administration
as a Special Edition of the Federal Register

§11.307 Practitioner as witness.

(a) A practitioner shall not act as ad-
vocate at a proceeding before a tri-
bunal in which the practitioner is like-
ly to be a necessary witness unless:

(1) The testimony relates to an
uncontested issue:

(2) The testimony relates to the na-
ture and value of legal services ren-
dered in the case: or

Paper 54 (205 Opp. to Motion to Exclude) at 6-7

@|208



Motion to Exclude: Disputes

1. Admissibility of Stephens Declaration

a. Stephens Declaration provides factual statements
related to IPRs and Litigation

b. Stephens Declaration does not waive privilege

c. PO’s complaints about discovery are irrelevant to the
admissibility of the Stephens Declaration

‘ ’ 209



Documents on Intel’s privilege log are work

product and common interest privileged

Parties have common interest for all post-litigation
communications between defendant and party who partially
Indemnifies defendant, including about scope of indemnity.

Am. Eagle Outfitters, Inc. v. Payless ShoeSource, Inc., CV 07-1675 ERK
VVP, 2009 WL 3786210, at *4 (E.D.N.Y. Nov. 12, 2009)

Paper 54 (205 Opp. to Motion to Exclude) at 10.

H



Common interest can occur prior to

addressing indemnification obligations

“Union Bank overlooks the fact that even during the time
period when Chicago Title had not yet agreed to
iIndemnify _Gallagher and First American, it already had a
common interest in defeating Union Bank’s claim to have
a security interest in the Home under the Third Deed of
Trust because it was potentially responsible for that
iIndemnification _.”

Gallagher v. Union Bank, N.A., D058896, 2012

WL 2866689, at *11 (Cal. App. 4th Dist. July
13,2012)

Paper 63 (205 Supp. Br.) at 6-7. @



No requirement that joint defense

agreement be in writing

“The common interest doctrine does not require a written
agreement ... nor does it require that both parties to the
communications at issue be co-parties in litigation.”

Am. Mgt. Services, LLC v. Dept. of the Army, 703
F.3d 724, 733 (4th Cir. 2013)

Paper 63 (205 Supp. Br.) at 6-7. @



Joint defense agreements are protected by

work product and common interest privilege

“The Court agrees with Citizens Financial that the JDA Is
work product” and it “has properly asserted the joint-
defense privilege.”

DataTreasury Corp. v. Wells Fargo & Co., 2:06CV72,
2007 WL 9636837, at *2-3 (E.D. Tex. June 26, 2007)

Paper 63 (205 Supp. Br.) at 6-7. @



Appropriate to rely on common interest

privilege in context of RPI dispute

“There Is nothing surreptitious __ about separate entities, as
either third parties, or separate parties to a legal action,
proclaiming shared interests to protect communications that
are relevant to advance the interests of the entities
possessing the common interest.”

Petroleum Geo-Services Inc. v. WesternGeco LLC, IPR2014-00689,
Paper 101 at 45-46 (P.T.A.B. Dec. 15, 2015)

Paper 54 (205 Opp. to Motion to Exclude) at 10.

H



Motion to Exclude: Disputes

1. Admissibility of Stephens Declaration

a. Stephens Declaration provides factual statements
related to IPRs and Litigation

b. Stephens Declaration does not walive privilege

c. PQO’s complaints about discovery are irrelevant to
the admissibility of the Stephens Declaration

H



Documents PO claims “undoubtedly exist”

either do not exist or are not responsive

Case No. IPR2018-00226
U.S. Patent No. 7,124,205

UNITED STATES PATENT AND TRADEMARK OFFICE

perorETHERY - The privilege log includes only 12 documents, spanning from October 13, 2016 to

INTEL CORH

Ul

PATENT OWNER’

July 27, 2017, without addressing, for example, any documents showing the actual
payment of litigation costs and expenses and the actual controller of the decision

making process. These documents undoubtedly exist, and have been authorized

by the Board for production. See Ex. 2400 and Paper 36 (“[W]e limit the scope of

' Cavium LLC (formerly Cavium
00400, and Dell Inc., which filed a Peti

ne.), which filed a Petition in Case IPR2018-
it}
joined as petitioners in this proceeding.

ion in Case IPR2018-01306, have been

1 PETITIONER'S RESTRICTED
ATTORNEYS' EYES ONLY

Paper 51 (205 Motion to Exclude) at 7-8



Motion to Exclude: Disputes

1. Admissibility of Stephens Declaration

2. Exhibits 1227 and 1230 Are Admissible



Exhibit 1227: Opposing party’s statement showing

TOE was not accepted in the industry

EE Times - New ASIC drives Alacritech inio storage Pags10ofZ

Electreaics Comimumity

The company did get Broadcom, Microsoft and others to license its TOE technology. "but it
never went anywhere," said Alacritech founder and chief executive Larry Boucher.

T T TTOT |

"We only had limited fringe of people trying to get performance out of Windows systems [with
TOEL" said Boucher. |

T TS TG O e T

1 'oast four chip wakers—Bioadoom, Cheisio. Emulex and Wlogie—now offer 125G Fihemet ‘
P " slizeties aad

"Broadcom drives [TOE] hard to differentiate itself from Intel [in Ethernet chips],” Boucher
said. "IBM aligned with Intel [in not supporting TOE and Chimney], and HF and Deli are toth
promoters of Chimney, but it's all marketing because it's difficult to see how Chimney does
anything useful,” he said, noting Alacritech still has licensing revenue for the technology.

TTVES TR
said. B 2fgned wih Intel

Paper 54 (205 Opp. to Motion to Exclude) at 14-15; Ex. 1227.001 (EE
Times Article)

hitps:www eeimes. convdocumendasp?doc_id=1258323& print=yes 5722m8

INTEL EX. 1227.001

H




Exhibits 1227 i1s admissible under FRE

807

Strong circumstantial guarantees of The declarant is still PO’'s CEO . PO

trustworthiness could have challenged the
statements with a declaration from
Mr. Boucher if they were not true

Evidence of a material fact PO’s commercial technolo gy was
not successful

More probative than any other PO’s CEO admitted the technology

evidence was not commercially successful

Admitting the statements are in the o If untrue, PO could readily

interests of justice provide evidence to that effect;

» Exhibit used in the earlier IPRs
(e.g., IPR2017-01391, Paper4l at
21-22).

Paper 54 (205 Opp. to Motion to Exclude) at 15.

H



Exhibit 1230: Shows TOE was not

accepted in the industry

Why Arc We Deprecating Network Performance Feawres (KB4U14193)? Ask Premicer = Page i of 7

2 5. In Windows 8 / Windows Server 2012, we changed the operating syster to disable this
functionality by default. There was not a customer pushback on this.

f 6. The industry in general has decided this is not a necessary feature. For example, the Linux kernel
has never implemented this capability, although some specific network card drivers did

* M <

implement it, generally poorly. You do not need to take my word for this — the Wikipedia article
on TCP Cfflcad covers it sufficiently.

=5 I (M=

Thus, the end result of all of this is that the TCP Chimney deprecation in Windows 10 Creators Update
is really not a new thing, because disabling it by default was a signal of the future direction. Further-
maotre, there are no current mainstream network cards that implement this feature, and customers are
| not reporting a need for this functionality. So, although deprecation of a feature is something custom-
J ers generally need to be aware of and plan for, in this case, that's not a real life concern.

https://blogs.technet.microsoft.com/askpfeplat/2017/06/13/why-are-we-deprecating-network...

INTEL EX. 1220.001 Paper 54 (205 Opp. to Motion to Exclude) at 14-15; Ex. 1230.003
(Microsoft.com Article)

H




Exhibits 1230 is admissible under FRE

807

Strong circumstantial guarantees of Article was published by Microsoft
trustworthiness on the Microsoft website regarding
a Microsoft product (Windows) and
remains available

Evidence of a material fact PO’s commercial technolo gy was
not successful
More probative than any other Microsoft removing the feature from
evidence Windows
Admitting the statements are in the » Exhibit used in the earlier IPRs
interests of justice (e.g., IPR2017-01391, Paper4l at
21-22);

* PO could have submitted
evidence to the contrary but did
not

Paper 54 (205 Opp. to Motion to Exclude) at 15. @



The 205 and 948 Petitions are Not
Time-Barred Under 35 USC § 315(b)

*All citations refer to the docket for Case IPR2018-00226 unless otherwise noted.

Petitioner’s arguments are the same for IPR2018-00226 and IPR2018-00234.




Time-bar under 35 USC § 315(b):

Disputes

Intel Is the sole real party in interest

Intel Iis not in privity with Defendants

Intel does not “fully defend” Dell

> W o

The facts do not justify application of the equitable
doctrines of real party in interest and privity

5. The time-bar does not apply to Cavium’s joined Petition



Alacritech accused Intel of infringing

patents on December 13, 2016

Case 2:16-cv-00693-JRG-RSP  Document 94 Filed 12/13/1]

NATURE OF THE ACTION

MARSHALL DIVISION 3. This is a civil action for patent infringement arising under the patent laws of the
ALACRITECH. INC..
Plaintiff; Civil Acti .
I United States, 35 U.S.C. § 1, ef seq.
CENTURYLINK, INC., et al.,
Defendants 4. Intel has infringed and continues to infringe, has contributed to and continues to

ANSWER AND COUNTERCLAIY

contribute to the infringement of, and has actively induced and continues to actively induce

INTEL CORPORATION’S COMPLAINT IN

Plaintiff Alacritech, Inc. (“Alacritech™) responds 1

(“Tatel") Complait in Tntervention as follows.  Any allegat others to infringe the following Alacritech patents: U.S. Patent Numbers 7,124,205; 7,237,036,

admit should be deemed denied.

A 7,337,241, 7,673,072, 7,945,699, 8,131,880, 8,805,948, and 9,055,104 (collectively, the

1. Alacritech admits that Intel purports to secl

infringement in its Complaint in Intervention. Alacritech des

brsgraph 1 ofthe Complaint n Intervention. “Asserted Patents™). Alacritech is the legal owner by assignment of the Asserted Patents, which

2. Alacritech is without knowledge or information

the truth of the allegations of Paragraph 2 of the Complaint in Intervention, and therefore denies

‘h\:m‘ 3, Alacritech admits the allegati f P h 3 of the C laint in Interventi Paper 42 (205 Reply) at 16;
5 i e lionsof P e Cop - Ex. 1412.008.

4. Alacritech admits that it has brought patent claims against Defendant Dell, Inc.
(“Dell™) in this action under 35 U.S.C. §§ 101 et seq, and that this Court has subjeet matter

jurisdiction over those claims pursuant to 28 U.S.C. §§ 1331 and 1338(a). Alacritech is without

1

INTEL EX. 1412.001




Intel filed the 948 and 205 Petitions within

one year of being accused of infringement

PO sues PO served counter- Intel’'s One-
Defendants claims on Intel for 205 Year Bar Date
and 948 Patents
205 and 948
Court grants L Petitions filed
Intel’'s I?/Iotion Original 205 and
to Intervene 948 Petitions filed
June 30, Nov. 21, Dec. 13, May 9, Nov. 21, Dec. 13,
2016 2016 2016 2017 2017 2017
PO refuses to let Intel see Intel filed IPRs within one year

infringement contentions of being allowed to intervene
Paper 42 (205 Reply) at 16, 24. @ | o8



Intel is the sole real party in interest for

the Petition

“To decide whether a party other than the
petitioner Is the real party in interest, the
Board seeks to determine whether some
party other than the petitioner Is the ‘party or

parties at whose behest the petition has been
filed.”

Wi-Fi One, LLC v. Broadcom Corp., 887 F.3d 1329, 1336
(Fed. Cir. 2018) (citations omitted) (emphasis added).

Paper 42 (205 Reply) at 17. @



Intel’s lead in-house and outside attorney testified

Defendants exercised no role in Intel’'s IPRs

UNITED STATES PATENT AND 7|

BEFORE THE PATENT TRIAL A]

INTEL CORP. and CAV]
Petitioner

V.

ALACRITECH, J
Patent Owne]

3. Neither Defendants nor their respective counsel, directed, controlled,
requested or suggested that Intel file any of these Petitions. No agreement with the
Defendants allows or provides any opportunity for Defendants to control the
Petitions or directs, requests, suggests, or any way requires that Intel file any of

these Petitions. Petitioner Intel did not authorize its counsel of record for the

Case Nos.

IPR2018-00226 (U.S. Patent|
IPR2018-00234 (U.S. Patent

DECLARATION OF S. CHRISTOPHER }
PETITIONER’S OPPOSITION TO PATE!
ADDITIONAL DIS(

! Cavium, LLC, which filed a Petition in Case I]]
a petitioner in this proceeding.

? Cavium, LLC, which filed a Petition in Case II}
a petitioner in this proceeding.

5. Petitioner Intel has not received nor agreed to receive any
reimbursement, payment, or other value from Defendants or Cavium (or any other
non-party) related to the filing of the Petitions. All attorneys’ fees and costs
incurred in preparing and filing the Petitions have been bome by Petitioner Intel

alone.

Paper 42 (205 Reply) at 17-18;
Ex. 1301 (Kyriacou Decl.); Ex. 1302 (Stephens Decl.);

INTEL EX. 1301.001

H




Customer-supplier, indemnification, and joint

defense relationship not sufficient for RPI

While Broadcom'’s interests regarding
iInfringement were generally aligned with its
customers, there was no evidence that
Broadcom was “acting at the behest or on
behalf of the D-Link defendants.™

Wi-Fi One, LLC v. Broadcom Corp., 887 F.3d 1329,
1340-41 (Fed. Cir. 2018) (citations omitted).

Paper 42 (205 Reply) at 18-19. @



Other parties In litigation filed motions to join

IPRs where they perceived an interest

Dell Inc.,

UNITED STATES PATENT AND TRADEMARK OITICE Petltloner

BEFORE THE PATENT TRIAL ANID APPEAL BOARD

V.
Dell Inc..
Petitioner .
4 Alacritech, Inc.,
it e Patent Owner

LS. Patent No. 7,124,205
Filing Date: October 2, 2001
Issue Date: Octaber 17, 2006

Inter Partes Review No. [PR2018-01306

l'itle: Network imterface deviee that fast-path processes solicited session layer read
commands

woms | VIOTTON FOR JOINDER

Paper 42 (205 Reply) at 16-18 (citing

IPR2018-01306, Paper 3 (Motion for Joinder). @




Intel has no obligation to indemnify (or control the

defense of) any Defendant on 205 or 948 Patents

TN AT RIS O NP ) NS

PETITIONER'S RESTRI |

- PQ’s allegations in litigation are

BFEFORE THE PATEN

-«  not directed exclusively to
+components supplied by Intel
(e.g. operating systems)

1PR2018-00234
TPR201R-00401

Paper 42 (205 Reply) at 17-18, 23;

DECLARATION OF GARLAND STEPHENS Ex. 1414, 11 5, 10 (Stephens Decl.); Paper 63 (205 Supp. Brief) at 2,

6; Paper 54 (205 Opp. to Motion to Exclude) at 4-6; Ex. 1417 at 11-
12; Ex. 1444.013, -.067.

! Cavium, LLC (1 1(‘ n, Tne. ), which filed u Pe n Case TPR2( ]‘2
Q04N )dL)ll[ l wh ! ld Pet l{mﬂ(mll'l\ l&Ul 306, have bee
Jjo ned a petit n this proceeding,

ZCav lll[ , LLC erly m, [ne 'l ich filed a Petition in Case ['R2018-
00103 ld De ll[ l l l d a Petiion in Case 1IPR2018-01307, have been
Joi 1er11 s a petitioner in this proceedin; g

("mum who filed a Petitio ('nse]PR 018-00401, a d] ntel Corp.. 1 filed
4 Petiion i Case IPR2( I‘{(H 2, have been joined as pelitioners n this
pmcwdiug.

INTEL EX. 1414.001



PO admits that Intel’s components are just

part of Defendants’ accused systems

address a motion to intervene at all, discuss much less support a finding that Intel, as the
manufacturer of a component in some of the complex accused systems at issue in this litigation,

has a right to intervene. 296 U.S. 53 (1935); 458 F.3d 1335 (Fed. Cir. 2006).

products were themselves accused of infringement — whereas here Alacritech has accused

Defendants’ server systems, which Intel does not manufacture, assemble, or sell. Cf. Honeywell

complex products, not the suppliers of discrete components of the accused systems. While
Intel’s components are certainly part of some of Defendants’ accused products, these

components are not the “exclusive” devices upon which Alacritech’s patent claims are read. /d.

Paper 42 (205 Reply) at 23; Paper 63 (205 Supp. Brief)
at 6; Paper 54 (205 Opp. to Motion to Exclude) at 5-6;
Ex. 1417 at 11-12.

H



Microsoft or Linux protocol stack in Wistron’s

server Is accused under 205 Patent

1(a) An apparatus comprising: a host computer having a protocol stack and a destination
memory, the protocol stack including a session layer portion, the session layer portion being for

processing a session layer protocol; -

The SV7220G2 Server comprises a host

computer that has destination memory and a protocol stack (e.g., of the server's Microsoft

Windows or Linux operating system) including a session layer portion for processing a session

Corporstion, with its prinspal plece of business o 8T, #, Sedtion 1, Kintsi 51k Roesl, Kichi

Paper 63 (205 Supp. Brief) at 2;
INTEL EX. 1444 001 Paper 54 (205 Opp. to Motion to Exclude) at 5;
Ex. 1444.013

H




Microsoft or Linux protocol stack in Wistron’s

server Is accused under 948 Patent

17(a) An apparatus for network communication, the apparatus comprising. a host

computer running a protocol stack including an Internet Protocol (IP) layer and a Transmission

Control Protocol (TCP) layer, the protocol stack adapted to establish a TCP connection for an

A SV7220G2 Server comprises a host

computer that runs a protocol stack with TCP and IP layers (e.g., the TCP/IP stack of the server's

Microsoft Windows or Linux operating system) that establishes a TCP connection for an

application layer running above the TCP layer, defined by source and destination IP addresses

Paper 63 (205 Supp. Brief) at 2;
Paper 54 (205 Opp. to Motion to Exclude) at 5;
Ex. 1444.067.

H



Microsoft or Linux protocol stack in Dell’s

server Is accused under 205 Patent

1(a) An apparatus comprising: a host computer having a protocol stack and a destination
memory, the protocol stack including a session layer portion, the session layer portion being for

processing a session layer protocol;

The C6320 Server

comprises a host computer that has destination memory and a protocol stack (e.g., of the server's

Microsoft Windows or Linux operating system) including a session layer portion for processing

a session layer protocol, such as 1SCSL

Paper 63 (205 Supp. Brief) at 2;
Paper 54 (205 Opp. to Motion to Exclude) at 4;
Ex. 1416.013.

H



Microsoft or Linux protocol stack in Dell’s

server Is accused under 948 Patent

17(a) An apparatus for network communication, the apparatus comprising: a host

computer running a protocol stack including an Internet Protocol (IP) layer and a Transmission

Control Protocol (TCP) layer, the protocol stack adapted to establish a TCP connection for an

A C6320 Server comprises a host computer that runs a protocol stack with TCP and IP

layers (e.g., the TCP/IP stack of the server's Microsoft Windows or Linux operating system) that

establishes a TCP connection for an application layer running above the TCP layer, defined by

Paper 63 (205 Supp. Brief) at 2;
Paper 54 (205 Opp. to Motion to Exclude) at 5;
Ex. 1416.083.



Defendants do not possess effective

control of IPRs

““[T]he evidence, as a whole, must show that
the unnamed party possessed effective
control [of the IPR] from a practical
standpoint.”

Google v. Seven Networks, IPR2018-01047, EX.
1056 at 11 (PTAB Dec. 3, 2018) (citing Gonzalez v.
Banco Cent. Corp., 27 F.3d 751, 759 (1st Cir. 1994)).

Paper 63 (205 Supp. Brief) at 2. @



PO overextends reasoning of recent

Federal Circuilt case law

PO’s sweeping generalization would “run
afoul of ‘the general rule that a litigant is not
bound by a judgment to which she was not a
party’ except in discrete and limited
circumstances.”

Unified Patents, Inc. v. Realtime Adaptive Streaming, LLC,
IPR2018-00883, 2018 WL 6504233, at *6 (PTAB Oct. 11, 2018)
(citing Taylor, 553 U.S. at 898).

Paper 42 (205 Reply) at 20-22. @



Time-bar under 35 USC § 315(b):

Disputes

Intel is the sole real party in interest

Intel IS not In privity with Defendants

Intel does not “fully defend” Dell

> W o

The facts do not justify application of the equitable
doctrines of real party in interest and privity

5. The time-bar does not apply to Cavium’s joined Petition

- | 240



Privity and collateral estoppel do not apply

because Intel Is a party In the litigations

‘Na The privity analysis turns on “nonparty
“= preclusion” and whether the relationship
between the parties “is sufficiently close
«= | such that both should be bound by the trial
outcome and related estoppels.”

Part V
Office Patent Trial Practice Guide, 77 Fed. Reg.

Department of Commerce 48756, 48759 (Aug. 14, 2012):
O Taylor v. Sturgell, 553 U.S. 880 (2008)
Office Patent Trial Practce Guide; Rule

Paper 42 (205 Reply) at 22. @IE



Alacritech has provided no separate

analysis for privity

It IS Improper to “comingle privity
and real party in interest challenges
In IPR proceedings.”

Applications in Internet Time, LLC v. RPX Corp., 897
F.3d 1336, 1365 n.7 (Fed. Cir. 2018) (Reyna, J., concurring)

Paper 63 (205 Supp. Brief) at 1.




Taylor factors do not apply because Intel

IS a party in the underlying litigations

Rule against nonparty preclusion is subject to six exceptions:

(1) An agreement between the parties to be bound,

(2) Pre-existing substantive legal relationships between the parties;
(3) Adequate representation by the named party;

(4) The non-party’s control of the prior litigation;

(5) Where the non-party acts as a proxy for the named party to relitigate
the same issues; and

(6) Where special statutory schemes foreclose successive litigation by
the non-party (e.g., bankruptcy and probate).

Taylor v. Sturgell, 553 U.S. 880 at 894-95 (2008)

Paper 42 (205 Reply) at 22-23. @



Defendants are all represented by their

own attorneys in litigation

Dell Attorneys

By: /s/ Michael J. Newton

Michael J. Newton (TX Bar No. 24003844)
Brady Cox (TX Bar No. 24074084)
ALSTON & BIRD, LI.P

2828 North Harwood Street, 18th Floor
Dallas, Texas 75201-2139

Tel: (214) 922-3400

Fax: (214) 922-3899
mike.newtoni@alston.com
brady.coxicalston.com

Deron R Dacus (TX Bar No. 00790553)
THE DACUS FIRM, PC

821 ESE Loop 323, Suite 430

Tyler, Texas 75701

(903) 705-1117

(903) 581-2543 Fax
ddacus@dacusfirm.com

David M. Stein (TX Bar No. (00797494)
ALSTON & BIRD. LLP

333 South Hope Street. 16th Floor

Los Angeles, CA 90071-3004

Tel: (213) 576-1000

Fax: (213) 576-1100

dwadsisnigaistareson Lindsey Yeargin (GA Bar No. 248608)

ALSTON & BIRD. LLP

Kirk T. Bradley (NC Bar No. 26490) Aglamgin £

ISTON & BIRD. 11 P One Atlantic Center
ALSTC : » A0 1201 West Peachtree St NW #4900
Bill’ll\ of America PlElZil Atlanta. GA 30309
101 South 'l'r_\'on Street, Suite 4000 Tel: 404-881-7000
Charlotte, NC 28280-4000 Fax:404-881-7777
Tel: (704) 444-1000 lindsev. yeargin@alston.com
Fax: (704) 444-1111

kirk.bradley@alston.com Attorneys for Defendant Dell, Inc.

CenturyLink

Attorneys

i /5" Jonathan G, Graves

Deron R. Dacus

Texas Bar No. 00790553
THE DACUS FIRM, P.C.
821 ESE Loop 323, Suite 430
Tyler, TX 75701

Tel:  (903) 705-1117

Fax: (903) 705-1117
ddacusf@dacusfirm.com

Jonathan G. Graves (VA Bar 46136)
Irank V. Pietrantonio (VA Bar 25473)
Stephen C. Crenshaw (VA Bar 82016)
COOLEY LLP

One Freedom Square

Reston Town Center

11951 I'reedom Drive

Reston, VA 20190-5656

Telephone: (703) 456-800

Fax: (703) 456-8100
jeravesi@cooley.com
fpietrantoniof@cooley.com
screnshawi@cooley.com

Phillip E. Morton (DC Bar 1032243)
COOLEY LLP

1299 Pennsylvania Ave., N.W.

Suite 700

Washington, DC 20004-2400
‘Telephone: (202) 842-7800

Fax: (202) 842-7899
pmorlonid@cooley.com

Attorneys for Defendants, Centurylink

Communications LLC, Tier 3, Inc., wnd Savvis

Communications Corp.

Wistron Attorneys

By: /s/ Ilarold II. Davis
ITarold I1. Davis, Ir.

California Bar No. 235552 (admitted in E.D. Tex.)
harold.davis@@klgates.com

L. Howard Chen (24009953)
howard.cheni@klgates. com

Rachel Burnim

California Bar No. 292952 (admitted in E.1). Tex.)
rachel. bumimiciklgates.com

K&L GATESLLP

Four Embarcadero, Suite 1200

San Francisco. CA 94111

‘Telephone: 415.882.8200

Fax: 415.882.8220

Ravi 8. Deol

State Bar No. 24090073
ravi.deoli@klgates.com
K&L GATES LLP

1717 Main St., Suite 2800
Dallas, TX 75201
Telephone: 214.939.5500
IFax: 214.939.5849

Attorneys for Defendants Wistron Corporation.
Wivwynn Corporation, and SMS Infocomm
Corporation

Paper 42 (205 Reply) at 23;

Paper 54 (205 Opp. to Motion to
Exclude) at 23; Paper 63 (205 Supp.
Brief) at 4-5; Ex. 1413 at .005-.007.



Defendants each served their own damages and

non-infringement reports with their own experts
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INTEL EX. 1447.004 INTEL EX. 1447.008

Paper 42 (205 Reply) at 23; Paper 63 (205 Supp. Br.) at 5; Paper
54 (205 Opp. to Motion to Exclude) at 5; Ex. 1414, § 10; Ex. 1447. (intel. | 249




Defendants do not adequately represent

Intel’s Interests

- ) AlacriteCh Served Separate
N THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS n n n
e INfrin ement contentions for
ALACRITECH, INC.. g
Plaintiff, Case No. 2:16-¢v-693-JRG
| ]

CENTURYLINK COMMUNICATIONS JURY TRIAL DEMANDED
LLC. et al.

JURY TRIAL DEMANDED

address a motion to intervene at all, discuss much less support a finding that Intel, as the

manufacturer of a component in some of the complex accused systems at issue in this litigation,

has a right to intervene. 296 U.S. 53 (1935); 458 F.3d 1335 (Fed. Cir. 2006).

Paper 42 (205 Reply) at 23;
Paper 54 (205 Opp. to Motion to Exclude) at 5-6; Ex. 1414, { 10;
Ex. 1417.015-.016 (Alacritech Opposition to Motion to Intervene).

INTEL EX. 1417.001

H




Intel is entitled to litigate whether its products

Infringe without loosing its one year bar date

“[T]he standards for the privity inquiry
must be grounded In due process.”

WesternGeco LLC v. ION Geophysical Corp., 889
F.3d 1308, 1319 (Fed. Cir. 2018)

Paper 63 (205 Supp. Brief) at 3-4.



Time-bar under 35 USC § 315(b):

Disputes

Intel is the sole real party in interest
Intel Is not in privity with Defendants

Intel does not “fully defend” Dell

> W o

The facts do not justify application of the equitable
doctrines of real party in interest and privity

5. The time-bar does not apply to Cavium’s joined Petition



Dell attorneys handled infringement

allegations against Dell products

NOTICE REGARDING RESOLUTION OF DELL’S JOINDER TO INTEL’S MOTION
TO STRIKE ALACRITECH’S INFRINGEMENT CONTENTIONS

Case 2: 1l

INTIE CRITED = TATES DISTRICT COURT
FOR TIE EASTERY DISTRICTOE TIXAS
MARSHALL DIJ

ATACKITRECH. INC.

Alacritech has agreed to provide additional charts for each accused product, product

Flaintill,

CRA LY LRk DL 20l

et | family, or service, and/or an expert declaration addressing the alleged material differences

NOTICE REGARDING RESOLUTION OF DEX
TO STRIKE ALACRITECH'S INFR]|

e pieimememaconteiesne] | DEEWEEN the accused products or services by August 22 (for systems with Broadcom, Emulex, or

o™l Mellanox components) affecting the manner in which the accused product or method meets the
lzaring on Dell's Ioindcrlgchodu]:d for Augnst 7,

asserted claim limitations and August 25 (for systems with Intel and Cavium/QLogic

Alrites b sgved 1o provids additional ok

components). Alacritech also agreed to provide clarification regarding how its infringement

theories apply to products sold with each different operating system or to products sold with no

operating system, whether through interrogatory response, expert declaration, or as part of its

amended infringement contentions.

Paper 63 (205 Supp. Brief) at 4-5; Ex. 1460.001.

H




Dell attorneys managed Dell’s discovery

obligations

Alacritech’s Motion to Strike Defendants’ | Resolved. Dell has confirmed that it will not
cas z1sw-ccs0-m | Invalidity Contentions (Dkt. 124) assert defenses based on §§ 102 or 103 based on
uncharted art without leave of the Court or
agreement of the parties. Alacritech withdraws
its motion without prejudice.

ALACEITECTL TN

Category 1. Identification of accused Resolved in part. The parties have resolved
3 products and services. their dispute with respect to identification of
. relevant products. There remains a dispute
TSk regarding identification of relevant services.
Category 2. Technical documents and Resolved in part. The parties have resolved
source code. their dispute with respect to source code based

on Dell’s representation that it does not have
relevant source code within its possession,
Cus;j.l deanl Tl acbs LI M i

DEFEEN AN

e

e lCaegory  fsews ]
featy | Category 5. Evidence and contentions re: | Resolved in part. Dell has confirmed that it has
will { | Dell’s affirmative defenses. produced the universe of evidence within its

the d| possession, custody, or control relating to its

11. asserted prior-art-based invalidity defenses and

provided its contentions relating to such art in
Defendants P.R. 3-3 disclosure (Invalidity
Contentions). Based thereon, the only remaining
Category 4. Evidence and contentions re: | Disp dispute(s) relate to the sufficiency of Dell’s
Dell’s non-infringement defenses. production and interrogatory response regarding
its non-art-based invalidity and other defenses.

Category 3. Evidence and contentions re: | Disp,
differences material to infringement

INTEL EX. 1458.001 Category 6. Remedies-related evidence Disputed.
(e.g., financial information and non-
infringing alternatives)

Paper 63 (205 Supp. Brief) at 4-5; Ex. 1458.002-.003.




Intel does not control Dell’'s attorneys

PETITIONER'S RESTRICTED - ATTORNEYS' EYES ONLY

UNITED STATES PATENT AND TRADEMARK OFFICE

BEF

and ’948 Patent are still asserted after Alacritech’s final claim election. Dell,
Wistron and CenturyLink (“Defendants™) are all represented by their own counsel
in the Alacritech litigation and Intel does not exercise control over those attorneys,

but does collaborate with them in a typical joint defense arrangement.

DECLARATION OF GARLAND STEPHENS

! Cavium, LLC (formerly Cavium, Inc.), which filed a Petition in Case [PR2018-
00400, and Dell Inc., which filed a Petition in Case IPR2018-01306, have been
joined as a petitioner in this proceeding.

? Cavium, LLC (formerly Cavium, Inc.), which filed a Petition in Case IPR2018-
00403, and Dell Inc., which filed a Petition in Case IPR2018-01307, have been
joined as a petitioner in this proceeding.

* Cavium, who filed a Petition in Case IPR2018-00401, and Intel Corp., who filed
a Petition in Case IPR2018-01352, have been joined as petitioners in this
proceeding.

INTEL EX. 1414.001

Paper 63 (205 Supp. Brief) at 5; Ex. 1414.004.



Intel iIntervened In the case to defend

allegations against its own products

LORSA-IHG-HSP  Decument J10 Hled 100310 Page 1of 20 Prgelil & 175/

Ethernet cards and controllers, including Intel’s 82599 Ethernet Controller. Further, Intel has

wmin | aoreed to defend and partially indemnify Dell as to Alacritech’s allegations based on Intel

v €Omponents incorporated into the accused Dell products. As such, Intel has a substantial, direct

Paper 63 (205 Supp. Brief) at 5-6; Ex. 2051.




Intel filed a declaratory judgment on all

patents asserted against Intel components

CREA FE-m-D0BSI-IHG-HEE Dncument £1-1 Filed

INTHE LAITED STATES IS |
FORTTIE FASTERY ST R
MARSHALL TIVIS

ALACRITECH, INCL A Califirmia

corpniion,
Plaintiff,
TIER 3. ET AL,
WISTRON CORPORATION ET AL, 216
DELL INC., A Defaware corporation, 216
Defendnnis, 2:6
and JUR
INTEL CORPORATION,
Intervenor. n

INTEL CORPMRATIONS CORMPTATR

Pursiinl Fadersl Bule ol Civil Frosedare 24(c), In|

Terehry alleses Tor it Coanplaing in Tilsvention s Tollow
PARTIER

1. Inlel seeks addacliraliay judgrien) ol non-i

Ttlaratory Tadgrient Act, 28 175.C. §§

aj and 23
Ditel iz a Dzlaware corperation with its a

Al It designe, neamifctores, ard sell aetearl]

Upea information and belict, Plajoritt and
T % 1 Calilonn i conpurstivn with it prinipal plaze of|

1

COUNT 1

DECLARATORY JUDGMENT REGARDING U.S. PATENT NO. 7.124.205

12. Intel incorporates by reference the allegations in paragraphs 1-12.

13. A valid and justiciable controversy has arisen and exists between Intel and
Alacritech regarding the 205 Patent.

14. By making, using, selling, offering to sell, marketing, licensing or importing its
products, Intel does not directly or indirectly infringe any claim of the 205 Patent.

15 Dell does not directly or indirectly infringe any claim of the 205 Patent by

making, using, selling, offering to sell, marketing, licensing or importing products that

incorporate Intel networking technology.

Paper 63 (205 Supp. Brief) at 5-6; Ex. 2505.

@|260



Dell’'s products might or might not infringe for

additional reasons unrelated to Intel products

Case 2:16-cv-00693-JRG-RSP  Document 82 Filed 11/17/16 Page 1 of 21 PagelD #: 1878

address a motion to intervene at all, discuss much less support a finding that Intel, as the

manufacturer of a component in some of the complex accused systems at issue in this litigation,

CE!
LL

w{ has aright to intervene. 296 U.S. 53 (1935); 458 F.3d 1335 (Fed. Cir. 2006).

RON CORPORATION, et al.,

complex products, not the suppliers of discrete components of the accused systems. While
Intel’s components are certainly part of some of Defendants’ accused products, these

components are not the “exclusive” devices upon which Alacritech’s patent claims are read. /d.

Paper 63 (205 Supp. Br.) at 6; Ex. 1417 at 11-12.
INTEL EX. 1417.001

H




Time-bar under 35 USC § 315(b):

Disputes

1.

Intel is the sole real party in interest
Intel Is not in privity with Defendants
Intel does not “fully defend” Dell

The facts do not justify application of the equit able

doctrines of real party in interest and privity

The time-bar does not apply to Cavium’s joined Petition



Facts do not justify application of

equitable doctrines of RPI and privity

PO sues PO served counter- Intel's One-
Defendants claims on Intel for 205 Year Bar Date
and 948 Patents
205 and 948
Court grants L Petitions filed
Intel’'s I?/Iotion Original 205 and
to Intervene 948 Petitions filed
June 30, Nov. 21, Dec. 13, May 9, Nov. 21, Dec. 13,
2016 20A16 2016 2017 2017 2017
PO refuses to let Intel see Intel filed IPRs within one year
infringement contentions of being allowed to intervene

Paper 42 (205 Reply) at 16, 24; Paper 63 (205 Supp. Br.) at 6-7.



Original 205 and 948 Petitions nearly

Identical to current 205 and 948 Petitions

Trials@uspto.gov Paper 7
571-272-7822 Entered: June 5, 2018

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

to the fact pattern presented here. Specifically, although the present Petition
1s directed to the same claims as the earlier petition in IPR2017-01402, the

Petition here 1s based on the identical prior art combinations presented in

that earlier petition. Unlike in General Plastic and similar cases, Petitioner

CHARLES J. BOUDREAU, Administrative Patent Jucges.
BOUDREAU, Administrative Patent Jucge. Paper 63 (205 Supp Brlef) at 6 (Cltlng Paper 7
(Institution Decision) at 12).

DECISION

Institution of Inter Partes Review
35US8C. §314

- | 204



205 and 948 Petitions re-filed to address

evidentiary Issues

Trials@uspto.gov Paper 7
571-272-7822 Entered: June 5, 2018

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFOQRE THE PATENT TRIAT AND APPFAT ROARID)

Board’s decision in IPR2017-01402 prior to filing the present Petition, we

determine that this factor also has little relevance in the context of the
present matter, in which Petitioner has simply re-filed to address an

evidentiary 1ssue raised in the first matter that resulted in the previous

Before STEPT
CHARLES J.

non-institution of the first matter. Likewise, General Plastic factor 5 has

BOUDREAU.

Paper 63 (205 Supp. Brief) at 6 (citing Paper
7 (Institution Decision) at 13).

DECISION

Institution of Inter Partes Review
35USC. §314

H



All parties agreed to be estopped to same

extent as Petitioner in exchange for stay

Case 2:16-cv-00693-RWS-RSP  Document 449 Filed 12/04/17 Page 1 of 10 PagelD #: 31548

NITED STA
'OR THE EASTERN DISTRICT OF TEXAS
SI

5. If this motion is granted, each of the Intervenors and Defendants agree to be

estopped to the same extent for each IPR as the party who filed that IPR.

Paper 42 (205 Reply) at 17; Paper 63 (205 Supp. Br.) at
6-7; Ex. 1413.003 (Stipulation and Joint Motion to Stay
Litigation Proceeding).

INTEL EX. 1413.001

@|266



No serial petitioning by parties In

Alacritech litigations

Trials@uspto.gov Paper 7
571-272-7822 Entered: June 5, 2018

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

owner. That 1s particularly the case here, where the typical hallmarks of

abusive, strategic serial petitioning are absent.

Case IPR2018-00226 Paper 42 (205 Reply) at 16
RO T 120205 0 (citing Paper 7 (Institution Decision) at 14).

Before STEPHEN C. SIU, DANIEL N. FISHMAN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

DECISION

Institution of Inter Partes Review
35US.C. §314

H




PO did not loose any opportunity to amend

claims In the 948 Patent

Original 948 Petition

PO sues _ >
Defendants filed within
Defendants’ one- Expected

year bar date 948 Patent  Decision on
EXpires Original 948

PO served counter- Petition

claims on Intel
June 30, Dec. 13, May 9, April 27, Nov.
2016 2016 2017 2018 2018

Paper 34 (948 Reply) at 26 n.11.
intel‘ | 268



Time-bar under 35 USC § 315(b):

Disputes

Intel is the sole real party in interest
Intel Is not in privity with Defendants

Intel does not “fully defend” Dell

> W o

The facts do not justify application of the equitable
doctrines of real party in interest and privity

5. The time-bar does not apply to Cavium’s |joined
Petition

‘ ’ 269



One-year bar of 35 USC § 315(b) does

not apply to Cavium’s joined Petition

“ARM'’s Petition is accompanied by a Motion for Joinder, as
discussed further below. The provisions of 35 U.S.C. §
315(b) do not apply to a request for joinder. 35 U.S.C. §
315(c). Thus, ARM’s Petition is not barred under 35 U.S.C. §
315(b).”

ARM Ltd. v. AMD, Inc., IPR2018-01148, Paper 16 at
4 (PTAB Dec. 12, 2018) (emphasis added).

Paper 42 (205 Reply) at 18 n.9. @u



The 699 Petition Is Not
Time=Barred Under 35 USC
§ 315(b)

IPR2018-00401
U.S. Patent No. 7,945,699

RIMON. ’é CAVIUM
| WweRwsoweo oo




Time-bar under 35 USC § 315(b):
Disputes

1. Cavium is theé sole real party In interest for
ItS Petition

2. Cavium'is not in privity with Defendants

3. The facts do not justify application of the
equitable doectrines of real party in interest or
privity

4, The time-bar does not apply to Intel’s joined
Petition

\/

RIMON.
| wweeweows



Alacritech accused Cavium of
Infringement on February 24, 2017

Case 2:16-cv-00693-JRG-RSP Document 94 Filed 12/13/16 Page 1 of 139 PagelD #: 2233

IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

Pl i NATURE OF THE ACTION

CENTURYLINK, INC., et al.,

. 3. This is a civil action for patent infringement arising under the patent laws of the
answeranpcovntert - [Jnited States, 35 U.S.C. § 1, ef seq.
INTEL CORPORATION’S COMPLAT
Plaintiff Alacritech, Inc. (“Alacritech™ respo) . . . . . . . .
o s 4 Cavium has infringed and continues to infringe. has contributed to and continues

(“Intel”) Complaint in Intervention as follows. Any 4
admit should be deemed denied.

rarmps | 1O contribute to the infringement of. and has actively induced and continues to actively induce

1; Alacritech admits that Intel purports 1
inringement in it Complaint in mervencion. Akt others to infringe the following Alacritech patents: U.S. Patent Nos. 7.124.205: 7.237.036:
Paragraph 1 of the Complaint in Intervention.

2 Alacritech is without knowledge or infor — g - - N
et of the legations o Pongrnn 201 the com| 1233 122412 7,673,072: ' 7,945,699: 8,131,880. 8,805,948: and 9,055,104 (collectively, the
them.

3 A amis e aguion o rng A SSerted Patents™). Alacritech is the legal owner by assignment of the Asserted Patents, which

4. Alacritech admits that it has brought pai

(“Dell”) in this action under 35 U.S.C. §§ 101 et seq, and that this Court has subject matter
Jjurisdiction over those claims pursuant to 28 U.S.C, §§ 1331 and 1338(a). Alacritech is without Paper 29 (699 Reply) at 20;
Ex. 1427.008.

1
INTEL EX. 1412.001

=y ‘-\_-n.v‘. I



Cavium filed the 699 Petition within one year of be  Ing

accused of infringement
Cavium’s One-Year

Bar Date
St. Jude Medical v. Volcano Corp., Case
el W I St AR
efendants
699 Patent
699 Petition
Court grants _ o fil
Cavium’ngotion Cavium’s original IS8
to Intervene 699 Petition filed
[l
June 30, Feb. 14, Feb. 24, June 30, Dec. 27, Feb. 24,
2016 2017 2017 2017 2017 2018

Cavium filed IPRs within one year
of being allowed to intervene.

\W/
N MO NPC Paper 29 (699 Reply) at 20-21.



There Is no evidence Defendants
benefit from 699 Petition

Pursuant to the Court’s June 7, 2017 Order (Dkt. 267), Alacritech hereby gives notice

that it has further reduced the number of asserted claims to 16 total claims (with no more than 5
per patent) as to all Defendants/Intervenors, as follows:
U.S. Patent No. 7,124,205: claims 1, 22

U.S. Patent No. 7,237,036: claims 1-4

U.S. Patent No. 7,337,241: claims 1,9, 1

U.S. Patent No. 7,673,072: claims 1, 15, Alacntech dropped the 699 Patent

U.S. Patent No. 8,131,880: claims 32, 41

us raeno s305005 cims 17,21 0EFOrE - Cavium filed its 699
Petition—it is no longer asserted

The question is whether the non-party is a “clear
beneﬂClary,” nOt a SpeCUIatlve One Applications in Internet Time,

LLC v. RPX Corp., 897 F.3d 1336, 1351 (Fed. Cir. 2018) (emphasis added).

Paper 29 (699 Reply) at 20-21; Paper 51

\¢/
NMO |\ | (Cavium Supp. Br.) at 2; Ex. 1426.
PC



Defendants filed motions to join
where they perceived an interest

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Dell Inc.,
Petitioner

V.

Alacritech, Inc.,
Patent Owner

U.S. Patent No. 7,124,205
Filing Date: October 2, 2001
Issue Date: October 17, 2006

Inter Partes Review No. 2018-00336

Title: Network interface device that fast-path processes solicited session layer read
commands

MOTION FOR JOINDER

Dell Inc.,
Petitioner

V.

Alacritech, Inc
Patent Owner

2

MOTION FOR JOINDER

Paper 29 (699 Reply) at 19.



Alacritech concedes that it has no
evidence that:

(1) Cavium filed its petition at another defendant’s

1] 1
beheﬁitlications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1351 (Fed. Cir. 2018).

(2)Or that another defendant exercises any
control over Cavium’s petition.

Aruze Gaming Macau, Ltd. v. MGT Gaming, Inc., IPR2014-01288, Paper 13, at 11 (PTAB Feb. 20, 2015).

\W/ Paper 51 (Cavium Supp. Br.) at 2-3; Paper 52 (Intel

N MO ]‘\LC Supp. Br.) at 1-2.
-



Customer-supplier, indemnification, and

joint defense relationship not sufficient for
RPI

While Broadcom’s interests regarding infringement were
generally aligned with its customers, there was no evidence

that Broadcom was “acting at the behest or on behalf of the
D-Link defendants.”

Wi-Fi One, LLC v. Broadcom Corp., 887 F.3d 1329, 1340-41 (Fed. Cir. 2018) (citations omitted).

\W/ Paper 29 (Intel Reply) at 19; Paper 51 (Cavium Supp. Br.) at 3; Paper

52 (Intel Supp. Br.) at 3.
RIMON.



Time-bar under 35 USC § 315(b):
Disputes

1. Cavium is the sole real party In interest for its
Petition

2. Cavium i1s not in privity with Defendants

3. The facts do not justify application of the
equitable daectrines of real party in interest and
privity

4, The time-bar does not apply to Intel’s joined
Petition

\/

RIMON.
| wweeweows



Taylor factors do not apply because Cavium
IS a party in the underlying litigations

Rule.against nenparty preclusion is subject to

SIX exceptions:

1) An‘agreement between the parties to be bound,;

2) Pre-existing substantive legal relationships betw een the
parties;

3) Adequate representation by the named party;
4) «The non-party’s control of the prior litigation;

5) Where the non-party acts as a proxy for the named party to
relitigate the same issues; and

6) Where special statutory schemes foreclose success ve
litigation by the non-party (e.g., bankruptcy and p robate).

Taylor v. Sturgell, 553 U.S. 880 at 893-95 (2008)

\/
m MO N Paper 29 (699 Reply) at 22;
= Paper 51 (Cavium Supp. Br.) at 3.



Defendants are all represented by
their own attorneys in litigation

Dell Attorneys

By: /s/Michael J. Newlon

Michael J. Newton (TX Bar No. 24003844)
Brady Cox (TX Bar No. 24074084)
ALSTON & BIRD, L1P

2828 North Harwood Street, 18th Floor
Dallas, Texas 75201-2139

Tel: (214) 922-3400

Fax: (214) 922-3899
mike.newton(@alston.com
brady.coxi@alston.com

Deron R Dacus (TX Bar No. 00790553)
THE DACUS FIRM, PC

821 ESE Loop 323, Suite 430

Tyler, Texas 75701

(903) 705-1117

(903) 581-23543 Fax
ddacus@dacusfirm.com

David M. Stein (TX Bar No. 00797494)
ALSTON & BIRD. LLP

333 South Hope Street. 16th Floor

Los Angeles, CA 90071-3004

Tel: (213) 576-1000

Fax: (213) 576-1100
david.steini@alston.com

Kirk T. Bradley (NC Bar No. 26490)
ALSTON & BIRD. LLP

Bank of America Plaza

101 South Iryon Street, Suite 4000
Charlotte, NC 28280-4000

Tel: (704) 444-1000
Fax: (704) 444-1111
kirk.bradley(@alston.com

CenturyLink
Attorneys

Wistron Attorneys

By: /s Jonathan G. Graves

Deron R. Dacus

Texas Bar No. 00790553
THE DACUS FIRM, P.C.
821 ESE Loop 323, Suite 430
Tyler, TX 75701

Tel:  (903) 705-1117

lax:  (903) 705-1117
ddacusf@dacusfirm.com

Jonathan G. Graves (VA Bar 46136)
Frank V. Pictrantonio (VA Bar 25473)
Stephen C. Crenshaw (VA Bar 82016)
COOLEY LLP

One Freedom Square

Reston Town Center

11951 I'reedom Drive

Reston, VA 20190-5656

Telephone: (703) 456-800

FFax: (703) 456-8100
jeravesi@cooley.com
fpietrantonio{@cooley.com
screnshawi@cooley.com

Phillip E. Morton (DC Bar 1032243)
COOLEY LLP
1299 Pennsylvania Ave.,, N.W.

By: /s/ Iarold II. Davis
ITarold II. Davis, Ir.

California Bar No. 235552 (admitted in E.D. Tex.)
harold.davis‘@klgates.com

L. Howard Chen (24009933)
howard.cheni@klgates. com

Rachel Burnim

California Bar No. 292952 (admitted in F.1). Tex.)
rachel. bumimiciklgates.com

K&L GATESLLP

Four Embarcadero. Suite 1200

San Francisco, CA 94111

Telephone: 415.882.8200

Fax: 415.882.8220

Ravi 8. Deol

State Bar No. 24090073
ravi.deolidklgates.com
K&L GATES LLP

1717 Main St., Suite 2800
Dallas, TX 75201
Telephone: 214.939.5500
IFax: 214.939 5849

Attorneys for Defendants Wistron Corporation.
Wiwynn Corporation, and SMS Infocomm
Corporation

Paper 52 (Intel Supp. Br.) at 4-5; Paper 41 (205
Opp. to Motion to Exclude) at 23; Ex. 1413 at 5-7.




Defendants each served their own damages and
non -infringement reports with their own experts

arxl
S ; W ;
s Winl Fainsi, 5
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Cherendama, % ; Cage Mo 2:ifce-Guz
= 5
ALACRITECE, N, i :
- e
Eic(':.nd i
4 EXPERT REPQNT RER,
JONKS
INTEL EX. 1447.004 INTEL EX. 1447.008
\i/ :
Paper 29 (699 Reply) at 23; IPR2018-0226 Paper 56 (699 Opp. to Motion to Exclude)
PC at 7; Paper 51 (Cavium Supp. Br.) at 4; Paper 51 (Intel Supp. Br.) at 4-5; Ex. 1447.



Cavium has no obligation to indemnify
because 699 Patent no longer
asserted

L]
Case 2:16-cv-00693-RWS-RSP  Document 374 Filed 10/06/17 Page 1 of 5 PagelD #: 29008 I h e re I S n O I e g aI
L] L]
UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

ALACRITECH, INC.,

Plaintiff, Case No. 2:16-cv-693-RWS-RSP =
CENTURYLINK COMMUNICATIONS
LLC. et al. JURY TRIAL DEMANDED

Defendants.

INTEL CORPORATION,

Intervenor. Pursuant to the Court’s June 7, 2017 Order (Dkt. 267), Alacritech hereby gives notice

ALACRITECH, INC,,
Plaintiff, Case No. 2:16-cv-692-

v ey miarpenay  that it has further reduced the number of asserted claims to 16 total claims (with no more than 5

WISTRON CORPORATION, et al.,
MEMBER CASE

Defendans. per patent) as to all Defendants/Intervenors, as follows:
INTEL CORPORATION,

Intervenor, U.S. Patent No. 7,124,205: claims 1, 22
ALACRITECH, INC., Case No. 2:16-cv-RWS

Pl JURY TRIAL DEMa U.S. Patent No. 7,237.036: claims 1-4
DELL INC.. MEMBER CASE

U.S. Patent No. 7.337,241: claims 1, 9, 12

Defendant,
INTEL CORPORATION AND CAVIUM.

INC. U.S. Patent No. 7,673,072: claims 1, 15, 17

Intervenors.

ALACRITECH’S NOTICE OF REDUCTION IN ITS ASS| U.S. Patent No. 8, 13 1,880 claims 32, 41

U.S. Patent No. 8.805,948: claims 17, 22

INTEL EX. 1426.001 Paper 29 (699 Reply) at 20-21, 23;
Ex. 1426.




Dell does not adequately represent
Cavium'’s interests

Cavium moved to intervene
In Dell litigation because

[ P Dell did not adequately
represent Dell’s interests

4. Cavium’s Interests Cannot Be Adequately Represented By Its
Customer

Cavium is 1n a better position to defend its interests than its customer, Dell, based on its

greater knowledge of its own products Dell purchased and its substantial financial interest as an

indemnitor. Under Fifth Circuit law, the intervenor’s burden to show inadequate representation

Paper 29 (699 Reply) at 23;
Ex. 2055 at 10.




Time-bar under 35 USC § 315(b):
Disputes

1. Cavium is the sole real party In interest for its
Petition

2. Cavium'is not in privity with Defendants

3. The facts do not justify application of the
eguitable doetrines of real party in interest
and privity

4, The time-bar does not apply to Intel’s joined
Petition

\/
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RPI and Privity are Equitable Doctrines
Constrained by Due Process

The RPIl and privity inquiries “take[] into
account both equitable and practical
considerations.” ar, 87 F.3d at 1349, 1351,

“[T]he standardsifor the privity inquiry
must be groundedin due process.” westmaeco

LLC v. ION Geophysical Corporation, 889 F.3d 1308, 1319 (2018).

\i/

m MO N Paper 51 (Cavium Supp. Br.) at 4-5.
PC



RPI and Privity are Equitable Doctrines Constrained by
Due Process

 Alacritech chose to sue Cavium’s customers and not name Cavium. ex
1427.

« Cavium timely intervened to defend its products. ex 1310atEx. B.

o Cavium’s filed its first Petition less than one year after Alacritech served
its Complaint against Defendants. ex. 1427.00s.

« Cavium and Dell"are paying their own costs and attorneys’ fees in the
district court action. Ex. 1500 at 1 5 (Harois Declaration).

. Dell is neither paying for Cavium’s IPR and Cavium alone made the
decision to file. ex. 1500 at 113 (Harnois Declaration).

» Alacritech dropped the '699 Patent before Cavium filed its Petition. ex

1426; Ex. 2512.

\" . g . . . . y
. CWM@NQCCIemmﬂcatlon obligations concerning the '699 Patent.



Cavium filed the 699 Petition within one year of be  Ing

accused of infringement Cavium's One-Year
PO sues PO served counter- St. Jude Med%aﬁ/rvEl)ciEeCorp., Case
Defendants claims on Cavium for Biam ort 16,2010
699 Patent
699 Petition
Court grants filed

Cavium’s Motion Cavium’_s_orig?nal
to Intervene 699 Petition filed

| | 58

June 30, Feb. 14, Feb. 24, June 30, Dec. 27,
2016 2017 2017 2017 2017

Cavium filed IPRs within one year
of being allowed to intervene

\W/
Paper 29 (699 Reply) at 20-21; Paper 51
MO NPC (Cavium Supp. Br.) at 2-5.



Original 699 Petition Nearly Identical
to Current 699 Petition

Trials(@uspto.gov Paper 8
571-272-7822 Entered: June 5, 2018

wrmd  B0ard’s decision in IPR2017-01711 prior to filing the present Petition, we
srowr - determine that this factor also has little relevance in the context of the
present matter, in which Petitioner has simply re-filed to address an
evidentiary 1ssue raised in the first matter that resulted in the previous

non-institution of the first matter. Likewise, General Plastic factor 5 has

Before STEPHEN C. SIU, DANIEL N. FISHMAN, and
CHARLES 1. BOUDREAU, Administrative Patent Judges.

Paper 29 (699 Reply) at 23-24 (citing
Paper 8 (Institution Decision) at 9); Paper
52 (Intel Supp. Br.) at 6.

SIU, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
[BUSC.§314

I. INTRODUCTION
Cavium, Inc. (“Petitioner”) requests inter partes review of claims 1-3,

sssss




All parties agreed to be estopped to
the same extent in exchange for stay

Case 2:16-cv-00693-RWS-RSP  Document 449 Filed 12/04/17 Page 1 of 10 PagelD #: 31548

5. If this motion is granted, each of the Intervenors and Defendants agree to be

ALACRITECH,

estopped to the same extent for each IPR as the party who filed that IPR.

)
TIER 3, ET AL, WISTRON CORPORATION, ) 2:16-cv-00692-RWS-RSP
ET AL., DELL INC,,
) 2:16-cv-00695-RWS-RSP
Defendants )

and

Paper 29 (699 Reply) at 23; Paper 51 (Cavium
Supp. Br.) at 5; Ex. 1413.003 (Stipulation and
Joint Motion to Stay Litigation Proceeding).

INTEL CORPORATION, CAVIUM, INC.,

Intervenors.

STIPULATION AND JOINT MOTION TO
STAY LITIGATION PENDING IPR PROCEEDINGS

INTEL EX. 1413.001




No serial petitioning by parties to
the Alacritech litigations

Trials(@uspto.gov Paper 7
571-272-7822 Entered: June 5, 2018

UNITED STATES PATENT AND TRADEMARK OFFICE

owner. That 1s particularly the case here, where the typical hallmarks of

abusive, strategic serial petitioning are absent.

IO T oI, IV

Patent Owner.

Paper 29 (699 Reply) at 24 (citing Paper 8
(Institution Decision) at 10).

Case IPR2018-00226
Patent 7,124,205 B2

Before STEPHEN C, SIU, DANIEL N. FISHMAN, and
CHARLES J. BOUDREAU, Adminisirative Patent Judges.

ST pT———— “[T]he rationale behind § 315(b) ...
IS to prevent successive challenges
4 to a patent ...." wesernGeco, 889 F.3d at 1319.

DECISION

Paper 51 (Cavium Supp. Br.) at 5.




Public Policy Concern

Imparting ‘a customer’s earlier time bar on
an intervening supplier would encourage
litigation tacties.

\V/

m MO NPC Paper 51 (Cavium Supp. Br.) at 5.



Time-bar under 35 USC § 315(b):
Disputes

1. Cavium is the sole real party In interest for its
Petition

2. Cavium'is not in privity with Defendants

3. The facts do not justify application of the
equitable daectrines of real party in interest and
privity

4, The time-bar does not apply to Intel’s joined
Petition

\/
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One-year bar of 35 USC § 315(b)
does not apply to Intel’s joined Petition

“ARM'’s Petition is accompanied by a Motion for
Joinder, as discussed further below. The
provisions«ef 35 U.S.C. § 315(b) do not apply to
a request forjoinder .35 U.S.C. § 315(c). Thus,
ARM'’s Petition is\not barred under 35 U.S.C. §
315(b).”

ARM Ltd. v. AMD, Inc., IPR2018-01148, Paper 16 at 4 (P.T.A.B. Dec. 12, 2018)

(emphasis added); Paper 29 (699 Reply) at 22 n.11.
\W/ :

RIMON..
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( ||'It9|) Look Inside”

Intel Corp. v. Alacritech, Inc.
IPR2018-00226, -00234, -00401

March 4, 2019






