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I. INTRODUCTION

Petitioner, United Patents Inc., filed a Petition (Paper 2, “Pet.”)
requesting inter partes review of claims 1-16 of U.S. Patent No. 7,092,671
B2, issued on August 15, 2006 (Ex. 1001, “the *671 patent”), pursuant to
35 U.S.C. 88 311-319. Patent Owner, Uniloc USA, Inc. and Uniloc
Luxembourg, S.A., filed a Preliminary Response (Paper 6, “Prelim. Resp.”).

Upon consideration of the parties’ briefing and supporting evidence,
we determine that Petitioner has shown a reasonable likelihood of prevailing
In its contention that at least one challenged claim is unpatentable.
Accordingly, we grant Petitioner’s request and institute inter partes review

of all challenged claims: 1-16.

A. Related Matters
Petitioner and Patent Owner identify several related litigations in the
Eastern District of Texas involving the *671 patent. Pet. 2; Paper 4, 2.
Another Petitioner has also requested inter partes review of the
'671 patent—IPR2018-00282.

A. The ’671 Patent

The 671 patent is directed to a “method and system for wirelessly
autodialing a telephone number from a record stored on a personal
information device.” Ex. 1001, [54]. According to the "671 patent, at the
time of filing, personal information devices (“PIDs”) and electronic
organizers were in widespread use. Id. at 1:35-37. The 671 patent
describes these devices as “physically smaller,” having “more limited
hardware and data processing capabilities” than conventional computers, and

including “a screen and data processor,” “substantial electronic memory,”
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and “a substantial variety of applications,” relating to, for example, contact
information made up of addresses and telephone numbers. Id. at 1:14-33.
In addition to PIDs, the 671 patent describes cellphones as widely used
handheld digital devices similar to PIDs, but with substantially fewer
applications, less available memory for storage, and a limited capacity for
data entry. Id. at 1:38-53.

Because of these differences between PIDs and cellphones, the *671
patent observes that PIDs, and not cellphones, are used to store contact
information. Id. at 1:54-63. This leads to a requirement for users to find
contact numbers on their PID and then manually dial those numbers on the
cellphone. Id. at 1:58-2:10. Thus, the 671 patent identifies a need for “a
method whereby a user’s handheld PID can automatically dial a telephone
number stored in its memory” such that the user need not access controls of
a telephone. Id. at 2:11-22.

To solve this problem, the *671 patent describes using the wireless
ports of the telephone and the PID to link the two devices using a standard
communication protocol, such as short-range radio frequency (“RF”) over
Bluetooth or infrared signals (“IR”) over the Infrared Data Association
(“IrDA”) specification. Id. at 4:40-5:27, 6:35-57. The 671 patent
describes a method in which the user chooses a phone number from the
memory of the PID, using the appropriate application, and indicates to the
PID that the chosen number should be dialed by a cellphone. Id. at 8:10-17.
In response, the PID application accesses the cellphone, transmits the
desired telephone number, and “control[s] [the cellphone] to dial the number
and establish[] the telephone call” in a manner that is seamless and “without

requiring any intervening steps or actions by the user” or involving direct
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interaction with the cellphone. Id. at 8:17-25. Figure 8, reproduced below,
shows a flowchart of the steps in one embodiment of this autodialing
process. Id. at 9:39-41.
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The flow chart of Figure 8, above, begins with step 801—the user
accessing the graphical user interface (“GUI”) of a PID to initiate wireless
autodialing of a cellphone. Id. at 9:46-47. The user chooses the desired
contact from a list displayed by the PID in step 802, verifies the correct
phone number in step 803, and confirms that the number should be
autodialed by the cellphone in step 804. Id. at 9:55-59. The PID, in step
805, transfers the chosen number to the cellphone over the wireless
communication link. 1d. at 9:62-64. Finally, in step 806, the PID “controls
telephone 14 to dial the specific number and complete the telephone

communication.” Id. at 9:65-67.

B. Illustrative Claim
Of the challenged claims, claims 1 and 9 are independent. Claim 1 is
illustrative of the claims at issue and is reproduced below with added
indentations and spacing for clarity:

1. An automated telephone dialing system, comprising:

a telephone having a wireless port for short range
wireless data transfer; and

a handheld computer system having a wireless port for
communication with the wireless port on the telephone,

wherein a specific telephone number is selectable
from a list displayed on the handheld computer system
and

wherein the handheld computer system is operable
to transfer the specific telephone number to the telephone
using a wireless communication, and

wherein the handheld computer system is
configured to control the telephone via the wireless
communication such that the telephone dials the specific
telephone number.
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