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that update messages are exchanged byservers periodically, indicating messages are exchanged

at fixed, regular intervals of time. RING at p. 87.

CLAIM 3

The method of claim 1 wherein said time interval correspondsto a time for
said server to receive at least one message from each host computer
belonging to said first message group.
RING,in view of Netrek, discloses the method of claim 1 wherein said time intervalis a

fixed period of time. RING at Abstract, pp. 85, 86, 87, 90 and 91. In particular, RING discloses

that update messages are exchanged by servers periodically, indicating messages are exchanged

at fixed, regular intervals of time. RING at p. 87. Furthermore, Netrek discloses a

readFromClient function that receives messages from each of the hosts (e.g., clients) into a

shared memory (e.g., “buf’). See Server\ntserv\input.c at line 195 and Server\ntserv\socket.c at

lines 1825-2044. Netrek further discloses a time for the server to receive at least one message

from cach host—cach host that joins has a corresponding ntscrv process running on the server,

which waits 0.2 seconds for at least one message to aggregate in buf from each host computer

belonging to the first message group (¢.g., all players in the game or on a particular team)—and

after waiting the 0.2 seconds, the aggregated messages are sent to the clients. See

Server\ntserv\socket.c at lines 1825-2044, 603-90; Server\ntserv\input.c at lines 152-203;

Server\ntserv\redraw.c at lines 21-115. One of ordinary skill in the art would have looked to

Netrek to teach a time interval to receive at least one message from cach host computer as both

Netrek and RING involve exchanging packets of positional information in a gaming environment

on a unicast network in order to maintain consistency in the virtual world and increase efficiency

in messagedistribution.

CLAIM 4

The methodof claim | further comprising the step of creating, by one of said
plurality of host computers, said first message group by sending a first
control message to said server via said unicast network.

RINGdiscloses creating the first message group by sendinga first control message to the

server using the unicast network; for example, when a first player enters a “hexagonal shaped

cell,” they create a message group consisting of the first player, and when other players enter the

same “hexagonal shapedcell,” they join the message group created by the first player. RING at

p. 90-91. More specifically, the server creates the "hexagonal shapedcell," but the first player
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entering the cell creates the first message group, which comprises the players in the cell. /d.

Therefore, RING discloses the creation of the first message group when people enter the

“hexagonal shaped cell.” Jd.

CLAIMS

The methodof claim 4 further comprising the step of joining, by someof said
plurality of host computers, said first message group by sending control
messages via said unicast networkto said server specifying said first message
group.

RING discloses additional host computers joining the first message group by sending

control messages (¢.g., “update messages’) to the server indicating that they are joining the

message group created bythefirst player. RING at pp. 89.

CLAIM6

The method of claim 1 wherein said network is Internet and said server

communicates with said plurality of host computers using a session layer
protocol.

RINGdiscloses the method of claim 1 wherein the network is the Internet (¢.g., a wide-

area network”’) and the server communicates with a plurality of host computers (e.g., “client

workstations”) using a session layer protocol because RING discloses UDP/IP and application

layer protocols that include session layer functionality. RING at Abstract, pp. 85, 86, 87, 89, 90,

91 and Fig. 11. The wide-area network disclosed by RING includesthe Internet because RING

uses the UDP/IP protocol, which is a memberofthe Internet Protocol Suite, the set of network

protocols used for the Internct. RING at pp. 89, 85 and Fig. 11.

F, CLAIMS1, 2 AND 4-6 ARE RENDERED OBVIOUS BY RING IN VIEW OF VAN HOOK
UNDER35 U.S.C. § 103

Please see the attached Exhibit CC-F presenting claim charts for comparison of RING in

view of Van Hook with claims 1, 2 and 4-6 of the ‘523 patent.

Reasons to Combine:

RINGdiscloses communicating messages over a network. RING at Figs. 5 and 7, pp. 88,

87 and 91. RING doesnot disclose aggregating payloads into a single aggregated message, but

Van Hook discloses aggregating group messages into a single packet by bundling the packets.

Van Hook at 2. Van Hook states that “[t]he dominant effect of bundling is to reduce packet

rates. Additionally, bundling reduces bit rates because fewer packet headers are sent.” Id.
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Therefore, one of ordinary skill in the art would have looked to Van Hook to aggregate group

messagesin order to reduce bit rates and increase the network efficiency of RING.

CLAIM1

A method for providing group messages to a plurality of host computers
connected over a unicast wide area communication network, comprising the
steps of:

RING discloses a method for providing group messages(e.g., “update messages”) to a

plurality of host computers (e.g., “client workstations”) connected over RING’s unicast wide-

area communication network. RING at Abstract, pp. 85, 86, 90 and 91.

providing a group messaging server coupled to said network, said server
communicating with said plurality of host computers using said unicast
network and maintaining a list of message groups, each message group
containing at least one host computer;

RING discloses providing a group messaging server coupled to the network, (e.g.,

RING’s unicast wide-area communication network), wherein the server communicates with the

plurality of host computers (e.g., “client workstations”) using the unicast network and

maintaining a list of message groups. RING at Figs. 5 and 7, pp. 88, 87 and 91. As illustrated in

Figure 7 (reproduced below), for example, RING discloses that clients A and C belongto client

B’s message group, and therefore this particular message group contains at least one host

computer, or client workstation, including A, B and C. RINGatFig. 7.

CHant B

 
Figure 7: Ply of apdate mewsages (labeted aroswe3 for «
Atos ta entities A, B,C, age
mesh as skowr: is Figsre 4,

Figure 7 of RING at p. 88.

ie
arsanged in a virtnel sevinun-
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Message groups can consist of all clients connected to RING servers, or clients that are

visible to each other and can send messages to each other. RING at pp. 87-88. A server, such as

server Y in Figure 7, maintains a list of message groups, as “servers keep track of which cells

contain which entities by exchanging ‘periodic’ update messages when entities cross cell

boundaries,” and thus becomevisible to other clients. RING at p. 87.

sending, by a plurality of host computers belonging to a first message group,
messages to said server via said unicast network, said messages containing a
payload portion and a portion for identifying said first message group;

RING discloses sending, by a plurality of host computers (e.g., “client workstations’)

belonging to a first message group (i.e. other clients participating in the same distributed

simulation and in the samecell), messages to the server via the unicast network. RING at pp. 87

and 91. The messages(¢.g., “update messages”) contain 40 bytes, and consist of a portion for

identifying a first message group, such as an “entity-ID” as well as a payload portion containing
99 66, 39 66

message information such as “target-position,” “target-oricntation,” “positional-vclocity,” and

“rotational velocity.”” RINGat pp. 87, 89, 91 and Fig. 5. While the entity-ID does not explicitly

indicate a particular message group, it is used by the server “for identifying” the group (e.g.,

“cell”) to which the message should be transmitted. RING at p. 87 (“[SJervers keep track of

which cells contains which entities by exchanging “periodic” update message whenentities cross

cell boundaries. Real-time update messages are propagated only to servers and client containing

entities inside some cell visible to the one containing the updated entity.””)

aggregating, by said server in a time interval determined in accordance with
a predefined criterion, said payload portions of said messages to create an
aggregated payload;

While RING docs not explicitly disclosc aggregating, Van Hook discloses agercgating

(e.g., “bundling”’), by said server (e.g, “Application Gateway”)(AG) in a time interval

determined in accordance with a predefined criterion (“maximum packet size” or “maximum

time”) payload potions of said messages (e.g., “Data messages, called protocol data units

(PDUs)’) to create an aggregated payload (e.g., “bundled PDU”’). Van Hookat pp. 2 and 7.

Similarly, RING uses message groups like those of Van Hook (e.g., participants in

proximity with each other) when processing what information should be sent to servers and

clients. RING at p. 87. Therefore, it would have been obviousto one ofskill in the art to use the

teaching of aggregating message payloads from clients based on the bundling of messages
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disclosed in Van Hook to aggregate update message payloads in RING to increase network

efficiency.

forming an aggregated message using said aggregated payload; and

While RING doesnot explicitly disclose forming an aggregated message,it teaches thatit

is advantageous to aggregate (e.g., “augment’’) a client message payload (e.g., an "update

message”) with “Add” and “Remove” messages. RING atp. 88 (“As entities move through the

environment, servers augment update messages with ‘Add’ and ‘Remove’ messages notifying

clients that remote entities have becomerelevant or irrelevant to the client’s local entities.”).

Moreover, Van Hook discloses forming an aggregated message (¢.g., “bundled PDU”’)

using said aggregated payload. Van Hookatpp. 2.

transmitting, by said server via said unicast network, said aggregated
messageto a recipient host computer belonging to said first message group.

RING, in view of Van Hook, discloses transmitting, by said server via said unicast

network, said aggregated message to a recipient host computer (e.g., “client workstation’)

belonging to said first message group. RING at pp. 87 and 91. More specifically, “RING routes

each one through at least one server and possibly two.” RINGat p. 88. According to RING,

client workstations belong to the first message group if they participate in the same distributed

simulation or are visible to each other. RING at p. 87.

Moreover, Van Hook discloses transmitting said aggregated message (e.g., “bundled

PDU”) onto the WAN. Van Hook at 7. The other AGs on the WANreceive the aggregated

message (¢.g., “bundled packet”’), unbundle it, and determine which hosts in the group (e.g., “cell

set,” “Force ID” or “Exercise ID”) should receive the PDU. The AG then transmits the PDUs

individually to those recipient host computer in the group(e.g., “cell set”). Van Hook at Figures

1 and 5; pp. 1, 2, 4, 6, 7.

 
The recipient host computer does not receive the aggregated message (e.g., “bundled

PDU”) because it us unbundled by an AG after being received from the WAN andbefore being

retransmitted to the host computer over the LAN. Van Hookat 7, section 4.6. Nevertheless,

Requester submits that the broadest reasonable interpretation of this element does not require

receiving, by a recipient host computer, said aggregated message. Instead, the step of

“transmitting said aggregated message...” is performed when the AG transmits the bundled PDU
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out onto the WAN, even though the packet may be de-aggregated prior to being received by the

recipient host computer.

CLAIM 2

The method of claim 1 wherein said time intervalis a fixed period of time.

RING discloses the method of claim 1 wherein said time interval is a fixed period of

time. RING at Abstract, pp. 85, 86, 87, 90 and 91. In particular, RING discloses that update

messages are exchanged byservers periodically, indicating messages are exchanged at fixed,

regular intervals of time. RING at p. 87. Moreover, Van Hook discloses aggregation of packets

(e.g., “packets may be bundled together”) to avoid overloading computers. Van Hook at pp. 2

and 7.

CLAM™4

The methodof claim 1 further comprising the step of creating, by one of said
plurality of host computers, said first message group by sending a first
control message to said server via said unicast network.

RINGdiscloses creating the first message group by sendinga first control message to the

server by the unicast network; for example, when a first player enters a “hexagonal shapedcell,”

they create a message group consisting of the first player and when other players enter the same

“hexagonal shaped cell,” they join the message group created bythe first player. RING at p. 90-

91. More specifically, the server creates the "hexagonal shaped cell,” but the first player entering

the cell creates the first message group, which comprises the players in the cell. /d. Therefore,

RINGdiscloses the creation of the first message group when people enter the “hexagonal shaped

cell.” Id.

CLAIMS

The method of claim 4 further comprising the step of joining, by someof said
plurality of host computers, said first message group by sending control
messages via said unicast network to said server specifying said first message
group.

RING discloses additional host computers joining the first message group by sending

control messages (¢.g., “update messages’) to the server indicating that they are joining the

message group created bythefirst player. RING at pp. 89.
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CLAIM 6

The method of claim 1 wherein said network is Internet and said server

communicates with said plurality of host computers using a session layer
protocol.

RINGdiscloses the method of claim 1 wherein the network is the Internet (¢.g., a wide-

area network’) and the server communicates with a plurality of host computers (¢.g., “client

workstations”) using a session layer protocol because RING discloses UDP/IP and application

layer protocols that include session layer functionality. RING at Abstract, pp. 85, 86, 87, 89, 90,

91 and Fig. 11. The wide-area network disclosed by RING includesthe Internet, because RING

uses the UDP/IP protocol, which is a memberofthe Internet Protocol Suite, the set of network

protocols used for the Internet. RING at 89, 85, Fig. 11.

VI. CONCLUSION

The prior art documents presented in the above Request were cither not previously

considered by the Office during prosecution of the ‘523 patent, or are now being presented in a

new light pursuant to MPEP § 2242 (IT). None ofthe six claims of the ‘523 patent are patentable

over the prior art documents cited herein alone or in combination. While Requester has put forth

various combinations of the prior art, numerous other combinations are possible. The prior art

documents teach the subject matter of the ‘523 patent in a manner such that substantial new

questions ofpatentability for all six claims of the ‘523 patent are raised by this Request.

In view of the foregoing, it is respectfully submitted that substantial new questions of

patentability of Claims 1-6 of Patent No. 5,822,523 are raised by this Request. Accordingly, the

Office is requested to grant this Request and to initiate reexamination with special dispatch.

Claims 1-6 should be reexamined, rejected under 35 U.S.C. §§ 102-103, and canceled pursuant

to this Request.

As an aid to the application of the presented prior art to claims of the ‘523 patent,

corresponding claim charts are attached hereto.

Enclosed is a credit card authorization to cover the fee for reexamination. If this

authorization is missing or defective, please charge the fee to the Novak Druce Deposit Account

No. 14-1437.
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MPATH INTERACTIVE, INC. = ; . Exec Dt: 01/07/2000
HEARME

665 CLYDE AVENUE. /
MOUNTAIN VIEW, CALIFORNIA 94043

STERNE, KESSLER, GOLDSTEIN & FOX PLLC
MICHAELB. RAY

1100 NEW YORK AVE., N.W.
SUITE 600

WASHINGTON, DC 20005-3934

 

Assignment: 4
Reel/Frame:

Conveyance:

Assignor:

Assignee:

Correspondent:

011164 /0198 Received: 10/23/2000 Recorded: 03/15/2000 Mailed: 12/13/2000 Pages: 3

RELEASE OF SECURITY INTEREST .
GREYROCKBUSINESS CREDIT Exec Dt: 03/01/2000

MPATHINTERACTIVE, INC.
665 CLYDE AVENUE

MOUNTAIN VIEW, CALIFORNIA 94043

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C
MICHAEL B. RAY

1100 NEW YORKAVE., N.W.
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SUITE 600

WASHINGTON, D.C. 20005-3934

Assignment: 5
Reel/Frame: 012598/050 Received: 02/27/2002 Recorded: 02/11/2002 Mailed: 04/19/2002 Pages: 2

Conveyance: ASSIGNMENT OF ASSIGNORSINTEREST (SEE DOCUMENT FOR DETAILS). ,

Assignor: HEARME, INC. '

Assignee:PALTALKHOLDINGS,INC.
213 WEST 35TH STREET, 13TH FLOOR
NEW YORK, NEW YORK 10001

Correspondent: FENWICK & WEST LLP
RAJIV P. PATEL, ESQ.
TWO PALO ALTO SQUARE

: PALO ALTO, CA 94306

Assignment: 6 . .
Reel/Frame: 015732/0121 Received: 09/01/2004 Recorded: 08/27/2004 Mailed: 03/05/2005 Pages: 37

Conveyance: SECURITY AGREEMENT

Assignor: LEAP WIRELESS INTERNATIONAL, INC. Exec Dt: 08/16/2004
Assignee: WELLS FARGO BANK, N.A., AS COLLATERAL AGENT

SIXTH AND MARQUETTE
MAC N9303-120

MINNEAPOLIS, MINNESOTA 55479

Correspondent: LATHAM & WATKINS
: RHONDA DELEON

650 TOWN CENTER DRIVE
SUITE 2000

COSTA MESA, A 92626

Assignment: 7
Reel/Frame: 016290/0577 Received: 02/28/2005 Recorded: 02/17/2005 Mailed: 07/22/2005 Pages: 12

Conveyance: SECURITY INTEREST (SEE DOCUMENT FOR DETAILS).

Exec Dt: 12/19/2001
 

 

 
 

 

 

 

 

 

 

Assignors: CRICKET NICATIONS, ING. Exec Dt: 01/10/2005

, LEAP WIRELESS INTERNATIONAL, INC. Exec Dt: 01/10/2005
BACKWIRE.COM, INC. Exec Dt: 01/10/2005

TELEPHONE ENTERTAINMENT NETWORK, INC. Exec Dt: 01/10/2005

CHASETEL LICENSEE CORP, Exec Dt: 01/10/2005

CRICKET LICENSEE (ALBANY), INC. Exec Dt: 01/10/2005

CRICKET LICENSEE(COLUMBUS),INC. Exec Dt: 01/10/2005

CRICKET LICENSEE (DENVER), INC. Exec Dt: 01/10/2005

RICKET. LICENSEE (LAKELAND), INC. Exec Dt: 01/10/2005

CRICKET LICENSEE (MACON),INC. . Exec Dt: 01/10/2005

CRICKET LICENSEE (NORTH CAROLINA),INC. : Exec Dt: 01/10/2005
CRICKET LI PITTSBURGH), INC, Exec Dt: 01/10/2005

CRICKET LICENSEE (RECAUCTION), INC. Exec Dt: 01/10/2005

CRICKET LICENSEE I, INC. Exec Dt; 01/10/2005

CRICKET LICENSEE I], INC. Exec Dt: 01/10/2005

CRICKET LICENSEE I1J, INC. , Exec Dt: 01/10/2005

CRICKET LICENSEE IV, INC. . Exec Dt: 01/10/2005

CRICKET LICENSEE V,_INC. . Exec Dt; 01/10/2005

CRICKET LICENSEE VI, INC, Exec Dt: 01/10/2005

CRICKET LICENSEE VII, INC. Exec Dt: 01/10/2005

CRICKET LICENSEE VII, INC. . Exec Dt: 01/10/2005
CRICKET LICENSEE IX, INC, Exec Dt: 01/10/2005

Petitioner Riot Games,Inc. - Ex. 1005, p. 261
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CRICKET LICENSEE X, INC. Exec Dt: 01/10/2005
 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

CRICKET LICENSEE XII, INC. ‘ Exec Dt: 01/10/2005

CRICKET LICENSEE X11, INC. Exec Dt: 01/10/2005

CRICKET LICENSEE XIV, INC. Exec Dt: 01/10/2005

RICKET LICENSEE XV, INC. Exec Dt: 01/10/2005

CRICKET LICENSEE XVI, INC. Exec Dt: 01/10/2005

CRICKET LICENSEE XVIL, INC. : Exec Dt: 01/10/2005

CRICKET LICENSEE XVII, INC, Exec Dt: 01/10/2005

CRICKET LICENSEE XIX, INC . Exec Dt: 01/10/2005

CRICKET LICENSEE XX, INC, Exec Dt: 01/10/2005

CRICKET HOLDINGS DAYTON, INC. Exec Dt: 01/10/2005

MCG PCS LICENSEE CORPORATION, INC, : Exec Dt: 01/10/2005

CHASETEL REAL ESTATE HOLDING COMPANY, INC. Exec Dt: 01/10/2005

CRICKET ALABAMA PROPERTY COMPANY Exec Dt: 01/10/2005

CRICKET ARIZONA PROPERTY COMPANY Exec Dt: 01/10/2005

ARKANSAS PROPI MPANY Exec Dt: 01/10/2005

CRICKET CALIFORNIA PROPERTY COMPANY Exec Dt: 01/10/2005

CRICKET COLORADOPROPERTY COMPANY . Exec Dt: 01/10/2005

CRICKET FLORIDA PROPERTY COMPANY ~ Exec Dt; 01/10/2005

CRICKET GEORGIA PROPERTY COMPANY, INC, Exec Dt: 01/10/2005

CRICKET IDAHO PROPERTY COMPANY ‘ Exec Dt: 01/10/2005

RICKET ILLINOIS PROPE MP, - Exec Dt: 01/10/2005

CRICKET INDIANA PROPERTY COMPANY Exec Dt: 01/10/2005

CRICKETKANSASPROPERTYCOMPANY, Exec Dt: 01/10/2005

CRICKET KENTUCKY PROPERTY COMPANY Exec Dt: 01/10/2005

CRICKET MICHIGAN PROPERTY COMPANY Exec Dt: 01/10/2005

CRICKETMINNESOTAPROPERTYCOMPANYExec Dt: 01/10/2005

CRICKET MISSISSIPPI PROPERTY COMPANY - Exec Dt: 01/10/2005
CRICKET NEBRASKAPROPERTY COMPANY Exec Dt: 01/10/2005
CRICKET NEVADA PROPERTY COMPANY , Exec Dt: 01/10/2005

, CRICKET NEW MEXICO PROPERTY COMPANY Exec Dt: 01/10/2005
CRICKET NEW YORK PROPERTY COMPANY,INC. \ Exec Dt: 01/10/2005

CRICKETNORTH CAROLINA PROPERTY COMPANY Exec Dt: 01/10/2005
CRICKET OHIO PROPERTY COMPANY Exec Dt: 01/10/2005
CRICKET OKLAHOMA PROPERTYCOMPANY . Exec Dt: 01/10/2005

CRICKET OREGON PROPERTY COMPANY . Exec Dt: 01/10/2005

CRICKET PENNSYLVANIA PROPERTY COMPANY / Exec Dt: 01/10/2005
RICKET TE PROPER PANY Exec Dt: 01/10/2005

CRICKET UTAH PROPERTY COMPANY Exec Dt: 01/10/2005

CRICKET WASHINGTON PROPERTY COMPANY Exec Dt; 01/10/2005

CRICKET WISCONSIN PROPERTY COMPANY Exec Dt: 01/10/2005

. LEAP PCS MEXICO, INC. : Exec Dt: 01/10/2005
Assignee: BANK OF AMERICA N.A.

100 NORTH TYRON STREET

CHARLOTTE, NORTH CAROLINA 28255

Correspondent: INTELLECTUAL PROPERTY DOCKETING
SHEARMAN & STERLING LLP
599 LEXINGTON AVENUE

NEW YORK, NY 10022

Petitioner Riot Games,Inc. - Ex. 1005, p. 262
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Assignment: 8
Reel/Frame: 022793 /0850 Received: 06/09/2009 Recorded: 06/09/2009

Conveyance: SECURITY AGREEMENT

Assignors: CRICKET COMMUNICATIONS, INC.
 

LEAP WIRELESS INTERNATI: NC.

AUCTION), LLC

CRICKETLICENSEE1,LLC

CRICKET LICENSEE 2007, LLC

Assignee: WILMINGTONTRUST FSB
1100 NORTH MARKET ST. C/O WILMINGTON TRUST COMPANY
ATTN.: CORPORATE CAPITAL MARKETS ‘
WILMINGTON, DELAWARE 19890

Correspondent: JORDAN ALTMAN
599 LEXINGTON AVENUE

SHEARMAN & STERLING LLP - IP DOCKETING
NEW YORK, NY 10022

Assignment: 9
Reel/Frame: 022804 /0745 Received: 06/09/2009 Recorded: 06/09/2009

Conveyance: RELEASE BY SECURED PARTY (SEE DOCUMENTFOR DETAILS).

Assignor: BANK OF AMERICA, N.A.

Assignees:CRICKETCOMMUNICATIONS,INC.
1307 PACIFIC CENTER COURT
SAN DIEGO, CALIFORNIA 92121
LEAP WIRELESS INTERNATIONAL, INC.

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

TELEPHONE ENTERTAINMENT NETWORK, INC.
1307 PACIFIC CENTER COURT

. SAN DIEGO, CALIFORNIA 92121

CHASETEL LICENSEE CORP.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

 

 

1307 PACIFIC CENTER COURT

’ SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE (COLUMBUS), INC. °
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE (DENVER) INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKETLICENSSE(LAKELAND)INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET. LICENSEE(MACON),INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE(NORTH CAROLINA)INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE (PITTSBURGH)INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET. ENSEE (REAUCTION), INC.

Petitioner Riot Games, Inc. - Ex. 1005, p. 263

Mailed: 06/11/2009

Exec Dt: 06/05/2009

Exec Dt: 06/05/2009

Exec Dt; 06/05/2009

Exec Dt: 06/05/2009

Exec Dt: 06/05/2009

Mailed: 06/11/2009

Exec Dt: 06/05/2009

Pages: 13

Pages: 23
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1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRI LICENSEE J, INC.

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET LICENSEEIT, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKETLICENSEFILINC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE IV,INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE V, INC,
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE VI, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE VII, INC,
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET LICENSEE VIII, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET LICENSEE IX, INC,
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRI IN
1307 PACIFIC CENTER COURT

 

 

SAN DIEGO, CALIFORNIA 92121
CRICKET LICENSEE XI, INC.
1307 PACIFIC CENTER COURT

 

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE XI, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET LICENSEE XIII, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET LICENSEE XIV, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKETLICENSEEXV,INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE XVE_INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKETLICENSEEXVII,INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
VIL, INC,

1307 PACIFIC CENTER COURT
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SAN DIEGO, CALIFORNIA 92121

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET LICENSEE XX, INC,
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKETHOLDINGSDAYTON,INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

MCG PCS LICENSEE CORPORATION, INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CHASETEL REAL ESTATE HOLDING COMPANY, INC.

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

BACKWIRE.COM, INC,
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET ALABAMA PROPERTY COMPANY
1307 PACIFIC CENTER COURT *
SAN DIEGO, CALIFORNIA 92121

CRICKETARIZONAPROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET ARKANSAS PROPERTY COMPANY
1307 PACIFIC CENTER COURT:

SAN DIEGO, CALIFORNIA 92121
CRICKET CALIFORNIA PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET. COLORADO PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET FLORIDA PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET GEORGIA PROPERTY COMPANY,INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKETIDAHOPROPERTYCOMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET ILLINOIS. PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
GRICKET INDIANA PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET KANSAS PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET.KENTUCKYPROPERTYCOMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
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CRICKET MICHIGAN PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET MINNESOTA PRO COMPANY

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET MISSISSIPPI PROPERTY COMPANY

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
ICKET._NE KA PROPER PANY

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET NEVADAPROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET NEW MEXICOPROPERTY COMPANY.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET NEW YORK PROPERTY COMPANY,INC.
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICK Ol ROLINA PROPERTY PANY

1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET OHIO PROPERTY COMPANY
* 1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET OKLAHOMA PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET OREGON PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET PENNSYLVANIA PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET TEXAS PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET UTAH PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
CRICKET WASHINGTON PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121

CRICKET WISCONSIN PROPERTY COMPANY
1307 PACIFIC CENTER COURT

SAN DIEGO, CALIFORNIA 92121
LEAP PCS MEXICO, INC.
1307 PACIFIC CENTER COURT

SAN OIEGO, CALIFORNIA 92121

Correspondent: JORDAN ALTMAN
599 LEXINGTON AVENUE
SHEARMAN& STERLING LLP - IP DOCKETING

NEW YORK, NY 10022
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If you have any comments or questions conceming the data displayed, contact PRD / Assignments at 571-272-3350.
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
O. Box

Alexandria, Virginia 22313-1450iN

 REEXAM CONTROL NUMBER FILINGOR371 (c) DATE PATENT NUMBER

90/011,033 06/14/2010 5822523
CONFIRMATIONNO.1686

NOVAK DRUCE & QUIGG, LLP REEXAMINATION REQUEST
(NDQ REEXAMINATION GROUP) NOTICE

HOUSTONTX770020 00.
Date Mailed: 06/28/2010

NOTICE OF REEXAMINATION REQUESTFILING DATE

(Third Party Requester)

Requesteris hereby notified that the filing date of the request for reexamination is 06/14/2010, the date that the
filing requirements of 37 CFR § 1.510 werereceived.

A decision on the requestfor reexamination will be mailed within three months from thefiling date of the request
for reexamination. (See 37 CFR 1.515(a)).

A copy of the Notice is being sent to the personidentified by the requester as the patent owner. Further patent
owner correspondencewill be the latest attorney or agentof record in the patentfile. (See 37 CFR 1.33). Any
paper filed should include a reference to the present request for reexamination (by Reexamination Control
Number).

cc: Patent Owner

26137
PATENT DEPARTMENT

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP
FOUR TIMES SQUARE

NEW YORK,NY 10036

/jawhitfield/
 

Legal Instruments Examiner
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900

page 1 of 1
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TR,

= . UNITED Stares PATENT AND TRADEMARK OFFICE! UNITED STATES DEPARTMENT OF COMMERCE

% ia United States Patent and Trademark OfficeAddress: COMMISSIONER FOR PATENTS

Sa. - PO. Box 1450Alexandria, Virmnia 22313-1450
REEXAM CONTROL NUMBER FILINGOR 371 (c) DATE PATENT NUMBER

90/011,033 06/14/2010 5822523
 

CONFIRMATIONNO.1686

26137 REEXAM ASSIGNMENT NOTICE
PATENT DEPARTMENT

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP VMOU00FOUR TIMES SQUARE WU
NEW YORK, NY 10036

Date Mailed: 06/28/2010

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 3992. All future correspondence to
the proceeding should be identified by the control numberlisted above and directed to the assigned Art Unit.

A copyof this Notice is being sent to the latest attorney or agent of record in the patentfile or to all owners of
record. (See 37 CFR 1.33(c)). If the addresseeis not, or does not represent, the current owner, he or sheis
required to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
receiving this communication who doesnot represent the current owner(s) may wish to seek to withdraw pursuant
to 37 CFR 1.36in orderto avoid receiving future communications. If the address of the current owner(s) is
unknown,this communication should be returned within the request to withdraw pursuant to Section 1.36.

cc: Third Party Requester(if any)
NOVAK DRUCE & QUIGG, LLP
(NDQ REEXAMINATION GROUP)
1000 LOUISIANA STREET,FIFTY-THIRD FLOOR
HOUSTON, TX 77002

/jawhitfield/
 

Legal Instruments Examiner
Central Reexamination Unit 571-272-7705; FAX No. 571-273-9900

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS P.O. Box 1450

Alexandria, Virginia 22313-1450www.uspto.gov

ATTORNEY DOCKET NO.

90/01 1,033 06/14/2010 5,822,523 18830.0003 1686

PATENT DEPARTMENT

SKADDEN, ARPS, SLATE, MEAGHER & FLOM LLP
FOURTIMES SQUARE
NEW YORK, NY 10036

DATE MAILED:07/29/2010

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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aaa .
‘ a. UNITED STATES PATENT AND TRADEMARK OFFICE‘. On

elesi Commissioner for Patents
ee United States Patent and Trademark Officefigs P.O. Box 1450

Alexandria, VA 22313-1450VNU USPTO.GOv

DO NOT USEIN PALM PRINTER MAILED
(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

~NOVAK DRUCE & QUIGG, LLP —_ JUL 2 3 2010
(NDQ REEXAMINATION GROUP) | CENTRAL REEXAMINATION UNIT
1000 LOUISIANA STREET

FIFTY-THIRD FLOOR

HOUSTON,TX 77002

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

 REEXAMINATION CONTROLNO. 90/011,033.

PATENTNO. 5,822,523. | 

ART UNIT 3992.

Enclosedis a copyof the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Wherethis copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(q)).

PTOL-465 (Rev.07-04)
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Control No. Patent Under Reexamination

90/011 ,033 5,822,523

Examiner
Order Granting / Denying Request For

Ex Parte Reexamination

ANDREW L. NALVEN
  

--The MAILING DATEof this communication appears on the cover sheet with the correspondence address--

The requestfor ex parte reexamination filed 14 June 2010 has been considered and a determination has

been made.An identification of theclaims, the references relied upon, and the rationale supporting the
_determination are attached.

Attachments: a)[_] PTO-892, b) PTO/SB/08, c)X] Other: Decision on Request

1. kX] The request for ex parte reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNEDBY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHSfrom the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.

if Patent Ownerdoesnotfile a timely statement under 37 CFR 1. 530(b), then no reply by requester
is permitted.

_L] The request for ex parte reexamination is DENIED.

This decisionisnot appealable (35 U.S.C. 303(c)). Requester may seek review bypetition to the
Commissioner under 37 CFR 1.181 within ONE MONTHfrom the mailing date of this communication (37
CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER37 CFR 1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER
37 CFR 1.183.

In due course, a refund under 37 CFR 1.26 (c ) will be made to requester:

a) _] by Treasury check or,

b) [] by credit to Deposit Account No. , or

c) [1] bycredit to a credit card account, unless otherwise notified (35 U.S.C. 303(c)).

 
 

cc:Requester(if third party requester
U.S. Patent and Trademark Offica

PTOL-471 (Rev. 08-06) Office Action in Ex Parte Reexamination . Part of Paper No. 20100706
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Application/Control Number: 90/011,033 Page 2
Art Unit: 3992

DECISION GRANTING EX PARTE REEXAMINATION

A substantial new question of patentability affecting claims 1-6 of United States Patent

Number5,822,523 (hereafter “the ‘523 patent’) is raised by the request for ex parte

reexamination submitted on June 14, 2010.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant" and notto parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination

proceedings “will be conducted with special dispatch” (37 CFR 1.550(a)). Extensions of time in

ex parte reexamination proceedings are provided for in 37 CFR 1.550(c).

Notification of Concurrent Proceedings

The patent owner is remindedofthe continuing responsibility under 37 CFR 1.985 to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving the

'523 patent throughout the course of this reexamination proceeding. The third party requester is

also reminded ofthe ability to similarly apprise the Office of any such activity or proceeding

throughoutthe course of this reexamination proceeding. See MPEP § 2686 and 2686.04.

PROSECUTION HISTORY
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Application/Control Number: 90/011,033 Page 3
Art Unit: 3992

The ‘523 patent was issued on October13, 1998 from an applicationfiled February 1,

1996.Afirst office action was issued on March 20, 1997 that rejected claims 1-16. In response,

the Applicant canceled claims 1-6 and 13-16 and argued that the cited prior art did not teach on

suggest “aggregating payloads of messages.” ‘523 Patent Prosecution, Remarks submitted

6/9/1997. The limitations correspondingto the “aggregating” include:

" aggregating, by said serverin a timeinterval determined in accordance with a

predefined criterion, said payload portions of said messagesto create an aggregated

payload; forming an aggregated message using said aggregated payload ...." Claim 1.

Following the amendments and remarks, on July 9, 1997, a notice of allowance was issued that

allowed claims 7-12, now patent claims 1-6.

PROPOSED SUBSTANTIAL NEW QUESTIONS OF PATENTABILITY

Third Party Requester (“Requester”) requested reexamination of claims 1-6 of the '523

patent based upon the following prior art patents and publications:

1. Source Code including Server2.5pl4.tar.gz and BRHM-1.3.tar.gz (hereafter

“Netrek”).

2. RFC 1459 — Internet Relay Chat Protocol byJ. Oikarinen, published May 1993
(hereafter “IRC RFC”).

3. “Packing Messagesas a Tool for Boosting the Performance of Total Ordering

Protocols by R. Friedman and published July 7, 1995 (hereafter "Friedman").
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Application/Control Number: 90/011,033 Page 4
Art Unit: 3992 ,

4. “An Approach to DIS Scalability” by Van Hooket al and published on September

26-30, 1994 (hereafter “Van Hook”).

IEEE 1278-1993 IEEE Standard for Information Technology- Protocols for

Distributed Interactive Simulation Applications, approved March 18, 1993, and

published in 1993 ("DIS")

USPatent No. 5,736,982 issued to Suzuki on April 7, 1998 (hereafter “Suzuki’’)

that was notcited in earlier examination. Suzuki qualifies as prior art under

§102(e).

“RING: A Client-Server System for Multi-User Virtual Environments” by

Fukhouser and published April 9-12, 1995 (hereafter “Ring”).

Andy McFadden, "The History of Netrek”, published January 1, 1994

("McFadden").

Michael R. Macedonia, "Exploiting Reality with Multicast Groups", published

September 1995 ("Macedonia").

Requestorhas alleged a substantial new question ofpatentability in light of the proposed

rejections:

Issue 1- Claims1-6 are anticipated by Netrek under 35 U.S.C. §102(b).

Issue 2 - Claims 1-6 are rendered obvious by the combination of Netrek in view of

McFadden under 35 U.S.C. 103(a).

Issue 3 - Claims 1, 2, and 4-6 are rendered obvious by the combination of Van Hookin

view of DIS under 35 U.S.C. 103(a).
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Application/Control Number: 90/011,033 | Page 5
Art Unit: 3992

Issue 4 - Claims 1, 2, and 4-6 are rendered obvious by the combination of IRC RFC in
view of Friedman under 35 U.S.C. 103 (a).

Issue 5 - Claims 1-6 are rendered obvious by the combination of Ring in view of Netrek

under 35 U.S.C. 103(a).

Issue 6 - Claims 1, 2, and 4-6 are rendered obvious by the combination of Ring in view

of Van Hook under 35 U.S.C. 103(a).

It is noted that the proposed substantial new questions that are detailed on pages 19-23 do

not utilize the Suzuki or the Macedonia reference. Accordingly, the Suzuki and Macedonia

references are not discussed herein.

ANALYSIS OF SUBSTANTIAL NEW QUESTIONS OF PATENTABILITY

Summary

Requestor has shown a substantial new question ofpatentability with regards to claims 1-

6 as presentedin Issues1-6.

Analysis

A substantial new question of patentability is raised by a cited patent or printed

publication when there is a substantial likelihood that a reasonable examiner would consider the

prior art patent or printed publication important in deciding whetheror not the claim is

patentable. A substantial new question of patentability is not raised by prior art presented in a
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Application/Control Number: 90/011,033 Page 6
Art Unit: 3992

reexamination requestif the Office has previously considered (in an earlier examination ofthe

patent) the same question of patentability as to a patent claimfavorable to the patent owner based

onthe sameprior art patents or printed publications. In re Recreative Technologies, 83 F.3d

1394, 38 USPQ2d 1776 (Fed. Cir. 1996).

Netrek Reference.

The Netrek reference is composed of a client and a server software codethat is used to

play the Netrek game. The Ahn Declaration attests that both the client and the server code were

publicly available on the Internet. Accordingly, Netrek is a printed publication.

Netrek raises a substantial new question ofpatentability regarding claims 1-6 as

presented in Issues 1, 2, and 5. Netrek raises a substantial new question by providing new and

non-cumulative teachings that a reasonable examiner would consider important in determining

patentability of the claims.

Netrek discloses a server and client code for playing an online based multiplayer game.

Netrekprovides teachings relevant to the distinguishing features of the ‘523 patent. For

example, Netrek teaches forming an aggregated message using said aggregated payload (Netrek,

Server/ntserv/socket.c at lines 1603-1744 and lines 603-690). Netrek operates by allowing

clients to send messagesto the server and the server places the messages into a shared memory

(Server/ntserv/socket.c, lines 1825-2044). Next, the server will send out a message that

aggregates the received client messagesto the clients (Server/ntserv/socket.c, lines 603-90).

These teachings would be important to a reasonable examinerin deciding patentability

‘because the prosecution history suggests that these features were the reason for allowance of the

Petitioner Riot Games, Inc. - Ex. 1005, p. 277
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claims. Thus, there is a substantial likelihood that a reasonable examiner would consider Netrek

important in deciding whether ornot the claims are patentable. Accordingly, Netrek raisesa

substantial new question of patentability as to claims 1-6 that has not been decided in a previous

examination.

Requestor proposed Issue 2 as an additional substantial new question based upon Netrek

in combination with McFadden. As noted above, Netrek alone raises a substantial new question

sufficient to grant reexamination of claims 1-6. Thus, Issue 2 raises a substantial new question in

light of the discussion above and a discussion of McFaddenis omitted.

Van Hook Reference

Van Hookraises a substantial new question of patentability regarding claims 1, 2, 4, and

6 as presented in Issues 3 and 6. Van Hookraises a substantial new question by providing new

and non-cumulative teachings that a reasonable examiner would consider importantin

determining patentability of the claims.

For example, Van Hook discloses the receiving of packets in the form of PDUs andthe

bundling ofthose packets into a bundled packet for transmission (Van Hook, pages 1-2). Van

Hook discloses a battlefield simulation system that simulates battlefield conditions. Host

computersthat participate in the simulation send the server state information and the server

bundlesthestate informationinto a larger packet that is distributed to the host computers.

Van Hook’s teachingis relevant to the claimed “aggregating” step and would be

important to a reasonable examinerin deciding patentability because the prosecution history

suggests that these features were the reason for allowance of the claims. Thus, there is a

substantial likelihood that a reasonable examiner would consider Van Hook importantin
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Application/Control Number: 90/011,033 Page 8
Art Unit: 3992 |

deciding whetheror not the claims are patentable. Accordingly, Van Hookraises a substantial

new question of patentability as to claims 1, 2, 4, and 6 that has not been decided in a previous

examination.

DIS Reference

DIS doesnotraise a substantial new question of patentability regarding claims1, 2, 4,
_ and 6 as presented in Issue 3 because DIS does not provide new and non-cumulative teachings

that a reasonable examiner would consider important in determining patentability of the claims.

DISdiscloses an environment whereby distributed computer systems exchange messages in

either a broadcast, unicast, or multicast environment (DIS, Page 10). DIS discloses the sending

__ of a message in a multicast procedure to members of a group (DIS, Pages 10 and 40-41);

however, DIS does not teach the distinguishing feature of aggregating the messagesofclients

into a-single group message. Accordingly, DIS does not independentlyraise a substantial new

question of patentability over claims 1, 2, 4, and 6. However, as noted above, Van Hook alone

raises a substantial new question sufficient to grant reexamination of claims 1, 2, 4, and 6. Thus,

Issue 3 raises a substantial new questionin light of the discussion above.

- Ring Reference

RINGdoesnotraise a substantial new question of patentability regarding claims 1-6 as

presented in Issues 5 and 6 because RING doesnot provide new and non-cumulative teachings
that a reasonable examiner would consider important in determining patentability of the claims.

RINGdiscloses a system for supporting real-time visual interaction between users in a shared 3-
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Application/Control Number: 90/011,033 Page 9
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D environment (RING, Abstract). RING discloses a client sending a message informing a user

of the client’s status and the server reporting that status to a group of other users (RING, Pages

87-91); however, RING doesnotteachthe distinguishing feature of aggregating the messages of

clientsinto a single group message. Ring’s teaching of determining which clients will receive

_ server messages from is not the sameasthe distinguishing feature of aggregating client messages

into a single server message. Accordingly, RING does not independently raise a substantial new

question ofpatentability over claims1-6. However, as noted above, Van Hook and Netrek alone

raises a substantial new question sufficient to grant reexamination of claims 1-6. Thus, Issues 5

and 6 raises a substantial new question in light of the discussion above.

IRC RFC Reference

IRC RFC does not raise a substantial new question ofpatentability regarding claims1,2,

4, and 6 as presented in Issue 4 because IRC RFC does not provide new and non-cumulative

teachings that a reasonable examiner would consider important in determining patentability of

the claims. IRC RFC discloses a system for providing efficient conferencing between clients in

the form of a one-to-many conversation URC RFC, Page 11). IRC RFC discloses a client
sending a message to a server where the server will then distribute to the message to otherclients

whohavejoined a channel CIRC RFC, Page 11); however, IRC RFC does not teach the

distinguishing feature of aggregating the messagesofclients into a single group message.

Accordingly, IRC RFC does not independently raise a substantial new question of patentability

over claims 1, 2, 4, and 6.
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Art Unit: 3992

Friedman Reference

Friedmanraises a substantial new question of patentability regarding claims 1, 2, 4, and 6

as presented in Issues 4. Friedmanraises a substantial new question by providing new and non-

cumulative teachings that a reasonable examiner would consider important in determining

patentability of the claims.

For example, Friedmandiscloses a system for packing messagesin order to improve

system performance (Friedman, Abstract). Friedman discloses a server packing messages

destined for a client into a single packed message utilizing several different protocols (Friedman,

Pages I and 5). For example, messages destined for a particular client are aggregated for a

particular period of time and then packed into a single message for transmission (Friedman,

Page 5). While Friedman doesnot disclose the aggregation of messages destined for a group,

Friedman’s aggregation techniques would be important to a reasonable examinerin deciding
patentability.

These teachings would be importantto a reasonable examiner in deciding patentability

because the prosecution history suggests that these features were the reason for allowance ofthe

claims. Thus, there is a substantial likelihood that a reasonable examiner would consider

Friedman important in deciding whether or not the claims are patentable. Accordingly,

Friedman raises a substantial new question of patentability as to claims 1, 2, 4, and 6 that has not

been decided in a previous examination.

CORRESPONDENCE
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All correspondencerelating to this ex parte reexamination proceeding should be directed:

By EFS: Registered users may submit via the electronic filing system EFS-Web,at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html.
 

By Mailto: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office

P.O. Box 1450

_ Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

For EFS-Web transmissions, 37 CFR 1.8(a)(1)G) (C) and (ii) states that correspondence (except

for a request for reexamination and a corrected or replacement request for reexamination) will be

consideredtimely filed if (a) it is transmitted via the Office's electronic filing system in

accordance with 37 CFR 1.6(a)(4), and (b) includesa certificate of transmission for each piece of

correspondencestating the date of transmission, whichis prior to the expiration of the set period

of time in the Office action.

Any inquiry concerning this communication or earlier communications from the Examiner, or as

to the status of this proceeding, should be directed to the Central Reexamination Unit at

telephone number (571) 272-7705.
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Signed:

/Andrew Nalven/

Andrew Nalven

CRU Examiner

GAU 3992

(571) 272-3839

Conferee: ESKe

Conferee: ahphe
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NPL Documents Ref40_Cheriton.pdf d811a727e62bab4ecd 70539dd2a5 130885

Warnings: 

Information:

447912

NPL Documents Ref41_Curtis.pdf 754flofc9636872692033c61184473896694]
 

Warnings:

Information:

2726416

NPL Documents Ref42_Sanders.pdf 809061c9829b4cbb60ab2a38b16a506173a
aeaa2d

Information:

3904495

NPL Documents Ref43_Duvvur.pdf f5e0cBad 90732e8f3 38261 aadGdd5b54ceb

2263588

NPL Documents Ref44_Ellis.odf 397ecf94e464d 2042946ff2c607641794d663}

Information: 

711686

NPL Documents Ref45_Evard.pdf 3e57d372b6fa Ib6cc4823560202467a06b|
96974

Warnings: 

Information: 

860541 | no
4d33004b3782f6adb5096ebcd0498b1 862

70ded8
NPL Documents Ref46_Friedman.pdf

Warnings: 

Information:

783962

NPL Documents Ref47_Gajewska.pdf <8b7e4 7022 Tfacf9b09e1422d 196485<6
22af

 
 

Warnings:

Information:

6746267

NPL Documents Ref48_Gaudet.pdf 4 4313a91 4bod854d8e98b85F4 | b46bc1094
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Information: 

6618762

NPL Documents Ref49_Golding. pdf b27ec50d92c179c7287e2a4ca106/345fddd}
dla2

Warnings: 

Information:

1510209

59aa4ecf4bc356d6a3cdf41 094d 8c0faa60s
40ba

Warnings:

Information:

737821

NPL Documents Ref51_Greenhalgh.pdf

NPL Documents Ref52_Hofmann.pdf ¢692a8328eab2/fd0tbb04cb4 1557b55e75|3301c9

Information:

689828

NPL Documents Ref53_Jabi.pdf fad0ecdbc 35 986ea2f8e725 Da9B0Ff8a398aq

10894214

NPL Documents Ref54_Kaashoek.pdf 06c33e1592af5 ach92d22¢c1527f4b83 14aq
8bae

Information: 

2920069

NPL Documents Ref55_Kaashoek2.pdf af4060bbdbed3cf65d9379efaae3 eb83c09q

Warnings: 

Information: 

5486029 | no
3a4ee1e96d1b190b32c834b74b9afe8c1 10)

8137b
NPL Documents Ref56_Macedonia.pdf

Warnings: 

Information:

811116

NPL Documents Ref57_Macedoniaetal.pdf <a95a17ddb23c6f1 f3dd5b41bb886 12262}
62025

 
 

Warnings:

Information:

585812

NPL Documents Ref58_Miller.pdf 119a82321f93cbUa3 228b4d8bb29/YfaacAf]
ecec
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Information: 

584010

NPL Documents Ref60_Pullen.pdf Gleecd2280bd 1f29a541fc36a27193e83 1e1|

Warnings: 

Information:

12450223

39a0e0ca79a28294c5 180b838331<9868b3}
e405

NPL Documents Ref61_Singh.pdf

Warnings:

804310

NPL Documents Ref62_Srinivas.pdf 3bcf023163e495db6at74b1297fc0 1ab904
769f

Information:

734886

NPL Documents Ref63_Kaashoek.pdf 09ba85 755d 6658b64eedcesf970céd 1d ade]
a5a90

1497317

NPL Documents Ref64_VanRenesse1.pdf 1994c6a779a704d5545 158a195bbb3%4ee }
Ycbco

Information: 

925593

NPL Documents Ref65_VanRenesse2.PDF
1b5441dcaQd013b067F143f2196165dd81 1}

70890

Warnings: 

Information: 

568702 | no
1e3f2b41f0de839261 34eecbd BfaId92e086)

2528
NPL Documents Ref66_Feiner.pdf

Warnings: 

Information:

763663

NPL Documents Ref67_Crabtree.pdf 3209ef4 09flb4f0d8595271bfc601.ac7e3fd fo}
Ode

 
 

Warnings:

Information:

597938

NPL Documents Ref68_Nagle1.pdf feYdeel 04 leeUb /b841Uc24ebaceY /d05Ucy
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Information: 

330270

NPL Documents Ref69_Nagle2.pdf 16ae2e670¢83537858b4d 3e5 173272 178d.

Warnings: 

Information:

6994462

NPL Documents Ref71_Bartle.pdf 2ddc4084030848174d3a2f7d8fb 171 c2cbd|
252b2

Warnings:

Information:

4160559

NPL Documents Ref72_Eppinger.pdf 2e5 7e7cb8d5 821055785 18ce6489 Ibdf8c1
87282

This Acknowledgement Receipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidenceof receipt similar toa
Post Card, as described in MPEP 503.

 
New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application as a
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO asa Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application.
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Reexamination

Attorney Docket No. 0078494-000001

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re Reexamination of ) MAIL STOP REEXAMINATION
)

U.S. Patent No, 5,822,523 ) Group Art Unit: 3992
)

Jeffrey J. Rothschild etal. ) Examiner:
)

Issued: October 13, 1998 ) Confirmation No.: 1686
)

Reexamination Control No.: 90/011,033 ) Information Disclosure Statement Under
) 37 0C.F.R. § § 1.97, 1.98 and 1.555

For: SERVER-GROUP MESSAGING )
SYSTEM FOR INTERACTIVE )
APPLICATIONS )

FIRST INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

The documents cited on the attached form, PTO-1449, are being called to the

attention of the Examiner. They were identified during litigation concerning the above-

captioned patent or a related patent. Copies of the documents are being submitted

herewith, except copies of U.S. patents are not included because they are not required

under 37 C.F.R. § 1.98(a). It is respectfully requested that the cited documents be expressly

considered during the prosecution of this reexamination proceeding, and the documents be

made of record therein and appear amongthe "references cited" on any reexamination

certificate to issue therefrom.

Applicant believes that no fee is required for submission of this statement. However,

if a fee is required, the Commissioner is authorized to deduce such fee from the

undersigned's Deposit Account No. 02-4800. Please deduct any additional fees from, or

credit any overpayment to, the above-noted Deposit Account.

Respectfully submitted,

BUCHANAN INGERSOLL & ROONEY PC

Date: September 28, 2010 By: 
Registration N6. 33096

CustomerNo. 21839

703 836 6620

Buchanan Ingersoll 4. Rooneypc
Attorneys & Government Relations Professionals

Petitioner Riot Games, Inc. - Ex. 1005, p. 302



FIRST Information Disclosure Statement

Reexamination of U.S. Patent No. 5,822,523
Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001

Page 2

CERTIFICATE OF SERVICE

It is hereby certified by the undersigned that a true copy of the foregoing First

Information Disclosure Statement, PTO-1449 Form(s) and copies of the cited documents

were sent via courierto:

NOVAK DRUCE+ QUIGG, LLP
1000 Louisiana Street

53rd Floor

Houston, Texas 77002

on this 28th day of September, 2010.

 
Charles F. Wieland Ill

Registration No. 33096
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Electronic Acknowledgement Receipt 

8518027

Confirmation Number: 

Title of Invention: SERVER-GROUP MESSAGING SYSTEM FOR INTERACTIVE APPLICATIONS

 

First Named Inventor/Applicant Name: 5,822,523

Customer Number: 26137

Filer Authorized By: Charles F. WielandIII 

Attorney Docket Number: 18830,0003

Filing Date: 14-JUN-2010

Time Stamp: 17:31:51

 
 

Application Type: Reexam (Patent Owner) 

Paymentinformation:

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

15057503

NPL Documents Ref73_Gettys_part1.pdf 41d47d7198487bfa8443290c1937201b719}
6509

«
Information:

Petitioner Riot Games,Inc. - Ex. 1005, p. 304

 



 

      
 

 

 

 

 

      
   

 

 

 

 

      
   

 

 

 

 

      
 

 

 

 

 

       
 

 

 

 

 

      
     

 

 

 

 

        
 

 

 

 

 

      
  

 

 

 

 

       
          

 

 

 

Petitioner Riot Games, Inc. - Ex. 1005, p. 305

14223359

NPL Documents Ref73_Gettys_part2.pdf 284690055797 9019865 3cbfddSef5f1 6dh7|
Seca

Information:

7101782

NPL Documents Ref74_Bacon.pdf 38fal2196fe41e29d183¢71101 61 4a9d4 (Baa
90d

Information: 

721048

NPL Documents Ref75_Kazman.pdf €80b166c626de59acb6805153dae05a91 fc
9ab18

Warnings: 

Information:

664052

cfd0a83934b843 a0cf9f89b925 d871926205)
daQa

Warnings:

Information:

5228693

NPL Documents Ref76_Shaw.pdf

NPL Documents Ref77_Tiernan.pdf 42ddd89164b7330b334c7b1449e00f74echy
53fdo

Information:

2007853

NPL Documents Ref78_Hiranandani.pdf 1¢45b7845505e77c1 702c2 38d 29a 17 eBGaG]
Af629.

972069

NPL Documents Ref79_Andre.pdf 4795200940 e42a897a609¢45 111917de3 5)
23chh

Information: 

789935

NPL Documents Ref80_Banerjee.pdf 64622cb076cl127ea603070e909da33 104
305ch

Warnings: 

Information: 

1078687 | no
b53b89c5a4<8dc08f8d97d32a0aa7a38331

a3b19
NPL Documents Ref81_Wang.pdf

 
Warnings: 

Information:
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NPL Documents

1043698

Ref82_Singh.pdf 978775 123N30e3e3h89¢9f834f266e5a1 40h)
e09e

Information:

NPL Documents

Information:

910588

Ref83_Broll.pdf 7695615 f05bU05506bb3al452644b0a98ac|
d3al9

 

NPL Documents

Warnings:

1072860

Ref84_Maxfield.pdf 75¢7eQalefc3bf6062df326ba 5ec3bf3277ad

 

Information:

NPL Documents

258656

Ref85_Zyda.pdf ac8fd301 065285 d966bb5b1847¢1551161
89480
 

Warnings:

Information:

NPL Documents

5170102

Ref86_Wen.pdf 224ad1dc10104c674a17181 3a5dc05 79d19}
598cd

Information:

NPL Documents

697322

Ref87_Yelick.pdf 697bbab1 57dab254 3e3b5e30a1e919b3e1
d787Ac

NPL Documents

Information:

677119

Ref88_Wen.pdf 43¢46f8061799783822719285e7464c7072

 

NPL Documents

Warnings:

548232

Ref89_Itsuki.pdf 55fd7cc6203 1d66f358f7aada5bd 741577bd

 

Information: 

NPL Documents

 
Warnings:

3902225 | no
430c5ea45 17da79f3060ca039ec7 1cal34

Ref92_Wang.pdf

 

Information:
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NPL Documents

585551

Ref96_Macedonia.pdf 762e9d8272586b 17456673 eachNSh6b7an|
8ebd3

Information:

Foreign Reference

Information:

191682

Ref97_JP262.pdf 19fU5 1Le7b8d4e5¢ 10.05 Fd4d 96/2b5285 6}
ad36

 

Foreign Reference

Warnings:

460260

Ref98_JP344.pdf d8e67bbed2d866cc7b0b963cca2e9909fdF|
BeBc9

 

Information:

Foreign Reference

Warnings:

334088

922d21677e2fc2fa25dd0cdd 1302496aaad
210c3

Ref99_JP938.pdf

Information:

Foreign Reference

271631

Ref100_JP252.pdf 748bf4dad232613885b75 173185 e5d525thal
3d29

Information:

292810

Foreign Reference Ref101_JP096.pdf 94967 1885abfbd 3 18a0966f361 66546890
9bed

Information:

Foreign Reference

Information:

283519

Ref102_JP155.pdf 7325bfa771895 ef38156162ec7 Ibfff7887al|
36a

 

Foreign Reference

Warnings:

629277

Ref103_JP041.pdf 206c024bd646fefe0f0d401 3e7e2cb560ca0}
a33n

 

Information: 

Foreign Reference

 
Warnings:

350464 | no
1082fcb79148eb204f07878d9c3¢87f6d70d

715
Ref104_JP601.pdf

 

Information:
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480285

Foreign Reference Ref105_JP900.pdf £75a?2cd3a4fc95 742 717789746e5f4d1f1
od

Information:

760126

NPL Documents Ref107_Vin.pdf ba93b214a933d5cdd3e094 [3b55d9ab3b6
a8dba

Information: 

3174005

NPL Documents Ref108_Keune.pdf dea2c4e26f75264835f3d 9aafd876B0fled
64d

Warnings: 

Information:

926486

2.10044cadafl23c4e1825c086a0df26882)
8057

Warnings:

Information:

813518

NPL Documents Ref109_Rangan.pdf

NPL Documents Ref110_Gong.pdf 7a0334at7fa226d 7bdbd5bidSatacdcc63ac|
dd2a

Information:

2839969

NPL Documents Ref111_Kostrivas.pdf 33d 1b2e8c3fa29e2ea6 |eOea7BfeBach19c8)
A851

642716

NPL Documents Ref112_Shaw.pdf 1db36a27f68f82945 98085956500443 bbb4}

Information: 

5516980

NPL Documents Ref113_Herdman.pdf 7380667241b8aa25 d3dfSebd 155<S4864dd

Warnings: 

Information: 

791427 | no
7d564164c5197afb7296 1502307387aecha9}

0616
NPL Documents Ref114_Ziegler.pdf

 
Warnings: 

Information:
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NPL Documents Ref115_Singh.pdf

481356

1¢2a1f0fe 1624397 1de55ecc794d | c7adfa
Alda

Information:

NPL Documents

Information:

Ref116_117_Choudhary.pdf

3515917

8e417b5 1bSbe8d 7adal 8er7a64 1181 0d4e5}
a0l43.

 

NPL Documents

Warnings:

Ref120_Maloni.pdf

1107058

d8003a60666684e27c1 e44f1487665daH4e|
al4d8

 

Information:

NPL Documents

Warnings:

Ref121_Shah.pdf

4539366

392f036e07929ac913 1e8d<692891dd8b96)
72ce3

Information:

NPL Documents Ref134_AbdelWahab.pdf

421022

29¢3961c7d0c3 1945 6btbbb5f9a898et624
12d2

Information:

NPL Documents Ref135_Waters.pdf

464934

0511 98bbf05 10fdd 96b 3af26da5d66cl ebdl
al0a8

NPL Documents

Information:

Ref136_Hodel.pdf

1596376

30a07ffe728b3485c1 07a230897634169d0¢4

 

NPL Documents

Warnings:

Ref138_Blanchard.pdf

426711

Bab 16e2fce84e37db21506c836b0f0c57fd 5}

 

Information: 

NPL Documents

 
Warnings:

Ref139_Mcfadden.pdf

776860 | no
80e5863feel f7364<843dd39f06c31668639)

601

 

Information:
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10327239

NPL Documents Ref145_Flinn.pdf ©758ec3df5d8 1 73583h899Fl d7efhadn744
Sd6e

Information:

1235091

NPL Documents Ref146_Snoswell.pdf 3eaeSe 15ced492cee323de4ba365de1 201
91f70

Information: 

3500989

NPL Documents Ref147_Benedikt.pdf 959361805 762ab7dd86af4d5e4.59cc4486F|
2ea22

Warnings: 

Information:

This AcknowledgementReceipt evidences receipt on the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar toa
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptanceof the application asa
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
andofthe InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application.
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 Substitute for form 1449/PTO & 1449B/PTO

SECOND

INFORMATION DISCLOSURE
STATEMENT BY APPLICANT

{use as many sheets as necessary)

  
  

  
  

 
  

Issue Date:

First Named Inventor

Confirmation/Group Art
Unit No.

 

 

In re Reexamination of U-S. |Patent No. / Control No.: 6,822,523 / 90/011,033

Complete ff Known

; October 13, 1998

Jeffrey J. Rothschild et al.

| 1686 / 3992

 

 

Attorney Docket No. 
 

Sheet 1 of 9
 0078484-000001

  
 
 
 

U.S, PATENT DOCUMENTS
 

 
 
  
  

 

 
 

 
 

 
  

 
  

 
 
 

  

 
 

 

 
 
 
 
 

 
 

  

 
  
 

 

 

 
 
 
 
  

 
 

 

 
 

 
 
 
 

 
 

 

Exmr.| Ref. Document Number-"|Publicationtiasue Date Nameof Patentee or Applicant Pages, Columns,Lines
initials! No, Kind Code MM-DD-YYYY of Cited Document Where heuresAwosee

4,572,509 02-1986 SITRICK

4,740,954 [04-1988 COTTONetal.
4,807,224 02-1989 NARONetal.Ro 4,984,235 (01-1991 ~THILLIS etal.
4,991,171 02-1991 TERASLINNAetal.
4,998,199 103-1991 TASHIROetal.
5,079,767 ___(01-1992 PERLMAN TToo
5,083,800 01-1992 LOCKTON |
5,089,813 02-1992 __[DELUCAetal. |
5,117,420 105-1992 HILLISet al.

L 5,150,410 09-1992 “BERTRAND
5,150,464 09-1992 SIDHUetal.
5,245,608 09-1993 [DEATON,JR.et al. in
5,257,113 10-1993 CHENetal.~|
|__|5,287,530 02-1994 IDAVIS etal.

oe __|02-1994 _IDRAKE,JR.et al.5,297,143 03-1994 FRIDRICHetal.
5,309,433 05-1994~|CIDONetal. 7
5,309,437 05-1994 PERLMANetal.
5,329,619 07-1994 PAGEetal.

5,361,256 41-1994 IDOERINGERetal.
5,365,523 11-1994 DERBYetal.
5,408,261 04-1995 IKAMATAetal.
5,418,912 05-1995 |CHRISTENSON
5.430,727 07-1995 CALLON
5,453,780 09-1995 CHENetal.
5,475,819 12-1995 MILLERetal.

r 5,481,735 01-1996 MORTENSENetal.
5,502,726 03-1996 FISCHER

| 5,517,494 05-1996 GREEN
5,558,339 09-1996 PERLMAN
5,581,552 42-1996 CIVANLARetal,
5,586,257 42-1996 PERLMAN
5,586,937 12-1996 MENASHE
5,590,281 42-1996 STEVENS
5,594,732 01-1997 BELLetal.
5,630,757 05-1997 GAGIN etal.

5,634,011 05-1997 AUERBACHetal. |
5,674,127 10-1997 HORSTMANNetal.
5,685,775 41-1897 BAKOGLUetal.

| 5,729,540 03-1998 WEGRZYN

Examiner EESignature Considered 

*EXAMINER:Initial if reference considered, whether or not cilation is in conformance with M_.P.E.P, § 609. Draw line throughcitation if not in
conformance and not considered. Include copyof this form with next communication to Applicant.
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Substitute for form 1449/PTO & 1449B/PTO Complete if Known  

   
  
 

In re Reexamination of U.S.
SECOND Patent No. / Control No.: 5,822,523 / 90/011,033

INFORMATION DISCLOSURE Issue Date: October 13, 1988  
 

 

  Jeffrey J. Rothschild etal.
1686 / 3992

0078494-000001
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Date Mailed: 09/30/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Powerof Attorneyfiled 09/28/2010.

+ The Powerof Attorney to youin this application has been revoked by the assignee who hasintervened as
provided by 37 CFR 3.71. Future correspondencewill be mailed to the new addressof record(37 CFR 1.33).

/jawhitfield/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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Address: COMMISSIONER FOR PATENTS22313-1450

 FILINGOR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO,/TITLE

90/011,033 06/14/2010 5,822,523 18830.0003
CONFIRMATIONNO. 1686

21839 POA ACCEPTANCE LETTER

BUCHANAN, INGERSOLL & ROONEY PC

POST OFFICE BOX 140d Neg.
ALEXANDRIA, VA 22313-1404

Date Mailed: 09/30/2010

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Powerof Attorneyfiled 09/28/2010.

The Powerof Attorneyin this application is accepted. Correspondenceinthis application will be mailed to the
above addressas provided by 37 CFR 1.33.

/jawhitfield/
 

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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In re Reexamination of U.S.

THIRD Patent No. / Control No.: 5,822,523 / 90/011,033
INFORMATION DISCLOSURE Issue Date: October 13, 1998
STATEMENT BY APPLICANT | First Named Inventor Jeffrey J. Rothschild etal.

Confirmation/Group Art 1686 / 3992
(use as many sheets as necessary) Unit No.

Attorney Docket No. 0078494-000001
Sheet 1 of 4
 

U.S. PATENT DOCUMENTS
 

 
 

. Pages, Columns, Lines
MaeCeeBeebelicant Where Relevant Passages

or Figures Appear
 
 

Publication/issue Date
MNM-DD-YYYY 

Document Number-
Kind Code

 
 
    

FOREIGN PATENT DOCUMENTS
   Foreign Patent Document | STATUS

Nameof Patentee or a a 7 a ¢i = i 2
Country Code’, Number,|Publication Date Applicant of Cited B jo 38] m Q|Cited in Spec. /

choad Code (MM-DD-YYYY) Document é s a Sai 7) 8 Pg. Nojs).   pot td
 

Enter Office that issued the document, by the two-letter code.

  

NON-PATENT LITERATURE DOCUMENTS

include name of the author (in CAPITAL LETTERS),title of the article (when appropriate), title of the item (book, magazine, journal, serial, symposium,
catalog, etc.), date, page(s), volume-issue number(s), publisher, city and/or country where published.

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item (book, magazine,journal,
serial, symposium, catalog,etc.), date, page(s), volume-issue number(s), publisher, city and/or country where published.

BENNETT,J. et al., “"Munin: Distributed Shared Memory Based on Type-Specific Memory Coherence",
Proceedings of 2nd ACM SIGPLAN Symposium on PPoPP, 1990, pp. 168-176
CARTER,J. et al., "Implementation and Performance of Munin", Proceedings of 13th Symposium on
Operating System Principles", 1991, pp. 152-164
COLEMAN,&.etal., "The TGP/IP Internet DOOM FAQ", http://www.gamers.org/dhs/helpdocs/inetdoom.htmi,
August, 1998, pp. 1-10
COTTON,J. et al., "The TCP/IP Internet Gamer's FAQ", http://x8.dejanews.com/getdoc.xp?AN-1031, July,
1998, pp. 1-9
COULOURIS,G.et al., "Distributed Systems: Concepts and Design’, Addison-Wesley Publishing Co., 1994,
|pp. 333-348

 

 
 
 

Exmr,| Ref.

~~ No.
 

   

 

FUNKHOUSER,T., "RING: A Client-Server System for Multi-User Virtual Environments’, pp. 1-9
JAMES,R.et al., "Creating Your Own Multiplayer Game Systems", Dr. Dobb's Information Highway
Sourcebook, Winter, 1994, pp. 56-64
MACEDONIA,M.et al., "MBone Provides Audio and Video Across the Internet", IEEE Computer, Vol. 27,

Lo Issue 4, 30-36, April, 1994, pp. 1-12
MACEDONIA,M.et al., "NPSNET: A Network Software Architecture for Large Scale Virtual Environments",
Presence,Vol. 3, No. 4, Fall, 1994, pp. 1-30
SCHULZRINNE,H.et al., "A Transport Protocol for Real-Time Applications", IETF Internet Draft draft-ietf-avt-

| rtp-05.txt, 1994, pp. 1-16

 
   

WOLFE,D., "The BBS Construction Kit", 1st Ed., 1994, John Wiley & Sons, Inc., New York, pp. 1-37 

 Examiner Date
Signature Considered

*EXAMINER: initlal if reference considered, whether or not citation is in conformance with M.P.E.P. § 609. Drawline through citation if net in
conformance and not considered. Include copyof this form with next communication to Applicant.
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If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
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If a new international application is being filed and the international application includes the necessary componentsfor
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Reexamination

Attorney Docket No. 0078494-000001

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re Reexamination of

U.S. Patent No. 5,822,523

Jeffrey J. Rothschild et al.

Issued: October 13, 1998

Reexamination Control No.: 90/011,033

For: SERVER-GROUP MESSAGING
SYSTEM FOR INTERACTIVE
APPLICATIONS

MAIL STOP REEXAMINATION

Group Art Unit: 3992

Examiner:

Confirmation No.: 1686

Information Disclosure Statement Under

37 C.F.R. § § 1.97, 1.98 and 1.555

THIRD INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

The documentscited on the attached form, PTO-1449, are being called to the

attention of the Examiner. These documents were madeof record aslisted Prior Art in

Paltalk Holdings, Inc. v. Microsoft Corp., Civil Action No. 2:06-C\V-367 (DF), Microsoft Corp.'s

Final Invalidity Contentions, filed on September 10, 2008. The other documentscited in this

court filing have already been brought to the Examiner's attention.

Applicant believes that no fee is required for submission of this statement. However,

if a fee is required, the Commissioner is authorized to deduct such fee from the

undersigned's Deposit Account No. 02-4800.

Respectfully submitted,

BUCHANAN INGERSOLL & ROONEY PC

Date: October 12, 2010 By: 

CustomerNo. 21839
703 836 6620

BuchananIngersoll4Rooney pc
Attorneys & GovernmentRelations Professionals

 
arles F. Wielafid III

Registration No. 33096
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THIRDInformation Disclosure Statement

Reexamination of U.S. Patent No. 5,822,523
Reexamination Control No. 90/011,033

Attorney Docket No. 0078494-000001
Page 2

 

CERTIFICATE OF SERVICE

It is hereby certified by the undersigned that a true copy of the foregoing Third

Information Disclosure Statement and PTO-1449 Form(s) were transmitted via U.S. mail to:

NOVAK DRUCE + QUIGG, LLP
1000 Louisiana Street

53rd Floor

Houston, Texas 77002

on this 12th day of October, 2010.

 
Registration No. 33096
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS P.O. Box 1450

Alexandria, Virginia 22313-1450www.uspto, gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR CONFIRMATION NO.

90/011,033 06/14/2010 §,822,523 18830.0003 1686

21839 7590 12/03/2010 EXAMINER

BUCHANAN, INGERSOLL & ROONEY PC
POST OFFICE BOX 1404

ALEXANDRIA, VA 22313-1404

DATE MAILED:12/03/2010

Pleasefind below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O, Box 1450
Alexandria, VA 22313-1450Vers USPIO.gow

 
DO NOTUSEIN PALM PRINTER MAILED

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) ‘

~ NOVAK DRUCE& QUIGG, LLP —_ DEC 03 2010
(NDQ REEXAMINATION GROUP) | CENTRAL REEXAMINATION UNIT
1000 LOUISIANA STREET

FIFTY-THIRD FLOOR

HOUSTON,TX 77002

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROLNO. 90/011,033.

PATENTNO.5,822,523. 

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the aboveidentified ex parte reexamination proceeding (37 CFR 1.550(f)).

Wherethis copy is supplied after the reply by requester, 37 CFR 1.535,or the timeforfiling a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Office Action in Ex Parte Reexamination

Control No. Patent Under Reexamination

90/011 ,033 5,822,523

Examiner Art Unit
ANDREW L. NALVEN 3992

The MAILING DATEof this communication appears on the cover sheet with the correspondence address --

abd Responsive to the communication(s)filed on 74 June 2010 . bL_] This action is made FINAL.
ck] A statement under 37 CFR 1.530 hasnot been received from the patent owner.

A shortened statutory period for response to this action is set to expire === month(s) from the mailing date ofthis fetter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNEDBY37 CFR 1.550(c).
If the period for response specified aboveis less than thirty (30) days, a response within the statutory minimum ofthirty (30) days
will be considered timely.

 

 

Part! THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. [] Notice of References Cited by Examiner, PTO-892. 3. (] Interview Summary, PTO-474.

2. [XJ Information Disclosure Statement, PTO/SB/08. 4 [) __. ,
Part il SUMMARY OF ACTION

la. Claims 1-6 are subject to reexamination.

1b. (1 Claims are not subject to reexamination.

2. [] Claims___ have been canceledin the present reexamination proceeding.

3. [1 Claims are patentable and/or confirmed.

4. [J Claims 1-6 are rejected.

5. (] Claims____ areobjectedto.

6. [[] The drawings,filed on ss are acceptable.

7. (] The proposeddrawing correction, filed on has been (7a)] approved (7b)[_] disapproved.

8. [[] Acknowledgmentis madeofthe priority claim under 35 U.S.C. § 119(a)-(d) or(f.

a)CJ All b)] Some* c)LJ None of the certified copies have

1L_] been received.

2[_] not been received.

3L_] beenfiled in Application No...

4] beenfiled in reexamination Control No.

-§L] beenreceived by the International Bureau in PCT application No.

* See the attached detailed Office action foralist of the certified copies not received.

9. [] Since the proceeding appearsto be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D.
11, 453 0.G. 213.

10. (C] Other:

cc: Requester(if thirdparty requester)U.S. Patent and Trademark Oflice

PTOL-466 (Rev. 08-06) Office Action in Ex Parte Reexamination Part of Paper No. 20101129

Petitioner Riot Games,Inc. - Ex. 1005, p. 340



   

   

  

    

     

 

             

              

                

                   

        

             

             

                 

 

   

             

                  

          

               

         

Petitioner Riot Games, Inc. - Ex. 1005, p. 341

Application/Control Number: 90/011,033 Page 2
Art Unit: 3992

DETAILED ACTION

I. Procedures Governing Reexamination

Proposed Amendments, Affidavits, or Declarations

In order to ensure full consideration of any amendments,affidavits or declarations, or

other documents as evidence of patentability, such documents must be submitted in response to

this Office action. Submissionsafter the next Office action, which is intended to be a final

action, will be governed by the requirements of 37 CFR 1.116,after final rejection and 37 CFR

41.33 after appeal, whichwill be strictly enforced.

Patent owneris notified that any proposed amendmentto the specification and/or claims

in this reexamination proceeding must comply with 37 CFR 1.530(d)-(j), must be formally

presented pursuant to 37 CFR 1.52(a) and (b), and must contain any fees required by 37 CFR

1.20(c).

Extensions of Time

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant” and notto parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that reexamination proceedings

"will be conducted with special dispatch" (37 CFR 1.550(a)). Extension of timein ex parte

reexamination proceedings are provided for in 37 CFR 1.550(c).
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Application/Control Number: 90/011,033 Page 3
Art Unit: 3992

Concurrent Litigation

The patent owneris remindedofthe continuing responsibility under 37 CFR 1.565(a) to

apprise the Office ofanylitigation activity, or other prior or concurrentproceeding,involving the

patent at issue in this reexamination proceeding throughout the course of this reexamination

proceeding. The third party requesteris also reminded of the ability to similarly apprise the

Office of any such activity or proceeding throughoutthe course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.

II. Summary of the Prosecution and Reexamination Proceeding

The ‘523 patent was issued on October 13, 1998 from an applicationfiled February 1,

1996. A first office action was issued on March 20, 1997that rejected claims 1-16. In response,

. the Applicant canceled claims 1-6 and 13-16 and arguedthat the cited prior art did not teach or

suggest “aggregating payloads of messages.” '523 Patent Prosecution, Remarks submitted —

6/9/1997. The limitations correspondingto the “aggregating” include:

" agpregating, by said server in a time interval determined in accordance with a

predefined criterion, said payload portions of said messages to create an aggregated

payload; forming an aggregated message using said aggregated payload ....". Claim 1.

Following the amendments and remarks, on July 9, 1997, a notice ofallowance wasissued that

allowed claims 7-12, now patent claims1-6.
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Application/Control Number: 90/011,033 Page 4
Art Unit: 3992

On June 14, 2010, a Third Party Requestor deposited a request for ex parte

reexamination. This request became the instant reexamination proceeding. Reexamination of '

claims 1-6 was requested in view of the following prior art patents and publications:

1. Source Code including Server2.5pl4.tar.gz and BRHM-1.3.tar.gz (hereafter

“Netrek”).

2. RFC 1459 — Internet Relay Chat Protocol by J. Oikarinen, published May 1993

(hereafter “IRC RFC”),

3. “Packing Messagesas a Tool for Boosting the Performance of Total Ordering

Protocols by R. Friedman and published July 7, 1995 (hereafter "Friedman").

4. “An Approach to DIS Scalability” by Van Hook etal and published on September

26-30, 1994 (hereafter “Van Hook”).

5. TEEE 1278-1993 IEEE Standard for Information Technology- Protocols for |

- Distributed Interactive Simulation Applications, approved March 18, 1993, and

published in 1993 ("DIS") ;

6. US Patent No. 5,736,982 issued to Suzuki on April 7, 1998 (hereafter “Suzuki’”)

that wasnotcited in earlier examination. Suzuki qualifiesas prior art under

§102(e).

7. “RING: A Client-Server System for Multi-User Virtual Environments” by

Fukhouser and published April 9-12, 1995 (hereafter “Ring”).

8. Andy McFadden, "The History of Netrek", published January 1, 1994

("McFadden").
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Application/Control Number: 90/011,033 . Page 5
Art Unit: 3992

9. Michael R. Macedonia, "Exploiting Reality with Multicast Groups”, published

September 1995 ("Macedonia").

On July 29, 2010, reexamination was ordered as to claims 1-6.

II. Grounds of Rejection

The followingis a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section madein this Office action:

A person shall be entitled to a patent unless ~

(a) the invention was knownorused by others in this country, or patented or described in a printed publication in this
or a foreign country, before the invention thereof by the applicantfor a patent.

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year priorto the date of application for patent in the United States.

(e) the invention was described in (1) an application for patent, published under section 122(b), by anotherfiled
in the United States before the invention bythe applicant for patent or (2) a patent granted on an application for
patent by anotherfiled in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

The following is a quotation of 35 U.S.C. 103(a) which formsthebasisfor all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 ofthistitle, if the differences between the subject matter sought to be patented andthe priorart are
suchthat the subject matter as a whole would have been obviousat the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being obvious over IRC RFCin

view of Friedmanas detailed below. Further, the proposed rejection of claims 1-6set forth in the

June 14, 2010 request for reexamination in Claim Chart D is incorporated by reference.
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Application/Control Number: 90/011,033 . Page 6
Art Unit: 3992

With regards to claim I, IRC RFC teaches a method for providing group messagesto a

plurality of host computers connected over a unicast wide area communication network (JRC
RFC, $1 and §1.1 — IRC provides text based conferencing among clients by way ofa server that

Jorms a central pointfor communication),

comprising the steps of: providing a group messaging server coupled to said network,

said server communicating with said plurality of host computers using said unicast network (JRC

RFC, $1 and $1.1 — IRCprovides text based conferencing among clients by way ofa serverthat .

formsa central pointfor communication)

and maintaining a list of message groups, each message group containing at least one

host computer (IRC RFC, $1.3 — a channel is a named group ofone or more clients which will

receive all messages addressed to that channel, distributed channels are channels that are

knownto all servers; $9.2.2 — servers know aboutall channels including their inhabitants and

properties),

sending, by a plurality of host computers belongingto a first message group, messages to

said server via said unicast network, said messages containing a payload portion and a portion

for identifying said first message group URC RFC, §4.4.1 — PRIVMSGfunction used to send a

message, receiver parameter may be a channel name andtextparameter includes payload text to

be sent to charmel) and:

and transmitting, by said server via said unicast network, said message to a recipient host

computer belonging to said first message group (/RCRFC, $4.4.] — PRIVMSGfunction used to

send a message, receiver parameter may be a channel name and text parameter includes

Petitioner Riot Games,Inc. - Ex. 1005, p. 345
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Application/Contro!l Number: 90/011,033 Page 7

Art Unit: 3992

payload text to be sent to charmel; §3.2.2 ~ messagessent to a channel are sent to each client on

the channel).

IRC RFC doesnot specifically teach the claimed aggregation step. However, Friedman

teaches the claimed aggregation step including:

ageregating, by said server in a timeinterval determined in accordance with a predefined
criterion, said payload portions of said messages to create an aggregated payload (Friedman,

- Page 5 — Dysfc - messages are buffered and every | millisecond they are packed and sent as one

packed message);

forming an aggregated message using said aggregated payload; (Friedman, Page 5 ~

Dysfc — packed message is sent). |

At the time the invention was made, it would have been obviousto one of ordinary skill

in the art to utilize Friedman’s method of aggregating messages becauseit offers the advantage

of drastically increasing the throughput of messages by reducing contention on the network and

decreasing the load on receiving processors thus lowering latency (Friedman, pages 5-6).

With regardsto claim 2, IRC RFC as modified teaches said time intervalis a fixed

period of time (Friedman, Page 5 — Dysfc - messages are buffered and every | millisecond they

are packed and sent as one packedmessage).

With regards to claim 3, IRC RFC as modified teaches said time interval corresponds

to a time for said serverto receive at least one message from each host computer belonging to
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said first message group (Friedman, Page 5 — Dysfc - messages are buffered and every |

millisecond they are packed and sent as one packed message).

With regards to claim 4, IRC RFC as modified teaches creating, by one ofsaid

plurality of host computers, said first message group by sendinga first control message to said

server via said unicast network (JRC RFC,§ 1.3 - "To create a new channel or become part of

an existing channel, a user is required to JOIN the channel. Ifthe channel doesn't exist prior to

joining, the channel is created and the creating user becomes a channel operator."; §4.2.1 —join

commandis sent by a user in order to join/create a channel).

With regardsto claim 5, IRC RFC as modified teaches the step ofjoining, by some of

said plurality of host computers, said first message group by sending control messagesvia said

unicast network to said server specifying said first message group URC RFC, § 1.3 - "To create

anew channel or becomepart ofan existing channel, a user is required to JOIN the channel. If

the channel doesn't exist prior to joining, the channelis created and the creating user becomes a

channel operator."; §4.2.1 —join commandis sent by a user in order to join/create a channel).

With regards to claim 6, IRC RFC as modified teaches networkis Internet and said

server communicates with said plurality of host computers using a session layer protocol URC

RFC, $1 — IRC protocolutilizes TCP/IP network).
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CORRESPONDENCE

All correspondencerelating to this ex parte reexamination proceeding should be directed:

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html.

By Mail to: Mail Stop Ex Parte Reexam
_ Central Reexamination Unit

Commissioner for Patents

United States Patent & Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street

Alexandria, VA 22314

For EFS-Webtransmissions, 37 CFR 1.8(a)(1){i) (C) and (ii) states that correspondence (except

for a request for reexamination and a corrected or replacement request for reexamination) will be

considered timely filed if (a) it is transmitted via the Office's electronic filing system in

accordance with 37 CFR 1.6(a)(4), and (b) includes a certificate of transmission for each piece of

correspondencestating the date of transmission, whichis prior to the expiration ofthe set period

of time in the Office action.
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Any inquiry concerning this communication or earlier communications from the Examiner,or as

to the status of this proceeding, should be directed to the Central Reexamination Unit at

telephone number (571) 272-7705.

Signed:

/Andrew Nalven/

Andrew Nalven

CRU Examiner

GAU 3992

(571) 272-3839

Conferee: ESS i

Conferee: We ry
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Reexamination Applicant(s)/Patent UnderReexamination

90/011,033 5,822,523

Requester Correspondence Address: C) Patent Owner &X] Third Party

 

NOVAK DRUCE & QUIGG, LLP
(NDQ REEXAMINATION GROUP)
1000 LOUISIANA STREET
FIFTY-THIRD FLOOR

HOUSTON, TX 77002

LITIGATION REVIEW [x] 7/21/10
‘examinerinitials date

3 DirectorInitialsZr. ~

Keattl

2:06CV367- CLOSED _
b

3:99CV4506 - CLOSED

COPENDING OFFICE PROCEEDINGS

 
    

TYPE OF PROCEEDING

1. none

Bo

U.S. Patent and Trademark Office DOC. CODE RXFILJKT

Petitioner Riot Games,Inc. - Ex. 1005, p. 357



UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent ond Trademark Office

Address: COMMISSIONER FOR PATENTS10.Box1450
Alexandria, Virginis 22313-14$0

 
WwW.USpIO, BOv

FIRST NAMED INVENTOR

90/014,033 06/14/2010 5,822,523 18830.0003 1686

BUCHANAN, INGERSOLL & ROONEY PC
POST OFFICE BOX 1404
ALEXANDRIA, VA 22313-1404

DATE MAILED:12/03/2010

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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mn D UNITED STATES PATENT AND TRADEMARK OFFICE
MG , 5 p Commissionerfor PatentsiY Uniled Stati jt T ark Off
SEY nile ales Patent and arODox tase

Alexandria, VA 22313-1450Wenipto.gow

DO NOT USEIN PALM PRINTER - MAILED

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) .

NOVAK DRUCE & QUIGG,LLP

(NDQ REEXAMINATION GROUP) CENTRAL REEXAMINATION UNIT

1000 LOUISIANA STREET

FIFTY-THIRD FLOOR

HOUSTON, TX 77002

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROLNO. 90/011,033. 

PATENT NO. 5,822,523. 

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the aboveidentified ex parte reexamination proceeding (37 CFR 1.550(f)).

Wherethis copyis supplied after the reply by requester, 37 CFR 1.535, or the timeforfiling a
reply has passed, no submission on behalf of the ex parte reexamination requesterwill be
acknowledgedor considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Control No. Patent Under Reexamination
90/011,033 §822,523

Office Action in Ex Parte Reexamination Examiner Art Unit
ANDREW L.. NALVEN 3992

~ The MAILING DATEof this communication appears on the cover sheet with the correspondence address —

al] Responsive to the communication(s) filed on 14 June 2010 . b(_] This action is made FINAL.

cl] A statement under 37 CFR 1.530 has not been received from the patentowner.
A shortened statutory period for responseto this action is set to expire 2. month(s) from the mailing date ofthis letter.
Failure to respond within the period for response wil! result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNEDBY37 CFR 1.550(c).
If the period for response specified aboveis less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely. .

Part) THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: .

1. (0) Notice of References Cited by Examiner, PTO-892. 3, [] Interview Summary, PTO-474.

2. (& Information Disclosure Statement, PTO/SB/08. 4 0 __.
Part il SUMMARY OF ACTION

Claims 7-6 are subject to reexamination.

Claims sare not subject to reexamination.

Claims ____s have been canceled in the present reexamination proceeding.

Claims are patentable and/or confirmed.
 

Claims 1-6 are rejected.OWOOCOW
Claims are objected to.

. C) The drawings, filed on

 

are acceptable.
 

has been (7a)[_] approved (7b)[_] disapproved.

| Acknowledgment is madeof the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)C] Al by) Somie* cD None of the certified copies have

1] beenreceived.

. (1) The proposeddrawing correction,filed on
 

2L] not been received.

3(_] beenfiled in Application No.

4[_] beenfiled in reexamination Control No.

_5L] beenreceivedby the International Bureau in PCT application No.

* See the attached detailed Office action for a list of the certified copies not received.

9.) Since the proceeding appearsto be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D.
11, 453 O.G. 213.

10. Ol] Other:

cc: Requester (if third party requester)U.S. Patent and Trademark Olfice

PTOL-466 (Rev. 68-08) Oftice Action in Ex Parte Reexamination Part of Paper No. 20101129
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Application/Control Number: 90/011,033 Page 2
Art Unit: 3992

DETAILED ACTION

I. Procedures Governing Reexamination

Proposed Amendments, Affidavits, or Declarations

In order to ensure full consideration of any amendments,affidavits or declarations, or

other documents as evidence of patentability, such documents must be submitted in response to
this Office action. Submissionsafter the next Office action, which is intended to be a final

action, will be governed by the requirements of 37 CFR 1.116,after final rejection and 37 CFR ~

41.33 after appeal, which will bestrictly enforced.

Patent owneris notified that any proposed amendment to the specification and/or claims

in this reexamination proceeding must comply with 37 CFR 1.530(d)-q), must be formally

presented pursuantto 37 CFR 1.52(a) and (b), and must contain any fees required by 37 CFR

1.20(¢).

Extensions of Time

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant" andnot to parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that reexamination proceedings

"will be conducted with special dispatch" (37 CFR 1.550(a)). Extensionof time in ex parte

reexamination proceedings are provided for in 37 CFR 1.550(c).
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Application/Control Number: 90/011,033 Page 3
Art Unit: 3992

Concurrent Litigation

The patent owneris reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of anylitigation activity, or other prior or concurrent proceeding, involving the
patent at issue in this reexamination proceeding throughout the course ofthis reexamination

proceeding. Thethird party requesteris also reminded ofthe ability to similarly apprise the

Office of any such activity or proceeding throughout the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.

II. Summary of the Prosecution and Reexamination Proceeding

The ‘523 patent was issued on October 13, 1998 from an application filed February1,

1996. A first office action was issued on March 20, 1997that rejected claims 1-16. In response,

. the Applicant canceled claims 1-6 and 13-16 and argued that the cited prior art did not teachor

suggest “aperegating payloads of messages." '523 Patent Prosecution, Remarks submitted —

6/9/1997. The limitations corresponding to the “aggregating”include:

" apprepating, by said serverin a time interval determined in accordance with a

predefined criterion, said payload portions of said messagesto create an aggregated

payload; forming an aggregated message using said aggregated payload ...." Claim /.

Following the amendments and remarks, on July 9, 1997, a notice of allowance was issued that

allowed claims 7-12, now patent claims 1-6.

Petitioner Riot Games,Inc. - Ex. 1005, p. 362
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Application/Controt Number: 90/011,033 . Page 4
Art Unit: 3992

On June 14, 2010, a Third Party Requestor deposited a request for ex parte

reexamination. This request becamethe instant reexamination proceeding. Reexamination of ‘

claims |-6 was requested in view of the following prior art patents and publications:

tL. Source Code including Server2.5pl4 tar.gz and BRHM-1!.3.tar.gz (hereafter

“Netrek”). |

2. RFC 1459 — Internet Relay Chat Protocol by J. Oikarinen, published May 1993

(hereafter “IRC RFC”).

3. “Packing Messages as a Tool for Boosting the Performance of Total Ordering

Protocols by R. Friedman and published July 7, 1995 (hereafter "Friedman”).

4. “An Approach to DIS Scalability” by Van Hook etal and published on September
26-30, 1994 (hereafter “Van Hook”).

5. TEEE 1278-1993 IEEE Standard for Information Technology- Protocols for |

Distributed Interactive Simulation Applications, approved March 18, 1993, and

published in 1993 ("DIS")

6. US Patent No. 5,736,982 issued to Suzuki on April 7, 1998 (hereafter “Suzuki”)

that was notcited in earlier examination. Suzuki qualifiesas prior art under

§102(e).

7. “RING: A Client-Server System for Multi-User Virtual Environments” by

Fukhouser and published April 9-12, 1995 (hereafter “Ring”).

8. Andy McFadden, "The History of Netrek", published January 1, 1994

("McFadden").
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Application/Control Number: 90/011 ,033 . Page 5
Art Unit: 3992

9. Michael R. Macedonia, "Exploiting Reality with Multicast Groups”, published

September 1995 (“Macedonia”). |

On July 29, 2010, reexamination wasordered as to claims 1-6.

Il. Grounds of Rejection

The followingis a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections underthis section madein this Office action:

A person shall be entitled to a patent unless —

{a) the invention was knownor used by othersin this country, or patented or described in a printed publication in this
or a foreign country, before the invention thereof by the applicant for a patent.

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one yearprior to the date ofapplication for patent in the United States.

(e) the invention was described in (1) an application for patent, published under section 122(b), by anotherfiled
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for
patent by another filed in the United States before the invention by the applicant for patent, except that an
international application filed underthe treaty defined in section 351(a) shall have the effects for purposes ofthis
subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) ofsuch treaty in the English language.

The following is a quotation of 35 U.S.C. 103(a) which formsthe basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the inventionis not identically disclosed or described as set forth in
section 102 ofthistitle, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obviousat the time the invention was madeto a person
having ordinary skill in the art to which said subject matter pertains. Patentability shalf not be negatived by the
manner in which the invention was made.

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being obvious over IRC RFCin

view of Friedmanas detailed below. Further, the proposed rejection of claims 1-6setforth in the

June 14, 2010 request-for reexamination in Claim Chart D is incorporated by reference.
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Application/Control Number: 90/011,033 Page 6

Art Unit: 3992

With regards to claim 1, IRC RFC teaches a method for providing group messagesto a

olurality of host computers connected over a unicast wide area communication network (/RC

RFC, $1 and $4.1 — IRCprovides text based conferencing among clients by way ofa server that

forms a central pointfor communication),

comprising the steps of: providing a group messaging server coupled to said network,

said server communicating with said plurality of host computers using said unicast network ({RC

RFC, $1 and §1.1 — IRC provides text based conferencing among clients by way ofa server that .

forms a central pointfor communication)

and maintaining a list of message groups, each message group containing at least one

host computer (/RC RFC, $1.3 — a channelis a named group ofone or more clients which will

receive all messages addressed to that channel, distributed channels are channels that are

knownto all servers; §9.2.2 — servers know about all channels including their inhabitants and

properties), |
sending, by a plurality of host computers belongingto a first message group, messages to

said server via said unicast network, said messages containing a payload portion and a portion

for identifying said first message group (IRC RFC, §4.4.1 — PRIVMSGfunction used to send a

message, receiver parameter may be a channel name and text parameter includes payloadtext to

be sent to channel) and:

and transmitting, by said server via said unicast network, said message to a recipient host

computer belongingto said first message group (/RC RFC, $4.4.1 - PRIVMSGfunction used to

send a message, receiver parameter may be a channel name and text parameter includes

Petitioner Riot Games,Inc. - Ex. 1005, p. 365
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Application/Control Number: 90/011,033 Page 7
Art Unit: 3992

payload text to be sent to channel; §3.2.2 — messagessent to a channel are sent to each client on

the channel).

IRC RFC doesnotspecifically teach the claimed aggregation step. However, Friedman

teaches the claimed aggregation step including:

ageregating, by said server ina timeinterval determined in accordance with a predefined
criterion, said payload portions of said messagesto create an aggregated payload (Friedman,

- Page 5 ~ Dysjc - messages are buffered and every | millisecond they are packed and sent as one

packed message);

forming an aggregated message using said aggregated payload; (Friedman, Page 5 ~

Dysfc — packed message is sent). |
At the time the invention was made, it would have been obvious to one of ordinary skill

in the art to utilize Friedman’s method of aggregating messages because it offers the advantage

of drastically increasing the throughput of messages by reducing contention on the network and

decreasing the load on receiving processors thus lowering latency (Friedman, pages 5-6).

With regards to claim 2, IRC RFC as modified teaches said time interval is a fixed

period of time (Friedman, Page 5 — Dysfe - messages are buffered and every | millisecond they

are packed and sent as one packedmessage).

With regardsto claim 3, IRC RFC as modified teaches said time interval corresponds

to atime for said server to receive at least one message from each host computer belonging to

Petitioner Riot Games,Inc. - Ex. 1005, p. 366
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Application/Control Number: 90/011,033 ‘Page 8
Art Unit: 3992

said first message group (Friedman, Page 5 — Dysfc - messages are buffered and every |

millisecond they are packed and sent as one packed message).

With regards to claim 4, IRC RFC as modified teaches creating, by one of said

plurality of host computers, said first message group by sending a first control message to said

server via said unicast network (/RC RFC, § 1.3 - "To create a new channel or becomepart of

an existing channel, a user is required to JOIN the channel. Ifthe channel doesn't exist prior to

joining, the channelis created and the creating user becomes a channel operator."; $4.2.1 —join

commandis sent by a user in order tojoin/create a channel).

With regards to claim 5, IRC RFC as modified teachesthe step ofjoining, by some of

said plurality of host computers, said first message group by sending control messagesvia said

unicast network to said server specifying said first message group (JRC RFC, § 1.3- "To create

anew channel or become part ofan existing channel, a user is required to JOIN the channel. if

the channel doesn't exist prior tojoining, the channel is created and the creating user becomes a

channel operator."; $4.2.1 —join commandis sent by a user in order to join/create a channel).

With regards to claim 6, IRC RFC as modified teaches network is Internet and said

server communicates with said plurality of host computers using a session layer protocol URC

RFC, §1 —IRC protocol utilizes TCP/IP network).

Petitioner Riot Games, Inc. - Ex. 1005, p. 367
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ws

Application/Control Number: 90/011,033 Page 9
Art Unit: 3992

CORRESPONDENCE

All correspondencerelating to this ex parte reexamination proceeding should bedirected:

By EFS: Registered users may submit via the electronic filing system EFS-Web,at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.htm!.

By Mail to: Mail Stop Ex Parte Reexam
_ Central Reexamination Unit

Commissionerfor Patents

United States Patent & Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street

Alexandria, VA 223 14

For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i) (C) and(ii) states that correspondence (except
for a request for reexamination and a corrected or replacement request for reexamination)will be

considered timelyfiled if (a) it is transmitted via the Office's electronic filing system in

accordance with 37 CFR 1.6(a)(4), and (b) includesa certificate of transmission for each piece of

correspondencestating the date of transmission, whichis prior to the expiration of the set period

of timein the Office action.
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Application/Control Number: 90/011,033 ' Page 10

Art Unit: 3992

Any inquiry concerning this communication or earlier communications from the Examiner, or as

to the status of this proceeding, should be directed to the Central Reexamination Unitat

telephone number (571) 272-7705.

Signed:

/Andrew Nalven/

Andrew Nalven

CRU Examiner

GAU 3992

(571) 272-3839

Conferee: ES K

Conferee: (lz ry
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Reexamination

Attorney Docket No. 0078494-000001

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re Reexamination of MAIL STOP Ex Parte Reexam

U.S. Patent No. 5,822,523 Group Art Unit: 3992

Jeffrey J. Rothschild etal. Examiner: Andrew Nalven

issued: October 13, 1998 Confirmation No.: 1686

Reexamination Control No.: 90/011,033

For: SERVER-GROUP MESSAGING

SYSTEM FOR INTERACTIVE

APPLICATIONS

Nn”naeSellSmeteeeSeg”NaueeanaehSugtlSait”iat!Maal”Senses”
PETITION FOR EXTENSION OF TIME UNDER37 C.F.R. §1.550(c)

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Patent Ownerhereby petitions pursuant to the provisions of 37 C.F.R.

§1.550(c) for a one month extension of time to respond to the Official Action dated

December3, 2010. If granted, the extended due date will be March 3, 2011.

The undersigned attempted to contact Examiner Nailven to arrange for an

interview prior to the response due date. It is understood that Examiner Nalvenwill

not be backin the Office until February 7, 2011, which is after the February 3, 2011

due date forareply. Accordingly, Patent Ownerrespectfully requests an extension

of time.

The purposeof the interview to present several detailed arguments related to

the outstanding Office Action and to explore any concerns or evidentiary issues that

the Office may raise. Additionally, the Patent Owneris attempting to arrange for an

expert to attend the interview. Of course, the goal of the interview is to facilitate an

understanding of those arguments by the Office and gain an understanding the

BuchananIngersoll 4.Rooney rc
Attorneys & Government Relations Prefessianals
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Petition For Extension Of Time Under 37 C.F.R. §1.550(c)
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001

Page 2

Office's initial impression so asto facilitate the Patent Owner providing a complete

and appropriate response to the outstanding Office Action.

Accordingly, Applicants respectfully request an Extension of Time until March

3.2011.

When Examiner Nalven returns from his leave, the undersignedwill attempt to

arrange for an interview the third week of February.

The Director is hereby authorized to charge the fee under 37 C.F.R. §1.17(g)

and any other appropriate fees under 37 C.F.R. §§ 1.16, 1.17 and 1.20(d) and 1.21

that may be required by this paper, and to credit any overpayment, to Deposit

Account No. 02-4800.

Respectfully submitted,

BUCHANAN INGERSOLL & ROONEY PC

Date: January 21, 2011 
Registration No. 33096

CustomerNo. 21839

703 836 6620
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Petition For Extension Of Time Under 37 C.F.R. §1.550(c)
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001

Page 3

CERTIFICATE OF SERVICE

It is hereby certified by the undersigned that a true copy of the foregoing Petition for

Extension of Time Under 37 C.F.R. §1.550(c) was sentvia first class mail to:

NOVAK DRUCE+ QUIGG, LLP
1000 Louisiana Street

53rd Floor

Houston, Texas 77002

on this 21st day of January 2011.

 
Registration’ No. 33096
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Electronic Patent Application Fee Transmittal

Filing Date: 14-Jun-2010

Title of Invention: SERVER-GROUP MESSAGING SYSTEM FOR INTERACTIVE APPLICATIONS

First Named Inventor/Applicant Name: 5,822,523 

Filer: Charles F. Wieland III/Geri Spicknall

Filed as Large Entity

ex parte reexam Filing Fees

Sub-Totalin

USD($)Description Fee Code Quantity

Basic Filing:

Claims:
 

Miscellaneous-Filing:

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance:

Extension-of-Time:

Petition fee- 37 CFR 1.17(g) (GroupII) 1463 1 200 200
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Sub-Totalin

Description Fee Code Amount USD(S) 

Miscellaneous:

Total in USD ($)
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Electronic Acknowledgement Receipt 

9284252

Confirmation Number: 

Title of Invention: SERVER-GROUP MESSAGING SYSTEM FOR INTERACTIVE APPLICATIONS

 

First Named Inventor/Applicant Name: 5,822,523

Customer Number: 21839

reCharles F:Wielsn' ice Spicknal
Filer Authorized By: Charles F. WielandIII 

Attorney Docket Number: 18830,0003

Filing Date: 14-JUN-2010

Time Stamp: 17:56:57

 
 

Application Type: Reexam (Patent Owner) 

Paymentinformation:

Submitted with Payment

Payment Type Deposit Account 

Payment was successfully received in RAM $200

Deposit Account 024800

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
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Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

87066

Reexam Requestfor Extension of Time 001EOT. pdf 57aad 3988710104fa8d60087<6337f411d49}
fcb8

Warnings:

Fee Worksheet (PTO-875) fee-info.pdf 32bd1 1fb8ec7d9a9b73747 1¢1d57699ee96]
adc

This Acknowledgement Receipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidenceof receipt similar toa
Post Card, as described in MPEP 503.

  
New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application as a
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO asa Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address; COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22313-1450WWW.Usplo.gov

 
90/011,033 06/14/2010 5,822,523 0078494-000001 1686

21839 7590 01/25/2011 EXAMINER

BUCHANAN, INGERSOLL & ROONEY PC
POST OFFICE BOX 1404

ALEXANDRIA, VA 22313-1404

DATE MAILED:01/25/2011

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissionerfor Patents
United States Patents and Trademark Office

P.O.Box 1450
Alexandria, VA 22313-1450

Www.usplo. gov

 
THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

NOVAK DRUCE & QUIGG, LLP -
(NDQ REEXAMINATION GROUP) WARES
1000 LOUISIANA STREET, FIFTY-THIRD FLOOR OR ORYHOUSTON,TX 77002 Jag) 25 Gul

PENTRAI. REEXAMINATION U""
EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO.: 90011033

PATENTNO.: 5822523

ART UNIT: 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Wherethis copy is supplied after the reply by requester, 37 CFR 1.535, or the timeforfiling a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).
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Decision on Petition for Extension|Control No.:90/01 1,033
of Time in Reexamination  

THIS IS A DECISION ON THE PETITION FILED_21 January 2011 .

THIS DECISION IS ISSUED PURSUANTTO:

A. [X] 37 CFR 1.550(c) — Thetime for taking any action by a patent ownerin an ex parte reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.

B. ([] 37 CFR 1.956 - The timefor taking any action by a patent ownerin aninter partes reexamination
proceeding will be extended only for sufficient cause and for a reasonable time specified.

The petition is before the Central Reexamination Unit for consideration.

FORMAL MATTERS

Patent owner requests that the period for responding to the Office action mailed on action mailed 04
November 2010, which set a period of two (2) monthsforfiling a response thereto, be extended by one (1)
month.

A Petition fee per 37 CFR §1.17(g)):
i. (C) Petition includes authorization to debit a deposit account.
ii. (C] Petition includes authorization to charge a credit card account.
iii. [_] Other: .

B. [X] Propercertificate of service was provided. (Not required in reexamination where patent owneris
requester.)

C. [X] Petition was timelyfiled.
D. Xl Petition properly signed.

DECISION (See MPEP 2265 and 2665)
A. [] Granted or [] Granted-in-part for , becausepetitioner provided a factual

accounting that established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).
Other/comment:

B, [Xx] Dismissed because:
i. (-] Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).
i. [X] Petitioner failed to provide a factual accounting of reasonably diligent behavior byall those

responsible for preparing a responseto the outstanding Office action within the statutory
time period.

iii. Petitioner faited to explain why, in spite of the action taken thus far, the requested
additional time is needed.

iv. [P<] The statements provided fail to establish sufficient cause to warrant extension of the time
for taking action.

v. [1] The petition is moot.
vi. DB] Other/comment: The petitioner has not set forth explicit reasons why the expert is needed

and a factual accounting to date why one could not be timely retained.

5. CONCLUSION

Telephoneinquiries with regard to this decision should be directed to Mark Reinhart at 571-272-1611. In
his/her absence, calls may be directed to Eric Keasel at 571-272-4929 in the Central Reexamination Unit.

 
/Mark Reinhart/ SPE Art Unit 3992

[Signature] (Title)
 

Petitioner Riot Games,Inc. - Ex. 1005, p. 379



 
    

        

    

    

     

    

    

     

   
   

 

    
 
     
 
    
 
    
 
 
 
 
 
 
 
 

 

   
   

   

 

             

    

     
     

Petitioner Riot Games, Inc. - Ex. 1005, p. 380

Reexamination

Attorney Docket No. 0078494-000001

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re Reexamination of MAIL STOP REEXAMINATION

U.S. Patent No. 5,822,523 Group Art Unit: 3992

Jeffrey J. Rothschild et al. Examiner: Andrew Nalven

Issued: October 13, 1998 Confirmation No.: 1686

Reexamination Control No.: 90/011,033

Filing Date: June 14, 2010

For: SERVER-GROUP MESSAGING

SYSTEM FOR INTERACTIVE

APPLICATIONS

eweSmee!SmellSmal!See“mse!Sate!SmutSaat“eslSaatSmaaetnatetSuatilnan
AMENDMENT

Commissionerfor Patents

P.O, Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Office Action dated December3, 2010, please amend the

above-identified patent as follows:

BuchananIngersoll & Rooneypc
Attorneys & Government Relations Professionals
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Amendmentin Reply to Office Action of December 3, 2010
Reexamination of U.S. Patent No. 5,822,523

Reexamination Controi No. 90/0411,033
Attorney Docket No. 0078494-000001

Page 2

TABLE OF CONTENTS

1. Claim Status ........cccccceceeeeceeeseneneneneuenecscsaueeeaveceessecseeeeesencnereenenates 11

2. Request for Interview..........::cscccccccescsscesseecnusecsenennasnessecsecceasenseeenraaeasceseusents 11

3. Support for Newly Added Claims. .......cccccccecceneeeceeeenenseeneceesseeneeessnessesseneens 11

4. Background ofthe "523 Patent..........scesscssseusnnseeneeeeeseenensesersessedvensananeeneeeseas 13

5. Claim Construction .....0.......02.--:cssecencseeneeeececensneessennescunevesenvanseseceaesuseeseeenenenes 17

6. Response To Obviousness Rejection ......csccsscccesceecssnestesesserescasseenerensnanaes 18
A. IRC REC oun... ce ee eecneeeeee eee e ee eee ene renee cece ceca a nseeeeeneneasseenensneqanacegsnnanestearsnneernes 19

B. Proposed Combination with Friedman Does Not Result in the Invention
eeena eevee eae eedsenenaeeenneasunetacanenecoesseesenseeecanneeesuaeedcessneaesenecuerecenenstsssnesaussussssecsusessenes 20

i. The Office Has Not Met Its Burden...............1:.ccccsscseceeseeesecersesesnnenseenecnens 20

ii. An Expert in the Art Agrees ..........sccccsceereteereernsnseeecenesentsesecssersserseeauneney 22
C. No Motivation to COMbING...........cccccsccrceneereceenneseeaserensedenienadassseseneenenenees25

i. The Office has Not Established a Prima Facie Casefor the

COMbINATION.......ccescceeceeeeeeenteneneeen eee eeen seen aaecenen seen seeseerscreenaanseresessenneasesenies 25

ii. Again, an Expert AgGrees ..........ccccssesesceesssneeceeereennneseeeenesestuseeesoesscesnonsansuas 26
D. The Features of Claim 3 Cannot be Met..............c.cccssecceesercenseeeuarreseseasseeens27

i. The Time Interval Specified Within Claim 3 is Not Taught by Friedman
ace neecaneesaneueneeonsnenenadegeeaneaeescessssansnsneneeenesesenegacasenaeesteeasseenseuszesessansonsesatiasaeneee 27

7. Allowability Of Newly Added Claims. .........cc:ccccnsccerssssneusnesussuneseeunsensnenrennees 28

CONCLUSIONS. .....o.ccccceccccceeeenne cece ceenenaeesenesnaeeesnonsaeeesseaanesessennsoeennensanesssenanereauaseseees 28
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Amendment in Reply to Office Action of December 3, 2010
Reexamination of U.S. Patent No. 5,822,523

Reexamination Contro} No. 90/011,033
Attorney Docket No. 0078494-000001

Page 3

AMENDMENTSTO THE CLAIMS:

Please add new claims 7-49. Pending claims 1-6 are not changed bythis

paper and have not been represented below in accordance with 37 CFR 1.530(d)

through (j) and MPEP § 2250. All changes are shownrelative to the set of claims

that appear in the issued patent.

LISTING OF CLAIMS:

7. (New) The method of claim 1, wherein said time interval is less than or

equal to 200 ms.

8. (New) The method of claim 1, wherein said time interval is less than or

equal to 100 ms.

9. (New) The method of claim 1, wherein said time interval is between 33 ms

and 200 ms.

10. (New) The method of claim 1, wherein said aggregating is performed 5 to

30 times a second.

11. (New) The method of claim 1, wherein said server implements a grou

messaging protocol layered _on top of a transport protocol of said unicast network,

wherein said group messaging protocol uses an address space that is separate from

an address space of said transport protocol.

12. (New) The method of claim 11, wherein said group messaging protocolis

performed at a session layer.
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Amendmentin Reply to Office Action of December 3, 2010
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001
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13. (New) The method of claim 1, further comprising the step of performing,

by said server, echo suppression.

14. (New) The method of claim 1, wherein said plurality of host computers

belonging to said first message group correspond to players that are in close

proximity to one another within a three-dimensional space of a computer game.

15. (New) The method of claim 1, further comprising the step of changing

membership of said first message group based on activities of players within a

computer game.

16. (New) The methodof claim 1, further comprising the step of changing

membership of said first message group based on changesin player position within

a three-dimensional space of a computer game.

17. (New) The method of claim 1, wherein membership of said first message

group changes dynamically over time.

18. (New) The methed of claim 1, wherein membership of said first message

group changes over time based on control messages received from ones of said

plurality of host computers.

19. (New) The method of claim 1, wherein membershipof said first message

group changes over time based on indications received from ones of said plurality of

host computers to join or leave said first message group.
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Amendmentin Reply to Office Action of December 3, 2010
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001
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20. (New) The method of claim 1, wherein said messages comprise

application specific state information.

21. (New) The method of claim 1, wherein said unicast network is a wide

area network.

22. (New) The method of claim 21, wherein said group messaging server

facilitates host computer-to-host computer communication.

23. (New) The method of claim 21, wherein said group messaging server

facilitates host computer-to-host computer communication usable by said plurality of

host computers to maintain a consistent operating state.

24. (New) The method of claim 21, wherein said group messaging server

facilitates transmission of messages between onesof said plurality of host

computers, wherein said transmitted messages are usable by said plurality of host

computers to maintain a consistent operating state of an application.

25. (New) The method of claim 24, wherein said application is a game.

28. (New) The method of claim 21, wherein each message of said messages

comprises information that other host computers in said first message group use to

maintain a consistent application state.
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Amendmentin Reply to Office Action of December3, 2010
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control No. 90/011,033

Attorney Docket No. 0078494-000001
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27. (New) The method of claim 21, wherein said messages are generated for

transmission to host computers in said first message group.

28. (New) The method of claim 21, wherein said messages are sent between

said plurality of host computers in said first message group via said group

messaging server.

29. (New) The method of claim 1, wherein said aggregated message

corresponds to a networked computer game, and wherein said first message group

is only for players on a specified team within said game.

30. (New) The method of claim 1, wherein said aggregated message

corresponds to a networked computer game, and wherein said aggregated message

is only for players on a specified team that are within a certain area of said game.

31. (New) The method of claim 1, wherein said server is configured to

receive a further message specifying said first message group and a second

message group, and wherein said server is configured to transmit said further

message to those of said plurality of host computers belonging to both said first and

second message groups.

32. (New) The method of claim 1, wherein said serveris configured to

receive a further message specifying a set of message groups and operations to be

performed on said specified set of message groups to determine host computers to

which said further messageis to be delivered.
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Amendment in Reply to Office Action of December 3, 2010
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control] No. 90/011,033
Attorney Docket No. 0078494-000001
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33. (New) The method of claim 1, wherein said sending and said transmitting

is implemented using a protocol that encapsulates messageinformation within a

datagram of a transport protocol of said unicast network.

34. (New) The method of claim 1, wherein said sending and said transmitting

are performed by an upper-level protocol implemented above a transport layer

protocol of said unicast network, wherein said transport layer protccol is TCP/IP.

35. (New) The method of claim 1, wherein said sending and said transmitting

are performed by an upper-level protocol implemented above a transport layer

protocol of said unicast network, wherein said plurality of host computers are unable

to send upper-level protocol messages to one another except through said group

messaging server.

36. (New) The method of claim_1, further comprising the stepsof:

said server receiving, from oneof said plurality of host computers, a control

message to create said first message group; and .

creating said first message group in responseto receiving said control

message.

37. (New) The method of claim _1, further comprising the steps of:

said server receiving, from a first host computer of said plurality of host

computers, a control messageto join said first message group: and

adding said first host computerto said first message group in response to

receiving said request.
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38. (New) The method of claim 1, further comprising the steps of:

said server receiving, from_afirst host computer of said plurality of host

computers, a control messageto leave said first message group: and

removing said first host computerfrom said first message group in response

to receiving said request.

39. (New) The method of claim 1, further comprising the steps of:

said server receiving a control message _to close said first message group:

removing said first message group in response to receiving said request.

40. (New) The method of claim 1, further comprising the steps of:

said server receiving, from a first host computer of said plurality of host

computers, a control message to query message groups of said server: and

providing said list of message groupsto said first host computer in response

to said receiving said control message.

41. (New) The method of claim 1, further comprising the steps of:

said serverreceiving, from a first host computer of said plurality of host

computers, a control message to query members ofsaid first message group; and

providing a list of members of said first message group to said first host

computer in response to receiving said control message.

42. (New) The method of claim 1, further comprising the steps of:

said server receiving, from a first host computer of said plurality of host

computers, a control message to query attributes of said first message group: and

providing attributes of said first message groupto said first host computerin

response to receiving control message.
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Amendment in Reply to Office Action of December 3, 2010
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43. (New) The method of claim 1, further comprising the steps of:

said server receiving, from a first host computer of said plurality of host

computers, a control message to connect to said group messaging server; and

storing information regarding said first host computer in response to receiving

said control message.

44, (New) The method of claim 1, further comprising the steps of:

said serverreceiving, from_a first host computer of said plurality of host

computers, a control message to disconnect from said group messaging server; and

removing information regarding said first host computer in response to

receiving said control message.

45. (New) The method of claim 1, wherein said forming said aggregated

message comprises compressing said aggregated payload.

46. (New) The method of claim 1, wherein said time period is dynamically
varied according to the predefinedcriterion.

47. (New) The method of claim 46, wherein said predefined criterion is

based on message rates received by said server.

48. (New) The method of claim 46, wherein said predefined criterion is

based on data rates received by said server.
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Reexamination Control No. 90/041,033
Attorney Docket No. 0078494-000001

Page 10

49. (New) The method of claim 1, further comprising the step of:

processing said payload portions according to an application specific

processing function to replace data elements in said payload portions with processed

results.
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REMARKS

In view of the foregoing amendments and the following remarks, the Patent

Owner(PalTalk Holdings, Inc.) respectfully requests reconsideration and withdrawal

of the rejections found in the Office Action of November 14, 2009.

1. Claim Status

Original claims 1-6 are under reexamination and rejected. Noneof the

original claims have been amended. New dependent claims 7-49 have been added

by the above. Claims 1-49 are currently pending before the Office for examination.

2. Requestfor Interview

The Patent Owner respectfully requests an interview be scheduled as scon as

possible. The Patent Owner had asked for an extension of time to conduct an

interview after attempting to contact the Examiner three weeks in advance of the due

date to learn that he would be out of the office until after the present due date had

passed. Thepetition for an extension of time was, however, denied.

After an interview has been conducted, a summary ofthe interview will be

supplied along with any supplementalinformation or action, such as an expert's

declaration, if appropriate.

3. Support for Newly Added Claims

As previously mentioned, claims 7-49 are added by the instant Amendment.

Written description support for these claims exists as shownbytheillustrative cites
in the following table. The abbreviated quotes or paraphrasing are given for

convenience and may be incomplete. Thesecitations should, of course, be

consideredin the fuller context of the specification where they appear.
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Written Description Support
 

Col. 25, lines 61-63 ("This basic application loop is repeated at a rate fast
enoughto provide an interactive experience such as 5 to 30 times per
second.”) (emphasis added); col. 4, lines 13-21.
Col. 25, lines 61-63; col. 1, line 58-col. 2, line 34: col. 4, lines 13-21.

. 25, lines 61-63.

Col. 25, lines 61-63.

8, lines 34-41. |
. 8, lines 34-39.

. 9, lines 40-43,

. 10, lines 1-14.

. 10, lines 13-17, |

 

 

 

 

 

 
 
 
  

 

 
 
 
 

 
 
 

 

 

 

 

 

 

16 Col. 10, lines 13-17.
17 Coal. 9, line 59-col. 10, line 19; original claims 13 and 14; col. 16, lines 64-

66; col. 18, lines 27-50; col. 18, line 51-col. 19, line 9.

18 Original claims 13 and 14; col. 16, lines 64-66; col. 18, lines 27-50; col. 18,
line 51-col. 19, line 9.

19 Col. 9, line 59-col. 10, line 19; original claims 13 and 14; col. 16, lines 64-|
66; col. 18, lines 27-50; col. 18, line 51-col. 19, line 9.

20 Col. 10, lines 52-53. 

Col. 8, lines 22-32; col. 1, lines 57-67; col. 16, lines 20-35.

Col. 8, lines 22-32: col. 1, lines 57-67; col. 16, lines 20-35.
Col. 8, lines 22-32; col. 1, lines 57-67; col. 16, lines 20-35.

. 8, lines 22-32; col. 1, lines 57-67; col. 16, lines 20-35.

. 8, lines 22-32; col. 1, lines 57-67; col. 16, lines 20-35.

. 8, lines 22-32: col. 1, lines 57-67; col. 16, lines 20-35.

 

  
 

    
 

 
  

 

 

 

 

 
  

 

 

     

 

 
  

 

 

 

 

 
27 Col. 8, lines 22-32; col. 1, lines 57-67; col. 16, lines 20-35.

28 | Col. 8, lines 22-32; col. 1, lines 57-67; col. 16, lines 20-35.
29 Col. 11, lines 9-25.

[30 Col. 11, lines 9-25.
31 Col. 10, line 66 to col. 11, line 25.

32 | Col. 10, line 66 to col. 11, line 25.
33 Col. 13, lines 54-62.

34 Col. 12, lines 38-48; col. 26, lines 28-29.

35 | Col. 12, lines 38-48; col. 15, lines 28-37.
36 Col. 15, lines 40-43.

37 __| Col. 16, lines 64-66; col. 18, lines 27-50.
[ 38 Col. 16, lines 64-66; col. 18, line 51-col. 19, line 9.

39 Col. 16, lines 64-66.

40 Col. 16, lines 64-66; col. 19, lines 10-29. |
41 Col. 16, lines 64-66; col. 19, lines 30-47.

. 16, lines 64-66; col. 19, lines 49-63.

. 16, lines 64-66; col. 18, lines 14-34.  

 
  

44 Col. 16, lines 64-66; col . 18, lines 32-47.

45 Col. 24, lines 33-34.
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Col. 25, lines 15-18.
Col. 25, lines 15-18. 

Col. 25, lines 15-18.

Col. 27, lines 22-34.

  
4, Backgroundof the '523 Patent

In 2002, PalTalk purchased U.S. Patent Nos. 5,822,523 and 6,226,686 (the

"PalTalk Patents")! from HearMe, previously known as Mpath.2 HearMe/Mpath,

founded in 1995, developed and sold technology to permit multiple parties to play

video games with each other over the Internet.

When HearMe/Mpath entered the market, the main obstacles to

multiplayer online games were the limited processing power and bandwidth

available to transmit messages to each player. The PalTalk Patents disclose

pioneering technology directed at overcoming these obstacles. The inventionsat

the heart of these patents reduce the bandwidth and processing power

necessary to exchange messages between various users on a network, so that

during an online game,all players can have a near real-time game experience

even though players may be at great distances from each other. The patents thus

overcomethe problem oflimited bandwidth in the transmission of messages

between players about the state of the game.

The PaiTalk Patents are both titled “Server-Group Messaging System for

Interactive Applications.” As the title suggests, the focus of the patents is on

interactive applications operating over a network. While the solutions described in

the PalTalk Patents apply equally to any interactive application, the application

typically used as an example in the Patents is a networked computer game with

multiple players. See, e.g., '523 Patent, 1:14-23; 1:58 — 2:33; 2:47 — 3:22; 8:22-26;

10:1-19; 11:10-26.3.

The following example from the PalTalk Patentsillustrates the basic

1 U.S. Patent Nos. 5,822,523 and 6,226,686 Patent are related and both under reexamination. The application
that led to issuance of the '686 Patent is a continuation ofU.S. Application No. 08/896,797, which is a
continuation ofthe application that led to issuance of the '523 Patent. The control number for the ‘686 patentis
90/011,036. An Office Action has not issued in the co pending reexamination proceeding
2 palTalk also purchased a range ofotherintellectual property and physical assets from HearMe/Mpath.
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functionality in an exemplary embodiment. A multi-player computer video game has

characters playing against each otherin a three-dimensional game environment.

The actual players might be located in different areas of the country connected by

the Internet, each user with the game environment reproduced on his or her

computer screen. To maintain consistency, the game “state,” or status,

should be consistent betweenall of the users’ computers. The computers achieve

this consistency by continuously exchanging messages. /d. at 1:66-2:4. These

messages can contain “a wide variety of information specific to the game” necessary

to maintain consistency between players such as position and velocity information

for the players and other information about player actions that may affect the players

in the game. /d. at 2:8-12.

The number of messages that should be sent between computers to

keep an application current on the players’ computers increases with the

numberof players. Although advancesin technology have increased

network bandwidth, the complexity of games has increased as well, thereby

increasing the amountof data that should be transmitted to other players to

maintain a consistent game state. Thus, the bandwidth limitations addressed by

the PalTalk Patents are just as relevant today as whenthe original application for

the '523 Patent wasfiled nearly 15 years ago.

The inventions described in the PalTalk Patents solve problems of

interactive network applications by introducing what is called a “group

messaging server.” 523 Patent, Abstract. The users’ computers in the

system are referred to as “host computers.”

Figure 5 of the PalTalk Patents shows an exemplary embodimentof a

network implemented pursuantto the inventions described in the PalTalk Patents.

Item 62 is the group messaging server. Items 58, 59, 60, and 61 are host

computers. The remaining items are traditional network components, such as

routers and links. /d. at 8:61-9:1.
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FIGURE 5

In a traditional network, if host computer 58 wanted to update host computers

59, 60, and 61 with information about an interactive application that they were

sharing, host computer 58 would have to send three separate messages — one to

host 59, one to host 60, and one to host 61

Using the inventions described in the PalTalk Patents, host computer 58 could

achieve the same result by sending a single message to the group messaging

server 62. The group messaging server would receive the message from host

computer 58 and generate a message to each of hosts 59, 60, and 61. /d. at 9:1-4.

In effect, the number of outgoing messages sent by anyindividual host computer

can be equal to one (1) using the PalTalk invention, whereas the numberof
messages waspreviously equal to the numberof players (minus onefor the

sender). This is far different from the applied documents (Friedman and IRC RFC),

discussed below, even if taken together in the manner suggested by the Office

Action.

The numberof outgoing messages from the senderis reduced in the

above example. Using only this feature of the PalTaik Patents, the numberof

messages received by a host computer would remain the same. The PalTalk

Patents provide a further solution to the desire to reduce the numberof

messages on the network by aggregating messagesat the group messaging

server. /d. at 10:20-22. Instead of separately sending received messages to each
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of the hosts, the group messaging server can instead collect multiple messages

from different hosts and forward them to the destination host computer as a

single message.

80 Host A Sends 84 Host A Receives % {00

PALS}Sry] gp SSTAH[Pe] Host A Sends Host A Receivessee} opr opie
PSATH|Pa|

8 Host B Sends 87 _Hos! B Receives 97 404 ypa{stele] »«~\{s[alt[Pt]
Host 8 Sends Host B Receives

syst[Ps]89 etsistrey YsTeyipeppy
PsiejPa

82 Host C Sends 90 Host C Receives % 102

pCTS]GIP] xy (§$|Ci]J|Pil wos © Sends ) Host Receives
ee] Varney Cy[Pfr]Ps|c}J[Pa] i

83 Host D Sends 93 Host D Receives 9 103corstere) a \(etetere] *) some
ea SLOLKPe rePt

FIGURE 6 FIGURE 7

Figures 6 and 7 shown aboveprovide an example of the messages sent by

the group messaging server without and with aggregation, respectively.

Id, at 9:23-26. Without aggregation (on the left), each of the four host computers

sends a single message with data being sent between hosts. See, e.g., id. at

9:10-13. The group messaging server separately sends eachrecipient host

computer a copy of the messagesthatit received, for a total of three received

messages (host A receives three separate messages with payloads P2, P3, and

P4). Id. at 9:27-40. With aggregation, although the group messaging server

receives the same number of messages from the hosts, each recipient host

computer receives only a single messagein this example. The payload of the single

message, however, includes an aggregated payload consisting of the relevant data

received by the group messaging server(e.g., host A receives a combined payload

containing P2, P3, and P4). /d. at 10:20-43.
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In summary, the PalTalk Patents describe a system for reducing both the

network load and the message processing requirements that arise because of

network communications in a multi-user interactive application. The system

reduces the network load by using a group messaging server as a destination

for messages between host computers. The group messaging server may be

responsible for tracking groups and group membership, as specified in claims 4

and 5 of the '523 Patent. The group messaging server may further reduce the load

on the network by aggregating the messagesthatit receives for a particular host

computer. Aggregation allows more efficient data communication by reducing the

number of messages that a recipient host is expected to process. In one ofits

key applications, online gaming, the group messaging server allows for more

efficient communication of large amounts of information between players, thus

enabling games to become quicker, be more realistic and, consequently, more

attractive to consumers.

5. Claim Construction

To facilitate a discussion and understanding, the Patent Owneroffers the

comments regarding the meaning of various claim terms. In light of the above

description, which fully supports these interpretations, and from the context of the

claims themselves,it is respectfully submitted that "aggregating by said server ina

time interval determined in accordance with a predefined criterion, said payload

portions of said messages to create an aggregated payload" meansthat a group

messaging server forms one or more aggregated payloads by aggregating at least

one data item from the payloads of all the claimed messagesit receives from the

claimed plurality of host computers within a certain time period. The data items may

be aggregated in any order, and not require "total ordering" as disclosed in

Friedman, discussed below, and the time period is certain in that it arises from

criteria specified prior to the beginning of the time interval.

Hence, consistent with the above, the phrase “aggregating said payload

portions” means aggregating at least one data item from the payloads of the claimed

messagesfrom the claimed plurality of host computers. Likewise, “aggregated
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payload” means one or morecollections of at least one data item from the payloads

of the claimed messages from the claimed plurality of host computers, where each

data item retains its identity and may be extracted from the collection. Further,

"forming an aggregated message using said aggregated payload" would thus mean

employing one or more aggregated payloads in forming one or more aggregated

messages. The basic themeis that “aggregating/aggregated" meansto collect two

or more data items together as a unit from the claimed plurality of host computers;

however, each data item canretain its identity and may be extracted from the unit.

What should be apparent from a review of the claims, whether read

alone or broadly interpreted in a manner consistent with the written

description, is that the group messaging server forms one or more aggregated

payloads by aggregating at least one data item from the payloadsofall the

claimed messagesit receives from the claimed plurality of host computers

within a certain time period.

6. Response To ObviousnessRejection

Claims 1-6 stand rejected under 35 U.S.C. §103(a) as being obvious overJ.

Oikarinen and D. Reed, "Request for Comment (RFC) 1459 - Internet Relay Chat

Protocol,” with a putative publication date of May 1993, 65 pages, (“IRC RFC’) in

view of R. Friedman and R. Van Renesse, "Packing Messages as a Tool for

Boosting the Performance of Total Ordering Protocols,” with a putative publication

date of July 7, 1995 ("Friedman"). This rejection is respectfully traversed.

It must be initially noted that the Requester® cannot establish a publication

date for the Friedman document by the simple assertion of it having a date onits

face of July 7, 1995. What the Requester did nottell the Patent Office is that

Friedman's publication date is at best an open question.

The undersigned found only the following citation related to the publication of

this document: "The 6th International Symposium on High Performance Distributed

Computing (HPDC '97), August 5-8, 1997, Portland, OR, USA, Proceedings. IEEE
 

3 It is noted that the Requester has the burden of establishing dates of publication. The burden is on the
proponent of a publication bar to show that prior to the critical date the reference was sufficiently accessible, at
least to the interested public. In re Hall, 781 F.2d 897 (Fed. Cir. 1986).
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Computer Society, online publication,

(htto://computer.org/proceedings/hpdc/8117/8117toc.htm), which would meanit is

not prior art. A link provides the document as it appears in the record, but the

authoring date of 1995 on the paper should not be confused with its possible

publication date, which may well be after thefiling date (February 1, 1996%)of the

application that resulted in the '523 Patent. Cornell University lists July 1995 as the

"issue" date, and April 23, 1997 as the date it was made "available", the later date

having the consequenceofit is not being prior art.° An explanation of these

metadata fields suggests that the "issue" date can be a non-publication event, such

as sending a documentto a printer.° The appearanceofthe "available" date means

that the "issue"date is “insufficiently precise" according to its definition.

A. IRC RFC

The IRC RFC represents a request for comments about a proposed

experimental Internet Relay Chat (IRC) protocol. The Abstract at page 1, states that

the IRC protocol "was developed ... as a means for users on a BBS [Bulletin Board

Service] to chat amongst themselves. ... The IRC protocol is a text-based protocol,

with the simplest client being any socket program capable of connecting to the

server." Figure 1 illustrates that each sever acts as a central node for the rest of the

net it "sees".

* Friedman does not qualify as prior art under 35 U.S.C. §102(b). Patent Ownerhas not determined whetherit
appropriate to "swear behind" the Friedman document, but reserves the right to do so,
http://ecommons.library.cornell edu/handle/1813/7184?mode=full&submit_simple=Show+full+item+re
cord

® See the example at the end of the metadata definitions (“When DC.Date and DC. Date->Issued
are insufficiently precise, use this subelement to indicate when the resource content may be
considered to hold true. In a somewhat labored exampie, suppose a public transit system is in the
practice of creating a new bus schedule, allowing two weeksfor issuance of a print run, allowing two
more weeks for printed copies of the schedule to be placed in distribution racks, and finally being
required to do so at least one month in advanceof drivers switching the timing on their routes.
Metadata for such a bus schedule might include ail of the following elements:

 

DC.Description: City Bus Schedule
DC.Date->Created: 1997-11-01

DC.Date->Issued: 1997-11-15
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IRC RFC identifies several problems with IRC including scalability, which is

important to multi-player gameswith large data exchange. For example, IRC RFC

explains that:

lt is widely recognized that this protocol does not scale
sufficiently well when used in a large arena. The main
problem comesfrom the requirementthat all servers
know about ail other servers and users and that

information regarding them be updated as soonasit
changes. It is also desirable to keep the numberof
servers low sothat the path length between any two
points is kept minimal and the standing tree is strongly
branched as possible. IRC § 9.1

Another problem with IRC is that "the current channel layout requires that all

servers know about all channels, the respective inhabitance and properties." IRC

RFC § 9.2.2. These problems with IRC are central to the problems addressed in the

‘523 Patent and provide a good example why IRC is not applicable to the concept of

a group messageserver, as further explained below.

IRC serves to provide only a limited set of services and would not have been

capable to support additional functionality, such as the aggregation of messages of

the kind described in the '523 Patent, without significantly augmenting the system in

a waynotdisclosed byit or Friedman. In fact, attempting to combineit with

Friedman would violate one of the predicates of IRC RFC, i.e., the predicate that the

message route over servers should be as short as possible. Friedman is designed in

a way to extend the route by first sending it to a “sequencer”, then on to a process

for which the messageis intended.

B. Proposed Combination with Friedman Does Not Result in the Invention

i. The Office Has Not Met Its Burden

As positively recited in claim 1, the group messaging server "in a time interval

determined in accordance with a predefinedcriteria [aggregates] said payload

portions of said messages to create an aggregated payload." The Office
 

DC.Date->Available: 1997-12-01/1998-06-01

DC.Date->Valid: 1998-01-01/1998-06-01"). http://dublincore.org/documents/date-element/
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acknowledgesthis is not present in IRC RFC, but suggests that Friedmanprovides

this feature in its disclosure of messages being “buffered and every / milliseconds

they are packed and sent as one packed message." The Patent Owner respectfully
disagrees.

Friedman operates at a completely different level than does IRC. Thatis,

Friedman merely offers a "buffering" function wherein "processes are not allowed to

send their messagesall the time. Instead, messages are buffered and every /

millisecond they are packed and sent as one packed message." Page5,first line of

"Dysfc" section. This passage deals with message buffering within a single process.

It is not aggregating messagesfrom a plurality of hosts. This is not equivalent to and

has no actual bearing on "aggregating" in the context of the '523 claims, claim 1 of

whichrecites fnter alia "aggregating, by said [group message] server in a time

interval determined in accordance with a predefined criterion, said payload portions

of said messages [sent by a plurality of host computers belonging to a first message

group] to create an aggregated payload". Buffering data within a process on a host

prior to transmissionis a far different concept than aggregating messages

transmitted from a numberof hosts in a network. ‘

This understanding is in accordance with the specification of the '523 patent.

Aggregation is described throughout the '523 Patent. An example of aggregation is

contained in the patent as follows (the ULP server corresponding to the group

message server of the claims):

A key conceptin the present invention is the aggregation
of multiple messages in a message queue into a single
ULP receive message to a host that contains multiple
payload items in the payload. The ULP server process
140 removes payload items from a message queue 143
for a host and accumulates them in an aggregation buffer
149. The aggregation buffer has buffer areas for each
host for which there is a message queue. These
individual host areas within the aggregation buffer are
called host aggregation buffers. The start and endofthis
aggregation period can be controlled in a numberof ways
that will be described in the next sections. At the end of

the aggregation period, the each host aggregation buffer
may hold multiple payload items. The host aggregation
buffer will hold a message count of the payload items
followed by the multiple payload items. The contents of a
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host aggregation buffer along with the ULP host address
of the corresponding host are sent to the GMScontrol
function 136 where it will be used to create a ULP receive

message sent to the destination host. The GMS control
function 136 will use the destination ULP host address to

look up the TLP address of the host from the host
address map 137. This will be used to create a TLP
header for the message 123. The ULP message type 124
will be ULP receive, the destination ULP address 125 will
be the destination host, the address count will be 0 and
there will be no auxiliary addresses. The payloadin this
case will have a message count 116 set by the message
count value from the host aggregation buffer. The

payload will contain all of the payload items from the hostaggregation buffer.

The '523 Patent is clearly describing a type of aggregation that takes place in

a shared, interactive application aggregating messages from a plurality of hosts

received over a wide area network. As such, the type of aggregation described in
the '523 Patent and positively recited in the pending claims in the Claim Construction

section above, is not so broad as to cover every combination of data or every

possible use of the wordin its plain English meaning. The term "aggregating" and

"aggregated" should be construed with the related concepts of "aggregating, by said

server in a time interval determined in accordance with predefined criteria, said

payload portions of said messages to create an aggregated payload" and

“aggregated message". Hence,it is respectfully submitted that the pending ciaims

require a particular kind of aggregation of message data, and not simply any kind of

combination of data.

ii. An Expert in the Art Agrees

As explained by Dr. Mayer-Patel in his concurrently filed Declaration, the

Office’s analysis is fundamentally flawed in several ways including:

e The aggregation step of claim 1 is not taught by Friedman;

e The time interval specified within claim 3 is not taught by Friedman; and

e Combining the two references would not have been obvious and, in fact, such
a combination would have been regarded as harmful to performance.
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Asto the first point, Dr. Mayer-Patel identifies a componentof claim 1 of the

‘523 Patent is the aggregation step in which the message server combines portions

of the payloads of multiple messages from different hosts in order to create an

aggregated payload thatis then delivered to a recipient. That is, claim 7 recite inter

alia, a plurality of host computers belonging to a first message group send messages

to a group messageserver via an unicast network. The messages contain a payload

portion and a portion for identifying the first message group. The group message

server, in a time interval determined in accordance with a predefined criterion,

aggregates the payload portions of the messages to create an aggregated payload. —

An aggregated messageis formed using the aggregated payload. The group

message servertransmits via the unicast network the aggregated message to a

recipient host computer belonging to said first message group.

It is important to note that the '523 Patent makes a clear distinction between

the function of “host” computers and the function of a “message server’. Host

computers are the originators and ultimate recipients of messages while the

messageserver forms part of the delivery infrastructure. In Friedman, the term

“process” is used to describe the participants of the group communication. This

could mean various processes on one computer or on a numberof computers,

according to Dr. Mayer-Patel.

Dr. Mayer-Patel agrees that the claim language very specifically indicates that

the message serveris the entity that performs the aggregation step. In contrast, the

total ordering protocols described in Friedman teachthat the host computers perform

a buffering step priorto initial transmission of a message. That is, as Dr. Mayer-

Patel seesit, a process in Friedman's system buffers messagesthatit is about to

send, and not messages from other host computers. As Dr. Mayer-Patel states, the

difference between the aggregation step taught in the patent and the buffering

described in Friedman is important and clear. The message server performs the

aggregation step described in the '523 Patent as part of the message delivery

infrastructure, as Dr. Mayer-Patel explains. The serverof the '523 Patent collects

multiple messages from multiple hosts after initial transmission of those messages,

producing a single aggregate message en route to the destination.
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In contrast, the buffering described in Friedman is performed at the host

computers prior to transmission via a messagedelivery infrastructure, as Dr. Mayer-

Patel further explains. All of the protocols described in Friedman rely on somesort

of reliable group broadcastinfrastructure. The infrastructure used by Friedmanis

called Horus andis specifically described in Friedman, Section 2. The buffering

described in some of these protocols is always done at a host computer and not

within this delivery infrastructure, as articulated by Dr. Mayer-Patel.

The above analysis applies to all eight of the total ordering protocols

described in Friedman. Becausethe office action refers specifically to the “Dysfc”

protocol as teaching "aggregation", Dr. Mayer-Patel expands his analysis with

respect to the details of Dysfc.

Dysfc is described as being “essentially the same as Dynseg.” In Dynseg, a

specific host is chosen to be the message sequencerin order to achieve a total

ordering of messages. To send a message to the group, a host must first send the

message to the sequencer. The sequencer then relays the message to the group.

Thatis, it basically acts only as a relay, without any suggestion of aggregating the

message. The description of Dysfc builds upon Dynseq by adding the further

stipulation that, “processes are not allowed to send their messagesall the time.

Instead, messages are buffered and very / millisecond they are packed and sent as

one packed message.” .
This is the part of Dysfc that the Office action is referring to as having taught

"aggregation." This buffering step, however, is being performed at the hosts before

any message has been transmitted forthe first time, as this article is understood by

one skilled in the art, Dr. Mayer-Patel. This is distinctly different from whatis

described in the ‘523 Patent wherein messages are aggregated at the message

server within the delivery infrastructure itself. Claim 1 clearly describes a sending

step in which the messageis transmitted from the host to the message serverthat

occurs before the aggregation step that occurs subsequently at the message server.

Further, the transmission of buffered messages that does occurin Dysfc is not sent

to the group, but is, in fact, sent to the sequencer (another host) via unicast.
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C. No Motivation to Combine

i. The Office has Not Established a Prima Facie Case for the
Combination

It is noted that the Office acknowledgesthat the aggregating step is not met

by IRC RFC but in suggesting that Friedman discloses buffering as this aggregating

step, it is respectfully submitted the Office is missing the fundamental distinction

between the two mechanisms.

Friedman deals with total ordering of messages, ij.e., wherein messages from

several processesare all received by everyone in the same order. This has no real

bearing on an IRC system. To the degree that there is a need for a specific

sequence, that would be in the context of a chat. Like any conversation, one might

expect a commentwill receive a reply, but the comment must be received first by a

user for that user to reply. There would be no logical possibility for these

conversational messages to be combinedat all, either by buffering or by

aggregation, since the sender has to wait for a reply.

On one hand, to the degree one might imagine that on a BBS, one comment

might receive several replies at the same time on a channel, the buffering function of

Friedman, identified above, would have no bearing since it occurs within a single

process, and not on a networklevelinvolving a plurality of hosts.

On the other hand, to the degree one thinks the "sequencer" of Friedmanthat

provides total ordering could be added to IRC to deal with multiple, basically

simultaneous replies to a comment, this would not be logical since it does not matter

in which order the replies would be displayed since they would not be responsive to

each other. In fact, providing a total order sequencein this context would not only

have no advantage, it would be counter-intuitive since it would increase overhead by

sending the message over the same servers twice for no apparent advantage. In

fact, it would seem to violate one of the basic predicates of IRC RFCin that in both

Example 6 cited by the Office, section 3.1 and elsewhere, IRC RFC builds on the

notion that "[tIhe path of a message being delivered is the shortest path between any

two points on the spanning tree [of servers to reach anyclient]". Section 3.1, page

10. To apply the sequencer of Friedman would require sending all messages to the
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sequencer, then sending the messages to "everyone", meaning that the messages

travel over servers twice, once to be placed in the total order and again to be sent to

the intended recipients. Thus, the intended purposeor function of IRC RFCin

reducing the travel of messages, or the purposeoftotal ordering by Friedman, would

be destroyed by the combination suggested in the Office Action. As such, a prima

facie case of obviousness cannot be established. /n re Gordon, 733 F.2d 900, 221,

USPQ 1125 (Fed.Cir. 1984).

The Office suggests that the buffering of messages in Friedman reduces

contention and latency problems, but it is noted that even if one assumes arqguendo

this is true for when a process buffers messages for a short period before sending

out one buffered message,it would not meet the recitations of the claims wherein a

group message server received messagesfrom a plurality of hosts, and therefore

the hypothetical combination would not meet the claim recitations.

ii. Again, an Expert Agrees

According to by Dr. Mayer-Patel, even if one were to assume for a moment

the combination of the two documents, IRC RFC and Friedman, were to teach each

elementof the claims (which is not true), doing so would not have been obvious for a

numberof reasons.

First, the application domains addressed are very different. The IRC RFC

describes an application that operates across a very wide area with loosely

connected components and messages generated at humantimescales (i.e., seconds

and minutes). In contrast, the total ordering protocols described in Friedman are

intended for applications that are tightly coordinated with messages generated at

very fine timescales(/.e., milliseconds).

Second, aggregating messages within a chat application would have worked

against the application’s goals and would actually degrade the performanceof the

system as perceived by its users, as Dr. Mayer-Patel explains. Because messages

in the IRC RFC system are driven by humaninteraction, one expects a

conversational relationship between messagesof different users. In other words,

after a message is sent by User A, for example, other users, say User B, responds
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with a message of their own, whichin reply elicits a response from User A, and so

forth. Delaying messagesin anticipation of aggregating them would simply work

against this conversational causality. As noted in the prior analysis, much of what

Friedman actually describes is buffering messages at the hostpriortoinitial

transmission. This would be particularly counter-intuitive for a chat system like IRC

RFCin which a useris likely to be waiting for a response to their prior message

before sending another.

In conclusion, it is Dr. Mayer-Patel'’s expert opinion that the message

aggregation step described in claim 1 of the ‘523 patent is not taught by the

Friedman reference because the protocols described by Friedman perform buffering

at the host priorto initial transmission and do not aggregate separately transmitted

messages within the message delivery infrastructure as specified in the patent.

Furthermore,the time interval used to aggregate messages as described in claim 3

is not taught by any of the protocols described in Friedman. Finally, combining the

two references would not have been obvious because of the difference in application

domains, and the fact that message aggregation would work against the usability of

a chat system.

D. The Features of Claim 3 Cannot be Met

i, The Time Interval Specified Within Claim 3 is Not Taught by
Friedman

The above analysis drawing distinctions with regard to claim 71 apply to

dependentclaim 3 as well. Even if one were to assume arguendo that some

combination of these documents could meet the recitations of claim 1, the specific

time interval described in claim 3 ("wherein said time interval correspondsto a time

for said server to receive at least one message from each host computer belonging

to said first message group "} is not taught by Friedman. Claim 3 is directed to the

idea of the message server waiting long enoughto be able to receive at least one

message from each host to be aggregated into a single message to the group.

According to Dr. Mayer-Patel, not one of the protocols described in Friedman

describe an aggregation step that does this. The Office action points to the Dysfc
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protocol within Friedman, referring specifically to the text “messages are buffered

and every / millisecond they are packed and sent as one packed message.” Note,

however, that this simply describes waiting a fixed amountof time, and not waiting

for the amount of time necessary to have received a message from each host. In

fact, it is defined and "a very short period" that "is less than the minimal expected

one-way user-to-user latency." Thus, as defined in Friedman, Friedman cannot meet

the recitations of claim 3.

7. Allowability Of Newly Added Claims

Newly added claims 7-49 depend from independent claim 1, and hence are

allowable over the cited art for at least the same reasons discussed above in support

of those claims.

CONCLUSIONS

As shown, the IRC RFC cannot render the claims obvious because (1) the

hypothetical combination is missing one or more claim elements, (2) there is no

reason to combine the references, and (3) the asserted reasonsfor the combination

would destroy the function of one or both of the purported prior at systems. Further,

the date of publication date of the secondary document has not been established by

the Requestor.

With virtually any patent, the individual claim elements can be found in some

combination of references. But obviousness cannot be found without evidence that

there was a reasonfor one skilled in the art to combine the references in a manner

that results in the presently claimed invention. That evidence is lacking here.

Indeed, it would be contrary to the evidence concerning the state of the art in 1996 to

combine the documents as suggested by the Requester. Mixing and matching

phrases and features of the applied documents, as the Requester has attempted to

do, is improper hindsight reconstruction of the invention.

in light of the foregoing, the Patent Owner respectfully requests

reconsideration and allowanceof all the pending claims. Should any residual issues
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exist or arise, the Examineris invited to contact the undersigned at the numberlisted

below.

The Director is hereby authorized to charge any appropriate fees that may be

required by this paper, and to credit any overpayment, to Deposit Account No. 02-

4800.

Respectfully submitted,

BUCHANAN INGERSOLL & ROONEY PC

 Date: February 3, 2011 By:
 arles FV iéland Tl
Registration No. 33096

Customer No. 21839

703 836 6620
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itis hereby certified by the undersigned that a true copy of the foregoing

Amendment, Amendment Transmittal and accompanying Declaration of Dr. Ketan Mayer-

Patel were sent via e-mail to:

NOVAK DRUCE + QUIGG, LLP
(NDQ Reexamination Group)

1000 Louisiana Street
53rd Floor

Houston, Texas 77002

on this 3rd day of February, 2011.

 
arlés F. WielandIII

Registratior’ No. 33096
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re Reexamination of MAIL STOP REEXAMINATION

U.S. Patent No. 5,822,523 Group Art Unit: 3992

Jeffrey J. Rothschild et al. Examiner: Andrew Nalven

Issued: October 13, 1998 Confirmation No.: 1686

Reexamination Control No.: 90/011,033

For. SERVER-GROUP MESSAGING
SYSTEM FOR INTERACTIVE
APPLICATIONS

DECLARATION OF KETAN MAYER-PATEL UNDER37 CFR1.132

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

|, Dr. Ketan Mayer-Patel, hereby state as follows:

l. INTRODUCTION

1. | have been retained as an independent expert witness by PalTalk

Holdings, Inc., the Assignee of the Patent presently undergoing reexamination (i.e.,

U.S. Patent No. 5,822,523 (hereinafter "the ‘523 Patent")).

2. | have reviewed U.S. Patent No. 5,822,523 (Exhibit B, attached

hereto), and | did not contribute to the invention described therein.

3. | am an expert in the field of networking protocols including networking

protocols supporting multimedia streams including digital audio data. See

Curriculum Vitae attached as Exhibit 1.

4. | received Bachelors of Aris degrees in Computer Science and

Economicsin 1992, a Masters of Science in 1997 from the Department of Electrical

Engineering and Computer Science and a Ph.D. in 1999 fram the Department of

Electrical Engineering and Computer Science,all from the University of California,

Berkeley.
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5. | received the National Science Foundation CAREER Award in 2003
while an Assistant Professor at the University of North Carolina, Chapel Hill.

6. | have had extensive experience in both industry and academiaasit

relates to the technicalfields relevant here. For example, | have beena

programmer, a visiting researcher, and an Assistant and Associate Professor.

7. | am a co-author of numerousarticles that have appeared in a number

of documentd publications and proceedings.

8. Governmental agencies, such as the National Science Foundation and

the Office of Naval Research, have provided funding for my research. | have also

served on several NSF reviewing panels for funding recommendations.

9. iam an Associate Editor for both IEEE Transactions on Multimedia and

ACMTransactions on Mutimedia Computing, Communications, and Applications,

which are the two leading journalsin thefield.

10. | regularly serve as a memberofthe technical program committee for a
numberof different conferences and workshops including ACM Multimedia, The

International Workshop on Network and Operating System Support for Digital Audio

and Video (NOSSDAV), IFIP Networking, ACM Multimedia Systems (MMSys),

MMEDIA, and SIGMAP.

11. | am also currently co-chair of the standing executive committee for

both NOSSDAV and MMSys.

li. RETENTION AND COMPENSATION

12. | have been retained to offer an expert opinion on the prior art relevant

to the '523 Patent (and other patents currently under reexamination) and the

patentability of the claims undergoing reexamination.

13.|My work on this case is being billed at a rate of $480 per hour, with

reimbursementfor actual expenses and additional fees for travel. My compensation

is not contingent upon the outcomeof the case.
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lll. BASIS OF MY OPINION AND MATERIALS CONSIDERED

14. In preparation forthis report, | have considered and relied on data or

other documents identified in this report. For example, | have reviewed the Office

Action dated December 3, 2010 as well as the Request for Reexamination that was

filed for the '523 Patent, including several Exhibits to the Request for Reexamination.

| have also reviewed thefile history of the '523 Patent.

15. | have familiarized myself with the state of the art at the time the '523

Patent wasfiled by reviewing both patent the non-patent documents applied in the

Office Action and thefile histories of the '523 Patent andits related patent, U.S.

Patent No.6,226,686.

16. My opinions are also based upon my education, training, research,

knowledge, and experience in this technicalfield.

IV. SUMMARYOF MY OPINIONS

17. Based on myprior experience in the field of computer systems and

networking, including network communication protocols, and based on my review of

the documentsrelating to the pending reexamination proceeding, | have developed

an understanding of the '523 Patent and the claimed invention.

18. | have been asked to compare the claims of the '523 Patent to the

documents applied in the outstanding Office Action. The results of my comparison

are provided below.

19. In my expert opinion, | believe that the office’s analysis is

fundamentally flawed in several waysincluding:

* The aggregation step of claim 1 is not taught by Friedman.

* The time interval specified within claim 3 is not taught by Friedman.

* Combining the two documents would not have been obvious and, in fact, such

a combination would have been regarded as harmful to performance.

In each of the subsections below, | explain each of these opinions in more detail.

The aggregation step of claim 1 is not taught by Friedman.
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20. Claim 1 of the ‘523 patent reads as follows:

1. Amethod for providing group messagesto a plurality of host

computers connected overa unicast wide area communication

network, comprising the stepsof:

providing a group messaging server coupled to said network,

said server communicating with said plurality of host computers using

said unicast network and maintaining a list of message groups, each

message group containing at least one host computer;

sending,by a plurality of host computers belonging to a first

message group, messages to said server via said unicast network, said

messages containing a payload portion and a portion for identifying

said first message group;

aggregating, by said serverin a time interval determined in

accordance with a predefined criterion, said payload portions of said

messagesto create an aggregated payload;

forming an aggregated message using said aggregated payload;

and

transmitting, by said server via said unicast network,said

aggregated message to a recipient host computer belonging to said

first message group.

21. Akey componentof this claim is the aggregation step in which the

message server combines the payloads of multiple messages in order to create an

aggregated payload that is then delivered to recipients.It is important to note that the

patent makesa clear distinction between “host” computers and the “message

server.” Host computers are the originators and ultimate recipients of messages

While the message serveris part of the delivery infrastructure.

22. In Friedman, the term “process” is used to describe the participants of

group communication. My understanding of the term “process” as used by Friedman

is that these processes are located at the endpoints of a distributed system as part of

the application. As endpoints, these processes originate and receive messages. As

such, these processes correspond to the term “host computer” in the parlance of the

patent. | arrived at this understanding because throughout the Friedman document,
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there are numerousinstances in which messages are specifically characterized as

belonging to a particular process and the acts of sending and receiving a message

are associated with the goals of the application. For example, the description of the

total protocol on page 4 refers to “the application af a process” (emphasis added).

23. The claim language very specifically indicates that the message server

is the entity that performs the aggregation step and not a host. In contrast, the total
ordering protocols described in Friedman teach that the host computers perform a

buffering step priorto initial transmission of a message. The difference between the

aggregation step taught in the patent and the buffering described in Friedmanis

important and clear. The message server performs the aggregation step described in

the patent as part of the message delivery infrastructure. The server collects multiple

messages from multiple hosts after initial transmission of those messages, producing

a single aggregate message en route to the destination.

24. Incontrast, the buffering described in Friedman is performed at the

host computersprior to transmission.All of the protocols described in Friedmanrely

on parts of a communication library called Horus described in Section 2 and Section

3.1. These facilities are part of the application (i.e., process) running on the host

computers. As such, there is no separate and distinct message delivery

infrastructure within the protocols described in Friedman as specified by the patent.

Evenif one were to distinguish the Horus library itself as a message delivery service,

the buffering described in these protocols is always doneprior to transmission and

involves only messages from the same host and does not create an aggregate

message payload from a plurality of hosts.

25. The above analysis applies to all eight of the total ordering protocols

described in Friedman. Becausetheoffice action refers specifically to the “Dysfc”

protocol as teaching aggregation, | will expand my analysis with respect to the

details of Dysfc.

26. Dysfc is described as being “essentially the same as Dynseq.” In

Dynseq,a specific host is chosen to be the message sequencerin order to achieve a

total ordering of messages. To send a message to the group, a host mustfirst send

the message to the sequencer, the sequencer then relays the messageto the group.

The description of Dysfc builds upon Dynseq by adding the further stipulation that,
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“processes are not allowed to send their messagesall the time. Instead,

messagesare buffered and every | millisecond they are packed and sent as one

packed message.”

27. Presumably, this is the part of Dysfc that the office action is referring to

as having taught aggregation. This buffering step, however, is being performed at

the hosts before any message has beentransmitted for the first time. This is

distinctly different from what is described in the ‘523 patent wherein messagesare

aggregated at the message serverwithin the delivery infrastructure itself. Claim 1

clearly describes in the second subparagraph, a sending step in which the message

is transmitted from the host to the message serverthat occurs before the

aggregation step described in third subparagraph that occurs subsequently at the

message server. Furthermore, the transmission of buffered messages that does

occur in Dysfc is not sent to the group, but is, in fact, sent to the sequencer (another

host) via unicast.

The time interval specified within claim 3 is not taught by Friedman

28. Claim 3 of the ‘523 patent reads,

3. The method of claim 1 wherein said time interval corresponds to a

time for said server to receive at least one message from each host

computer belonging to said first message group.

29. Because claim 3 is dependent on claim 1, the analysis presented

above drawing a distinction between buffering at the host and aggregation within the

messagedelivery infrastructure with regard to claim 1 applies here as well. Not

withstanding, the specific time interval described in claim 3 is also not taught by

Friedman. The idea behind this claim is that the message serverwaits to receive at

least one messagefrom each host to be aggregated into a single message to the

group. Not oneof the protocols described in Friedman describe an aggregation step

that does this. The office action points to the Dysfc protocol within Friedman,

referring specifically to the text “messages are buffered and every | millisecond they

are packed and sent as one packed message.” Note, however, that this simply

describes waiting a fixed amountof time and not waiting for the amount of time

necessary to have received a message from each host.
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Combining the two documents would not have been obvious

30. Even if the combination of the two documents, IRC RFC and Friedman,

were to teach each elementof the claims, doing so would not have been obvious for

a numberof reasons.

31. First, the application domains addressedarevery different. The IRC

RFC describes an application that operates across a very wide area with loosely

connected components and messages generated at human timescales(i.e., seconds

and minutes). In contrast, the total ordering protocols described in Friedman are

intended for applications that are tightly coordinated with messages generated at

veryfine timescales(i.e., milliseconds). Additionally, the IRC RFC specifies the use

of TCP for communication while all of the Friedman protocols use UDP andrely on

the availability of IP-multicast for communication between hosts.

32. Second, aggregating messageswithin a chat application would have

worked against the application's goals and would actually degrade the performance

of the system as perceived by its users. Because messagesin the IRC RFC system

are driven by humaninteraction, one expects a conversational relationship between

messages of different users. In other words, after a messageis sent by UserA,for

example, other users, say User B, responds with a message of their own, which in

reply elicits a response from User A, and so forth. Delaying messagesin anticipation

of aggregating them would simply work against this conversational causality. As

noted in the prior analysis, much of what Friedman aciually describes is buffering

messagesat the hostpriorto initial transmission. This would be particularly counter-

intuitive for a chat system like IRC RFC in which a useris likely to be waiting for a

responseto their prior message before sending another.

33. In conclusion, it is my expert opinion that the message aggregation

step described in claim 1 of the ‘523 patent is not taught by the Friedman document

because the protocols described by Friedman perform buffering at the hostprior to

initial ttansmission and do not aggregate separately transmitted messages within the

message delivery infrastructure as specified in the patent. Furthermore, the time

interval used to aggregate messages as described in claim 3 is not taught by any of

the protocols described in Friedman. Finally, combining the two documents would
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not have been obvious becauseof the difference in application domains and the fact

that message aggregation would work against the usability of a chat system.

| hereby declare that all statements made herein of my own knowledge are

true andthat all statements made on information and belief are believed to be true;

and further that these statements were made with the knowledgethatwillful false

statements and the like so made are punishable by fine or imprisonment, or both,

under Section 1001 of Title 18 of the United States Code andthat suchwillful false

statements may jeopardize the validity of the application or any patent issued

thereon.

_— TKDE
Date Dr. Ketan Mayer-Patel
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Reexamination Control No.: 90/011,033 REEXAMINATION - AMENDMENT

Filing Date: June 14, 2010 ; Group Art Unit; 3992
)
)
)

Title: ©SERVER-GROUP MESSAGING SYSTEM FOR Examiner; Andrew Nalven

INTERACTIVE APPLICATIONS Confirmation No.: 1686

AMENDMENT/REPLY TRANSMITTAL LETTER

Commissionerfor Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:

Enclosedis a reply for the above-identified patent.

&) An additional claim fee is required, and is calculated as shown below:

AMENDEDCLAIMS

Highest No. of
No. of Claims Previously
Claims Paid For Additional Fee

TolaGame «|SCC*d 1552 (7200 15080
independent clans|1|S| x 20(200
CJ If Amendmentadds multiple dependentclaims, add $ 390 (1203) $

Total Claim Amendment Fee $ 1,508.00

(C1 Small Entity Status claimed - subtract 50% of Total Claim Amendment Fee PF
TOTAL ADDITIONAL CLAIM FEE DUE FOR THIS AMENDMENT $ 1,508.00

 
 

&l Charge_ $1,508.00 to credit card for the fee due.

& The Director is hereby authorized to charge any appropriate fees under 37 C.F.R. §§ 1.16, 1.17 and
1.20(d) and 1.21 that may be required by this paper, and to credit any overpayment, to Deposit Account
No. 02-4800.

Respectfully submitted,
( -—2?

Buchanne “ A 4( ; YY
f tgDate February 3, 2011 By: ( te). Wieland‘Tll

Customer No. 21839 RegistrationNo.33096
703 836 6620

BuchananIngersoll4Rooney pc
Attorneys & Government Relations Professionals
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Application No. Applicant(s) 

 90/01 1,033 : 5,822,523
Interview Summary iExaminer Art Unit

 

 

 
 

 
ANDREW L. NALVEN 3992

All participants (applicant, applicant's representative, PTO personnel):

(1) AVDREWL.NALVEN. ~ (3)Robert Mukai
Charles Weiland Ill.

(2) Alex Kosowski
Albert Gagliardi. (4)Dr. Mayer-Patel.

 
Date of Interview: 22 February 2011.

Type: a)[_] Telephonic )[_] Video Conference
c)X] Personal[copy given to: 1) applicant 2)(] applicant's representative]

Exhibit shown or demonstration conducted: d)—X] Yes e)C] No.
If Yes, brief description: Exhibit depicting the functionality of the cited prior art and the claimed invention was
shown.

Claim(s) discussed: 7.

Identification of prior art discussed: IRC RFC and Friedman.

Agreementwith respectto the claims f)[_] was reached. g)>J was not reached. h)[] N/A.

Substanceof Interview including description of the general nature of what was agreedto if an agreement was
reached, or any other comments: See Continuation Sheet.

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would renderthe claims
allowable,if available, must be attached. Also, where no copy of the amendments that would render the claims
allowable is available, a summary thereof must be attached.)

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE

INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH ORTHIRTY DAYS FROM THIS

INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVERIS LATER, TO
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview
requirements on reverse side or on attached sheet.

 
  

 
/Andrew L Nalven/

Primary Examiner, Art Unit 3992
U.S, Patent and Trademark Office

PTOL-413 (Rev. 04-03) Interview Summary Paper No. 20110224
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Cantinuation Sheet (PTOL-413) Application No. 90/041,033

Continuation of Substance of Interview including description of the general nature of what was agreedto if an
agreement was reached, or any other comments: Patent Owner gave a brief description of the claimed invention.
Patent Ownerthen described the cited prior art, IRC RFC and Friedman, and discussed how the claimed "aggregating"
steps differ from Friedman's "packing" steps. Patent Ownerfurther discussed the concept of the claimed unicast
network and howit differed from thedisclosuresof the prior art. Examiner indicated that he would consider the
arguments and the responseprior to the nextoffice action. A copy of Patent Owner's exhibits are attached tothis
interview summary.
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C is acting as the“sequencer"
but to no real effect because conversational

causality serves to make messages meaningful.

Dynseq Chat Example Timeline
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William? Hi, I'm Tom [f

Sunny
Is that

short for
William?

Hi Tom,I'm
Bill i.

No,just Bill |P

  
  
 How's the a

weather,Tom? {.Time

C is acting as the”sequencer"
but conversationalcausality is impossible.

Dysfc Chat Example Timeline
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Attorney Docket No. 0078494-000001

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

MAIL STOP EX PARTE

REEXAMINATION

in re Reexamination of

U.S. Patent No. 5,822,523
Group Art Unit: 3992

Jeffrey J. Rothschild et al.
Examiner: Andrew Nalven

Issued: October 13, 1998
Confirmation No.: 1686

Reexamination Control No.: 90/011,033

For: SERVER-GROUP MESSAGING

SYSTEM FOR INTERACTIVE

APPLICATIONS

eetnme”NaeNeSreeSenerSoe!NomeSe”Soe”Soar!SeatSie”
SUMMARYOF INTERVIEW

The Patent Ownerwishes to thank Examiners Andrew Nalven, Alexander

Kosowski and Albert Gagliardi for the courtesies extended during the personal

interview of February 22, 2011, to the undersigned, Mr. Robert Mukai and Dr. Ketan

Mayer-Patel, an expert in network operating systems and multimedia computing who

submitted his Declaration in this matter with the Amendmentfiled February 3, 2071.

Robert Mukai began the meeting with introductions and an overview of the

Agenda. He explained that the commercial significance of the invention to the

interactive online gaming arts andidentified relatedlitigation. He explained that the

litigation against Microsoft settled to the financial benefit of the Patent Owner, and

that there is ongoinglitigation against Sony and Activision, from whichit is assumed

the present reexamination proceeding stems.

The undersigned then outlined the significance of the technology starting with

a short outline of the Background section of the present patent in reexamination (the

'623 Patent). This summary emphasized the problems created by multiple

-communications, first by pointing out that the prior art unicast system realized

multiple communications from a host, i.e., one message to each other hostina
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Summary of Interview
Reexamination of U.S. Patent No. 5,822,523

Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001

Page 2

messaging group, and the need for each host to receive multiple messages from

other hosts in a message group to maintain the game state. The undersigned then

explained the meaning of multicasting, which reduces the number of messagessent,

but not the number of messages received (See, '529, col. 6, lines 61-65) and

requires routers in a network to maintain dynamic lists of messaging group

members, but raises list propagation issues. See, '529, col. 6, lines 15-60.

It was emphasizedthat in this context the invention was created, but that the

original independent claim does not recite interactive gaming per se. Newly

presented claims, however, do bring out various aspects associated with interactive

online games.

The undersigned then briefly outlined the principles for the arguments by

explaining that the cited Friedman document was a multicast system which has as a

primary objective “total ordering". To adopt the suggested combination would

require that the fundamental principles of operation of one or both of the applied

documents would be ignored. It was explained such circumstances mandated that a

prima facie case of obviousness could not be established.

It was also pointed out that the party requesting the reexamination

mischaracterized the Friedman document asdisclosing the “aggregation” of

payloads from a plurality of hosts in a server, whenit in fact discloses only the

“packing” of payloads in a message before the message is formed and sent by a

host. See, e.g., p. 5 thereof. Hence, the rejection was based on a misunderstanding

of the applied art.
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The undersigned also explained that the combination of documentsis

counterintuitive when one considers thetotality of the teachings. Hence, there is no

valid reason for the hypothetical combination.

Professor Mayer-Patel then discussed the technology with reference to a

series of demonstratives, reproduced below.

Thefirst figure is a generic version of Figs. 3 and 5 of the 523 patent, and

was referenced a few times to explain where events were occurring in a network,

noting hosts A, B, C, D connected by a networkof servers (unlabeled).

 
In a second figure, Professor Mayer-Patel explained the operation of Dynseq

as described in the Friedman document by way of an exemplary timeline. He

explained that host A, for example, sent a series of messages having payloads P1,

P2 and P3, and in the meantime host D sent a message with a payload P7. Host C,

in its capacity as a "sequencer" in accordance with the Friedman document, then

multicasts the message, as represented by the heavylines, to the other hosts,

including the hosts that sent the message andlocally to itself, in the "total order"(ie.,
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so that each host receives the same messagesin the same order) through a

broadcast over an IP Multicasting System.

Time 
Ck acing aethe"e -

Dynseq Example Timeline

Professor Mayer-Patel next explained a variation of Dynseqidentified in the

Friedman documentas Dysfc by way of another example timeline.
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Dysfc Example Timeline

Here, Host A "packs" a few messages P1, P2, P3 into a single payloadif

these messagesare generated within ¢ milliseconds, e.g., 1 millisecond. It was

emphasized that a single host "packs" only its own messages.

With this figure, Professor Mayer-Patel explained the concept of a host

"packing" messagesto form a payload of one "packed message" to be sent, and

contrastedit with "aggregating" messages by a serverin whicha plurality of

messagestransmitted from various hosts are received, the payloads are then

aggregated and sent out as a single message. It must be noted that "messages"of

the packed messagein Friedman are not the same as "messages"in the original

claims. The claimed "messages"of the original claims might be thought of as being
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more equivalent to a "packed message"of Friedman.’ Mr. Mukai read portions of

claim 1 that supported the above meaning of "aggregating" messages from a

plurality of hosts.

With regard to the hypothetical application of the Dynseq system of packed

messagesfo the Internet Relay Chat System of the IRC RFC document, Professor

Mayer-Patel explored how the IRC RFC document mightlookif the chat messages

were packed messagesin accordance with Friedman, using a Dynseq chat example

timeline. In this regard, it was noted several times that the millisecond time frames

of Friedman are inapplicable to a human chat context, where messages occur over

minutes, or even hours or days. The point of this figure was to set up an

understanding of the next figure.

 

1 This was raised during the interview by way of an example ("an avatar squats and shoots", with both
actions being identified in a message). ‘
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i
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cmndty tarves ta rake ramyas maregti.

Dynseq Chat Example Timeline

Professor Mayer-Patel then explained how using total ordering with packed

messages madeno senseat all, in that the packing of total ordered messages would

require answers to questions be sent before the questions are asked.
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Dysfc Chat Example Timeline

Here, process A would provide answer "sunny" to process D's question

“How's the weather, Tom?" before process D asked the question or knew Tom's

Examiner Nalven asked why the packing process of Friedman could not be

used at the serverlevel. It was pointed out that the applied documents did not teach

this, but rather only the disclosure of the '523 patent did. Thus, to apply this teaching

would require the improper use of hindsight reconstruction of the Patent Owner's

invention based on its own teachings. See, e.g., KSRInt'l Co. v. Teleflex Inc., 550

U.S. 398 (2007) (recognizing hindsight bias and ex post reasoning are inappropriate

in a determination of obviousness) and MPEP 2142 (citation not mentioned at the
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interview). Also, of course, because chats are comparatively slow, it would seem

unlikely that there would be an advantage to using this mechanism to reduce

transmission/receipt overhead, or that any such reduction would offset the required

added complexity and need for additional processing.

At the conclusion of the interview, the undersigned said that this summary

would befiled promptly and that in the related reexamination (Control No.

90/011,036) the Office Action of February 10, 2011, had been sent to the wrongfirm

and had just been downloaded. The Patent Ownerwill try to respond without

requesting that these days be restored, but the documents applied in the related

reexamination raise questions regarding status as a publication, which might take

additionaltime to fully explore.

Favorable action on the merits is respectfully requested. Should the

Examiner have any additional or residual issues to address, heis invited to contact

the undersigned at the numberlisted below.

Respectfully submitted,

BUCHANAN INGERSOLL & ROONEYPC)

/ (ME |
harles F. Wieland Il

Registration No. 33096

  
 

 
 

Date: March 8, 2011 By: 

 

CustomerNo. 21839

703 836 6620
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CERTIFICATE OF SERVICE

It is hereby certified by the undersigned that a true copy of the Information for

Interview in Reexamination Control No. 90/011,033 filed on February 22, 2011 and foregoing

Summary of Interview filed herewith were sent via e-mail to:

NOVAK DRUCE+ QUIGG, LLP
(NDQ Reexamination Group)

1000 Louisiana Street

53rd Floor

Houston, Texas 77002

on this 8th day of March, 20171.

 
Charles F. Wielan
Registration No. 33096
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If a new international application is being filed and the international application includes the necessary componentsfor
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re Reexaminationof MAIL STOP REEXAMINATION

U.S. Patent No. 5,822,523 Group Art Unit: 3992

Jeffrey J. Rothschild et al. Examiner: Andrew Nalven

Issued: October 13, 1998 Confirmation No.: 1686

Information Disclosure Statement Under

37 C.F.R. § § 1.97, 1.98 and 1.555
Reexamination Control No.: 90/011,033

For: SERVER-GROUP MESSAGING
SYSTEM FOR INTERACTIVE
APPLICATIONS

eeeeeeeeeeeeeee
FOURTH INFORMATION DISCLOSURE STATEMENT

Commissionerfor Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

The documentcited on the attached form, PTO-1449,is being called to the attention

of the Examiner. This documentis an Orderof the Court in Paltalk Holdings, Inc. v. Sony

Computer Entertainment America, Inc., et al., Civil Action No, 2:09-CV-274-DF-CE,filed on

April 5, 2011. This Order provides the court's claim construction of the subject patent.

Applicant believes that no fee is required for submission of this statement. However,

if a fee is required, the Commissioneris authorized to deduct such fee from the

undersigned's Deposit Account No. 02-4800.

Respectfully submitted,

BUCHANAN INGERSOLL & ROONEY PC

Date: April 18, 2011  
Registration No. 33096

CustomerNo. 21839
703 836 6620

Buchanan Ingersoll 4Rooney pc
Attorneys & Government Relations Professionals
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THIRD Information Disclosure Statement

Reexamination of U.S. Patent No. 5,822,523
Reexamination Control No. 90/011,033
Attorney Docket No. 0078494-000001

Page 2

CERTIFICATE OF SERVICE

It is hereby certified by the undersigned that a true copy of the foregoing Fourth

Information Disclosure Statement and PTO-1449 Form were transmitted via e-mail

(patentreexam @ novakdruce.com)to:

on this 18th day of April, 2011.

NOVAK DRUCE + QUIGG, LLP
(NDQ Reexamination Group)

1000 Louisiana Street
58rd Floor

Houston, Texas 77002

 
Charles F. WielandIII

Registration No. 33096
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Enter Office that issued the document, by the two-letier code.

NON-PATENT LITERATURE DOCUMENTS

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item (book, magazine, journal,
serial, symposium,catalog, etc.), date, page(s), volume-issue number(s), publisher, city and/or country where published.

Memorandum Opinion and Order, Dated April 5, 2011, filed in Paltalk Holdings, Inc. v. Sony Computer
Entertainment America, Inc., et al., United States District Court for the Eastern District of Texas-Marshall
Division, Case No. 2:09-CV-274-DF-CE

 

 
 

 

 Examiner
Initials 

 
 

    
 

Examiner Date
Signature Considered

*EXAMINER: initial if reference considered, whether or not citation is in conformance with M.P.E.P. § 609. Drawline throughcitation if not in
genterranee and not considered. Include copy of this form with next communication to Applicant.
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Electronic Acknowledgement Receipt 

9902737

Confirmation Number: 

Title of Invention: SERVER-GROUP MESSAGING SYSTEM FOR INTERACTIVE APPLICATIONS

 

First Named Inventor/Applicant Name: 5,822,523

Customer Number: 21839

reCharles F:Wielane’ ii/Monica Pogue
Filer Authorized By: Charles F. WielandIII 

Attorney Docket Number: 0078494-000001

Filing Date: 14-JUN-2010

Time Stamp: 16:55:23

 
 

Application Type: Reexam (Patent Owner) 

Paymentinformation:

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

119087

Transmittal Letter 001IDSREEXAM.pdf a104d2e5e6a588f5a8b118c50b5d86c89db)
e6c09

«
Information:
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328435

NPL Documents 001IDSMEMO.pdf 3den4054cce64.an5 1274eee7e77 aa lbhedd|

Information:

Total Files Size (in bytes) 447522 

This AcknowledgementReceipt evidences receipt on the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar toa
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownon this
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submissionto enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptanceof the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22313-1450WWW.USpIO.gov

 
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATIONNO. —

90/011,033 06/14/2010 5,822,523 0078494-000001 1686

21839 7590 05/02/2011 EXAMINER

BUCHANAN,INGERSOLL & ROONEY PC
POST OFFICE BOX 1404

ALEXANDRIA, VA 22313-1404

DATE MAILED:05/02/2011

Please find below and/orattached an Office communication concerning this application or proceeding.

,

oFbem

PTO-90C (Rev. 10/03)
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 », UNITED STATES PATENT AND TRADEMARK OFFICE
 

Commissioner for Patents
United States Patent and Tradernark Office P.O. Box 1450

Alexandria, VA 22313-1450: WANELISPTO.gov

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) MAILED

NOVAK DRUCE& QUIGG,LLP , MAY 02 2011
(NDQ REEXAMINATION GROUP) .

1000 LOUISIANA STREET Ce RE INATION UNIT

FIFTY-THIRD FLOOR

HOUSTON, TX 77002

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROLNO.90/011,033. 

PATENT NO. §,822,523. 

ART UNIT 3992.

Enclosedis a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Wherethis copy is supplied after the reply by requester, 37 CFR 1.535, or the time forfiling a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(q)).

PTOL-465 (Rev.07-04)
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, Control No. Patent Under Reexamination

Notice of Intent to Issue , 90/011,033 5,822,523 .
Ex Parte Reexamination Certificate Examiner Art Unit

, ANDREWL. NALVEN 3992
.-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

1. &] Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is
subject to reopening at the initiative of the Office or upon petition. Cf 37 CFR 1.313(a). A Certificate will be
issued in view of

) Patent owner’s communication(s) filed: 03 February 2011. .
(b} [-] Patent owner’s late responsefiled:
(c) [] Patent owner’s failure to file an appropriate response to the Office action mailed:
(d) (] Patent owner’s failure to timely file an Appeal Brief (37 CFR 41.31).
(e) L] Other:
Status of Ex Parte Reexamination:

(f) Changein the Specification: L] Yes [] No
(g) Changein the Drawing(s): [C] Yes [] No
(h) Status of the Claim(s):

(1) Patent claim(s) confirmed: 7-6.
(2) Patent claim(s) amended (including dependent on amendedclaim(s)):
(3) Patent claim(s) canceled:
(4) Newly presented claim(s) patentable: 9-49.
(5) Newly presented canceled claims: 7 and 8.

(6)

(7)

 

6) Patent claim(s) [J previously [] currently disclaimed:

7) Patent claim(s) not subject to reexamination:

2. X] Note the attached statement ofreasonsfor patentability and/or confirmation. Any comments considered
necessary by patent ownerregarding reasonsfor patentability and/or confirmation must be submitted promptly
to avoid processing delays. Such submission(s) should be labeled: “Comments On Statement of Reasonsfor
Patentability and/or Confirmation.”

3. LJ Note attached NOTICE OF REFERENCESCITED (PTO-892).

40] Note attached LIST OF REFERENCESCITED (PTO/SB/08 or PTO/SB/08 substitute).
5. [-] The drawing correction requestfiled on is; CJapproved  ([] disapproved.
6. [_] Acknowledgmentis made ofthe priority claim under 35 U.S.C. § 119(a)-(d)or(f).

a)LIAl b)C] Some*  c)L] None of the certified copies havea heen received.
[-] not been received.
("] beenfiled in Application No.
[[] beenfiled in reexamination Control No.
[_] been received by the International Bureau in PCT Application No.

 
 

“Certified copies notreceived:

7. &) Note attached Examiner's Amendment.

8. (] Note attached Interview Summary (PTO-474).

9] Other.

/Andrew L Nalven/

rimary Examiner, Art Unit 3992

cc: Requester (if third party requester

U.S. Patent and Trademark Office :
PTOL-469 (Rev. 05-10) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 20110418
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Application/Control Number: 90/011,033 .Page 2
Art Unit: 3992 "

NOTICE OF INTENT TO ISSUE REEXAMINATION CERTIFICATE

The following Office Action is in response to the Patent Owner’s response submitted February 3,

2011.

I. Summary of the Reexamination Proceeding

1, Reexamination wasgranted as to claims 1-6 on July 29, 2010.

2. Claims 1-6 were rejected in a non-final rejection on December3, 2010.

3. Patent Owner responded to the December3, 2010 rejection by traversing the

rejections and adding new claims 7-49.

Il. Status of the Claims

1. Original claims 1-6 are confirmed.

.2. Newly added claims 9-49 are patentable. ,
3. Newly added claims 7 and 8 are canceled pursuant to an Examiner's Amendment

found below.

IW. Examiner’s Amendment

An examiner's amendmentto the record appears below. The changes madebythis

examiner's amendment will be reflected in the reexamination certificate to issue in due course.

The following Examiner’s Amendmentwasauthorized by Charles F. Wieland III (Reg No.

Petitioner Riot Games,Inc. - Ex. 1005, p. 452
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Application/Control Number: 90/011,033 Page 3
Art Unit: 3992

33096).

NewClaim 7 is canceled.

New Claim 8 is canceled.

IV. STATEMENT OF REASONSFOR PATENTABILITY AND/OR CONFIRMATION

The following is an examiner's statement of reasons for patentability and/or confirmation

of the claims found patentable in this reexamination proceeding:

The prior art cited in the Request, alone or in combination, fails to teach the claimed

feature of "aggregating, by said server in a time interval determined in accordance with a

predefinedcriterion, said payload portions of said messages to create an aggregated payload.”

For example, Friedman teachesa total ordering protocol where messagesare buffered

and then sent out as an aggregated message (Friedman, Page 3), However, Friedman's buffering
takes place at the host computer instead of the claimed group messaging server. Accordingly,

Friedmanfails to teach aggregating, by said server in a time interval determined in accordance

with a predefined criterion, said payload portions ofsaid messages to create an ageregated

payload. |

Further, the Netrek reference fails to teach aggregating, by said serverin a time interval |

determined in accordance with a predefinedcriterion, said payload portions of said messages to

create an aggregated payload. Netrek is a multiplayer game where users join teams and

" participate in a space war game. Netrek teaches that each user sends its commandsto the group

Petitioner Riot Games, Inc. - Ex. 1005, p. 453
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Application/Control Number: 90/011,033 Page 4
Art Unit: 3992

messaging server. However, Netrek differs in that the payload messagesare not explicitly

aggregated into an aggregated message. Instead, the group messaging server processes the

received commands and sends out a status update to’all of the players informing them of the

change in game play. The commandssent to the group messaging server are not stripped of their

payloads and aggregated. Accordingly, Netrek fails to teach aggregating, by said server in a time

interval determined in accordance with a predefined criterion, said payload portions of said

messages to create an aggregated payload.
The remaining references, Ring, IRC RFC, Van Hook, DIS, Suzuki, McFadden, and

Macedonia similarly do not teach the claimed feature of aggregating, by said server in a time

interval determined in accordance with a predefinedcriterion, said payload portionsof said

messages to create an aggregated payload. Accordingly, the prior art cited by the Requestfails

to anticipate or render obvious the claimsof the '523 patent.

Any commentsconsidered necessary by PATENT OWNERregarding the above

statement must be submitted promptly to avoid processing delays. Such submission bythe

patent owner should be labeled: "Comments on Statement of Reasons for Patentability and/or

Confirmation" and will be placed in the reexaminationfile.

Petitioner Riot Games,Inc. - Ex. 1005, p. 454
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Application/Control Number: 90/011,033 Page 5 —
Art Unit: 3992

CORRESPONDENCE

All correspondencerelatingto this ex parte reexamination proceeding should be directed:

By EFS: Registered users may submit via the electronic filing system EFS-Web,at
https://sportal uspto.gov/authenticate/authenticateuserlocalepf.html.

By Mailto: Mail Stop &x Parte Reexam
Central Reexamination Unit

Commissionerfor Patents

United States Patent & Trademark Office ©

P.O, Box 1450 ©

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

For EFS-Webtransmissions, 37 CFR 1.8(a)(1)(i) (C) and(11) states that correspondence (except
for a request for reexamination and a corrected or replacement request for reexamination) willbe

considered timely filed if (a) it is transmitted via the Office's electronic filing system in

accordance with 37 CFR 1.6(a)(4), and (b) includes a certificate of transmission for each piece of

correspondencestating the date of transmission, whichis prior to the expiration of the set period

of time in the Office action.

Petitioner Riot Games, Inc. - Ex. 1005, p. 455
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Application/Control Number: 90/011,033 Page 6
Art Unit: 3992

Any inquiry concerning this communication or earlier communications from the Examiner, or as

to the status of this proceeding, should be directed to the Central Reexamination Unitat

telephone number (571) 272-7705.

Signed:

/Andrew Nalven/

Andrew Nalven

CRU Examiner

GAU 3992

(571) 272-3839

Conferee: * ESIC

Conferee: Lpi

Petitioner Riot Games,Inc. - Ex. 1005, p. 456
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(57) ABSTRACT

A method for deploying interactive applications over a net-
work containing host computers and group messaging serv-
ers is disclosed. The method operates in a conventional uni-
cast network architecture comprised of conventional
network links and unicast gateways and routers. The hosts
send messages containing destination group addresses by
unicast to the group messaging servers. The group addresses
select message groups maintained by the group messaging
servers. For each message group, the group message servers
also maintain a list ofall the hosts that are members of the

particular group. In its most simple implementation, the
method consists of the group server receiving a message
from a host containing a destination group address. Using
the group address, the group messaging server then selects a
message group whichlists all of the host members of the
group which are the targets of messages to the group. The
group messaging server then forwards the message to cach
of the target hosts. In an interactive application, many mes-
sageswill be arriving at the groupserver close to one another
in time. Rather than simply forward each message toits
targeted hosts, the group messaging server aggregates the
contents of each of messages received during a specified
time period and then sends an aggregated message to the
targeted hosts. The time period can be defined in a numberof
ways. This method reduces the message traffic between
hosts in a networked interactive application and contributes
to reducing the latency in the communications between the
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EX PARTE

REEXAMINATION CERTIFICATE

ISSUED UNDER35 U.S.C. 307
THE PATENT IS HEREBY AMENDEDAS

INDICATED BELOW.

Matter enclosed in heavy brackets [ ] appeared in the
patent, but has been deleted andis no longera part of the
patent; matter printedin italics indicates additions made
to the patent.

AS A RESULT OF REEXAMINATION, IT HAS BEEN
DETERMINED THAT:

The patentability of claims 1-6 is confirmed.

New claims 7-47 are added and determined to be patent-able.

7. The method of claim I, wherein said time interval is
between 33 ms and 200 ms.

8. The method of claim 1, wherein said aggregating is
performed 5 to 30 times a second.

9. The methodofclaim 1, wherein said server implements
a group messaging protocol layered on top of a transport
protocol of said unicast network, wherein said group mes-
saging protocol uses an address space that is seperate from
an address space ofsaid transport protocol.

10. The method ofclaim 11, wherein said messaging pro-
tocolis performedat a session layer.

1, The methodofclaim 1, further comprising the step of
performing, by said server, echo suppression.

12. The method of claim 1, wherein said plurality of host
computers belonging to saidfirst message group correspond
to players thatare in close proximity to one another within a
three-dimentional space ofa computer game.

13. The method of claim 1, further comprising the step of
changing membership of saidfirst message group based on
activities ofplayers within a computer game.

14. The method of claim 1, further comprising the step of
changing membership ofsaid first message group based on
changesin player position within a three-dimentional space
ofa computer game.

15. The method of claim 1, wherein membership of said
JSirst message group changes dynamically over time.

16. The method of claim I, wherein membership of said
first message group changes over time based on control mes-
Sages receivedfrom ones ofsaid plurality ofhost computers.

17. The method of claim 1, wherein membership of said
first message group changes over time based on indications
receivedfrom onesofsaidplurality ofhost computers tojoin
or leave saidfirst message group. .

18. The method of claim 1, wherein said messages com-
prise application specific state information.

19. The method of claim 1, wherein said unicast network
is a wide area network.

20. The method of claim 19, wherein said group messag-
ing server facilitates host computer-to-host computer com-
munication.

21. The method of claim 19, wherein said group messag-
ing server facilitates host computer-to-host computer com-
munication usable by said plurality of host computers to
maintiain a consistent operating state,

22. The method ofclaim 19, wherein said group messag-
ing serverfacilitates transmission ofmessages between ones
ofsaid plurality ofhost computers, wherein said transmitted
messages are usable by said plurality of host computers to
maintiain a consistent operating state ofan application.
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23. The method ofclaim 22, wherein said application is a
game.

24. The method ofclaim 19, wherein each message ofsaid
messages comprises information that other host computers
in said first message group use to maintain a consistent
application state.

25. The method of claim 19, wherein said messages are
generated for transmission to host computers in said first
message group.

26. The method of claim 19, wherein said messages are
sent between said plurality of host computers in said first
message group via said group messaging server.

27. The method ofclaim |, wherein said aggregated mes-
sage corresponds to a networked computer game, and
wherein said first message group is only for players on a
specified team within said game.

28. The method ofclaim 1, wherein said aggregated mes-
Sage corresponds to a networked computer game, and
wherein said aggregated message is only for players on a
specified team that are within a certain area ofsaid game.

29. The method of claim 1, wherein said serveris config-
ured to receive a further message specifying saidfirst mes-
Sage group and a second message group, and wherein said
serverts configured to transmit saidfurther messageto those
of said plurality of host computers belonging to both said
Jirst and second message groups.

30. The method ofclaim 1, wherein said serveris config-
ured to receive afurther message specifying a set ofmessage
groups and operations to be performed on said specified set
of message groups to determine host computers to which
saidfurther message is to be delivered.

31. The method ofclaim 1, wherein said sending and said
transmitting is implemented using a protocol that encapsu-
lates message information within a datagram ofa transport
protocolofsaid unicast network.

32. The method ofclaim 1, wherein said sending and said
transmitting are performed by an upper-level protocol
implemented above a transport layer protocol of said uni-
cast network, wherein said transport layer protocol is TCP/
IP.

33. The method ofclaim 1, wherein said sending and said
transmitting are performed by an upper-protocol imple-
mented above a transport layer protocol of said unicast
network, wherein saidplurality ofhost computers are unable
to send upper-level protocol messages to one another except
through said group messaging server.

34. The method of claim 1, further comprising the steps
of:

Said server receiving, from one of said plurality of host
computers, a control message to create said first mes-
Sage group; and

creating saidfirst message group in response to receiving
Said control message.

35. The method of claim 1, further comprising the steps
of:

Said server receiving, from a first host computer of said
plurality of host computers, a control message to join
saidfirst message group; and

adding saidfirst host computerto saidfirst message group
in response to receiving said request.

36. The method of claim I, further comprising the steps
of

said server receiving, from a first host computer of said
plurality ofhost computers, a control messageto leave
Saidfirst message group; and

removing saidfirst host computerfrom saidfirst message
group in response to receiving said request.
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37. The method of claim 1, further comprising the steps
of:

said server receiving a control message to close saidfirst
message group; and

removing said first message group in response to receiv-
ing said request.

38. The method of claim 1, further comprising the steps
of:

said server receiving, from a first host computer of said
plurality ofhost computers, a control message to query
message groups ofsaid server; and

providing said list of message groups to said first host
computer in response to said receiving said control
message.

39. The method of claim 1, farther comprising the steps
of:

said server receiving, from afirst computer ofsaid plural-
ity ofhost computers, a control message to query mem-
bers ofsaidfirst message group; and

providing a list ofmembersofsaidfirst message group to
said first host computer in response to receiving said
control message.

40, The method of claim 1, further comprising the steps
of:

said server receiving, from a first host computerof said
plurality ofhost computers, a contral message to query
attributes ofsaidfirst message group; and

providing attributes of said first message group to said
Jitst host computer in response to receiving control
message.
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41. The method of claim 1, further comprising the steps
of:

said server receiving, from a first host computer of said
plurality of host computers, a control message to con-
neéct to said group messaging server; and

storing information regarding saidfirst host computer in
responseto receiving said control message,

42. The method of claim 1, further comprising the steps
of:

said server receiving, from a first host computer of said
plurality of host computers, a control message to dis-
connectfrom said group messaging server; and

removing information regarding saidfirst host computer
in response to receiving said control message.

43. The method ofclaim I, wherein said aggregated mes-
sage comprises compressing said aggregated payload.

44, The method of claim I, wherein said time period is
dynamically varied according to the predefined criterion.

45. The method of claim 44, wherein said predefined cri-
terian is based on message rates received by said server.

46. The method of claim 44, wherein said predefined cri-
terion is based on datarates received by said server.

47, The method ofclaim 1, further comprising of:

processing said payload portions according to an appli-
cation specific processing function to replace data ele-
ments in said payload portions with processedresults.
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