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Petitioner Unified Patents Inc. (“Petitioner”) files this motion respectfully
requesting correction of a clerical mistake in the Petition filed in this proceeding.
L FACTS RELEVANT TO THIS MOTION

1. On October 16, 2017, Petitioner filed its Petition for Inter Partes Review
of U.S. Patent No. 8,577,813 (the “’813 Patent”). Paper 2, Petition.

2. Ground 1 of the Petition challenges certain claims, including
independent Claim 1, as obvious over the combination of U.S. Patent 6,016,476 by
Maes et al. (“Maes”), U.S. Patent 5,870,723 by Pare et al. (“Pare”), and U.S. Patent
Publication 2004/0107170 Al by Labrou ef al. (“Labrou’). Petition, at4, 7.

3. Ground 2 of the Petition refers to the combination of Maes, Pare, and
Labrou cited in Ground 1 and cites an additional reference, WO 2001/024123 by
Burger et al. (“Burger”). Id. at 5, 45. Petitioner cites Burger in Ground 2 for its
teachings of the limitations of Claims 6 and 18. Id. at 45-47. Claim 6 depends from
Claim 1. EX1001, Claims 1 & 6.

4. Claims 7-10 depend from Claim 6, either directly or indirectly. /d. at
claims 6-10. Claims 7-9 contain limitations that Petitioner contends are taught by the
primary reference, Maes, which was introduced in Ground 1 of the Petition and which
1s also relied upon as the primary reference in the combination proposed for Ground 2.

Petition, at 30-33 (Sec. IV.A.v-Sec. IV.A.vil); id., at 45-47. Claim 10 contains
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limitations that Petitioner contends are taught or rendered obvious by Labrou and that
Petitioner contends would have been obvious to incorporate into the system of Maes,
both of which are introduced in Ground 1 of the Petition. /d. at 33-34 (Sec. IV.A.viii).
The combination proposed in Ground 2 also relies on Maes and Labrou, but relies
exclusively on Burger for the limitations added by dependent Claim 6. /d. at 45-47.

5. Between September 2017 and October 2, 2017, in the process of copying
and pasting into a draft petition, associate Michelle Callaghan mistakenly transcribed
prior art mappings and arguments for Maes related to Claims 7-9 and for Labrou
related to Claim 10 into Ground 1 of the draft petition, instead of including these
mappings and arguments in Ground 2 of the draft petition where they were intended
to be inserted. See Callaghan Decl. (EX1020) at §92-5. Ms. Callaghan transmitted the
draft petition with the mistake to Jason Mudd for review on October 2, 2017. See id.
at 45. Mr. Mudd provided comments for Ms. Callaghan to incorporate into the draft
petition but failed to notice the mistake. /d. at §6.

6. On multiple dates between October 2, 2017, and the filing date of
October 16, 2017, various individuals reviewed the petition without noticing Ms.
Callaghan’s error. See id.

7. On February 7, 2018, Ms. Callaghan first identified the mistake upon
reading the Preliminary Response filed by Patent Owner Universal Secure Registry

LLC (“PO”), which contended that Ground 2 contained the grounds for obviousness
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of Claim 6 (the limitations for which Burger was cited), while Ground 1 had
incorrectly included Claims 7-10, which depend directly or indirectly from Claim 6.
See id. at q7; see also Paper 6, Preliminary Response at 23-24.

8. Petitioner contacted PO via e-mail on February 16, 2018 to indicate that
Petitioner intended to seek authorization to file a motion to correct the mistake, and
PO requested to schedule a telephonic meet and confer with Petitioner, which was
held on February 21, 2018. PO informed Petitioner on February 22, 2018 that PO
intended to oppose the motion. On February 23, 2018, the parties agreed upon the
content of a joint e-mail that was sent to the Board in which Petitioner requested
authorization to file this motion. The Board held a conference call on February 27,
2018, and the Board granted Petitioner authorization to file this motion (Paper 8).

II. RELIEF REQUESTED

Claims 7-10 were mistakenly entered under Ground 1 instead of Ground 2 in
the Petition. Parts v-viii of Section V.A (Ground 1) of the Petition were intended to
be written under Section V.B (Ground 2) of the Petition, after the grounds for
Claim 6, from which each of Claims 7-10 depend, either directly or indirectly.
Petitioner respectfully requests that it be allowed to correct its Petition by shifting
the discussion for Claims 7-10 from Ground 1 into Ground 2, which contains the
discussion for Claim 6. No text containing the discussion for Claims 7-10 is being

altered except for adjusting the heading numbering. Per the Board’s request, a
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redlined proposed Corrected Petition tracking the proposed corrections has been

filed as EX1021. The proposed edits minimize the changes necessary to correct

the mistake and include the following:

1)  correcting the chart on pages 3-4 to remove Claims 7-10 from Ground 1 and
include them in Ground 2;

1) correcting the headings on pages 7 and 45 of the Petition to move Claims 7-10
from Ground 1 to Ground 2;

1i1) moving Parts v, vi, vii, and viii (Claims 7-10) of Section V.A (Ground 1) to
Section V.B (Ground 2) under the new numbered headings of Parts ii, iii, iv,
and v, respectively, and re-numbering the heading for claim 18 as Part vi; and

1v) updating the Table of Contents, as well as some internal cross-references to
update section heading numbers.

III. ARGUMENT IN SUPPORT OF RELIEF REQUESTED

The proposed changes should be applied because they relate to a non-
substantive, clerical transcription error made by a subordinate attorney that was not
identified prior to filing, and Petitioner promptly sought to correct its mistake after
discovering it from review of the Preliminary Response. See 37 C.F.R. § 42.104(c)
(“A motion may be filed that seeks to correct a clerical or typographical mistake in
the petition.”). The proposed changes rely on the exact same text applying Maes to

dependent Claims 7-9 and applying Labrou to dependent Claim 10. That is,

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




