Trials@uspto.gov
571272 7822

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD

UNIFIED PATENTS INC.
Petitioner
V.
FALL LINE PATENTS, LLC
Patent Owner

CASE IPR2018-00043
PATENT 9,454,748

PATENT OWNER’S PRELIMINARY RESPONSE TO PETITION FOR
INTER PARTES REVIEW OF U.S. PATENT NO. 9,454,748
CHALLENGING CLAIMS 16-19 AND 21-22

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2018-00043

U.S. PATENT 9,454,748
TABLE OF CONTENTS

L 418016 LETe73 o) o EOU OO OO PR ORUTOTON 1
IL Background of the Case........c.coeviiiiiiininiiiiiiie e 1
III. The ‘748 PateNl....vccvieriiiirreeeenerieniriiresest st sessaessrs e sssesse e e sessessnssaesassssane 2
A, Background.........ccoeeiniinniinnii e 2

b. Discussion of the Challenged Claims........cocceovveiniiiniiniiniincniininiceenne. 6

Iv. Summary of Arguments and Action Requested ........cccooovvirinrivininiieneincnninas 9
V. Discussion of Kari and CAGH........cccvevvecerieeninninniiniiriiie e 9
a. DISCUSSION OFf KaFi...cooovviiiiirivesiiiecicee ittt 10

1. The Nokia 9000 Communicator is not Kari’s “data processor”........... 10

2. The Nokia 9000 Communicator is mentioned once by Kari and never
3. Petitioner never establishes that a PDA-type device has a web browser
that could display the form in Fig. 7 of Kari. .....coccovvevinevinrniiinnnnnas 11

4. Kari’s Fig. 7 is intended to apply to operations performed on a
conventional microcomputer, not a handheld device. .......cccccevrveennnnenn. 13

5. Kari automatically acquires GPS information only after all user input
has eNded ......ocvirreereerecinri e e 13

6. Kari’s automatic acquisition of GPS information is not performed by
a browser. Automatically acquired GPS information is entered into a

query message and not entered into the query form.........cccoevrvevnenen. 16

b. DiScUSSION OFf CHAM......c.ocuvevieieieiieiecic i 18

VL Response to Petitioner’s Challenges .........covevrnrniiiinnneinniiins 19
a. Petitioner’s expert cites and relies upon a reference that is not prior art to

the “T48 PALENL. ...eererereeeerriceiriiiiite s 19

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2018-00043
U.S. PATENT 9,454,748

b. Petitioner has relied on hindsight reconstruction in determining Claims 16-19
and 21-22 are obvious under 35 U. S.C. § 103 in view of Kari, further in
view of Darnell, Todd, and CAARA. ...........eoovevviiviiinieiiireeeiissnicesnne s 20

c. Petitioner has failed to establish that the combinations relied upon render any
challenged claim ODVIOUS. ..ccccveviviriiiniiiiiiiniie s 21

1. Independent claim 16 is not obvious under 35 U. S.C. § 103 in view of

Kari, further in view of Darnell, Todd, and Chan...............ccovevnevvennene. 21
2. Challenged dependent claims 17 and 18 are not obvious because they
depend from an allowable independent claim. .........ccccovviinivinininnnnen. 23
3. Challenged independent claim 19 is not obvious under 35 U.S.C. § 103 in
view of Kari, further in view of Darnell, Todd, and Chan...................... 23
4. Challenged independent claim 21 is not obvious under 35 U.S.C. § 103 in
view of Kari, further in view of Darnell, Todd, and Chan...................... 26
5. Challenged claim 22 is not obvious because it depends from an allowable
independent Claim......c.c.coveveniiniiniii 28

d. The Petition fails to name all real parties-in interest, contrary to 35 U.S.C. §

312(a)(2) and 37 C.F.R. § 42.8(D)(1). cvvverevivuniiviiinieiicieicescsneas 28

e. An Inter Partes Review Should Not Be instituted Because Such Proceedings

are Unconstitutional..........ccceeeererireneninininiiiinneeeencsee e 33

VII. CONCIUSIONS 1.vveuvevererrertresreeseesseseseseesreseessestessessesaesaesassssstssrsstsebesresbaensesessessenses 34
VIIL Certificate Of WOrd COUNt......coeerereerinrininininiic e 35

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2018-00043
U.S. PATENT 9,454,748

PATENT OWNER’S EXHIBIT LIST

January 9, 2018

EX2001

October 16, 2014 email to The Honorable Michelle K. Lee from Kevin Jakel,
CEOQ, Unified Patents, pages 1-3

EX2002

Publication by Unified Patents entitled “The Gloves are Off: Unified Patents
Inc. Unveils its “NPE Deterrent” Strategy, posted on September 23, 2013 in
Press Releases, pages 1-5

EX2003

Printout from Unified Patents FAQ - entitled Frequently Asked Questions,
pages 1-10

EX2004

Publication by Unified Patents entitled “Unified Patents Challenges Clouding
IP Patent seeks To Push Patent Trolls out of Cloud Storage”, September 17,
2013, pages 1-4

EX2005

The Wall Street Journal article from 02/11/2006 entitled “New Venture Enters
Patent Fray”, pages 1-4

DOC KET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

PATENT OWNER’S PRELIMINARY RESPONSE TO PETITION FOR INTER PARTES
REVIEW OF U.S. PATENT NO. 9,454,748

L Introduction

Fall Line Patents, LLC (hereinafter “Patentee), the owner of the entire interest in U.S.
Patent No. 9,454,748 (hereinafter the ‘748pPatent) hereby tenders its Preliminary Response to
Petition for Inter Partes Review (“IPE”) of the ‘748 patent. The above-mentioned petition
(hereinafter the “Petition”), which is now assigned Case IPR2018-00043, was filed by Unified
Patents, Inc. (hereinafter “Petitioner”) and accorded the filing date of October 6, 2017. As
explained in detail below, there is no reasonable likelihood that Petitioner would prevail in
establishing anticipation or obviousness of any of the challenged claims during infer partes

review.

IL. Background of the Case
Litigation Involving the Subject Patent
The 748 patent is presently the subject of patent infringement lawsuits filed in the

Eastern District of Texas against the following entities:

Case Caption Number

Fall Line Patents, LLC v. Choice Hotels Int’], Inc. 6:17-cv-00407
Fall Line Patents, LLC v. Uber Technologies, Inc. 6:17-cv-00408
Fall Line Patents, LLC v. Cinemark Holdings, Inc., et al. 6:17-cv-00203

In addition to the cases listed above, Patentee states that the two cases listed below were
also filed in the Eastern District of Texas and both involved the 748 patent. However, both

cases have now been dismissed, but notice of the termination of these cases is not yet of record

in the Patent Office:
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