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RESERVED
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ITC 337-TA-1045, PO’s Reply Claim Construction Brief
RESERVED
IPR2016-00661, PTAB Decision

ITC 337-TA-1045, ITC Clam Construction Order

! Citations to non-patent publications are to the original page number of the

publication, and citations to U.S. patents are to column:line number of the patents,

unless paragraph numbers are provided.
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l. INTRODUCTION

AVe Information Inc. and IPEVO, Inc. (collectively, “Petitioner”)
requested inter partes review (“IPR”) of claims 1-5, 7-10, 12-14, 16, 18, and 20
(“Challenged Claims’) of U.S. Patent No. 8,508,751 (“‘751 Patent”) (Ex. 1001)
under 35 U.S.C. §8311-319 and 37 C.F.R. 842 on September 15, 2017.

The Institution Decision (“Decision,” Paper 9) instituted review of claims 1-
5 and 7 as obvious over Morichika (Ex. 1002), but declined to institute review on
any other Ground. (Paper 9, 26). Of particular relevance, the Board found that
claims 8-10, 12-14, and 16 are indefinite. (1d., 14-16). The Board later modified
the Decision to include all grounds/all claimsin the Petition. (Paper 10, 2-3 (citing
SASInst., Inc. v. lancu, 2018 WL 1914661, at *10 (U.S., Apr. 24, 2018))).

Patent Owner (“PO”) filed its Patent Owner Response (“Response,” Paper
11) on July 23, 2017, along with a Motion to Amend (“MTA”, Paper 12). The
MTA states that “PO seeks to substitute claims 1-3, 5, 8, 10, 12-14, and 16 with
substitute claims 21-30, respectively. PO’s MTA is not contingent upon the
originally issued claims being found unpatentable.” (Paper 12, 1).2

PO’'s MTA exceeds the page limit requirements and thus fails to comply

with 37 C.F.R. §42.6 and 37 C.F.R. §42.24(a)(1)(vi). PO's MTA aso seeks to

% All emphasis added unless otherwise indicated.
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