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L. INTRODUCTION

Pursuant to 35 U.S.C. §313 and 37 C.F.R. §42.107(a), Uniloc USA, Inc. and
Uniloc Luxembourg S.A. (the “Patent Owner”) submit this Owner’s Preliminary
Response to the Petition for Inter PartesReview (“Pet.” or “Petition”) of U.S. Patent
No. 8,995,433 (“the 433 Patent” or “EX1001”) filed by LG Electronics, Inc.
(“Petitioner” or “LGE”). Petitioner moves to join the proceeding in [PR2017-1427.
Joinder is not warranted, however, because the instant Petition is procedurally and
substantively defective for at least the reasons set forth herein.

Under 35 U.S.C. § 312(a)(4), “[a] petition filed under section 311 may be
considered only if ... the petition provides such other information as the Director
may require by regulation.” The instant Petition fails to satisfy the mandatory notice
provisions set forth in Rule 42.8. At a minimum, Petitioner fails to provide notice of
all related administrative matters. In addition, there is also sufficient evidence to
conclude, based on public filings, and even at this preliminary stage, that Petitioner
failed to identify all real parties-in-interest.

Even if the Board were to overlook the numerous procedural defects of the
Petition and reach its substantive merits, the Petition should be denied in its entirety
because it fails to meet the threshold burden of proving that there is a reasonable
likelihood that even one challenged claim is unpatentable. Patent Owner has seized
the opportunity, as is its right, to expand and further explain the positions originally
set forth in its preliminary Response to the petition in IPR2017-1427, a related
matter. Denial is warranted for the multiple and independent procedural and

substantive defects of the Petition identified herein.
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II. PETITIONER DOES NOT SATISFY THE MANDATORY NOTICE
REQUIREMENTS

The 433 patent 1s in a family of patents including United States Patent Nos.
7,535,890 (“the 890 patent™); 8,243,723 (“the *723 patent™); 8,199,747 (“the 747

patent”); and 8,724,723 (“the *622 patent”), as shown 1n the diagram below.

App. No.: 10/740,030
Filed: 12-18-2003
Pat. No: 7,535,890

ﬁN XON

App. No.: 12/398.,063
Filed: 03-04-2009
Pat. No: 8,243,723

App. No.: 12/398,076
Filed: 03-04-2009
Pat. No: 8,199,747

'ON

App. No.: 13/546.673
Filed: 07-11-2012
Pat. No: 8,724,622

EON

App. No.: 14/224,125
Filed: 03-25-2014
Pat. No: 8,995,433

Petitioner has filed three of the thirty-six IPRs filed against this related family
of patents, as highlighted below. As shown in the table below, most of the IPR

petitions filed against these related patents predate the present Petition.

Petitioner [PR# Date Patent

Apple [PR2017-0220 14-Nov-16 "890

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




