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I. INTRODUCTION 

Uniloc Luxembourg S.A. (the “Patent Owner”) submits this Preliminary 

Response to Petition IPR2017-2082 for Inter Partes Review (“Pet.” or “Petition”) 

of United States Patent No. 7,535,890, System and Method for Instant VoIP 

Messaging, (“the ’890 patent” or “EX1001”) filed by Google Inc., Motorola 

Mobility LLC, Huawei Device Co., Ltd., Huawei Device USA, Inc., Huawei 

Investment & Holding Co., Ltd., Huawei Technologies Co., Ltd., and Huawei 

Device (Dongguan) Co., Ltd. (“Petitioners”). The instant Petition is procedurally 

and substantive defective for at least the reasons set forth herein. 

The Petition should be denied under § 325(d) because the Board has already 

considered and flatly rejected the merits of the challenges presented in the instant 

Petition, which are based exclusively on the same Zydney reference (International 

Publication No. WO 01/11824 or “EX1004”). More specifically, Petitioners’ co-

defendants already previously attempted—and failed—to assert Zydney as a primary 

reference (in combination with other references) in challenging the same claims of 

the same ’890 patent in related matters IPR2017-1523 and IPR2017-1524. The 

Board’s reasoning in rejecting those earlier petitioners applies equally here. 

The Board need not even consider the merits of the Petition, however, due to 

procedural defects. There is sufficient evidence to conclude, based at least on public 

filings, that Petitioners failed to identify all real parties-in-interest. Under 35 U.S.C. 

§ 312(a)(4), “[a] petition filed under section 311 may be considered only if … the 

petition provides such other information as the Director may require by regulation.”  
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II. THE PETITION SHOULD BE DENIED AS IMPERMISSIBLY 
REDUNDANT WITH PRIOR INTER PARTES REVIEW PETITIONS 

The Board should exercise its discretion under 35 U.S.C. § 325(d) and deny 

the Petition because it relies on the same art and substantially the same (if not 

identical) arguments that is already before the Board in no less than six IPR 

proceedings filed collectively by the same group of joint defendants. See, e.g., 

IPR2017-0220, IPR2017-0221, IPR2017-1523, IPR2017-1524, IPR2017-1612, 

IPR2017-1636, and IPR2017-1802. 

A. The Board Has Recently Confirmed Denial is Appropriate Under 
These Facts 

In IPR2017-01780, the Board recently held that:  

“On its face, § 325(d) does not contain any recitation 
regarding the identity of the party that previously 
presented the prior art; instead, the language of § 325(d) 
focuses solely on whether or not a petition relies on “the 
same or substantially the same prior art or argument 
previously . . . presented to the Office.” 35 U.S.C. § 
325(d). This stands in contrast to the estoppel provisions, 
for example, which only apply when the same petitioner 
brings a second petition for inter partes review.” 

IPR2017-01780, Paper 8 at 8. Accordingly, the Board concluded that “§ 325(d) is 

not limited to instances where the petitioner is the party who previously brought 

the prior art to the Office’s attention.” Id.  

There, the Board found it was appropriate to dismiss the petition under  

§ 325(d), where: the asserted art was identical to that presented in previous petitions, 
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