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Case 2:16-cv-00725-JRG Document 21 Filed 05/16/17 Page 1of1PagelD#: 194

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-725 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and BEETALK PRIVATELTD.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Any and all claims by Uniloc against Defendant BeeTalk Private Limited (“BeeTalk”) in Case No. 2:16-cv-725 are
DISMISSED WITH PREJUDICE. CLERK (BY) DEPUTY CLERK DATE

aoe p .
awd A. OT reke. Nakisha Love 5/16/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1430 ACTION REGARBING 4 PATENT OR
Alenandeia, WA 22315-1450 TRADEMARK 

In Compliance with 35 LOS CL 8 20thandéer 1A USC. $ 1116 cou are hereby advised that a court action has beer

Medic dhe US, Disteter Court Eastern District of Texas on the followiag
 [J Frademarks or Patents: (Pde patent action imvelves 32 USCS

 
 

 

   

DOCKET NO DATE FILED LS DISTRICT COURT
 
 

 

2.1 7-tv-347 4/21/2017 Eastern District of Texas
PLAINTIFF DEFENDANT

UNILOC USA. INC. and KIK INTERACTIVE, INC.
UNILOC LUXEMBOURG, S.A.

PATENT OR DATE OF PATENT TRADEMARK NO. OR TRADEMARK HOLDER or PATENT OR TRADEMARK
1 8724622 Uniloc Luxembourg S.A,

7 ” {
> 8,995,433 5/31/2015 Uniloc Luxembourg S.A.

3 7,535,890 5/19/2009 Unitoc Luxembourg S.A.

4 8,199,747 6/12/2012 1 Uniloc Luxembourg S.A.

Tn the abosc—ontitfed case. the following patentts) irademarkist have heen imeluded:

DATE INCLUDED INCLUDED BY

  
   

—] Amendment Py Answer EL] Cross Bul LJ Odher Pleading
PATENT OR DATE OF PATENT

TRADFATARK NO. OR TEADEMARER

 

HOLDER OF PATENT OR TRADEMARK

  
In the abowe-—omlithed case, the following devision has boon rendcred or pudwcniunt issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy [—Upon initiation of action, mail this cops to Director©Copy 3—Upoentermination of action, mail this cops to Director
Cups 2—Lpon filing document adding pateat(s}, mail this copy to Director Copy +—Case file copy
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Mail Stop 8 REPORTON TIE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

in Compliance with 34 U.S.C. § 290 and/or 15 U.S.C, § 1116 youare hereby advised thal a court action bas been
filed in the 1.8. District Court Eastern District of Texas on the following

(J Trademarks or [Mf Patents { {' the patent action mvolves 35 U.S.C. § 292.)

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:17-cv-349 4/21/2017 Eastern District of Texas

PLAINTIFF DEFENDANT

UNILOC USA,INC. and HIKE LTD.
UNILOC LUXEMBOURG,S.A.

BUM
In the above—entitled case, ihc following patent(s)! tradcmark(s) have beenincluded:

DATE INCLUDED INCLUDED BY

C] Amendment Answer CJ Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT ,

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  
 

  
 

 

 
  
  

  
 

 

 
 

 

  

  
 

po
po
po
eo 

In the above—entitled case. the following Uecision has been rendered or judgement issucd:

DECISION/JUDGEMENT

(BY) DEPUTY CLERK 
Copy 1—Upon initiationofaction, mail this copy to Director Copy 3-—Upon termination ofaction, mail this copy to Director
Copy 2—Upan filing document adding patent(s), mail this copy te Director Copy 4—Casefile copy
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Case 2:16-cv-00992-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 145

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-992 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and MOTOROLA MOBILITY LLC
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00993-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 184

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-993 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,ING., and ZTE (USA), INC. and ZTE (TX), INC.,
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00994-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 134

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-994 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and HUAWEI DEVICE USA,INC. and
UNILOC LUXEMBOURG, S.A. HUAWEI TECHNOLOGIES USA,INC.,

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:17-cv-00347-JRG Document5 Filed 04/24/17 Page 1of1PagelD#: 133
AGS 126 (Rev. 08/10}

Mail Step 8 REPORT ON THE
IMrecter of the U.S. Patent and Trademark (Hfice | FILING GOR DETERMINATION OF AN

TO:

P.O. Box 1450 | ACTRON REGARDING A PATENT OR
Alexandria, VA 22314-1450 TRADEMARK 
 

 
ewith 35 0.5.0. § 290 and/or 15 USC. § 1116 vouare hereby advised that a court action has beer

ict Court Eastern District of Texas on the followtag
fn. Compliai

 
  Prademaths or iff atoms. ¢ (1) the patent achen invoives 35 US.§ 292):

DOCKET NO. DATE FILED LS. DISTRICT COURT
2:1 7-Gv-347 Afs1f2017 Eastern District of Texas

PLAINTIFF {DEPENDANT

UNILOC USA, INC. and KIK INTERACTIVE, INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT on OT PAT ‘
TRADEMARK NO. OR TRADEMARK GOLDEROF PATENT OB TRADEMARK

8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 8/31/2015 Uniloc Luxembourg S.A.

Pt Amendment Ib Answet {7} Cress Bit [| Other Pleadiag
DATE OF PATENT 

{n the above---euittied case, the following decision las been rendered or judgement issued:

CECTSIONJUDGEMENT

(BY) DEPUTY CLERK. 
Copy b--Upon hutiation ofaction. mau this copy to Director Copy 3--Upor termination of action, mall this copy te Birector
Copy 2---Upon filing document adding patent(s)}, mail this copy te Director Copy 4---(Case fie copy
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Case 2:17-cv-00349-JRG Document5 Filed 04/24/17 Page 1of1PagelD#: 134
AGS 126 (Rev. 08/10}

Mail Step 8 REPORT ON THE
IMrecter of the U.S. Patent and Trademark (Hfice | FILING GOR DETERMINATION OF AN

TO:

P.O. Box 1450 | ACTRON REGARDING A PATENT OR
Alexandria, VA 22314-1450 TRADEMARK 
 

 
ewith 35 0.5.0. § 290 and/or 15 USC. § 1116 vouare hereby advised that a court action has beer

ict Court Eastern District of Texas on the followtag
fn. Compliai

 
  Prademaths or iff atoms. ¢ (1) the patent achen invoives 35 US.§ 292):

DOCKET NO. DATE FILED LS. DISTRICT COURT
2:1 7-Gv-349 Afs1f2017 Eastern District of Texas

PLAINTIFF {DEPENDANT

UNILOC USA, INC. and HIKE LTD.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT on OT PAT ‘
TRADEMARK NO. OR TRADEMARK GOLDEROF PATENT OB TRADEMARK

8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 8/31/2015 Uniloc Luxembourg S.A.

Pt Amendment Ib Answet {7} Cress Bit [| Other Pleadiag
DATE OF PATENT 

{n the above---euittied case, the following decision las been rendered or judgement issued:

CECTSIONJUDGEMENT

(BY) DEPUTY CLERK. 
Copy b--Upon hutiation ofaction. mau this copy to Director Copy 3--Upor termination of action, mall this copy te Birector
Copy 2---Upon filing document adding patent(s)}, mail this copy te Director Copy 4---(Case fie copy
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Case 2:16-cv-00779-JRG Document 32 Filed 04/19/17 Page 1of1PagelD#: 207

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-779 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SHORETEL, INC.
UNILOC LUXEMBOURG, S.A.

 

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Any and all claims by Uniloc USA, Inc. and Uniloc Luxembourg S.A.(collectively, “Uniloc”) against ShoreTel, Inc.
(‘ShoreTel’) are DISMISSED WITH PREJUDICE (BY) DEPUTY CLERK DATE

Nakisha Love 4/19/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00641-JRG Document 21 Filed 04/18/17 Page 1of1PagelD#: 331

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-641 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and LINE EURO-AMERICAS CORP. & LINE
UNILOC LUXEMBOURG, S.A. CORPORATION

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Any and all claims by Uniloc against Line Euro-Americas Corporation and Line Corporation (together, “Line”) are
DISMISSED WITH PREJUDICE CLERK (BY) DEPUTY CLERK DATE

Dad A. Orie. Nakisha Love 4/18/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

10
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TO: Mail Stop 8 REPORT ON THE, Director of the U.S. Patent and Trademark Office FILING OR PETERMINATION OF ANP.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas on the following

(Cl Trademarks or (Patents. ( [1] thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED US. DISTRICT COURT9:47-tv-0231-JRG 3/26/2017 Eastern District of Texas
PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg §.A.

 

 

 
   

 

  
 
 
 
 

 Google,Inc.

 
 
 

 
 

  
 

TRAERTARKNO. HOLDER OF PATENT OR TRADEMARK

pases|aatzots Uniloc Luxembourg S.A.

po
eea

In the above-—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY

 
 
  

 

 

 

 
  

 

 
  

 

  
  (1 Amendment (1 Answer Ll Cross Bill (1 Other Pleading

PATENT OR DATE OF PATENTTRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
ee
2 _
pd 

In the above—entitled case,th

DECISION/JUDGEMENT

¢ following decision has been rendered or judgement issued:
 

 
   

(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copyto DirectorCopy 2—-Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

11



12

Paper No. 7Trials@uspto.gov

Entered: May 25, 2017571-272-7822

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLEINC.,
Petitioner,

Vv.

UNILOC USA,INC. and UNILOC LUXEMBOURGS.A.,!

Case IPR2017-00223

Patent 8,724,622 B2

Before MIRIAM L. QUINN, KERRY BEGLEY,and
CHARLES J. BOUDREAU,Administrative Patent Judges.

BOUDREAU,Administrative Patent Judge.

DECISION

Denying Institution of Inter Partes Review
37 CFR. § 42.108

! Patent Owner’s Mandatory Notice filed pursuant to 37 C.F.R. § 42.8
identifies Uniloc USA,Inc. and Uniloc Luxembourg S.A. as Patent Owner
and as real parties in interest. Paper 4 at caption, 1. Therefore, we adjust the
case caption to include Uniloc USA,Inc.

12
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IPR2017-00223

Patent 8,724,622 B2

I. INTRODUCTION

Apple Inc. (“Petitioner”) filed a Petition (Paper2, “Pet.”) requesting

an inter partes review of claims 3, 4, 6-8, 10-19, 21-23, and 38 (“the

challenged claims”) of U.S. Patent No.8,724,622 B2 (Ex. 1001, “the

°622 patent”). Pet. 2. Uniloc USA,Inc. and Uniloc Luxembourg S.A.

(“Patent Owner”) filed a Preliminary Response. Paper 6 (“Prelim. Resp.”).

Wereview the Petition under 35 U.S.C. § 314, which provides that an

inter partes review may not be instituted “unless . . . there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the

claims challengedin the petition.” 35 U.S.C. § 314(a). For the reasonsthat

follow and on this record, we are not persuaded that Petitioner demonstrates

a reasonablelikelihood of prevailing in showing the unpatentability of any

of the challenged claims on the asserted grounds. Accordingly, we deny

Petitioner’s request to institute an inter partes review.

Il. BACKGROUND

A, Related Matters

Petitioner indicates that the °622 patent is involved in Uniloc USA,

Inc. v. Apple Inc., No. 2:16-cv-00638 (E.D. Tex.) and twenty-six other

actions in the U.S. District Court for the Eastern District of Texas. Pet. 71—

73. The °622 patentalso is the subject of Case IPR2017-00224, which

Petitioner filed concurrently with the instant proceeding. See Pet. 2-3;

Prelim. Resp. 1 & n.1.

B. Overview ofthe ’622 Patent

The ’622 patent explains that “[v]oice messaging” and “instant text

messaging”in both the Voice overInternet Protocol (“VoIP”) and public

switched telephone network environments are known. Ex. 1001, 2:22—46.

13
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IPR2017-00223

Patent 8,724,622 B2

In prior art instant text messaging systems, a server presents a user of a

client terminal with a “list of persons who are currently ‘online’ and ready to

receive text messages,” the user “select[s] one or more”recipients and types

the message, andthe server immediately sends the messageto the respective

client terminals. Jd. at 2:34-46. According to the ’622 patent, however,

“there is still a need in the art for... a system and methodfor providing

instant VoIP messaging over an IP network,” such asthe Internet.

Id. at 1:18-22, 2:47-S9, 6:47-49.

In one embodiment, the 622 patent discloses local instant voice

messaging (“IVM”) system 200, depicted in Figure 2 below. Jd. at 6:22-24.
200

216
214

  
\

7114
@t| GATEWAY

 
FIG, 2

Asillustrated in Figure 2, local packet-switched IP network 204, which may

be a local area network (“LAN”), “interconnects” IVM clients 206, 208 and

legacy telephone 110 to local IVM server 202. Jd. at 6:50-7:2; see id.

at 7:23-24, 7:61-65. Local IVM server 202 enables instant voice messaging

functionality over network 204. Jd. at 7:61-65.

14
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IPR2017-00223

Patent 8,724,622 B2

In “record mode,” IVM client 208, exemplified as a VoIP softphone

in Figure 2, “displays a list of one or more IVM recipients,” provided and

stored by local IVM server 202, andthe user selects recipients from thelist.

Id. at 7:57-59, 7:65-8:4. IVM client 208 then transmits the selections to

IVM server 202 and “records the user’s speech into . . . digitized audio

file 210 (i.e., an instant voice message).” /d. at 8:4—-11.

Whenthe recording is complete, [VM client 208 transmits audio

file 210 to local IVM server 202, which delivers the message to the selected

recipients via local IP network 204. Id. at 8:15—29. “[O]nly the available

IVMrecipients, currently connected to ... IVM server 202, will receive the

instant voice message.” Jd. at 8:33-34. IVM server 202 “temporarily saves

the instant voice message” for any IVMclient that is “not currently
connected to... local IVM server 202(i.e., is unavailable)” and “deliversit

... when the IVM client connects to... local IVM server 202(i.e., is

available).” Jd. at 8:34-39; see id. at 9:17-21. Upon receiving the instant

voice message,the recipients can audibly play the message. Jd. at 8:29-32.

C. Illustrative Claims

Ofthe challenged claims, claims 3 and 38 are independent. Those

two independentclaims, which are reproduced below,areillustrative of the

recited subject matter:

3. A system comprising:
a network interface connected to a packet-switched network;
a messaging system communicating with a plurality of instant

voice messageclient systems via the network interface; and
a communication platform system maintaining connection

information for each of the plurality of instant voice
messageclient systems indicating whether there is a current
connection to each ofthe plurality of instant voice message
client systems,

15
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IPR2017-00223

Patent 8,724,622 B2

wherein the messaging system receives an instant voice
message from oneofthe plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audiofile.

38. A system comprising:
a client device;
a networkinterface coupledto the client device and connecting

the client device to a packet-switched network; and
an instant voice messaging application installed on the client

device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system fortransmitting the
instant voice message overthe packet-switched network via
the network interface,

a display displaying a list of one or more potential recipients
for an instant voice message.

Ex. 1001, 24:12-27, 27:11-23.

D. References Relied Upon

Petitioner relies on the following references:

Vuori US 2002/0146097 Al—_Oct. 10, 2002 (Ex. 1005)

Holtzberg US 6,625,261 B2 Sept. 23, 2003 (Ex. 1007)

Vaananen US7,218,919 B2 May 15, 2007 (Ex. 1008)

European Telecommunications Standards Institute (ETSI), Technical
Specification (TS) 123 040 v3.5.0 (2000-07): Universal Mobile
Telecommunications System (UMTS); Technicalrealization ofthe
Short Message Service (SMS) (“SMSS”; Ex. 1006)

Pet. 2. Petitioneralso relies on a declaration of Leonard J. Forys, Ph.D.

(Ex. 1003).

16
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IPR2017-00223

Patent 8,724,622 B2

E. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 3, 4, 6-8, 10-19, 21-
23, and 38 under 35 U.S.C. § 103 on the following grounds:. \

Reference(s) Claim(s) Challenged

Vuori and SMSS 3, 4, 6-8, 11-13, 18, and 21—23

Vuori, SMSS,and Holtzberg|10 and 14-17

Vuori, SMSS, and Vaananen

  
  
  

  
Pet. 2.

III. DISCUSSION

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given

their broadest reasonable construction in light of the specification of the
patent in which they appear. See 37 C.F.R. § 42.100(b); Cuozzo Speed

Techs., LLC v. Lee, 136 S. Ct. 2131, 2144-46 (2016) (upholding the use of

the broadest reasonable interpretation standard as the claim construction

standard to be applied in an inter partes review proceeding). Underthe

broadest reasonable interpretation standard, claim terms generally are given

their ordinary and customary meaning as would be understood by one of

ordinary skill in the art in the context of the entire disclosure. See /n re

Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007). |
Petitioner proposes constructions for “object field,” as recited in

independentclaim 3; “action field,” as recited in dependent claim 4;

“identifier field,” as recited in dependent claim 6; “source field,” as recited

in dependentclaim 7; “destination field,” as recited in dependentclaim 8;

17
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IPR2017-00223

Patent 8,724,622 B2

and “display[ing] at least one of the plurality of instant voice messages,” as

recited in dependentclaim 16. Pet. 6-8.? Patent Owner doesnot proffer any

terms for construction, but contendsthat Petitioner’s construction of“object

field” “risks rending other claim language superfluous” and “should also be

rejected as seeking to eviscerate the expressly recited ‘object’ qualifier.”

Prelim. Resp. 20-23. Patent Owner contends, however,that regardless

whether we adopt Petitioner’s proposed construction of“object field,”

Petitioner fails to meet its burden with respect to the asserted grounds. Jd. at

23-24.

Based on our review of the record before us, we determine that no

claim terms.require an express construction to resolve the issues presented

by the patentability challenges in this case. See Vivid Techs., Inc. v. Am. Sci.

& Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999) (holding that only claim

termsthat “are in controversy” needto be construed and“‘only to the extent
necessary to resolve the controversy”). Our determination infra that

Petitioner has not demonstrated a reasonablelikelihood of prevailing with

respect to any challenged claim does not turn on the construction of any

disputed claim term.

B. Analysis ofAsserted Grounds of Unpatentability

1. Principles ofLaw

_ A patent claim is unpatentable under 35 U.S.C. § 103(a) if the

differences between the claimed subject matter andthe prior art are “such

2 In the Petition, Petitioner identifies each of “objectfield,” “action field,”
“Gdentifier field,” “sourcefield,” and “destination field” as being recited in
claim 1. Pet. 6-7. As Patent Ownerpoints out, however, claim 1 is not
challenged in the Petition, and in any event, none of those termsis recited in
claim 1. Prelim. Resp. 20.
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that the subject matter as a whole would have been obviousatthe time the

invention was madeto a person having ordinary skill in the art to which said

subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406

(2007). The question of obviousness is resolved onthe basis of underlying

factual determinations, including: (1) the scope and contentofthe priorart;

(2) any differences betweenthe claimed subject matter and the priorart;
(3) the level of skill in the art;? and (4) objective evidence of

nonobviousness,i.e., secondary considerations.’ Graham v. John Deere Co.,

383 U.S. 1, 17-18 (1966). “Tosatisfy its burden of proving obviousness, a

petitioner cannot employ mere conclusory statements. The petitioner must

instead articulate specific reasoning, based on evidenceof record, to support

the legal conclusion of obviousness.” In re Magnum Oil Tools Int'l, Ltd.,

829 F.3d 1364, 1380 (Fed. Cir. 2016). We analyze the asserted grounds

with the principles stated above in mind.

2. Obviousness over Vuori and SMSS (Claims 3, 4, 6-8, 11-13,
18, and 21-23) or Vuori alone (Claim 38)

Petitioner contends that Vuori teaches or suggests all limitations of

claims 3, 4, 6-8, 11-13, 18, 21-23, and 38 of the ’622 patent. Pet. 12-19,

21-22, 24-25, 27, 29, 31, 33-34, 36-47, 65-71. Petitioner further contends,

however,that, “[t]o the extent Patent Owner argues” Vuori does not

explicitly teach or suggest “wherein the instant voice message includes an

3 Petitioner proposes an assessmentofthe level ofskill in the art with
respect to the ’622 patent. Pet. 5. Patent Owner does notchallengethis
assessment or propose an alternative assessment. For purposesofthis
Decision and to the extent necessary, we adopt Petitioner’s assessment.
4 Patent Ownerdoes not contendin its Preliminary Response that such
secondary considerations are present.

19



20

IPR2017-00223

Patent 8,724,622 B2

object field including a digitized audiofile,” as recited in independent

claim 3, and certain limitations recited in claims 4 and 6-8,those limitations

are taught or suggested by SMSS. /d. at 19-20, 22-23, 25, 27-30, 32, 34—

35,

Patent Ownerraises several argumentsin its Preliminary Response,

including that the Petition does not identify anything in Vuori thatsatisfies

the “network interface”limitations of independent claims 3 and 38.

Prelim. Resp. 25-26, 35-37.

Webegin with a brief overview of Vuori and relevantlegal principles

and then address the parties’ arguments.

a. Overview of Vuori

Vuoriis titled “Short Voice Message (SVM) Service Method,

Apparatus and System.” Ex. 1005, [54]. Vuori discloses a method for

sending voice-type short messages using an SVM service. Ex. 1005, [57],

431. Vuori teaches that SVMs“are recorded in the sending terminal and

sent to an SVMservice center (SVMSC),” and a “second terminal may then

commencea bidirectional communication so that an instant voice message

session can be established.” Jd. 31.

In one embodiment, a user initiates a short voice message by pressing

a menu key on a user equipment, whichpreparesto receive the message and

may emit a sound to alert the user to commence speaking. Jd. ¥ 32, Figs. 1—

2. The user equipmentthen receivesand stores the short voice message. Jd.

Next, the user “select[s] one or more intended recipients” andinitiates the

transfer. Jd. 33. The short voice message is then sent to the SVMSC,

which “check[s]” and “determines the availability of the one or more

intended recipients.” Id. J] 34, 50; see id. 937. The SVMSC sendsthe
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short voice message “immediately to the intended recipients who are

available.” Jd. 34; see id 750. For recipients who are not available,

however, the SVMSC “temporarily stor[es]” the message and “continue[s]

attempting to send [the message].. . until the[ recipients] becomeavailable

or until a time out occurs.” Id. J] 34, 50. Upon delivery of the short voice

message, the recipient may play back the message. Jd. § 35, Figs. 1-2.

Vuori teaches that the SVM service may becarried out in a Global

System for Mobile communications (“GSM”) network as shownin Figure 3,

reproduced below. Jd. § 37.

BASE STATION |
SUBSYSTEM(BSS) |

|

 
Figure 3 of Vuori.

In Figure 3, SVMSC 50 is shown along with interworking mobile

switching center (“MSC”) 52 connected by line 54 to GSM Network

Subsystem 56. Jd. Gateway 58 is provided for interworking between

10
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SVMSC50 and “MSC 58”of another GSM network 59. Id. Vuori

explains that GSM Network Subsystem 56 also includes MSC 66 connected

to a base station subsystem (“BSS”) 68 as well as other base station

subsystems 70 for communication with a plurality of mobile stations, but

that only one mobile station 72 is shown in Figure 3. Jd. According to

Vuori, MSC 66is also connected to public switched telephone network

(“PSTN”)/Integrated Services Digital Network (“ISDN”) network 78 for

allowing mobile stations to communicate with wired telephonesets in a

circuit-switched manner, as well as to a plurality of databases that may in

turn be connected directly to MSC 66 or via data network 80 and operation

and maintenance center 82. Jd.

b. Analysis

As reproduced above, independentclaim 3 recites, in part, “a network

interface connectedto a packet-switched network”and “‘a messaging system

communicating with a plurality of instant voice message client systems via

the networkinterface.” Ex. 1001, 24:13-17. Independentclaim 38 similarly

recites “a network interface coupled to [a] client device and connecting the

client device to a packet-switched network.” Jd. at 27:13-14.

In support ofits contention that the combination of Vuori and SMSS

renders claim 3 unpatentable, Petitioner contends “Vuori teaches or suggests

a networkinterface (i.e., interconnected interfaces) connected to a

5 It appears from Figure 3 that Vuori may haveintendedto refer instead to
“MSC 60,” which is within the dotted line encompassing GSM Network
Subsystem 59.

11
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packet-switched network(i.e., a GPRSinfrastructure).” Pet. 13 (citing

Ex. 1003 J§ 123-125). According to Petitioner:

For example, in FIG. 3, reproduced below, Vuori providesthat:

At the subscriber side, a user equipment 124 is
connected by one or more radio links (Uu) to one
or more corresponding Node Bs 126 which are in
turn connected (lub) to corresponding radio
network controllers (RNCs) 128... The RNCs 128
are connected to the UMTSinfrastructure 120 via
Iu interfaces to a third generation-serving
[General Packet Radio Service] GPRS support
node (3G-SGSN) 140... It may also be connected
to an SVM service 146 similar to the SVM service

center 50 of FIG. 3, according to the present
invention for connection to a GSM Network

Subsystem, to another UMTSinfrastructure, to a
GPRSinfrastructure, or similar.

(([Ex. 1005 § 40].) A General Packet Radio Service (“GPRS”)
infrastructure, as disclosed in Vuori, is a packet-switched
network. ((Ex. 1003] § 124.) Further, the interconnected
interfaces that provide a connection between the radio network
controllers and the data network act as a networkinterface. (/d.)

 |
|
t
(
I
!
(
(
!
(
I
\

NETWORKMOBILE
STATION SUBSYSTEM

Xv <664 GSM NETWORK|
iLSUBSYSTEM _| FIG. 3

({Ex. 1005], FIG.3.)

12
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Thus, Vuori teaches or suggests a network interface
connected to a packet-switched network ([{Ex. 1003]  125.).

Pet. 13-14 (alterations in block quote in Petition).

In connection with the “messaging system”limitation of claim 3,

Petitioner additionally points to Figure 11 of Vuori and contends that

“FIG. 11 illustrates a plurality of instant voice message client systems

connected to the messaging system via the network interface.” Jd. at 15

(citing Ex. 1003 127). According to Petitioner, “ijn FIG. 11,... Vuori
discloses that the ‘SVM [short voice message] is recorded in the sending

terminal and sent to a SVM service center (SVMSC). The SVMSC may

notify the intendedrecipientof the arrival of the SVM and await acceptance

before sendingit.’” Jd. at 14 (third alteration in original) (quoting Ex. 1005,

Abstract).

With respectto the “network interface” limitation of claim 38,

Petitioner makes substantially the same arguments as for the corresponding

limitation of claim 3, relying again on the sameportion of paragraph 40 and

Figure 3 of Vuori. Pet. 66-67 (quoting Ex. 1005 4 40) (citing Ex. 1003

qq 317-319; Ex. 1005, Fig. 3).

In the Preliminary Response, Patent Ownerarguesthat “[i]ndependent

Claim 3 introduces the term ‘network interface’ in the recitation ‘a network

interface connected to a packet-switched network,’” and “[t]hus, the

‘messaging system’ and ‘network interface’ limitations collectively require,

on their face, ‘a messaging system communicating with a plurality of instant

voice messageclient systems via the network interface [connected to the

packet-switched network].’” Prelim. Resp. 25—26 (third alteration in

original). Patent Ownerfurther arguesthat “[t]he Petition does notidentify

13
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anything in Vuori that satisfies the above claim language.” Jd. at 26.

According to Patent Owner,“[w]hile the Petition points to Figure 11 of

Vuori..., Vuori discloses that the SVMSC(50)interfaces with the 1* and

2™ user terminals over dedicated circuits of respective circuit-switched

GSMnetworks, neither of which is a packet-switched network.” Id. Patent

Ownerfurther points out that, contrary to Petitioner’s assertions,

paragraph 40 of Vuori block-quoted by the Petition does not describe

Figure 3 of Vuori. Jd. at 28. Moreover, according to Patent Owner,

EvenifPetitioner had, instead, relied on anotherfigure of
‘Vuori, the Petition nevertheless fails to articulate a theory that
satisfies all limitations of the claimed “network interface” of a
“messaging system.” While Petitioner alleges “the
interconnected interfaces that provide a connection between the
radio network controllers and the data network act as a network
interface,” Vuori does not disclose “communicating with a
plurality of instant voice message client systems via” that
interface (and Petitioner does not argue otherwise). On the
contrary, Figure 5 of Vuori clearly illustrates the identified
“interface” as connecting RNCs (128) to UMTSinfrastructure
(120), whereas “[a]t the subscriber side, a user equipment 124is
connected by one or more radio links (Uu) to one or more
corresponding Node Bs 126 whichare in turn connected (Lub) to
correspondingradio network controllers (RNCs) 128. Ex. 1005,
[0040].

Prelim. Resp. 28-29. Patent Owner makessimilar arguments with respect to

the “network interface”limitation of claim 38. Jd. at 35-37.

Onthe record before us, we are not persuaded by Petitioner’s

arguments and evidence that Vuori teaches or suggests “a networkinterface

connected to a packet-switched network,”as recited in claim 3, or “a
network interface . . . connecting [a] client device to a packet-switched

network,” as recited in claim 38. We agree with Patent Ownerthat, although

14
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the Petition cites paragraph 40 and Figure 3 of Vuori as teaching or

suggesting those limitations, the Petition fails to identify precisely what,

within that figure andcited text, constitutes the claimed “network interface.”

See Prelim. Resp. 35.° Accordingly, the Petition does not identify with

particularity “the evidence that supports the groundsfor the challenge to

each claim,” 35 U.S.C. § 312(a)(3), or “specify where each elementof the

claim is found in the priorart patents or printed publications relied upon,” —

37 C.F.R. § 42.104(b)(4). Petitioner asserts, without identifying any

particular element or elements depicted in Figure 3 or described in paragraph
40, that “the interconnected interfaces that provide a connection between the

radio network controllers and the data network act as a network interface.”

Pet. 13 (citing Ex. 1003 7 124); see also id. at 66 (similar argument

regarding claim 38; citing Ex. 1003 4317). The only purported support

Petitioner providesfor that assertion, namely, paragraph 124 of Dr. Forys’s

declaration, simply repeats, word for word, the Petition’s arguments and

quotation of paragraph 40 of Vuori, adding only the prefatory phrases “[t]his

excerpt is significant” and “a POSITA would have understood”at the

beginning of two sentences. Ex. 1003 [J 124, 318.’ That testimonial

6 Although Patent Owner makesthis argument in connection with claim 38,
it applies equally to claim 3.
7 Although Petitioner includes an “/d.”citation in support ofits assertion
with respectto claim 38 that ostensibly refers to paragraph 317 of
Dr. Forys’s declaration (Pet. 66), that paragraph merely states “Vuori
teaches or suggests a network interface coupled to the client device and
connecting the client device to a packet-switched network” (Ex. 1003
{ 317). We assumethat Petitioner intended instead to cite paragraph 318 of
Dr. Forys’s declaration, whichstates, inter alia, “a POSITA would have
understood that the interconnected interfaces that provide a connection

15
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evidence providesno disclosure of the underlying facts on whichthe stated

opinionsare based, and accordingly,is entitled to little or no weight. See

37 C.F.R. § 42.65(a) (“Expert testimony that does not disclose the |
underlying facts or data on whichthe opinionis basedis entitled to little or

no weight.”’).

Further, notwithstanding Petitioner’s assertions, we do not understand

Figure 3 to show any connections with a “packet-switched network”atall,

and accordingly, we discern in Figure 3 of Vuori nothing that could be

termed a “network interface connected to a packet-switched network.”

Vuori describes Figure 3 as showing an “SVM service method. . . applied to

GSM network subsystems.” Ex. 1005 { 21; see also id. {| 37, 39, Fig. 3

(describing andillustrating elements 56 and 59 labelled as “GSM Network

Subsystem[s]”). Paragraph 37 of Vuori explains that mobile switching

center (MSC)58 is “connected to a public switched telephone network

(PSTN)and/or ISDN network 78 for allowing mobile stations to

communicate with wired telephonesets in a circuit-switched manner.”

Ex. 1005 937 (emphasis added). Moreover, we understand Vuori to

distinguish the GSM-based embodiment shownin Figure 3 from

packet-based systems, which Vuori characterizes as a development over

GSM:

In addition to carrying out the present invention on the GSM
network subsystems 56, 59 of FIG. 3, it should be realized that
other approaches are possible, especially considering the
development ofGSMnetworksinto apacket-basedinfrastructure

between the radio network controllers, user equipment, and the data network
act as a networkinterface.” /d. 9 318.

16
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via the General Packet Radio Service (GPRS) and subsequently
the Universal Mobile Telecommunication System (UMTS).

Id. § 39 (emphases added).

Paragraph 40 of Vuori, cited by Petitioner, describes a UMTS

(packet-based) embodiment, but despite Petitioner’s assertions (Pet. 13), that

paragraphrelates to Figure 5 of Vuori, not to Figure 3. Ex. 1005 { 40; see

also id. J 23 (“FIG. 5 shows the SVM service methodofthe present

invention applied to a UMTSsystem.”). We agree with Patent Owner,

moreover, that even if Petitioner had cited and relied upon Figure 5 instead

of Figure 3, Figure 5 merely illustrates the identified “interface”as

connecting radio network controllers (RNCs) 128 to UMTSinfrastructure

120, whereas “at the subscriber side, [] user equipment 124 is connected by

one or moreradio links (Uu) to one or more corresponding Node Bs 126

whichare in turn connected (Iub) to corresponding radio network controllers

(RNCs) 128,” and that Vuori does not disclose “communicating with a

plurality of instant voice message client systems via” that interface. Prelim.

Resp. 28; Ex. 1005 ¢ 40.

For the reasons given, weare not persuaded byPetitioner’s evidence

that Vuori teaches or suggests the “network interface” limitations of claims 3

and 38. Although Petitioner challenges claim 3 as obvious over the

combination of Vuori and SMSS,Petitioner does not cite SMSSas teaching

or suggesting this limitation of claim 3. See Pet. 13-15. Accordingly, we

conclude that Petitioner has not established a reasonable likelihood thatit

would prevail in showing that independent claims 3 and 38—orclaims4, 6-

8, 11-13, 18, and 21-23, whichdirectly or indirectly depend from claim 3—

are unpatcntable on the proffered grounds.

17
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3. Obviousness over Vuori, SMSS, and Holtzberg (Claims 10 and
14-17) or Vuori, SMSS, and Vadndnen (Claim 19)

Each of claims 10, 14-17, and 19 dependsdirectly or indirectly from

claim 3. Petitioner contends that Holtzberg teaches certain limitations of

claims 10 and 14—17 and that Vaananenteachescertain limitations of

claim 19 not taught or suggested by Vuori and SMSS,andthat a person of

ordinary skill in the art would have had reason to combine Holtzberg or

Vaiindnen with Vuori and SMSS. Pet. 47-64. Petitioner, however, does not

allege in the Petition that either Holtzberg or Vaananen teaches or suggests

the “network interface”limitation of claim 3. Accordingly, for the same

reasons asset forth in Section III.B.2 with respect to claim 3, we conclude

that Petitioner has not established a reasonable likelihood that it would

prevail in showing that claims 10, 14-17, and 19 are unpatentable on the

proffered grounds.

C. Conclusion

For the reasons discussed above, Petitioner has not established a

reasonablelikelihood that it would prevail with respect to any of the claims

challenged in the Petition.

IV. ORDER

Accordingly,it is |
ORDEREDthat the Petition is denied, and notrial or inter partes

review is instituted on any asserted ground.

18
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,

Petitioner,

V.

UNILOC USA,INC. and UNILOC LUXEMBOURGS.A..,!

Case IPR2017-00224

Patent 8,724,622 B2

Before MIRIAM L. QUINN, KERRY BEGLEY,and
CHARLESJ. BOUDREAU,Administrative Patent Judges.

BOUDREAU,Administrative Patent Judge.

DECISION

Denying Institution of /nter Partes Review
35 U.S.C. § 325(d) and 37 C_F.R. § 42.108

' Patent Owner’s Mandatory Notice filed pursuant to 37 C.F.R. § 42.8
identifies Uniloc USA,Inc. and Uniloc Luxembourg S.A. as Patent Owner
and as real parties in interest. Paper 4 at caption, 1. Therefore, we adjust the
case caption to include Uniloc USA,Inc.
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I. INTRODUCTION

Apple Inc. (“Petitioner”) filed a Petition (Paper2, “Pet.”) requesting

an inter partes review of claims3, 4, 6-8, 10-19, 21-23, and 38 (“the

challenged claims”) of U.S. Patent No. 8,724,622 B2 (Ex. 1001, “the

°622 patent’). Pet.2. Uniloc USA,Inc. and Uniloc LuxembourgS.A.

(“Patent Owner”) filed a Preliminary Response. Paper 6 (“Prelim. Resp.”).

Based on the particular circumstancesof this case, we exercise our

discretion under 35 U.S.C. § 325(d) and 37 C.F.R. § 42.108 and do not

institute an inter partes review of the challenged claims.

II. BACKGROUND ~

A. Related Matters

Petitioner indicates that the °622 patent is involved in Uniloc USA,

Inc. v. Apple Inc., No. 2:16-cv-00638 (E.D. Tex.) and twenty-six other

actions in the U.S. District Court for the Eastern District of Texas. Pet. 51—

52. The ’622 patentalso is the subject of Case IPR2017-00223, which

Petitioner filed concurrently with the instant proceeding. See Pet. 2-3;

Prelim. Resp. 1 & n.1.

B. Overview ofthe ’622 Patent

The *622 patent explains that “[vJoice messaging” and “instant text

messaging” in both the Voice over Internet Protocol (“VoIP”) and public

switched telephone network environments are known. Ex. 1001, 2:22-46.

In prior art instant text messaging systems, a server presents a user of a

client terminal with a “list of persons whoare currently ‘online’ and ready to

receive text messages,” the user “select[s] one or more”recipients and types

the message, and the server immediately sends the messageto the respective

client terminals. Jd. at 2:34-46. Accordingto the ’622 patent, however,
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“there is still a need in the art for... a system and methodfor providing

instant VoIP messaging over an IP network,” such as the Internet.

Id. at 1:18-22, 2:47-59, 6:47—49.

In one embodiment, the ’622 patent discloses local instant voice

messaging (“IVM”) system 200, depicted in Figure 2 below. Jd. at 6:22-24.
200

216
214

202

=rdL—_—}|LOCAL
a IVM

| SERVER
 

 VM CLIENT
VolP

PHONE)
iia LEGACY

PHONE

FIG.2

Asillustrated in Figure 2, local packet-switched IP network 204,

which maybea local area network (“LAN”), “interconnects” [VM

clients 206, 208 and legacy telephone 110 to local IVM server 202. Id.

at 6:50—7:2; see id. at 7:23—24, 7:61-65. Local IVM server 202 enables

instant voice messaging functionality over network 204. Id. at 7:61—-65.

In “record mode,” IVM client 208, exemplified as a VoIP softphone

in Figure 2, “displays a list of one or more IVMrecipients,” provided and

stored by local IVM server 202, and the user selects recipients from thelist.

Id. at 7:57-59, 7:65-8:4. IVM client 208 then transmits the selections to
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IVMserver 202 and “records the user’s speech into . . . digitized audio

file 210 (i.e., an instant voice message).” Jd. at 8:4-11.

Whenthe recording is complete, [VM client 208 transmits audio

file 210 to local IVM server 202, which delivers the message to the selected

recipients via local IP network 204. Jd. at 8:15-29. “[O]nly the available

IVMrecipients, currently connected to... [VM server 202, will receive the

instant voice message.” Jd. at 8:33-34. IVM server 202 “temporarily saves

the instant voice message” for any IVM clientthat is “not currently

connected to... local IVM server 202(i.e., is unavailable)” and “delivers it

... When the [VM client connects to... local IVM server 202(i.e., is

available).” Id. at 8:34—-39; see id. at 9:17-21. Upon receiving the instant

voice message, the recipients can audibly play the message. Jd. at 8:29-32.

C. Illustrative Claims

Of the challenged claims, claims 3 and 38 are independent. Those

two independent claims, which are reproduced below,are illustrative of the

recited subject matter: |
3. A system comprising:

a network interface connected to a packet-switched network;
a messaging system communicating with a plurality of instant

voice message client systems via the network interface; and
a communication platform system maintaining connection

information for each of the plurality of instant voice
messageclient systems indicating whetherthere is a current
connection to each ofthe plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from oneofthe plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audiofile.
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38. A system comprising:
a client device; ;
a network interface coupledto the client device and connecting

the client device to a packet-switched network; and
an instant voice messaging application installed on the client

device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system for transmitting the
instant voice message over the packet-switched network via
the network interface,

a display displaying a list of one or more potential recipients
for an instant voice message.

Ex. 1001, 24:12-27, 27:11-23.

D. References Relied Upon

Petitioner relies on the following references:

Hogan US 5,619,554 Apr. 8, 1997 (Ex. 1010)

Logan US 5,732,216 Mar. 24, 1998 (Ex. 1011)

Dahod US 2004/0022208 Al Feb. 5, 2004 (Ex. 1009)
(“the Dahodapplication”)

Pet. 2. Petitioner also relies on a declaration of Leonard J. Forys, Ph.D.

(Ex. 1003). :

E. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 3, 4, 6-8, 10-19, 21-

23, and 38 under 35 U.S.C. § 103 on the following grounds:

Reference(s) Claim(s) Challenged

the Dahod application 3, 4, 7, 8, 11-13, 18, 21-23, and 38

the Dahod application and Hogan|6, 10, and 14-17
 
 

the Dahod application and Logan|19 

Pet.2.
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Il. DISCUSSION

A. Discretionary Non-Institution Under 35 U.S.C. § 325(d)

Institution of inter partes review is discretionary. See 35 U.S.C.

§ 314(a); 37 C.F.R. § 42.108. Our discretion as to whetherto institute an

inter partes review is guided,in part, by 35 U.S.C. § 325(d), which provides
that “[i]n determining whetherto institute or order a proceeding . . . the

Director may take into account whether, and reject the petition or request

because, the sameor substantially the sameprior art or arguments previously

were presented to the Office.” 35 U.S.C. § 325(d).

Ourdiscretion under § 325(d) involves a balance between several

competing interests. See Neil Ziegman, N.P.Z., Inc. v. Stephens, Case

IPR2015-01860, slip op. at 12-13 (PTAB Feb. 24, 2016) (Paper 11) (“While

petitioners may have soundreasonsfor raising art or arguments similar to

those previously considered by the Office, the Board weighs petitioners’

desires to be heard against the interests of patent owners, who seek to avoid

harassment and enjoy quiet title to their rights.” (citing H.R. Rep. No.

112-98, pt. 1, at 48 (2011))). “On the one hand,there are the interests in

conserving the resources of the Office and granting patent owners repose on

issues and prior art that have been considered previously.” Fox Factory, Inc.

v. SRAM, LLC, Case IPR2016-01876, slip op. 7 (PTAB Apr. 3, 2017)

(Paper 8). “On the other hand,there are the interests of giving petitioners
the opportunity to be heard and correcting any errors by the Office in

allowing a patent—in the case of an inter partes review—overpriorart

patents and printed publications.” Jd.

Patent Ownercontendsin the Preliminary Responsethat the facts in

this case “present a textbook-worthy scenario for applying the discretion set
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forth in § 325(d).” Prelim. Resp. 9. In particular, Patent Owner points out,

the Examiner during prosecution of the application that issued as the

622 patent twice rejected and then ultimately allowed the ’622 patent claims

over U.S. Patent No. 7,372,826 to Dahodet al. (Ex. 3001, “the Dahod

patent”)—i.e., the patent that issuedfrom the Dahod application relied upon

by Petitioner in each asserted groundin the Petition. Id. at 10 (citing

Ex. 1002, 139 (setting forth non-final rejection under 35 U.S.C. § 102(e)
over the Dahodpatent), 97-100 (setting forth final rejections under

35 U.S.C. § 102(e) over the Dahod patent and under 35 U.S.C.§ 103(a) over

the Dahodpatent in combination with other references), 36-42 (Notice of

Allowancestating reasons for allowance ofthe issued claims of the

622 patent over the Dahod patent)).

Given the evidence and arguments presented here, we exercise our

discretion under § 325(d) and declineto institute an inter partes review

based on any groundassertedin the Petition, all of which rely primarily on

the teachings of the Dahodapplication. See generally Pet. 2,9-50. Wefind

that substantially the same arguments regarding the unpatentability of the

claimed subject matter over the Dahodapplication were presented

previously to the Office with respect to the Dahod patent.

AsPatent Ownerpoints out (Prelim. Resp. 9), Petitioner appears to

recognize the applicability of § 325(d)to its Petition (see Pet. 1

(acknowledgingthat “[iJn the Notice of Allowance dated March 6, 2014, the

Examiner stated the claims were allowable over the art cited in this Petition,

Dahod”), 4 (Petitioner attempting to distinguish the Dahod application from

the “Vuori” reference relied upon in concurrently filed IPR2017-00223 on

the basis that the latter “is not susceptible to a potential §325(d) attack”)),

37



38

IPR2017-00224

Patent 8,724,622 B2

but makes no meaningful effort to explain why we should not exercise our

discretion to deny the Petition on that basis. Petitioner contends that the

Examiner “erroneously issued” the ’622 patent(id. at 1); that “the Examiner

stated the claims were allowable over .. . Dahod, because the Examiner

wrongly believed: ‘applicant’s instant voice message system that has an

object field including a digitized audio file, nor does the instant voice

messaging system include displayinga list of recipients for an instant voice
999

message’” (id.); that “[t]he Examiner apparently did not understand that the

‘object field including a digitized audio file’ was rendered obvious in view

of Dahod, where Dahodstates that ‘the new [voice instant message] VIM

may optionally includeor attach the original VIM’”(id.); and that “the

Examiner overlooked key elements of Dahod . . . [f]or example, the

Examinerfailed to understand that Dahod provides: .. . ‘the new VIM may

optionally include or attach the original VIM . . .” (id. at 16 (quoting

Ex. 1009 § 90) (emphasis omitted)). But those arguments, which essentially

amountonly to speculation that the Examiner failed to read the entirety of

the Dahodpatent despite his express reliance thereupon in twice rejecting

the claims, do not persuade us that the Examiner misapprehendedthe

reference and do notjustify disturbing Patent Owner’s repose with respect to

prior art substantively considered by the Office during prosecution.

AlthoughPetitioner now relies upon the Dahod application (e.g.,

Pet. 2) whereas the Examinerrelied upon the Dahod patent (e.g., Ex. 1002,

139) that distinction is inconsequential. Petitioner provides no explicit

explanation for its reliance on the Dahod application rather than the Dahod

patent. Regardless, the Dahod patent issued directly from the application

published as the Dahodapplication, and apart from different formatting and
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differences in claim language apparently resulting from amendments made

after publication of the Dahod application,” we discern no substantive

differences in their disclosures. Compare Ex. 1009, with Ex. 3001. And

indeed,Petitioner itself equates the Dahod application and Dahod patent,

stating that “the Examinerstated the claims were allowable overthe art cited

in this Petition, Dahod.” Pet. 1 (emphasis added).

Wealso ascribelittle significance to the fact that the Examiner

rejected certain claims under 35 U.S.C. § 102(e) as anticipated by the Dahod

patent, whereas Petitioner asserts that claims 3, 4, 7, 8, 11-13, 18, 21-23,

and 38 are unpatentable under § 103 over the Dahodapplication. First, none

of the claims rejected under § 102(e) during prosecution ultimately issued in

the ’622 patent, but were each amendedprior to allowance. Second,in

stating the reasons for allowance, the Examinerexplicitly stated “[n]o

obvious combination of references found would have taught one of ordinary

skill in the art to make applicant’s system as claimed.” Ex. 1002, 41. We

understand that statement to contemplate patentability under § 103. See also

Arctic Cat, Inc. v. Polaris Indus. Inc., Case IPR2017-00199,slip op. 8

(PTAB Apr. 17, 2017) (Paper 8) (finding unpersuasive petitioner’s assertion

that § 325(d) did not apply where reference waspreviously set forth in an

anticipation rejection whereaspetition set forth obviousness ground of

unpatentability).

Lastly, although Petitioner cites two additional references, Hogan and

Logan, that appear not to have been before the Examiner, Petitioner cites

* In any event, Petitioner does not rely on any teachings set forth in the
claims of the Dahod application in support of its arguments in the Petition.
See generally Pet. 9-32, 36-37, 41-43, 45-46.

9
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those only for certain dependent claims and doesnotallege that they teach

the limitations that the Examiner expressly found are not taught by Dahod.

See Pet. 32-50; Ex. 1002, 41. On this record, we are not persuadedthat

these references addto or alter the information regarding the teachingsof the

Dahodpatent considered in detail by the Examiner during prosecution.

B. Conclusion

For the foregoing reasons, we exercise our discretion and decline to

institute inter partes review of claims3, 4, 6-8, 10-19, 21-23, and 38 of the

622 patent on the groundspresented in this proceeding. See 35 U.S.C.

§§ 314(a), 325(d); 37 C.F.R. § 42.108.

IV. ORDER

Accordingly,it is

ORDEREDthat the Petition is denied, and notrial or inter partes

review is instituted on any asserted ground.

10
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For PETITIONER:

Jason D. Eisenberg
Michael D. Specht
Trent W. Merrell

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.

jasone-PTAB@skgf.com
mspecht-PTAB@skgf.com
tmerrell-PTAB@skegf.com

For PATENT OWNER:

Brett Mangrum
Ryan Loveless
ETHERIDGE LAW GROUP

brett@etheridgelaw.com
ryan@etheridgelaw.com

Sean D. Burdick

UNILOC USA,INC.

sean.burdick@unilocusa.com
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Case 2:17-cv-00231-JRG Document5 Filed 03/27/17 Page 1of1PagelD#: 104

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:17-Cy-0231-JRG 26/2017 I Easier District of Texas
PLAINTIFF [DEPENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. Googie, inc.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 5/31/2015 Uniloc Luxembourg S.A.

37,5 5/4 9/2009 Uniloc Luxembourg S.A.

Ci Cress Bill [-] Other Pleading
PATENTOR DATE OF PATENT

TRAIL OR TRADEMARK 
In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy te Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy

42



43

Case 2:16-cv-00642-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 117
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
, Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

1 Trademarks or (Patents. ( [1 the patent action involves 35U.S.C. § 292.):
DOCKETNO. DATEFILED U

2:16-cv-642 6/14/2016
PLAINTIFF

UNILOC USA,INC., and SAMSUNG ELECTRONICS AMERICA,INC.
UNILOC LUXEMBOURG,S.A.

pO
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment (J Answer CJ CrossBill CL) Other Pleading
PATENT OR DATE OF PATENT +

TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

    .S. DISTRICT COURT .
Eastern District of Texas, Marshall Division

DEFENDANT  
 
 
 
  
 
 

  
 

 
 
  

 
 
 
 

 
 
 
 

 
 

 
 

 

 4

In the above—entitled case, the following decision has been rendered or judgementissued:

 
DECISION/JUDGEMENT

 
— |

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00645-JRG Document 2 Filed 06/14/16 Page 1 of 1 PagelD #: 146
AO 120 (Rev. 08/10

  
 

Mail Stop 8 REPORT ON THE
TO: _pjirector of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

C1 Trademarks or [ivf Patents. ( [1 thepatent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U,

2:16-cv-645 6/14/2016
PLAINTIFF

WHATSAPP,INC.

UNILOC LUXEMBOURG,S.A.
UNILOC USA,INC., and

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

OO Amendment C] Answer 1 Cross Bill (J Other Pleading

po

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

  
 

 .S. DISTRICT COURT
Eastern District of Texas, Marshall Division

DEFENDANT  
   

 
   

  

  

 

  
 

 
 

 
 

 
 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00644-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 143
AO 120 (Rev. 08/10

Mail Stop8 REPORT ON THE
TO: _Djirector of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advisedthat a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(0 Trademarks or [Wf Patents. ( [) thepatent action involves 35 US.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT
2:16-cv-644 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and VOXERNETLLC
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT
aaa

1 8,724,622 §/13/2014 UNILOC LUXEMBOURG,S.A.

 

 
 
 
  
 

  
 

 
 

  
 
 
 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment
PATENT OR DATE OF PATENT

TRADEMARK NO OR TRADEMARK

 
  
 

  
 

 
 

OO Answer C1 Cross Bill (] Other Pleading 
HOLDER OF PATENT OR TRADEMARK 

2 po
Po

ERa
eo
po

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/J UDGEMENT

 

 
_ —

Copy 1—Uponinitiation of action, mail this copy te Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00643-JRG Document 2 Filed 06/14/16 Page 1of1PagelD #: 143
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
TO: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarksor [¥fPatents. ( [] the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-643 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and VIBER MEDIA S.A.R.L.,
UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK

 

  
  
 

  
  
  
  

 
 

  
 

 
 

 L] Answer CD Cross Bill () Other Pleading

HOLDER OF PATENT OR TRADEMARK 

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00641-JRG Document2 Filed 06/14/16 Page 1 of 1 PagelD #: 146
AO 120 (Rev. 08/10

MailStop 8 REPORT ON THE
TO: Directorof the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S, District Court Eastern District of Texas, Marshall Division on the following

LD Trademarks or MM Patents. ( (1 the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT a.
2:16-cv-641 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC LUXEMBOURG, S.A.
UNILOC USA,INC., and LINE EURO-AMERICAS CORP. & LINE

CORPORATION

PATENT OR DATE OF PATENT

1 8,724,622 5/13/2014 UNILOC LUXEMBOURG,S.A

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A

 

 
  

 
 

 
  

 

 

 

  
 

 
 
 

 
 

 
 

 
 

3 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

4 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

5 8,243,723 8/14/2012 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

CI Amendment OJ Answer 1 Cross Bill (1 Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
 

  
 

 

  
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

47



48

Case 2:16-cv-00640-JRG Document 2 Filed 06/14/16 Page 1 of 1PagelD #: 142
AO 120 (Rev. 08/10

 

TO: Mail Stop 8 REPORT ON THE
, Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or [¥fPatents. ( L thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATEFILED

2:16-cv-640 6/14/2016
PLAINTIFF

KAKAO CORPORATION

UNILOC LUXEMBOURG,S.A.
UNILOC USA,INC., and

PATENT OR DATE OF PATENT

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

 

 
 

 

  
U.S. DISTRICT COURT

Eastern District of Texas, Marshall Division
DEFENDANT

   
 
  

  
 
 
 

  

 
 
  

 

 

4 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

5 8,243,723 8/14/2012 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

CJ Amendment (0 Answer ( Cross Bill (1 Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

pe
po

EE
Eaa

 

 

 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 
a

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00639-JRG Document 2 Filed 06/14/16 Page 1 of 1 Pagelb #: 147
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE. Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDINGA PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliancewith 35 U.S.C. § 290 and/or 15 U.S.C. § 11 16 youare hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following
(J Trademarks or MW Patents. ( O ‘the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-639 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and BLACKBERRY CORPORATION & BLACKBERRY
UNILOC LUXEMBOURG,S.A. LIMITED

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

( Amendment (1 Answer 1 Cross Bill (0 Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
   

 
  
  
 

 
 

   
 

  
 

  

 
 

 
 

  
 

 
 

 
po
po
Ee
eo
po

In the above—entitled case, the following decision has been rendered or judgementissued:

 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Uponterminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00638-JRG Document 2 Filed 06/14/16 Page 1 of 1 PagelD #: 120
AO 120 (Rev. 08/10

 

 

; Mail Stop 8 REPORT ON THE
TO: Directorof the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

DD Trademarks or ff Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED US. DISTRICT COURT 7
2:16-cv-638 6/14/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and APPLEINC.
UNILOC LUXEMBOURG,S.A.

a
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment 0 Answer UC Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

  
 

  
 

  
  

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISIONJUDGEMENT

 
 CLERK (BY) DEPUTY CLERK D

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Uponterminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00696-RWS Document5 Filed 07/01/16 Page 1 of 1PagelD #: 133
AO 120 (Rev. 08/10
 
 

  
  
  
 

REPORT ON THE

FILING OR DETERMINATION OF AN

ACTION REGARDING A PATENT OR
TRADEMARK

Mail Stop 8
Director of the U.S. Patent and Trademark Office

P.O. Box 1456

Alexandria, VA 22313-1450

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been.

filed in the U.S. District Court Eastern District of Texas on the following 

(CO) Trademarks or (Wf Patents. ( [] the patentaction involves 35 USC § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-696 6/30/2016 Eastern District of Texas
PLAINTIFF DEFENDANT

UNILOC USA,INC. and SNAPCHAT,INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT

 
1 8,724,622 5/13/2014 Uniloc Luxembourg S.A.

Uniloc Luxembourg S.A.

Uribe Lixembourg SA

Uniloc Luxembourg S.A.

Bo
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment (] Answer CO Cross Bill (] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgementissued:

 
DECISION/TUDGEMENT

CLERK (BY) DEPUTY CLERK

Copy 1—-Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upenfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-01313 Document 2 Filed 11/28/16 Page 1 of 1 PagelD #: 124
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
 filed in the U.S.District Court Eastern District of Texas, Marshall Division on the following

CO Trademarks or [M Patents. ( [J the patent action involves 35 ULS.C. § 292.):

DOCKETNO. DATEFILED U.S. DISTRICT COURT
2:16-cv-1313 11/28/2016 Eastern District of Texas, Marshall Division
  

  

PLAINTIFF DEFENDANT

UNILOC USA,INC., and HEYWIRE,INC.
UNILOC LUXEMBOURG,S.A.

ES,

1 7,535,890 UNILOC LUXEMBOURG,S.A.

2 8,199,747 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 UNILOC LUXEMBOURG,S.A.

4 8,995,433 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

f
(J Amendment OU Answer OO CrossBill 1 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgementissued:

  
  (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00644-JRG Document 25 Filed 12/28/16 Page 1of1PagelD#: 614

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-644 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VOXERNET LLC
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

Anyandall claims by Uniloc against Voxernet are dismissed with prejudice. (BY) DEPUTY CLERK DATE

Nakisha Love 12/28/16

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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54

Case 2:16-cv-00892 Document 2 Filed 08/11/16 Page 1of1PagelID#: 157

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-892 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TELEGRAM MESSENGER,LLP
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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55

Case 2:16-cv-00733 Document 2 Filed 07/05/16 Page 1of1PagelID#: 153

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-733 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TANGOME, INC. d/b/a TANGO
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00722 Document 2 Filed 07/05/16 Page 1of1PagelD#: 150

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-722 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and AOL INC.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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57

Case 2:16-cv-00696-RWS Document5 Filed 07/01/16 Page 1of1PagelID#: 133

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

TO:

P.O. Box 1456 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 : TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or £5 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-696 6/30/2016 I Eastern District of Texas
PLAINTIFF [DEPENDANT

UNILOC USA, INC. and | SNAPCHAT, INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

§/1 9/2009

oo
in the above—entitled case, the following patent(s¥ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

 
i] Amendment I Answer Ci Cress Bill [-] Other Pleading

PATENTOR DATE OF PATENT HOLDER OF PATEN RADEMARK
TRADEMARK NO. GR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy to Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy
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Case 2:16-cv-00694-RWS Document5 Filed 07/01/16 Page 1of1PagelID#: 127

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

TO:

P.O. Box 1456 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 : TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or £5 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-694 6/30/2016 I Eastern District of Texas
PLAINTIFF [DEPENDANT

UNILOC USA, INC. and | TENCENT AMERICA LLC and
UNILOC LUXEMBOURG,S.A. | TENCENT HOLDINGS LIMITED

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

§/1 9/2009

oo
in the above—entitled case, the following patent(s¥ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

 
i] Amendment I Answer Ci Cress Bill [-] Other Pleading

PATENTOR DATE OF PATENT HOLDER OF PATEN RADEMARK
TRADEMARK NO. GR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy to Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy

58



59

Case 2:16-cv-00728 Document 2 Filed 07/05/16 Page 1of1PagelID#: 152

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-728 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and FACEBOOK,INC.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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60

Case 2:16-cv-00731 Document 2 Filed 07/05/16 Page 1of1PagelID#: 152

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-731 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and GREEN TOMATOLIMITED
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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61

Case 2:16-cv-00732 Document 2 Filed 07/05/16 Page 1of1PagelID#: 125

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-732 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SONY INTERACTIVE ENTERTAINMENT LLC
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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62

Case 2:16-cv-00893-JRG Document 2 Filed 08/11/16 Page 1of1PagelD#: 128

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-893 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VONAGE HOLDINGS CORP.&
UNILOC LUXEMBOURG, S.A. VONAGE AMERICAS, INC.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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63

Case 2:17-cv-00214-JRG Document5 Filed 03/21/17 Page 1of1PagelD#: 136

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

21 TeyOtaIRS S/20/2017 t Eastern District of Texas
PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. Googie, inc.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

§/1 9/2009

oo
in the above—entitled case, the following patent(s¥ trademark(s) have been incinded:

DATE INCLUDED INCLUDED BY

 
i] Amendment I Answer Ci Cress Bill [-] Other Pleading

PATENTOR DATE OF PATENT HOLDER OF PATEN RADEMARK
TRADEMARK NO. GR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy te Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy
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64

Case 2:17-cv-00224-JRG Document6 Filed 03/23/17 Page 1o0f1PagelD#: 110

AO 120 (Rev. 08/10}

Mail Stop 8 REPORTON THE
Director of the U.S. Patent and Trademark Office | FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENTOR

Alexandria, VA 22313-1450 TRADEMARK 
in Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the folowing 

[] Trademarks or ff Patents. ( (1 the patent action involves 35 U.S.C. § 292}:

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:17-Cy-0224-JRG B222017 I Easier District of Texas
PLAINTIFF [DEPENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. Googie, inc.

PATENT OR DATE OF PATENT . =n CE DATER we ATWRIADEE
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 8,724,822 5/43/2044 Uniloc Luxembourg $.A.

2 8,995,433 5/31/2015 Uniloc Luxembourg S.A.

37,5 5/4 9/2009 Uniloc Luxembourg S.A.

Ci Cress Bill [-] Other Pleading
PATENTOR DATE OF PATENT

TRAIL OR TRADEMARK 
In the above—-entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

(BY) DEPUTY CLERK 
Copy i-—Upon initiation of action, mai this copy te Director Copy 3--Upon terramation of action, man this copy te Director
Copy 2—-Upon filing document adding patent(s), mail this copy te Birector Copy 4-—Case file copy
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65

Case 2:16-cv-00640-JRG Document 20 Filed 03/17/17 Page 1of1PagelID#: 320

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-640 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and KAKAO CORPORATION
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Kakao Corp. (“Kakao”) should be DISMISSED WITH
PREJUDICE CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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66

Case 2:16-cv-00643-JRG Document 20 Filed 01/19/17 Page 1of1PagelID#: 325

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-643 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VIBER MEDIA S.A.RLL.,
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Having considered the Stipulation, the Court finds that the case should be DISMISSED under Federal Rule of Civil
Procedure 41. (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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67

Case 2:16-cv-00733-JRG Document 26 Filed 01/11/17 Page 1of1PagelID#: 211

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-733 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TANGOME, INC. d/b/a TANGO
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

ORDER OF DISMISSAL WITH PREJUDICE OF
ALL CLAIMS BY UNILOC AGAINST TANGOME,INC.d/b/a TANGO (BY) DEPUTY CLERK DATE

Nakisha Love 1/11/17

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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68

Case 2:16-cv-00994 Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 134
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director ofthe U.S. Patent and Trademark Office FILING OR DETERMINATION OF ANTO:

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or  [¥fPatents. ( LC the patent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U.S. DISTRICT COURT

2:16-cv-994 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and HUAWEI DEVICE USA,INC. and
UNILOC LUXEMBOURG,S.A. HUAWEI TECHNOLOGIESUSA,INC.,

PATENT OR DATE OF PATENT :TRADEMARKNO. HOLDER OF PATENT OR TRADEMARK
1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

4 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

E ~

DATE INCLUDED INCLUDED BY
O Amendment (0 Answer (1 CrossBill (0 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
Pp
po
po
es

; Po
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 

 
 

  
 

  
  

 
 

  
 
 

 

 
   

  

 
 

 

 

    
 

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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69

Case 2:16-cv-00994 Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 134
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director ofthe U.S. Patent and Trademark Office FILING OR DETERMINATION OF ANTO:

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or  [¥fPatents. ( LC the patent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U.S. DISTRICT COURT

2:16-cv-994 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and HUAWEI DEVICE USA,INC. and
UNILOC LUXEMBOURG,S.A. HUAWEI TECHNOLOGIESUSA,INC.,

PATENT OR DATE OF PATENT :TRADEMARKNO. HOLDER OF PATENT OR TRADEMARK
1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

4 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

E ~

DATE INCLUDED INCLUDED BY
O Amendment (0 Answer (1 CrossBill (0 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK.
Pp
po
po
es

; Po
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 

 
 

  
 

  
  

 
 

  
 
 

 

 
   

  

 
 

 

 

    
 

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00993-JRG Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 184

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or©[¥f Patents. ( [J the patentaction involves 35 U.S.C.§ 292.):

DOCKETNO. DATEFILED US. DISTRICT COURT
2:16-cv-993 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and ZTE (USA), INC. and ZTE (TX), INC.,
UNILOC LUXEMBOURG,S.A.

 

 

Rp
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
OJ Amendment O Answer 0 Cross Bill C1 Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK  
  

 

 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3-—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00992-JRG Document2 Filed 09/06/16 Page 1 of 1 PagelD #: 145

AO 120 (Rey. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or [¥fPatents. ( L the patent action involves 35 U.S.C.§ 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-992 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and MOTOROLA MOBILITY LLC
UNILOC LUXEMBOURG, S.A.

BUT
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

0 Amendment O1 Answer CO Cross Bill (] Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

  
 

  
  
 

 

  
 
 
 

  

 
 

  
 

 

 
CO
po
pO
eT
eo

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JIUDGEMENT

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00991-JRG Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 146
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
, Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advisedthat a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

UJ Trademarks or {(¥ Patents. ( [[) the patentaction involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT
2:16-cv-991 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and LG ELECTRONICSU.S.A., INC.,
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT 7
ES,

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

 

  
  

3 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A.

4 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

Bo
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
(J Amendment (0 Answer 0 Cross Bill (1 OtherPleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

  
 

  
 

 
In the above—entitled case, the following decision has been rendered or judgementissued:

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00893-JRG Document 26 Filed 11/17/16 Page 1of1PagelD#: 178

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-893 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VONAGE HOLDINGS CORP.&
UNILOC LUXEMBOURG, S.A. VONAGE AMERICAS, INC.

 

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

Defendants Vonage
Holdings Corp. and Vonage Americas, Inc. are dismissed with prejudice 

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘Trademark Office
Address: COMMTSSIONER, FOR PATENTS 

Alexandria, Virznia 22313-1450Wwww.uspto.gov
 
 

APPLICATION NUMBER FILING OR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

13/546,673 07/11/2012 Michael J. Rojas UN-NP-I'T-195
CONFIRMATION NO. 9648

96051 POA ACCEPTANCELETTER
Uniloc USAInc.

Legacy Town Genter HOAg.gLKT
7160 Dallas Parkway
Suite 380

Plano, TX 75024

Date Mailed: 09/23/2016

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Powerof Attorney filed 09/15/2016.

The Powerof Attorneyin this application is accepted. Correspondencein this application will be mailed to the
above address as provided by 37 CFR 1.33.

Questions about the contents of this notice and the

requirementsit scts forth should be dirccted to the Office
of Data Management, Application Assistance Unit,at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/mnguyen/
 

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘Trademark Office
Address: COMMTSSIONER, FOR PATENTSPC. Box 1450

Alexandria, Virgnia 22313-1450Wwww.uspto.gov
 

APPLICATION NUMBER FILING OR 371(C) DATE  

 
FIRST NAMED APPLICANT ATTY. DOCKET NO/TITLE

13/546,673 07/11/2012 Michael J. Rojas EMP0024-US
CONFIRMATION NO.9648

67050 POWEROF ATTORNEYNOTICE
KASHA LAW LLC

14532 Dufief Mill Road MATAA
North Potomac, MD 20878 QUOOQOUESIES 19

Date Mailed: 09/23/2016

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Powerof Attorneyfiled 09/15/2016.

«The Powerof Attorney to youin this application has been revoked by the assignee whohasintervened as
provided by 37 CFR 3.71. Future correspondencewill be mailed to the new addressof record(37 CFR 1.33).

Questions about the contents of this notice and the

requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/mnguyen/

 

page 1 of 1
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Case 2:16-cv-00989-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 133

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-989 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and HTC AMERICA,INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

76



77

Case 2:16-cv-00990-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 138

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-990 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and KYOCERA AMERICA, INC. and §
UNILOC LUXEMBOURG, S.A. KYOCERA COMMUNICATIONS, INC.,

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00991-JRG Document 2 Filed 09/06/16 Page 1of1PagelD#: 146

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-991 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and LG ELECTRONICS U.S.A., INC.,
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

78



79

PTO/AIA/B14 (02-15)
Approvedfor use through 01/31/2018. OMB 0651-0035

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 no personsare required to respond toa collection of information unlessit displays a valid OMB control number

PATENT - POWEROF ATTORNEY Patent Number 8,724,622
OR issue Date May 13, 2014First N di j

REVOCATION OF POWER OF ATTORNEY “event_|Michael J. ROJASTitl
WITH A NEW POWEROF ATTORNEY ™ SYSTEM AND METHOD FOR

AND INSTANT VOIP MESSAGING
CHANGE OF CORRESPONDENCE ADDRESS

| hereby revokeall previous powers of attorney given in the above-identified patent.

   
 

 
 
 

   
 

 

 

 

 
    

 
 

 

 

 
 

 

  
  Attorney Docket No. UN-NP-IT-195

CT A Powerof Attorney is submitted herewith.

R thereby appointPractitioner(s) associated with the Customer Number identified in the box at right as my/our
0

attorneys) or agent{s} with respect to the patentidentified above, and to transactall business in the United 96051States Patent and Trademark Office connected therewith:
OR

OC [hereby appoint Practitioner(s) named below as my/our attorney(s} or agent(s) with respect to the patent identified above, and to transactall business in the United States Patent and Trademark Office connected therewith:

Practitianer(s) Name Registration Number 

 
 

 
Please recognize or change the correspondence address for the above-identified patent to:

The address associated with the above-identified Customer Number.
OR

Cc] The address associated with the Custorner Number identified in the box at right:OR

7] Firm orIndividual Name
Address

 

 

 

City State [zp|
Country
Telephone Email 

Patent owner.

Statement under 37 CFR 3. 73(¢}(LocaPrOyateayae) submitted herewith orfiled on
SIGNATURE of Applicant or Patent Owner

Signature :

Name Craig S.Etchegayer. Teleph one
Title and Company|CEO of Uniloc Luxembourg S.A,

 
 

NOTE: Signatures ofall the applicants or patent ownersofthe entire interest or their reprasentative(s) are required. if more than one signature
is required, submit multiple forms, check the Sox below, and identify the tatal numberof forms submitted in the blank below.

A total of j forms are submitted.

 
This collection of information is required by 37 CFR 1.31, 1.32, and 1.33. The information is required te aatainur retain a benefit by the public, which Is to update
(and by the USPTO to process) thefile of a patent or reexamination proceeding. Confidertiality is governed by 35 U.S.C. 122 and 37 CFR 1.14, This collection is
estimated to take 3 minutes to complete,including gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending
upon the individual case. Any comments on the amount of time you require to completethis form and/or suggestions for reducing this burden, should be sent ta
lhe Chief Information Officer, U.$. Patent and Tradeerark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES O&
COMPLETEC FORMS TO THIS ADORESS. SEND TO: Commissioner far Patents, P.O, Box 1450, Alexandria, VA 22313-1459,

‘fyau need assistance in completing the form, coil 1-800-PTO-9199and select optian 2,
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PTO/SB/47 (03-09)
Approved for use through 05/31/2015. OMB 0651-0016

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unlessit displays a valid OMB control number.

“FEE ADDRESS”INDICATION FORM

Addressto: Fax to:

Mail Stop M Correspondence 571-273-6500
Commissionerfor Patents
P.O. Box 1450

Alexandria, VA 22313-1450

INSTRUCTIONS: The issue fee must have been paid for application(s) listed on this form. In addition,
only an address represented by a Customer Number canbe established as the fee address for maintenance
fee purposes (hereafter, fee address). A fee address should be established when correspondencerelated to
maintenance fees should be mailed to a different address than the correspondence adaressfor the application.
Whento checkthefirst box below:If you have a Customer Numberto represent the fee address. When
to check the second box below: If you have no Customer Numberrepresenting the desired fee address,
in which case a completed Request for Customer Number (PTO/SB/125) must be attached to this form. For
more information on Customer Numbers, see the Manual of Patent Examining Procedure (MPEP) § 403.

For the following listed application(s), please recognize as the “Fee Address”underthe provisions of 37 CFR
1.363 the address associated with:

Customer Number: 96051
OR

[] The attached Request for Customer Number (PTO/SB/125) form.
 

PATENT NUMBER APPLICATION NUMBER
(if known)

8,724,622 13/546,673  
 

Completed by (check one):

L] Applicant/Inventor 
lv] Attorney or Agent of record _51.513 Sean D. Burdick

(Reg. No.) Typed or printed name

[RWAssignee of record of the entire interest. See 37 CFR 3.71. 972-905-9580 x227
Statement under 37 CFR 3.73(b) is enclosed. Requester’s telephone number
(Form PTO/SB/96)

L] Assignee recorded at Reel Frame September 15, 2016
Date

NOTE: Signatures ofall the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms if more that one
signature is required, see below*.

* Total of formsare submitted.

 
This collection of information is required by 37 CFR 1.363. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 5 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending uponthe individual case. Any comments on
the amountof time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alex andria, VA 22313- 1450. DO NOT SEND COMPLETE D FORMSTO THIS A DDRESS.
SEND TO: Mail Stop M Correspondence, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

{fyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/SB/S6 (07-09)
Approvedfor use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER37 CFR3.73(b)

Applicant/Patent Owner: Uniloc Luxembourg S.A.

Application No./Patent No.: 8,724,622 Filed/Issue Date: May 13, 2014

Titled: SYSTEM AND METHODFOR INSTANT VOIP MESSAGING

  

Uniloc LuxembourgS.A. corporation
(Nameof Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.

statesthatit is:

s
1. is the assignee of the entire right, title, and interest in;

[| an assigneeofless than the entire right, title, and interest in
(The extent (by percentage)ofits ownership interestis %); or

3. [| the assignee of an undivided interest in the entirety of (a complete assignment from oneofthe joint inventors was made)
the patent application/patent identified above, by virtue ofeither:

A. [| An assignmentfrom the inventor(s) of the patent application/patent identified above. The assignment wasrecordedin
the United States Patent and TrademarkOffice at Reel , Frame , or for which a
copy therefore is attached.

OR .s

B. sy A chainoftitle from the inventor(s), of the patent application/patent identified above, to the current assignee asfollaws:
1.From: Michael J. ROJAS To: Ayalogic, Inc. 

The documentwasrecordedin the United States Patent and Trademark Office at

Reel 014827 , Frame 0059 . or for which a copythereofis attached.

2.From: Ayalogic,Inc. To: Empire IP LLC
The documentwasrecordedin the United States Patent and Trademark Office at

Reel 030922 , Frame 0335 , or for which a copy thereofis attached.

3.From: Empire IP LLC To: Uniloc LuxembourgS.A. 

The documentwasrecordedin the United States Patent and Trademark Office at

Ree! _038963 , Frame 0343 , of for which a copythereof is attached.

[| Additional documents in the chainoftitle are listed on a supplemental sheet(s).
&

Bs As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain oftitle from the original ownerto the assignee was,
or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment Division in
accordance with 37 CFRPart 3, to record the assignmentin the records of the USPTO. See MPEP 302.08]

Theundersigned (whosetitle is supplied below) is authorized to act on behalf of the assignee.
y y
aws

sey ,
awe PQ acemasiredonc. September15, 2016
Signature“ Date

Sean D. Burdick IP Counsel for Uniloc LuxembourgS.A.
Printed or Typed Name Title

This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public whichisto file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Timewill vary depending upontheindividual case. Any comments on the amountof time
you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chlef Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMSTO THIS ADDRESS. SEND TO: Commissioner
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

 

 
ifyou need assistance in completing the form, call 1-800-PTO-9199 and selactoption 2.
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Electronic AcknowledgementReceipt

a

a

Title of Invention: SYSTEM AND METHODFORINSTANT VoIP MESSAGING

First Named Inventor/Applicant Name: MichaelJ. Rojas

Customer Number: 67050

Sean Dylan Burdick/Kris Pangan

Filer Authorized By: Sean Dylan Burdick

Attorney Docket Number: EMP0024-US

Receipt Date: 15-SEP-2016

Filing Date: 11-JUL-2012

Time Stamp: 19:11:39

 
Application Type: Utility under 35 USC 111{a) 

Paymentinformation:

Submitted with Payment

Document Document Description File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

Powerof Attorney IT-195_Executed_POA.pdf 96664533004c3bd291.80a478b33701512d 
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Information:

268644

IT-195_Fee_Address_Indication
Change of Address “Form.pdf 0088061 9¢66c728a971f43d70fo3e70345

c2d66

Warnings: 

Information: 

527623

Assignee showing of ownership per 37|[T-195_Statement_Under_37_!
CFR 3.73 FR.pdf 087ec5 Icace$62a9d98 1 alS80ed 2f256894)

7016e  
Warnings:

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

 

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the Intemational Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown onthis AcknowledgementReceiptwill establish the international filing date of
the application.
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Case 2:16-cv-00638-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 120

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-638 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and APPLE INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00722 Document 2 Filed 07/05/16 Page 1 of 1PagelD #: 150
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division onthe following

( Trademarks or (Wf Patents. ( [] the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S, DISTRICT COURT
2:16-cv-722 7/5/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and AOL INC.
UNILOC LUXEMBOURG,S.A.

 

   
 
  

  
  

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK  

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

O Amendment O Answer O CrossBill C1 OtherPleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 

 
 

 
 

Po

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISIONJUDGEMENT

 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00725 Document 2 Filed 07/05/16 Page 1of1PagelD #: 151
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATIONOF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

LJ Trademarks or (Wf Patents. ( [1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-725 7/5/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and BEETALK PRIVATELTD.
UNILOC LUXEMBOURG,§.A.

 

 
 
  

   
  

 

 

 

 

 

  
  

 

 

4 8, 724,622 5/13/2014 UNILOC LUXEMBOURG,S.A

5 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

0 Amendment OO Answer O1 CrossBill CL Other Pleading

po

4

 
 

 

 

 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 
 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Uponterminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy

86



87

Case 2:16-cv-00893-JRG Document 2 Filed 08/11/16 Page 1 of 1 PagelD #: 128
AO 120 (Rev, 08/10

Mail Stop 8 REPORT ON THE
Directorof the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF ANTO:

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 youare hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or  [¥fPatents. ( [1] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATEFILED U.S. DISTRICT COURT
2:16-cv-893 8/11/2016 Eastern District of Texas, Marshall Division

 

PLAINTIFF DEFENDANT

UNILOC USA,INC., and VONAGE HOLDINGS CORP. &
UNILOC LUXEMBOURG,S.A. VONAGE AMERICAS,INC.

  

 

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK

UNILOC LUXEMBOURG,S.A.

UNILOG LUXEMBOURG, SA

UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG,S.A.

Ea
In the above—entitled case, the following patent(s)/ trademark(s) have beenincluded:

INCLUDED BY

HOLDER OF PATENT OR TRADEMARK

  
 

 
DATE INCLUDED

(0 Amendment O Answer CrossBill LJ OtherPleading
PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
PT

In the above—entitled case, the following decision has been rendered or judgement issued:

 
Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00892 Document 2 Filed 08/11/16 Page 1 of 1 PagelD #: 157

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(O Trademarksor Patents. ( [1 the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED US. DISTRICT COURT2:16-cv-892 8/11/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and TELEGRAM MESSENGER,LLP
UNILOC LUXEMBOURG,S.A.

TRADEMARKNo. HOLDER OF PATENT OR TRADEMARK
UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG,&.A.

UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
C1 Amendment DD Answer CD Cross Bill OO Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

4

 

  
 
  

 
  

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00645-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 146

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-645 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and WHATSAPP, INC.
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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90

Case 2:16-cv-00641-JRG Document 2 Filed 06/14/16 Page 1of1PagelD# 146

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-641 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and LINE EURO-AMERICAS CORP. & LINE
UNILOC LUXEMBOURG, S.A. CORPORATION

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00639-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 147

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-639 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and BLACKBERRY CORPORATION & BLACKBERRY
UNILOC LUXEMBOURG, S.A. LIMITED

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00728 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 152
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(J Trademarks or (Mf Patents. ( (7 thepatent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-728 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and FACEBOOK,INC.
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT -
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

   
 

  
  

 
 

 
 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

0 Amendment CJ Answer CJ CrossBill OO Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  
   

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this eopy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00644-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 143

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-644 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VOXERNET LLC
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00643-JRG Document 2 Filed 06/14/16 Page 1of1PagelD#: 143

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-643 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and VIBER MEDIA S.A.RLL.,
UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00642-JRG Document 2 Filed 06/14/16 Page 1of1PagelD# 117

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-642 6/14/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SAMSUNG ELECTRONICS AMERIGA,INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2'16-cv-00732 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 125
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE. Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 11 16 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following
( Trademarks or (7 Patents. ¢ C1 the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-732 7/5/2016 EasterDistrict of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and SONY INTERACTIVE ENTERTAINMENT LLC

 

 UNILOC LUXEMBOURG,S.A.

pp
In the above—entitled case, the following patent(s)/ trademark(s) have been inciuded:

DATE INCLUDED INCLUDED BY
(J Amendment O Answer CO CrossBill (0 Other Pleading

PATENT OR DATEOF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 
  

 

 

 
 

 

 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00779 Document 2 Filed 07/15/16 Page 1 of 1 PagelD #: 131

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and TrademarkOffice FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

 
 

   
  

  

 

In Compliance with 35 U.S.C.§ 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division onthe following

(Trademarks or [ff Patents. ( ( the patent action involves 35 U.S.C.§ 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT2:16-cv-779 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC LUXEMBOURG,S.A.
UNILOC USA,INC., and SHORETEL,INC.

OneNEMARK HOLDER OF PATENT OR TRADEMARK
5/19/2009 UNILOC LUXEMBOURG,S.A.

3/31/2015 UNILOC LUXEMBOURG,S.A.

5/13/2014 UNILOC LUXEMBOURG,S.A.

UNILOC LUXEMBOURG, S.A.

pp
In the above—entitled case, the following patent(s)/ trademark(s) have beenincluded:

INCLUDED BY
CJ Amendment C] Answer ___[ Cross Bill__E]_ Other Pleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
  

 

 
 

  

 
 

  
 

 

 

In the above—entitled case, the following decision has been rendered or judgement issued:

 
Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon terminationof action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00777 Document 2 Filed 07/15/16 Page1 of 1 PagelD #: 153

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(Trademarks or [ff Patents. ( [1 the patent action involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT2:16-cv-777 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and
UNILOC LUXEMBOURG,S.A. AVAYAINC.,

PATENT OR DATE OF PATENT ; ,

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

2 8,995,433 3/31/2015 UNILOC LUXEMBOURG,S.A.

3 8,724,622 5/13/2014 UNILOC LUXEMBOURG,S.A

4 8,243,723 8/14/2012 UNILOC LUXEMBOURG,S.A.

5 8,199,747 6/12/2012 UNILOC LUXEMBOURG,S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
1 Amendment LJ Answer OO Cross Bill (1) OtherPleading

PATENT OR DATE OF PATENTTRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

pTLdLC—~—“—sSC“‘(CN
UOC
DUC
: TO

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 

     
  

 

 

 
 

 
 

 

  

    
  
  

 

  
 
 

 
  

  

 

 

 
 
 

(BY) DEPUTY CLERK

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4Casefile copy
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Case 2:16-cv-00733 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 153
AO 120 (Rev. 08/10

  

 

MailStop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

[Trademarks or [ff Patents. ( [1] the patentaction involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-733 7/5/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and TANGOME,INC. d/b/a TANGO

 

UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

OO Amendment LC] Answer CO Cross Bill (1) OtherPleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

  
 
 

 
  

 

 Ca
pe
BO
ns
DD

 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 
(BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00731 Document 2 Filed 07/05/16 Page 1 of 1 PagelD #: 152
AO 120 (Rev. 08/10

TO: Mail Stop 8 REPORT ON THE
‘ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDINGA PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

CJ Trademarks or [Wf Patents. ( (1) the patent action involves 35 U.S.C. § 292.):
DOCKETNO. DATE FILED U.S. DISTRICT COURT

2:16-cv-731 7/5/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and GREEN TOMATOLIMITED
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT
TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG,S.A.

 

 
   

 
 

  
 

  

 

   

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

OJ Amendment OO Answer OO Cross Bill (CD Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. HOLDER OF PATENT OR TRADEMARK

 

 
  

 
 
 

 

 

   
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 (BY) DEPUTY CLERK

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upontermination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00777-JRG Document 2 Filed 07/15/16 Page 1of1PagelD# 153

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-777 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and
UNILOC LUXEMBOURG, S.A. AVAYAINC.,

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00779-JRG Document 2 Filed 07/15/16 Page 1of1PagelD# 131

AO 120 (Rev. 08/10)

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or (Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-779 7/15/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA,INC., and SHORETEL, INC.
UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

_] Amendment LC] Answer CL) Cross Bill L] Other Pleading
PATENT OR DATEOF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/IUDGEMENT

 
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.

 
13/546,673 05/13/2014 8724622 EMP0024-US 9648

67050 7890 04/23/2014

KASHA LAW LLC
14532 Dufief Mill Road

North Potomac, MD 20878

ISSUE NOTIFICATION

The projected patent numberandissue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustmentis 0 day(s). Any patent to issue from the above-identified application will include
an indication of the adjustmenton the front page.

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEBsite (http://pair-uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM)at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEBsite http://pair.uspto.gov for additional applicants):

Michael J. Rojas, North Canton, OH;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
worksto encourage andfacilitate business investment. To learn more about why the USAis the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA. gov.

IR103 (Rey. 10/09)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEECommissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCHONS: ‘This form should be used for transmitting the ISSUE KEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed whereppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
Adicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS"formaintenance feenotifications.

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block | for any change of address) apers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
67050 7590 03/06/2014 I hereby certify that this Kee(s) ‘lransmittal is being deposited with the Unitedtates Postal Service with sufficient postage for first class mail in an envelope

KASHA LAW LLC States Postal Service with sufficient postage for first cl iL i lop
14532 Duficf Mill Road addressed to the Mail Stop ISSUE FEE address above, or being facsimiletransmitted to the USPTO (571) 273-2885, on the date indicated below.
North Potomac, MD 20878 (epositor's name)

(Signature)

(Date) 
 APPLICATION NO. FILING DATE FIRS’) NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

13/546.673 07/11/2012 Michael J. Rojas EMP0024-US 9648
TITLE OF INVENTION: SYSTEM AND METHOD FOR INSTANT VoIP MESSAGING

 
   APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

nonprovisional SMALL $480 $480 06/06/2014

SMITH, CREIGHTON H 2656 370-352000

1. Change of correspondenceaddress orindication of "Fee Address" (37 2. For printing on the patent front page,listCER 1.363).

LY Changeof correspondenceaddress (or Change of CorrespondenceAddress foorm PTO/SB/122) attached.
L] "Fee Address"indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

1 John R. Kasha

Kelly L. Kasha

(1) The namesof upto 3 registered patent attorneys
or agents OR,alternatively,

(2) The nameof a single firm (having as a member a 2
registered attorney or agent) and the names of up to
2 registered patent attorncys or agents. If no nameis 3 Kasha Law LLC
listed, no namewill be printed. SSS

  
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appcar on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute forfiling an assignment.

 
 

 

 

(A) NAME OF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Empire IP LLC Austin, TX

Please check the appropriate assignee categoryor categories (will not be printed on the patent) : (LW individual & Corporation or other private group entity (J Government

Aa. The following fee(s) are submitted: 4b. Paymentof Fee(s): (Please first reapply any previously paid issue fee shown above)
xl Issue Fee LI A check is enclosed.

L] Publication Fee (No small entity discount permitted) LI Paymentby credit card. Form PTO-2038 is attached.
LJ Advance Order - # of Copics The Director is hereby authorized to charge the required fee(s), any deficiency, or credits any

overpayment, lo Deposit Account Number 75 (enclose an extra copy ofthis form). 

5. Change in Entity Status (from status indicated above)

LJ Applicantcertifying micro entity status. See 37 CFR 1.29 NOTE:Absenta valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee paymentin the micro entity amountwill not be accepted atthe risk of application abandonment.

 

LJ Applicantasserting small entity status. See 37 CFR 1.27 NOTE:If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

  
LJ Applicant changing to regular undiscounted fee status. NOTE:Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE:This form mustbe signed in accordance with 37 CER 1.31 and 1.33. See 37 CFR 14 for signature requirements and certifications.

  
 

    

  
   
 

Authorized Signature Kelly L. Kasha Date 03/25/2014

Typed orprinted name_Ke 1 J y _Kasha Registration No. 4‘) , 743

Page 2 of 3
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Electronic Patent Application Fee Transmittal

Filing Date: 11-Jul-2012

Title of Invention: SYSTEM AND METHOD FORINSTANT VoIP MESSAGING

First Named Inventor/Applicant Name: Michael J. Rojas 

Filer: John Kasha

Filed as Small Entity

Utility under 35 USC 111(a)Filing Fees

Sub-Totalin

USD($)Description Fee Code Quantity

Basic Filing:

Claims:
 

Miscellaneous-Filing:

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance:

__tyapetieree|Avr__tyapetieree|ree 0! tfme
Extension-of-Time:

105
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Sub-Totalin

USD($)Description Fee Code Quantity Amount
 

Miscellaneous: 
Total in USD (S$) 480
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Electronic Acknowledgement Receipt 

18571970

Confirmation Number: 

Title of Invention: SYSTEM AND METHOD FORINSTANT VoIP MESSAGING

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: EMP0024-US

Time Stamp: 12:33:36

 

 
 

Application Type: Utility under 35 USC 111(a) 

Paymentinformation:

Submitted with Payment

Payment Type Deposit Account 

Payment was successfully received in RAM $480

Deposit Account 504075

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

87500

aa88e59cacfef6d59a2cce38be3c9914115|
7434

Issue Fee Payment (PTO-85B) EMP0024-US_iss_fee_trans.pdf

Warnings:

Fee Worksheet (SB06) fee-info.pdf 285 9d0b5 7ae84d071f0d ced 21923252db80}

This Acknowledgement Receipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

  
New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

 

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application as a
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO asa Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application. 
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450www.uspto.gov

 
NOTICE OF ALLOWANCEAND FEE(S) DUE

EXAMINER

KASHA LAW LLC SMITH, CREIGHTON H
14532 Dufief Mill Road

North Potomac, MD 20878
2656

DATE MAILED: 03/06/2014

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEYDOCKET NO. CONFIRMATION NO.

13/546,673 07/11/2012 Michael J. Rojas EMP0024-US 9648
TITLE OF INVENTION: SYSTEM AND METHOD FOR INSTANT VoIP MESSAGING

APPIN. TYPR ENTITY STATUS ISSTTF FRE DUR PUBLICATION FER DUP.|PREV. PAID ISSUE FRR TOTAT. FER(S) DUE DATE DUR

nonprovisional SMALL $480 $480 06/06/2014
 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCEAS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. TIS NOTICE OF ALLOWANCEIS NOT A GRANT OF PATENT RIGIITS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CER 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THEISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUSshownabove.If the ENTITY STATUSis shown as SMALL or MICRO,verify whether entitlement to that
entity status sull applies.

If the ENTITY STATUSis the same as shownabove, pay the TOTAL FEE(S) DUE shownabove.

If the ENTITY STATUSis changed from that shown above, on PART B - FER(S) TRANSMITTAL, complete section number5 titled
"Change in Entity Status (fromstatus indicated above)".

For purposesof this noticc, small entity fecs are 1/2 the amount of undiscountcd fees, and micro entity fees are 1/2 the amountof small cntity
fees.

I. PART B - FEE(S) TRANSMITTAL,or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATIONFEE(if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur dueto the difficulty in recognizing
the paperas an equivalent of Part B.

I. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEEunlessadvisedto the contrary.

IMPORTANT REMINDER:Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenancefees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
PTOL-85 (Rev. 02/11)
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEECommissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCHONS: ‘This form should be used for transmitting the ISSUE KEE and PUBLICATION FEE(if required). Blocks 1 through 5 should be completed whereppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
Adicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS"formaintenance feenotifications.

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS(Note: Use Block | for any change of address) apers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
67050 7590 03/06/2014 I hereby certify that this Kee(s) ‘lransmittal is being deposited with the Unitedtates Postal Service with sufficient postage for first class mail in an envelope

KASHA LAW LLC States Postal Service with sufficient postage for first cl iL i lop
14532 Duficf Mill Road addressed to the Mail Stop ISSUE FEE address above, or being facsimiletransmitted to the USPTO (571) 273-2885, on the date indicated below.
North Potomac, MD 20878 (epositor's name)

(Signature)

(Date) 
 APPLICATION NO. FILING DATE FIRS’) NAMED INVENTOR ATTORNEY DOCKETNO. CONFIRMATION NO.

13/546.673 07/11/2012 Michael J. Rojas EMP0024-US 9648
TITLE OF INVENTION: SYSTEM AND METHOD FOR INSTANT VoIP MESSAGING

 
   APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

nonprovisional SMALL $480 $480 06/06/2014

SMITH, CREIGHTON H 2656 370-352000

1. Change,of correspondenceaddress orindication of "Fee Address" (37CFR 1.363).

LY Changeof correspondenceaddress (or Change of CorrespondenceAddress foorm PTO/SB/122) attached.
L] "Fee Address"indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Numberis required.

2. For printing on the patent front page,list
(1) The namesof upto 3 registered patent attorneys
or agents OR,alternatively,

(2) The nameof a single firm (having as a member a 2
registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no nameis 3
listed, no namewill be printed.

 
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appcar on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute forfiling an assignment.

 
 

 

(A) NAMEOF ASSIGNEE (B) RESIDENCE:(CITY and STATE OR COUNTRY)

Please check the appropriate assignee categoryor categories (will not be printed on the patent) : (Wd individuat Corporation or other private group entity (J Government

Aa. The following fee(s) are submitted: 4b. Paymentof Fee(s): (Please first reapply any previously paid issue fee shown above)
LB issue Fee LI A check is enclosed.

L] Publication Fee (No small entity discount permitted) LI Paymentby credit card. Form PTO-2038 is attached.
LJ Advance Order - # of Copics LJ The Director is hereby authorized to charge the required fee(s), any deficiency, or credits any

overpayment, lo Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)  
LJ Applicantcertifying micro entity status. See 37 CFR 1.29 NOTE:Absenta valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue

fee paymentin the micro entity amountwill not be accepted atthe risk of application abandonment.

LJ Applicantasserting small entity status. See 37 CFR 1.27 NOTE:If the application was previously under micro entity status, checking this box will be taken
 

to be a notification of loss of entitlement to micro entity status.
 
LJ Applicant changing to regular undiscounted fee status. NOTE:Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE:This form mustbe signed in accordance with 37 CER 1.31 and 1.33. See 37 CFR 14 for signature requirements and certifications.

  

  

Authorized Signature Date

Typed or printed name Registration No.

Page 2 of 3

PLOL-85 Part B (10-13) Approved for use through 10/31/2013. OMB0651-0033 U.S. Patentand ‘Trademark Office; U.S. DEPARTMENT OF COMMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450www.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEYDOCKET NO. CONFIRMATION NO.

 
 

13/546,673 07/11/2012 MichaelJ. Rojas EMP0024-US 9648

67050 7590 03/06/2014

KASHA LAW LLC SMITH, CREIGHTON H
14532 Dufief Mill Road

North Potomac, MD 20878
2656

DATE MAILED: 03/06/2014

Determination of Patent Term Adjustment under35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEBsite (http://pair-uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 3 of 3
PTOL-85 (Rev. 02/11)
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and
Budget approval before requesting most types of information from the public. When OMBapproves an agency
request to collect information from the public, OMB (i) provides a valid OMB Control Number and expiration
date for the agency to display on the instrument that will be used to collect the information and (ii) requires the
agency to inform the public about the OMB Control Number’s legal significance in accordance with 5 CFR
1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The informationis required to obtain
or retain a benefit by the public whichis to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CI'R 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary
depending upon the individual case. Any comments on the amount of time you require to complete this form
and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT
SEND FEES OR COMPLETED FORMS ‘TO THIS ADDRESS. SEND 10: Commissioner for Patents, P.O. Box

1450, Alexandria, Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to
respondto a collection of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
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Application/Control Number: 13/546,673 Page 2
Art Unit: 2656

The present application is being examined underthe pre-AlAfirst to invent

provisions.

REASONS FOR ALLOWANCE

The following is an examiner’s statement of reasonsfor allowance: Thepriorart

fails to disclose applicant’s instant voice messaging system that has a database of user

records where eachrecord includes a user’s name, password, andalist of other users

selected by a user. Neither does the prior art teach applicant's instant voice messaging

system that has an objectfield including a digitized audio file, nor does the instant voice

messaging system include displaying a list of recipients for an instant voice message.

No obvious combination of references found would have taught oneof ordinary skill in

the art to make applicant's system as claimed.

Any comments considered necessary by applicant must be submitted no later

than the paymentof the issue fee and, to avoid processing delays, should preferably

accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to CREIGHTON SMITH whosetelephone numberis

(571)272-7546. The examiner can normally be reached on 5-4-9.

lf attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Curt Kuntz can be reached on 27499. The fax phone numberfor the

organization wherethis application or proceeding is assigned is 571-273-8300.
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Application/Control Number: 13/546,673 Page 3
Art Unit: 2656

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197(toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

/CREIGHTON SMITH/

Primary Examiner, Art Unit 2656 03 MAR ‘14
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EMP0024-US PATENT

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re the Applicationof:

MICHAELJ. ROJAS Confirmation No.: 9648

Serial No.: 13/546,673 Art Unit: 2656

Filed: July 11, 2012 Examiner: Creighton H. Smith

For: SYSTEM AND METHOD FOR

INSTANT VOIP MESSAGING

 
AMENDMENT AFTER FINAL REJECTION UNDER37 C.F.R.§ 1.116

MalStor: AF

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Final Office Action ofNovember 29, 2013, please amend the above-

identified application as follows:

Any fee necessary for considcration of this response is hereby authorized to be charged to

Deposit Account Number 50-4075.

Amendments to the Claimsare reflected in the listing of claims that begins on page 2 of

this paper.

Remarksbegin on page 9 ofthis paper.

Please enter this AF amendment. CHS 03 MAR '14
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Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 2

Amendments to the Claims:

This listing of claims replacesall prior versions and listings of claims in this application.

Listing of the Claims:

1. (Cancelled).

2. (Currently amended): A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant voice message client

systemsvia the nctwork interface; and

a communication platform system maintaining connection information for each ofthe

plurality of instant voice messageclient systems indicating whetherthere is a current connection

to each ofthe plurality of instant voice message client systems;and

a user database storing user records identifying users of the plurality of instant voice

message client systems, wherein each of the user records includes a user name, a password and a

list of other users selected by a user.

3. (Cancelled).

4. (Cancelled).

5. (Currently amended): The system according to claim [[4]] 2, wherein at least part of each

of the user records is encrypted.

6. (Currently amended): A system comprising:

a network interface connected to a packet-switched network;
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Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 3

a messaging system communicating with a plurality of instant voice message client

 
systems via the network interface; and

a communication platform system maintaining connection information for each ofthe

plurality of instant voice message client systems indicating whether there is a current connection

to each of the plurality of instant voice message client systems,
 

The -system-accordine to-claim 2, wherein the messaging system receives an instant voice

message from oneofthe plurality of instant voice message client systems,and

wherein the instant voice message includes an object field including a digitized audiofile.

7. (Previously presented): The system according to claim 6, wherein the instant voice

message includes an action field identifying one of a predetermined set ofpermitted actions

requested by the user.

8. (Currently amended): The system according to clatm 7, wherein the predetermined set of

permitted actions includesat lcast onc of a connection request, a disconnection request, a

subscription request, an unsubscription request, a message transmission request, and a set status

request.

9. (Previously presented): The system according to claim 6, wherein the instant voice

message includes an identifier field including a unique identifier associated with the instant voice

message.

10. (Previously presented): The system according to claim 6, wherein the instant voice

message includes a sourcefield including a unique identifier associated with at least one of a

given one ofthe plurality of instant voice message client systems that created the instant voice
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Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 4

message and a given one ofthe plurality of users using the given one ofthe plurality of instant

voice message clicnt systems.

ll. (Previously presented): The system according to claim 6, wherein the instant voice

message includes a destination field including a unique identifier associated with at least one of a

given one ofthe plurality of instant voice message client systems identified as a recipient of the

instant voice message and a given one ofthe plurality of users using the given one of the

plurality of instant voice messageclient systems.

12. (Cancelled).

13. (Currently amended): A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant voice message client
 

systems via the network interface; and

a communication platform system maintaining conncction information for cach of the
 

plurality of instant voice message client systems indicating whether there is a current connection

to each ofthe plurality of instant voice message client systems,

Fhesystem-accordingteclain2, wherein the messaging system receives connection

object messages from the plurality of instant voice message client systems, wherein each of the

connection object messages includes data representing a state of a logical connection with a

given oneofthe plurality of instant voice message client systems.
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Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 5

14. (Previously presented): The system according to claim 13, wherein the connection object

messagesidentifics at least onc of a sockct, a sizc of data to be transferred and a priority of the

data.

15. (Previously presented): The system according to claim 13, wherein the communication

platform system populates a connectionlist for the plurality of instant voice message client

systems with the data in the connection object messages received from each ofthe plurality of

instant voice messageclient systems.

16. (Currently amended): The system according to claim [[2]] 6, wherein the communication

platform system assigns an IP address to each of the instant voice message client systems when

the communication platform receives a connection request from each of the instant voice

messageclient systems.

17. (Currently amended): The system according to claim [[2]] 6, further comprising: a

message database storing the instant voice messages reccived from the instant voicc message

client systems.

18. (Currently amended): The system according to claim [[2]] 6, wherein, upon receipt of an

instant voice message, the communication platform system determinesif there is the current

connection to oneofthe plurality of instant voice message client systems identified as a recipient

of the instant voice message, andifthere is no connection with the one ofthe plurality of instant

voice message client system identified as the recipient, the instant voice messageis stored and

delivered when the one ofthe plurality of instant voice message client systems identified as the

recipient re-established a connection.
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Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 6

19. (Currently amended): The system according to claim [[2]] 6, wherein the communication

platform system updates the connection information for cach of the instant voice messageclicnt

systems by periodically transmitting a connection status request to the given one of the plurality

of instant voice message client systems.

20. (Currently amended): A system comprising:

a client device;

a network interface coupled to the client device and connecting the client device to a

packet-switched network; and

an instant voice messaging application installed on the client device, wherein the instant

voice messaging application includes a client platform system for generating an instant voice

message and a messaging system for transmitting the instant voice message overthe packet-

switched network via the network interface,

whercin the instant voice messaging application includes a document handler system for
 

attaching one or more files to the instant voice message.

21. (Cancelled).

22. (Previously presented): The system according to claim 20, wherein the instant voice

messaging application includes a message database storing the instant voice message, wherein

the instant voice messages is represented by a database record including a uniqueidentifier.

23. (Previously presented): The system according to claim 22, wherein the instant voice

message stored in the message database includea plurality of instant voice messages recorded by

a user of the client device and instant voice messages received over the packet-switched network.
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24. (Previously presented): The system according to claim 23, further comprising: a display

displaying at lcast onc of the plurality of instant voice messages stored in the message databasc.

25. (Previously presented): The system according to claim 22, wherein the instant voice

messaging application includes a file manager system storing, deleting and retrieving the instant

voice messages from the message database in response to a uSer request.

26. (Previously presented): The system according to claim 20, wherein the instant voice

messaging application includes an audio file creation system creating an audiofile for the instant

voice message based on input received via an audio input device coupled to the client device.

27. (Previously presented): The system according to claim 20, wherein the instant voice

messaging application includes an encryption/decryption system for encrypting the instant voice

messages to be transmitted over the packet-switched network and decrypting the instant voices

messages received over the packet-switched network.

28.—(Previously presented): The system according to claim 20, whercin the instant voice

messaging application includes a compression/decompression system for compressing the instant

voice messages to be transmitted over the packet-switched network and decompressing the

instant voice messages received over the packet-switched network.

29, (Currently amended): A system comprising:

a client device; 

a network interface coupled to the client device and connecting the client device to a

packet-switched network; and
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an instant voice messaging application installed on the client device, wherein the instant

voice messaging application includes a clicnt platform system for gencrating an instant voicc
 

message and a messaging system for transmitting the instant voice message over the packet-

switched network via the network interface 

Fhesystem-accordingto-claim20,furthercomprising: a display displaying a list of one

or more potential recipients for an instant voice message.

30. (Previously presented): The system according to claim 29, wherein the display includes

an indicia for each of the one or more potential recipients indicating whether the potential

recipient is currently available to receive an instant voice message.

31. (Previously presented): The system according to claim 20, wherein the instant voice

message application generates an audible or visual effect indicating receipt of an instant voice

message.

32. (Previously presented): The system according to claim 20, whercin the instant voice

message application communicates in an intercom mode whena recipient of the instant voice

message is currently available to receive the instant voice message and communicatesin a record

mode whenthe recipient of the instant voice message is currently unavailable to receive the

instant voice message.

33. (Previously presented): The system according to claim 32, wherein the instant voice

message application utilizes the intercom modeas a default communication mode.

34, (New) The system according to claim 6, wherein each of the instant voice message client

systems comprises an instant voice messaging application generating an instant voice message
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and transmitting the instant voice message overthe packet-switched network to the messaging

system.

35. (New): The system according to claim 34, wherein the instant voice messaging

application includes a message database storing the instant voice message, wherein the instant

voice message is represented by a database record including a unique identifier.

36. (New): The system according to claim 35, wherein the message database includes a

plurality of instant voice messages recorded by a user ofthe client device and instant voice

messagesreceived over the packet-switched network.

37. (New): The system according to claim 36, wherein the instant voice messaging

application displays at least one of the plurality of instant voice messages stored in the message

database.

38. (New): The system according to claim 35, wherein the instant voice messaging

application includes a file manager system performingat lcast onc ofstoring, deleting and

retrieving the instant voice messages from the message database.

39. (New): The system according to claim 34, wherein the instant voice messaging

application includes an audiofile creation system creating an audio file for the instant voice

message based. on input received via an audio input device coupled to the client device.

40. (New): The system according to claim 34, wherein the instant voice messaging

application includes an encryption/decryption system for encrypting the instant voice messages

to be transmitted over the packet-switched network and decrypting the instant voices messages

received over the packet-switched network.
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41. (New): The system according to claim 34, wherein the instant voice messaging

application includes a compression/decompression system for compressing the instant voice

messages to be transmitted over the packet-switched network and decompressing the instant

voice messages received over the packet-switched network.

42. (New): The system according to claim 34, wherein the instant voice messaging

application displays a list of one or more potential recipients for the instant voice message.

43. (New): The system according to claim 42, wherein the instant voice messaging

application displays an indicia for each of the one or more potential recipients indicating whether

the potential recipient is currently available to receive an instant voice message.

44. (New): The system according to claim 34, wherein the instant voice message application

generates an audible or visual effect indicating receipt of an instant voice message.
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REMARKS

By this amendment, claims 3, 4, 12, and 21 have been cancelled, claims 2, 5, 6, 13, 16-

20, and 29 have been amended, and new claims 34-44 have been added. No new matteris

introduced. Claims 2, 5-11, 13-20 and 22-44 will remain pending herein upon entry ofthis

Response. For the reasons stated below, the Applicant respectfully submits that all claims

pending in this application are in condition for allowance. Reconsideration of this application is

respectfully requested in viewof the following remarks.

The subject matter ofnew claim 34 is described in the specification at, for example, page

13, line 15 — page 14, line 17.

The subject matter of new claim 35 is described in the specification at, for example, page

25, lines 6-8.

The subject matter of new claim 36 is described in the specification at, for example, page

35, lincs 6-8.

The subject matter of new claim 37 is described in the specification at, for example, page

14, lines 12-14.

The subject matter ofnew claim 38 is described in the specification at, for example, page

25, lines 8-10.

The subject matter ofnew claim 39 is described in the specification at, for example, page

25, lines 10-12.

The subject matter ofnew claim 40 is described in the specification at, for example, page

25, lines 14-15.
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The subject matter of new claim 41 is described in the specification at, for example, page

25, lincs 15-17.

The subject matter of new claim 42 is described in the specification at, for example, page

13, line 15 — page 14, line 17.

The subject matter ofnew claim 43 is described in the specification at, for example, page

29, line 18 — page 30,line 7.

The subject matter ofnew claim 44 is described in the specification at, for example, page

16, line 23 — page 17, line 2.

Entry of the above amendments is proper under 37 C.F.R. § 1.116 because the

amendments (1) place the claims in better form for appeal if needed; and (2) do not introduce

any elements requiring further search by the Examiner.

Double Patenting Rejections

Claims 2-33 are rejected on the ground of non-statutory obviousness-type double

patenting as being unpatentable over claims 1-70 of U.S. Patent No. 7,535,890 (hereinafter the

“890 patent”).

Claims3, 4, 12, and 21 have been cancelled, rendering the rejection of these claims moot.

The Applicants file herewith a Terminal Disclaimer over the ‘890 patent. As set forth in

the MPEP,a Terminal Disclaimer may be used to overcomea rejection based on obviousness-

type double patenting (MPEP § 804.02(IT)). Further, in legal principle, the filing of a Terminal

Disclaimer simply serves the statutory function of removing the rejection of obviousness-type

double patenting, and does not raise a presumption on the merits of the rejection. It is improper

134



135

Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 13

to view the simple expedient of “obviation” as an admission or acquiescence on the merits.

Ortho Pharmaceutical Corp. v. Smith, 22 USPQ2d 1119, 1124 (Fed. Cir. 1992) citing Quad

Envil. Technologies Corp. v. Union Sanitary Dist., 946 F.2d 870, 874, 20 USPQ2d 1392, 1394-

95 (Fed. Cir. 1991).

Withdrawalofthe rejection of claims 2, 5-11, 13-20, and 22-33 based on the judicially

created doctrine of double patenting is respectfully requested.

35 U.S. C. § 102(e) Rejections

Claims 2-3, 6, 11, 17-18, 20, 22-23, 26, and 32-33 stand rejected under 35 U.S.C. §

102(e) as unpatentable over U.S. Patent No. 7,372,826 to Dahodetal. (“Dahod”’). This rejection

is respectfully traversed. However, to move prosecution forward, the Applicant incorporates the

allowable subject matter of claims 4, 12, 13, 21, and 29 into independentclaims, as described

below. The Applicant reserves the right to pursue previously filed claims in a continuation

application, and this amendment docs not indicate express or implicit agreement with the

Examiner’s rejections of previously presented claims.

Claim 3 has been cancelled, rendering the rejection of this clatm moot.

Independent claim 2 has been amendedto incorporate the subject matter of claims 3 and

4. Since the Examiner indicated that claim 4, which depended from claims 2 and 3, would be

allowable if rewritten in independent form,it is respectfully submitted that amended independent

claim 2 and claim 5 (which depends from claim 2) are allowable.

Claim 6 has been rewritten in independent form incorporating the subject matter of

claims 2 and 12. Since the Examinerindicated that claim 12, which depended from claims 2 and
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6, would be allowable if rewritten in independent form, it is respectfully submitted that amended

independent claim 6 and claims 7-11 and 16-19 (which depend from claim 6) are allowable.

Claim 13 has been rewritten in independent form incorporating the subject matter of

claim 2. Since the Examinerindicated that claim 13, which depended from claim 2, would be

allowable if rewritten in independent form,it is respectfully submitted that amended independent

claim 13 and claims 14-15 (which depend from claim 13) are allowable.

Independent claim 20 has been amendedto incorporate the subject matter of claim 21.

Since the Examiner indicated that claim 21, which depended from claim 20, would be allowable

if rewritten in independent form, it is respectfully submitted that amended independent claim 20

and claims 22-28 and 31-33 (which depend from claim 20) are allowable.

Claim 29 has been rewritten in independent form incorporating the subject matter of

claim 20. Since the Examinerindicated that claim 29, which depended from claim 20, would be

allowable if rewritten in independent form,it is respectfully submitted that amended independent

claim 29 and claim 30 (which depends from claim 29) are allowable.

Withdrawingofthe rejection of claims 2, 6, 11, 17-18, 20, 22-23, 26, and 32-33 under 35

U.S.C. § 102(e) is respectfully requested.

New claims 34-44 depend directly or indirectly from allowable amended claim 6. Thus,

it is respectfully submitted that new claims 34-44 are allowable at least for the reasons that

amendedclaim 6 is allowable.
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Conclusion

Should the Examiner have any questions or determine that any further action is desirable

to place this application in even better condition for issue, the Examineris encouraged to

telephone the Applicant’s undersigned representative at the numberlisted below.

KASHA LAW LLC

14532 Dufief Mill Rd.

North Potomac, MD 20878 Respectfully submitted,
Tel. 240-423-8431

Date: February 28, 2014 By: /Kelly L. Kasha/
Kelly L. Kasha
Registration No. 47,743

Customer No. 67050
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EMP0024-US PATENT

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re the Applicationof:

MICHAELJ. ROJAS Confirmation No.: 9648

Serial No.: 13/546,673 Art Unit: 2656

Filed: July 11, 2012 Examiner: Creighton H. Smith

For: SYSTEM AND METHOD FOR

INSTANT VOIP MESSAGING

 
AMENDMENT AFTER FINAL REJECTION UNDER37 C.F.R.§ 1.116

MalStor: AF

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Final Office Action ofNovember 29, 2013, please amend the above-

identified application as follows:

Any fee necessary for considcration of this response is hereby authorized to be charged to

Deposit Account Number 50-4075.

Amendments to the Claimsare reflected in the listing of claims that begins on page 2 of

this paper.

Remarksbegin on page 9 ofthis paper.
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Amendments to the Claims:

This listing of claims replacesall prior versions and listings of claims in this application.

Listing of the Claims:

1. (Cancelled).

2. (Currently amended): A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant voice message client

systemsvia the nctwork interface; and

a communication platform system maintaining connection information for each ofthe

plurality of instant voice messageclient systems indicating whetherthere is a current connection

to each ofthe plurality of instant voice message client systems;and

a user database storing user records identifying users of the plurality of instant voice

message client systems, wherein each of the user records includes a user name, a password and a

list of other users selected by a user.

3. (Cancelled).

4. (Cancelled).

5. (Currently amended): The system according to claim [[4]] 2, wherein at least part of each

of the user records is encrypted.

6. (Currently amended): A system comprising:

a network interface connected to a packet-switched network;
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a messaging system communicating with a plurality of instant voice message client

 
systems via the network interface; and

a communication platform system maintaining connection information for each ofthe

plurality of instant voice message client systems indicating whether there is a current connection

to each of the plurality of instant voice message client systems,
 

The -system-accordine to-claim 2, wherein the messaging system receives an instant voice

message from oneofthe plurality of instant voice message client systems,and

wherein the instant voice message includes an object field including a digitized audiofile.

7. (Previously presented): The system according to claim 6, wherein the instant voice

message includes an action field identifying one of a predetermined set ofpermitted actions

requested by the user.

8. (Currently amended): The system according to clatm 7, wherein the predetermined set of

permitted actions includesat lcast onc of a connection request, a disconnection request, a

subscription request, an unsubscription request, a message transmission request, and a set status

request.

9. (Previously presented): The system according to claim 6, wherein the instant voice

message includes an identifier field including a unique identifier associated with the instant voice

message.

10. (Previously presented): The system according to claim 6, wherein the instant voice

message includes a sourcefield including a unique identifier associated with at least one of a

given one ofthe plurality of instant voice message client systems that created the instant voice
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message and a given one ofthe plurality of users using the given one ofthe plurality of instant

voice message clicnt systems.

ll. (Previously presented): The system according to claim 6, wherein the instant voice

message includes a destination field including a unique identifier associated with at least one of a

given one ofthe plurality of instant voice message client systems identified as a recipient of the

instant voice message and a given one ofthe plurality of users using the given one of the

plurality of instant voice messageclient systems.

12. (Cancelled).

13. (Currently amended): A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant voice message client
 

systems via the network interface; and

a communication platform system maintaining conncction information for cach of the
 

plurality of instant voice message client systems indicating whether there is a current connection

to each ofthe plurality of instant voice message client systems,

Fhesystem-accordingteclain2, wherein the messaging system receives connection

object messages from the plurality of instant voice message client systems, wherein each of the

connection object messages includes data representing a state of a logical connection with a

given oneofthe plurality of instant voice message client systems.
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14. (Previously presented): The system according to claim 13, wherein the connection object

messagesidentifics at least onc of a sockct, a sizc of data to be transferred and a priority of the

data.

15. (Previously presented): The system according to claim 13, wherein the communication

platform system populates a connectionlist for the plurality of instant voice message client

systems with the data in the connection object messages received from each ofthe plurality of

instant voice messageclient systems.

16. (Currently amended): The system according to claim [[2]] 6, wherein the communication

platform system assigns an IP address to each of the instant voice message client systems when

the communication platform receives a connection request from each of the instant voice

messageclient systems.

17. (Currently amended): The system according to claim [[2]] 6, further comprising: a

message database storing the instant voice messages reccived from the instant voicc message

client systems.

18. (Currently amended): The system according to claim [[2]] 6, wherein, upon receipt of an

instant voice message, the communication platform system determinesif there is the current

connection to oneofthe plurality of instant voice message client systems identified as a recipient

of the instant voice message, andifthere is no connection with the one ofthe plurality of instant

voice message client system identified as the recipient, the instant voice messageis stored and

delivered when the one ofthe plurality of instant voice message client systems identified as the

recipient re-established a connection.
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19. (Currently amended): The system according to claim [[2]] 6, wherein the communication

platform system updates the connection information for cach of the instant voice messageclicnt

systems by periodically transmitting a connection status request to the given one of the plurality

of instant voice message client systems.

20. (Currently amended): A system comprising:

a client device;

a network interface coupled to the client device and connecting the client device to a

packet-switched network; and

an instant voice messaging application installed on the client device, wherein the instant

voice messaging application includes a client platform system for generating an instant voice

message and a messaging system for transmitting the instant voice message overthe packet-

switched network via the network interface,

whercin the instant voice messaging application includes a document handler system for
 

attaching one or more files to the instant voice message.

21. (Cancelled).

22. (Previously presented): The system according to claim 20, wherein the instant voice

messaging application includes a message database storing the instant voice message, wherein

the instant voice messages is represented by a database record including a uniqueidentifier.

23. (Previously presented): The system according to claim 22, wherein the instant voice

message stored in the message database includea plurality of instant voice messages recorded by

a user of the client device and instant voice messages received over the packet-switched network.
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24. (Previously presented): The system according to claim 23, further comprising: a display

displaying at lcast onc of the plurality of instant voice messages stored in the message databasc.

25. (Previously presented): The system according to claim 22, wherein the instant voice

messaging application includes a file manager system storing, deleting and retrieving the instant

voice messages from the message database in response to a uSer request.

26. (Previously presented): The system according to claim 20, wherein the instant voice

messaging application includes an audio file creation system creating an audiofile for the instant

voice message based on input received via an audio input device coupled to the client device.

27. (Previously presented): The system according to claim 20, wherein the instant voice

messaging application includes an encryption/decryption system for encrypting the instant voice

messages to be transmitted over the packet-switched network and decrypting the instant voices

messages received over the packet-switched network.

28.—(Previously presented): The system according to claim 20, whercin the instant voice

messaging application includes a compression/decompression system for compressing the instant

voice messages to be transmitted over the packet-switched network and decompressing the

instant voice messages received over the packet-switched network.

29, (Currently amended): A system comprising:

a client device; 

a network interface coupled to the client device and connecting the client device to a

packet-switched network; and
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an instant voice messaging application installed on the client device, wherein the instant

voice messaging application includes a clicnt platform system for gencrating an instant voicc
 

message and a messaging system for transmitting the instant voice message over the packet-

switched network via the network interface 

Fhesystem-accordingto-claim20,furthercomprising: a display displaying a list of one

or more potential recipients for an instant voice message.

30. (Previously presented): The system according to claim 29, wherein the display includes

an indicia for each of the one or more potential recipients indicating whether the potential

recipient is currently available to receive an instant voice message.

31. (Previously presented): The system according to claim 20, wherein the instant voice

message application generates an audible or visual effect indicating receipt of an instant voice

message.

32. (Previously presented): The system according to claim 20, whercin the instant voice

message application communicates in an intercom mode whena recipient of the instant voice

message is currently available to receive the instant voice message and communicatesin a record

mode whenthe recipient of the instant voice message is currently unavailable to receive the

instant voice message.

33. (Previously presented): The system according to claim 32, wherein the instant voice

message application utilizes the intercom modeas a default communication mode.

34, (New) The system according to claim 6, wherein each of the instant voice message client

systems comprises an instant voice messaging application generating an instant voice message
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and transmitting the instant voice message overthe packet-switched network to the messaging

system.

35. (New): The system according to claim 34, wherein the instant voice messaging

application includes a message database storing the instant voice message, wherein the instant

voice message is represented by a database record including a unique identifier.

36. (New): The system according to claim 35, wherein the message database includes a

plurality of instant voice messages recorded by a user ofthe client device and instant voice

messagesreceived over the packet-switched network.

37. (New): The system according to claim 36, wherein the instant voice messaging

application displays at least one of the plurality of instant voice messages stored in the message

database.

38. (New): The system according to claim 35, wherein the instant voice messaging

application includes a file manager system performingat lcast onc ofstoring, deleting and

retrieving the instant voice messages from the message database.

39. (New): The system according to claim 34, wherein the instant voice messaging

application includes an audiofile creation system creating an audio file for the instant voice

message based. on input received via an audio input device coupled to the client device.

40. (New): The system according to claim 34, wherein the instant voice messaging

application includes an encryption/decryption system for encrypting the instant voice messages

to be transmitted over the packet-switched network and decrypting the instant voices messages

received over the packet-switched network.
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41. (New): The system according to claim 34, wherein the instant voice messaging

application includes a compression/decompression system for compressing the instant voice

messages to be transmitted over the packet-switched network and decompressing the instant

voice messages received over the packet-switched network.

42. (New): The system according to claim 34, wherein the instant voice messaging

application displays a list of one or more potential recipients for the instant voice message.

43. (New): The system according to claim 42, wherein the instant voice messaging

application displays an indicia for each of the one or more potential recipients indicating whether

the potential recipient is currently available to receive an instant voice message.

44. (New): The system according to claim 34, wherein the instant voice message application

generates an audible or visual effect indicating receipt of an instant voice message.
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REMARKS

By this amendment, claims 3, 4, 12, and 21 have been cancelled, claims 2, 5, 6, 13, 16-

20, and 29 have been amended, and new claims 34-44 have been added. No new matteris

introduced. Claims 2, 5-11, 13-20 and 22-44 will remain pending herein upon entry ofthis

Response. For the reasons stated below, the Applicant respectfully submits that all claims

pending in this application are in condition for allowance. Reconsideration of this application is

respectfully requested in viewof the following remarks.

The subject matter ofnew claim 34 is described in the specification at, for example, page

13, line 15 — page 14, line 17.

The subject matter of new claim 35 is described in the specification at, for example, page

25, lines 6-8.

The subject matter of new claim 36 is described in the specification at, for example, page

35, lincs 6-8.

The subject matter of new claim 37 is described in the specification at, for example, page

14, lines 12-14.

The subject matter ofnew claim 38 is described in the specification at, for example, page

25, lines 8-10.

The subject matter ofnew claim 39 is described in the specification at, for example, page

25, lines 10-12.

The subject matter ofnew claim 40 is described in the specification at, for example, page

25, lines 14-15.
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The subject matter of new claim 41 is described in the specification at, for example, page

25, lincs 15-17.

The subject matter of new claim 42 is described in the specification at, for example, page

13, line 15 — page 14, line 17.

The subject matter ofnew claim 43 is described in the specification at, for example, page

29, line 18 — page 30,line 7.

The subject matter ofnew claim 44 is described in the specification at, for example, page

16, line 23 — page 17, line 2.

Entry of the above amendments is proper under 37 C.F.R. § 1.116 because the

amendments (1) place the claims in better form for appeal if needed; and (2) do not introduce

any elements requiring further search by the Examiner.

Double Patenting Rejections

Claims 2-33 are rejected on the ground of non-statutory obviousness-type double

patenting as being unpatentable over claims 1-70 of U.S. Patent No. 7,535,890 (hereinafter the

“890 patent”).

Claims3, 4, 12, and 21 have been cancelled, rendering the rejection of these claims moot.

The Applicants file herewith a Terminal Disclaimer over the ‘890 patent. As set forth in

the MPEP,a Terminal Disclaimer may be used to overcomea rejection based on obviousness-

type double patenting (MPEP § 804.02(IT)). Further, in legal principle, the filing of a Terminal

Disclaimer simply serves the statutory function of removing the rejection of obviousness-type

double patenting, and does not raise a presumption on the merits of the rejection. It is improper
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to view the simple expedient of “obviation” as an admission or acquiescence on the merits.

Ortho Pharmaceutical Corp. v. Smith, 22 USPQ2d 1119, 1124 (Fed. Cir. 1992) citing Quad

Envil. Technologies Corp. v. Union Sanitary Dist., 946 F.2d 870, 874, 20 USPQ2d 1392, 1394-

95 (Fed. Cir. 1991).

Withdrawalofthe rejection of claims 2, 5-11, 13-20, and 22-33 based on the judicially

created doctrine of double patenting is respectfully requested.

35 U.S. C. § 102(e) Rejections

Claims 2-3, 6, 11, 17-18, 20, 22-23, 26, and 32-33 stand rejected under 35 U.S.C. §

102(e) as unpatentable over U.S. Patent No. 7,372,826 to Dahodetal. (“Dahod”’). This rejection

is respectfully traversed. However, to move prosecution forward, the Applicant incorporates the

allowable subject matter of claims 4, 12, 13, 21, and 29 into independentclaims, as described

below. The Applicant reserves the right to pursue previously filed claims in a continuation

application, and this amendment docs not indicate express or implicit agreement with the

Examiner’s rejections of previously presented claims.

Claim 3 has been cancelled, rendering the rejection of this clatm moot.

Independent claim 2 has been amendedto incorporate the subject matter of claims 3 and

4. Since the Examiner indicated that claim 4, which depended from claims 2 and 3, would be

allowable if rewritten in independent form,it is respectfully submitted that amended independent

claim 2 and claim 5 (which depends from claim 2) are allowable.

Claim 6 has been rewritten in independent form incorporating the subject matter of

claims 2 and 12. Since the Examinerindicated that claim 12, which depended from claims 2 and
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6, would be allowable if rewritten in independent form, it is respectfully submitted that amended

independent claim 6 and claims 7-11 and 16-19 (which depend from claim 6) are allowable.

Claim 13 has been rewritten in independent form incorporating the subject matter of

claim 2. Since the Examinerindicated that claim 13, which depended from claim 2, would be

allowable if rewritten in independent form,it is respectfully submitted that amended independent

claim 13 and claims 14-15 (which depend from claim 13) are allowable.

Independent claim 20 has been amendedto incorporate the subject matter of claim 21.

Since the Examiner indicated that claim 21, which depended from claim 20, would be allowable

if rewritten in independent form, it is respectfully submitted that amended independent claim 20

and claims 22-28 and 31-33 (which depend from claim 20) are allowable.

Claim 29 has been rewritten in independent form incorporating the subject matter of

claim 20. Since the Examinerindicated that claim 29, which depended from claim 20, would be

allowable if rewritten in independent form,it is respectfully submitted that amended independent

claim 29 and claim 30 (which depends from claim 29) are allowable.

Withdrawingofthe rejection of claims 2, 6, 11, 17-18, 20, 22-23, 26, and 32-33 under 35

U.S.C. § 102(e) is respectfully requested.

New claims 34-44 depend directly or indirectly from allowable amended claim 6. Thus,

it is respectfully submitted that new claims 34-44 are allowable at least for the reasons that

amendedclaim 6 is allowable.
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Conclusion

Should the Examiner have any questions or determine that any further action is desirable

to place this application in even better condition for issue, the Examineris encouraged to

telephone the Applicant’s undersigned representative at the numberlisted below.

KASHA LAW LLC

14532 Dufief Mill Rd.

North Potomac, MD 20878 Respectfully submitted,
Tel. 240-423-8431

Date: February 28, 2014 By: /Kelly L. Kasha/
Kelly L. Kasha
Registration No. 47,743

Customer No. 67050
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THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d)(4) that | am:

© An attorney or agent registered to practice before the Patent and Trademark Office whois of record in
this application

Registration Number 47743

A sole inventor

A joint inventor; | certify that | am authorized to sign this submission on behalfofall of the inventors as evidenced by the
powerof attorneyin the application

A joint inventor; all of whom are signing this request 

Signat
ignature /Kelly L. Kasha/

*Statement under 37 CFR 3.73\(b)is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this certification. See MPEP § 324.
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Electronic Patent Application Fee Transmittal

Filing Date: 11-Jul-2012

Title of Invention: SYSTEM AND METHOD FORINSTANT VoIP MESSAGING

First Named Inventor/Applicant Name: Michael J. Rojas 

Filer: John Kasha

Filed as Small Entity

Utility under 35 USC 111(a)Filing Fees

Sub-Totalin

USD($)Description Fee Code Quantity

Basic Filing:

Pages: 

Claims:

Miscellaneous-Filing:

Petition:
 

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:
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Sub-Totalin

USD($)Description Fee Code Quantity Amount
 

Miscellaneous: 
Total in USD (S$) 160
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Doc Code: DISQ.E.FILE

DocumentDescription: Electronic Terminal Disclaimer — Approved

Application No.: 13546673

Filing Date: 11-Jul-2012

Applicant/Patent under Reexamination: Rojasetal.

Electronic Terminal Disclaimerfiledon—February 28, 2014

x APPROVED

This patent is subject to a terminal disclaimer

[] DISAPPROVED

Approved/Disapproved by: Electronic Terminal Disclaimer automatically approved by EFS-Web

U.S. Patent and TrademarkOffice
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Electronic Acknowledgement Receipt 

18333431

Confirmation Number: 

Title of Invention: SYSTEM AND METHOD FORINSTANT VoIP MESSAGING

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: EMP0024-US

Time Stamp: 12:32:12

 

 
 

Application Type: Utility under 35 USC 111(a) 

Paymentinformation:

Submitted with Payment

Payment Type Deposit Account 

Payment was successfully received in RAM $160

Deposit Account 504075

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

33450

Electronic Terminal Disclaimer-Filed eTerminal-Disclaimer.pdf 90910199d4fcdd61 1¢573 1dafd819f390c1
 

Warnings:

Fee Worksheet (SB06) fee-info.pdf 5e6f4¢3475 67afe3d1a530441c97cfaed55a3I

This Acknowledgement Receipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

  
New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

 

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application as a
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO asa Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an internationalfiling date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application. 
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PTO/SB/06 (09-11)
Approved for use through 1/31/2014. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respondto a collection of information unlessit displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD|“Pelcation or Docket Number [Filing Date
Substitute for Form PTO-875 1 3/546,673 07/11/2012 OC To be Mailed

Entity: []LarRGe Kj sma. [J] micro

APPLICATION AS FILED — PART|

(Column 1) (Golumn 2)

NUMBER FILED NUMBER EXTRA RATE oO

37 GFR 1.16(a), (b), or (¢

37 CFR 1.16/k), (i), or (m

C] EXAMINATION FEE

TOTAL CLAIMS J .
(37 CFR 1,.16(i)) minus 20 =
INDEPENDENT CLAIMS J .
(37 CFR 1.16(h) minus 3 =

If the specification and drawings exceed 100 sheets
of paper, the application size fee due is $310 ($155
for small entity) for each additional 50 sheets or
fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37

CJAPPLICATION SIZE FEE
(37 CFR 1.16(s))

[J MULTIPLE DEPENDENT CLAIM PRESENT(37 CFR 1.16(j))
* If the difference in column 1 is less than zero, enter “0” in column 2.

APPLICATION AS AMENDED- PARTII

(Column 2) (Column 3)

CLAIMS HIGHEST
REMAINING NUMBER

02/28/2014|artes PREVIOUSLY PRESENT EXTRA ADDITIONALFEE($)AMENDMENT

re 389insP32Total * 39 MinusJ** 32 =7

anne =?

[_] Application Size Fee (37 CFR 1.16(s))

 AMENDMENT
Cl FIRST PRESENTATION OF MULTIPLE DEPENDENTCLAIM (37 CFR 1.16(/))

TOTAL ADD’L FEE

(Column 3)

CLAIMS HIGHEST
REMAINING NUMBER

AFTER PREVIOUSLY
AMENDMENT PAID FOR

116)
Independent * : ‘we

[_] Application Size Fee (37 CER 1.16(s))

PRESENT EXTRA

AMENDMENT
Cl FIRST PRESENTATION OF MULTIPLE DEPENDENTCLAIM (37 CFR 1.16(/))

TOTAL ADD’L FEE

* If the entry in column 1 is less than the entry in column 2, write “O” in column 3. LIE
** If the “Highest Number Previously Paid For’ IN THIS SPACEis less than 20, enter “20”. /KIMBERLY PANNELL/
“* If the “Highest Number Previously Paid For’ IN THIS SPACEisless than 3, enter “3”.
The “Highest Number Previously Paid For” (Total or Independent) is the highest number foundin the appropriate box in column 1.

 
This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTOto
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Timewill vary depending upon the individual case. Any comments on the amountof time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMSTO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, call 1-800-PTO-9199 and select option 2
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Document code: WFEE

United States Patent and Trademark Office

Sales Receipt for Accounting Date: 03/03/2014

KPANNELL SALE #00000001 Mailroom Dt: 02/28/2014 504075 13546673
01 FC : 1201 420.00 DA
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Document code: WFEE

United States Patent and Trademark Office

Sales Receipt for Accounting Date: 03/03/2014

KPANNELL SALE #00000002 Mailroom Dt: 02/28/2014 504075 13546673
01 FC : 2202 280.00 DA

164



165

UNITED STATES PATENT AND TRADEMARK OFFICE PRESORTED

COMMISSIONER FOR PATENTS FIRST-CLASS MAIL
P.O.BOX 1450 U.S. POSTAGE PAID

; POSTEDIGITAL
ALEXANDRIA VA 22313-1451 NNNNN

KASHA LAW LLG

14532 Dufief Mill Road

North Potomac, MD 20878

Courtesy Reminderfor
Application Serial No: 13/546,673

Attorney Docket No: EMP0024-US
Customer Number: 67050

Date of Electronic Notification: 11/29/2013
 

This is a courtesy reminder that new correspondenceis available for this
application. If you have not done so already, please review the
correspondence. The official date of notification of the outgoing
correspondencewill be indicated on the form PTOL-90 accompanying the
correspondence.

An email notification regarding the correspondence wassentto the following
email address(es) associated with your customer number:

JOHN.KASHA@KASHALAW.COM

To view your correspondence online or update your email addresses, please
visit us anytime at https://sportal.uspto.gov/secure/myportal/privatepair.
If you have any questions, please email the Electronic Business Center (EBC)
at EBC@uspto.govor call 1-866-217-9197.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22313-1450
www .uspto. gov

 
 
  APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEYDOCKET NO. CONFIRMATION NO. 

13/546,673 07/11/2012 Michael J. Rojas TeMP0024-US 9648

EXAMINERKASHALAW LLC [ee
14532 Dufief Mill Road SMITH, CREIGHTON H

North Potomac, MD 20878 ART UNIT PAPER NUMBER

2656

NOTIVICATION DATE DELIVERY MODE

11/29/2013 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date” to the
following e-mail address(es):
JOHN.KASHA @KASHALAW.COM

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

 
13/546,673 ROJAS, MICHAELJ.

Office Action Summary Examiner Art Unit AIA (FirstInventor to File)
CREIGHTON SMITH 2656 ad
 

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY|S SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply betimely filed
after SIX (6) MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED(35 U.S.C. § 133).

Anyreply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)] Responsive to communication(s) filed on05NOV‘13.
(-] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon__

2a)X] This action is FINAL. 2b)C] This action is non-final.
3)00 Anelection was made by the applicant in responseto a restriction requirementset forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4\[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordancewith the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

5)KX] Claim(s) 2-33 is/are pending in the application.
5a) Of the aboveclaim(s) is/are withdrawn from consideration.

6)L] Claim(s) is/are allowed.
7) Claim(s) 2-33 is/are rejected.
8)L] Claim(s)__ is/are objected to.
9)F] Claim(s) are subjectto restriction and/or election requirement.

* IF any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see
nit

 

 

JAwwwuspto.dov/patents/init events/p    /index.isp or send an inquiry to PPHieedback@uspto.dov.

Application Papers

10)L The specification is objected to by the Examiner.
11)L] The drawing(s) filed on___ is/are: a)[_] accepted or b)_] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacementdrawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12)[] Acknowledgmentis made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

aD All b)L] Some’ co) Noneofthe:
1..] Certified copies of the priority documents have been received.
2.1 Certified copies of the priority documents have been received in Application No.
3.0] Copiesof the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PGT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

 
Attachment(s)

1) Xx Notice of References Cited (PTO-892) 3) TC Interview Summary (PTO-413)
, : Paper No(s)/Mail Date.

2) Oo Information Disclosure Statement(s) (PTO/SB/08) | OthPaper No(s)/Mail Date ther
U.S. Patent and Trademark Office
PTOL-326 (Rev. 08-13) Office Action Summary Part of Paper No./Mail Date 20131118
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Application Control Number 12/546673 Page 2
Art Unit 2656

DETAILED ACTION

The nonstatutory double patenting rejection is based onajudicially

created doctrine groundedin public policy (a policy reflected in the statute) so as

to prevent the unjustified or improper timewise extension of the “right to exclude”

granted by a patent and to prevent possible harassment by multiple assignees.

A nonstatutory double patenting rejection is appropriate wherethe claimsat

issue are not identical, but at least one examined application claim is not

patentably distinct from the reference claim(s) because the examined application

claim is either anticipated by, or would have been obviousover, the reference

claim(s). See, e.g., in re Berg, 140 F.3d 1428, 46 USPQed 1226 (Fed. Cir. 1998);

In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi,

759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937,

214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA

1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timelyfiled terminal disclaimer in compliance with 37 CFR 1.321(c) or

1.321(d) may be used to overcome an actualor provisional rejection based on a

nonstatutory double patenting ground provided the reference application or

patent either is shown to be commonly ownedwith this application, or claims an

invention made as a result of activities undertaken within the scopeof a joint

research agreement. A terminal disclaimer must be signed in compliance with 37

CFR 1.321 (b).

The USPTOinternet Website contains terminal disclaimer forms which

may be used. Pleasevisit http:/Awww.uspto.gov/forms/. Thefiling date of the
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application will determine what form should be used. A web-based eTerminal

Disclaimer maybefilled out completely online using web-screens. An eTerminal

Disclaimer that meets all requirements is auto-processed and approved

immediately upon submission. For more information about eTerminal

Disclaimers, refer to http:/Awww.uspto.gov/patents/process/file/efs/guidance/eT D-

info-l.jsp.

Claims 2-33 are rejected on the ground of nonstatutory double patenting

as being unpatentable over claims 1-70 of U.S. Patent No. 7,535,890. Although

the claims at issue are not identical, they are not patentably distinct from each

other because applicant's patent claim1 claims the instant voice messaging

system that delivers IM over the Internet (Abstract). The body of the ‘723

patent's claim 1 claims a serverthat is connected to the Internet. Applicant’s

recital of a network interface in the instant application reads upon the patent’s

server. Applicant’s recital of maintaining connection information for each of the

client systems reads upon the serverstoring the instant voice messageif one of

the selected recipients/clients is unavailable and delivering the instant voice

messageif the recipient/client is available. Therefore, maintaining connection

information is another way of saying whetherthe recipient/client is available or

unavailable.

The following is a quotation of the appropriate paragraphsof pre-AlA 35

U.S.C. 102 that form the basis for the rejections underthis section madein this

Office action:

A personshall be entitled to a patent unless —
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(e) the invention was described in (1) an application for patent, published under
section 122(b), by anotherfiled in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by another
filed in the United States before the invention by the applicant for patent, except that
an international application filed under the treaty defined in section 351 (a) shall have
the effects for purposes of this subsection of an applicationfiled in the United States
only if the international application designated the United States and was published
under Article 21(2) of such treaty in the English language.

Claims 2, 3, 6, 11, 17, 18, 20, 22, 23, 26, 32, 33 are rejected under pre-

AIA 35 U.S.C. 102E as being anticipated by Dahod etal (“Dahod”), U.S. Pat.

#7372,826.

Dahod teachesin col. 8, lines 15 et seq. teaches a media gateway 410A

and a softswitch 425A and server 440, any of which are networkinterfaces. In

col. 9, lines 31 et seq. Dahod discloses that media gateway (“IMG”) provides for

instant voice messaging (“VIM”). VIM is defined by Dahod where a subscriber

defines a group of VIM, calls a phone number and records a voice messagethat

is associated with the group VIM (“VG”). Dahod’s system will then dial the

group’s members(the plurality of client systems) and play the recorded message

to the client systems/VG. In col. 12, lines 19 et seq. Dahod discloses his system

can handle caseslike applicant's, if an intended recipient is unavailable to

receive an instant voice message, the messageis stored in a system mailbox on

a system serverfor future delivery. Therefore, Dahod’s system’s gateway knows

whetheran intendedrecipient of the VIM is available or unavailable by whether

or not the recipient phoneis on, orif the recipient is busy on anothercall.

Pertaining to claim 3, Dahoddisclosesin col. 9, lines 35 et seq. that a

subscriberwill define a VIM GROUP (VG). The subscriberwill then dial a phone

number and record a message associated with the pre-defined VG. Dahod’s

system will dial out to the members of the VG and play the pre-recorded
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message. In orderto dial out to the group members, the group members’ phone

number, i.e. user records, will have been previously stored in Dahod’s system by

the subscriber who makes up the VIM GROUP/VG.

Regarding claim 11, in col. 10, lines 22 et seq. Dahod discloses the

useridentifies a destination user by keypad entry and the gateway causesthe

message to be delivered to a gateway correspondingto the other MS.

The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the

basis for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the inventionis not identically disclosed or
described as set forth in section 102 ofthis title, if the differences between the subject
matter sought to be patented and the prior art are such that the subject matter as a
whole would have beenobviousat the time the invention was madeto a person
having ordinary skill in the art to which said subject matter pertains. Patentability
shall not be negatived by the mannerin which the invention was made.

Claims 9, 10 are rejected under pre-AlA 35 U.S.C. 103(a) as being

unpatentable over Dahod etal in view of Bearet al (“Bear”), USPAP

#2004/0223599.

Bear discloses in P.0070 that an incoming data call such as IM or email

will also include the source of the communication, i.e. an identifier of who called

or sent the message. To have provided Bear's teaching of including an identifier

of the source of a call in Dahod’s system would have been obvious to a person

having ordinary skill in the art because both references are teaching calls.

Claim 16 is rejected under pre-AlA 35 U.S.C. 103(a) as being

unpatentable over Dahodetal in view of Hurtta et al (“Hurtta”), USPAP

#2005/0117591.
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Hurtta discloses in P.0054 |p addresses that are assigned to users. To

have provided Hurtta’s teaching of assigning IP addresses in Dahod’s messaging

system would have been obvious to a person having ordinary skill in the art

because both references are teaching messaging in the packet switched network

Claim 24 is rejected underpre-AlA 35 U.S.C. 103(a) as being

unpatentable over Dahodetal in view of Weiner, USPAP #2013/0279681.

Weinerdiscloses in P.0103 that an instant voice message (IVM) may be

displayed on a handset. To have provided Weiner’s teaching of displaying an

IVM in Dahod’s system would have been obvious to a person having ordinary

skill in the art.

Claims 4, 5, 7, 8, 12-15, 19, 21, 25, 27-31 are objected to as being

dependent upona rejected base claim, but would beallowableif rewritten in

independentform including all of the limitations of the base claim and any

intervening claims.

Applicant's amendmentnecessitated the new ground(s) of rejection

presentedin this Office action. Accordingly, THIS ACTION IS MADE FINAL.

See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as

set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire

THREE MONTHSfrom the mailing date of this action. In the eventafirst reply is

filed within TWO MONTHSofthe mailing date of this final action and the advisory

action is not mailed until after the end of the THREE-MONTHshortenedstatutory
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period, then the shortenedstatutory period will expire on the date the advisory

action is mailed, and any extension fee pursuant to 37 CFR 1.136(a)will be

calculated from the mailing date of the advisory action. In no event, however,will

the statutory period for reply expire later than SIX MONTHS from the date ofthis

final action.

Any inquiry concerning this communication should be directed to

CREIGHTON SMITHat telephone number (571)272-7546.

/CREIGHTON SMITH/

Primary Examiner, Art Unit 2656 18 NOV ‘13
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Application/Control No. Applicant(s)/Patent Under
Reexamination

13/546,673 ROJAS, MICHAELJ. 
Notice of References Cited Examiner Art Unit

CREIGHTON SMITH 2656

U.S. PATENT DOCUMENTS

* Document Number Date eg
Country Cade-Number-Kind Code MM-YYYY Name Classification

*|a|US-2004/0223599 11-2004|Bearetal. 379/207.02

|*|g|Us-2008/0298309 12-2008|DePietroetal. 370/328
US-2005/0117591 06-2005|Hurtta et al. 370/401

Ptees

Page 1 of 1 
 

  
*A copyofthis reference is not being furnished with this Office action. (See MPEP § 707.05(a).)
Dates in MM-YYYYformat are publication dates. Classifications may be US or foreign.
U.S. Patent and Trademark Office

PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20131118
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EMP0024-US PATENT

IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

In re the Applicationof:

MICHAELJ. ROJAS Confirmation No.: 9648

Serial No.: 13/546,673 Art Unit: 2656

Filed: July 11, 2012 Examiner: Creighton H. Smith

For: SYSTEM AND METHOD FOR

INSTANT VOIP MESSAGING

 
AMENDMENT

MAIL STOP: AMENDMENTS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

In response to the Office Action of June 5, 2013, please amend the above-identified

application as follows:

Amendments to the Claimsarc reflected in the listing of claims that begins on page ? of

this paper.

Remarksbegin on page8 ofthis paper.
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Serial No.: 13/546,673 Attorney’s Docket No.: EMP0024-US
Art Unit: 2656 Page 2

Amendments to the Claims:

This listing of claims replacesall prior versions and listings of claims in this application.

Listing of the Claims:

1. (Cancelled).

2. (New) A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant voice message client

systems via the network interface; and

a communication platform system maintaining connection information for each ofthe

plurality of instant voice messageclient systems indicating whetherthere is a current connection

to each ofthe plurality of instant voice messageclient systems.

3. (New) The system according to claim 2, further comprising: a user database storing user

records identifying users of the plurality of instant voice message client systems.

4. (New) The system according to claim 3, wherein each of the user records includes a user

name, a passwordanda list of other users selected by a user.

5. (New) The system according to claim 4, wherein at least part of each of the user records

is encrypted.

6. (New) The system according to claim 2, wherein the messaging system receives an

instant voice message from oncofthe plurality of instant voicc messageclicnt systems.

7. (New) The system according to claim 6, wherein the instant voice message includes an

action field identifying one of a predetermined set of permitted actions requested by the user.
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8. (New) The system according to claim 7, wherein the predetermined set of permitted

actions includes a conncction request, a disconnection request, a subscription request, an

unsubscription request, a message transmission request, and a set status request.

9. (New) The system according to claim 6, wherein the instant voice message includes an

identifier field including a unique identifier associated with the instant voice message.

10. (New) The system according to claim 6, wherein the instant voice message includes a

source field including a unique identifier associated with at least one of a given one of the

plurality of instant voice message client systems that created the instant voice message and a

given oneofthe plurality of users using the given oneofthe plurality of instant voice message

client systems.

11. (New) The system according to claim 6, wherein the instant voice message includes a

destination field including a unique identifier associated with at least one of a given oneofthe

plurality of instant voicc message clicnt systems identified as a recipient of the instant voice

message and a given oneofthe plurality of users using the given one ofthe plurality of instant

voice message client systems.

12. (New) The system according to claim 6, wherein the instant voice message includes an

object field including a digitized audio file.

13. (New) The system according to claim 2, wherein the messaging system receives

connection object messages from the plurality of instant voice message client systems, wherein

each of the connection object messages includes data representing a state of a logical connection

with a given one ofthe plurality of instant voice message client systems.
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14. (New) The system according to claim 13, wherein the connection object messages

identifics at least one of a socket, a size of data to be transferred anda priority of the data.

15. (New) The system according to claim 13, wherein the communication platform system

populates a connectionlist for the plurality of instant voice message client systems with the data

in the connection object messages received from each ofthe plurality of instant voice message

client systems.

16. (New) The system according to claim 2, wherein the communication platform system

assigns an IP address to each of the instant voice message client systems when the

communication platform receives a connection request from each of the instant voice message

client systems.

17. (New) The system according to claim 2, further comprising: a message database storing

the instant voice messages received from the instant voice messageclient systems.

18. (New) The system according to claim 2, wherein, upon reccipt of an instant voicc

message, the communication platform system determines if there is the current connection to one

of the plurality of instant voice messageclient systems identified as a recipient of the instant

voice message, and if there is no connection with the one ofthe plurality of instant voice

message client system identified as the recipient, the instant voice messageis stored and

delivered when the one ofthe plurality of instant voice message client systems identified as the

recipient re-established a connection.

19, (New) The system according to claim 2, wherein the communication platform system

updates the connection information for each of the instant voice message client systems by
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periodically transmitting a connection status request to the given one ofthe plurality of instant

voice message clicnt systems.

20. (New) A system comprising:

a client device;

a network interface coupled to the client device and connecting the client device to a

packet-switched network; and

an instant voice messaging application installed on the client device, wherein the instant

voice messaging application includes a client platform system for generating an instant voice

message and a messaging system for transmitting the instant voice message overthe packet-

switched network via the network interface.

21. (New) The system according to claim 20, wherein the instant voice messaging

application includes a documenthandler system for attaching one or more files to the instant

voice message.

22. (New) The system according to claim 20, wherein the instant voice messaging

application includes a message database storing the instant voice message, wherein the instant

voice messages is represented by a database record including a unique identifier.

23. (New) The system according to claim 22, wherein the instant voice messagestored in the

message database include a plurality of instant voice messages recorded by a user ofthe client

device and instant voice messages received over the packet-switched network.

24, (New) The system according to claim 23, further comprising: a display displaying at

least one of the plurality of instant voice messages stored in the message database.
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25, (New) The system according to claim 22, wherein the instant voice messaging

application includes a file manager system storing, deleting and retrieving the instant voice

messages from the message database in response to a user request.

26. (New) The system according to claim 20, wherein the instant voice messaging

application includes an audiofile creation system creating an audio file for the instant voice

message based. on input received via an audio input device coupled to the client device.

27. (New) The system according to claim 20, wherein the instant voice messaging

application includes an encryption/decryption system for encrypting the instant voice messages

to be transmitted over the packet-switched network and decrypting the instant voices messages

received over the packet-switched network.

28. (New) The system according to claim 20, wherein the instant voice messaging

application includes a compression/decompression system for compressing the instant voice

messages to be transmitted over the packct-switched nctwork and decompressingthe instant

voice messages received over the packet-switched network.

29. (New) The system according to claim 20, further comprising: a display displayinga list

of one or more potential recipients for an instant voice message.

30. (New) The system according to claim 29, wherein the display includes an indicia for each

of the one or more potential recipients indicating whether the potential recipient is currently

available to receive an instant voice message.

31. (New) The system according to claim 20, wherein the instant voice message application

generates an audible or visual effect indicating receipt of an instant voice message.
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32. (New) The system according to claim 20, wherein the instant voice message application

communicates in an intercom mode when a recipicnt of the instant voice message is currently

available to receive the instant voice message and communicates in a record mode when the

recipient of the instant voice messageis currently unavailable to receive the instant voice

message.

33. (New) The system according to claim 32, wherein the instant voice message application

utilizes the intercom modeas a default communication mode.
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REMARKS

Claim 1 is pendingin this application. By this amendment, claim 1 is cancelled, and new

claims 2-33 are added. Accordingly, claims 2-33 will remain pending herein upon entry ofthis

Response. No new matter is introduced.

The subject matter ofnew claim 2 is described in the specification at, for example, page

27, line 12 — page 28, line 11.

The subject matter ofnew claim 3 is described in the specification at, for example, page

28, lines 3-8.

The subject matter ofnew claim 4 is described in the specification at, for example, page

28, lines 3-8.

The subject matter ofnew claim 5 is described in the specification at, for example, page

28, lines 9-10.

The subject matter ofnew claim 6 is described in the specification at, for cxample, page

28, lines 12-14.

The subject matter ofnew claim 7 is described in the specification at, for example, page

28, lines 12-17.

The subject matter ofnew claim 8 is described in the specification at, for example, page

28, lines 13-19.

The subject matter ofnew claim 9 is described in the specification at, for example, page

28, lines 12-13; 19-20.
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The subject matter of new claim 10 is described in the specification at, for example, page

28, lincs 12-13 and 20-22.

The subject matter of new claim 11 is described in the specification at, for example, page

29, lines 10-11.

The subject matter ofnew claim 12 is described in the specification at, for example, page

29, lines 11-13.

The subject matter ofnew claim 13 is described in the specification at, for example, page

29, lines 18-22.

The subject matter ofnew claim 14 is described in the specification at, for example, page

30, lines 1-3.

The subject matter ofnew claim 15 is described in the specification at, for example, page

30, lines 3-7.

The subject matter ofnew claim 16 is described in the specification at, for cxamplc, page

31, lines 2-7.

The subject matter ofnew claim 17 is described in the specification at, for example, page

45, line 17 — page 46,line 7.

The subject matter ofnew claim 18 is described in the specification at, for example, page

16, line 21 — page 17, line 7.

The subject matter ofnew claim 19 is described in the specification at, for example, page

28, lines 15-16.
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The subject matter of new claim 20 is described in the specification at, for example, page

13, linc 15 — page 14, line 17.

The subject matter of new claim 21 is described in the specification at, for example, page

24, line 23 — page 25, line 6.

The subject matter ofnew claim 22 is described in the specification at, for example, page

25, lines 6-8.

The subject matter ofnew claim 23 is described in the specification at, for example, page

25, lines 6-8.

The subject matter ofnew claim 24 is described in the specification at, for example, page

14, lines 12-14.

The subject matter ofnew claim 25 is described in the specification at, for example, page

25, lines 8-10.

The subject matter ofnew claim 26 is described in the specification at, for cxamplc, page

25, lines 10-12.

The subject matter ofnew claim 27 is described in the specification at, for example, page

25, lines 14-15.

The subject matter ofnew claim 28 is described in the specification at, for example, page

25, lines 15-17.

The subject matter ofnew claim 29 is described in the specification at, for example, page

16, lines 2-6.
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The subject matter of new claim 30 is described in the specification at, for example, page

29, line 18 — page 30,line 7.

The subject matter of new claim 31 is described in the specification at, for example, page

16, line 23 — page 17, line2.

The subject matter ofnew claim 32 is described in the specification at, for example, page

23, line 5 — page 24,line 2.

The subject matter ofnew claim 33 is described in the specification at, for example, page

24, lines 2-4.

Double Patenting Rejection of Claim 1

Claim 1 stands rejected on the ground of nonstatutory obviousness-type double patenting

as being unpatentable over claims 1-70 of U.S. Patent No. 7,535,890. The Applicant respectfully

submits that this rejection of claim 1 is moot in view of the cancellation of claim 1.

35 U.S. C. § 102(e) Rejection of Claim 1

Claim 1 stands rejected under 35 U.S.C. § 102(e) as unpatentable over U.S. Patent No.

7,372,826 to Dahodet al. (“Dahod’’). This rejection is respectfully traversed.

First, the Examiner has not indicated how Dahodallegedly anticipates cancelled claim 1,

but simply cites to col. 12, lines 19-26.

Second, the Applicant respectfully submits that this rejection of claim 1 is moot in view

of the cancellation of claim 1.

Finally, Dahod does not disclose or suggest the limitations of new independent claims 2

and 20, or any of the claims depending therefrom. For example, the cited portion of Dahod does
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not disclose or suggest, ‘‘a network interface connected to a packet-switched network,” as recited

in claim 2, or “a nctwork interface coupled to the client device and connecting the client device

to a packet-switched network,”as recited in claim 20. Therefore, the Applicant respectfully

submits that all new claims 2-33 are allowable.

Conclusion

Should the Examiner have any questions or determine that any further action is desirable

to place this application in even better condition for issue, the Examiner is encouraged to

telephone the Applicant’s undersigned representative at the numberlisted below.

KASHA LAW LLC

14532 Dufief Mill Rd.

North Potomac, MD 20878 Respectfully submitted,
Tel. 703-867-1886

Date: November5, 2013 By: /John R. Kasha/
John R. Kasha

Registration No. 53,100

JRK

Customer No. 67050
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This is in response to the Powerof Attorneyfiled 09/12/2013.

«The Powerof Attorney to youin this application has been revoked by the assignee whohasintervened as
provided by 37 CFR 3.71. Future correspondencewill be mailed to the new addressof record(37 CFR 1.33).

/kgebremichael/

 

Office of Data Management, Application Assistance Unit (671) 272-4000,or (671) 272-4200, or 1-883-786-0101
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Electronic Acknowledgement Receipt 

16835408

Confirmation Number: 

Title of Invention: SYSTEM AND METHOD FORINSTANT VoIP MESSAGING

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: 17188YX

Time Stamp: 13:58:53

 

 
 

Application Type: Utility under 35 USC 111(a) 

Paymentinformation:

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

385702

Powerof Attorney EMP0024-US_poa_signed1.pdf 506722365 2b4b9bae306ddat7325299b9d I
2638

Information:
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Total Files Size (in bytes) 385702 

This AcknowledgementReceipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

 

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application asa
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application. 
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UNITED STATES ParENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘l'rademark Office
Address: COMMTSSIONER FOR PATENTS

Alexandria, Virznia 22313-1450Wwww.uspto.gov
 

 
 ‘APPLICATION NUMBER FILING OR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO/TITLE

13/546,673 07/11/2012 Michael J. Rojas 17188YX
CONFIRMATION NO.9648

23389 POA ACCEPTANCE LETTER

SCULLY SCOTT MURPHY & PRESSER, PC

400 GARDENCITY PLAZA TAA
SUITE 300 00000006360795.
GARDENCITY, NY 11530

Date Mailed: 09/06/2013

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Powerof Attorney filed 08/27/2013.

The Powerof Attorneyin this application is accepted. Correspondencein this application will be mailed to the
above address as provided by 37 CFR 1.33.

/gbien-aime/
 

Office of Data Management, Application Assistance Unit (571) 272-4000,or (571) 272-4200, or 1-888-786-0101
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Electronic Acknowledgement Receipt 

16696141

Confirmation Number: 

Title of Invention: SYSTEM AND METHOD FORINSTANT VoIP MESSAGING

 

First Named Inventor/Applicant Name: Michael J. Rojas

a
Filer Authorized By:

Attorney Docket Number: 17188YX

Time Stamp: 13:44:31

 

 
 

Application Type: Utility under 35 USC 111(a) 

Paymentinformation:

Document DocumentDescription File Size(Bytes)/ Multi Pages
Number P Message Digest|Part/.zip| (if appl.)

385702

Powerof Attorney EMP0024-US_poa_signed1.pdf 506722365 2b4b9bae306ddat7325299b9d I
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Total Files Size (in bytes) 385702 

This AcknowledgementReceipt evidences receipt on the noted date by the USPTOof the indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new applicationis being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shownonthis
AcknowledgementReceiptwill establish thefiling date of the application.

 

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application asa
nationalstage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
nationalsecurity, and the date shown on this AcknowledgementReceiptwill establish the international filing date of
the application. 
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22313-1450
www .uspto. gov

 
 
  APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEYDOCKET NO. CONFIRMATION NO. 

13/546,673 07/11/2012 Michael J. Rojas 17188YX 9648

23389 7590 06/05/2013

SCULLYSCOTT MURPHY& PRESSER,PC
400 GARDEN CITY PLAZA SMITH, CREIGHTON H
SUITE300 PAPER NUMBER
GARDENCITY, NY 11530 ART UNIT

2656

MAIL DATE DELIVERY MODE

06/05/2013 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)

13/546,673 ROJAS, MICHAEL J.

Office Action Summary Examiner Art Unit
CREIGHTON SMITH 2656

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address--
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLYIS SET TO EXPIRE 3 MONTH(S) OR THIRTY (80) DAYS,

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.Extensions oftime may be available under the provisions of 37 CFR 1.138(a). In no event, however, may a reply betimely filed
after SIX (6) MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period tor reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Anyreply received by the Office later than three monthsafter the mailing date of this communication, evenif timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1) Responsive to communication(s) filled on
2a)L] This action is FINAL. 2b) This action is non-final.
3)L An election was made bythe applicant in responseto a restriction requirementset forth during the interview on

___; the restriction requirement and election have been incorporatedinto this action.

4)L] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

5) Claim(s) 7 is/are pendingin the application.
5a) Of the above claim(s) is/are withdrawn from consideration.

6)L] Claim(s) is/are allowed.
7)K] Claim(s) 7 is/are rejected.
8)L] Claim(s) ___ is/are objectedto.
9) Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway
program at a participating intellectual property office for the corresponding application. For more information, please see
nite /Awww.uspto.cov/patents/init events/ooh/index isp or send an inquiry to PPHfeedback@uspto.qov.

 

 

 

 

Application Papers

10) The specification is objected to by the Examiner.
11)L] The drawing(s)filed on is/are: a)[_J accepted or b)[J objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12) Acknowledgmentis madeof a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)LJ All b)L] Some * c)L] Noneof:
1. Certified copies of the priority documents have been received.
2.L] Certified copies of the priority documents have been received in Application No.|
3.L] Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action fora list of the certified copies not received.

  
Attachment(s)

1) xX] Notice of References Cited (PTO-892) 3) | Interview Summary (PTO-413)
Paper No(s)/Mail Date.

2) Xl Information Disclosure Statement(s) (PTO/SB/08) 4) Oo Other:
Paper No(s}/Mail Date

U.S. Patent and Trademark Office

PTOL-326 (Rev. 09-12) Office Action Summary Part of Paper No./Mail Date 20130603
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Application/Control Number: 13/546,673 Page 2
Art Unit: 2656

DETAILED ACTION

The nonstatutory double patenting rejection is based on a judicially created

doctrine groundedin public policy (a policy reflected in the statute) so as to prevent the

unjustified or improper timewise extension of the “right to exclude” granted by a patent

and to prevent possible harassment by multiple assignees. A nonstatutory

obviousness-type double patenting rejection is appropriate where the conflicting claims

are notidentical, but at least one examined application claim is not patentably distinct

from the reference claim(s) because the examined application claim is either anticipated

by, or would have been obviousover, the reference claim(s). See, e.g., In re Berg, 140

F.3d 1428, 46 USPQéd 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29

USPQé2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.

1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422

F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163

USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321 (d)

may be used to overcome an actual or provisional rejection based on a nonstatutory

double patenting ground provided the conflicting application or patent either is shown to

be commonly owned with this application, or claims an invention made asa result of

activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, aregistered attorney or agent of record maysign a

terminal disclaimer. A terminal disclaimer signed by the assignee mustfully comply with

37 CFR 3.73(b).
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Application/Control Number: 13/546,673 Page 3
Art Unit: 2656

Claim 1 is rejected on the ground of nonstatutory obviousness-type double

patenting as being unpatentable over claims 1-70 of U.S. Patent No. 7,535,890.

Although the conflicting claims are not identical, they are not patentably distinct from

each other becauseall the elements of claim 1 are found in the patent’s claim 1 and

could have been presented along with the ‘723 claimsat the timeoffiling.

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section madein this Office action:

A personshall be entitled to a patent unless —

(2) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by anotherfiled in the United States before the invention by the
applicant for patent, exceptthat an international application filed under the treaty defined in section
351 (a) shall have the effects for purposes of this subsection of an applicationfiled in the United States
only if the international application designated the United States and was published under Article 21 (2)
of suchtreaty in the English language.

Claim 1 is rejected under 35 U.S.C. 102(E) as being anticipated by Dahodetal

(‘Dahod”), U.S. Pat. #7,372,826.

See col. 12, lines19-26.

Anyinquiry concerning this communication should be directed to CREIGHTON

SMITHat telephone number(571)272-7546.

/GREIGHTON SMITH/

Primary Examiner, Art Unit 2656 03 JUN ‘13
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Application/Control No. Applicant(s)/Patent Under
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13/546,673 ROJAS, MICHAEL J. 
Notice of References Cited Examiner Art Unit

CREIGHTON SMITH 2656

U.S. PATENT DOCUMENTS
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FOREIGN PATENT DOCUMENTS

Document Number Date “gai
Country Code-Number-Kind Code MM-YYYY Country Name Classification

 
NON-PATENT DOCUMENTS

 
*A copyof this reference is not being furnished with this Office action. (See MPEP § 707.05(a).)
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign.
U.S. Patent and Trademark Office

PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20130603
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE 

Applicant(s): Michael J. Rojas Examiner: Unassigned

Serial No:—Unassigned Art Unit: Unassigned

Filed: Herewith Docket: 17188YX

For: SYSTEM AND METHOD FOR Dated: July 10, 2012
INSTANT VoIP MESSAGING

Commissioner for Patents

P. O. Box 1450

Alexandria, VA 22313-1450

INFORMATION DISCLOSURE STATEMENT 

Sir:

In accordance with 37 C.F.R. §§ 1.97 and 1.98,it is requested that the following

references, whichare also listed on the attached Form PTO-1449, be madeofrecord in the

above-identified case.

1. U.S. 6,763,226 dated July 13, 2004 to McZeal, Jr.;

2. U.S. Patent Application Publication 2004/0252679 dated December 16, 2004
to Williamset al;

3. U.S. Patent Application Publication 2004/0122906 dated June 24, 2004 to
Goodman et al.;

CERTIFICATE OF ELECTRONIC TRANSMISSION

I herebycertify that this documentis being electronically filed in the United
States Patent and ‘Trademark Office on the date shown below.

Dated: July 10, 2012 /Seth Weinfeld/
Seth Weinfeld

ALL REFERENCES CONSIDERED EXGERIDWHEREINEDekHRGUGH. /C.S./
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4, U.S. Patent Application Publication 2005/0053230 dated March 10, 2005
to Gierachf, K.;

5. U.S.Patent Application Publication 2005/0105697 dated May 19, 2005 to
Hollowellet al.;

6. U.S.Patent Application Publication 2003/0087632 dated May 8, 2003 to
Sagi et al;

~ a .S. Patent Application Publication 2006/0268750 dated November30,
2006 to Weiner, M.;

 
8. U.S. Patent Application Publication 2004/0030046 dated February 12,

2004 to Schulteset al.;

9. USS. Patent Application Publication 2007/0112925 dated May 17, 2007to
Makik, D.;

10. U.S. Patent Application Publication 2007/0174403 dated July 26, 2007 to
Barry, M.;

11. U.S. Patent Application Publication 2006/0167883 dated July 27, 2006 to
Boukobza,E.;

12. U.S. Patent Application Publication 2004/0128356 dated July 1, 2004 to
Bernstein et al.;

13. U.S. Patent Application Publication 2003/0126207 dated July 3, 2003 to
Creameret al.;

14. http://www.cisco.com/warp/public/cc/pd/nemnsw/callmn/prodlit/
em33_ds.htm; “Data Sheet Cisco CallManager Version 3.3”, November
22, 2002;

 
  
 

V21P”, 2003;

17. http://www.linuxdevices.com/articles/AT5 199947519html; “Device
Profile: snom 100 VoIP phone”, (May 15, 2002);

18. http://www.pingtel.com/prxpressa.jsp; “No limits with the advanced
industry standard SIP phone, December 8, 2003; and

ALL REFERENCES CONSIDERED EXCEPTWHERETINEDTHROUGH. /C.S/
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19. AudioCoded Enabling Technology Products, TPM-1100 VoP Media
Gateway Modules; 2003.

20. U.S. Patent Application Publication No. 2004/0014456 A1 published
January 22, 2004 to Vadnanen;

21. US. Patent Application Publication No. 2010/0070275 AI published
March 18, 2012 to Cast;

22. U.S. Patent Application Publication No. 2004/0179092 A1 published
September 16, 2004 to LaPoint;

23. U.S. Patent Application Publication No. 2004/0085456 Al published May
6, 2004 to Kwaget al.

  
24. qJ.S. Patent Application Publication No. 2009/0161664 Al published June

25, 2009 to Michael J. Rojas;

25, U.S. Patent No. 7,535,890 issued May 19, 2009 to Michael J. Rojas;

26. U.S, Patent No. 8,199,747 issued June 12, 2012 to Michael J. Rojas;

27. ‘U.S. Office Action dated October 18, 201 lreceived in related case,
namely, U.S. Serial No. 12/398,063 filed March 4, 2009;

28, US. Final Office Action dated January 25, 2012 received in related case,
namely, U.S. Serial No. 12/398,063 filed March 4, 2009; and

 
29. Notice of Allowance dated March 30, 2012 received in related case,

namely, U.S. Serial No. 12/398,063 filed March 4, 2009.

Pursuant to 37 C.F.R. §1.98(d), copies of the abovelisted references are not

provided, as references 1-23 were previously submitted in Information Disclosure Statements

filed in connection with parent case, U.S. Serial Number: 12/398,063 filed on March 4, 2009.

References 24-29 are related to the present application.

ALL REFERENCES CONSIDERED EXCEPTWHERETINEDTHROUGH. /C.S./
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Inasmuch asthis Information Disclosure Statement is being submitted in

accordance with the scheduleset out in 37 C.F.R §1.97(b), no statementorfee is required.

Respectfully submitted,

/Seth Weinfeld/

Seth Weinfeld

Registration No. 50,929

Scully, Scott, Murphy & Presser, P.C.
400 Garden City Plaza, Suite 300
Garden City, New York 11530
(516) 742-4343
SMW:reg

ALL REFERENCES CONSIDERED EXCEPTWAERETINEOYHASUGH. /C.S./
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
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P.O. Box 1450
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and ‘Trademark Office
Address: COMMTSSIONER, FOR PATENTSPC. Box 1450

Alexandria, Virgnia 22313-1450Wwww.uspto.gov
 

 
 ‘APPLICATION NUMBER FILING OR 371(C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO/TITLE

13/546,673 07/11/2012 Michael J. Rojas 17188YX
CONFIRMATION NO.9648

23389 PUBLICATION NOTICE

SCULLY SCOTT MURPHY & PRESSER, PC

400 GARDENCITY PLAZA MATAAAA
SUITE 300 000000057384013
GARDENCITY, NY 11530

Title:SYSTEM AND METHOD FORINSTANTVoIP MESSAGING

Publication No.US-2012-0275452-A1
Publication Date:11/01/2012

NOTICE OF PUBLICATION OF APPLICATION

The above-identified application will be electronically published as a patent application publication pursuant to 37
CFR 1.211, et seq. The patent application publication number and publication date are set forth above.

The publication may be accessed through the USPTO's publically available Searchable Databases via the
Internet at www.uspto.gov. The direct link to access the publication is currently http:/Awww.uspto.gov/pattt/.

The publication process established by the Office does not provide for mailing a copy of the publication to
applicant. A copy of the publication may be obtained from the Office upon paymentof the appropriate fee set forth
in 37 GFR 1.19(a)(1). Orders for copies of patent application publications are handled by the USPTO's Office of
Public Records. The Office of Public Records can be reachedbytelephone at (703) 308-9726 or (800) 972-6382,
by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of
Public Records, Alexandria, VA 22313-1450orvia the Internet.

In addition, information on the status of the application, including the mailing date of Office actions and the
dates of receipt of correspondencefiled in the Office, may also be accessed via the Internet through the Patent
Electronic Business Center at www.uspto.gov using the public side of the Patent Application Information and
Retrieval (PAIR) system. The direct link to accessthis status information is currently htto://pair.uspto.gov/. Prior to
publication, such status information is confidential and may only be obtained by applicant using the private side of
PAIR.

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent
Electronic Business Center at 1-866-217-9197.

 

Office of Data Managment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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SCULLY SCOTT MURPHY & PRESSER, PG

400 GARDENCITY PLAZA IAEA
SUITE 300 00000005554232

GARDENCITY, NY 11530

Date Mailed: 07/25/2012

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application mustinclude the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Pleaseverify the accuracy of the data presented onthis receipt. If an error is noted onthis Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changesnotedthereon.If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processesthe reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Michael J. Rojas, North Canton, OH;

AssignmentFor Published Patent Application
Ayalogic, Inc., Ravena, OH

Powerof Attorney:
Leopold Presser--19827 Mark Cohen--32211
William Roch--24972 Edward Grolz--33705

John Sensny--28757 Steven Fischman--34594
Paul Esatto--30749 ThomasSpinelli--39533
Frank DiGiglio--31346 Peter Bernstein--43497

Domestic Priority data as claimed by applicant
This application is a CON of 12/398,063 03/04/2009 PAT 8243723
whichis a CON of 10/740,030 12/18/2003 PAT 7535890*

(*)Data provided by applicant is not consistent with PTO records.

Foreign Applications (You maybeeligible to benefit from the Patent Prosecution Highway program atthe
USPTO.Please see hittp://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 07/23/2012
The country code and numberof your priority application, to be usedforfiling abroad under the Paris Convention,
is US 13/546,673
Projected Publication Date: 11/01/2012
Non-Publication Request: No
Early Publication Request: No
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** SMALL ENTITY **
Title

SYSTEM AND METHODFORINSTANT VoIP MESSAGING

Preliminary Class

370

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughouttheterritory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider thefiling of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-membercountry. The PCT process simplifies thefiling
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and doesnoteliminate the need of applicantsto file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordancewith its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions madein the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. Thefiling of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance asto the status of applicant's license for foreignfiling.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlinesforfiling foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199,orit
can be viewed on the USPTO website at http:/Awww.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http:/Avww.stopfakes.gov. Part of a Department of Commerceinitiative,
this website includes self-help “toolkits” giving innovators guidance on howto protectintellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Governmenthotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184,if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED"followed by a date appears on this form. Such licenses are issuedin all applications where
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the conditions for issuance of a license have been met, regardless of whetheror not a license may be required as
set forth in 37 CFR 5.15. The scope andlimitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This licenseis to be retained by the licensee and may be usedat any time onorafter the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s)filed under 37 CFR 1.53(d). This
license is not retroactive.

The grantof a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 GFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Departmentof Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted atthis time, if the phrase "IF REQUIRED, FOREIGN FILING
LIGENSE GRANTED" DOESNOTappearonthis form. Applicant maystill petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from thefiling date of the application. If 6 months has lapsed
from thefiling date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreignfile the application pursuant to 37 CFR 5.15(b).

 

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USAoffers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA,our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USAis the best
country in the world to develop technology, manufacture products, and grow your business,visit SelectUSA.gov.
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE 

Applicant(s): Michael J. Rojas Examiner: Unassigned

Serial No:—Unassigned Art Unit: Unassigned

Filed: Herewith Docket: 17188YX

For: SYSTEM AND METHOD FOR Dated: July 10, 2012
INSTANT VoIP MESSAGING

Commissioner for Patents

P. O. Box 1450

Alexandria, VA 22313-1450

INFORMATION DISCLOSURE STATEMENT 

Sir:

In accordance with 37 C.F.R. §§ 1.97 and 1.98,it is requested that the following

references, whichare also listed on the attached Form PTO-1449, be madeofrecord in the

above-identified case.

1. U.S. 6,763,226 dated July 13, 2004 to McZeal, Jr.;

2. U.S. Patent Application Publication 2004/0252679 dated December 16, 2004
to Williamset al;

3. U.S. Patent Application Publication 2004/0122906 dated June 24, 2004 to
Goodman et al.;

CERTIFICATE OF ELECTRONIC TRANSMISSION

I herebycertify that this documentis being electronically filed in the United
States Patent and ‘Trademark Office on the date shown below.

Dated: July 10, 2012 /Seth Weinfeld/
Seth Weinfeld

H:\work\1732\17188YX\AMEND\17188YX_IDS.doc
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10.

11,

12.

13,

14.

15.

16.

17.

18,

U.S. Patent Application Publication 2005/0053230 dated March 10, 2005
to Gierachf, K.;

U.S.Patent Application Publication 2005/0105697 dated May 19, 2005 to
Hollowellet al.;

U.S.Patent Application Publication 2003/0087632 dated May 8, 2003 to
Sagi et al;

Cc .S. Patent Application Publication 2006/0268750 dated November30,
2006 to Weiner, M.;

 
U.S. Patent Application Publication 2004/0030046 dated February 12,
2004 to Schulteset al.;

USS. Patent Application Publication 2007/0112925 dated May 17, 2007to
Makik, D.;

U.S.Patent Application Publication 2007/0174403 dated July 26, 2007 to
Barry, M.;

U.S.Patent Application Publication 2006/0167883 dated July 27, 2006 to
Boukobza,E.;

U.S. Patent Application Publication 2004/0128356 dated July 1, 2004 to
Bernstein et al.;

U.S. Patent Application Publication 2003/0126207 dated July 3, 2003 to
Creameret al.;

http://www.cisco.com/warp/public/cc/pd/nemnsw/callmn/prodlit/
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SYSTEM AND METHOD

FOR INSTANT VoIP MESSAGING

CROSS REFERENCE TO RELATED APPLICATION

[0001] This application is a continuation of U.S. Application Serial Number 12/398,063

filed March 4, 2009, which is nowU.S, Patent Publication Number 2009/0161664 Al,

published June 25, 2009, which is a continuation of U.S. Application Serial Number

10/740,030 filed on December 18, 2003, now U.S. Patent Number 7,535,890, issued May

19, 2009, the entire content and disclosure of which is incorporated by reference.

BACKGROUND OF THE INVENTION

Technical Field of the Invention

The present invention generally relates to Internet telephony (IP telephony).

Moreparticularly, the present inventionis directed to a system and method for enabling

local and global instant VoIP messaging over an IP network, such as the Internet, with

PSTN support.

Description of the Prior Art

Traditional telephony is based on a public switched telephone network(i.e.,

“PSTIN”). In the PS'N, a telephone terminal is electrically connected to a conventional or

legacy switch. The telephone terminal andthe legacy switch communicate via a proprietary

protocol, which may be different depending on the vendorofthe legacy switch. Circuit

switching provides a communication path (i.e., dedicated circuit) for a telephonecall from

the telephone terminal to another device over the PSTN, including another
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telephone terminal. During the telephonecall, voice communication takes place overthat

communication path.

Analternative to the PSTN is Voice over Internet Protocol (i.e., “VoIP”),

also knownasIP telephonyor Internet telephony. In the IP telephony, a VoIP terminal

device is connected to a packet-switched network (e.g., Intemmet) and voice communication

from the VoIP terminal deviceis digitized, packetized and transmitted over the packet-

switched network to a destination VoIP terminal device, which reconstructs the packets and

audibly plays, stores or otherwise processes the transmission. The VoIP terminal device

may be a VoIP telephoneor a general-purpose personal computer (PC) enabled for IP

telephony. Morespecifically, the PC is programmed with the software and equipped with

audio input/output devices(e.g., a combination of microphoneandspeaker ora headset) to

serve as a VoIP terminal device. The PC so enabled and equipped will herein be referred to

as a VoIP terminal device or a VoIP sofiphone.

Figure | is an illustrative example ofa prior art IP telephony system 100.

The IP telephony system 100 comprises a packet-switched IP network 102, such as the

Internet, which transmits VoIP traffic from andto a plurality of terminal devices 104, 106

and 110. Terminal device 104 is a VoIP softphone that is enabled for IP telephony overthe

network 102. Terminal device 106 is a VoIP telephone, which is connected to the network

102 via a softswitch 108. The VoIP softswitch 108 is disposed on the packet-switched

network(e.g., Internet) 102 between anorigination terminal device (such as VoIP softphone

104) and a destination terminal device (such as VoIP telephone 106), and routes packets

-2-
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over the packet-switched IP network 102. The softswitch 108 may also manage and perform

administrative functions for the terminal device or devices (e.g., VoIP telephone 106) to

whichit is connected. Whetherthe terminal device is a VoIP softphone 104 or a VoIP

telephone 106,the terminal device is connected to the IP network 102 via a networking

standard such as Ethernet, Bluetooth, IEEE 1394 (also known as “Firewire”), IEEE 802.11

(also known as “WiFi”), or networking over serial communication channels such as the

Universal Serial Bus(i.e., “USB”). Data communication over the network then takes place

using a connection protocol, e.g., transfer control protocol/Internet protocol (i.e., “TCP/IP”).

Further regarding Fig. 1, terminal device 110 is a legacy telephonethatis

connected to a legacy switch 112 for (circuit-switched) voice communications over the

PSTN 116 with other terminal devices. A media gateway 114 may be provided between the

legacy switch 112 and the packet-switched network 102 to enable IP telephony between the

legacytelephone 110 and a VoIP terminal device, such as a VoIP softphone 104 or VoIP

telephone 106. Morespecifically, the media gateway 114 converts the audio signal carried

over PSTN to packets carried over the packet-switched IP network 102. In addition, a media

gateway 118 may be disposed over the PSTN 116 and connectedto a softswitch 120 to

convert the audio signal from the legacy telephone 110 to packets routed over the IP

network 102 via the softswitch 120.

Voice messaging in both the VoIP and PSTN is known. Morespecifically,

the foregoing systems may be provided witha facility to allow users to leave voice messages

for recipients, whichis a feature that is familiar to anyone whousesatelephone.

-3-
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Conventionally, leaving a voice message involves dialing the recipient's telephone number

(often without knowing whetherthe recipient will answer), waiting for the connection to be

established, speaking to an operator or navigating through a menuofoptions,listening to a

greeting message, and recording the messagefor later pickup bythe recipient. In that

message, the user must typically identify himselfor herself in order for the recipient to

return the call.

Instant text messaging is likewise known. Morespecifically, a user is

provided with a client terminal, which is typically a general-purpose PC programmed with

instant text messaging software and in data communication over an IP network with an

instant text-messaging server. The instant text-messaging server presents the user, via the

client terminal, with a list of persons whoare currently “online” and ready to receive text

messageson their own client terminals. The user then uses the client terminal to select one

or more persons to whom the message will be sent and types in a text message. The text

messageis sent immediately via the text-messaging server to the selected one or more

persons and1s displayed on their respective client terminals.

However, notwithstanding the foregoing advances in the VoIP/PSTN voice

communication and voice/text messaging, there is still a need in the art for providing a

system and method for providing instant VoIP messaging over an IP network. More

particularly, there is a need in the art for providing local and global instant voice messaging

over VoIP with PSTN support.

-4-
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SUMMARYOF THE INVENTION

The present inventionis directed to a system and methodfor enabling local

and global instant VoIP messaging over an IP network, suchas the Internet.

According to an embodimentof the present invention, there is provided an

instant voice messaging system for delivering instant messages over a packet-switched

network, the system comprising: a client connected to the network, the client selecting one

or more recipients, generating an instant voice message therefor, and transmitting the

selected recipients and the instant voice message therefor over the network; and a server

connected to the network, the server receiving the selected recipients and the instant voice

message therefor, and delivering the instant voice messageto the selected recipients over the

network, the selected recipients being enabledto audibly play the instant voice message.

According to another embodimentof the present invention, there is provided

an instant voice messaging system for delivering instant messages over a packet-switched

network enabling public switched telephone network (PSTN) support, the system

comprising: a PSTN telephone connected to the network for providing input audio;a client

connected to the network, the client selecting one or more recipients, generating an instant

voice message therefor using the input audio provided by the PSTN telephone, and

transmitting the selected recipients and the instant voice message therefor over the network;

a server connected to the network, the server receiving the selected recipients and the instant

voice message therefor, and delivering the instant voice messageto the selected recipients
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over the network, the selected recipients being enabled to audibly play the instant voice

message.

According to a further embodimentof the present invention, there is provided

an instant voice messaging system for delivering instant messages over a packet-switched

network, the system comprising: a voice-over-internet-protocol (VoIP) telephone connected

to the network for providing input audio; a client connected to the network, the client

selecting one or more recipients, generating an instant voice message therefor using the

input audio provided by the VoIP telephone, and transmitting the selected recipients and the

instant voice message therefor over the network; a server connected to the network, the

server receiving the selected recipients and the instant voice messagetherefor, and

delivering the instant voice message to the selected recipients over the network, the selected

recipients being enabled to audibly play the instant voice message.

According to still another embodimentof the present invention,there is

provided an instant voice messaging system for delivering instant messages overa plurality

of packet-switched networks, the system comprising: a client connected to a local network,

the client selecting one or more external recipients connected to an external network outside

the local network, generating an instant voice messagetherefor, and transmitting the

selected recipients and the instant voice message therefor over the local network and the

external network; and a server connected to the external network, the server receiving the

selected recipients and the instant voice message therefor, and delivering the instant voice

messageto the selected recipients over the external network, the sclectcd recipients being
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enabled to audibly play the instant voice message.

According to yet another embodimentofthe present invention, there is

provided an instant voice messaging system for delivering instant messages over a plurality

of packet-switched networks enabling public switched telephone network (PSTN) support,

the system comprising: a PSTN telephone connected to a local network for providing input

audio; a client connected to the local network, the client selecting one or more external

recipients connected to an external network outside the local network, generating an instant

voice message therefor using the input audio provided by the PSTN telephone, and

transmitting the selected recipients and the instant voice messagetherefor overthe local

network and the external network; a server connectedto the external network, the server

receiving the selected recipients and the instant voice message therefor, and delivering the

instant voice message to the selected recipients over the external network, the selected

recipients being enabled to audibly play the instant voice message.

According to yet a further embodimentofthe present invention, there is

provided an instant voice messaging system for delivering instant messages over a plurality

of packet-switched networks, the system comprising: a voice-over-internet-protocol (VoIP)

telephone connectedto a local network for providing input audio;a client connectedto the

local network,the client selecting one or more external recipients connected to an external

network outside the local network, generating an instant voice message therefor using the

input audio provided by the VoIP telephone, and transmitting the selected recipients and the

instant voice messagetherefor over the local network and the external network; an server
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connected to the external network, the external server receiving the selected recipients and

the instant voice message therefor, and delivering the instant voice message to the selected

recipients over the external network, the selected recipients being enabled to audiblyplay

the instant voice message.

Accordingto still a further embodimentof the present invention, there is

provided an instant voice messaging system for delivering instant messagesover a plurality

of packet-switched networks, the system comprising: a client connected to an external

network,the client selecting one or more recipients connectedto a local network, generating

an instant voice message therefor, and transmitting the selected recipients and the instant

voice messagetherefor over the external network; an external server system connectedto the

external network,the external server system receiving the selected recipients andthe instant

voice message, and routing the selected recipients and the instant voice messageoverthe

external network and the local network; a local server connected to the local network, the

local server receiving the selected recipients and the instant voice message therefor, and

delivering the instant voice messageto the selected recipients over the local network, the

selected recipients being enabled to audibly play the instant voice message.

According to an embodiment ofthe present invention, there is provided a

methodfor instant voice messaging overa packet-switched network, the method

comprising: selecting one or morerecipients for instant voice messagingat a client;

generating an instant voice messagefor the selected recipients at the client; transmitting the

selected recipients and the instant voice message therefor over the network from theclientto
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a server; receiving the selected recipients and the instant voice message thereforat the

server; delivering the instant voice message from the serverto the selected recipients over

the network; and audibly playing the instant voice messageat the selected recipients.

According to another embodimentofthe present invention, there is provided

a method for instant voice messaging over a packet-switched network enabling public

switched telephone network (PSTN)support, the method comprising: providing input audio

via a PSTN telephone connected over the network; selecting one or more recipients for

instant voice messaging at a client; generating an instant voice message using the input

audio from the PSTN telephonefor the selected recipients at the client; transmitting the

selected recipients and the instant voice message therefor over the network from the client to

a server; receiving the selected recipients and the instant voice messagetherefor at the

server; delivering the instant voice message from the server to the selected recipients over

the network; and audibly playing the instant voice message at the selected recipients.

According to a further embodimentof the present invention, there is provided

a method for instant voice messaging over a packet-switched network, the method

comprising: providing input audiovia a voice-over-internet-protocol (VoIP) telephone

connected over the network; selecting one or morerecipients for instant voice messaging at

a client; generating an instant voice message usingthe input audio from the VoIP telephone

for the selected recipients at the client; transmitting the selected recipients and the instant

voice message therefor over the network from theclient to a server; receiving the selected

recipients andthe instant voice message thereforat the server; delivering the instant voice
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message from the server to the selected recipients over the network; and audibly playing the

instant voice messageat the selected recipients.

Accordingto still another embodimentofthe present invention,there is

provided a methodfor instant voice messaging overa plurality ofpacket-switched networks,

the method comprising: selecting one or more external recipients for instant voice

messaging at a client connected to a local network, the one or more external recipients

connected to an external network outside the local network; generating an instant voice

messagefor the selected external recipients at the client; transmitting the selected external

recipients and the instant voice message therefor over the local network and the external

network; receiving the selected external recipients and the instant voice messagethereforat

an external server connected to the external network; delivering the instant voice message to

the selected external recipients over the external network; and audibly playingthe instant

voice messageat the selected external recipients.

According to yet another embodiment of the present invention,there is

provided a methodfor instant voice messaging systemovera plurality of packet-switched

networks enabling public switched telephone network (PSTN) support, the method

comprising: providing input audio via a PSTN telephone connected to a local network;

selecting one or more external recipients for instant voice messagingat a client, the one or

more external recipients connected to an external network outside the local network;

generating an instant voice message for the one or more external recipients using the input

audio provided by the PSTN telephone; transmitting the selected recipients and the instant
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voice message therefor over the local network and the external network; receiving the

selected recipients and the instant voice message therefor at a server connected to the

external network; delivering the instant voice message to the selected recipients from the

server over the external network; and audibly playing the instant voice messageat the

selected recipients.

According to still a further embodiment of the present invention, there is

provided a method for instant voice messaging system overa plurality of packet-switched

networks, the method comprising: providing input audio via a voice-over-internct-protocol

(VoIP) telephone connectedto a local network; selecting one or more external recipients for

instant voice messaging at a client, the one or more external recipients connected to an

external network outside the local network; generating an instant voice message for the one

or more external recipients using the input audio provided by the VoIP telephone;

transmitting the selected recipients and the instant voice message therefor over the local

network and the external network; receiving the selected recipients and the instant voice

message thereforat a server connected to the external network; delivering the instant voice

messageto the selected recipients from the server over the external network; and audibly

playing the instant voice messageat the selected recipients.

According to yet a further embodimentof the present invention, there is

provided a method forinstant voice messaging overa plurality of a plurality of packet-

switched networks, the method comprising: selecting one or more recipients connected to a

local network at a client connected to an external network; generating an instant voice
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messagefor the selected recipicnts at the client; transmitting the selected recipients and the

instant voice message therefor over the external network from theclient to an external server

system; receiving the selected recipients and the instant voice message at the external server

system;routing the selected recipients and the instant voice message over the external

network and the local network; receiving the selected recipients and the instant voice

message therefor at a local server connectedto the local network; delivering the instant

voice message to the selected recipients over the local network; audiblyplaying the instant

voice message at the selected recipients.

BRIEF DESCRIPTION OF THE DRAWINGS

The objects, features and advantages of the present invention will become

apparent to one skilled in the art, in view ofthe following detailed description taken in

combination with the allached drawings, in which:

Figure | illustrates an example of a prior art IP telephony system;

Figure 2 illustrates an exemplary local TVM system for enabling instant voice

messaging according to the present invention;

Figure 3 illustrates an exemplary IVM client of Figure 2 for enabling instant

voice messaging according to the present invention;

Figure 4 illustrates an exemplary [VM server of Figure 2 for enabling instant

voice messaging according to the present invention;

Figure 5 illustrates an exemplary global IVM system comprising a local [VM

system and global IVM clients, according to the present invention;

Fig. 6 illustrates an exemplary global IVM server system depictedin Fig. 5,
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according to the present invention;

Fig. 7 illustrates an exemplary transport server depicted in Fig. 6, according

to the present invention;

Fig. 8 illustrates an exemplary directory server depicted in Fig. 6, according

to the present invention; and

Fig. 9 illustrates an exemplary global IVM system comprisingaplurality of

local IVM systems and global IVM clients, according to the present invention.

DETAILED DESCRIPTION OF THE

PREFERRED EMBODIMENT OF THE INVENTION

The present invention is directed to a system and method for enabling local

and global instant VoIP messaging over an IP network with PSTN support.

Figure 2 is an exemplary illustration ofa local instant voice messaging (TVM)

system 200 according to the present invention. The instant voice messaging system 200

comprises a local IVM server 202 that provides the core functionality for enabling instant

voice messaging with PSTN support according to the present invention. The architecture of

the local IVM server 202 will be described in detail hereinbelow with referenceto Fig. 4.

According to the exemplary IVM system 200, the local IVM server 202 is enabled to

provide instant voice messaging to one or more IVM clients 206 and 208, as well support

instant voice messaging for PSTN legacy telephones 110. It is noted that although Fig. 2

depicts one of each IVM client 206, 208 and legacy telephone 110 forclarity and brevity,

the local IVM server 202 is enabled to support a plurality of each of the foregoing IVM
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clients 206, 208 and legacy telephone 110. The local packet-switched IP network 204

interconnects the IVM clients 206, 208 and the legacy telephone 110 to the local 1VM server

202 as well as interconnecting the local IVM server 202 to the local IP network 204. The

network 204 maybe a local area network (LAN), a wide area network (WAN),or the like,

which supports both wired and wireless devices. The exemplary IVM client 208 is a VoIP

softphone, the architecture of which will be described in detail hereinbelow with reference

to I'ig. 3. A microphone 212 is connected to the [VM client 208 and enables the recording

of an mstant voice message according to the present invention into an audiofile 210 for

transmission to the localVM server 202 over the network 204. An input device 218 (e.g., a

keyboard) is connected to the TVM client 208 to select one or more recipients that are to

reccive the recorded instant voice message. Although not depicted in Fig. 2, the input

device 218 may includea trackball, digitizing pad or mouse,or the like. A display device

216 is connccted to the TVM client 208 to display instant voice messages recorded and/or

received by a user of the [VM client 208. An audio device 214, such as external speaker, is

connected to the IVM client 208 to play received instant voice messages. It is noted that the

microphone 212, audio device 214, display device 216 and input device 218 may form

integral parts of the IVM client 208.

Further with reference to Fig. 2, IVM client 206 is interconnected via the

network 204 to the local [VM server 202. An exemplary 1VM client 206 is a VoIP

telephone, which comprises a screen display (not shown) capable of displaying instant voice

messages recorded and/or received by a user of the IVM client 206 according to the present

invention. The VoIP telephone 206 further comprises a handset and/or speakerphone for
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recording instant voice messages and listening to instant voice messages received at the

VoIPtelephone 206 according to the present invention. The VoIP telephones which may be

implemented to provide instant voice messaging functionality according to the present

invention are commercially available from many vendors, including Alcatel™, Lucent™,

NEC™and Cisco™, to name just a few. In addition to the foregoing IVM clients 206, 208,

the IVM system 200 supports a legacy telephone 110 for instant voice messaging according

to the present invention. The legacy telephone 110 is connected to a legacy switch 112. The

legacy switch 112 is further connected to a media gateway 114. Both the legacy switch 112

and the media gateway 114 interconnect the legacy telephone 110 via the network 204to the

local IVM server 202, thereby facilitating instant voice messaging according to the present

invention. The media gateway 114 may be a gateway that supports trunk pack network

control(i.e., “TPNCP”) protocol, media gateway control protocol(i.e., “MGCP”), or a

media gateway control H.428 protocol (i-c., “MEGACO”). As previously mentioned, the

media gateway 114 converts the audio signal carried over PSTN to packets to be transmitted

over a packet-switched IP network, such as the local network 204.

The implementation of the instant voice messaging for [VM client 208 will

be describedfirst and will be followed by the implementations for [VM client 206 and

legacy telephone 110, with reference to the local TVM system 200 depicted in Fig. 2. These

implementations implementa “record mode”ofthe instant voice messaging according to the

present invention. There will further be described an “intercom mode”ofthe instant voice

messaging according to the present invention. Therefore, in operation of the IVM client 208

according to Fig. 2, the [VM client (VM softphone) 208 is connected over the network 204
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to the IVM server 202, which as aforementioned enables instant voice messaging

functionality over the network 204. The IVM client 208 displaysa list of one or more [VM

recipients on its display 216, provided and stored by the local IVM server 202, as will be

particularly described hereinbelow with reference to Fig. 4. The user operates the [VM

client 208 by using the input device 218 to indicate a selection of one or more IVM

recipients from the list. ‘The user selection is transmitted to the [VM server 202. The user

selection also generates a start signal to the IVM client 208 that the user is ready to begin

instant voice messaging according to the present invention. In response to thestart signal,

the IVM client (softphone) 208 listens to the input audio device 212 and recordsthe user’s

speechinto a digitized audiofile 210 (i.e., instant voice message) stored on the TVM client

208. The audio file 210 at the IVM client 208is finalized via a stop signal, which is

generated bythe uservia the input device 218 or a preset tume period without speech input

via the input audio device 212 on the IVM client 208. Oncethe recording of the user’s

specchis finalized, IVM client 208 generates a send signalindicatingthat the digitized audio

file 210 (instant voice message)is ready to be sentto the selected recipients. The uscr

generates the send signal whenthe user operates the [VM client 208 via the input device

218, ¢.g., pressing a key on a keyboardorclicking a button on amouse. The IVM client 208

transmits the digitized audio file 210 and the send signal to the local IVM server 202. In

responseto the send signal indicating that the instant voice message is ready to hesent, the

IVM client 208 sends the recorded audio file 210 destined for the selected one or more

recipients via local IVM server 202. After receiving the audiofile 210, the 1VM server 202

thereafter delivers the transmitted instant voice message to the selected one or more

recipients via the local IP network 204. The one or more recipients are enabled to display an
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indication that the instant voice message has been received and audiblyplaythe instant

voice message to an associated user. It should be understood that only the available [VM

recipients, currently connected to the IVM server 202, will receive the instant voice

message. It is noted that if a recipient [VM client is not currently connectedto the local

IVMserver 202 (i.e., is unavailable), the [VM server temporarily saves the instant voice

message and delivers it to the IVM client when the IVM client connects to the local IVM

server 202 (i.e., is available).

There are several embodimentsfor the operation of the 1VM client (VoIP

telephone) 206 within the IVMsystem 200, accordingto the present invention. In the first

embodiment, the VoIP telephone 206 is a standalone IVM client 206 enabled for instant

voice messaging according to the present invention. In the second embodiment, the VoIP

telephone 206 operates synchronously either with the IVM client 208 or IVM server 202 to

enable instant voice messaging according to the present invention. Thus, in operation

according to the first embodimentin Fig. 2, theVM client (VoIP telephone) 206is

connected over the network 204 to the IVM server 202, which as aforementioned enables

instant voice messaging functionality over the local network 204. The IVM client 206

displaysa list of one or more IVM recipients on its associated display provided and stored

by the local IVM server 202,as will be particularly described hereinbelow with reference to

Fig. 4. The user operates the [VM client 206 by using a keypad on the VoIP telephone 206

to indicate a selection of one or more IVM recipients from thelist. The VoIP telephone 206

transmits the selection to the IVM server 202. The userselection also generates a start

signal to the IVM client 206 indicating the user is ready to begin instant voice messaging
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according to the present invention. The user speaksinto the handsct of the IVM client 206

or a speakerphone on the IVM client 206. Although not shownin Fig. 2, the VoIP telephone

206 may provide a dedicated storage device, which in response to thestart signal records an

audiofile, similar to the audio file 210 in the IVM client 208. The audio file is finalized via

a stop signal. The stop signal is generated when the user presses a button on the keypad, a

preset time period without speech input to the VoIP telephone 206, or whenthe user returns

the handsetto the cradle of the VoIP telephone 206. Once the recording of the user's speech

is complete, a send signal is generated indicating that the instant voice messageis ready to

be sent to the selected recipients. The user generates the send signal when the user presses a

button on the keypad or returns the handsetof the VoIP telephone 206 to it cradle (on-hook).

In responseto the send signal, the VM client 206 sends the recorded audio to the local [VM

server 202 via the network 204. The IVM server 202 thereafter delivers the instant voice

message to the sclected one or more recipients via the IP network 204. As before, the one or

more recipients are enabled to display an indication that the instant voice message has been

received and audibly play the instant voice message. As aforementioned, if a recipient [VM

client is not currently connected to the local IVM server 202, the IVM server 202

temporarily saves the instant voice message anddelivers it to the IVM client when the IVM

client connects to the local IVM server 202.

In the second embodimentofthe IVM client 206 according to Fig. 2, the

VoIP telephone 206 operates synchronously either with the IVM client 208 or the IVM

server 202 to enable instant voice messaging according to the present invention. Thus, in

operation according to the second embodiment, the IVM client (VoIP telephone) 206isstill
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connected over the network 204 to the IVM server 202, which as aforementioned enables

instant voice messaging functionality over the local network 204. However, VoIP telephone

206 cooperates with the [VM client 208 or IVM server 202 to record and send an instant

voice message. Morespecifically, the VoIP telephone 206is only used as a

recording/listening device for recordingorlisting to instant voice messages, while the [VM

client 208 is used for displaying andselecting instant voice message recipients as described

hereinabove. In operation, the IVM client 208 displays a list of [VM recipients on the

display device 216 provided and stored by the local IVM server 202. The user operates the

IVM client 208 by using the input device 218 on the IVM client 208to indicate a selection

of one or more IVMrecipients from the list. The user selection is transmitted to the [VM

server 202. The userselection generatesa start signal to the IVM server 202 indicating that

the user is ready to begin instant voice messaging accordingto the present invention. In

responseto recciving thestart signal, the IVM server 202 transmits a ring signal to the VoIP

telephone 206, thereby indicating to the user the TVMsystem 200 is ready to record an

instant voice message. The IVM server 202 also signals the [VM client 208 to generate

audio file 210 to record the instant voice message. As the user picks up the handset ofthe

VoIP telephone 206 (off-hook), a connection is established via the network 204 between the

local IVM server 202 and the VoIP telephone 206. Thereafier, the [VM server 202 forwards

the user’s speech transmitted from VoIP telephone 206 to the IVM client 208 for storage

into digitized audio file 210 on the IVM client 208. The audio file 210 is finalized by

returning the handsetits cradle (on-hook) or by pressing a designated button on the keypad

VoIP telephone 206, which transmits the stop signal to the IVM server 202 and further from

the IVM server 202 to the IVM client 208. Returning the handsctto its cradle preferably
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generates a send signal to the IVM server 202, which transmits the signal to the IVM client

208. The IVM client thereafter transmits the recorded audio file 210 (instant voice message)

to IVM server 202 for delivery to the selected one or more IVM recipients. Alternatively,

the user may press a key on the keyboard 218 to initiate the send signal. In response to the

send signal, the [VM client 206 sends the recorded audio to the local IVM server 202 via the

network 204. The IVM server 202 thereafter delivers the instant voice message to the

selected one or more recipients via the IP network 204. The one or morerecipients are

enabled to display an indication that the instant voice message has been received and

audibly play the instant voice message. If a recipient [VM client is not currently connected

to the local IVM server 202, the IVMserver 202 temporarily saves the instant voice

message and deliversit to the [VM client when the IVM client connectsto the local IVM

server 202.

In operation of the legacy telephone 110 accordingto Fig. 2, the legacy

telephone 110 is connectedto the local IVM server 202 via media gateway 114 and legacy

switch 112. ‘The legacy telephone 110 cooperates with the IVM client 208 to record and

send an instant voice message. Morespecifically, the legacy telephone 110 is used as a

recording/listening device for recordingorlisting to instant voice messages, while the [VM

client 208 is used for displaying and selecting instant voice message recipients as described

hereinabove. Thus, in operation the [VM client 208 displays a list of [VM recipients on the

display device 216 provided andstored by the local IVM server 202. The user operates the

IVM client 208 by using the input device 218 on the [VM client 208 to indicate a selection

of one or more IVM recipients from the list. The user selection is transmitted to the [VM
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server 202. The user selection gencratesa start signal to the IVMserver 202 indicating that

the user is ready to begin instant voice messaging according to the present invention. In

response to receiving the start signal, the IVM server 202 transmits an emulation code to the

legacy telephone 110 to ring, thereby indicating to the user the [VM system 200 is ready to

record an instant voice message. Asthe userpicks up the handset ofthe legacy telephone

110 (off-hook), a connectionis established via the network 204 between the legacy

telephone 110 and the IVM server 202. Thereafter, the IVM server forwards the user’s

speech transmitted from the legacy telephone 110 to the IVM client 208 for storage into the

digitized audio file 210 (.e., instant voice message). The audio file on the IVM client 208is

finalized by returning the handset ofthe legacy telephone 110 to its cradle (on-hook) or by

pressing a designated button on the keypad of the legacy telephone 110, which transmits a

stop signal to the [VM server 202 and further to the [VM client 208. Returning the handset

to its cradle also generates a send signal to the IVM server to transmit the recorded audiofile

(instant voice message) to the selected one or more IVM recipients. The [VM server 202

thereafter delivers the instant voice message to the selected one or more recipients via the IP

network 204. The one or more recipients are enabled to display an indicationthat the

received instant voice message has been received and audiblyplaythe instant voice

message. If a recipient [VM client is not currently connected to the local [VM server 202,

the IVM server 202 temporarily saves the instant voice message anddelivers it to the IVM

client when the IVM client connects to the local IVM server 202.

Regarding the operational embodiments described with reference to Fig. 2 for

recoding and transmitting an instant voice message according to the present invention, the
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digitized audiofile is preferably compressed by applying a compression algorithm before

sending the audio file to the one or more selected recipients. ‘I'he audio file is preferably

compressed within the IVM clients 206, 208 before forwarding the audiofile to the [VM

server 202 for subsequentdelivery to the one or more selected recipients. Alternatively, the

compression may be implemented within the IVM server 202 before the audiofile is

transmitted to the one or more selected recipients. A Lempel-Ziv compression algorithm is

preferably used to compress the audiofile according to the present invention. It is noted that

many suitable compressionalgorithms are known to personsofskill in the art, including

Huffman encoding, audio compression standards promulgated by the Moving Pictures

Experts Group (“MPEG”), G.722 wideband speech encoding standard,fractal compression,

and wavelet compression. Anyof the foregoing compression algorithms may be

implemented within the scope of the present invention.

Further regarding the operational embodiments described with reference to

Fig. 2 for recoding and transmitting an instant voice message according to the present

invention, the digitized audiofile (which may or may not be compressed as described above)

is further preferably encrypted via an encryption algorithmbefore transmitting the audiofile

to the one or more selected recipients. The encryption is preferably implemented within the

IVMclients 206, 208 before forwarding the audio file to the [VM server 202 for subsequent

delivery to the one or moreselected recipients. Alternatively, the encryption may be

implemented within the IVM scrver 202 before the audiofile is transmitted to the one or

more selected recipients. An AES (Rijndael) encryption algorithm is preferably used to

encrypt the audio file according to the present invention. It is noted that many suitable

-22-

Hawork\1732\17 188YX\SPEC\17188 YX_spec.doc

265



266

1S

20

encryption algorithms are known to personsskilled in the art, including DES, Triple DES,

Blowtish, Twofish, Serpent, and the like. Any of the foregoing encryption algorithms may

be implemented within the scope of the present invention.

Lastly with reference to Fig. 2, in addition to the “record mode”ofinstant

voice messaging,the instant voice messaging system 200 also supports an “intercom mode”

of voice messaging. The “intercom mode”represents real-time instant voice messaging. In

the “intercom mode,” instead of creating an audio file 210, one or more buffers (not shown)

of a predetermined size are generated in the IVM client 206, 208 or local IVM server 202.

The one or more buffers are used to automatically write successive portions ofthe instant

voice message. Oncea first buffer is full, i.c., input audio of the predetermined size is

written to the buffer, the contentof the first buffer is automatically transmitted to the [VM

server 202 for transmission to the one or more IVM recipients. A second bufferis

meanwhile written with the next successive portion of input audio. Once, the second buffer

is full, i.e., input audio of the predeterminedsize is written to the buffer, the content of the

second buffer is transmitted to the TVM server 202 for transmission to the one or more [VM

recipicnts. If the entire instant voice message or a successive portion thereof (such as a last

successive portion in the instant voice message) written to either buffer is smaller the

predetermined sizc, then the buffered content of less than the predeterminedsize is

automatically transmitted to the IVM server 202. The foregoing buffering using the first and

second buffers is repeated until the entire instant voice message has been transmitted to the

IVMserver 202 for transmission to the one or more IVM recipients. It is noted that the

inventionis not limited to a particular numberofbuffers. The foregoing buffering and
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transmission allows a “real-time” instant voice message to be transmitted to the one or more

IVM recipients. The “intercom mode” may be designated as a default mode when an IVM

recipient is on-line, while the “record mode” maybe designated as a default if the IVM

recipient is unavailable, i.e., not on-line. The user may easily change the “intercom mode”

to the “record mode”on the respective IVM client 206, 208. Finally, the audio contents of

the buffers may be signal processed(for clarity), encrypted and compressed before

transmission, as will be described in more detail hereinbelowwith referenceto Fig. 3.

Fig 3. an exemplary illustration of the architecture in the IVM clicnt 208 for

enabling instant voice messaging according to the present invention. Morespecifically, the

IVM client 208 comprises a client platform 302 for generating an instant voice message and

a messaging system 320 for messaging between the IVM client 208 and the IVM server 202

for enabling instant voice messaging according to the present invention. The IVM client

208 is a general-purpose programmable computer equipped with a network interface (not

shown), such as an Ethernetcard, to provide connectivity to the network 204. It is noted

that any suitable networking protocol, not only Ethernet, could be used to connect theVM

client to a network 204 and thus is considered within the scope of the present invention. The

client platform 302 comprisesa client engine 304, which controls other components, namely

the documenthandler 306, file manager 308, audio file creation 312,signal processing 314,

encryption/decryption 316, and compression/decompression 318. The messaging system

320 andthe client engine 304 communicate via standard inter-process communication. The

messaging system 320 and client engine 304 also communicate with the IVM server 202

over the network intcrface via the network 204. The document handler 306 oversees the
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retrieving, sending, receiving and storing of one or more documents(orfiles) attached to

instant voice messages from/to the one or more selected IVM recipicnts that may be

communicating with the IVM client 208. More specifically, whenan instant voice message

is to be transmitted to the one or more IVM recipients, one or more documents maybe

attached to the instant voice messageto be, stored or displayed by the one or more selected

IVMrecipients. The file manager accesses a message database 310, in which both the

received and recorded instant voice messages are represented as database records, each

record comprising a message identifier and the instant voice message. The file manager 308

services requests from the userto record, delete or retricve messages to/from the message

database 310. Audiofile creation 312 creates an instant voice message as audiofile 210,

and is responsible for receiving input speech for the instant voice message from audio input

device 212 or via network 204 and storing the input speech into audio file 210. Signal

processing 314 performs noise removal and signal optimization in the audiofilc 210.

Encryption/decryption 316 provides for respectively encrypting/decrypting of

outgoing/incoming audio files (i.e., imstant voice messages), and

compression/decompression 318 respectively compresses/decompresses the

outgoing/incoming audiofiles.

Further with reference to Fig. 3, the reception of an instant voice message is

described as follows. It is assumed that the local IVM server 202 has determinedthat the

IVM client 208is available to receive an instant voice message by checking the [VM

client’s 208 current status, i.e., whether the IVM client 208 is “on-line.” The local VM

server 202 maintains the current status of the IVM clients connected to the local TVM server
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202, 1.e., IVM clients 206, 208. It is further assumed that an IVM client has transmitted an

instant voice message to the [VM client 208. The local TVM server 202 receivesthe instant

voice message over the local IP network 204 and forwards the instant voice message to the

IVMclient 208. Uponreceipt at the IVM client 208, the instant voice message is decrypted

at 316, decompressed at 318, and stored in the message database 310 using the file manager

308. Any files attached to the instant voice message are also stored in the message database

310 using the file manager 308. A visual and/or soundeffectis initiated to notify a user of

the IVM client 208 that a new instant voice message has been received at the IVM client

208. At this point in time, the instant voice message and any file attachments are available

to the user. The user can select the instant voice message from a listing of available instant

voice messages displayed on the TVM client 208 and play the newly received instant voice

message. The user may also open anyfile attachments and moveorsavethefiles to a

separate location on the client using a drag-and-drop process.

Still further with reference to Fig. 3, the generation and transmission of an

instant voice message is described as follows. The user selects the available one or more

IVMrecipients and initiates the creation of an instant voice message as described above

with reference to Fig. 2. The client engine 304 detects the start signal and invokes audio file

creation 312 of the audio file 210. The audiofile 210 is initialized and captures the audio

voice message input by the user. Oncethe client engine 304 detects a stop signal, the instant

voice messageis finalized in the audio file 210 via audio file creation 312. The audiofile

210 is adjusted for gain, and noise is removed via signal processing 314. The audiofile 210

is further compressed at 318 and encrypted at 316. The completion of these processes
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causes the client engine 304 to inform the uscr via display 216 that the instant voice message

is available to be sent. After the client engine 304 detects the send signal from the user, the

instant voice message (audio file 210) is transferred to the local IVM server 202. Before

the transmission of the instant voice message(i.c., before the send signal), the user has the

option to reviewthe instant voice message, re-record the instant voice message, delete the

instant voice, as well as attach one or morefiles (i.e., documents). The attachment of one or

more files is enabled conventionally via a methodology such as “drag-and-drop” and the

like, which invokes the document handler 306 to make the appropriate linkages to the one or

more files and flags the messaging system 320 that the instant voice message also has the

attached one or morefiles.

Fig 4. an exemplary illustration of the local [VM server 202 for enabling

instant voice messaging according to the present invention. The IVM server 202 is a

general-purpose programmable computer equipped with a network interface, such as an

Ethernet card, to provide connectivity to a network 204. It is noted that any suitable

networking protocol may be implemented to connect the IVM server 202 to a network 204.

The IVM server 202 comprises a server communication platform 402, a messaging system

436 and a database 414, thereby enabling instant voice messaging accordingto the present

invention. The server communication platform 402 comprises a server engine 404, client

manager 406,station manager 408, gateway manager 410, database manager 412 that

accesses database 414, supplemental servers 416 (including particular server subsystems

418-424), as well as a control layer 426 (including non-proprietary server subsystems 428,

430 and proprietary server subsystems 432, 434). The messaging system 436 and the server
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engine 304 communicate via standard inter-process communication. The messaging system

436 and the server engine are also able to communicate with the [VM clients 206, 208 over

the network interface via the network 204. The database 414 stores users (e.g., [VM clients

as well as legacy telephoneclients) that are known to the IVM server 202 via the database

manager 412. The users are represented in the database as records, each record comprising a

user name, a password, and a contactlist (a list of other users with whom the user wishes to

exchange instant voice messages), and other data relating to the user. The database manager

412 services requests to add, update, delete, or retrieve database records to/from the

database 414. The password may be stored in the database 414 asplaintext, in encrypted

form, or as a hash (e.g., MDS hash). The messaging system 436 communicatesto the server

engine 404 via message objects.

A message object comprises an actionfield, an ID field, a source field, a

destination field, and an object field. The contentof the action field is sclected fromalist

of permitted actions, which amongother actions includes: connect, disconnect, subscribe,

unsubscribe, and post message. In addition, the actions include: determining if an IVM

client is awake(i.e., pinging), disconnecting from the IVM client, processing an IVM client

message, and notifying [VM clients if the [VM server 202 goes down. Theclient messages

include sending an instant voice message portions, checkin message, send message, set

status message, send a phone command message, and send control parameters message. The

content of the [D field represents a unique identifier for the message object. The content of

the sourcefield is a globally unique identifier (“GUID”) that uniquely identifies the sender

of the message. This uniqueidentifier can be generated by any known way,including the
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Globally Unique ID function call available in the Microsoft Windows and Microsoft INET

environments. In some circumstances, the source field is set to a special value to indicate

that the sender of the message objectis entitled to special privileges. The senders with

special privileges are in fact [VM servers. This allows the IVM servers to broadcast

messages to one another, subscribe to special events, and directly send messagesto specific

IVM servers. These privileges can depend upon whether the IVM servers are local servers

or global servers. As an example, there can exist more than one local IVM server, each of

these local IVM servers automatically has privileges to communicate to other local VM

server. Onaglobal server system, a directory server can communicate with one or more

transport servers. The content of the destination field is a GUID of an intended IVM

recipient ofthe instant voice message. The content of the objectfield is a block of data

being carried by the message object, which may be, for example, a digitized instant voice

message. Depending on the circumstances in which the message object is sent, some of the

message object fields may beleft blank or ignored. For example, the message object may

merely require an action to be performed based upon the GUID supplied. In this case, the

action does not necessarily require any data to be sent or received and someof the message

object’s ficlds may be left blank or ignored.

Connection objects maintain the logical connections between the [VM server

202 and IVM clients 206, 208 connected to the [VM server 202. Morespecifically, a

connection object comprises data representing the state of the connection and code (one or

more methods) for establishing and maintaining the logical connections between the[VM

server 202 and the IVM clients 206, 208 within the IVM system 200 of Fig. 2. The
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connection object can contain both data and/or commands, including information that

describes the socket, the size of the data to be transferred, and the priority of the transfer

(e.g., high, normal, low, unknown). Onstart up the local IVM server 202 generates and

maintains a list for each IVM client 206, 208. The local IVM server 202 then waits to

receive connection objects from the IVM clients 206, 208 that are stored in the respective

lists, decodes the received connection objects to obtain specific requests, and then services

the specific requests from the [VM clients 206, 208.

Further with reference to Fig. 4, the server engine 404 controls all other

subsystemsin the server communication platform 402, andit is responsible for startup and

shutdown of the [VM server 202 and the IVM system 200. The client manager 406 controls

the IVM clients 206, 208, providing contact presence (connection) information and message

scheduling and delivery. The station manager 408 controls the individual legacy telephone

110 and coordinates its activity to work synchronously with the IVM client 208 and server

202. The gateway manager 410 enables the IVM server 202 to communicate with the

legacy telephones, such as legacy telephone 110. The control laycr 426 comprises a

plurality of server subsystems 428-434, each ofwhich providestranslation services to

different proprietary and non-proprietary gateways 114, such as TPNCP, MGCP,and

MEGACOgateways. The proprietary server subsystems 428, 430 and non-proprietary

server subsystems 432, 434 are connected to respective gateways 114 via the local IP

network 204. The supplemental server subsystems 416 provide a number of required

services such as display manager subsystem 418, dynamic host configuration protocol(i.e.,

“DHCP”) subsystem 420,trivial file transfer protocol(i-e., “TFTP”) server subsystem 422,
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and hypertext transfer protocol (i.c., “HTTP”). Each of the supplemental servers 418-424 in

the subsystem 416 is used during the initial set-up of the IVM system 200. The boot-up

process andallocation of IP addresses to IVM clients 206, 208 are performed through an

LCD panel (not shown) associated with the local IVM server 202. The LCD manager 418

supports this boot-up process. The DHCPserver 420 is used to allocate IP addresses as

required and allows the advanced configuration of network settings in the instant voice

messaging system. The TFTP server 422 provides a TCP/IPfile transfer capability. Lastly,

the HTTP server 424 provides services for a web server.

Figure 5 is an exemplary illustration of a global instant voice messaging

(IVM) system 500, according to the present invention. In the global IVM system 500, the

local IVM system 200 is depicted as a local IVM system 510, which is connected to a

packet-switched network 102 (i.e., Internet). The global IVM system 500 comprises the

local TVM system 510, global IVM server system 502, and global IVM clients 506 and 508

that are optionally connected via local IP network 504. The global IVM server system 502

is connected Lo the IP network(i-e., Internet) 102 for enabling the local IVM clients 206,

208 and legacy telephone 110 in the local [VM system 510 to generate and send instant

voice messages to the global 1VM clients 506, 508, as well as the local IVM clients 206, 208

to receive instant voice messages from the global [VM clients 506, 508. The

implementation of the global instant voice messaging for the ITVM client 208 will be

describedfirst and will be followed by the implementations for IVM client 206 and legacy

telephone 110, with reference to the global IVM system 500 depicted in Fig. 5. Thereafter,

instant voice messaging for global clicnts 506 and 508 will be described according to the
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present invention. These implementations implement a “record mode”ofthe instant voice

messaging accordingto the present invention. Thereafter, there will lastly be described an

“antercom mode”ofthe instant voice messaging accordingto the present invention.

Therefore, in operation of the [VM client 208 according to Fig. 5, the IVM

client 208 is connected via the networks 204, 102 to the global IVM server system 502,

which enables the global instant voice messaging functionality outside the local IVM system

510 over the network (i.e., Internet) 102. More specifically, the [VM client 208 requests

from the global IVM server system 502 a global contactlist (not shown) ofglobal one or

more IVM recipients with which the IVM client 208 may exchangeinstant voice messages.

For the purposesofillustration, it is assumed that global IVM clients 506, 508are in the

contact list. The global [VM server system 502 stores and maintainsthis contactlist. Thus,

the global [VM server system 502 respondsby transmitting the contact list to the IVM client

208. The IVM client 208 displaysthe contact list on its display 216. Alternatively, the

global contact list may be replicated to the local [VM server 202 within the local[VM

system 510, in which case the local IVM client 208 obtains the global contact list from the

local [VM server 202. The user operates the [VM client 208 by usingthe input device 218

to indicate a selection of one or more [VM recipients from the global contact list. Here, for

the purposes ofillustration it is again assumed that [VM client 208 selected global IVM

clients 506, 508. The user selection is transmitted to the [VM server 202. The user

selection also generates a start signal to the [VM client 208 that the useris ready to begin

instant voice messaging. In response to the start signal, the 1VM client 208 listens to the

input audio device 212 and records the user’s speech into a digitized audio file 210 (ie.,
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instant voice message) stored on the IVM clicnt 208. The audio file 210 is finalized via a

stop signal, which is generated by the user via the input device 218 or a preset time period

without speech inputvia the input audio device 212. Once the recording is finalized, the

IVM client 208 generates a send signal indicating that the digitized audio file 210 (instant

voice message) is ready to be sent to the selected one or more IVM recipients. The user

generates the send signal whenthe user operates the IVM client 208 via the input device

218. The IVM client 208 transmits the digitized audio file 210 and the send signal to the

global [VM server system 502 via the local IP network 204 and the global IP network 102.

After receiving the audio file 210, the global IVM server system 502 delivers the transmitted

instant voice message to the selected one or morerecipients(e.g., [VM clients 506 and 508)

via the IP network 102. The one or morerecipients are enabled to display an indication that

the instant voice messagehas been received and audibly playthe instant voice message to an

associated user. It is noted that if a recipient IVM client 506, 508 is not currently connected

to the global [VM server system 502, the global IVM server system 502 temporarily saves

the instant voice message anddelivers it to the global IVM client 506, 508 when the IVM

client connects to the global [VM server system 502.

There are several embodiments for the operation of the [VM client (VoIP

telephone) 206 within the global IVM system 500 of Fig. 5, according to the present

imvention. In the first embodiment, the VoIP telephone 206 is a standalone IVM client 206

enabled for instant voice messaging according to the present invention. In the second

embodiment, the VoIP telephone 206 operates synchronously with the IVM client 208to

enable instant voice messaging accordingto the present invention. Thus, in operation
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according to the first embodimentin Fig. 5, the [VM clicnt 206 is connected via the

networks 204, 102 to the global IVM server system 502, which enables instant voice

messaging functionality over the IP network (Internet) 102. As mentionedpreviously, the

IVM client 206 is also connected to the local IVM server 202. The IVM client 208 requests

fromthe global [VM server system 502 a global contactlist (not shown) of the global one or

more [VM recipients with which the IVM client 206 may exchangeinstant voice messages.

For the purposes ofillustration, it is assumed that the global TVM clients 506, 508 are in the

contactlist. The global IVM server system 502 stores and maintainsthis contactlist. Thus,

the global IVM server system 502 responds by transmitting the global contactlist to the

1VM client 206. Alternatively, the global contact list may be replicated to the localVM

server 202 within the local IVM system 510, in which case the local IVM client 206 obtains

the global contactlist from the local [VM server 202. The IVM client 206 displaysalist of

the one or more IVM recipients on its associated display. The user operates the IVM client

206 by using a keypad on the VoIP telephone 206 to indicate a selection of one or more

IVM recipicnts from the list. The VoIP telephone 206 transmits the selection to the global

IVMserver system 502. The user selection also generates a start signal to the [VM client

206 indicating the user is ready to begin instant voice messaging accordingto the present

invention. The user speaks into the handset of the IVM client 206 or a speakerphoneon the

IVM chient 206. Although not shown in Fig. 5, the VoIP telephone 206 may provide a

dedicated storage device, which in responseto the start signal records an audiofile, similar

to the audio file 210 in the IVM client 208. The audiofile is finalized via a stop signal. The

stop signal is generated whenthe user presses a button on the keypad,a preset time period

without speech input to the VoIP telephone 206, or when the user returns the handsetto the
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cradle of the VoIP telephone 206. Once the recording of the user’s speech is complete, a

send signal is generated indicating that the instant voice messageis ready to be sentto the

selected recipients. The user generates the send signal when the user presses a button on the

keypad or returns the handset of the VoIP telephone 206to it cradle. In response to the send

signal, the [VM client 206 sends the recorded audiofile (instant voice message) to the global

IVMserver system 502 via the networks 204, 102 for delivery to the selected one or more

IVM recipients. The global IVM server 502 thereafter delivers the instant voice message to

the selected one or morerecipients (e.g., [VM clients 506 and 508) via the IP network 102.

Asbefore, the one or more recipients are enabled to display an indication that the instant

voice message has been received and audibly play the instant voice message. If a recipient

IVM clientis not currently connected to the global TVM server system 502, the globalVM

server system 502 temporarily saves the instant voice message and deliversit to the[VM

client when the [VM client connects to the global [VM server system 502.

In the second embodiment of the IVM client 206 accordingto Fig. 5, the

VoIP telephone 206 operates synchronously with the IVM client 208 to enable global instant

voice messaging accordingto the present invention. Thus, in operation according to the

second embodiment in Fig. 5, the VoIP telephone 206 is connected over the network 204 to

the IVM client 208 and the IVM client 208 is connected via the networks 204, 102 to the

global IVM server system 502, which enables instant voice messaging functionality over the

IP network (Internet) 102. The VoIP telephone 206 cooperates with the [VM client 208 to

record and send a globalinstant voice message outside the local [VM system 510. The IVM

client 208 displays a global contact list of IVM recipients (not shown) onthe display device
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216 provided by the global IVM server system 502, as described hereinabove.

Alternatively, the global contact list may be replicated to the local IVM server 202 within

the local IVM system 510, in which case the [VM client 208 obtainsthe global contactlist

from the local IVM server 202. The user operates the IVM client 208 by using the input

device 218 to indicate a selection of one or more IVM recipients from the contact list. The

user selection generatesa start signal in the IVM client 208 indicating that the user is ready

to begin instant voice messaging accordingto the present invention. In responseto thestart

signal, the [VM client 208 generates audio file 210 to record an instant voice message and

transmits a ring signal to the VoIP telephone 206. Asthe user picks up the handsetofthe

VoIP telephone 206 (off-hook), a connection is established via the network 204 between the

local IVM client 208 and the VoIP telephone 206. Thereafler, the VoIP telephone 206

forwards the user’s speech to the IVM client 208 for storage into the audio file 210. The

audio file 210 is finalized byreturning the handsetits cradle (on-hook) or by pressing a

designated button on the keypad VoIP telephone 206, which transmits the stop signal to the

IVM client 208. Returning the handsetto its cradle preferably generates a send signal to the

IVM client 208. ‘The VM client thereafter transmits the recorded audio file 210 (instant

voice message) to the global IVM server system 502 via networks 204, 102 for delivery to

the selected one or more [VM recipients. Alternatively, the user may press a key on the

keyboard 218 to initiate the send signal. In responseto the send signal, the [VM client 208

sends the recorded audiofile to the global IVM server system 502 for delivery to the

selected one or more IVM recipients. The global IVM server system 502 thereafter delivers

the instant voice message to the selected one or morerecipients(e.g., [VM clients 506 and

508) via the IP network 102. As before, the one or more IVM recipients are enabled to
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display an indication that the instant voice message has been received and audibly play the

instant voice message. Ifa recipient IVM client is not currently connectedto the global

IVMserver system 502, the global [VM server system 502 temporarily saves the instant

voice message and delivers it to the [VM client when the IVM client connectsto the global

IVM server system 502.

In operation of the legacy telephone 110 according to Fig. 5, the legacy

telephone 110 is connectedto the local [VM client 208 via media gateway 114, legacy

switch 112 and network 204. The legacy telephone 110 cooperates with the IVM client 208

to record and send an instant voice message outside the local IVM system 510. More

specifically, the legacy telephone 110 is used as a recording/listening device for recording or

listing to instant voice messages, while the IVM client 208 is used for displaying and

selecting instant voice messagerecipients as described hereinabove. Thus, in operation the

IVM client 208 requests from the global IVM server system 502 a global contactlist of

global one or more [VM recipients with which the IVM client 208 may exchangeinstant

voice messages. Alternatively, the global contact list may be replicated to the local IVM

server 202 within the local IVM system 510, in which case the IVM client 208 obtains the

global contact list from the local TVM server 202. The IVM client 208 displays the global

list of [VM recipicnts, as described hereinabove. The user operates the IVM client 208 to

indicate a selection of one or more [VM recipients from the global contactlist. The IVM

client 208 transmits the uscr selection to the global IVM server system 502. The user

selection generates a start signal in the IVM client 208 indicating that the user is readyto

begin instant voice messaging according to the present invention. In responseto thestart
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signal, the IVM client 208 transmits an emulation code to the legacy telephone 110 toring,

thereby indicating to the user the global IVM system 500 is ready to record an instant voice

message. Asthe user picks up the handsetof the legacy telephone 110 (off-hook), a

connection is established via the network 204 between the legacy telephone 110 and the

IVM client 208. Thereafter, the user’s speech is transmitted from the legacy telephone 110

to the IVM client 208 for storage into the digitized audio file 210 (i.e., instant voice

message). The audiofile 210 is finalized by returning the handset of the legacy telephone

110 to its cradle (on-hook) or by pressing a designated button on the keypad of the legacy

telephone 110, which transmits a stop signal to the [VM client 208. Returning the handset

to its cradle may also generate a send signal to the IVM client 208 to transmit the recorded

audio file (instant voice message) to the global IVM server system 502 for delivery to the

selected one or more IVM recipients. Alternatively, the send signalis preferably generated

from the IVM client 208 as described hereinabove. The global IVM server system 502

thereafter delivers the instant voice message to the selected one or more IVM recipients via

the IP network (Internet) 102. The one or morerecipients are enabled to display an

indicationthat the instant voice message has heen received and audibly play the instant

voice message. Ifa recipient [VM client is not currently connected to the global IVM server

system 502, the global IVM server system 502 temporarily saves the instant voice message

and delivers it to the IVM client when the IVM client connects to the global TVM server

502.

Further with reference to Fig. 5, the instant voice messaging for global clients

506 and 508 will be described according to the present invention. In a first embodiment,
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each of the global IVM clients 506, 508 is enabled to independently send an instant voice

message. The IVM clients 506, 508 have like peripheral devices and functionality described

respectively with reference to local VM clients 206, 208 in Fig. 2. In second embodiment

described below, the VoIP telephone 506 operates in conjunction with the 1VM client 508 to

send an instant voice message. Therefore, in operation of the global IVM clients 506 and

508 according the first embodiment in Fig. 5, the IVM clients 506, 508 are connected via the

networks 204, 102 to the global IVM server system 502, which enables the global instant

voice messaging functionality outside the local [VM system 510 over the network (i.e.,

Internet) 102. Each of the global IVM clients 506, 508 is enabled to request from the global

IVM server system 502 a contactlist (not shown) of global one or more IVM recipients with

which each of the global IVM client 506, 508 may exchangeinstant voice messages. For

the purposesofthis illustration, it is assumed that the IVM clients 206 and 208 within the

local IVM system 510 are in the contactlist for each global [VM client 506, 508. The

global IVM server system 502 stores and maintains the foregoing contactlist for each global

IVM client 506, 508. Upon request, the global IVM server system 502 responds by

transmitting the contactlist to each of the IVM clients 506, 508. Each of the [VM clients

306, 508 displays the contactlist on its display. The user operates the [VM client 506, 508

to indicate a selection of one or more [VMrecipients from the contact list. Each ofthe

global IVM clients 506, 508 transmits the user selection to the global IVM server system

502. The user selection also generatesa slart signal to the [VM clients 506, 508 that the user

is ready to begin instant voice messaging. In responseto thestart signal, the IVM clients

506, 508 record the user's speech into a digitized audiofile (i.e., instant voice message)

stored on the global IVM clients 506, 508. The audiofile is finalized via a stop signal,
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whichis generated by the user by operating the global IVM client 506, 508. Once the

recordingis finalized, the IVM client 506, 508 generates a send signal indicating that the

digitized audio file (instant voice message) is ready to be sent to the selected one or more

recipients. The user generates the send signal when the user operates the global IVM client

506, 508. The IVM client 208 transmits the digitized audiofile and the send signal to the

global IVM server system 502. After receiving the audiofile, the global IVM server system

502 delivers the transmitted instant voice message to the local IVM server 202 in the local

TVM system 510 for delivery to the selected one or morerecipients(e.g., local [VM clients

206 and 208) via the local IP network 204. The one or morerecipients [VM 206, 208 are

enabled to display an indication that the instant voice message has been received and

audibly play the instant voice message to an associated user. It is noted thatif a recipient

IVMclient 206, 208 is not currently connected to the local IVM server 202, the IVMserver

202 temporarily saves the instant voice message and delivers it to the local IVM client 206,

208 when the IVM client connects to the local IVM server 202.

In the second embodimentofthe IVM client 506 accordingto Fig. 5, the

VoIP telephone 506 operates synchronously with the IVM client 508 to enable global instant

voice messaging according to the present invention. In this embodiment, the VoIP

telephone 506 and the [VM client 508 maybelocated in a user’s residence and be connected

to a local IP network 504. This local IP network 504 can be a WiFi network or a local area

network(i.e., LAN), which is also within the user’s residence. The local IP network 504

may be connected to the IP network (Internet) 102 via a digital subscriberline (i.e., DSL)

connection, cable connection, dialup connection,or the like. As noted above, the IVM
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clients 506, 508 have like peripheral devices and functionality described respectively with

reference to local IVM clients 206, 208 in Fig. 2. Thus, in operation according to this

embodimentin Fig. 5, the global IVM client 508 requests from the global IVM server

system 502 a contactlist of global one or more IVM recipients with which each of the global

IVM client 508 may exchange instant voice messages. For the purposesofthisillustration,

it is assumedthat the IVM clients 206 and 208 within the local IVM system 510 are in the

contactlist for the global IVM client 508. The global IVM server system 502 stores and

maintains the foregoing contactlist for the global IVM client 508. The IVM client 508

displays a contact list of [VM recipients on the associated display device provided by the

global [VM server system 502, as described hereinabove. The user operates the [VM client

508 byusing the associated input device to indicate a selection of one or more IVM

recipients from the contactlist. The user selection generates a start signal in the IVMclient

508 indicating that the user is ready to begin instant voice messaging accordingto the

present invention. In response tothestart signal, the [VM client 508 generates audiofile to

record an instant voice message and transmits a ring signal to the VoIP telephone 506 via

local IP network 504. As the user picks up the handset ofthe VoIP telephone 206 (off-

hook), a connection is established via the local network 504 between the local IVM client

508 and the VoIP telephone 506. Thereafter, the VoIP telephone 506 forwards the user’s

speech to the IVM client 508 for storage into the audio file at the IVM client 508. The audio

file is finalized by returning the handset its cradle (on-hook) or by pressing a designated

button on the keypad associated with the VoIP telephone 506, which transmits the stop

signal to the IVM client 508. Returning the handsetto its cradle preferably generates a send

signal to the TVM client 508. The IVM client thereafter transmits the recorded audiofile
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(instant voice message) to the global IVM server system 502 for delivery to the selected one

or more IVM recipients. Alternatively, the user may press a key on the input device

associated with the [VM client 508 to initiate the send signal. In response to the send signal,

the IVM client 508 sendsthe recorded audiofile to the global IVM server system 502 for

delivery to the selected one or more IVM recipients. The global IVM server system 502

thereafter transmits the instant voice messageto the local IVM server 202 for delivery

selected one or more recipients (e.g., local TVM clients 206 and 208) via the local IP

network 204. As before, the one or more recipients are enabled to display an indication that

the instant voice message has been received and audibly play the instant voice message. Ifa

recipient [VM client is not currently connected to the local IVM server 202, the local IVM

server 202 temporarily saves the instant voice message and deliversit to the IVM client

when the [VM client connects to the local IVM server 202.

Lastly with reference to Fig. 5, in addition to the “record mode”ofinstant

voice messaging as described above, the instant voice messaging system 500 also supports

an “intercom mode”of the instant voice messaging. The “intercom mode”represents real-

time instant voice messaging. In the “intercom mode,”instead of creating an audio file as

described hereinabove, one or more buffers (not shown) of a predeterminedsize are

generated. The buffers may be generated in any one of the IVM clients 206, 208, 506 and

508, depending on how the global [VM system 500 is defined. The one or more buffers are

used to automatically write successive portions of the instant voice message. Oncea first

buffer is full, i.e., input audio of the predeterminedsize is written to the buffer, the content

of the first butter is automatically transmitted. If the transmission is generatedat a local
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IVM client 206, 208 and destined for one or more local IVM recipients, the content of the

first buffer is transmitted to the local IVM server 202 for delivery to the local one or more

recipients. If the transmission is generated at a local TVM client 206, 208 and destined for

one or more global IVM recipients 506, 508, the contentofthe first buffer is transmittedto

the global IVM server system 502 for delivery to the one or more global recipients. In

addition,if the transmission is generated at a global [VM client 506, 508 and destined for

the other global IVM clients, the contentof the first buffer is transmitted to the global IVM

server system 502, such as for example clients 506, 508. Lastly, if the transmissionis

generated at a global [VM client 506, 508 and destined for the local [VM clients 206, 208,

the content ofthefirst buffer is transmitted to the global IVM server system 502 and further

transmitted by the global IVM server 502to the local IVM server 202 for delivery to clients

206, 208 within the local TVM system 510. A second buffer is meanwhile written with the

next successive portion of input audio. Once, the second bufferis full, i.c., input audio of

the predeterminedsize is written to the buffer, the content of the second buffer is transmitted

in similar fashionto the first buffer. If the entire instant voice message or a successive

portion thereof (suchas a last successive portion in the instant voice message) written to

either buffer is smaller the predeterminedsize, then the buffered content ofless than the

predeterminedsize is automatically transmitted to the 1VM server 202. The foregoing

buffering using the first and sccond buffers is repeated until the entire instant voice message

has been transmitted as described above. It is noted that the invention is not limited to a

particular numberofbuffers. The foregoing buffering and transmission allowsa “real-time”

instant voice message to be transmitted to the one or morelocal, as well as global, IVM

recipients. The “intercom mode” may be designated as a default mode when an IVM
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recipient is on-line, while the “record mode” may be designated as a default if the IVM

recipient is unavailable, i.e., not on-line. The user mayeasily changethe “intercom mode”

to the “record mode” on the respective IVM client 206, 208, 506, 508. Finally, the audio

contents of the buffers may be signal processed(for clarity), encrypted and compressed

before transmission, as was described previously.

Fig. 6 is an exemplary detailed illustration 600 of the global [VM server

system 502 depicted in Fig. 5, according to the present invention. Morespecifically, the

local IVM system 510 described in Fig. 5 is connected via the IP network(Internet) 102 to

the global IVM server system 502. The global IVM server system 502 comprises an IVM

transport server mesh 602 and an IVM directory server 608. The IVM transport server mesh

602 comprises a plurality of interconnected IVM transport servers 604, 606. Although the

mesh 602 is depicted as having two IVM transport servers 604, 606,it is to be understood

that as many IVM transport servers as are desired or required for redundancy and load

balancing may be interconnected in a mesh. The IVM transport servers 604, 606 may be

centrally located and configured to communicate(i.e., forward and receive messages) with

local TVM clients 206, 208, local [VM server 202 and global IVM client 506, 508 (not

depicted in Fig. 6). The plurality of [VM transport servers 604, 606 in the IVM transport

server mesh 602 permits load balancing and redundancyin the global IVM system 500. The

directory server 608 maintains a transport server list of all theVM transport servers 604,

606 currently connecting to the mesh 602. Each of the IVM transport servers 604, 606 first

connects to the directory server 608. The directory server 608 informseachof the

connecting [VM transport servers 604, 606ofall the other [VM transport servers currently
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in the mesh 602 based on an active list (not shown) of transport servers 604, 606 in the mesh

602. The connecting [VM transport server then connects to each of the IVM transport

servers in the transport serverlist, resulting in an interconnected mesh 602 of IVM transport

servers 604, 606. The IVM transport servers 604, 606 and the IVM directory server 608

communicate via messages.

Further with reference to Fig. 6, the [VM transport servers 604, 606

connected in the mesh 602 share a database (not shown) of IVM clients, so that each IVM

transport server 604, 606 refers to the same client database. It is preferable that each [VM

transport server 604, 606 maintains its own copyofthe client database, which is mirrored

and replicated conventionally amongst the IVM transport servers 604, 606 in the mesh 602.

Theclient database may further be replicated to the local IVM server 202. Alternatively, the

client databaseis stored on a separate file server (not shown) in data communication with

the IVM transport servers 604, 606 over a network (not shown).

Fig. 7 is an exemplary detailed illustration of a transport server 604, 606

depicted in Fig. 6, according to the present invention. The IVM transport server 604, 606 is

a general-purpose programmable computer comprising a network interface (not shown)

connected to IP network (Internet) 102, a communication platform 702, a message database

712, and a messaging system 714. The communication platform 702 comprises a server

engine 704, which controls a user manager 706,a local server manager 708, and a storage

manager 710. The messaging system 714 and the server engine 704 communicate via

standardinter-process communication. The storage manager 710 handlesretrieving,
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sending, and storing of messages, including instant voice messages and attachments thereto,

to/from the message database 712. The user manager 706is responsible for

creating/maintaining [VM clients 206, 208, 506, 508, identifying them andrelaying their

status to the server engine 704. When an IVM client communicates an instant voice

message within the global IVM system 500, the user manager 706 notifies the server engine

704 whether the one or more recipients are unavailable, and thereby the instant voice

message is saved in the message database 712. When the one or more [VM recipients

becomeavailable, the user manager 706 notifies the server engine 704, which instructs the

storage manager 710 to retrieve any undelivered instant voice messages for the one or more

recipients and delivers the instant voice messages to the designated one or more [VM

recipients. The local server manager 708 is responsible for creating/maintaining and

providing the status of available local 1VM servers, such as [VM server 202 in Fig. 2. The

availability status of the local IVM servers is checked periodically and updated.

Fig. 8 is an exemplary detailed illustration of a directory server 608 depicted

in Fig. 6, according to the present invention. The directory server 608 is a general-purpose

programmable computer equipped with a network interface (not shown) connected to IP

network (Internet) 102, a messaging system 812, and a communication platform 802. The

communication platform 802 comprises a server engine 804, which controls a local server

manager 806, a user manager 808,and a transport manager 810. The messaging system 812

and the server engine 804 communicate via standard inter-process communication. The

transport manager 810 maintainsthe status of the IVM transport servers 604, 606 in the

IVM transport server mesh 602 within the global IVM system 500 and using a load-
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balancing mechanism distributes instant voice messages to available transport server 604,

606 for routing to the one or more IVM recipients. The user manager 808 is responsible for

creating/maintaining IVM clients 206, 208, 506, 508, identifying and relaying thcir status

via the server engine 804 to the IVM transport server 604, 606 to be used. The local server

manager 806 is responsible for creating/maintaining and providing the status of available

local [VM servers, such as IVM server 202 in Fig. 2. The availability status ofthe local

IVM servers is checked periodically and updated.

Fig. 9 illustrates an exemplary a global instant voice messaging ([VM)

system 900, which comprisesa plurality of local [VM systems and a plurality of globalVM

clients, according to the present invention. In the global IVM system 900, there are depicted

a plurality of local IVM systems 902, 910 connected to the global IP network 102. The

internal representation and functionality of each local IVM system 902, 904is identical to

the local IVM system 510 described with referenceto Fig. 5. In global [VM system 900 of

Fig. 9, there are also depicted a plurality of global IVM clients 918-928 and a global IVM

server system 502 connected to the global IP network(i.e., Internet) 102. The internal

representations of the global IVM client 918-928 and the global IVM server system 502 are

identical to the respective IVM client 508 (and/or IVM client or 506) and the global IVM

server system 502 described with reference to Fig. 5. In the local IVM system 902, each

local IVM client 206, 208 is enabled to request local IVM recipients from the local VM

server 202 and global IVM recipients from either the global IVM server system 502 or the

local IVM server 202. For example, the local IVM client 1A 208 displays a list 904 to a

user, comprising both local and global TVM recipients. More specifically, the list 904
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enables IVM client 1A to send instant voice messages according to the present inventionto

local IVM clients 1B 208 and 1C 206, global IVM client C 922 and global IVM client 2A

208 in the local [VM system 910. Similar lists 906-916 are displayed to the users ofthe

respective IVM clients 1B-1C in local IVM system 902, and 2A-2C in local IVM system

910. In addition, the global clients A-F 918-928 are enabled to request IVM recipients from

the global TVM server system 502 and displaythe respective lists of IVM recipients 930-940

on the respective IVM clients 918-928.

While the invention has been particularly shown and described with regard to

preferred embodiments thereof, it will be understood by those skilled in the art that the

foregoing and other changes in form and details may be madetherein without departing

from the spirit and scope of the invention.
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CLAIMS:

Whatis claimedis:

1. A methodfor instant voice messaging over a packet-switched network,the

method comprising:

receiving an instant voice message having one or morerecipients;

delivering the instant voice message to the one or morerecipients over a packet-

switched network;

temporarily storing the instant voice message if a recipient is unavailable; and

delivering the stored instant voice message to the recipient once the recipient

becomesavailable.
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ABSTRACT

Methods, systems and programs for instant voice messaging over a packet-switched

network are provided. A method for instant voice messaging may comprise receiving an instant

voice message having one or morerecipients, delivering the instant voice message to the one or

more recipients over a packet-switched network, temporarily storing the instant voice message if

a recipient is unavailable; and delivering the stored instant voice message to the recipient once

the recipient becomesavailable.
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